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1801 Basic PCT Principles [R-5]
MAIJOR CONCEPTS

The Patent Cooperation Treaty (PCT) is an international
agreement to which the United States of America is a party,
which provides for the filing of patent applications on the same
invention in a number of countries. The PCT enables the U.S.
* applicant to file one application, “an international application”,
in a standardized format in English in the >U.S.< Receiving
Office (the U.S. Patent and Trademark Office), and have that
application acknowledged as aregular national filing in as many
member countries to the PCT as the applicant “designates” that
is, names, as couniries in which patent protection is desired. In
the same manner, >the< PCT enables foreign applicants to file
a PCT application designating the United States of America in
their home language in their home patent office and have the
application acknowledged as aregular U.S. national filing. The
PCT also provides that the application will be subjected to a
search for published disclosures which are capable of assisting
in the determination of whether the invention disclosed in the
application is new and unobvious. Upon payment of national
fees and the furnishing of a translation, usually some twenty
months after the filing of *>any priority< application for the
invention >or the international filing date if no priority is
claimeds, the application will be subjected to national proce-
dures in each of the designated countries. >If a Demand for an
International Preliminary Examination is filed within 19
months of the priority date, the period for entering the national
stage is extended to thirty months from the priority date.<

The PCT offers an alternative route to filing patent applica-
tions directly in those countries which are members of the PCT.
It does not preclude taking advantage of the priority rights and
other advantages provided under the Paris Convention (PCT
Article 1). The PCT provides an additional and optional foreign
filing route to United States and foreign applicants.

PCT Anticle 1
Establishment of & Union

(1) The States party to this Treaty (hereinafter called “the Contracting
States”) constitute & Union for cooperation in the filing, searching, and exami-
natien, of applications forthe protection of inventions, and for rendering special
technical services. The Union shall be known as the International Patent
Cooperation Union.

(2) No piovision of this Treaty shall be interpreted as diminishing the
rightsunderthe Paris Convention forthe Protection of Industrial Property of any
nationsl or resident of any country party to thai Convention,

The PCT has also substantially harmonized the formal re-
quirements of applications for the member countries and the
European Patent Convention (EPC).

The PCT also provides new filing and scarching procedures
whercby much of the processing and transmittal of papers is
done for the applicant by the various national patent offices
which act as international authoritics and the International
Burcau (IB) of the World Intellectual Property Organization
(WIPO) in Geneva, Switzerland, which administers the Treatv.

The filing and search procedures are set forth in Chapter I
of the PCT, Additional procedures for a preliminary examina-
tion of PCT international applications are set forth in PCT
Chapter I1.%*
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Basic Flow »of PCT Chapter I<

To understand the PCT, it is important to know the basic
flow of an international application under the PCT. This flow is
illustrated on the next page.

In most instances a U.S. nationat application (NA) is filed
first. An international application for the same subject matier
will then be filed subsequently within the priority year provided
by the ¥aris Convention and claim the priority benefit of the
U.S. national application filing date.

RECEIVING CFFICE (RO)

The international application (IA) must be filed in a
Receiving Office (RO), (PCT Aurticle 10). The United States
Patent and Trademark Office will act as a Receiving Office for
United States residents and nationals (35 U.S.C. 361(a)). The
Receiving Office functions as the filing and formalities review
organization for international applications. International appli-
cations must contain upon filing the designation of those coun-
tries in which patent protection is desired and must meet certain
standards for compleieness and formality (PCT Articles 11(1)
and 14(1)).

Where a priority claim is made, the date of the earlier filed
national application is used as the date for determining the
timing of international processing, including the various trans-
mittals, the payment of certain international and national fees,
and publication of the application, Where no priority claim is
made, the international filing date will be considered to be the
“priority date” for timing purposes (PCT Article 2(xi)).

The international application is subject to the payment of
certain fees upon filing >or within one month thercafter< and at
the expiration of 12 months from the priority date >or withinone
month thereafter< (PCT Article 11(3) and 35 U.S.C. 361). The
Receiving Office will grant an international filing date to the
application, collect fees, handle informalities by direct commu-
nication with the applicant, and monitor ali corrections (35
U.S.C. 361(d)). By 13 months from the priority date, the
Receiving. Office should prepare and transmit a copy of the
international application, called the Search Copy (SC), to the
International Searching Authority (ISA); and > forward the
original <* copy, called the Record Copy (RC), to the Interna-
tional Bureau (PCT Rules 22.1 and 23). A >second<* copy of
the international application, the Home Copy (HC), remains in
the Receiving Office (PCT Article 12(1)). Once the Receiving
Office has transmitted copics of the application, the Interna-
tional Searching Authority becomes the focus of international
processing.

INTERNATIONAL SEARCHING AUTHORITY (ISA)

The basic function of the International Searching Authority
(ISA) is to conduct a prior art search of inventions claimed in
international applications; it does this by searching in at least the
minimum documentation defincd by the Treaty (PCT Articles
15and 16 and PCT Rule 34). At the opiion of the U.S. applicant,
either the U.S. Patent and Trademark Office or the European
Patent Office acts as an International Searching Authority for
U.S. residents and nationals. The International Searching Au-
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thority isalsoresponsible forchecking the content of the title and
abstract (PCT Rules 37.2 and 38.2), An International Search
Report (SR) will normally be issued by the International Search-
ing Authority within three months from the receipt of the Search
Copy (usually about 16 months after the priority date)(PCT Rule
42). Copies of the International Search Report and prior art cited
will be sent to the applicant and the International Bureau (PCT
Rules 43 and 44.1). The Search Report will contain a listing of
those documents found to be relevantand will identify the claims
in the application to which they are pertinent; however, no
judgments or statements as to patentability will be made (PCT
Rule43.9). The applicant will alsoreceive withoutcharge acopy
of the cited prior art from the U. §. Patent and Trademark Office
as ar International Searching Authority. Once the International
SearchReporthasbeencompleted and transmitted, international
processing continues before the International Bureau.

INTERNATIONAL BUREAU (IB)

The basic functions of the International Burcau (IB) are to
maintain the master file of all international applications and to
act as the publisher and central coordinating body under the
Treaty. The World Inteliectual Property Organization
>(WIPO)< in Geneva, Switzerland performs the duties of the
International Burcau,

If the applicant has not filed a certified copy of the priority
document in the Receiving Office with the international applica-
tion, or requested upon filing that the Receiving Office prepare

- and transmit to the International Bureau a copy of the prior U, S.

national application, the priority of which is claimed, the appli-
cant must submit such a document directly to the International
Bureau or the Receiving Office not later than 16 months after the

priority date (PCT Rule 17).

The applicant has normally two months from the date of
transmittal of the International Search Report to amend the
claims by filing an amendment directly with the International
Bureau (PCT Article 19 and PCT Rule 46). The International
Bureau will then normally publish (P) the international appli-
cation along with the Search Report and any amendment
(Amdt) at the expiration of 18 months from the priority date
(PCT Article 21), The international publication is in pamphlet
form with a front page containing bibliographical data, the
abstract, and a figure of the drawing (PCT Rule 48). The
pamphlet also contains the search report and any amendments
to the claims submitted by the applicant. If the application is
published in a language other than English, the search report
and abstract are also published in English, The International
Bureau also publishes a > PCT< Gazette in the French and
English languages which contains information similar to that
on the front pages of international applications, as well as
various indexes, and announcements (PCT Rule 86). The
International Bureau also transmits copies of the international
application to all the Designated Offices (PCT Article 20 and
PCT Rule 47).

DESIGNATED OFFICE (DO)

>If no Demand for Interzational Preliminary Examination
has been filed within 19 months of the priority date ,<** the
applicant must send to each Designated Office any required
translations and iize appropriate national or regional filing fees
>within twenty months from the priority date of the interna-
tional application,< uniess the individual Designated Office
grants additional time (PCT Article 22). The applicant also has

Bagic Flow under PCT Chapter |
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Basic Flow under PCT Chapter !
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the right to amend the application within one month from the
fulfillment of the requirements under Article 22, After this
month has expired (PCT Article 28 and PCT Rule 52), each
Designated Office will make its own determination as to the
patentability of the application based upon its own specific
national or regional laws (PCT Article 27(5)).

s>Basic Flow of PCT Chapter II

PCT Anticle 33
The Intemational Preliminary Examination

(1) The objective of the interational preliminary examination is to
formulate a preliminary and non-binding opinion on the questions whetherthe
claimed invention appears to be novel, to involve inventive gtep (to be non-
obvious), and to be industrially applicable.

R g

The basic flow of PCT Chapter Il is illustrated in the above
diagram. If the applicant desires to obtain the benefit of delay-
ing the entry into the national stage until the 30th month, a
demand for international preliminary examination must be
filed with an appropriate International Preliminary Examining
Authority within 19 months of the priority date. Those States in
which the Chapter I procedure is desired must be “elected” in
the demand.

A copy of the demand is forwarded to the International
Bureau by the International Preliminary Examining Authority,
The International Burcau then notifies the various clected
Offices that the applicant has entered Chapter IT and that the
application should not be considered withdrawn for failure to
cnter the national stage within 20 months of the priority date.

The examiner of the International Preliminary Examining
Authority may comment on lack of unity of invention, note
crrors, and issue a written “‘opinion” as to whether each claim is
“novel”, involves an “inventive step”, and is “industrially
applicable”. If a written “‘opinion” is issued by the examiner, the
applicant may respond to the opinion by arguments and amend-
ments within the time period set for response. The examiner will
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then issue the “International Preliminary Examination Report”
which presents the examiner’s final position as to whether each
claim is “novel”, involves an “inventive step”, and is “industri-
ally applicable” by the 27th month after the priority date. A copy
of the “International Preliminary Examination Report” is sent to
the applicant and to the International Bureau. The International
Bureau then communicates acopy of the “International Prelimi-
nary Examination Report” to cach “Elected Office”.

The applicant must complete the requirements for entering
the national stage by the expiration of the 30th month from the
priority date in order 1o avoid any question of withdrawal of the
application as to that clected Office.

In accordance with the agrcement between the United
States Patent and Trademark Office (USPTO) and the Interna-
tional Bureau (PCT Article 34), the USPTO will act as an Inter-
national Preliminary Examining Authority (IPEA) for interna-
tional applications filed by residents and nationals of the United
States and for those applications of other western hemisphere
countrics which have been searched by the USPTO as an
International Searching Authority.

Upon filing of a proper demand and the payment of the
necessary fees, the international application shall be the subject
of an international preliminary examination.

An international preliminary examination will be carried
out only on those inventions for which an International Search
Report has been established since the International Preliminary
Examining Authority must take into consideration the docu-
ments cited in the International Search Report. (PCT Atrticle
33(6)).

The International Scarching Authority has the responsibil-
ity of initially determining whether or not unity of invention
exists in an international application, However, since scarching
authorities may differ on the question of unity of invention and
since an applicant has the right to amend the application subsc-
quent to the receipt of the International Search Report, the
international application isagain reviewed by the examiner with
respect to the question of unity of invention at the onset of the
international preliminary examination.

1800-4
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The primary purpose of international preliminary examina-
tion is to render a nonbinding opinion on the question of whether
the subject matter of the international application meets the
criteria set out in PCT Article 33(1), i.e., whether the claimed
invention appears to be novel, to involve inventive step (to be
non-obvious) and to be industrially applicable. Form PCT/
IPEA/408 is provided for use by the examiner to notify applicant
of any negative aspects of the application in the form of a written
opinion,

Afier an oppostunity to repond, final results of the interna-
tional preliminary examination are set forth in an International
Preliminary Examination Report on Form PCT/IPEA/409. This
report takes into consideration any amendments that may have
been filed by the applicant in response to the written opinion.<

1802 PCT Definitions [R-5§]

CT Article 2
Definitions
For the purposes of this Treaty and the Regulations and unless expressly
stated otherwise:

(i) “spplication” means an application for the protection of an invention;
references to an "application” shall be construed as references to applications for
patents for inventions, inventors® certificates, utility certificates, utility models,
patents or centificates of addition, inventors’ certificates of addition, and utility
certificates of addition;

(ii) references to a “patent” shall be construed as references to patents for
inventions, inventors’ certificates, utility cenificates, utility models, patents or
centificates of addition, inventors’ certificates of addition, and utility certificates
of addition;

(iii) “national patent” means a patent granted by & netional authority;

(iv) “regional patent’” means a patent granted by a national oran intergov-
ermmental authority having the power to grant patents effective in more than one
State;

(v) "regionel application” means an application for a regional patent;

(vi) references to a “national applicstion” shall be construed ae references
1o applications for national patents and regional patents, other than applications
filed under this Treaty;

(vii) * "international application” means &n application filed under this
Treaty;

(viii) references to an “application” shall be construad as references to
international applicaticns and national applications;

(ix) references to & "patent” shail be construed as references to national
patents and regional patents;

(x) references 10 “national law” shall be construed as references 10 the
national law of 8 Contracting State or, where a regional application or a regional
patent is involved, 1o the treaty providing for the filing of regional applications
or the granting of regional patents;

(xi) “priority date,” for the purpose of computing time limits, means:

(a) where the international application contains a priority claim under
Anticle 8, the filing date of the application whose priority is so claimed;

(b) where the international application contains several priority claims
under Article 8, the filing date of the earliest application whose priority is 5o
claimed;

{(c) where the intemational application does not contain any priority
claim under Anticle 8, the internetional filing date of such application;

(xii) "national Office” meane the government authority of 2 Contracting
State entrusted with the granting of patents; references 1o a “national Office”
shall be construed as referring also to any intergovernmental authority which
several States have entrusted with the task of granting regional patents, provided
that at least one of those States is & Contracting State, and provided that the said
States have authorized that authority to assume the obligations and exercise the
powers which this Treaty and the Regulations provide for in respect of national
Offices;

(xiii) “designated Office” means the national Office of or acting for the
State designated by the applicant under Chapter I of thia Treaty;

(xiv) “elected Office” means the national Office of or acting forthe State
clected by the applicant under Chapter IT of this Treaty;

1800-5

{nv) “receiving Office” means the nationel Office or te inlergovem-
mental organization with which the international application has been filed;

{nvi) “Union" means the Intemational Petent Cooperation Union;

(xvii) “Assembly” mesns the Aseembly of the Union;

{xviii) “Organization” means the World Intelleciual Property Crganiza-
tion;

(xix) “International Bureau” means the Intemations] Bureau of the Or-
ganization and , &8 long as it subsists, the United International Bureaur for the
Protecrion of Intellectual Propenty (BIRPIY;

(xx) “Director General” means the Director General of the Organization
and, as long as BIRPI subsists, the Director of BIRPL

PCT Rule 2
Interpretation of Certaln Words
2.1 “Applicant”

Whenever the word “applicant” is used, it shall be consirued a3 meaning
alsothe agent or other representative of the applicant, except where the contrary
clearly follows from the wording or the natore of the provision; or the context
in which the word is used, such as, in particular, where the provision refers to
the residence or nationality of the applicant.

2.2 “Agent”

Whenever the word “agent™ is used, it shall be construed as meaning any
person who has the right to practice before intemational authorities as defined
in Article 49 and, unliess the contrary clearly follows from the wording or the
nature of the provision, or the context in which the word is used, also the
common repregeitative referred to in Rule 4.8,

2.3 “Signature”

Whenever the word “signature” is used, it shall be understood that, if the
national law applied by the receiving Office or the competent Intemational
Scarching or Preliminary Examininy Authority requires the use of a seal instead
of a signature, the word, for the purposcs of that Office or Authority, shall mean
seal.

35 U.S.C. 351 Definitions.

When used in this part unless the context otherwise indicates—

(a) The term “trealy” means the Pateat Cooperation Treaty done at
Washington, on June 19, 1970 **,

() The term “Regulations”, when capitalized, means the Regulations
underthe treaty **, done at Washington on the same date as the treaty, The term
“regulations™, when not capitalized, means the regulations established by the
Commissioner under this title.

(c) Theterm “intemational application” means an application filed under
the treaty.

(d) The term “intemational application originating in the United States”
mesns an international application filed in the Patent and Tredemark Office
when it is acting as a Receiving Office under the treaty, irrespective of whether
or not the United States has been designated in that intemational application,

(e) The term “intemational application designating the United States”
means an international application specifying the United States as 2 country in
which a patent is sought, regardless where such intemational epplication is
filed.

(f) The term “Receiving Office™ means & national patent office or inter-
govemmental organization which receives and processcs intemational applica-
tions as prescribed by the treaty and the Regulations,

(g) The tenms “International Searching Authority” »and"Intemational
Preliminary Examining Authority”mean<* a national patent office or intergov-
emmental organization as appointed under the treaty which processes intema-
tional applications as prescribed by the treaty and the Regulations.

(h) The term “Intermational Bureau" means the intermational intergovem-
mental organization which is socognized as the coordinating body under the
treaty and the Regulations.

(i) Terms and expressions not defined in this pan are to be taken in the
sense indicated by the treaty and the Regulstions,

37 CFR 1.401 Definitions of terms under the Patent Cooperation
Treaty,

(a) The abbreviation "PCT” and the term “Treaty” mean the Patent
Cooperation Treaty.

(b) “Intemational Bureau” means the World Intellectual Propeny Or-
ganization located in Geneva, Switzerland,

(c) “Administrative Instructions” means that bodv of instructions for
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operating under the Patent Cooperation Tresty referred o in PCT Rule 89,

(d) “Request”, when capitalized, means Gist element of the intemational
application described in PCT Rules 3 and 4.

() “Intemational application”, es used in this subzhaptec is defined in §
1.9().

(f) “Priority date” for the purpose of computing time limits under the
Patent Cooperation Treaty is defined in PCT Art. 2(xi). Note also § 1.468.

(g) >'Demand,” when capitalized, means that document filed with the
International Preliminary Examining Authority which requests an intemational
preliminary examination.

(h) “Anrcxes” means amendments made to the claims, description or the
drawings before the International Preliminary Examining Authority.

(iy< Other terms and expressions in this Subpart C not defined in thig
section are to be taken in the sense indicated in PCT Art. 2 and 35 U.S.C. 351.

1803 Reservations Under the PCT Taken by the
United States of America [R-5]

PCT Article 64
Raservations

(1)(a) Any State mey declare that it shall not be bound by the provisions
of Chapter 11

(b) States making s declaration under subparagraph (2) shall not be bound
by the provisions of Chapter II and the corresponding provisions of the
Regulations.

(2)(a) Any State not having made & declaration under paragraph(1)(a) may
declare that:

(i) it shall not be bound by the provisions of Article 39(1) with respect to
the fumishing of & copy of the international application and a translation thereof
(us prescribed),

(ii) the obligation tc delay national processing, as provided for under
Article 40, shall not prevent publication, by or througi its national Office, of the
internationel application or a translation thereof, it being understood, however,
that it is not exempted from the limitations provided for in Articles 30 and 38.

(b) States meaking such a declaration shell be bound accordingly.

(3)(a) Any State may declare that, as far as it is concerned, international
publication of international appiications is not required.

(b) Where, at the expiration of 18 months from the priority date, the
international application contains the designation only of such States as have
made declarations under subpsragraph (a), the international application shall
not be publisk: 3 by virtue of Article 21(2),

(c) Where the provisions of subparagraph (b) apply, the international
application shall ncvertheless be published by the Intemational Bureau:

(i) at the request of the applicant, as provided in the Regulations,

(ii) when a national application or a patent bascd on the international
application is published by or o behalf of the national Office of any designated
State having made a declaration under subparagraph (a), promptly afier such
publication but not before the expiration of 18 months from the priority date.

(4)(2) Any State whose national law provides for prior art effect of its
patents as from a date before publication, but does not equate for prior an
purposes the priority date claimed under the Paris Convention for the Protection
of Industrial Property to the actual filing date in that State, may declare that the
filing outside that State of an intemational application designating that State is
net equated to an actual filing in that State for prior ant purposes,

(b) Any State making a declaration under subparagraph (a) shall to that
extent not be bound by the provisions of Anicle 11(3).

(c) Any State making 8 declaraticn under subparagraph () shell, at the
same time, state in writing the date from which, and the conditions under which,
the prior art effect of any international applicaticn designating that State
becomes effective in that State, This statement may be modificd at anytime by
noiification addressed to the Director General,

(5) Each State may declare that it does not consider itself bound by Anticle
59, With regard to any dispute between any Contracting State having made such
a declaration and any other Contracting State, the provisions of Anticle 59 shall
not apply.

(6)(a) Any declaration made under this Article shall be made in writing,
It may be made at the time of signing this Treaty, at the time of depositing the
instrument of ratification or accession, or, except in the case referred to in
paragraph (5),at any later time by notification addressed to the Director General,
In the case of the seid notification, the declaration shall take effect six months
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afier the day on which the Director General has received the notification, end
shall not affecs interaationat epplications filed prior tothe expiraticn of the said
siz-month period.

(b) Any declaration made under this Anticle may be withdrawn st any time
by notification addressed to the Director Generel. Such withdrawal shell take
effect three months afterthe day on which the Director General has received the
notification and, in the case of the withdrawal of & declarstion made under
paragraph (3), shall not affect intemational applications filed prior 0 the
expiration of the said three-month period.

(7) No reservations to this Treaty other than the reservations under
paragraphs (1) to (5) are permitted.

The United States of America >had originally<* declazred
thatit >was<* not bound by Chapter II (Article 64 (1)), >but has
now withdrawn that reservation effective July 1, 1987<.

It has also declared that, as far as the United States of
America is concerned, international publication is not required
(Article 64 (3)).

The ** United Staies of America >also< made »a reserva-
tion<** under Article 64(4) which relates to the prior art
effective date of a U.S. patent issuing from an international
application. See 35 U.S.C. 102(e).

>1804 USPTO - WIPO Agreement [R-5]

Agreement between the UNITED STATES PATENT AND TRADE-
MARK OFFICE and THE INTERNATIONAL BUREAU OF THE WORLD
INTELLECTUAL PROPERTY ORGANIZATION conceming the functions
of the United States Patent and Trademark Office in the capacity of an
Intemational Searching and Preliminary Examining Authority appointed under
the Patent Cooperation Treaty.

Preamble
The United States Matent and Trademark Office and the Internetional
Bureau of the World Intellectual Properiy Organization agree 10 concluds the
following Agreement under Arnicles 16(3)(b) and 32(3) of the Patent Coopera-
tion Treaty:

Article 1

Terminology Used in the Agreement

(1) For the purpose of this Agreement:

(a) “Treaty” means the Patent Cooperation Treaty;

(b) “Regulations” mean the Regulations under the Treaty;

(c) “Administrative Instructions” means the Administrative Instructions
under the Treaty;

(d) “Article” (except where a specific reference is made to an Asticle of
this Agreement) means an Ariicle of the Treaty;

(e) “Rule” means a Rule of the Regulations;

(f) “Authority” refers to the United States Patent and Trademark Offics
acting in the capacity of an Intemational Searching and Preliminary Examining
Authority pursuant to this Agreement and appointed under the Treaty;

(g) “International Bureau®” means the International Bureau ss defined in
Article 2(xix); and

(h) “Gazette” means the publication referred to in Article $5(4).

Anicle 2
Basic Obligations

(1) The Authority will, except in respect to subject matter which pursuant
to Anicle 6 of this Agreement the Authority is not required to search or to
examine, carry out intemational searches and intcmational preliminary exemi-
nations and perform such other functions as are specifically provided forby the
Treaty, the Regulations, this Agreement, and the Administrative Instructions. In
camying out an intemational search and an intemational preliminary examina-
tion, the Authority shall be guided by the Guidelines for Intemational Search
and for Intemational Preliminary Exaniination to be Carried Out under the
Patent Cooperation Treaty. The Authority undertakes to apply and observe all
the common rules of intemational search and of international preliminary ex-
amination.
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(2) The Authority and the Intemational Bureau shall, having regerd o their
respective functions under the Treaty, the Regulations, this Agreement, snd the
Administrative Instructions, each render, to the extent considered to be sppropri-
ate by both the Authority and the International Bureau, assistance to the other in
relation to the performance, by the other, of ite functions thereunder.

Article 3
Competence of the Authority

(1) Subject to Anticle 6 of this Agreement, the Authority undertakes to act
as an Intemational Searching Authority for all international applications (i) filed
withthe receiving Office of, or acting for, the States specified in Annex A of this
Agreement, and (ii) filed in or iranslated into the languages specified in Annex
A of this Agreement.

(2) Subsject to Article 6 of this Agreement, the Authority undertakes to act
as an Intemational Preliminary Examining Authority for all intemational appli-
cations (i) filed with the r2ceiving Office of, or acting for, the States specified in
Annex A of this Agreement, and (ii) filed in or translated into the languages
specified in Annex A of this Agreement,

Article 4
Minimum Personnel Requirements

(1) The Authority shall, for the purposes of carrying out international
search aitd international preliminary exeminail n, rake aveitable the staff at its
disposal, 1o the extent required by the workload, having cuificient technical
qualifications to carry out such search and examination in all technical fields
except those referred to in Article 6 of this Agreement. The staff of the Authority
shall be maintained at a level excecding the minimum requirement as set out in
Rules 36.1(i) and 63.1(i).

(2) The Authority shall maintain, or othcrwise secure assistance by, a staff
which has the language facilities to understand at least those 1anguages in which
the minimum documentation referred 1o in Rule 34 is written or is translated.

Article 5
Documentation Facilities
The Authority shall maintain and use all documenzaiion facilities ordinar-
ily at the disposal of the steff referred to in Article 4(1) of this Agreement for
search and examination purposes, and shall maintain and use for the said
purposes at least the minimum documentation facilities prescribed by Rules
36.1(ii) and 63.1(ii).

Article &
Subject Matter not required to be Searched
In accordance with Articles 17(2)(i) and 34(4)(a)(i), the Authority will not
be obligated to search orexamine any of the subject matter specified in Rule 39.1
or Rule 67.1 except for subject matter specified in Annex B of this Agreement,

Article 7
Fees
(1) A schedule of all fees charged by the Authority in rvelation to its
functions as an Intcmational Searching and Preliminary Examining Authority is
get out in Annex C of this Agreement.
(2) The Authority shall, to the extent and under the conditions set out in
Annex C of this Agrezment, refund the paid search fees in whole or in part.

Article 8
Review of Protest
‘The Commissioner of Patents and Trademarke or his designee shall
examine protests in respect of additional fees whese such additional fees are paid
under protest pursuant to Rule 40.2(c) or Rule 68.3(c).

Article 9
{Deleted]

Article 10
Classification
The Authority, in addition to applying the International Patent Classifica-
tion to & particular subject matter, may also apply the United States Patent
Clagsification,

Anrticle 11
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Language of Comespondence Used by the Awhority
For purposes of correspondence, including forms, the Authority shall
use the English language.

Avticle 12
Patent Information Services and Technical Assistance
The Authority shall cooperate with the Intemational Bureeu in providing
patent information services and such other contributions to the wechnical
assistance program under Chapter IV of the Treaty as ere both practicable
within the facilities of the Authority and as may be agreed.

Article 13
Entry into Force of the Agreement
‘This Agreement shall enter into force, after approval by the Assembly, on
the date of signature thereof. The Agreement together with an indication of the
date of its entry into force shall be published in the Gazette by the International
Bureau,

Anticle 14
Durstion and Renewability of the Agreement
Subject to Article 16 of this Agreement, thig Agreement shall remain in
force for & period of 10 years. It shall be renewable for & period of 10 years
subjecttothe approval of, and the extension of the appointment of the Authority
for that period by, the Assembly.

Article 15
Amendment

(1) Without prejudice to paragraphs (2) and (4) below, amendments may
be made to this Agreement by agreement between the Authority and the
Intermational Bureau and shall take effect on the date on which those amend-
ments are approved by the Assembly, or, if a later date is specified in the
amendments, on that later date.

(2) Annex A may be amended by the Authority at any time. Any
smendment adding a State or language will be mede by notification from the
Authority to the Intemnational Bureau and shall take effect one month from the
date of publication in the Gazette. Any amendm.snt deleting a State or language
will be made by notification from the Authority 1o the International Burean and
ghall take effect nine months from the date of publication in the Gazeue.

(3) Annex B may be amended by the Authority at any time. Any
emendment adding subject matter to that Annex will be made by notification
from the Authority to the Intemational Bureau and shall take effect one month
from the date of publication in the Gazette. Any amendment deleting subject
matter from the Annex will be made by notification from the Authority to the
International Burcau and shall tuke effect nine months from the date of
publication in the Gazette,

(4) Annex C may be amended by the Authority at any time. Any
amendraent may be made by notification from the Authority tothe Intemational
Burcau and shall take cffect on a date specified by the Authority but not earlier
than one month after the publication of the notification in the Gazette. Normally
Annex C ghall not be amended during the first year after the entry into force of
this Agreement or thereafter at au interval of less than one year from & previous
amendment of the schedule,

(5) The Intemational Bureau shall publish promptly in the Gazetie any
amendment. of this Agreement agreed to by the Authority and the Intemational
Bureau and approved by the Agsembly under paragraph (1) and eny notifica-
tions received by the Intemational Bureau under paragraphs (2) to (4).

Article 16
Termination of the Agrecment

(1) This Agreement shall terminate:

() if the Authority gives the Director General of the World Intellectual
Property Organization written notice to terminate this Agreement; or

(b) if the Director General of the World Intellectual Property Organiza-
tion, with the approval of the Agsembly, gives the Authority written notice to
terminate this Agreement,

(2) The termination of this Agreement under paragraph (1) shall take
effect one year after receipt of the notice by the other party, unless a longer
period ig specificd in such notice,

(3) Notwithstanding paragraph (2), if:

(a) notice to terminate this Agreement ig given by the Authority
under paragraph (1); and
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(b) at the same time all those Contracting States, whose receiving
Offices have specified the Authority under Articles 16(2) and 32(2), not having
denounced the Treaty previously, made the denunciation under Article 66,
the notice to terminate shis Agreement shall take effect at such time as the
denunciation of the Treaty becomes effective for all such States,

ANNEX A
COUNTRIES AND LANGUAGES UNDER ARTICLE 3 OF THIS
AGREEMENT
(1) The Authority will conduct international searches and prepare
intemational search reports
(i) for the following countries:
United States of America, Brazil, Barbados
(i) in the following languages:
English
(2) The Authority will conduct international preliminery examinations
and prepare international preliminary examination reports
(i) for the following countries:
United States of America,
and where the Authority has prepared the interational
search report, for Brazil and Barbados
(ii) in the following languages:
English

ANNEX B
SUBJECT MATTER SPECIFIED UNDER ARTICLE 6 OF THIS
AGREEMENT

Subject matter which 1s searched or examined in United States national
applications

ANNEXC
SCHEDULE OF FEES AND EXTENT AND CONDITIONS OF REDUC-
TIONS OR REFUNDS OF THE SEARCH AND EXAMINATION FEES
FOR THE PURPOSES OF ARTICLE 7 OF THE AGREEMENT

(a) Fees
Scarch fee
(i) where no corre<ponding prior United States national application
withbasicfiling fee has been filed oo coresnniin $520.00
(ii) where a corresponding prior United States national application
with basicfiling feehas been filed ..c.vvvvvviniiins v, $350.00
Supplemental Search Fee (peradditional invention)............ $140.00
Prepataiion of 2n international-type search reportin a United States
national application ... $28.00

Preliminary examination fee

(i) where an intemational search fee has been paid on the intema-
tional application for the benefit of the United States Patent and Trademark
Office as an Intemational Searching Authority.......vevervescrnirenensisniens $370.00

(ii) where the Intemational Searching Authority forthe international
application was an suthority other than the United States Patent and Trademark

(2) additional preliminary cxummﬂllon fee (per additional inven-
tion)

(i) Where & supplemental search fee has been paid on the
inteenational application to the United States Patent and Trademark Office as an
Intemational Scarching Authority ... «$125.00

(ii) Where the lnlcmullonul Scnrchmg Aulhomy fct the
intemational application was an anthority other than the United States Patent

(b) Extent and Conditions of Refunds of the Search and Examination I'ees

(i) Money paid for scarch and preliminary examination fees, wher:
paid by sctual mistake or in excess will be refunded.

(ii) Refund of the supplemental search fee and additional prelimi-
nary examination fee will be made if such refund is determined to be warranted
by the Commissioner of Patents and Trademarks or his designee acting under
Rule 40.2(c) or Rule 68.3(c).
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(iii) The search fee will be refunded if the determinstion under
Article 11(1) is negative.’<

1805 Who May File in the United States
Receiving Office [R-§]

PCT Article 9
The Applicant

(1) Any resident or national of a Contracting State may file an imtema-
tional application.

(2) The Assembly may decide to allow the residents and the nationals of
any country party to the Paris Convention for the Protection of Industrial
Property which is not party to this Treaty to file intemational applications.

(3) The concepts of residence and nationality, and the application of those
concepls in cases where there are several applicants or where the applicants are
not the same for all the designated States, are defined in the Regulations.

(Editor's Note: The PCT Asseinbly hes not as yet ellowed residents or nationals of
non-PCT member countries to file PCT intemational epplicetions.)

PCT Ruie 18
The Applicant
18.1 Residence

(a) Subject to the provisions of paragraph (b), the question whether an
applicant is a resident of the Contracting State of which he claims to be resident
shall depend on the national law of that State and shall be decided by the
receiving Office.

(b) In 2ny case, possession of a rzal and effective industrial or commer-
cial establishment in a Contracting State shall be considered residence in that
State.

18.2 Nationality

(a) Subject to the provisions of paragraph (b), the question whether an
applicantis a national of the Contracting State of which he claims to be anational
shall depend on the netional law of that State and shall be decided by the
receiving Office.

(b) In any case, a legal entity constituted according to the national law of
a Contracting State shall be considered a national of that State,

18.3 Secveral Applicants: same for All Designated States

If all the applicants are applicants for the purposes of all designated States,
the right to file an intemational application shall exist if at least one of them ig
entitled to file an intemational application according to Article 9.
18.4 Several Applicants: Different for Different Designated States

(a) The intemational application may indicate di(fcrent applicants forthe
purposes of different designated States, provided that, in respect of each
designated State, at least one of the applicants indicated for the purposes of that
State is entitled io filc an intemnational application according to Article 9.

(b) If the condition referred to in paragraph (a) is not fulfilled in respect
of any designated State, the designation of that State shall be consid-
ered not to have been made.

(c) The Intemational Bureau shall, from time to time, publish informa-
tion on the various national laws in respect of the question who is qualified
(inventor, successor in title of the inventor, owner of the invention, or other) to
file » national epplication and shall accompany such information by & waming
that the effect of the intemational application in any designated State may
depend on whether the person designated in the intemational application as
applicant for the purposes of that State is & person who, under the national law
of that State, is qualified to file & national application,

PCT Ruie 19
The Competent Recelving Offlce
19.1 Where 1o File

(8) Subjcct to the provisions of peragraph (b), the international
application shall be filed, at the option of the applicant, with the national
Office of or acting for the Contracting State of which the applicant is a
resident or with the national Office of or acting for the Contracting State of
which the applicent is a national.

(b) Any Contracting Statc may agree with another Contracting State or
any intergovemmental organization that the national Office of the latter State or
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the intergovernmental organization shall, for all or some purposes, act instead of
the national Office of the former State a5 receiving Office for applicanis who are
residents or national of that former State, Notwithstanding such agreement, the
national Office of the former State shall be considered the competent receiving
Office for the purpases of Anicle 15(5).

(c) Inconneciion with any decigion made under Article 9(2), the Assembly
shall appoint the national Office or the inergovemmental organization which
will act as receiving Office for applications of residents or nationals of States
specified by the Assembly. Such appointment shall require the previous consent
of the said national Office or intergovernmental organization.

19.2 Several Applicants

If there are several applicants, the requirements of Rule 19.1 shali be
considered to be met if the national Office with which the international applica-
tion is filed is the national Office of or acting for a Contracting State of which at
least one of the applicents is & resident or national,

19.3 Publication of Fact of Delegation of Duties of Receiving Office

(a ) Any agreement referred to in Rule 19.1(b) shall be premptly notified
1o the Intemational Bureau by the Contracting State which delegates the duties
of the receiving Office to the national Office of or acting for another Contraciing
State or an intergovernmental organization.

(b) The Intemational Burcau shall, promptly upon receiit, publish the
notification in the Gazette.

PCT Adminfstrative Instructions Section 317
Procedure in the Case of the Deslgnation of a State Being
Consldered Not To Have Been Made

Where the receiving Office finds that, under Rule 18.4(b), the designation
of a State 15 to be considered as not having been made, it shall indicate that fact
in the intcmational application by enclosing the designation of that State within
squere brackets and entering, inthe margin, the words "CONSIDEREDNQTTO
HAVE BEEN MADE?" or their equivalent in the language of publication of the
international applicesion, and shall promptly notify the applicant accordingly. If
the record copy has already been sent to the Intemational Bureau, the receiving
Office shall also notify promptiy that Bureau.

35 U.S.C, 361 Recelving Offlce.

(&) The Patent and “Trademark Office shall act as a Receiving Office for
international applications filed by nationals or residents of the United States. In
accordance with any agreement made between the United States and another
country, the Patent and Trademark Office may also act as a Receiving Office for
international applications filed by residents or nationals of such country who are
entitled to file international applications.

(b) The Patent and Trademark Office shall perform all acts connected with
the discharge of duties required of a Receiving Office, including the collection
of international fees and their transmittal to the Intemational Bureau.

(c) Imcmational applications filed in the Patent and Trademark Office
shall be in the English language.

{d) The ** intemational fee, and the transmittal and search fees prescribed
under section 376(a} of this part, shall either be paid on {iling of an intemational
application or within **>such latertime as may be fixed by the Commissioner.<

358 U.8.C. 373 Improper Applicant,

An international application designating the United States, shall not be
accepied by the Patent and Trademark Office for the national stage if it was filed
by anyone not qualified under chapter 11 of this title to be an applicant for the
purpose of filing a national application in the United States. Such international
applications shall not serve as the basis for the benefit of an earlier filing date
uider section 120 of this title in & subsequently filed application, but may serve
as the basis for a claim of the right of priority under section 119 »f this title, if
the United States was not the sole country designated o =2+ «'emational
application,

37 CFR 1.421 Appiicant for International application.

() Only residents or nationals of the United States of America may file
international applications in the United States Receiving Office.

(b) Although the United States Receiving Office will accept ‘ atemational
applications filed by any resident ornational of the United States of America for
international processing, an intemational application designating the Unites
States of America will be accepted by the Patent and Trademark Office for the
national stage only if filed by the inventor or as provided in §§1,422, 1,423 or
1.425,
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(e) International applications which do not designate the United States of
America may be filed by the assignee or owner.

(d) The atiomey or sgent of the applicant may sign the intematicnal ap-
plicstion Request and file the intemational application for the applicant if the
intemational application when filed is accompanied by a separate power of
attomey to that sitomey or agent from the applicant. The separate powerof
attomey from the applicant may be submitted afier filing if sufficient cause is
shown for not submitting it at the time of filing. Note that paragraph (b) of this
section requires that the applicant be the inventor if the United States of
America is designated,

() Any indication of different applicanis for the purpose of different
Designated Offices must be shown on the Reguest portion of the intemational
application.

(f) Changes in the person, name, or address of the applicant of an intemational
application shail be made in accordance with PCT Rule 18.5,

37 CFR 1.422 When the Inventor Is dead.

In case of the death of the inventor, the legal representative {exccutor,
administrator, ctc.) of the deceased inventor may file an international applica-
tion which designates the United States of America.

37 CFR 1.423 When the Inventor Is Insane or legally Incapacl-
tated.

In case an inventor is insane or otherwise legally incapacitated, the legat
representative (guardian, conservator, etc. ) of such inventor may file an
international application which designates the United Siates of America.

37 CFR 1.424 Jolnt inventors.

Joint inventors must jointly file an iniernational sppiication which
designates the United States of America; the signature of either of them alone,
or less than the entire number will be insufficient for an invention invented by
them jointly, except as provided in § 1.425.

37 CFR 1.425 Filing by other than inventor,

(a) If a joint inventor refuses to join in an international application which
designates the United States of America or cannot be fouatd or reached after
ditigent effort, the international application which designates the United States
of America may be filed by the other inventor on behalf of himself or herself
and the omitted inventor. Such an international application whick designates
the United States of America must be accompanied by proof of the pertinent
facts and must state the last known address of the omitted inventor. The Patent
and Trademark Office shall forward notice of the filing of the international
application to the omitted inventor at said address.

(b) Whenever an inventor refuses to execute an international application
which designates the United States of America, or cannot be found or reached
after diligent effort, & person to whom the inventor has assigned or agieed in
writing to assign the inventicn or who otherwise shows sufficient proprietary
interest in the matter justifying such action may file the intemational applica-
tion on behalf of and as agent for the inventor. Such an international application
which designates the United States of America, must be accompanied by proof
of the pertinent facts and a showing that such action is necessary to preserve the
rights of the parties or to prevent irreparable damage, and must siate the last
known address of the inventor, The assignment, writien agreement to assign or
other evidence of proprietary interest, or & verified copy thereof, must be filed
inthe Patent and Trademark Office. The Office shall forward notice of the filing
of the application to the inventor at the address stated in the application.

Any resident or national of the United Staies of America
may file an intermational application in the United States Re-
ceiving Office (PCT Article 9(1) and (3), PCT Rule 19.1, 35
U.S.C, 361(a) and 37 CFR 1.412(a), 1.421). The concepts of
residence and nationality are defined in PCT Rules 18.1 and
18.2, For the purpose of filing an international application, the
applicant may be cither the inventor or the successor in title of
the inventor (assignee or owner). See also>MPEP<§1820.02.

However, the laws of the various designated countries
regarding the requirements for applicants must also be consid-
ered when filing an international application, For example, the
patent law of the United States of America requires that, for the
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purposes of designating the United States of America, the
applicant(s) must be the inventor(s) (35 U.S.C. 373, PCT
Axticle 27 (3)).

Where there are different applicants for different desig-
nated States, at least one applicant named for each designated
State must be entitled to file an international application under
PCT Article 9, and PCT Rule 18.4. See >MPEP< §1820.09,

PCT Rule 19.2 relates to the situation where there are
several appiicants for all the designated States.

1807 Agent or Common Representative
[R-2]

PCT Article 49
Right to Practice before International Authorities
Any attorney, patens ageni, or other person, having the right to practice
before the national Office with which the intemational application was filed,
shall be entitied to practice before the Intemational Bureau and the competent
Imemational Searching Authority and competent Intermnational Preliminery
Examining Authority in respect of that application,

PCT Rule 2
Intespretation of Certzin Words
2.1 “Applicant”

Whenever the word * applicant” is used, it shall be construed as meaning
alsothe agent or cther representative of the applicant, except where the contrary
clearly follows frain the wording or the nature of the provision, or the context
in which the word is used such &8 in particular, where the provision refers to the
residence or nationality of the applicant.

2.2 “Agent”

Whenever the word “agent” is used, it shall be construed 28 meaning any
person who has the right tc practice before international authorities as defined
in Aniicle 49 and, unless the contrary clestly follows from the wording or the
nature of the provision, or the context in which the word is used, alio the
common representative referred to in Rule 4.8,

2.3 “Signature”

Whenever the word “signature” is used, it shall be understood that, if the
national law applied by the receiving Office or the competent Interna-
tional Searching or Preliminary Examining Authority requires the use
of aseal instead of a signature, the word, for the purposes of that Office
or Authority, shall mean scal.

PCT Rule 83
Right to Practice before Internstional Auvthkorlties

83.1 Proof of Right

The Intematione] Bureau, the competent Intemationa] Searching Author-
ity, and the competent Intemational Preliminary Examining Authority, may
require the production of proof of the right to practice referred to in Anicle 49,
83.2 Information

(a) The netional Office or the intergovernmental organization which the
interested person is alleged 1o hiave & right to practice before shall, upon request,
inform the Intemational Bureau, the competent Intemational Searching Author-
ity, or the competent International Preliminary Examining Authority, whether
such pergon has the right 1o practice before it

(b) Such information shall be binding upon the International Buresu, the
Intemational Searching Authority, or the Internatione] Preliminary Examining
Authority, as the case may be.

PCT Rule 90
Representstion
90.1 Definitions
For the purposes of Rule 90.2 and Rule 90.3:
(i) “agent” means any of the persons referred 10 in Anticle 49;
(i} “common represeniative’’ means the applicant referved to in Rule
4.8,
90.2 Effects
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(=) Any act by or in relation 10 an agent shall have the effect of en act by
or in relation 10 the applicant or applicants having appoinied dwe agens.

{b) Any act by or in relation to a common representative o his agent shall
have the effect of an act by or in relation o el the applicants.

(c} If there are several agents appointed by the same applicant or appli-
cants, any act by or in relation to any of the several agents shell have the effect
of an act by or in relation to the said applicant or applicants.

(d) The effects described in paregraphs (g), (b), and (¢}, shall apply to the
processing of the intemetional application before the receiving Office, the
Intemnational Buresy, the Intemational Sesrching Authority, and the Intema-
tional Preliminary Examining Authority.

90.3 Appointment

() Appointment of any agent, or of any common representative withinthe
meaning of Rule 4.8(a), shall be effected by each applicant, at his choice, either
by signing the request in which the agent or common representative is desig-
nated or by e separate power of attomney (i.e., a document appointing an agent
of comrnon representative),

(b) The power of attomey may be submitted to the receiving Office of the
International Bureaw. Whichever of the two is the recipient of the power of
attomey submitted shall immediately notify the other and the interested Inter-
national Searching Authority and the interested Intemational Preliminary
Examining Authority.

(c) If the separate power of sttomey is not signed or if the required separate
power of sitomney is migsing, or if the indication zf the name or addrese of the
appointed person does not comply with Rule 4.4, the power of attorney shall be
considered non-existent unless the defect is corrected,

(d) A general power of attomey may be deposited with the recziving
Office for purposes of the processing of the intemational application as defined
in Rule 90.2 (d). Refzrence may be made in the request to such general power
of attomey, provided that a copy thercof is attached to the request by the
applicant,

90.4 Revocation

(a) Any appointment may be revoked by the persons who have made the
appointment or their successors in title.

(b) Rule 90.3 shall apply, mutatis mutandis, 1o the document contgining
the revocation,

37 CFR 1.455 Representation In international applications,

() Applicants of international applications may be represented by atior-
neys or agents licensed to practice before the Patent and Trademark Office orby
a common representative (PCT Ar. 49, Rules 4.8 and 90 and §10.10).

(b) Appointment of an agent, attorey or common representative (PCT
Rule 4.8) must be effected either in the Request form, signed by all applicents,
or in @ separate power of attomey submitted either 1o the United States
Receiving Office or to the Intemnational Bureau,

(c} Powers of attomey and revocations thereof should be submitted 1o the
United States Receiving Office until the issuance of the intemational search
report.

(d) The addressee for correspondence will be as indicated in Section 108
of the Administrative Instructions.

PCT Adminlstratlve Instructlons Sectlon 106
Representation

() In the case of several applicants, any agent appointed in accordance
with Rule 90.3 as an agent representing all the applicants shall be considered a
common agent.

(b) Where the international application is filed with reference to a general
power of attorney not signed by all the applicants, it shall be sufficient for the
purpose of appointment of a common agent under Rule 90.3, if the request or &
separate power of attomey is signed by the applicant, who did not sign the
general power of attomney,

(c) The appointment of an agent, or of a common representative within the
meaning of Rule 4.8(a), hall, unless otherwise indicated by the persons who
make the appointment, be regarded as the revocation of any earlier appointment
of any other agent, or of any other common representative, and shall be
congidared as & request for recording a change in the pergon of the agent or
common representative under Rule 92bis. 1(a)(ii).

(d) Any document entsiling the revocation of an appointment of an agent,
or of & common representative within the meaning of Rule 4.8(a), may be
submitted 10 the receiving Office or the Intemational Buresu,

1800-10
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(e) Any ugent, or any common representative within the meaning of Rule
4.9(s), may renounce his appointment through a notificstion signed by him and
eddressed 1o the receiving Office or the Intemational Bureau,

PCT Administrative Instructions Section 108
Correspondence Intended for the Appilcant

(a) Any comrespondenice from an Intemational Authority intended for the
epplicant, or, in the case of several applicants, the applicents, shall be addressed
as follows:

(i) Where the applicant has designated or appointed one agent, cormespon-
dence shall be addressed to that agent. Where, in the case of several epplicants,
the applicants are represented by a common representative or a common agent,
correspondence shzll be addressed to that representative or that agent.

(ii) Where the applicant has designated several agents in the request,
correspondence shall be addressed to the agent first mentioned therein. Where,
inthe case of several applicants, the applicants have designated several common
agents in the request, correspondence shall be addressed to the common agent
first mentioned therein.

{iii) Where the applicant has appointed several agents in one or more
geparate powers of attorney, correspondence shall be addressed to the agent first
mentioned in the earliest filed and still valid separate power of attomey. Where,
in the case of several applicants, the applicants have appointed several common
egents in one or more separate powers of attormey, correspondence shail be
sddressed 1o the common agent first mentioned in the earliest filed and still valid
separate power of attomey.

(b) Any correspondence from an International Authority tothe applicant or
his agent shall be marked with the file reference, composed either of letters or
numbers, or both, of the applicant or the agent, if so indicated on the request
Form, provided this reference does not exceed ten characters.

Any act by or in relation to an agent has the effect of an act
by or in relation to the applicant or applicants who have desig-
nated the agent; any act by or in relation to a common represen-
tative has the effect of anact by or inrelation to all the applicants;
the foregoing applics to the international phase (37 CFR
1.421(d) and 1.435). Powers of Attomey forms are found in
Annexes G1 and G2 of the PCT APPLICANT’S GUIDE,

Any attorncy or agent registered to practice before the
United States Patent and Trademark Office may be appointed as
an agent under the Patent Cooperation Treaty to file applications
in the United States Receiving Office (PCT Article 49 and PCT
Rule83) and to prosecute the application before the International
Authorities.

In the national {or regional) phase, other agents usually
smust<** be appointed (PCT Rule 90.2). The national laws of
the designated states govern the appointment of agents or attor-
neys in the national stage.

Powers of attorney should be submitted to the United States
Receiving Office until the Scarch Report has issucd in order that
communications may be correctly addressed. Afier the Scarch
Report has issued, powers of attorney should be submitted to the
International Burcau.

General powers of attorney are recognized for the purpose
of filing and pr::secuting an international application before the
international authorities, The original general power ¢ f attorney
should be deposited with the PCT Division in the Patent and
Trademark Office and any applications relying thereon must
include a copy thereof. A general power of attorney form is in
Annex G2 of the “PCT Applicant’s Guide.”

Seealso > MPEP«§1820.04 for the power of attorney on the
Request form.

1808 Revocation of the Appointment of an
Agent or a Common Representative [R-5]
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37 CFR 1.472 Chenges in persen, neme, or addrass af applicants
and inventers.

All reguests foe 8 change in person, neme or sddress of applicants and
inventor should be sent 10 the United Statse Recsiving Office until the time of
issuance of the imemationsl search repont, Thereafior requesis forsuchchanges
should be submitted to the Intemational Bureau,

The document containing the revocation mustbe signed by
the applicant or, where there are several applicants, by all the
appacants. It must be submitted to the Receiving Office or the
International Bureau (PCT Rule 90.4).

Revocations should be submitted to the United States Re-
ceiving Office until the time the SearchReport hasissued. After
the Search Report has issued, revocations should be sent to the
International Bureau.

1810 Filing Date Requirements [R-5]

PCT Article 11
Fillng Date and Effects of the International Application

(1) The receiving Office shall accord as the intemational filing date the
date of receipt of the internationa! application, provided that that Office has
found that, at the time of receipt:

(i) the applicant does not obviously lack, for reasons of residence or
nationality, the right to file an international application with the receiving
Office,

(ii) the international application is in the prescribed language,

(iii) the international application containe at least the foliowing elements:

(2) an indication that it is intended ag an intematicnal spplication,

(b) the designation of at least one Contracting State,

(c) the name of the applicant, as prescribed,

(d) a part which on the face of it appears to be a description,

(e) a part which on the face of it appears to b e a claim or claims.

(2)(a) If the receiving Office finds that the iniernational application did
not, attlie time of receipt, fulfill the requirements listed in paragraph (1), it shall,
as provided in the Regulations, invite the applicant to file the reyuired
correction.

(b) If the applicant complies with the invitation, as provided in the
Regulations, the receiving Office shall accord a8 the intemational filing date the
date of receipt of the required correction.

(3) Subject to Article 64(4), any intemational application fulfilling the
requirements listed in items (i) to (iii) of paragraph (1) and accorded an
international filing date shall have the effect of a regular national application
in each designated State as of the international filing dete, which date shall be
considered to be the actual filing date in each designated State,

(4) Any international application fulfilling the requirements listed in
items (i) to (iii) of paragraph (1) shall be equivalent to a regular national filing
within the mearning of the Paris Convention for the Protection of Industrial
Propenty.

3 U.8.C. 363 International appiication designating the United
States: Effect.

An intemational application designating the United States shall have the
effect, from its international filing date under anticle 11 of the treaty, of a
national application for patent regularly filed in the Patent and Trademark
Office except as otherwise provided in gection 102(e) of this title,

35 US.C. 376 Fees,

() The required payment of the intemational fee >and the handling fee<,
which amounte* »are< specified in the Regulations, shall be paid in United
States currency. The Patent and Trademark Office may also charge the
following fees:

(1) A transminal fee (see section 361(d));

(2) A search fee (sce section 361(d));

(3) A supplemental search fee (1o be paid when required);

(4) A national fee (see section 371(c));

(5) >A preliminary examination fee and any additional fees (see section
362(b)).<

>(6)< Such other fees as established by the Commissioner.
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(b) The amounts of fees spacified in subsection (a) of this section, except
the intemational fee >and the handling fee<, shall be prescribed by the
Commissioner. He may refund any sum paid by mistake or in excess of the fees
g0 specified, or if required under the treaty and the Regulations. The Commis-
sioner may also refund any part of the search fee, >the preliminary examination
fee and any additional fees,< where he determiines such refund to be warranted.

37 CFR 1.431 International application requirements.

(a) An international application shall contain, a¢ specified in the Treaty
and the Regulations, « Request, a description, one or more claims, an abstract,
and one or more drawings (where required). (PCT An. 3(2) and Section 207 of
the Administrative Instructions.)

(b) An international filing date will be accorded by the United States
Receiving Office, atthe time of receipt of the intemnational application, provided
that:

(1) The applicant is a United States resident or national (35 U.S.C., 361(a),
PCT An. 11Q1)(1)).

(2) The intemational application is in the English language (35 U.S.C.
361(c), PCT An. 11(1)(ii)).

(3) The intemational application contains at least the following elements
(PCT Ar. 11Q1)(ii)):

(i) An indication that it is intended as an intemational application (PCT
Rule 4.2);

(ii) The designation of at least one Contracting State of the International
Patent Cooperation Union;

(iii) The neme of the epplicant, as prescribed (note §§ 1.421-1.424);

(iv) A part which on the face of it appears to be a description; and

(v) A part which on the face of it appears to be a claim,

(c) Payment of the basic portion of the intemational fee (PCT Rule 15.2)
and the transmittal and scarch fees (§ 1.445) may be made in full at the time the
international application papers required by paragraph (b) of this section are
deposited or within one month thereafier. Failure to make full payment within
one month of the deposit of the international application papers required by
paragraph (b) of this section will result in the fees being charged to the Interna-
liol?ll:l Bureau underthe provisions of paragraph (d) of this section and PCTRule
164,

(d) The United Stateg Receiving Office will charge to the Intemational
Bureau in accordance with PCT Rule 16bis and will congider as having been
timely paid:

(1) Thetransmitial fee, the basic fee portion of the intemational fee, or the
scarch fee where these fees have not been fully paid by the applicant within one
month of the date of deposit of the international application, and

(2) The designation fee, or the amount necessary to cover all the designa-
tions made in the request * >if not< paid by the applicant within one year from
the priority date >or within one month from the date of receipt of the interna-
tional application if that month expires afier the expiration of one year from the
priority date<.

(e) The Intemational Bureau will notify applicant of any amount charged
under paragraph (d) of this section and invite the applicant to pry directly to the
International Bureau within one month from the date of the niotification, the
amount charged, augmented by a surcharge of 50%, provided the surcharge will
not be less, and will not be more, than the amounts indicated in the Schedule of
Fees appended to the PCT Rules. If the peyment needed to cover the transmiual
fees, the basic fee, one designation fee and the surcharge is not timely made to
the Intemational Bureau, the International Bureau will notify the Receiving
Office which will declare the intemational application withdrawn under PCT
Article 14(3)(a). If the applicant makes timely payment of the fecs referred to
in the previous gentence, but the amount paid is not sufficient to cover all
designation fees, the Receiving Office will declare any designation not paid
withdrawn under FCT Rule 14(3)(b) in accordance with PCT Rule 16bis, 2(c).

37 CFR 1.445 International appiication fillng, processing and
search fees,
(a) The following fees and charges for intemational applications are
established by the >Commissioner< under the authority of 35 U.5.C, 376;
(1) A transminal fee (see 35 U.8.C, 361 (d) and PCT Rule 14) = $170 0.
(2) A search fee (see 35 U.S,C. 361(d) and PCT Rule 16) where:
(i) No corresponding prior United States national application with
>basic filing< fee has been filed, ===> §520,00<*,
(ii) A corresponding prior United States national application with »basic
filing< fee has been filed. -=> $350,00<",
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(3) A supplemental szarch fes when required, por additional
invention, $140, %=
(b) The basic fee and designation fee portions of the intemational fee
ghail be as prescribed in PCT Rule 15,

THE “INTERNATIONAL FILING DATE"

An intemational filing date is accorded on the date on
which the international application was received by the Receiv-
ing Office or— pursuant to the correctionof defects —onalater
date (PCT Articles 11(1) and 11(2)(b) and PCT Rules 20.1,20.3,
20.4(a), 20.5, and 20.6): in the former case, the international
filing date will be the date on which the international application
was received by the Receiving Office; in the latter case, the
international filing date will be the date on which the correction
was received by the Receiving Office. Any correction
>musi<** be submitted by the applicant within certain time
limits. Where all the sheets pertaining to the same international
application are not received on the same day by the Receiving
Office, in most instances, the date of receipt of the application
will be amanded 1o reflect the date on which the last missing
sheets were received. As an amended date of receipt may cause
the priority claim to be forfeited, applicants should assure that
all sheets of the application are deposited wiih the Receiving
Office on the same day. For particuiars see PCT Rule 20.2,

CONDITIONS THAT MUST BE FULFILLED FOR THE
INTERNATIONAL APPLICATION TO BE ENTITLED TO
AN “INTERNATIONAL FILING DATE”

An “international filing date” will be accorded to the inter-
national application by the United States Receiving Office if it
findsthatthe conditions of PCT Art. 11(1) and 37 CFR 1.431 are
fulfilled.

NON-PAYMENT, INCOMPLETE PAYMENT OR LATE
PAYMENT OF FEES; EFFECT ON THE “INTERNA-
TIONAL FILING DATE”

The non-payment, incomplete or late payment of the fees
does not affect the filing date since the payment of feesisnotan
Article 11(1) requirement, However, non-payment or incom-
plete payment of fees due will result in the Receiving Office
declaring that the international application is considered with-
drawn (PCTAurticle 14(3)(a), PCT Rule 27.1(a) and 35 U.S.C.
361(d)). Although an international application which has not
reccived an international filing date and an international appli-
cation which is considered to be withdrawn are both excluded
from further processing in the international phase, an interna-
tional application which fulfills the requirements necessary for
being accorded an international filing date may be invoked as a
priority application under the Paris Convention (PCT As-
ticle11(4) (if the conditions set by that Convention ar e fulfilled)
even where it will be considered as withdrawn for non-payment
of fees or other reasons,

In order to assist applicants in the case of mistakes in fees
or dclays in meeting deadlines for fee payment, PCT Rule 16bis
procedures may be used. See >MPEP< § 1827.01.

1812 Elements of the International Application
[R-2]
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PCT Article 3
The Iaternational Application

(1) Applications for the protection of inventions in any of the Contracting
States may be filed as intemational spplications under this Treaty,

(2) An intemational application shall contain, as specified in this Treaty
and the Regulations, a request, a description, one or more claims, one or more
drawings (where required), and an abstract.

(3) The abstract merely serves the purpose of technical information and
cannot be taken into account for any other purpose, particularly not for the
purpose of interpreting the scope of the protection sought.

(4) The international application shall:

(i) be in a prescribed language;

(ii) comply with the prescribed physical requirements;

(iii) comply with the prescribed requirement of unity of invention;
(iv) be subject 1o the payment of the prescribed fees,

PCT Rule &
Expressions, etc,, Not to be Used
9.1 Definition
The international application shall not contain:

(i) expressions or drawings contrary to morality;

(ii) expressions or drawings contrary to public order;

(iii) statcments disparaging the products or processes of any particular
person other than the applicant, orthe merits or validity of applications or pateiits
of any such person (mere comparisons with the prior art shall not be considered
disparaging per sc);

(iv) any statcment or other matter obviously irrelevant or unnecessary
under the circumstances.

9.2 Noting of Lack of Compliance

The receiving Office and the International Searching Authority may note
lack of compliance with the prescriprions of Rule 9.1 snd may suggest to the
applicant that he voluntarily correct his intemational application accordingly. If
the lack of compliance was noted by the receiving Office, that Office shell infonn
the competent International Searching Authority and the International Bureaw;
ifthe lack of compliance was noted by the International Searching Authority, that
Authority shall inform the receiving Office and the International Bureau,
9.3 Reference 1o Article 21(6)

“Digparaging statements,” referred to in Anicle 21(6), shall have the
meaning as defined in Rule 9.1(iii).

PCT Rule 10
Termlnology and Signs
10.1 Terminology and Signs

() Units of weights and measures shall be expressed in terms of the metric
system, or also expressed in such terms if first expressed in terms of a different
system,

(b) Temperatures shall be expressed in degrees Celsius, or also expressed
in degrees Celsius, if first expressed in a different manner.

(¢) (deleted)

(d) For indications of heat, energy, light, sound and magnetism, as well as
Formathematical formulae and electrical units, the rules of international practice
shu!l be observed; for chemical formulae the symbols, atomic weights, and
molecular formulae, in gencral use, shall be employed.

() In general, only such technical terms, signs and symbols should be used
as arc generally accepted in the art.

(f) When the international applicetion or its translation is in English or
Japanese, the beginning of any decimal fraction shall be marked by a period,
whereas, when the intemational application or its translation is in a language
other than English or Japanese, it shall be marked by & comma,

10.2 Consistency

The terminology and the signs shall be consistent throughout the interna-

tional application,

PCT Ruie 12
Langoage of the Internatlonal Application

12.1 Admitted Languages

(@) Any international application shall be filed in the language, or one of
the languages specified in the agreement concluded between the International
Burcau and the International Scarching Authority competent for the interna-
tional scarching of that application, provided that, if the agreement gpecifics
several languages, the receiving Office may prescribe among the specified

1800-13

languages that language in which or those languages in one of which the imer-
national application must be filed.

(b) If ihe intemational epplication is filed in & language other than the
language in which it is to be published, the request may, noiwithsianding
paragraph (a), be filed in the language of publication.

(c)* Subjectto paragraph (d), where the official language of the receiving
Office is one of the languages referred to in Rule 48.3(2) but is & language not
specified in the agreement referred to in paragraph (a), the intemational
application may be filed in the said official language. If the intemnational
application is filed in the said official Ianguage, the gearch copy transminedto
the Intemational Searching Authority under Rule 23.1 shell be accompanicd by
a translation into the language, or one of the languages, specified in the
agreecment referred to in paragraph (a); such translation shall be prepared under
the responsibility of the receiving Office.

(d)* Paragraph (c) shall apply only where the Intemnational Searching
Authority has declared, in & notification addressed to the Intemational Bureau,
that it sccepts 1o sesrch internatione) applications on the basis of the translation
referred to in paragraph (c).

12.2 Language of Changes in the International Application

Any changes in the iniemnetionel appiication, such as amendmenis and
corrections, shall, subject to Rules 46.3 and 66.9, be in the same language asthe
said application.

* Paragrapits (c) and (d) of Rule 12.1 will became applicable &t the seme time
that the PCT will enter into force in respect of the country which, among the Spanich-
speeking countrics, ie the first 1o ratify or accede to the PCT.

PCT Adminlstratlve Instructions Scction 207
Arrangement of Elements and Numbering of Sheets of the
International Application

(8) In effecting the sequential numbering of the sheets of the international
application in accordance with Rule 11,7, the elements of the intemational
application shall be placed in the following order: the request, the deseription,
the claims, the abstract, the drawings.

(b) The sequential numbering of the sheets shall be effected by using three
separate series of numbering, the first series applying to the request only and
commencing with the first sheet of the request, the second series commencing
with the first shect of the description and continuing through the claime until
the fast sheet of the abstract, and the third series being applicable to the sheets
of the drawings only and commencing with the first sheet of the drawings. The
number of cach sheet of the drawings ehall consist of two arabic numerals
s atated by a slant, the first being the shzet number and the second being the
tow! aumber of sheets of drawings.

Any international application must contain the following
elements: Request, description, claim or claims, abstract and
one or ruore drawings (where drawings are necessary for the
understanding of the invention (PCT Article 3(2) and PCT
Article 7(2)). The elements of the international application are
to be arranged in the following order: the Request, the descrip-
tion, the claims, the abstract, and the drawings (PCT Adminis-
trative Instructions, Section 207 (a)). All the sheets contained
in the international application must be numbered in consecu-
tive arabic numerals by using three separate series of numbers;
the first applying to the Request, the second to the description,
claims and abstract, and the third to the drawings (PCT Rule
11,7 and PCT Administrative Instructions Section 207(b)).
Only one copy of the international application need be filed in
the United States Receiving Office (37 CFR 1.433(a)).

1815 Formal Requirements of an International
Application [R-2]

PCT Rule 11
Physleal Roguirements of the International Application
11.1 Number of Copies
(a) Subject to the provisions of paragraph (b), the iniemational applica-
tion and each of the documents referred 10 in the check list (Rule 3.3(a)(ii)) shall
be filed in one copy.
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(b) Any receiving Office may require that the intemational spplication and
any of the documents referred to in the check list (Rule 3.3(a)(ii)), except the
receipt for the fees paid or the check for the payment of the fees, be filed intwo
or three copies. In that case, the receiving Office shall be responsible for
verifying the identity of the second and the third copies with the record copy.
11.2 Fitness for Reproduction

(=) All elements of the international application (i.e., the request, the
description, the claims, the drawings, and the abgiract) shall be so presented as
to admit of direct reproduction by photography, electrostatic processes, photo
offset, and microfilming, in any number of copies.

(b) Al sheets shall be free from creases and cracks; they shall not be
folded.

(c) Only one side of each sheet shell be used.

(d) Subjectito Rule 11.10(d) and Rule 11.13(j), each sheet shall be uged in
&n upright position (i.e., the short sidee at the top and bottom).

11.3 Material to be Used

All elements of the international application shali be on peper which shali
ve flexible, strong, white, smooth, non-shiny, and durable.
11.4 Separate Sheets, Etc.

(&) Each element (request, description, cleims, drawings, absiract) of the
international application shall commence on a new gheet.

(b) All gheets of the intemational application shall be so connected that
they can be easily tumed when consulted, and easily scparated and joired again
if they have been separated for reproduction purposes.

11.5 Size of Sheeis

The size of the sheets shall be A4 (29.7 cm. x 21 cm.). However, any
receiving Office may accept international applications on sheets of other sizes
provided that the record copy, as transmitted to the Intemational Bureau, and,
if the competent Inteinational Searching Authority so desires, the search copy,
shall be of A4 size.

11.6 Margins

(&) The minimum margins of the sheets containing the request, the descrip-
tion, the claimis, and the sbstract, shall be as follows:

== OP? 2 €I

= left side: 2.5 cm.
—=right side: 2 cm.
- bottom: 2 cm,

(b) The recommended maximum, for the marging provided for in para-
graph (e), is as follows:

~=1op: 4 cm,

- Joft side: 4 cm.
-= right side: 3 cm.
—= bottom: 3 cm,

(€)On sheets containing drawings, the surface usable shall not exceed 26,2
cm, x 17.0 cm., The sheets shall not contain frames around the usable or used
gurfece. The minimum margins shall be as follows:

—top: 2.5 cm.

~ left side: 2.5 cm,
- right side: 1.5 cm,
- bottom: 1.0 cm.

(d) The margins referred to in paragraphs (a) 10 (c) apply to Ad-size sheets,
so that, even if the receiving Office accepts other sizes, the Ad-size record copy
and, when so required, the Ad4-size search copy shall leave the aforesaid
marging.

(e) The margins of the intemnational application, when submitted, must be
completely biank.

11.7 Numbering of Sheets

(a) All the sheets contsined in the intemational application ghall be
numbered in consecutive arabic numerals,

(b) The numbers shall be placed at the top of the sheet, in the middle, but
not in the margin,

11.8 Numbering of Lines

(&) It is strongly recommended to number every {ifth line of each sheet of
the description, &nd vi «ach sheet of claims,

(b) The numbers should appear on the left side, to the right of the masgin,
11.9 Writing of Text Maiter

() The request, the description, the claims and the abstract shall be typed
or printed.

(b) Only graphic symbols and charecters, chemical or mathematical
formulae, end certain characters in the Japanese language may, when necessary
be written by hand or drawn.
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(c) The typing shall be 1 1/2 -spaced.

{d) Al text m atcer shall be in characters the capilal letters of which ave nod
less than 0.21 cm. high, and shall be in a dark, indelible color, satisflying the
requirements specified in Rule 11.2.

(e) As far as the spacing of the typing and the size of the characiers are
concemed, paragraphs () and (d) shall not apply 10 texts in the Japanese
language.

11.10 Drawings, Formulae , and Tables, in Text Matter

(a) The request, the description, the claims and the abstract shall not
contain drawings.

(b) The description, the claims and the abstract may contain chemicel or
mathematical forinulae.

(c) The description and the abstract may contain tables; any claim may
contain tables only if the subject matter of the claim makes the nse of wbles
desirable.

(d) Tables and chemical or mathematical formulae may be placed side-
ways on the sheei if they cannot be presenied satisfacionly in an upright position
thereon; sheets on whick tables or chemical or mathematical formolae are
presented sideways shall be so presented that the tops of the tables or formulae
are at the left side of the sheet.

11.11 Words in Drawings

(a) The drawings shall not contain text matter, except 2 single word or
words, when absolutely indispensable, such &s “water,""steam,” “open,”
“closed,” “section on AB,” and, in the case of clectric circuits and block
schematic or flow sheet diagrams, a few short catch words indispensable for
understanding.

{b) Any words used shall be soplaced that, if trans)ated, they may be pasted
over without interfering with any lines of the drawings,

11.12 Alieraiions, Eic.

Each shect shall be reasonably free from erasures and shall be free from
alterations, overwritings, and interlineations. Non-compliance with this Rule
may be authorized if the authenticity of the content is not in question and the
requirements for good reproduction are not in jeopardy.

11.13 Special Requiremenis for Drawings

(a) Drawings shall be executed in durable, black, sufficiently densge and
dark, uniformly thick and well-defined, lines and strokes without colorings.

(b) Cross-gections shall bz indicated by oblique hatching which should not
impede the clear reading of the reference signs and leading lines.

(c) The scale of the drawings and the distinctness of their graphical
execution ghall be such that a photographic reproduction with a linearreduction
in size to two-thirds would cnable all details 10 be distinguished without
difficulty.

(d) When, in exceptional cases, the scale is given on a drawing, it shall be
represented graphically,

(¢) All numbers, letiers, and eeference lines, appearing on the drawings,
shall be simple and clear. Brackets, circles or inverted commas shall notbe used
in asscciation with numbers and letters,

(f) All lines in the drawings shall, ordinarily, be drawn with the aid of
drafting instruments,

{g) Each element of each figure shall be in proper proportion to each of the
other elements in the figure, except where the use of a different proportion is
indispensable for the clarity of the figure.

(h) The height of the numbers and letiers shallnct be less than 0,32 em. For
the letiering of drawings, the Latin and, where customary, the Greek alphabets
ghall be uged,

(i) The same sheet of drawings may contain several figures, Where figures
on two or more sheets form in effect a single complete figure, the figures on the
several sheets shall be so arranged that the complete figure can be assembled
without concealing any part of any of the figures appearing on the various sheats,

(3) The different figures shall be arranged on a sheet or sheets without
wasting space, preferably in an upright position, clearly separated from one
another. Where the figures are not arranged inan uprigix position, they shall be
presented sideways with the top of the figures at the left side of the sheet,

(k) The different figurcs shall be numbered in arabic numerals consecu-
tively and independently of the numbering of the sheets.

(1) Reference signs not mentioned in the description shall not appearin the
drawings, and vice versa.

(m) The same features, when denoted by reference signs, shall, through-
out the intemational application, be denoted by the same signs.

(n) If the drawings contain & large number of reference signs, it is strongly
recommended to attach a separate sheet listing all reference signs and the
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features denoted by them.
11.14 Later Docwnents

Rules 10, and 11.1 10 11.13 also apply to eny document — for example,
corrected pages , amended claims — submitted after the filing of the intema-

ticnal application,
LI O

37 CFR 1.433 Physicai requirements of international application.

(a) The intemational application and each of the documents that may be
referred to in the check list of the Request (PCT Rule 3.3(a)(ii)) shall be filed in
one copy only.

(b) Al shects of the intemational application must be on A4 size paper
(21.0x% 29.7 em.).

(c) Other physical requirements for international applications 3:< set forth
in PCT Rule 11 and Sections 201-207 of the Administrative Instructions,

The international application must comply with certain
physical requirements, ¢.g., requirements concerning: fitness for
reproduction (PCT Rule 11.2), the size «f the sheets (PCT
Rulel1.5,) the margin sizes (PCT Rule 11.6), thie numbering of
the lines in the description and claims (PCT Rule 11.8), the
writing of text materials (PCT 11.9), etc. The specifics of each
of these requirements are set forth in PCT Rule 11; however, two
major requirements in application format are to be especially
noted. The firstrequirement is that all papers in the international
applications be ““A4” size, which is 29.7 ¢cm. by 21 cm. (PCT
Rule 11.5) (approximately 11 11/16 inches by 8 1/4 inches), and
the second is the requirement that the typing in the application be
at 1 1/2 spacing (PCT Rule 11.9(¢)). The international applica-
tion must also be drafted to satisfy certain other formal require-
ments, It must not contain matter contrary to morality or public
order, disparaging statements, or obviously irrelevant or unriec-
essary matter (PCT Rule 9). Units of weights, measures and
density should be expressed in terms of the metric system, and
temperatures in terms of degrees Celsius (PCT Rule 10). The
general rule with respect to terminology and signs is: only such
technical terms, signs and symbols should be used as are gener-
ally accepted in the art. An international application filed in the
United States Receiving Office must be in the English language
(PCT Rule 12,1 and 35 U.S.C. 361(c)). International applica-
tions which comply wiih the PCT formal requircments are
acceptable by all PCT member States (PCT Article 27(1)).

1820 The Request [R-2]

PCT Avticle 4
The Reguest

(1) The request shall contain:

(i) & petition 10 the eifect that the intemational application be processed
according to this Treaty;

(ii) the designation of the Contracting State or States in which protection
for the invention is desired on the basis of the intemational application ("desig-
nated States™); if for any designated State a regional patent is available and the
applicant wighes 1o oblain a regional patent rather than & national patent, the
request shall so indicate ; if, under a treaty conceming a regional patent, the
applicant cannot limit his application to ceniain of the States panty to that treaty,
designation of one of those States and the indication of the wish to obtain the
regional patent shall be treated as designation of all the States party to that ireaty;
if,under the national law of the designated State, the designation of that State has
the effect of an application for a regional patent, the designation of the said State
ghall be treated as an indication of the wish to obtain the regional patent;

(iii) the name of and other prescribed data conceming the applic ant and the
agent (if any);

(iv) the title of the invention;

(v)thename of and otherprescribed data concerning the inventor wherethe
national law of atleastone of the designated States requires that these indications
be fumished at the time of filing a national application. Otherwise, the said

1800-15

indications may be fumished either in the request or in separaie notices
addressed 1o each designated Office whose national law requires the fumishing
of the said indications but allows that they be fumished at a time later than tha
of the filing of » nations! spplication.

(2) Every designation shall be subject tothe payment of the prescribed fee
within the prescribed time fimit.

(3) Unless the applicant asks for any of the other kinds of protection
referred to in Article 43, designation shall mean that the desired protection
consists of the grant of a patent by or for the designated State. For the purposes
of this paragraph, Article 2(ii) shall not apply.

(4) Failure 1o indicate in the request the name and other prescribed data
conzeming the inventor shall have no consequence in any designaied State
whose national law requires the fumishing of the said indications but allows
that they be fumished at a time later than that of the filing of a national
application. Failureto fumish the seid indications in a separate notice shall have
noconsequence inany designated State whose national law does not requirethe

furnishing of the said indications.

PCT Rule 3
The Request (Form)
3.1 Printed Form

The request shall be made on a printed form.
3.2 Availability of Forms

Copies of the printed form shall be furnished free of charge to the
applicants by the receiving Office, or, if the receiving Office so desires, by the
International Bureau,

3.3 Check List

(a) The printed form shall contain a list which, when filled in, will show:

(i) ihe toial number of sheeis constituiing the interational application
and the number of the sheets of each clement of the intemnational application
(request, description, claims, drawings, abstract),

(it} whether or not the international application as filed is sccompanied
by a power of attorney (i.e., 8 document appointing an agent or a common
representative), & copy of a genera! power of attomey, a priority document, &
document relating to the payment of fecs and any other document (1o be
specified in the check list),

(iii) the number of that figure of the drawings which the applicant
suggests should accompany the abstract when the abstract is published on the
frontpage of the pemphlet and inthe Gazeue; in exceptional cases, the applicant
may suggest more than one figure,

(b) The list shall befilled in by the applicant, failing which the recziving
Office shall fill itin and make the necessary annotations, except that the number
referred to in paragraph(a)(iii) shall not be filled in by the receiving Office.
3.4 Particulars

Subject to Rule 3.3, particulars of the printed form shall be prescribed by
the Administrative Instructions.

PCT Ruie 4
The Request (Contents)
4.1 Mandatory ard Optional Contents; Signature

(a) The request shall contain:

(i) a petition,

(ii) the title of the invention,

(iii) indications conceming the applicant and the agent, if there is an
agent,

(iv) the designation of States,

(v) indications concerning the inventor where the naticnal law of at least
one of the designated States requires that the name of the inventor be fumished
at the time of filing a national application,

(b) 'The request shall, where applicable, conain :

(i) a priority claim,

(ii) a reference to any carlier intemational, intemational-type or other
scarch,

(iii) choices of cenain kinds of protection,

(iv) an indication that the applicant wishes 1o obtain & regional patent and
the names of the designated States for which he wishes to obtain such a patent,

(v) a reference to a parent application or parent patent,

(c) The request may contain;

(i) indications concerning the inventor where the national law of none of
the designated States requires that the name of the inventor be furnished at the
time of filing & national application.

Rev. §, July 1987



1820

Rev, §, July 1987

MANUAL OF PATENT EXAMINING

%mmuwummwmsmomamu
INTERNATIONAL APPLICATION A TS

UNDER THE
BRATIONAL
PATENT COOPERATION TREATY DATE:
BEQUEST
) 3
'ﬁm:gg;:f&ﬁ?ﬁf%m?ﬂ"mﬁnm {Ws:l‘n‘:'o'f teceiving Office ang “PCT laternational Application”

ACCOBDING TO THE PATENT COOPERATION TREATY Applicsnt’s o1 Agent's File Reference
( u':glmea by applicant if desiceds CMC-123

Box No.! TITLE OF INVENTIOR

Self-Steering Gear for Sailboats

BexNe. li  APPLICANT (WHETHER ORNOT ALSOINVENTOR), DESIGNATED STATES FOR WHICH HE/SHE/ITIS
APPLICANT. Use this bor for indicating ihe applicant or, if there are several epplicants, cne aftherm. if more than ohe person (includes, where
spphicable, a Jegs! entily) is involved. continue in Box Ne. 11l

‘The person identified in this box is (check one only): D spplicant and laventer® m applicant only
Name and address:®

Columbia Marine Corporation

100 Front Street

Baltimore, Maryland 20726
tinited States of America

Telephone number:

omcluding area cooe) 301 =555=112
Coumwofﬁuiaﬁiiiiy;United Stategs of Amerié"‘ﬂumryofmidenn:“'nited States of

Eemnphic address: Teleprinter addrees:

The person identified in this box is epplicant for the purpotes of (chieck one only): Anmerica
i all degygnated States except e United Slates the States indicated
D'" designated States Galhe Unhes Sutes of América of Araerica only in the ~Supplemental Box®

Bex Ne. Il] FURTHER APPLICANTS, IF ANY: (FURTHER) INVENTORS, IF ANY: DESIGNATED STATES FOR
WHICH THEY ARE APPLICANTS (IF APPLICAELE). A separate sub-box bas tobe filled in in respect of each person (1ncludes, where
appliceble. & legal entity). If the following two sub-boxes tre insufficiont, continue in the *Supplemental Box," (giving there for each eddi-
tiona! person the seme sndicetions as thate requested in the folfowing two sub-boxes) or by using e "coatinuetion sheet.”

The 1 2eeon identified in this sub-box is (check one only): E spplicant and inventor® D applicent only D inventor only®
Nerme erd address:®®

Jones, John Paul

200 shady Grove Road
Davidsonville, Maryland 20720
United States of America

If the zeraon tdentified in this sub-box is epplicars (er epplicant end invenier), indicets also:

Country cf netionaliy: Courtry ef regidence:oo®
end whether that pmonqlsa”uum for the purpases of (check eae caly):

ali designiated States ercept 3 Ithe United States the States indicated
D'" designated Sates Dlhe Ublied Siates of Americs P only in the *Supplementa! Box®

The person 1dentified in this sib-20x is (check ore unly): D applicant end inventor® D spphicent only D taventor only®
Kame and sddress :°*

If the percon sdentified in this subsbon is epplicest (er applicant aid irventor), indicsls aleo:

Country of nationaiity: Caountey of residence *o?
&n0 whether that person s applicani for the purpedes of (check one oaly):
; ell deeignated States except the Unired Gtates ke States indicated
D‘" designated Siates Dme Um'ud Suates of Americe of Americe ofly Dln the “Supplemental Box”

e Ifthe person indicated as “applicant end invenior™ of as °\nventor oBlY" s 6ot an inventer for the purposes of sll the designated States,
g1ve 1he ngcessary indicakions 15 the “Supplements! boy.”

e Indicatethe name ofa neturs) pesson by giving his/her lamily name fisst foliowed by the givan name(s). Indicete the seme ofa lega! entity by
its full afficial designavion. In the eddress, include bath the pesis! code (if any) end the country (name).

o2 |f ressd 1$ not ind d. it will be stsumed that the countey ef residence i the same a2 the country indicated in the sddrets

S
Farm 2CT/RO/10) tfirss sheetr (July 1987 See notes on accompanying sheet
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Shost Bumber .. 4.

Ber No. IV AGERT (IF ANY) OR COMMON BEPRESENTATIVE (IF ANY); ADDRESS FOR HNOTIFICATIONS (IN
CERTAIN CASES). A common representative may be sppointed caly If there are several spplicsnia end if ae ageat is or hes beea
sppoinied; the common represeniative must be ane of the applicants. .

T%e followng person (includes, where applicedle. ¢ logal eatity) is hereby/bes best eppoitted £ a0t 67 COMMON FIPLALERILIVG 1O 881
oa beball of the epplicani(s) before the competent Intemetional Authorities:

Nesme aad addrens, inciuding postal code ead counlry: ifthe »‘1:: .b:“lw is u.ed iuu:: r:w 1]

Adams, John Q.

Adams, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820

ni States of
T T T E NP LTt Teopione

Bex Ne.V DESIGNATION OF GROUPS OF STATES OR STATES (1); CHOICE OF CERTAIN KINDS OF PROTECTION
OR TREATMENT. The following éesignations are haraby mude (plesse mark the applicable chock-bones):

Reglons! Patont

EP Ewpess Putent(2: AT Austrie, BE Belgium, CH end LI Switzerlend end Liechtenstein, DE Germen:
&i’gdgw gepublic of), F& France, GB United Kingdom, IT Kkaly, LU Luxembourg, NL Notherhndl‘:
weden,
a8d any other Contracting Stete of the Eurcpesn Pateat Coavention which bes become panty to the PCT after the issuence of thie
sheet (specify on dotted line):

esserssrrsesessne esevasane vserre R R R N R P RPN R eescasrtnanne sassscs

[] or OAPi Patast: Benin, Cameroon, Central African Republic, Ched, Congo, Gabon, Mali, Meuritasie, Senegal, Tcyo,
end sny other member State os OAPI whick bas become pasty 10 tae PCT after the {ssuencs of thie sheet; if other OAP] dile
desiced, specify on dotted line(3):

....................................................................................................

Tdatlesal Patont (if owber kind of protection or weatmont desired, specify oo dotied bine(d))

m AT Austrie®)............. cenviene Cereresrens o @ ER RepublicefKoree®) .............o0vvvvenens
E] AU Australia®® . .......c0eiel cererenies D LE S Lanks
[C] w8 Barbados [J w Lusembourg®..................
[[] BG Bulgaria®.......ccoooeriniiiiiinn, eenas ] Me Monsco® ..ooovviiiiiiiiininii,
(5] BR Brazi®.......... et oo [[] M6 Medagascar
[] cHiassLs Switzeriand and Liechtenstein [] MW Malawi®) v,
@ DE Germeny (Fodersl Republic of® .Ut Lty D NL Netherlands
Model...... e e v [] NO Norwey

@ DE Denmerk [[] RO Romsais
Eé] i Finland D D Sudsn
[[] 68 United Kingdom [[] 8E Sweden
[[] uu Hungery [] su Sovietvaion®..............

JP Jepan®).......... Crietieessavsaereies
% EP Democratic People’s Republic of Kores®) ..... E} US Unlted States of America®®) Cont inuvation

~in~part

sesasssresestansrsae Pesseorcaveas veasssunes N o eeianne cerssasEntEase crenne

Space reserved for designoting States (fos the purposes of s Bational petent) which have becore party 10 the PCT sfter the issuence of thie sheet:

...... R R R R R T R RNy

M Tlhn : gll#&v: fhonj;: g}' ghem order of Getighzicns meay be indicated by marking the chec-bones with sequentisl erebic Rumerale (sce
olgo the *Notes 10 Vo),

(2} The selecison of pariiculsr States for 8 Europesn patent can be made upon entering the netionsl (regional) phese before she Buropesn
Patent Ofiice (sce 8150 the "Notes 10 Box No, V®

(3) ifanother kind of protaction ors title ohddméu of. i the United States of Americs. trentment a8 s continustion of s continuetion-ia-pan
is dasired, specify eccording to the inatructicns given in the *Rotes to Bex No. V.*

Form PCT/RO/10) (second sheet) (Jusy 1987) $eo notes on eccoMpeRYying sheet
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Shoet numben.. ...

Gupslemental Baz. Use this bos in the following cases:

(i) {f mere then theee peviens ere lavolved a5 appliconts and /oe inventors; in such case, wiite ®Contiaustion of Bos Wo. 11° oad indicate
far gich additional persan the same lype of informetion as reguired in Bou Ne. iH;

(i} Y. in Box No. Il or eny of the sub-boxes of Box Neo. Iil, the indication the Siates indicated I the S tal Box,” is checked. in
such cege, wrils “Continuation ef Box We, 11" 6¢ *Continustion of Box Ne. 11 or "Cantinuation of Bones No. Il end No. 111" (as the case may
e}, indicase the name of the applicani(s) involved and, next to (each) such rame, the country er countries (of EP or QA ilepplicable) for
the puracses of whick he/she/it 15 applicant;

{iil) {f; in Box Ne. Il ar any of the sub-boxes ¢f Box No, Fil, & persan indiceted 65 “applicant and investor® er “inverios ealy® is nel invenior
Jor the purgeses of all desighated States ot for the ng«m: of the United States af America; in such case, write “Coatinuation of Box Ne. I1”
o “Continuation o, Box No. if1” or "Continuation of Boxes No. Il and No. 111* (as the case may be), indicets the name of the inventor end,
mert 15 such aame, the country or countries (or EP or QA, if applicable) for the purpotes of which the named peraon is iavenlon;

(iv) 4/(3&1? is mote thaa ene ogent and their addresses are nol the same; in such case, write “Continuation of Bon No. IV° and indicate for
each additionsl agea the came ype of information es required in Box No. 1V,

(v) U, in Box No. V. the mame of any country (er GAPl) is accompanied by the indication “patert of addution,” “cersificate gatdlu'ou. “or
*ikveniar's certificate of eddition, ° ov U, in Bex No. ¥, the same ef the United States of Americe is accosipenied by er tndication * ortinuetion”
or “Contirualion in pan ®; in gush case, write “Continuation of Box No. V® and the neme of each country invoived (or OA®:), end afier the
name of nlqh :‘uch country (ot GAPL), the numbar of the parent title or parent spplication and the dete of grant of pereni title or filing of
perent epplication;

{vi) {f there are wiore than theee egrlier applications whese priority is claimed. in such case, indicate “Continuation of Box No. VI® and
indicate for each additionsl earlier application the same type of information &s requized in Box No. Vi,

vii) . in any of the Boxes, the space is ivgufficient to furnish all the infe ion, in such case, write *Continystion of Box No. .." findi-
cele the mgmb?'r‘ of l':e Box) and furnish the information in the same manner g3 required according to the ceptions of she Box in which the
space was insullicient.

(it} if the applicant intends to claim, in respect of any dengrated Office, the bene/t of provisions 06 the rational law concerring ¢ aveprejudicial
disclosures or exceptions 1o tack of movelty: i such case, write “Siatement Concerning Non-prejudicial Disclosures or Exceptions t¢ Lack of Novelty”
&nrd furnich that satemeni below,

Continuation of Box No. V.

United States of America, Continuvation-in-part of
application Serial Number 06/876,543, filed 15 July 1986.

if this Suppiemental Box is not used, ths sheet need Rot be included in the Reguest.

Ferm PCT/RO/101 (supplemental eheet) (Suly 1987) See notes on sccompanying sheet
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Gheet umb«...ﬂ...

Bez Ne, VI PRIORETY CLAIM (IF ANY). The priority of ihe followiag easiier application(s) is beredy claimed:

i which it Filing Dete Applicatica Ne. OficeefFiling (il n calyif
o e ooy application (dat, Bo i, youz) e ¢ (e carier ppmnanioaey o
gae of the countnies for which it iatermatiossl epplication
was filed if regionel of imteras. @f o regional application)
tiera) application)
m us 15 July 1986 06/876,543
(2)
(3
(Lotter codes may e used to indicsts country sad/or Office of filing)

When the earlier spplication was flled with the Office which, for e purposes of the pressat interastionsl application, is the seceiving Office,

the epplicens mey, 6gainss paymens of the required fes, esk tse lollowing:

@ the receiving Office is heeaby reguestad to prepare snd trassmit to the Interaational Bureau s certified copy of tie sbove-mentionsd
satlier spplication/of the aarlies applications identified sbove by the numbers (inseri the applicable aumbers)

..................

Bex Ne. VIl EARLIER SEARCH (IF ANY). Fill io where & ssarch (Internstional, intsrnational-type of other) by the Internations!
Searchung Aulhonty has slready been nﬂluuud (or compieted) and the said Authority is Bow raquesisd to base the internstional search,
1o the entent possibie, on the resuits of the s2id esslier search, Identify such ssarch or request either by reference to the relevant applics-
tion (or the tranclation thereof) or by reference to ihe search request.

internationsl application aumber or Interastional/ regicaal/astionel
fnumber and country (v regionsl filing date
Office) of other application:

Dete of request for search: Number (if evalleble)
given to psarch request:

Bex Ne. VIl SIGNATURE OF APPLICANT(S) OR AGENT

Chr IstopEer 'Eolu;nbuB

President, Columbia Marine Corp.

if the present Roquest form is signed on behsif of any spplicant by an egent, & separste power of attoraey sppointing the n’onl pad signsd by
the spplicant is required. If in such case it is desired to make uso of s general power of stiomey (deposited with ths receiving Office), & copy
thereof must bs sttachied (o this form,

Bexz Ne.lX CHECK LIST (To be Niled in by e Applicant) R'l: {25".“;}2““ epplication as filed is eccomprniad by the ieme
W
This interasticnal epplication ceatains the follcwing sumber of :
shasts: L D separete signed power of stiorbey
1. request 23 gheois | 3 D copy of general power of atioraey
:‘ description 5 ':““ 3, D priesity documant(s) (cse Box No, V1)
., cleims skasts
4 abstract 1 chesls 4 D raceipt of the foes peid or revenue stamps
5. drewings 4 sheeis | & D chegue for the payment of fess
Tewa) 34 sheeis | 6. reguest to charge deposit sccount
T — ofthe drawings (ifsny) is suggested | - E othor documant (specify)
to eccompany the sbsizact for publication, Tranemittal letter

(The folliowing is to bo filled la by the recaiviag Oiiies)
1. Date of sctual recelpt of the purporied interastional spplication:

2, Corrected date of eciusl receipt due to lster but timely received papers
of drewings compleling the purporied intarnstional spplication:

3. Dete of timely recaipt of the required cofrections under Articie 1] of the PCT:

4. Diawings D Received D e Drewiegs

(The fellewing s te be Glled In by tbe lntorastienal Buress)
Date of receipt 6f tae racoid copy:

Form PCT/RO/101 (lass sheat) (July 1987) Suo Botes 66 sccoMpanying sheet
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THIS SHEET IS NOT PART CF AND DOES NOT COUNT AS A SHEET OF THE INTERNATIONAL APPLICATION

APFLICANT This column
__Columbiz darine Corporation _— for e D
INTERNATIONAL APPLICATION NUMBER DATE 8TAMP OF RECEIVING GFFICE Office

(to be filled in by the receiving Office)

FEE CALCULATION SHEET!
FEES SUBMITTED OR TO BE CHARGED TO DEPOSIT ACCOUNT

I TRANSMITTAL FEE2...ooooieececenrrrrnnentnnnnaccncnasisesassenssassssnconcane

$170

w -

I SEARCH FEE? +vvveeesssnnssnssssssessssssnsssssssessssnssnsnsssssseesssssnnnns L8350 i

internationsl search tobe effected by ........covviieiiiriiiiiiiiiniaiiiiaiienness
(Pleate indicate, but only if the applicant has the choice between two or more Interns-
tionel Sezrching Authorities, the name of the Authority to which the interngtional applica-
tion is to be trensmitted. Note that the smount of the search fee depends on the identity
of the Internstional Searching Authority.)

1. INTERNATIONAL FEE*
BASIC FEE*
fndicate the number of SHEETS conuined in the internationsl application

fiest 30 sheets .....ooovvvvnvnnes Ceereireenrerirsrrrernearies s ——
remeining 4 gheets X i]L_ " e ——

Add amounts enterzd in boxes b and b and enter tota! in box B. | l B ‘
This figure iz the amount of the dASlC 3

DESIGNATION FEES*

Indicste the number of NATIONAL PATENTS
which have been sought and multiply by the 9 6120 = ls 1 'oaol d, l

amount of the designation fee.

ln:ic‘:t; the l;umber ol"l‘lEGldONAlL, PIA1;EN;£S ,
whic ave been gought and miultiply by (be
amount of the designation fee. ~A.*8120 ° mm——

Add smounts entered in toxes d, and d; end enter total in

box D (if that tote] exceeds the figure which corresponds to

me l.mou?t of tl‘u guig;tion fee multiplied by ten, enter e
e latter figure in Box D)6,

This figure is the smoust of the DESIGNATIONFEES .................. mn m———

Add emounts entered in boxes B and D, snd enter total in box 1.
This figure is the emount of the INTERNATIONAL FEE................... lﬂ- £ 125, Od ! I

IV. TOTAL OF PRESCRIBED FEES SUBMITTED OR TO BE CHARGED
TO DEPOSIT ACCOUNT

Add amounts entered in boxe: T, $ and I, end enter eotal in the TOTAL box.
This figure is the total smouat of the PRESCRIBED FEES SUBMITTED OR 2,245,00
TO BE CHARGED TO DEPOSIT ACCOUNT . .. v\ vurnerrreersinrnrenincssenes A

THE APPLICANT MAY PAY THE PRESCRIBED FEES BY éCllEgUE. POSTAL MONEY ORDER, BANK DRAFT,
CASH, REVENUE STAMPS, COUPONS, ETC.). PAYMENT SHOULD BE MADE IN THE PRESCRIBED
CURRENCY TO THE [ACCOUNT OF, ACCOUNT INDICATED BELOW OF, ORDER OF) THE RECEIVING OFFICE,
PAYMENT MAY ALSO BE MADE BY AUTHORIZATION TO CHARGE A DEPOSIT ACCOUNT AT THE RECEIVIRG
OFFICE IF THE LATTER HAS 4 DEPOSIT ACCOUNT GYSTEM.

DEPOSIT ACCOUNT AUTHORIZATION’

The RO/ US is hereby authorized to chesge the iotal foes indicated above to my deposit account.
The ROy US fs hereby authorized to charge &ny deficiency of credit eny overpayment in the total fees indicated
above to my doposit aceount,
The RO/ US is hereby authorized to charge the fee for preperation end transmittal of the priority document to the

International Bureau of WIPO to iy deposit eccount.

99-1111 02 July 1987 )'/‘M c@'(m

Deposit Account Number Date Signature John Adams

Form PCT/RO/10) (Anneg) (July 1987)¢ $ee noies oo Teverse side
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PATENT COOPERATION TREATY

NOTES TO THE REQUEST FORM (PCT/RO/101)

These Noies are intended o facilitate the filling in of the
form. For suthentic information, see the text of the Paleat
Cooperation Tresty and the texws of the Regulations end the
Adimnigtrative lostructions under that Treaty. In case of discrep-
sacy between these Notes and the said texts, the latier are appll-
cable. For more detsiled informetion. ses also the BCT Appliaat’e
Galde, o publication of WIPQ,

“Rule® refers to Rules of the Regulations and “Section”
relers 1o Sections of the Administrative Instructions,

Please use & typewriter. The applicable chack-bores mey be
marked with black ink,

NOTES TO BOX Ne. I

Tide of invention (Rules 4.3 end 5.1(a)):  The Uile mum
be shori (preferebly two to seven words when in English or
tracislated into English) and precise. 1t must be identical with
the title heading the description.

NOTES TO BOXES Ne. 0 sad

indicatics wother o Persen b snd/or Inventor (Rulce
4.5(a)and 4.6(s) and (b)): Pleese mark the applicable check-box
in order to indicate wethier the person (including o legal antlty)
named is “applicant only” (which means that the person is not elso
inventor), “inventer only” (which means thet the perion is not also
applicant) or “spplicant and inventor” (which means thet the per-
800 ig both), A person is 10 be named only once, even where the
pestson is both applicant and inventor.

WNaes end eddrovses (Rule 4.4):  The family name (prefera-
bly in capital letters) must be indicsted before the given name(s).
Titles and scademic degrees must be omitted, Names of legal
entities must be indicated by their full officisl designations.

The address must be indicated in such & way thet it al-
lows prompt posial delivery; it must consist of all the relevent
edministrative units (up to and including the indication of the
house oumber, if any, end the country).

Only one address may be Indicated per perecn. Wisers no
agent is eppointed, 8 specie) “eddress for notifications® mey be
indicated in Box No, IV (see below).

Netfeaslity (Rules 4.5(e) and (b) and 4.6(s)):  For each
spplicant, the nationslity musi be indicated by the name of the
Staie of which the person Is & nationel, This indication i not
required where s person is inventor caly.

Boaldence (Rules 4.5(s) end (c) and 4.6(s)):  For esch appll-
cant, the rzeidence must be indicated by the name of the $tate of
which the person is 8 resident. However, [f the residence (3 not in-
dicated, it will be essumed that the State of residence is the same 28
the State indicatad in ihe address. The Indlcstion of the residence
is not required where & pereon s isventior only,

Names of Giates (Section 201(e)): For the indication of
names of Ststes the two-lgtler country codes maey be wsed,

Diffesent Applicants for Difloron: Deslgasted Simes (Mule
18.4(a)); It is possible to indicate &ifferent applicants for the pure
poses of different designated States, In such e case, In reepect of
each designeted State, 8¢ least one of the applicants indicated for
the purposes of that State must be s naticnal or resident of s PCT
Contracting State, Where the Ualled Sintes of Amerios s eas el the
Gesignsted Sistes, the inventor(s) must be the epplioaniie) for the
umtsmd‘mmummm “goplicant end lnventer”
@mest ed,

For the indication of the designsted Stetes for which & person
is applicant please mask the applicable check-box (only one). The
check-box “the $tstes indicated in the *Supplemental Box'® must
be marked where none of the other three chock-boxes flis: Ia such
& case, the neme of the pereen Mun be repesated (n he Supple.
mental Box with en indicaton of the States {or which he s appli-
cast (see ftem (i) in that Box).

Neming of loventar (Rule 4.1(e)v) and (eXi)): The iaven-
162°s ames and addross muss be indicaled where the astional lew of
ot least oae of the designated Siates rocuires that ibe neme of the
Inventor be furnished ot the time of filing, for detalls see the PCT
Applicant'e Guide, Volume [, Aanex B. it s strongly rer smmend-
ed (o name slweys the isventos,

Diflerent laventors fov Dilloront Designated
4.6(c)): Different persoas may be indicated as inventoss for dif
farent designated Siates where, ia this respess, the recuirements of
the national laws of'the designated Siates are fict the same; in such
8 case, the Supplementa! Box must be used (sse item (ifl) in that

NOTES TO BOXK Ne. 8V

Ageet er Commen Coprocceiative {Rules 4.7, 4.5 and Saction
108): For the manner in which name(s) and addrese(es) inclu.
ding names of States must be Indicated, sse the Noles to Boxes
No. Il end I, Where several egents ase listed, ths agent 16 whom
£ny corrspondence must be addressed Is 0 be lisied firet. If
there is more than one applicant but no common egent repre-
senting them, the Request must designate one of the applicants
who is & nations) or resident of & Contracting State, 28 their
commnon representative. If this is nos done, the commen repre-
sentative will the applicant firt named in the Requast who is
oor:guod o fils en internations) epplication with the receiving

68,

Hiater (Ruls

Appelatment of Agent oz Commen Ropreseutative (Ruls 90.3
end Section 106):  Any such sppointment may be made by des-
igneuing the agent(s) or the common representstive in the Request
of in 8 separate power of sttornsy. Each applicant must sign sither
the Request or the seperats power of attormey. Where (he interns-
tional spplication is flled with reference 1o & general power of attor.
ney, 8 copy thereof muet be sttached to the Request and any applic
cant who did 0ot sign the genera) power of sitomey must sign
either the Request of & separats power of attorney,

Addrens foe Netfcadens (Rule 4.4(d)): 0o egent has been
sppointed, s special addross (or the sending of notificatione to the
epplicant may be indicated in Box No. IV instead of the neme end
sddress of an sgent. Thet addrees must be different from the ade
dress given in Box No. Il and the special check-box must be mer.
:;g. ifen agent hes been sppointed, notifications wil) be sont to his

rees,

KOTES TO BOX Ne, V

Declguation of Statss:  The Contracting States inwhich pro-
tection (s desired muw be designated in the Requen by mesking
the applicable check-boxes. Nets st efov Glsg fastber
boslpnstions eanmet bo mads,

The merkilng of the check-boxes of the designated S1ates by
fnesns of sequential erabic numersls will be tsken as Indicating the
epplicent's ehielen of the erder of the deslgnations; L another form of
msrking 1o uesd, the order will be taken asthat in which the masked
bones sppesr on the form, This order will only have eny significens
¢s (£ the amount recsived for the designetion fees iz insufiicient to
cover all the designations, in thet case, the amount received will be
epplied in payment of the foes for the designations following the
said order (Rule 16bis.2(c) and Section 321).

For the derignation of a Siste which hes become perty to the
PCT aller ihe dats appenring on the bottiom of the second eheet of
ihe Rzquen form, the name of the State, prefersbly precaded by
the two-letier country code, must be given together with sn indi-
cation, where appiicabis, whether pationel of regionsl protection
or & spacisl kind of protection or treatenent Is desived,

Whero o Eerepeen patend ls deslred, only one designation fee
muet be pald for that purpose, independently of the number of Sta-
tes dosignated for & European paient,

Where one of more Siates are deaignated twice (once fof the
puspcase of s Burcpean petant and once for the purposes of natio-
nal protection), the epplicent must pey one designation fes {n
respect of the European patent and e many designesion fees
85 there are national patents or aiher titles of protection sought
(Rule «5.1(1l) and Section 210).
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Wots thet Belglam, Freaes snd lalp can caly be designated for
the purpases of s European patent aad rot for the purpises of
nationsl peolection.

If & European patent is desiced for oaly wme of (e
Coniracting States of the European Pelent Coaventlon. the aames
of those States for which no Europesn petent is desired may be
dsleted by striking therm cut. However, it is recommended to
dasignete alweys all the Contracting Statse of the Europesn
Batont Organisation and to meke a selgction only upen eatening
the natioasl (reglonal) phase before the European Petent Office
end upon peyment of the Europesn designation fees.

Chuelen of Cectaln Miads of Pratection or Trestment (Rules 4.12
10 4.14, Section 202): Where, {n eny country where thes is pos.
sible, insteed of e patent. & natlonal tide other thas & pesat is
desired, write after the name of thet countsy ob the dotted line
the neme ofthe title, that s, “petty patent” (availuble in Australis),
“utility model® (available in Brazll, Germany (Federal Republic
aof), Jepen. the Republic of Korea, OAPL) or “laventor’s certificste”
(evailable in Bulgsria, the Democratic People's Republic of Kores,
the Soviet Union). Whare, in the Federal Republic of Germany
(the only country in which this possibility exists), in eddivion to e
patent, s utility model is also desired, write after the name of thas
country “and utility model®,

Where, in respect of any country whare that ls possible, it is
desired that the spplication be treated 85 an application for & cere
tain titts “of addition” or & an spplication for a “continuation” org
vcontinuation-ln-part®, write efter the aame of thet couniry the
spprovriate words, that is. “petent of eddition” (aveilsble in
Australia, Austria, Bulgars, Germany (Federa! Republic of),
Malawi, the Soviet Uaion), “certificate of eddition” (aveilsble in
Luxemnbourg, Monaco, OAPY), “inventor's certificate of addition”
(aveileble in Bulgaris, the Soviet Union), “continustion” or “cons
tinustion-in-pan” (both aveilable in the United States of America).
If any of thege indications is used, indicate in the “Supplemental
Box” the State for which such treatmment is desired, the number of
the parent title or parent application, and the date of grant of the
paresit title or the date of filing of the parent epplication, ss the
case may be (s66 itam (v) ia that Box).

NOTES TO BOX Ne. VI

Clalm (Rule 4,10):  The declaration containing the
prority cisim must be mede in the Request.

The Request must indicate both

{) when theesrlierapplication iz not a reglonal oren interma-
tionel application, the ceeztry in which it wes filed, or, when the
eerlier applicstion is & reglonsl or en International spplication, at
leest one country for which It wes flled, and

{li) the data on which it wes filed;
otherwige, the priority claim will, for the purposes ofthe procsdure
under the Treaty, be considered RO (o heve been made.

If the ecglication sumbes of the earller application ls ned in-
dleated in the Request but is furnished by the epplicant t6 the
Internstional Bureau orto the receiving Office prior to the expire-
tion ofthe 16th month from the priotity date, it is considered by all
designated States Lo have been furnished i time,

Cenifled Copy of Earlior Applicatlen (Prierity Decoment)
(Rule 17.1): Such copy must be submitied o the Interastionsl
Bureau of to (he receiving Office prior to the expiration of the
16th month from the priority dats or, where an early start of the
netions! phese (6 requested, not later than et the tme such
request is made,

Whare the priority document is issued by the receiving Office,
the applicant may, insterd of submitting the priority decument,
reques the recelving Office to transmit the priorlty document o
the International Bureau, Such request may be mads by merking
the epecisl check-box snd by identifving the document, Alientien:
where such & request is made. the &y, szt must pay to the recelve
ing Office the applicable fee for prierity document.

07/1647

Qates (Section 110):  They must be indicatad by the arsbic
aumbes of the day, the aame of the month and the arebic aumber
of the yeas: afler ar balow such indication. the date should be re-
pealed in parenthesis by indicating it by two-digit arubic aumerals
each for the number of tie doy, for the nuembaer of the month and
foz (he lass two numbaers of the year, e.§., 10 Sune 1966 (10.06.06).

NOTES T3 BOR Ne. VRl

Bastlor Search (Rule 4.11):  The Giling in of Box Ne. VIl
ey result in 8 1ol of partial refund of the interaetional search fog.

NOTES TO BOX Ne. VIl

Slemature (Rules 4.1(d), ¢.15 end 90.3(s)):  The sigaature
mug be thet of the epplicant (if there are several applicants sl
must sign); howaver, the signature may be thet of the agent where
& sapareis power of stiomey sppointing the ageat, or a copy of a
general power of atioemey already in the possession ofthe receiving
Offico, isattached to the Roguest. The name ofeach person signing
the Bequest should be typed below the signeture; similarly, en
indication of the capscity in which the person signs should be
Rl:ﬂcmd if such capecity is not obvious from reading the

quest.

NOTES TO BOK Ne. X

Esference to & Depealied Micreorgaalsm (Ruls 13bis and See-
tion 209): Form BCT/RO/134 or eny saparete shest containing
indications concarning a deposited microorganism may, in most
casat, be listed as “ether document.” This is nol the case if Japss is
designated: in thet case, Formn PCT/RO/134 or sny other sheet
containing the sald indicstions must be included a9 one of the
theets of the descriptioa.

NOTES TO “SUPPLEMENTAL BOX™

The mannec of meking indications in this Box is indicated om
the top of the “supplemental sheet.”

Susment concornlag Nea-Prejediclsl Disclosures ee Excop-
tieas 6 Lack f Novely:  Such a statement, uniees contained in
the description, may &e given in this Box. [t should comply with
the naticnal lew spplicable by the designated Offlce to which the
giatement is eddressed,

GENERAL REMARES

Leaguage of Corraspendencs (Rule 92.2 and Section 104):
Any letier from the applicant to the Recaiving Office, the interna.
tionel Searching Autkority or the Internatioas) Preliminary Exame.
ining Avthority must be in the sams languege &5 the internaticns)
application 1o which it relates; however, the receiving Office, the
Intarmetions) Searching Authority er the Internstional Prelimi-
nery Exemining Authority may suthorizs the use of snother lan.
guage. Any letier from the applicant (1 the Internaticasl Bureau
must ba in the tame lengusge as the international epplication if
that langusge is English or French; otherwies, it must be i Eng-
lish or French, at the cholce of the applicant,

Arrengenset of Eloments and Numbering of Sheets of the Inter-
uatienal Application (Rule 11.7 annd Section 207):  The elements
of the internstionsl application must be placed in the following
order: the Request, the description, the claim(s), the ebstract, the
drawings ((feny). All shests constituting ihe intermational applirg.
tioa must be numbered Ln consecutive arablc aumerals with three
saperats serles of numbers: the fiset applying to the Request, the
socond epplylng 0 the part consisting of the description, the
clalimi(e) end the abetract, and the third spplying to the drawings.
‘The rumbars must be placed ot the top of the shest, in the middle,
below the 2¢m maergla which must remain blank. 1he number
of each sheet of the drawings must consiss of two arsbic numerals
separsted by en oblique stroke, the firet baing the sheet number
end the second belag the total number of siteets of drawings.
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PCT INTERNATIONAL APPLICATION TRANSMITTAL LETTER "m'og
REGARDING THE INTERNATIONAL APPLICATION OF DOCKEY OR REFERENCE NUMBER
Columbia Marine Corporation CNC-123

g‘é'ﬁD-Steering Gear for Sailboats

Certification under 87 CFR 1.10 (if applicable)

“Express Mail" mailing number " Date of Deposit

1 hereby certify that this application is being deposited with the United States Postal Service “Express Mail Post Office to
Addressee” service under 37 CFR 1.10 on the date indicated ebove and i addressed to the Commissioner of Patents end
Trademerks, Washington, D.C. 20231,

(Typed or printed name of person (Bignature of person mailing
mailing epplication) epplication)

To the United States Receiving Office (RO/US):

Accompanying this transmittal letter is the above-identified International epplication, including & completed
Reque%t form (PCT/RO/101). Please process the epplication according to the provisions of the Patent Cooper-
etion Treaty.

The following requests are made of the RO/US:

1

2.

3.

PREPARATION AND TRANSMITTAL OF CERTIFIED COPY OF PRIORITY DOCUMENTS—Please
prepare and transmit to the Internetional Bureau a ceriified copy of the United States origin priority
documents identified in Box VI of the Request form (37 CFR 1.451).

Ta cover the cost of copy preparation and certification (37 CFR 1.19(e)(2) and (b)(1)},
8 (check) (money order) in the amount of § is sttached to this transmittal letter.

the RO/US is hereby authorized to charge the following deposit eccount no.: et I Y e .

CHOICE OF INTERNATIONAL SEARCHING AUTHORITY—1It is requesied that the International
Search be performed by the following International Searching Authority:

£ United States Patent and Trademark Office {ISA/US)
DEuropean Patent Office (ISA/EP)

The eppropriste Search fee for the above-named Authority is indiceted on the Fee Calculation Sheet
(PCT/RO/101 Annex).

DSUPPLEMENTAL SEARCH FEES (ONLY WHEN ISA/US CONDUCTS THE INTERNATIONAL

SEARCH.)—Please charge any Supplemental Search fees that may be required by the United States
International Seerching Authority (ISA/US) to deposit account no.:
I understand that this guthurisation s subject to My oral confirmation thereof tn each instance end that it 1n Ao wey limits My right 10 aubmit

@ protest ggainat pasmeni of the Supplemental Search fees, but 1s merels an administrative aid (o aeaure that the ISA/U'S may tirvely compieie
the Search Heport

NOTE: SUPPLEMENTAL SEARCH FEES FOR ISA/EP ARE PAYABLE DIRECTLY TO THE EUROPEAN
PATENT OFFICE

4.

s£]

D DISCLOSURE INFORMATION=In order to assist in ecreening the sccompanying International appli-

cation for purposes of determining whether a license for foreign transmittal ehould end could be granted
end for other purposes, the following informetion is supplied:

A.DThere is no prior filed epplication relating to this invention,
B. £ ] There is a prior application, serial number 06/876,543 _ _ filed on A5 JIuly 1986
which contains subject matter that is
l. substantially identical to that of the accompanying International application.
2.8%) less than that of the accompanying International application. The additionel subject

matter of the International application eppears on pages(s) and line(s) R12=16 .
3. D more than that of the sccompenying International epplication.

C.DDilclosure information cennot be covered by the language of Points 4A or 4B above due to the
involvement of several prior applications or for other reasons. A separate sheet on
which the disclosure informetion is explained is ettached to this transmittal letter.

REQUEST FOR FOREIGN TRANSMITTAL LICENSE--According to the provisions of 36 U.S.C.
164 and 37 CFR 6.11, 8 license to transmit the eccompanying International epplication to foreign agencies
or international authorities is hereby requested.

SICNER 15 THE NAME OF SIGNER (typed)
APPLICANT John Adams
COMMON AEPRESENYATIVE SIGNATURE
(ATTORNEY) (AGENY) 23 ’ 456 b"' ‘w’“&
REG NO
PT0-1382 mev 3.84) U S Depariment of Commarce
Patant eng Tredemern Otfice
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1820.01

(ii) a request to the receiving Office to transmit the priority document to
the Intemational Bureau where the application whose priority is claimed was
filed with the national Office or intergovemmental suthority which is the
receiving Office,

(d) The request shall be signed.

4.2 The Petition

‘The petition shall be to the following effect and shall preferably be worded
as follows: “The undersigned requests that the prezent internationsl application
be processed according to the Patent Cooperation Treaty.”

YITT

(Sce >MPEP<§§ 1820.01-1820.11 for PCT Rules 4.3-4.15)
11

4.16 Transhiteration or Translation of Certain Words

(a) Where any name or address is written in characters other than those of
the Latin alphabet, the same shall also be indicated in characters of the Latin
alphabet either as 2 mere transliteration or through translation into English. The
applicant shall decide which words will be merely transliterated and which
words will b2 so translated,

(b) The name of any country written in characters other than those of the
Latin alphabet shall also be indicated in English.
4.17 Additional Matter

(a) The request shall contain no matter other than that specified in Rules
4.1104.16, provided that the Administrative Instructions may permit, but cannot
make mendatory, the inclusion in the request of any additional matter specified
in the Administrative Instructions.

(b) If the request contains matter other than that specified in Rules 4.1 to
4,16 or penuitted under paragraph (a) by the Administrative Instructions, the
receiving Office shall ex officio delete the additional matter.

37 CFR 1.434. The request.

(a) *'he request shall be made on a standardized printed form (PCT Rules
3 and 4). Copics of such printed Request forms are available from the Patent and
Trademark Office. Letters requesting such forms should bemarked “Box PCT."

(b) The Check List portion of the Request form should indicate each
document accompanying the international application on filing.

(c) All information, for example, addresses, names of States and dates,
shall be indicated in the Request as required by ’CT Rule 4 and Administrative
Instructions 110 and 201,

(d) Imemational applications which designate the United States of
America shall include:

(1) The name, address and signature of the inventor, except as provided
by §§ 1.421(d), 1.422, 1.423 and 1.425;

(2) A reference to any copending national application or interational
application designating the United States of America, if the benefit of the filing
date for the prior copending application is to be claimed,

PCT Administrative Instructions Section 303
Deletion of Additlonal Matter in the Request
Where, under Rule 4.17(b), the receiving Office deletes ex officic any
matter contained in the request, it shall do so by enclosing such matter within
square brackets and entering, in the margin, the word “DELETED by RO" or
their equivalent in the language of publication of the imermational application,
and shall notify the applicant accordingly. If copies of the international appli-
cation have already been sent to the Intemational Bureau and the International
Searching Authority, the receiving Office shall also notify that Bureau and that
Authority,

The Request contains a petition to the effect that the inter-
national application be processed according to the PCT; it must
contain certain bibliographic information (PCT Article 4(1),
PCT Rules 3 and 4 and 37 CFR 1.434), The Request must be
made on a printed form (PCT/RO/101) to be filled in with the
required information (PCT Rules 3.1, 3.2 and Administrative
Instructions Section 102(b)). Any prospective applicant may
obtain English language Request forms free of charge from the
United States Patent and Trademark Office, Box PCT, Wash-
ington, D, C, 20231, The PCT sets forth specific requirements
for cach clement of bibliographic information on the Request
form, The Request may not contain any matter that is not
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specified in PCT Rule 4. Any additional material will be deleted
ex officio (Administrative Instructions Section 303).

APPLICANT OR AGENT'S FILE REFERENCE

The applicant or agent may use a file reference composed
either of letters or numbers or both, provided the file reference
does not exceed ten characters, If afile reference is indicated on
the Request form, any correspondence from an International
Authority to the applicant or agent will include it. (Administra-
tive Instructions Section 108)

SUPPLEMENTAL BOX

This box is used for any material which cannot be placed in
one of the previous boxes because of space limitations. The sup-
plemental information placed in this box should be clearly
entitled with the Box number from which it is continued,
e.g.,”Continuation of Box NoIV." If the supplemental box does
notcontain sufficient space, the material should be continued on
an additional plain sheet of A4 size paper. If such a continuation
sheet is used, it is numbered as an additional page 5 of the
Request and counted accordingly in the total number of sheets
for fec calculation purposes. The sheet should be entitled
“Continuation Sheet to the Request”.

1820.01 Title of the Invention [R-2]

PC'T Rule 4.3 Title of the Inventior
The title of the invention shall be short (preferably from two to seven
words when in English or translated into English) and precise.

The Request must contain the title of the invention; the
title must be short (preferably 2 to 7 words) and precise (PCT
Rule 4.3). The title in Box No. I of the Request is considered to
be thetitle of the application. The title appearing on the first page
of the description (PCT Rule 5.1 (a)) and on the page containing
the abstract should be consistent with the title indicated in Box
No. I of the Request form. The word “improved” shculd not be
uscd in the title,

1820.02 Applicant [R-2]

PCT Rule 4.4 Nawmes and Addresses

(a) Names of natural persons shall be indicated by the person's family
name and given name(s), the family name being indicated before the given
name(s).

(b) Names of legal entities shall be indicated by their full, official desig-
nations,

(c) Addresses shall be indicated in such a way as to satisfy the customary
requircments for prompt postal delivery at the indicated address and, in any case,
shall consist of all the relevant administrative units up to, and including, the
house nuinber, if any. Where the national law of the designated State does not
require the indication of the house numbser, failure to indicate such number shall
have no effect in that State, It is recommended to indicate any telegraphic and
teleprinter address and telephone inumber of the agent or common representative
or, in the absence of the designation of an agent or common represcntative in the
request, of the applicant first named in the request,

(d) For each applicant, inventor, or agent, only one address may be
indicated, except that, if no agent hag been appointed to represent the applicent,
or all of them if more than one, the applicant or, if there is more than one
applicant, the coinmon representative, may indicate, in addition to any other
address given in the request, an address to which notification shall be sent.

PCT Ruie 4.5 The Applicant
(&) The request shall indicate the name, address, nationality and residence
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of the applicant or, if there are several applicants, of each of them.

(b) The applicamt’s nationality shall be indicated by the name of the State
of which he is a national.

(c) The applicant’s residence shall be indicated by the name of the State of
which he is a resident,

The names of natural persons must be given with the family
name being indicated before the given name (PCT Rule 4.4).
The names of legal entities should be given in full. All addresses
should be spelled cut in full and include the name of the country
in order to assure correct publication of the information. If the
United States of Americais designated, the applicant must be the
inventor at the time of filing (35 U.S.C. 373).

The applicant of an international application for a desig-
nated office other than the United States of America may be
either the inventor or the owner of the invention. In cases where
the inventor is the applicant for certain designated countries and
the owner or assignee is the applicant for other designated
countrics, the names and other identifying information of both
must appear in Box No. IT and Box No. III with the appropriate
boxes checked. Only one applicant’s or inventor’s name should
be listed in each Box.

It should be noted that at least one of the inventors must be
aresident or national of a PCT member country in order for the
application to enter the national stage in the United States of
America. This point involves two basic issues which must be
addressed separately. One issue relates to the requirements for a
valid designation of the United States of America. The other
issue relates to the requirements of the U.S, national law in order
for the U.S. Patent and Trademark Office to accept the interna-
tional application for the national stage. Astothe firstissue, PCT
Rules 18.3 and 18.4 require that at least one of the applicants for
cach designated State must be a resident or national of a member
country of the PCT Union inorder for the designationtobe valid.
As 1o the second issue, although the designation of the United
States of Americamay be valid for PCT international procedure,
the international application will not be accepted at the United
States national stage unless the applicant is the inventor (PCT
Article27(3) and 35 U.S.C. 111 and 373). Thercfore, at Icast one
of the inventors must be a resident of a PCT member country in
order for the international application to enter the national stage
in the United States of America,

It should be noted, however, that if the owner or assignee is
aresident or national of a PCT member country, the owner can
be the sole applicant and file an international application desig-
nating all current PCT member countries other than the United
States of America, Any invalid designation of States for which
at least one applicantisnot aresidentor national of a Contracting
Statc will be deleted by the Receiving Office. See also
>MPEP<§ 1805 for the text of rules and other provisions
concerning applicants.

1820.03 Inventor [R-5]
PCT Ruile 4.6
The Inventor
(a) Where Rule 4.1(a)(v) applies, the request shall indicate the name and
address of the inventor or, if there are several inventors, of each of them.

(b) If the applicant is the inventor, the request, in licu of the indication under
paragraph (a), shall contain & statement to that effect.

(c) The request may, for different designated States, indicate different
persons as inventors where, in this respect, the requirements of the national laws
of the designated States are not the same. In such & case, the request shall contain
a scparate statement for each designated State or group of States in which a
particularperson, or the same person, is to be considered the inventor, or in which
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particular persons, or the same persons, are to be considered the inventors.

For purposes of the designated countries >other than the
United States of America<, the name and address of the inven-
tor must be indicated either in the Request or later at some other
point in the procedure (PCT Article 4(1)(v), 4(4), and 22(1);
and PCT Rules 4.1(a)(v) and 4.6(a)). It should be noted that
Japan as a designated office requires the name and address of
the inventor to be present on the Request form on filing. Names
should be indicated with the family name preceding the given
name, and addresses should be spelled out in full, including
both the zip code and country.

1820.04 Agent or Common Representative (if
any) [R-5]
PCT Rule 4.7 The Agent

If agents are designated, the request shall so indicate, and shall state their
names and addresses.

PCT Rule 4.8 Representation of Several Applicants Not
Having a Common Agens

(a) If there is more than one applicant and the request does not referto an
agent repregenting all the applicants (a common agent”), the request shall
designate one of the applicants who is entitled to file an international applica-
tion according to Anicle 9 as their common representative.

(b) If there is more than one applicant and the request does not refer to an
agent representing all the applicents and it does not comply with the require-
ment of designating one of the applicants ag provided in paragraph (a), the
common representative shall be the applicant first named in the request who is
entitled tofile an international application with the receiving Office with which
the international application was filed (Rule 19.1(z)).

Any attorney or agent registered to practice before the
Patent and Trademark Office may act as an agent for the
applicant in an international application filed in the United
States Recciving Office »before all the international authori-
ties, such as the Receiving Office, the International Searching
Authority, the International Preliminary Examining Authority
and the International Burcau<, Box No. IV of the Request form
may be used as a power of aitorney document. For particulars
concerning who may sign the Request and power of attorney
see > MPEP<§§ 1807 and 1820.11.

It should be noted that under PCT there is no provision for
correspondence addresses or associate attorneys, The first-
named attorney or agent will receive correspondence (PCT
Administrative Instructions Section 108(a)). If the power of
attorney is found to be defective, the first-named applicant will
receive any correspondence.

Jointapplicants may also designate one of the applicants to
be a common representative under PCT Rule 4.8(a).

1820.08 Designation of States [R-5]
PCT Article 43
Secking Certaln Kinds of Protection

In respect of any designated or elected State whose law provides for the
grant of inventors’ certificates, utility certificates, wility models, patents or
certificates of addition, inventors’ cenificates of addition, orutility cenificates
of addition, the applicant may indicate, as prescribed in the Regulations, that
his intemational application is for the grant, as far as that State is concemed, of
an inventor's certificate, 8 utility cesntificate, or a utility model, rather than a
patent,orthat it is for the grant of a patent or centificate of addition, aninventor's
certificate of addition, or a wiility centificate of addition, and the ensuing effect
shall be governed by the applicant’s choice, For the purposes of this Article and
any Rule thercunder, Anticle 2(ii) shall not apply.
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RCT Article 44
Seeking Two Kinds of Protection

In respect of any designated or elected State whose law permits an
application, while being for the grant of a patent or one of the other kinds of
protection referred to in Article 43,10 be also for the grant of another of the said
kinds of protection, the applicant may indicate, as prescribed inthe Regulations,
the two kinde of protection he is seeking, and the ensuing effect shall be
govemed by the applicant’s indications. For the purposes of this Article, Anicle
2(ii) shall not apply.

BCT Artlcle 45
Reglonal Patent Treatles

(1) Any treaty providing for the grant of regional patents (“regional patent
treaty”), and giving to ell persons who, according to Article 9, arcentitled to file
international applications the right to file applications for such patents, may
provide that international applications designating or clecting & State party to
both the regional patent treaty and the present Treaty may be filed as applica-
tions for such patents.

(2) The national law of the said designated or elected State may provide
that any designation or election of such State in the intemational application
shallhavethe effect of an indication of the wish to obtain a regional patentunder
the regional patent treaty.

PCT Rule 4.9 Designation of States

Contracting State shall be designated in the request by their names,
YYYTL

PCT Rule 4.12 Chkolce of Certain Kinds of Proteciion

() If the applicant wishes his intemational applicationtobe treated, in any
designated State, as an application not for a patent but for the grant of any of the
other kinds of protection specified in Anticle 43, he shall so indicate in the
request, For the purposes of this paragraph, Article 2(ii) ehall not spply.

(b) In the case provided for in Article 44, the applicant shall indicate the
two kinds of protection sought, or, if one of two kinds of protection is primarily
sought, he shall indicate which kind is sought primarily and which kind is sought
subsidiarily.

37 CFR 1.432 Deslgnation of States and payment of designa.
tlon fees,

(a) The names of Designated States shall appear in the Request upon filing
and must be indicated as set forth in Section 201 of the Administrative
Instructions,

(b) The designation fees may be paid upon filing of the international
application, but mustbe paid * before the expiration of one year from the priority
date >or within one month from the date of receipt of the international
application if that month expires afterthe expiration of one year from the priority
date< *®, Failure 1o timely pay the designation fee for a pasticular Designated
State wiil result in the withdrawal of that designation #, Failure to timely pay at
least one designation fee wiil result in the withdrawal of the intemational
application *,

PCT Adminlstrative Instructions Section 201
Names of States

(2) The name of any State referred to in the request shall be indicated
either by the full name of the State, or by s generally accepicd shori title which,
if the indications are in English or French, shall be as appears in Annex A, orby
the two-letter country code identifying that State as appears in Annexes A and
B.

() [Deleted)

PCT Administrative Instruction Section 262
Kind of Protection
(a) Where the applicant wishes hig application to be trested in any
designated State as an application not for & patent but {or the grani of another
kind of protection referred to in Article 43, he shell make the indication in the
request referred to in Rule 4,12(a) by inserting the words “inventor's
certificate,’utility certificate,” "utility model,” (or “petty patent” for Austra-
lia), “patent of uddition,” “cenificate of addition,” “inventor’s centificate of
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addition” or “utility centificate of addition,” or their equivalent in the languege
of the intemationsl application, immediately after the indication of the said
Suate. .

(b) Where, in respect of the designation of the Federsl Republic of
Genmany, the applicant is seeking two kinds of proteciion under Anicle 44, he
shall make the indication referred 10 in Rule 4.12 (b) by inseriing, immediately
after the indication of the Federal Republic of Germany and in the language of
the international application, one of the two following indications:

(i) “end wtility model";
(ii) “end auxiliary utility model.”

PCT Administrative Instructions Section 203
Reglonal Patents
(a) If the applicant wishes o obtain a regional patent in respect of any
designated State and the request form does not contain preprinted indications
permitting the applicant to make the indication in the request referred to in Rule
4,1(b)(iv), the applicant shall make the said indication by inserting the
words"regional patent,” or their equivalent in the language of the international
application, immediately after the indication of the said State or, where an
indication has been made under Section 202, after that indication, provided that:

(i) where Article 4(1)(ii), third clause, applies, end not all the States party
to the regional treaty have been designated, the international application shall
he treated as if all those States had been designated and as if the degignations of
all such States contained the said words, whether the said designations con-
tained &n indication of the wish to obtain a regional patent or, according to
Anicle 4(1)(ii), fourth clause, are to be treated as containing such indication;

(ii) whese the national law of any designated State containg a provision as
referred to in Anticle 45(2), the International Bureau shall, according to Article
4(1)(ii), fourth clause, treat the designation as if it contained the said words even
where the applicant failed to indicete them.

(b) The applicant may, instead of the words "regional patent” referred Lo
in paragraph (a), use other words to the same effect; such words may include 8
reference to a patent to be granted by the European Patent Office under the
Convention of the Grant of European Patents done at Munich on Qciober 5, 1973
(“European patent”), where the regional patent which the applicant wishes to
obtain is a European patent,

(c) An indication, in respect of the designation of Liechtenstein or Swit-
zerland, or both, of the wish to obtain a regional patent ghall be taken as
indicating a wish to obtain a European patent in respect of those States, whereas
the absence of any indication of the wish to obtain a regional patent in respect
of such a designation shall betaken s indicating a wish to obtain a patent granted
by the Swiss Federal Intellectual Property Office in respect of those States.

PCT Administrative Instructions Section 210
Calculation of Designation Fee for the Purposes of National and
Reglonal Putents

Where the request of the intemational application contains a designation
of a Contracting State without an indication of the wish to obtain & regional
patent and also & designation of the same Contracting State with an indication
of the wish to obtain a regional patent and the national law of the Contracting
State does not contain a provision referred to in Aricle 45(2), the designation
fees shall be calculated on the basis that a separate {ce is payable in respect of
the designation of the Contracting State in addition to the designation fee
payable in respect of that Contracting State as & Contracting State or ag one of
a group of Contracting States for which a regional patent is sought,

All designated States must be named in the Request on
filing. It is not possible to add designations of countrics to &n
international application after itis filed, Only those countries for
which the PCT has come into effect at the time the international
application is filed may be designated. 'The Request form, as
filed, must contain the names of all designated countries in
which protection is desired (PCT Article 4(1)(ii), PCT Rules
4,1(a)(iv), and 4.9, and 37 CFR 1.432, However, since the
designation fees are not required until one year after the priority
date, or if no priority is claimed, until one year after the actual
international application filing date >or one month after the
international filing date, if that month ends later than one year
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LIST OF PCT MEMBER STATES

State Ratification
or Accession

(1) Central Africa Republic* Accession
(2) Senegal* Ratification
(3) Madagascar Ratification
(4) Malawi Accession
(5) Cameroon® Accession
(6) Chad* Accession
(7) Togo* Ratification
(8) Gabon™ Accession
(9) United States of America Ratification
(10) Germany, Federal Republic of#* Ratification
(11) Congo* Accession
(12) Switzerland®* Ratification
(13) United Kingdom** Ratification
(14) France** Ratification
(18) Soviet Union Ratification
(16) Brazil Ratification
(17) Luxembourg** Ratification
(18) Sweden®* Ratification
(19) Japan Ratification
(20) Denmark Ratification
(21) Austria** Ratification
(22) Mcnaco Ratification
(23) Netherlands** Ratification
(24) Romania Accession
(25) Norway Ratification
(26) Liechtensicin®* Accession
(27) Australia Accession
(28) Hungary Ratification
(29) Democratic People’s Republic

of Korea (North Korea ) Accession
(30) Finland Ratification
(31) Belgium** Ratification
(32) Sri Lanka Ratification
(33) Mauritania Accession
(34) Sudan Accession
(35) Bulgaria Accession
(36) Republic of Korea (South Korea) Accession
(37) Maij* Accession

~ (38) Barbados Accession

(39) Italy** Ratification
>(40) Benin* Accession

Date of Raiification Date from Which State
or Accession May be Designated

15 September 1971 01 June 1978

08 March 1972 0l June 1978

27 March 1972 01 June 1978

16 May 1972 01 June 1978

15 March 1973 01 June 1978

12 February 1974 01 June 1978

28 January 1975 01 June 1978

06 March 1975 01 June 1978

26 November 1975 01 June 1978

19 July1976 01 June 1978

08 August 1977 01 June 1978

14 September 1977 01 June 1978

24 Qctober 1977 01June 1978

25 November 1977 01 June 1978

29 December 1977 01 Junel1978

09 January 1978 01 June 1978

31 January 1978 01 Junel978

17 February 1978 01 June 1978

01 July 1978 01 Qctober 1978

01 September 1978 01 December1978

23 January 1979 23 Aprill979

22 March 1979 22 June 1979

10 April 1979 10 July 1979

23 April 1979 23 July 1979

01 October 1979 01 Januery 1980
19 December 1975 19 March1980

31 December 1979 31 March 1980

27 March 1980 27 June 1980

08 April 1980 08 July 1980

01 July 1980 01 October 1980
14 September 1981 14 December 1961

26 November 1981 26 February 1982
13 January 1983 13 April 1983

16 January 1984 16 April 1984

21 February 1984 21 Meay 1984

10 May 1984 10 Augnst 1984
19 July 1984 19 October 1984
12 December 1984 12 March 1985

28 December 1984 28 March 1985

26 November 1986 26 February1987<

* Members of Africa Intellectual Property Organization (OAPI) regional patent system. Only regional patent protection is available for OAPI member states.
A designation of any state is an indicstion that all OAPI states have been designated. Note: only one designation fee is due regardless of the number of OAPI member
states designated. ** Members of Luropean Patent Convention (E’C) regional patent system. Either national patents or European patents for member States are
available through PCT, except for France, Belgium and Iialy, for which only European patents arc available if PCT is used, Note: only one designation fee is dueif

Furopean patent protection is sought for one, several or all EPC member countries,

after the priority date (PCT Rule 15.4(b)(ii)<*, applicants who
file without claiming priority, or who file carly in the priority
year, may initially designate all PCT countries in which they
may havean interestand later only pay designation fees forthose
countries in which patent protection is seriously desired >and
withdraw the designations as to the other States<, Any desig-
nated country for which a designation fee in not timely paid is
considered withdrawn,

States must be designated in Box No. V by checking the
appropriate box beside the name of each State, A choice between
anational patent and a regional patent is available for States that
are members of both the PCT and the European (EPC) regional
patent convention, For the EPC, regional or national protection
is avaitable for Austria, The Federal Republic of Germany,
Luxembourg. TheNetherfands, Sweden, Switzerland, Licchten-
stein, or the United Kingdom, However, where France, Belgium

1800-27

and/or Italy is designated, the application will be treated as an
application for a European patent with effect for France, Bel-
gium and/or Italy.

The designation of any State is treated as an expression of
the wish to obtain a patent in the designated State. However, if
the applicant wishes the international application to be treated
in any designated States (whose national law>offers<* that
kind of protection) as an application not for a patent but for an
inventor’s certificate, a utility certificate, & utility model, a
patent of addition, a certificate of addition, an inventor's
certificate of addition or a utility certificate of addition, the
applicant must indicate that desire in Box No. V of the Request
by indicating the kind of protection immediately after the
indication of the State (Administrative Instructions Section
202(a)), and the application will be dealt with accordingly in
that State (PCT Rules 4.,1(b)(iii) and 4.12). Annex B of the
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“PCT Applicant' s Guide" indicates, in respect of each Contract-
ing State, the kinds of protection available

The applicant may, in respect of any designated State
(whosenational law >offers<* the kinds of protection involved
and admits the possibility of secking two kinds of protection),
mention in the Request >of< two kinds of protection (Box No.
V), together with an indication of the one preferred and the ap-
plication will be dealt with accordingly in that State (PCT
Article 44 and PCT Rulc 4.12(b)). Annex B of the PCT
Applicant’s Guide indicates, in respect of cach Contracting
State, whether this possibility is available, Currently the possi-
bility of secking two kinds of protection is available only for the
Federal Republic of Germany as a designated State,

The indication on the line of the type of protection desired
is placed directly after the checkbox for the State. Where a title
(patent, certificate, inventor’s certificate, utility certificate) of
addition, is sought, or where the applicant wishes the interna-
tional application to be treated in 25y designated State as an
application for a continuation or a continuation-in-part, the fact
must be indicated together with an identification of the parent
application (PCT Rules 4.1(b)(v), 4.13 and 4.14). This indica-
tion is placed in the Supplemental Box and should be clearly
identificd as continuing information from Box V regarding the
designation of a specific State. Sce >MPEP<§ 1820.07.

1820.06 Priority [R-2]

PCT Article §
Claiming Priorlty
(1) The intermational application may contain & declaration, as prescribed
in the Regulations, claiming the pricrity of one or more easlier applications filed
inorforany country pasty o the Paris Convention for the Protection of Tndustrial
Propeny,

(2)(a) Subject to the provigions of subparagraph (b), the conditions for,
and the effect of, any priority claim declared under paragraph (1) shall be as
provided in Anticle 4 of the Stockholm Act of the Paris Convention for the
Protection of Industriel Propenty.

(b) The intemational application for which the priority of one or more
earlier applications filed in or for a Contracting State is claimed may contain the
designation of that State, Where, in the intemational application, the priority of
one or more national applications filed in or for a designated State is claimed,
or where the priority of an intemational application having designated only vae
State is claimed, the conditions for, and the effect of, the priority claim in that
State shall be govemed by the national law of that State,

PCT Rule 4.10 Priority Clalm

() The declaration referred to in Article 8(1) shall be made in the request;
it shall consist of a statement to the effect that the priority of an earlier
application is claimed and shall indicate:

(i) when the esrlicr application is not & regional or an intemational
application, the country in which it was filed; when the earlicr application is &
vegional oran intemational application, the country or countrics for which it wag
filed,

(ii) the date on which it was filed,

(iii) the number under which it was filed, and

(iv) when the carlier application is a regional or an intemational applice-
tion, the national Office or intergovemmental organization with which it was
filed.

(b) If the request does not indicate both

(i) when the earlier application is not a regional or an imemationsi
application, the country in which it was filed; when the earlier application is &
regional or en intemational application, at least one country for which it was
filed, and

(ii) the duie on which is was filed,

the priority claim shall, for the purposes of the procedure under the Treaty,
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be considered not 1o have been made except where, resulting from an obvicus
error, the indication of the said country orthe said data ismissing or is erroneous;
whenever the identity or correct identity of the said cuintry, of the said date or
the correct date, may be established on the basis of \io copy of the esrlier
application which reaches the receiving Office before it tranemits the record
copy to the International Bureau, the error shall be considered ag an obvious
error.

(c) If the application number of the earlier application is not indicated in
the request but is fumished by the applicant to the International Bureau orto the
receiving Office prior to the expiration of the 16th month from the priority date,
it shall be considered by all designated States to have been fumished in time.

(d) If the filing date of the earlier application as indicated in the request
does not fall within the period of one year preceding the intemational filing date,
the receiving Office, or, if the receiving Office has failed to do so, the Interna-
tional Bureau, shall invite the applicant to ask either for the cancellation of the
declaration made under Axticle §(1) or, if the date of the carlier application was
indicated erroncously, for the correction of the date soindicated. If the applicant
fails 10 act accordingly within one month from the date of the invitation, the
declaration made under Article 8(1) shall be cancelled ex officio.

(e) Where the priorities of several earlier applications are claimed, the
provisions of paragraphs (a) to (d) shall apply to each of them.

PCT Rute 32%

Withdrawal of the Priority Clalm
Rule 32%2,1 Withdrawals

(4) The applicant may withdraw the priority claini made in the intema-
tional application under Article 8(1) at any time before the intemational publi-
cation of the international application.

(b) Where the international application contains more than one priority
claim, the applicant may exercise the right provided for in paragraph (a) in
respect of one o1 more or all of them.

(¢) Where the withdrawa! of the priority claim, or inthe case of more than
one such claim, the withdrawal of any of them, causes a change in the priority
date of the international application, any time limit which is computed from the
original priority date and which has not already expired shall be computed from
the priority date resulting from that change. In the case of the time limit of 18
months referred to in Anicle 21(2)(a), the International Burcau may neverthe-
less proceed with the intemational publication on the basis of the said time limit
as computed from the original priority date if the notice effecting withdrawal
reaches the International Bureau during the period of 15 days preceding the
expiration of that time limit.

(d) Porany withdrawal uniderparagraph (a), the provigions of Rule 32.1(c)
shall apply mutatis muandis,

PCT Administrative Instructions Section 302
Priority Claim Consldered Not To Have Been Made

Where, owing to failure 1o mect the requirements of Rule 4.10(h), the
priority claim is, for the purposes of procedure underthe Treaty, considered not
10 have been made, the receiving Office shall indicste that fact in the intema-
tional application by enclosing the box in the request Form which provides for
the information concerning the priority claim (or, where the priorities of several
carlier applications are claimed and not all those priority claims are considercd
not to have been made, the relevant part of the said box) within square brackets
and entering, in the margin, the words “NOT TO BE CONSIDERED FOR PCT
PROCEDURE" or their equivalent in the language of publication of the inter-
national application, and shall notify the applicent accordingly. If copies of the
intemational application have already been sent to the Intemational Bureau and
the International Searching Authority, the receiving Office shall siso notify that
Burcau and that Authority,

PCT Adminigirative Instructiong Section 314
Manner of Indicating and Notification of Correction of the
Priorlty Date or Canceliation of the Priority Clahm

(a) Where, in reply to an invitation issued by the receiving Office under
Rule 4.10(d), the applicant corrects the erroneously indicated filing date of any
carlier application, the receiving Office shall enter the corrected date in the
request, draw a line through the previously entered date while still leaving it
legible and enter, in the mergin, the letters “RO."

(b) Where, under Rule 4,10(d), the receiving Office cancels the declara-
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tion made under Anicle 81}, that Office shall encloge the box in the request Porm
which provides for the information conceming she priority claim (or, where the
prioritics of several earlier applications are claimed snd not all those pricsity
claims are cancelled, the relevans part of the said box) within square brackets snd
enter, in she margin, the words"CANCELLED ON REQUEST OF APPLI-
CANT" or "CANCELLED EX OFFICIO BY RO,"” as the case may be, or their
equivalent in the language of publication of the intemational application.

(c) The applicant and, if copies of the intemational spplicstion have already
been sent to the International Buresu and the Intemational Searching Authority,
that Bureau and that Authority shall be notified by the receiving Office of any
correction or cancellation effecied under Rule 4.10(d) by the receiving Office.

PCT Administrative Instructions Sectlon 402
Manner of Indicating and Notificatlon of Correction of the
Priority Date or Cancellation of the Priority Claim

(2) Where, in reply to an invitation issued by the Intemational Bureau under
Rule 4.10(d ), the applicant corrects the erroneously indicated filing date of any
earlier application, the Interneational Bureau chall enter the corrected date in the
request, draw a line through the previously entered date while still leaving it
Jegible and enter, in the mergin, the words “INTERNATIONAL BUREAU".

(b) Where, under Rule 4.10(d), the International Bureau cencels the
declaration made under Anticle 8(1), that Buresu shall enclose the box in the
request form which provides for the information conceming the priority cleim
(or, where the priorities of severe] earlier applications ere claimed and not all
those priority claims are cancelled, the relevant part of the said box) within
square brackets and enter, in the msrgin, the words “CANCELLED ON RE-
QUEST OF APPLICANT" or “CANCELLED EX OFFICIO BY THE INTER-
NATIONAL BUREAU,” as the case may be, or theiv equivalent in the language
of publicaticn of the international application.

(¢) The applicant, the receiving Office and the International Searching
Authority shall be notified by the International Bureau of any correction or
cancellation effected under Rule 4.10(d) by the International Bureau.

(d) Any designated Office which has been notified under Rule 24.2(a) of
the receipt of the record copy shall be notified by the Intemational Buresu of any
correction or cancellation effected under Rule 4.10(d) by the receiving Office or
the Intemnational £urcau,

PCT Administrative Instructions Section 408
Prlority Application Number

(a) If the application number of the earlier application referred to in Rule
4.10(c) (priority application number) is fumished within the prescribed time
limit, the Intemnational Bureau shall enter the said number in the space provided
therefor in the request Form, unless already done by the receiving Office under
Section 319.

(b) If the priority applicationnumber is furnished afterthe expiration of the
prescribed time limit, the International Bureau shall inform the applicant and the
designated Offices of the date on which the said number was fumnished . It shall
indicate the gaid date in the iniemational publication by including on the front
page of the pamphlet next to the priority application number the words “FUR-
NISHED LATEON. ... (date),” and the equivalent of such words in the language
in which the international application is published if that Janguage is other than
Engligh,

(c)If the priority epplication number has not been furnished at the time of
the completion of the technical preparations for intemstional publication, the
Internationsal Bureau shall indicate that fact by including on the front page of the
pamphlet in the space provided for the priority application number the words
“NOT FURNISHED" and the equivalent of such wordg in the language in which
the international epplication is published if that language is other than English,

PCT Administrative Instructions Section 409
Notlficatlon of Prlority Claim Consldered Not To Have Been
Made

Where the Intemational Bureau notes that the receiving Office has failed
to notify the applicant as provided in Section 302, it shall send a notification to
the same effect to the applicant, the receiving Office and the intemational
Searching Authority,

35 U.8.C. 365 Rlght of priority; heneflt of the filing date of a
prior application,
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(a) In accordance with the conditions and requirements of section 119 of
this title, & national application shall be entitled to the right of priotity based oa
& prior filed intemations] application which designated ot losst one country
other than the United States.

() In sccordance with the conditions and requirement of the first pare-
graph of section 119 of this title and the weaty and the Regulations, an
intemational application designating the United States shail be entitled to the
right of priority based on & prior foreign application, or a prior intemational
application designating at least one countsy other than the United States.

(c) In accordance with the conditions and requirements of section 120 of
this title, an international application designating the Unitsd States shall be
entitled to the benefit of the filing date of a prior national application or a prior
international application designating the United States, and & national epplica-
tion shall be entitled to the benefit of the filing date of a prior intemational
application designating the United States. If any claim for the benefit of an
carlier filing date is based on a prior intemational application which designated
but did not originate in the United States, the Commissioner may 1equire the
filing in the Patent and Trademark Office of a centified copy of such spplication
together with a translation thereof into the English language, if it was filed in
another lenguage,

Anajplicant who claims the priority of one or more earlier
national or international applications for the same invention
must indicate, in the Request at the time of filing the interna-
tional application, the country in or for which the application
was filed, the date on which it was filed, and its application
number, (PCT Article 8 and PCT Rule 4.10) When the earlier
application is a regional or an international application, the
applicant must also indicate the national Office or intergovern-
mental organization with which it was filed, If the number
cannot be indicated in the Request at the time of filing of the
international application, it must be furnished to the Interna-
tional Bureau at the latest by the expiration of sixteen months
from the priority date.

The applicant may withdraw any priority claim made in the
international application until the mwmauonal publication of
the international application (PCT Ruie 32°%), If the signed
notice containing the withdrawal of any priority claim causesa
change in the priority date of the international application (for
the definition of “priority date,” see PCT Article 2(xi)), any
time limit which is computed from the original priority date and
which has not yet expired — for example, the time limit before
which processing in the national phase cannot start — is com-
puted from the priority date resulting from the said change.
Further details are provided in PCT Rule 325

The date of the filing of the priority appllcanon should be
given by indicating the number of the day by two digits, the
name of the month spelled out in full and the number of the year
in four digits, for example, 05 October 1978 (PCT Administra-
tive Instructions, Section 110). The name of the country of
filing should be either the official name or accepted short title
listed in Annex A of the PCT Administrative Instructions. 35
U.S.C. 365 provides for recognition of priority claims in
international applications.

Applicantisrequired to file acertified copy of each priority
application, For particulars, see > MPEP<§ 1828,

1820.07 Parent Application or Grant

PCT Rule 4.13 Identification of Parent Application or Parent
Grant

If the applicant wishes his internationsal application to be treated, in any
designated Siate, as an application for a patent or cenificate of addition,
inventor's cenificate of addition, or wtility cenificste of addition, he shall
identify the parent application or the parent patent, parent inventor’s certificate,
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or parent wility cenificate to which the patent or centificate of addition,
inventor's centificate of addition, or utility cenificate of addition, if granted,
relates. For the purposes of this paragraph, Article 2(ii) shall not apply,
PCT Rule 4 .14 Contiruation or Centinuation-in-Fart

If the apolicant wishes his intemational application to be treated, in any
designated State, as an application for & continuation or a continuation-in-part
of an earlier application, he shall so indicate in the request and shall identify the
parent application involved.

Box No. V and the Supplemental Box should be used where
the applicant has an earlier application in a country designated
in the intemnational application and where special title or treat-
ment of the international application is desired. For example, if
the applicant has a pending United States application, the
international application could contain additional subject mat-
ter and be treated as a continuation-in-part in the United States,
if the United States is designated in the international application
(PCTRule4.14). In thisexample, the entries to be placed in Box
No. Vwould be as follows: “United States of America; continu-
ation-in-part; and in the Supplemental Box, the entry “Continu-
ation of Box No. V, Parent application for U.S. designation:
United States of America, 20 May 1981, 222,222" should be
inserted.

1820.08 Earlier International or International-
Type Search

PCT Rule 4,11 Reference to Earlicr Search

If an international or intemational-type search has been requested on an
epplication under Anticle 15(5) or if the applicant wishes the International
Searching Authority to base the intemetional search report wholly or in part on
the results of & search, other than an international or intemational-type search,
made by the national Office or intergovernmental organization which is the
International Searching Authority competent for the intemational application,
the request shall contain & reference to that fact. Such reference shall either
identify the application (or its translation, s the case msy be) in respect of which
the eetlier search was made by indicsting country, date and number, or the said
search by indicating, where applicable, date and number of the request for such
search,

The United States Patent and Trademark Office performs
an intemational-type search on all U.S. national applications
filed on and after June 1, 1978. No specific request by the
applicant is required and no number identifying the interna-
tional-type search is assigned by the Office, All earlier U.S.
applications referred to in Box No. VI and Box No. VII as well
as all U.S.applications referred to in separate transmittal letters
will be considered by the Office.

Box No. VIl should be used to identify related international
applicationz and U.S. national applications.

1820.09 Different Applicants for Different
Designated States [R-5]

In any international application, different applicants may
beindicated for different designated states, This possibility is of
great practical importance since, for the purposes of the United
States of America, the applicant must be the inventor, whereas,
for the purposes of the other countries currently members of the
Treaty, no such requirement exists (PCT Article 9(3), PCT
Rules 4.6(c) and 18.4 and 35 U.S.C. 373). Where there are
several applicants, at least one of them must qualify to file an
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international application for each designated State (PCT
Rules18.3, 18. 4(a) and (b)).

If it is desired that different applicants be indicated for
different designated countries, for example, in an application
designating the United States, Sweden and Switzerland, for the
purposes of the United States, the inventor must be the appli-
cant. If the invention has been assigned, the assignee may wish
to be the applicant for Sweden and Swiizerland. If in this
example, “A” is the assignee and “B"” is the inventor, “A” and
“B" must both be indicated as applicants, A as “Applicant only"”
in Box No. I and B as “applicant and inventor” in Box No. III,
The sub-boxes at the bottom of Box No. II and ITi of the Request
are used to identify different applicants for different designated
countries. In Box No. III, “B” would be indicated as the
applicant for the United States of Americaand in Box No. II”A”
would be indicated as the applicant for Sweden and Switzerland
by checking the box labeled “all designated States except the
United States of America”. It should be noted that both “A” and
“B" must also sign the Request form or a power of attomey if the
Request is signed by an attorney or agent.

1820.10 Different Inventors for Different
Designated States

Where, because of the provisions of the national law in the
different designated States, it is necessary to indicate different
inventors for different designated States, such information
should be placed in the Supplemental Box as continuing infor-
mation from Box II, III, or IT and III as the case may be and be
labeled “Different Inventors for Different Designated States.”
(PCT Rule, 4.6(c)). Names of inventors should be indicated
family name first. The States should be named by official titles
or accepted shorttitles as listed in Annex A to the PCT Admini-
stration Instructions.

1820.11 Signature of Applicant [R-5]

PCT Ruile 4.15 Signature
The request shall be cigned by the applicant.

The request form of an international application must be
signed. The supplemental box may be used if Box No. VIII has
insufficient room for all signatures.

Each applicant must sign either the Request form or a
power of attorney appointing the agent named in Box IV of the
Request. If the latter, the attorney must sign the Request on
behalf of the applicant or applicants signing the separate power
of attorney. Each signature appearing in Box VIII should appear
over the typed name and title of the person signing,

For provisions concerning representation and for particu-
lars regarding powers of attorney see > MPEP<§1808.

1820.12 Check List [R-2]

PCT Administrative Instructions Section 313
Documents Flied with the International Application; Manner of
Marking the Necessary Annetatlions In the Check Llist

(a) Any power of attomey and any priority document filed with the
intermational application referred to in Rule 3.3(a)(ii) shall accompany the
record copy; any other document referred to in that Rule shall be sent only at the
specific request of the International Bureau. If any document referred to in Rule
3.3(a)(ii) which is indicated in the check list as accompanying the intemational
application is not, in fact, filed at the latest by the time the record copy leaves
the receiving Office, that Office shall g0 note on the check list and the said
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indication shail be considerad as if it had not been made.

(b) Where, under Rule 3,3(b), the receiving Office itself {ills in the check
list, that Office shall enter, in the margin, the words “FILLED IN BY RO,” or
their equivalent in the language of publication of the international application.
Where only some of the indications eve filled in by the receiving Office, the said
words and each indication filled in by that Office shall be identified by en

asterigk,

When calculating the list of pages, the Notes to the Request
and the fee calculation sheet, form PCT/RO /101 Annex, are not
counted. Any supplemental sheet used for continuing material,
however, is counted.

Items which accompany the international application
should be identified in this portion, If transmittal form PTO-
1382 is used, it should be referred to as “transmittal letter” under
item 7 in Box No. IX.

The figure of drawing which applicant considers to best
illustrate the invention should be identified in Box No. IX for
publication in the >PCT< Gazette and on the front page of the
pamphlet, The figure selection will be reviewed by the Interna-
tional Searching Authority. When the international application
contains only one figure which the applicant wishes o have
published, thz word “sole” should be typed in the space.

The lower box following Box No. IX is to be filled in by the
Receiving Office only to indicate whether drawings are missing
upon filing. (PCT Administrative Instructions, Section 310(a).)

ASSIGNMENT DOCUMENT

An assignment document, or a copy thereof, may be filed
with the International application, The Check List of the Request
form, Box No. IX, item 7, should be marked to indicate that an
assignment document has accompanied the International appli-
cation on filing, (FCT Rule 3.3(a)(ii)) The assignment Gocument
will be transmitted with the Record Copy of the applicationto the
International Bureau.

It should be noted that U.S. Patent and Trademark Office
records assignments only for International applications in which
the United States isnamed as adesignated State. (37 CFR 1.331).

The assignment instrument for an International application
mustinclude the indication that the application to which it relates
isan international application designating the United States, The
assignment instrument and the prescribed fee for recording (37
CFR 1.21) may be filed together with the International applica-
tion. The Receiving Office will route the instrument and fee to
the appropriate organizations for recording,

1823 The Description [R-2]

PCT Article §
The Description
The description shall disclose the invention in @ manner sufficiently clear
and complete for the invention to be carried out by & pergon skilled in the en,

PCT Ruie §
The Description
5.1 Manner of the Description

(8) ‘The description ghall first state the title of the invention as sppearing in
the request and shall:

(i) specify the technical field to v/hich the invention relates;

(ii) indicate the background art which, as far as known to the applicant, can
be regarded as useful for the understanding, searching and examination of the
invention, and preferably, cite the documents reflecting such ant;

(iii) disclose the invention, as claimed, in such terms thet the technical
problem (even if not expressly stated as such) and its solution can be understood,
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end stase the advaniagsous effects, if eny, of the invention with reference o the
background ari;

(iv) briefly describe the figures in the drawings, if sny;

(v) set forth at least the best mode contemplated by the applicant for
canrying out the invention claimed; this shell be done in terms of examples,
where appropriete, and with reference to the drawings, if eny; where the
national law of the designated State does not require the descripiion of the best
mode but is satisfied with the description of any mode (whether it is the best
contemplated ornot), failure to describe the best mode contemplated shall have
no effect in that State;

(vi) indicate explicitly, when it is not obvious from the descripiion or
nature of the invention, the way in which the invention is capable of exploitation
in industry and the way in which it can be made and used, or, if it can only be
used, the way in which it can be used; the termn “industry” is to be understood
in its broadest sense as in the Paris Convention for the Protection of Tndustrial
Propernty,

(b) The manner end order specified in paragraph (a) ehall be followed
except when, because of the nature of the inventicn, a different menner or &
differers order would result in beuter understanding and & morve economic
presentation,

(c) Subject to the provisions of paragraph (b), each of the pans refesred
to in paragraph (a) shall preferably be precedzd by an appropriate heading
as suggested in the Administrative Instructions.

37 CFR 1.435 The description.

(2) Requiremenis astothe content and form of thedescription are set forth
in PCT Rules 5,9, 10 and 11 and Administrative Instruction 204, and shall be
adhered to,

(b) In international epplications designating the United States the de-
scription must contain upon filing an indication of the best mode
contemplated by the inventor for carrying out the claimed invention.

PCT Administrative Instructions Section 204

Headings of the Parts of the Description

The hesdings referred to Rule §,1(c) should be as follows:

(i) for matter referred to in Rule 5.1¢a)i), “Technics] Fieid"™

(i) for matter referred to in Rule 5.1(a)(if), “Background An™;

(iii) for matter refer red 1o in Rule 5.1(a)iii), “Disclosure of Invention™;

(iv) for matier referred to in Rule 5.1(a)(iv), “Brief Description of
Drawings";

(v) for matter referred to in Rule 5.1(a)(v), “Best Mode for Carrying Out
the Invention”, or, where appropriaie, “Mode(s) for Carrying Out the Inven-
ﬁ on";

(vi) for matter referred to in Rule 5.1(e)(vi), “Industrial Applicability,”

The description must “disclose the invention in a manner
sufficiently clear and complete for the invention to be carried
out by a person skilled in the art” (PCT Article 5). PCT Rule 5
containg detailed requirements as to the “manner and order” of
the description, which, generally, should consist of six parts
under the following headings: “Technical Field,” “Background
Art,” “Disclosure of Invention,” “Brief Description of Draw-
ings,” “Best Mode of Carrying Out the Invention,""Industrial
Applicability” (PCT Administrative Instruction Section 204.)
The description must begin with the title of the invention as
stated in Box No.Iof theRequest, (PCT Rule 5.) Every fifth line
of typing may be numbered along the left hand side to the right
of the margin, (PCT Ruie 11.8). Both the line numbers and the
text should be between the left and right margins, The page
numbers must be placed at the top of the page but notin the top
margin, (PCT Rule 11,6 (¢).) If the United States of Americais
designated, the best mode contemplated by the inventor for
carrying out the invention must be included in the description
(37 CFR 1435).
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1823.01 Reference to Deposited
Microorganism [R-2]
PCT Rule 13%"

Microblologlical lnventions
13,1 Definition

For the purposes of this Rule, “reference to & deposited microorgenism”
means periiculars given in en international epplication with respect to the
deposit of & microorganism with a depositary institution or to the microorgan-
ism g0 deposited,

13"8.2 References (General)

Any reference to 8 deposited microorganism shell be made in accordance
with this Rule and, if so made, shell be considered as satisfying the requirements
of the national 1aw of each designated State ,

13585 References: Contents; Failure to Include Reference or Indication

(8) A refarence to 8 deposited microorgenism shall indicate,

(i) the name and address of the depositary institution with which the
deposit wes mede;

(ii) the date of deposit of the microorganism with that institution;

(iii) the accession number given to the deposit by that institution; and

(iv) any edditionsl matter of which the International Bureau hag been
notified pursuant 1o Rule 13%%,7(a)(1), provided that the requirement to indicate

that matter was published in the Gazelte in accordance with Rule 13°2.7(c) at

least two months before the filing of the iniemational application.

(b) Peilure to include a reference to & deposited microorganism or failure
to include, in & reference to a deposited microorganism, an indication in
accordance with puragraph (&), shall have no consequence in any designated
State whose national Iaw does not require such reference or such indication in
& nationel epplicetion.

13%8.4 References: Tima of Furnishing Indications
If any of the indications referred 10 in Rule 13 ¥8,3(a) is not included in

areferencetoa depogited microorganism in the international application as filed
but is fumished by the applicant 10 the Intemational Bureau within 16 months
ufter the priority date, the indication shall be considered by any designated
Office 10 heve been furnished in time unless its national law requires the
indication to be fumished &1 en earlier time in the case of & national application
and the International Bureau has been notified of such requirement pursuant to
Rule 13%,7(a)ii ), provided that the International Bureau has published such

requirement in the Gazette in sccordance with Rule 13"%7(c) at least two

months before the filing of the international application, In the event that the
applicant makes a request for early publication under Article 21(2)(b), however,
any designated Office may consider any indication not fumished by the time
such request is made &s not having been fumished in time, Irrespective of
whether the spplicable time limit under the proceeding sentences has been
obsesved, the Internationsl Bureau shall notify the applicent and the designated
Offices of the date on which it has received any indication not included in the
intemational application as filed. The International Buresu shall indicate that
dete in the international publication of the intemational application if the
indication has been fumished to it before the completion of technical prepara-
tions for intemnational publication,

13%% 5 References and Indications for the Purposes of One or More Designated

States; Different Deposits for Different Designated States; Deposits with De-
positary Institusions Other Than Those Notified

() A reference 10 & deposited microorgenism shall be considered to be
made for the purposes of all designated Siates; unless it is expressly made for
the purposes of certain of the designated States only; the same spplies to the
indications included in the reference.

(b) References to different deposits of the microorgenism mey be made
for different designated States.

(c) Any designated Office shall be entitled to disregard a deposit made
with s depositary institution other than one notified by it under Rule 13bis.7(h).
13%0.6 Furnishing of Samples

(#) Where the intemational application contains a reference to s deposited
microorganism, the applicant shall, upon the request of the Intemational Search-
ing Authority or the Intemational Preliminary Examining Authority, authorize
end assure the fumishing of & sample of that microorganism by the depositary
institution to the said Authority, provided that the said Authority has notified the
Intemational Bureau that itmay require the fumishing of samples and that such
samples will be used solely for the purposes of iniemational search or intema-
Rev. 5, July 1987 i
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tional peeliminary examination, ag the case may be, and such notification has
been published in the Gazette,

(b) Pursusnt 1o Anicles 23 and 40, no furnishing of samples of the
deposited microorganism 10 which a reference is made in an intemational
epplication shall, except with the sutherization of the applicant, take place
before the expiration of the applicable time limits after which national proceas-
ing may startunderthe said Articles, However, wherethe applicant performs the
acts referred 1o in Articles 22 or 39 after intemational publication but before the
expiration of the said time limits, the fumishing of samples of the deposited
microorganism may take place, once the szid acts have been performed.
Notwithstending the previous provision, the fumishing of samples from the
deposited microorganism may take place under the national law applicable for
eny designated Office ae soon ag, under that law, the intemational publication
has the effects of the compulsory nationgl publication of an unexumined
national application.

13%2.7 National Requirements: Notification and Publication

(&) Any national Office may notify the Intemational Bureau of any
requirement of the national law,

(i) thet any matter specified in the notification, in addition to those referred
1o in Rule 13" 3(a) (i), (i) and (iii), is required 1o be included in reference 1o
& deposited microorganism in a national applicetion;

(ii) that one or more of the indications refesred 10 in Rule 1%5,3(a) are
required to be included in @ national application as filed or are required to be
fumished at s time specified in the notification which is earlier than 16 months
after the priority date,

(b) Each national Office shall notify the Intemational Bureau of the
depositary institutions with which the national law pemmits deposits of micro-
organisms to be made for the purpores of patent procedure before that Office or,
if the national law does not provi for or permit such deposits, of that fact.

(c) The intemational Burcau shall promptly publish in the Gazetie re-
quirements notified to it under paragraph (a) and information notified to it under

paragraph (b).

PCT Administrative Instructions Section 209

Indications as to Deposited Microorganisms on a Separate Sheet

(a) To the extent that any indication with respect to a deposited microor-
ganism is not contained in the description, it may be given on a separate shest,
Where any suchindication is sogiven, it shall preferably be on the form provided
in Annex F as form PCT/RO/134 and, if furnighed at the time of filing, the said
form shall, subject to paragraph (b), preferably be attached 1o the request and
referved to in the Check List referred to in Rule 3.3()(ii).

(b) For the purposes of the Japanese Patent Office, when Japan is desig-
nated, paragraph (a) applies only to the extent that the said form or sheet is
included as one of the sheets of the description of the intemational application

ot the time of filing,

1824 The Claims [R-2]

PCT Artlcle 6
The Claling
The claim or claims shall define the matier for which prosestion is sought.
Claiins ghall be clear and concise, They shall be fully supporied by the
degeription,

FCT Rule 6
T'he clalms
6.1 Number and Numbering of Claims
(a) The number of the claims shall bx. reasonable in consideration of the
nature of the invention claimed,
(b) If there are several claims, they shall be nunbered congecutively in
arabic numerals.
(c) The method of numbering in the case of the amendment of claims shal)
be govemned by the Administrative Instructions.
6.2 References to Other Parts of the International Application
() Claims shall not, except where absolutely necessary, rely, in respest
of the technical features of the invention, on references to the description or
drawings. in particular, they shall not rely on such references as: “as described
inpat . ., of the descripiion,” or “as illustrated in figure . . , of the drawings.”"
(b) Where the international application contains drawingg, the technical
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features imentioned in the claims shall preferably be followed by the reference
signs relating to such features, When used, the reference signs shall preferably
be placed between parentheses. If inclusion of reference signs does not particu-
Jarly facilitats quicker understanding of & claim, is should not bemade. Reference
signs may be removed by a designated Gffice for the purposes of publication by
such Office.

6.3 Manner of Claiming

(a) The definition of the matter for which protection is sought shall be in
terms of the technical features of the invention,

(b) Whenever appropriste, claims shall contain:

(i) a statement indicating those technical features of the invention which
are necessary for the definition of the claimed subjeet matter but which, in
combination, are part of the prior art.

(ii) a characterizing portion - preceded by the words " characterized in that,”
“characterized by,” “wherein the improvement comprises,” or eny other we:
tothe same effect -stating concisely the technical features which, in combinsuon
with the features staied under (i), it is desired to protect,

(¢) Where the national law of the designated State docs not require the
manner of claiming provided by paragraph (b), failure to use that menner of
claiming shall have no effect in that State provided the manner of claiming
actually used satisfics the national Jaw of that State.

6.4 Dependent Claims

(8) Any claim which includes al] the features of one or more other claims
(claim in dependent form, hereinafter referred 10 as “dependent claim”) shall
doso by a reference, if possible ot the beginning, to the other clsiss or claims and
shall then state the additional feature claimed, Any dependent clam which refers
10 more than one other claim (“multiple dependent claim) shall refer 10 such
claimsinthe alternative only. Multiple dependent claims shall not serve ag a basis
for any other multiple dependent claim, Where the nationsl law of the national
Office ucting as Intemational Searching Authority does not allow multiple de-
pendent claims to be drafted in a manner different from that provided for in the
preceding two sentences, failure to use that manner of claiming may result in an
indication under Article 17(2)(b) in the internations! search report, Failure to use
the said manner of claiming shall have no effect in & designated State if the
manner of claiming actually used satisfics the national law of that State,

(b) Any dependent claim shall be construed as including all the limitations
contained in the claim to which it refers or, if the dependent claim is & multiple
dependent claim, all the limitations contuined in the particular claim in relation
to which it is considered.

(c) All dependent claims referring back 1o a single previous claim, and all
dependent claims referring back to several claims shall be grouped together to
the extent and in the most practical way possible.

6.5 Utility Models

Any designated State in which the grant of a wtility model is sought on the
basis of an interational application may, instead of Rules 6.1 to 6.4, apply in
respect of the matters regulated in those Rules the provisions of its national law
concerning wility models once the processing of the intemational application
has staried in that State, provided that the epplicant shall be allowed at least two
months from the expiration of the time limit applicable under Article 22 to adapt
his upplication 1c the requirements of the seid provisions of the national law.

>PCT Adminisirative Instructions Sectlon 205
Numbering and Identification of Clalms Upon
Amendment

(a) Amendments to the elaims under Anicle 19 or Anticle 34(2)(b) may be
made either by cancelling one or more entire claims, by adding one or more new
claims orby amending the iext of one ormore of the claims as filed, Allthe claims
appearing on & replacement sheet shall be numbered in atabic numerals, Where
a claim is cancelled, no renumbering of the other cleims shall be required. In all
cases where claims are renumbered, they shall be renumbered consecutively,

(b) T'he applicant shall, in the letter refesred to in the second gnd third
sentences of Rule 46.5(a) or of Rule 66.8(s), indicate the differences between the
claims as filed end the claims as smended. e shall, in particular, indicats inthe
seid letter, in connection with each claim appearing in the international applica-
tion (it being understood that identice] indications concering scveral elaima
may be grouped), whether:

(i) the claim is unchanged;

{ii) the claim is cancelled;

(iii) the claim is new;

(iv) the claim replaces one or more claims as filed;

(v) the claim is the result of the division of a claim as filed.<**
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37 CFR 1.436 The clalms.,

The requirements as to the content and fonmet of claims are set forth in
PCT Ant. 6and PCT Rules 6,9, 10and 11 and shall be adhered to. The number
of the claims shall be reasonable, considering the nature of the invention

¢laimed,

The claim or claims must “define the matter for which
protection is sought. Claims shall be clear and concise. They
shall be fully supported by the description” (PCT Article 6).
PCT Rule 6 contains detailed requirements as to the number and
numbering of claims, the extent to which any claim may refer
to other parts of the international application, the manner of
claiming and dependent claims. As to the manner of claiming,
gencrally and wherever appropriate, the claims must consist of
two distinct parts, the statement of the prior art and the state-
ment of the featurcs for which protection is sought (“the char-
acterizing portion”).

Multiple dependent claims are permitted in international
applications if they are in the alternative only and do not serve
as a basis for any other multiple dependent claim (PCT
Rule6.4(a), 35 U,S.C. 112). The claims, being an clement of the
application, should start on a new page (PCT Rule 11.4). Page
numbers and line numbcers must not be placed in the margins
(PCT Rule 11.6(e)).

The number of claims shall be reasonable, considering the
nature of the invention claimed (37 CFR 1.436).

1825 The Drawings [R-2]
PCT Article 7
Tho Drawings
(1) Subject to the provisions of paragraph (2)(ii), drawings hall be
required when they are necessary for the understanding of the invention,
(2) Where, without being necessary for the understanding of the inven-
tion, the nature of the invention admits of illugtration by drawings:
(i) the applicant may include such drawings in the intemnational applica-
tion when filed.
(ii) any designuted Office may require that the applicant file such
drawings with it within the prescribed time limit.

PCT Rule 7
The Drawings

1.1 Flow Sheets and Diagrams

Flow sheets and diagrams are considered drawings.
7.2 Time Limit

The time limit referred to in Article 7(2)(ii) shall be reasonable under the
sircumstances of the case and shall, inno case, be shorterthan two months from
the date of the written invitation requiring the filing of drewings or additional
drawings under the said provision.

BCT Adininistrative Instructions Section 310
Procedure in the Cage of Mlssing Drawings

(&) Where the intemational application refers 1o drawings which in fact
ars not included in that application, the receiving Office shull make the
Indication referred to in Rede 26.6(a) by an eppropriate marking of the request
Form,

(b) Section 309(s) shall apply also in the case of drawings received by the
receiving Offies on a dute later than the date on which sheets were fivst recaived
by that Office,

(c) The receiving Office shall, in the case of missing drawings received
within the time limit referred to in Rule 20,2(a)(iii):

(i) effect the required correction of the intemational filing date, or,
where no international filing date hag yet been accorded, of the date of receipt
of the purporied international application, and delete the indication mede under
puragraph (a) above;
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(ii) notify the spplicant of the correction effected underitem (i) , above;

(iii) where transmittals under Article 12(1) have elready besn made,
notify theInternational Bureau and the Intemationsl Sesrching Authority of eny
correction effected under item (i), above, by transmitting & copy of the corvectad
first page of the request, and forward copies of the later submitted drawings 1o
the seid Bureau and the said Authority;

(iv) where transmittals under Article 12(1) have not vet been mede, attach
a copy of the later submitted drawings to the record copy and the search copy.

(d) The receiving Office shall, in the case of missing drewings received
after the expiration of the time limit referred to in Rule 20.2(a)(ii) :

(i) notify the applicant of the fact and of the date of receipt of the leter
submitted drawings;

(ii) where transmitials under Article 12(1) have already been made,
forward a copy of the later submitted drawings to the International Bureau with
the indication that such drawings and any reference to such drawings are not to
be taken into consideration for the purposes of international processing;

(iii) where transmitsals under Article 12(1) have not yet been made, attach
& copy of the later submitted drawings to the record copy withthe indication that
such drawings and eny reference to such drawings are not 1o be taken into
consideration for the purposes of international processing.

37 CFR 1.437 The drawlings.

(a ) Subject to paragraph (b) of this section, when drawinge are necessary
forthe underetanding of the invention, or are mentioned in the description, they
must be pant of an intemationel application as originelly filed in the United
States Receiving Office in order to maintein the intemational filing date during
the nationel stags (PCT Art. 7).

(b) Drawings miseing from the application upon filing will bs accepted if
such drawings are received within 30 days of the date of first receipt of the
incomplete papers, If the missing drawings are received within the 30-day
period, the intemational filing date shall be the date on which such drawings are
received, If such drawings are not timely received, all references to drawings in
the intemational application shall be considered non-existent (PCT An. 14(2),
Administrative Instruction 310),

((c) The physical requirements for drawings are set fonh in PCT Rule 11
and shall be adhered to.

Any international application must contain drawings
“when they are necessary for the understanding of the inven-
tion" (PCT Article 7(1), 37 CFR 1.437). However, even where,
without being necessary for the understanding of the invention,
the nature of the invention admits of illustration by drawings,
the applicant may include such drawings and any designated
Office may require the applicant to file such drawings during the
national (or regional) phase. Flow sheets and diagrams are
considered drawings (PCT Rule 7.1). The drawing sheets must
be numbered in a scparate series either as 1/3 ,2/3 , 33 w
indicate one of three, two of three and three of three or 1, 2, 3.
The drawings in an international application must be on A4 size
sheets of paper which must be fiexible, strong, white, smooth,
non-shiny and durable (PCT Rules 11.3 and 11.5). The space
used for illustration on cach sheet must not exceed 26.2 cm, by
17.0cm. (PCT Rule 11.6(c)). One figure of the drawings should
be indicated in the Request Box No. IX for use on the front page
of the published application to accompany the abstract (PCT
Rules3.3(a)(iii) and 48.2(d)).

1826 The Abstract [R-2}
PCT Rule 8
'The Abstract
8.1 Contents and Form of the Abstract
(&) The abstract shall consist of the following:

(i) & susimary of the disclosurs as contained in the description, the
claims, and any drawinge; the sommary shall indicate the technical field to
which the invention pertains and shall be drafted in & way which sllows the clear
understanding of the technical problem, the gist of the solution of that problem
through the invention, and the principal use or uses of the invention;
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(ii) where epplicable, the chemical formula which, among all the fosmu-
lee contained in the intemational application, best cheracierizes the invention,

(b) The abatract shall be as concise as the disclosure permits {preferably
50 1o 150 wouds if it is Englich or when tranclated into English).

(c) The abetract shall not contain statements on the slleged merits or value
of the claimed invention or on its speculative application.

{(d) Each main technical feature mentioned in the abstract and illustested
by & drawing in the international epplication shall be followed by & reference
sign, placed betweon parentheces.

8.2 Figure

(e) If the applicant fails 10 make the indication referred to in Rule
3,3(a)(iii}, or if the Internations] Searching Authority finds thet a figure or
figures other than that figure or those figuses suggested by the spplicant would,
among all the figures of all the drawings, hoster characierize the invention,
it shall, subject to paragraph (b), indicate the figure or figures which
should accompany the abstract when the latter is published by the Inter-
national Bureau. In such case, the abstract shall be accompanied by the
figure or figures so indicated by the International Searching Authority.
Otherwise, the abstract shall, subject to paragraph (b), be accompenied
by the figure or figures suggested by the applicant.

(b) If the Internations} Searching Authority finds that none of the figures
of the drawings is useful for the understanding of the ebstract, it shall notify the
International Bureau accordingly. In such case, the sbstract, when published by
the Intemational Buresu, shall not be accompanied by any figure of the drawings
even where the applicant has made a suggestion under Rule 3.3(a)(iii).

8.3 Guiding Principles in Drafting

The abstraci shall be go drafted that it can eificiently serve as a scanning
tool for purposes of searching in the pariicular en, especlally by assisting the
gclentist, engineer or researcher in formulating an opinion on whether there is
a need for consulting the intemational application itself.

37 CFR 1.438 Tho abstract.

(a) Requirements as 10 the content and form of the abstract are set forth in
PCT Rule 8, and shall be adhered to.

(b) Lack of an abstrzct upon filing of an intemnational application will not
affect the granting of a filing date. However, failure to fumish an abstract within
one month from the dats of the notification by the Receiving Office will result
in the international applicetion being deciared withdrawn,

The abstract must begin on a new sheet following the
claims (PCT Administrative Instruction Section 207). It must
consist of a summary of the disclosure as contained in the de-
scription, the claims and any drawings (PCT Article 3(3)).
Where applicable, it must also contain the most characteristic
chemical formula, The abstract must be as concise as the disclo-
sure permits (preferably 50 to 150 words in English), It mustbe
so drafted that it can efficiently serve as a scanning tool for the
purposes of searching in the particular art. These and other
requirements concerning the abstract are spelled out in detail in
PCT Rule 8 (37 CFR 1.438).

SUMMARY OF ABSTRACT REQUIREMENTS

Preferably 50-150 words, but not more that 250, Should
contain —

1. Indication of field of invention,

2. Clear indication of the technical problem,

3. Gist of invention's solution of the problem,

4, Principal use or uses of the invention,

5. Reference numbers of the main technical features.

6. Where applicable, chemical formula which best charac-
terizes the invention,

Should not contain —

1. Superfluous language.

2. Legal phraseology such as “said” and “means.”
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3. Statements of alleged merit or speculative application,
4, Prohibited items as defined in PCT Rule 9.

1827 Fees [R-5]

PCT Rule 14
The Transmittsl Fee

14.1 The Transmittal Feé

(a) Any receiving Office may require that the applicant pay a fecto it, for
its own benefit, for receiving the international application, transmitting copiesto
the International Bureau and the competent International Searching Authority,
and performing all the other tasks which it must perform in connection with the
international application in its capacity of receiving Office (“transmittal fee™).

(b ) The amount and the due date of the transmittal fee, it any, shall befixed
by the receiving Office,

PCT Reule 15
The International Fee

15.1 Basic Fee and Designation Fee

Esch intemational application shall be subject to the payment of a fee for
the benefit of the Intemational Bureau (“intemational fee™) to be collected by the
receiving Office and consisting of,

(i) a “beasic fee,” and

(ii) sz meny " degigniation fees” as there are national patents and regional
petents sought by the applicant in the intemational application, except that,
where Article 44 applies in respect of a designation, only one designation fee
shall be due,

15.2 Amounts

(2) The amounts of the basic fee and of the designation fee areas set out in
the Schedule of Fees.

(b) The amounts of the basic fee and of the designation fee shall be
estsblished, for each receiving Office which, under Rule 15.3, prescribes the
payment of those fees in a currency or currencies other that Swiss currency, by
the Director General after consultation with that Office and in the currency or
currencies prescribed by that Office (“prescrihed currency”). The amounts in
each prescribed currency shall be the equivalent, in round figures, of the amounts
in Swiss currency set out in the Schedule of Fees. They shall be published in the
Gazene,

(c) Where the amounts of the fees set out in the Schedule of Fees are
changed, the corresponiding amounts in the prescribed currencies shall be applied
from the same date as the amounts set out in the amended Schedule of Fees,

() Where the exchange rate between Swiss currency and any prescribed
currency becomes different from the exchange rate last applied, the Director
General shall establish new amounts in the prescribed currency according to
directives given by the Assembly. The newly established amounts shall become
applicable two months after the date of their publication in the Gazette, provided
that the interested Office and the Director General may agree on a date falling
during the said two-month period in which case the said amounts shall become
applicable for that Office from that date.

15.3 Mode of Payment

The international fee shall be payable in the currency or currencies
prescribed by the receiving Office, it being understood that, when transferred by
the receiving Office to the International Bureau, the amount transferred shali be
frecly convertible into Swiss currency.

15.4 Time of Payment

(a) the basic fee shall be paid within one month from the date of receipt of
the international application.

(b) The designation fe ghall be paid:

(i) where the international application does not contain 8 priority claim
under Article §, within one yearfrom the receipt of the intemational epplication,

(ii) where the intemational application conteing & priority claim under
Anticle 8, within one year from the priority date or within onemonth from the date
of receipt of the international application if that month expires after the expira-
tion of one year from the priority date.

(c) Where the bagic fee or designation fee is paid later then he date on
which the intemational application was received and where the amount of that
fee is in the currency in which it is,payable, higher on the date of payment (“the
higher amount") than it was on the date on which the international application
was received (“the lower amount™),

(i) the lower amount shall be duc if the fee is paid within onc month from
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the date of receipt of the international application,

(ii) the higher amount ehall be due if the fee is paid later than one month
from the date of receipt of the intemational application.

(d) If, on February 3, 1984, paragraphs (8) and (b) are not competible with
the nationsl law applied by the receiving Office and ss long as they continueto
be not compatible with that law, the basic fee shall be peid on the date of receipt
of the intemnational epplication and the designation fee ghall be paid within one
year from the priority date.

15.5 (Deleted)
15.6 Refund

(8 ) The intemational fee shall be refunded to the epplicant if the deter-
mination under Anicle 11(1) is negative,

(b) In no other case shall the intemational fee be refunded.

PCT Rule 16
The Seurch Fee
16.1 Right to Ask for a Fee
() Each International Searching Authority may require thet the
applicant pay a fee (“search fee") for its own benefit for carrying out the inter-
national search and for performing all other tasks entrusted to Intemational
Searching Authorities by the Treaty and these Regulations.

(b) The search fee shall be collective by the receiving Office. The said fee
shall be payable in the currency or currencies prescribed by that Office (“the
receiving Office currency), it being undersiood that, if eny receiving Office
currency is not that, or one of those, in which the Intemstional Searching
Authority has fixed the said fee ¢ “the fixed currency or currencies™), it shall,
whentransferred by the receiving Office to the Internationel Searching Author-
ity, be freely convertible into the currency of the State in 'vhich the Intemational
Searching Authority has its headquariers (“the headquariers currency™). The
amount of the scarch fee in any receiving Office currency, other then the fixed
currency or currencies, shall b2 established by the Director General aftor
consultation with that Office. The amounts go established ghall be the equiva-
lents, inround figures, of the amount established by the International Searching
Authority in the headquarters currency. They shall be published in the Gazette.

(c) Where the amount of the search fee in the headquarters currency is
changed, the corresponding amounis in the receiving Offics currencies, other
than the fixed currency or currencies, shall be applied from e same date as the
changed amount in the headquartars currency.

(d) Where the exchange rate between the headquariers currency and any
receiving Office currency, otherthan the fixed currency or currencies, becomes
different from the exchenge rate last applied, the Director General shall
establish the new amount in the said receiving Office currency according to
directives given by the Assembly. Thenewly established amount shall become
applicable two months after its publication in the Gazette, provided that any
interested receiving Office and the Director General may agree on a date falling
during the said two-month period in which case the gaid amount shell become
applicable for that Office from that date,

(e) Where, in respect of the payment of the search fes in a receiving Office
currency, other than the fixed currency or currencies, the amount actually
received by the Intemational Searching Authority in the headqueriers currency
is lees than that fixed by it, the difference will be paid 1o the International
Searching Authority by the Intemational Bursau, whercas, if the amount
actually received is more, the difference will belong 10 the Interational
Bureau,

() As1othetitne of payiment of the search fee, the provisions of Rule 15.4
relating to the basic fee shall apply.

16.2 Refund

'The search fee shall be refunded to the applicant if the determination

under Article 11(1) is negative,
16. 3 Pariial Refund

Where the international application claims the priority of an earlier
intemational application which has been the subject of an intemnational search
by the same Intemational Searching Authority, that Authority shell refund the
search fee paid in connection with the later international application to the
extent end under the conditions provided for in the agreement under Article
16(3)(b), if the internationa] search report on the later internutional application
could wholly or parily be based on the results of the international search
effected on the earlier intemational application.

Rev. §, July 1987



1827

PCT Rule 27
Lack of Payment of Fees
27.1 Faes (a)

For the purposes of Article 14(3)a), “fees prescribed under Aricle
3(4)(iv)" means: the transmiual fee (Rule 14), the basic fee pan of the
intemational fee (Rule 15.1(i)), and the search fee (Rule 16).

(b) Forthe purposes of Article 14(3)(a) and (b), “the fee prescribed under
Anicle 4(2)" means the designation fee part of the intemational fee (Rule
15.1(ii)).

PCT Rule %6
The Schedule of Fees
96.1 Schedule of FFees Annexed to Regulations
‘The amounts of the fees referred to in Rules 15 and 57 shall be expressed
in Swiss currency . They shall be specified in the Schedule of Fees which is
annexed to these Regulations and forms an integral part thereof,

SCHEDULE OF FEES
(EFFECTIVE JANUARY 1, 1986)
1. Basic Fee
(Rule 15. 2(a))
if the intemational
application containg not more
than 30 sheets 706 Swiss francs
if the intemational application containg
more than 30 sheets 706 Swiss francs plus
14 Swiss francs for each
gheet in excess of 30
sheets

2. Designation Fee:
(Rule 15.2 (a)) 171 Swiss francs per
designation for which the
fee is due, with a
maximum of 1,710 Swiss
francs, any such degigna
tion in excess of 10 being
free of charge
3. Handling Fe:
(Rule 57.2(a)) 216 Swiss francs

4, Supplemient to the Handling Fee:

(Rule 57.2(b)) 216 Swiss Irancs
SURCHARGES
5. Surcharge for late payment:
(Rule 16%.2(a)) Minimum 268 Swiss
francs
Maximum: 674 Swiss
francs

Note that effective July 1, >1987<, the “prescribed cur-
rency” and amounts for filing in the United States Receiving
Office are in U.S. dollars as follows (PCT Rule 15.2(b)):

Basic Fee (application up to 30 sheets). ... >$485.00<

Fee [or cach sheet in excess of 30 sheets........> $10.00<

Designation Fee (per country or region up to ten>$120.00<

Designation Fee (for 11th and subsequent countrics or
FEZIONS) vovervrnnrsrmermrenasnsasrsssarerasesesicrnnsiresssserninrsenres 90 CHATEC

Applicants should check the most recent issue of the
Official Gazette for any changes in the amounts of the fees,

Fees Associated with International Applications, — There
are three kinds of fees which must be paid to the United States
Patent and Trademark Office in connection with the filing and
processing of international applications in the United States
Receiving Office:

Rev, 8, July 1987
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A trangmittal fee — for the benefit of the Receiving Office
forreceiving, processing, and transmitting copies of the interna-
tional applications (PCT Rule 14);

A search fee — for the benefit of the International Search-
ing Authority for carrying out the intemational search and
preparing an intemational scarch report (PCT Rule 16); and

Aninternational fee which includes a basic fee portion and
a designation fee portion for cach State designated — for the
benefit of the International Burcau for performing the tasks
required of it under the PCT (PCT Rule 15).

When an international application is filed with the U.S.
Patent and Trademark Office as a Receiving Office, the trans-
mittal fee, the search fee, and the basic fee portion of the inter-
national fee are due upon filing of the application and may be
paid within one month thereafter (35 U.S.C. 361(d)). The
designation fee portion of the international fee must be paid
within one year of the priority date >or within one month of
filing, whichever is later<,

The amounts of the transmittal fee (PCT Rule 14.1) and the
search fee (PCT Rule 16.1) set forth in 37 CFR 1.445 are
intended to cover the costs of performing the required functions
in the U.S. Patent and Trademark Office and are as follows:

Transmittal fEe .oovunminscsminmmssmiessaas $170.00

Scarch fee ......>$520.00<*, or »$350.00<* if a corre-
sponding U.S. national application has been filed.

The amount of the basic fee portion of the international fee
is >$485.00<* for an international application containing up to
thirty sheets, with an additional charge of $10.00 per sheet for
each sheet in excess of thirty (PCT Rule 15.2(b)). Although all
designated States must be named at the time the international
application is filed, the payment of the designation fee portion
of the international fee need not be paid on filing but must be
paid to the Receiving Office, at the latest, within one year of the
priority date. The designation fee portion of the international fee
is»> $120.00<* for each State or group of designated States for
which the same regional patent is sought (PCT Rule 15,2(b)). In
other words, only one * designation fee is due for all countrics
for which European patent protection is desired. The maximum
amount due for designation fees is >$1,200.00<*, any designa-
tion in excess of 10 being free of charge.

Fees may be paid by check (37 CFR 1.23) or be charged
against a Patent and Trademark Office Deposit Account (37
CFR 1.25).

REFUND OF FEES

There is no provision in the PCT concerning the possibility
of asking for a refund of the transmittal fee. The search fee and
the international fee (both the basic fec and the designation fees)
will be refunded where the Receiving Office refuses to“accord”
an “international filing date” (PCT Rules 15.6 and16,2), Such
refusal will oceur, generally speaking, where the international
application is defective in certain respects, Where a (later)
international application claims the priority of another (carlier)
U.S. national application which has been the subject of search
by the U.S. and the U.S, International Searching Authority will
cairy out the search on the later application, areduced search fee
of >$350.00<* is set in respect of the later application (37 CFR
1.445()(2)).
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FEE CALCULATION SHEET (FORM PCT/RO/101
ANNEX

This sheet is not counted as a part of the international
application for purposes of determining the amount of the Basic
International fee (PCT Rule 15.2(a)).

The instructions for use of this form are printed on the
reverse side of the form, When calculating fees, the latest issue
of the Official Gazette should be consulted to determine the
current level of the PCT fess,

1827.01 Advance for Unpald Fees [R-2)

PCT Rule 164
Advancing Fees by the Internationsi Bureau

16%, | Guaraniee by the International Bureou

(8) Where, by the time they are due under Rule 14,1(b), Rule 15.4 (a) and
Rule 16.1(f), the receiving Office finds thet in respect of en intemational
application no fees were paid 1o it by the applicant, or that the amount paid to it
by the applicant is less than what 18 necessary to gover the tranamittal fee, the
basic fee and the search fee, the receiving Office shall charge the amount required
10 cover those fees, or the missing part thereof, to the Intemnational Bureau and
shall consider the said amount as if it had been paid by the applicant at the due
time,

(b) Where, by the time they are duc under Rule 15.4(b), the receiving
Office finds that In respect of an Intematicnal application the payment made by
the applicant is insufficient 10 cover the designation feea nece 287y 10 cover 8l
the designations, the receiving Office shall charge the amou -. required to cover
those fees 1o the Intemational Bureau and shall consider that amount as If it has
been paid by the application at the due time,

(c) The International Buresu shall trunsfer from time to time to each
receiving Office an smount which is expecied to be necessary for covering any
charges that the receiving Office has 10 make under paragrephs () and (b), The
amount and the time of such transfers shell be determined by each recelving
Office according 1o its own wish, The charging of any amount under paragraphs
() and () shell not sequise eny advance notis 210, or any agreement by, the Intes-
natfonal Burseau,

16%,2 Obligations of the Applicant, Eie,

(8) The Intemnational Bureau shall prompily notify the applicent of any
amount by which it was charged under Rule 16%,1(a) and(b) and shail invite him
10 pay o it, within one month {rom the date of the notification, the said amount
sugmented by & surcharge of 50%, provided that the surcharge will not be less,
and will not be move, than the amounts indicated in the Schedule of Fees, The
notification may refer 1o the charges made both under Rule 16%,1(a) and (b) or,
at the discretion of the Intemational Bureau, there may be two separate notifica-
tions, one refesring to charges made under Rule 16.1(a), the other referring to
cherges made under Rule 16%.1(h),

(b) If the applicant fails to pay, within the said time limil, to the Interna-
tional Bureau the amount clsimed, or pays less than what is needed to cover the
transmittal fee, the basic fee, the scarch fee, one designation fee and the
surcherge, the Intemational Busesu shall notify the receiving Office aceordingly
and the receiving Office shall declare the international application withdrawn
under Anicle 14(3)(a) and the receiving Office and the Intemations) Busresu shall
proceed as provided in Rule 29,

(¢) If the applicant pays, within the said time limit, 1o the Intemational
Bureau en amount which is more than what s needed to cover the fees and
surcharges referred 16 In paragraph (b) but less than what is naedod to cover all
the designations maintained, the Intemations! Bureau shall notify the receiving
Office accordingly end the receiving Office shall apply the amount pald in excess
of what is needed to cover the fees and surcharge refesred 10 in paragraph (k) in
an order which shell bo entablished as follows:

(i) where the applicant indicates to which designation or designations the
amoun! istohe applied, it shull be applied accordingly but, if the amount received
is insufficient to cover the designations indicated, it shall be applied to as many
designations as are covered by It inthe order chosen by the epplicant in indicating
the designations;

(1) to the extent that the applicant has not given the indications under jtem
(1), the amount or the balence thereof shall ba epplied 10 the designations in the
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order in which they sppear in the iMemetions! application;

(iii) whore the designation of & State is for the purmesss of 2 regional
patent and provided that the required designation fee is, under the precading
provisions, available for that desigration, the designation of eny fusther States
for which the same regional patens is sought shall be considered as covered by
that fee,

The receiving Office shall declare any designation not covered by the
amount paid withdrawn under Anicle 14(3)(b) and the receiving Office and the
Intemational Bureau shall proceed as provided in Rule 29,

Rule 16°* was added to provide greater security to the
applicant and his professional representative in the case of a
mistake (as to the prescribed amount) or delay (beyond the
prescribed time limit) in the payment of fees to the Receiving
Office (transmittal fee, search fee, basic fee and designation
fees). The system introduced by the Rule guarantees that any
such mistake or delay will not result in a loss of rights without
the International Burcau of WIPO first having issued an invita-

ion to the applicant to pay any amount that was missing when
the time for payment expired, Payment pursuant 1o such an in-
vitation will be subject to a surcharge which in general will be
cqual to 50% of the missing amount but which will have an
upper limit of 674 Swiss francs and a lower limit of 268 Swiss
francs. Any payment made in conformity with such an invita-
tion will be regarded as if ithad been made within the prescribed
- but, in fact, missed ~-time limit,
The new system operated in the following fashion,
Where the receiving Office finds the amount paid to be insuf-
ficientto cover all fees due, the Receiving Office will charge the
International Bureau with the amount due, The International
Bureau will then notify the applicant of the amount it has
advanced and will invite the applicant to pay the International
Bureau the amount advanced together with a 50% surcharge,
provided that the surcharge can not be less than 268 Swiss
francsormore than 674 Swigs {rancs (see the Schedule of Fees.)
If the applicant does not timely pay the required amount to the
International Bureau, the International Bureau will notify the
Receiving Office which will then declare the international
application or certain designations withdrawn,

If applicant decides not to pay certain designation fees,
itis requested that a letter be sent to the Receiving Office spe-
cifically withdrawing such designations. If no such withdrawal
letterisreceived and some designations remain unpaid one year
after the priority daie, the procedure under PCT Rufe 16°* will
be used.

1828 Priority Document {R-5]
PCT Ruie 17
The Priority Documont
17.1 Obligation to Submit Copy of Earlier National Application

() Where the priority of an easlier national application ls claimed under
Anicle 8inthe intemational application, s copy ofthe said nations) application,
cenified by the authority with which it was filed ("the priority document"),
shall, unless already filed with the recaiving Office, together with the intema-
tional application, be submitied by the applicant 1o the Intemational Bureau or
to the recaiving Office not later ihan 16 months after the priority date or, In the
cagg referred to in Anticle 23(2), not later than at the time the processing or
examination is requested,

(b) Where the priority document ls issued by the recelving Office, the
applicant may, instead cf submitting the priority document, request the recely-
ing Office to transmit the priority document to the International Buresu, Such
request shall be made not later that the expiration of the applicable time limit
referred to under paragraph {s) and may be subjected by the receiving Office
to the payment of a fee.
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(c) If the requirements of neither of the iwo preceding pecagraphs are
complied with, any designated State may disregard the priority claim,
17.2 Availability of Copies

(8) The Intemational Buresu shall, at the specific request of the designaiad
Offics, promptly but not before the expiration of the time limis fixed in Ruls
17.1(e), furnish a copy of the priority document 1o that Office. No such Office
shall ask the applicant himeelf 10 furnish it with & copy, except where It requires
the fumnishing of & copy of the priority document together with a certified
wanslation thereof, The appiicant shall not be required to fumish a cenlified
translation to the designated Office before the expiration of the applicable time
limit under Article 22,

(b) The Intemationa) Bureau shall not make copies of the priority docu-
ment available 10 the public prior to the international publication of the intemna-
tional application,

(c) Pardgraph (s) and (b) shall apply also to eny earller international
apylication whose priority is claimed in the subsequent intemational applica-
ticn,

PCT Adminlstrative Ynstructions Section 411
Receipt of Priority Document

»(a) Subject 1o paragraph (b), the Intemationsl Buresu shall record the
date on which the priority document hes been received by it and shall notify the
applicant end the designated Offices accordingly.

(b) Where the priority document has been recelved by the Internalonal
Buresu from she receiving Office after the expiration of 16 months from the
priority date, the date of receipt by the receiving Office of the priority document
or the date of a request under Rule 17.1(b), a8 the case may be, shell be recorded
as the date of receipt of ths pricrity document,

(c) Where the date of receipt of the priority document is later than the dats
of expiration of the time limit referred io in Rule 17.1(a), the Iniernational
Bureau shall notify the applicant and the designated Offices accordingly,

(d) Where, within the time limit referred to in Rulel7.1(a), the Intema-
tional Bureau has not recelved the priority document and the receiving Office
has received neither the priority document nor & request (logether with any
required fee) to transmit the priority docnment, the International Bureau shall
notify the applicant and the designated Offices accordingly.<

37 CFR 1.451 The prlority claim and priority docuinent in an
international appileation,

(a) The claim for priority mugt be made on the Request (PCT Rule 4.10)
in amanner complying with Sections 110and 201 of the Administrative Instruc-
tions,

(b) Whenever the priority of an earlier United States national applicasion
is claimed in an intemationel epplication, the applicant may request in a letter
of transmittel accompanyling the intemational application upon flling with the
United States Receiving Office, or in a soparate leuter filed In the Recelving
Office not later than 16 months after the priority date, thet the Patent and Trade-
matk Office prepare & cenified copy of the national application for transmittal
to the Intemational Bureau (PCT Anucle 8 and PCT Rule 17), 'The fes for
preparing & ceniified copy s stated in §1.19(a)(3) and (b)(1).

(c) If a certified copy of the priority document Is not submitted together
with the ntemational application ox filing,or, if the priority application wag
filed in the United Siates and & request and appropriate pays - .ni ior preparation
of such a cenified copy donot accompany the internationsl application on filing
or are not filed within 16 months of the priority date, the cenified copy of the
priority document must be fumished by the applicant to the Intematione! Bureau
or1o the United States Recelving Office within the time limit gpecified in PCT
Rulel7.1(s).

Under the PCT procedure, the applicant may file the certi-
fied copy of the earlier filed national application together with
the international application in the Receiving Office for trans-
mittal with the Record Copy, or aliernatively the certified copy
may be submitted by the applicant to the Intemational Burear: or
the Receiving Office not later than 16 months after the priority
date or, if the applicant has requested early processing in any
Designated Office, not later than the time such processing or
examination is requested, The Intemations! Surcau will nor-
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mally furnish copies of the certified copy to the various Desig-
nated Offices so that the applicant will not normally be required
to submit certified copies 1o each designated Office,

Under 37 CFR 1.451, applicant may request, on filing the
international application, that the United States Receiving Of-
fice prepare and transmit a certified copy of a U.S. national
application, the priority of which is claimed, {0 the International
Bureau. The United States Receiving Offlice will prepare and
wransmit the certified copy provided that the fees forcopying and
certification are paid. Sce > MPEP<§1830, ftem (1),

Applicants may also request the Unites States Receiving
Office 1o prepare and transmit to the International Bureau a
certificd copy of a priority application filed in the U.S. by
checking Box No. VI of the Request form and by paying or
authorizing the payment of the fee therefor, The fee Caleulation
Sheet annexed 10 the Request form has a check box for author-
izing charges for preparation of cenified copies of priority
applications to a Deposit Account. The fee for a certified copy
of a priority application is set forth in 37 CFR 1.19(a)(3) and
(b)(1).

1830 PCT International Appilcation
Transmittal Leiter [R-§]

A PCT international application trangmittal letter, form
PTO-1382, isavailable free of charge for applicants to use when
filing PCT international applications with the United States
Receiving Office. The form is intended to simplify the filing of
PCT international applications by providing a one-page letter
which covers the most common requests and concerns of appli-
cants, Specifically covered are:

(1) Requests under 37 CFR 1,451 for preparation and
transmittal to the International Bureau of certified copies of the
LS. national applications, the priority of which is claimed in
international application;

(2) Choice of Searching Authority o conduct the Interna-
tional search. Currently, applicants may choose either the U,S,
Patent and Trademark Office or the European Patent Office as
the Searching Authority.

(3) Authorizations for any required additional * fees re-
quested by the United States Intemational Searching >or Inter-
national Preliminary Examining< Authority 1o be charged to a
Deposit Account subject to oral conflirmation of the authoriza-
tion. It should be noted that if the European Patent Office is
chosen asthe >International< Searching >or Preliminary Exam.
inge Authority, any supplemental scarch fees requested by that
office are payable dircctly to the European Patent Office,

(4) Indications of information concerning differences in
disclosure, if any, between the international application and
related applications 1o assist in determining any foreign trans.
mittal licensing requirements as well as for other purposes; and

(5) Requests for foreign transmittal license,

1832 License Request for Forelgn Filing
Under the PCT [R-2]

A license for foreign filing is not required to file an inter-
national application in the United States Receiving Office but
may be required before the applicant or the U.S, Receiving
Office can forward a copy of the international application to 8
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foreign patent office, the International Bureau or other foreign
authority (35U.5.C. 368,37 CFR 5.1 and 5.11). A foreign filing
license to permit transmittal to a foreign office or iniernational
authority is not required if the international application does not
disclose subject matter in addition to that disclosed in a prior
U.S. national application filed more than six months prior to the
filing of the international application ( 37 CFR  5.11(a)(2)). In
all other instances, the applicant should petition for a license for
foreign filing (transmitial) (37 CFRS.12) and if appropriate,
identify any additional subject matter in the international appli-
cation which was not in the earlier U.S. national application (37
CFR 5.14 (c)). This request and disclosure information may be
supplied on the PCT international application transmittal letter,
form PTO-1382.

If no petition or request for a foreign filing license is
included in the international application, and it is clear that a
license is required because of the designation of foreign coun-
tries and the time at which the Record Copy must be transmitted,
it is current Office practice to construe the filing of such an
international application to include a request for a foreign filing
license. If the license can be granted it will be issued without
further correspondence. If no license can be issued, or further
information is required, applicant will be contacted. The auto-
matic request for a foreign filing license does not apply w ihe
filing of a forcign application outside the PCT,

EFFECT OF SECRECY ORDER

If a secrecy order is applied to an iniernational application,
the application will not be forwarded to the International Bureau
as long as the secrecy order remains in effect (PCT Article 27(8)
and 35 U.S.C. 368). If the secrecy order remains in effect, the
international application will be declared withdrawn (aban-
doned) because the Record Copy of the international application
was not received in time by the International Bureau (37 CFR
5.3(d), PCT Article 12(3) , and PCT Rule 22.3). It is, however,
possible to save the U.S. filing date, if the United States of
America has been designated, by fulfilling the requirements of
35 U.8.C. 371(c).

1840 International Stage Time Limits [R-5]

PCT Article 47
Time Limits

(1) The details for computing time limits referred to in this Treaty are
governed by the Regulations.

(2)(a) Al time limits fixed in Chapters I and II of this Treaty may, outside
any sevision under Anicle 60, be modified by a decision of the Contracting
States,

(b) Such decisions shall be made in the Assembly or through voting by
correspondence and must be unanimous,

(¢) 'The details of the procedure are governed by the Regulations,

PCT Article 48
Delay in Meeting Certuin Time Limits
(1) Where eny time limit fined in this Treaty or the Regulations is not met
because of interruption in the mail service or unavoidable less or delay in the
mail, the time limit shall be deemed to be met in the cases and subject tothe proof
and other conditions preseribed in the Regolations,
(2)(a) Any Contracting State shall, as far as that State is concemed, excuse,
for seasons admitted under its national law, any delay in mesting any time limit,
(b) Any Contracting State may, ag far as that State is concemed, excuse,
for reasons other than those referred 1o in subparagraph (e), any delsy inmeeting
any time limit,
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PCT Rule 79
Calender

79.1 Expressing dates

Apolicents, national Offices, receiving Offices, Intemational Searching
and Preliminary Exemining Awthorities, and the International Bureau, shell, for
the purposes of the Treaty and the Regulations, express any date in terms of the
Christian era and the Gregorian calendar, or, if they use other eras and
calendars, they chall also express any date in terms of the Christian era and the
Gregorian calendar,

PCT Rute 80
Computation of Time Limits
80.1 Periods Expressed in Years

‘When a period is expressed as one year or & certain numbaer of years,
somputation shall start on the day following the day on which the relevantevent
occurred, and the period shall expire in the relevent subsequent year In the
month having the sgame neme and on the day having the same number ae the
month end the day on which the said event occurred, provided that if the
relevant subsequent month has no day with the same number the period shall
expire on the last day of that month,

80.2 Periods Expressed in Months

When s period is expressed as one month or a cériain number of months,
computation shall etert on the day following the day ¢ which the relavant event
occurrad, and the period shall expire in the relevant subseguent month on the
day which hae the same number as the day on which the said event occurred,
provided that if the relevant subsequsnt month has no dey with ths same number
the period shell expire on the last day of that month,

80,3 Periods Expressed in Days

When & period is expressed as a cenain number of days, computation shall
start on the day following the day on which the relevant event occurred, and the
period shall expire on the day on which the last day of the count has been
reached,

80.4 Local dates

(e) The date which is taken into consideration as the stariing date of the
computation of any period ehall be the date which prevails in the locality at the
time when the: relevani event occurred.

(b) The date on which any period expires shall be the date which prevails
in the locality in which the required document must be filed or the required fee
must bs paid.

80.5 Expiration on a Non-Working Day

1f the expiration of any period during which any document or fee must
reach a nationel Office or intergovernmental orgenization falls on a day on
which such Office or organization is not open to the public for the purposes of
the transaction of officisl b-usiness, or on which ordinary mail is not delivered
in the locality in which such Office or organization is siiuated, the period shall
expire on the next subsequent day on which neither If the said two circum-
siances existg,
80.6 Date of Documants

(2) Where a period starts on the day of the date of & document or letter
emanating from & national Office or intergovernmental orgenization, any
interested party may prove that the seid dosument or letter was mailed on & day
later than the date it baars, in which case the dats of actual mailing shall, for the
purposes of computing the period, be considered to be the date on which the
period starts. Irrespective of the date on which such a document or letter was
mailed, if the applicant offers 10 the national Office or Intergovernmental
orgenization evidence which satisfies the national Office or intergovemmental
organization that the document or lettor was received more than seven days
afior the date it boars, the national Office or intergovemmental organization
shall treat the period starting from the date of the document or letter as expiring
latzr by an additional number of days which is equal to the number of days
which the document or letter was received later than seven days afier the date
it beara,**

80.7 End of working day

(2) A period expiring on & given day shall expire at the moment the
national Office or inlergoverninenial organization with which the document
must be filed or to which the fes must be paid closes for business on that day,

(b) Any Office or orgenization may depart from the provisions of para-
graph (a) up to midnight on the relevant day,

(¢) The Intemational Bureau shall be open for businesa until 6 p.m.
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PCT Rule 82
Irrogularities in the Mell Service
82.1 Delay or Loss in Mail

(a) Any interested pariy may offer evidencs that he has mailed the
document or letter five days prior to the expiration of the time limit, Except in
cases where surface mail normally arrives at its destination within two days of
mailing, of where no airmail service is available, such evidence may be affered
only if the mailing was by airmadl. In any case, evidence may be offered only if
the mailing was by mail registered by the posti] authorities.

(b) If such mailing is proven to the satisfection of the national Office or
intergovernmental orgenization which ie the addressee, delay in arrival ghall be
excused, or, if the document or letter is lost i the mail, substitution for it of &
new copy shall be permitied, provided that the interested pany proves 1o the
satisfaction of the said Office or organization that the document orleuer offered
in substitution is identical with the document or letter lost,

(c) In the cases provided for in paragraph (b) , avidence of mailing within
the prescribed time limit, and, where the documentor letier wag lost, the
substitute document orletter as well as the evidence conceming its identity with
the document or letter lost, shall bs submitted within one month after the date
on which the interested panty noticed — or with due diligence should have
noticed = the delay or the loss, and in no ease later then six months after the
expiration of the time limit applicable in the given cae.

82.2 Interruption in the Mail Service

(a) Any interegted party may offer evidence that on sny of the 10 days
preceding the day of expirstion of the time limit the postal service was inter-
rupted on aecount of war, revolution, civil digordes, strike, natural calamity, or
other like reason, in the locality where the interested pany resides or has his
place of business or is staying,

(b) i such circumstances sre proved to the satisfaction of the national
Office or intergovernmental organization which is the addressce, delay in
arrival shall be excused, provided that the interested pany proves to the
gatisfaction of the said Office ororganization that he effected the mailing within
five days efter the mail service was resumed. The provisions of Rule 82.1(c)
shall apply mutatis mutandis.

PCT Admialstrative Instructions Section 110
Dates

Any dste in the international application, or used in any correspondence
emanating from Intemational Authorities relating to the inlernational applica-
1ion, shall be indicated by the Arabic number of the duy, by the name of the
month, and by the Arabic number of the year. The recsiving Office, where the
applicant has not done go, or the Intemational Bureaw, where the applicent has
not done g0 and the receiving Office [ails to do so, shall, after or below any date
indicated by the applicant in the request, repest the date, in parenthesis, by
indicating it by two-digit Arabic numerals each for the number of the day, for
the number of the month and for the last two numbers of the year, in that order
and with a period afier the digit pairs of the day and of the menth (for example,
“30 March 1978 (30.03.78)").

35 U.8.C. 364, international stage: Procedure,

() Intemnational applications shall be processed by the Patent and Trade-
mark Office when acting as a Receiving Office,” International Searching
Authority, or =Intemationa! Preliminary Examining Authority< * in accor-
dance withthe applicable provisions of the treaty, the Regulations, and thistitle,

(b) Anapplicant's fallureto act within prescribed time limits in connection
with requirements pertaining to @ pending intemational epplication may be
excusedupon s showing satiafactory tothe Commissionerof unsvoidabledelay,
10 the extent not precluded by vhe treaty and the Regulations, and provided the
conditions imposed by the treaty and the Regulations regarding the excuse of
such failure 10 act are complied with,

37 CFR 1.468 Timing of application processing based on the
priority date.
(a) Forthe purpose of computing time limits under the Treaty, the priosicy
dute shull be defined as In PCT An. 2(xi),
(b) When a claimed priority date is cancelled under PCT Rule 4.10(d),
or considered not 10 have been mads under PCT Rule 4,10(b), the priority date
for the purposes of computing time limits will be the date of the earliest valid
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remaining priority claim of the intemational application, or if none, the isterna-
tional filing date,

() When corvections under PCT An. 11(2), Ar, 14(2) or PCT Rule
20.2(s) (i) or (ili) eva timely submitted, and the date of receipt of such corrections
falls later than one year from the claimed priority date or dates, the Receiving
Office ghall proceed under PCT Rule 4,1((d).

37 CFR 1.468 Delays In meeting time limits.

Delays in meeting time limits during intemational processing of intema-
tional applications may only be excused as provided in PCT Rule 82, For delays
in meeting time limits in & naticaal application, see §1.137,

1845 Receiving Office Procedure [R-§]

PCT Articie 10
The Reeelving Office
The intemational epplication shall be filed with the prescribed receiving
Office, which will check and process it as provided in this Treaty and the
Regulations.

BCT Rule 20
Recelpt of the International Applicativa
20.1 Date and Number

(#) Upon recelpt of papers purporting to be an iniemational application,
the recelving Office shall indelibly mark the date of actual receipt in the space
provided for that purpose in the request form of each copy received and one of
the numbers assigned by the Intemational Bu+:2u to that Office on each sheet
of each copy received.

(b) The place on cach shect where the date or numbes shall be marked, and
other details, shall be specified in the Administrative Instructions,

20,2 Receipt on Different Days

() In cages where all the sheets periaining to the same purponted intema-
tional application are not received on the same day by the receiving Office, that
Office shall correct the date marked on the request (still leaving legible,
however, the earlier date or dates already marked) so that it indicates the day on
which the papors completing the International epplication were received,
provided that:

(i) where no invitation under Asticts 11(2)(s) 1o correct was sent 1o the
applicant, the said papers are received within 30 days from the date on which
sheets were first received;

(ii) where an invitation under Anicle 11(2)(a) to correct was sent to the
applicant, the said papers aro received within the applicable time limit under
Rule 20.6;

(iii} in the case of Article 14(2), the missing drawings are received within
30 days from the date on which the incomplete papers were filed;

(iv) the abzence or later receipt of any shect containing the absirect orpan
thereof shall not, in itself, require any correction of the date marked on tha
request,

(b) Any sheet received on a date later than the date on which sheets were
first received shall be marked by the receiving Office with the date on which it
was received,

20.3 Corrected International Application

Inthe casereferred to in Anticle 11(2)(h), theraceiving Office shall correct
the date marked on the requeat (still leaving legible, however, the earlier dats or
dates already marked) so that it indicates the day on which the last required
cormsction was received,

20.3 Mannar of Carrying Out Corrections

The Administeative Instructions preacribs the manner in which correc-
tions required under Anicle 11(2)(a) shall be presented by the applicant and the
manner in which thay shall be entered In the file of the intemnational application,
20,4 Determination wader Article 11(1)

() Prompily after receipt of the papers purporting to be an intemational
application, the recelving Offics shall determine whether the papers comply
with the requirements of Article 11(1).

() For the purposas of Article LL(1){li1)(e), it shall be sufficientto indicate
the name of the applicant in a way which allows hia identity 10 be established
even if the name is misspelled, the given names ara not fully indicated, or, fn the
caso of legal entities, the indication of the nema is ebbreviated or incomplete,
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20.5 Pogitive Determination

{a) If the determination under Antiele 11(1) is positive, tha reesiving Office
ghall stamp in the space provided for that purpose in the request form the name
of the receiving Office and the words “PCT Intemational Application,” or
“Demande intemationale PCT." If the official language of the receiving Office
i¢ neither English nor French, the words "Intemational Application” or“De-
mande intemationale” may be accompanied by atranslation of these words in the
official languaye of the receiving Office.

(b) The copy whose request sheet has been so stamped shall be the record
copy of the international application.

() The receiving Office shall promptly notify the applicant of the interne-
tional application number and the intemational filing dete. At the same time, it
shall send 1o the Intsmational Bureau a copy of the notification sent to the
epplicant, except where it has slready sent, or is sending at the same time, he
record copy to the Inismational Buresu under Rule 22.1(a).

20.6 Invitation to Correct

() The invitation 1o eorrect under Anticle 11(2) shall specify the requise-
ment provided for under Article 11(1) which, in the opinion of the receiving
Office, has not been fulfilled.

(b) The receiving Office shall promptly mail the invitation to the applicant
end shall fix a time limit, reasonable under the circumstances of the case, for
filing the correction, The time limit shall not be less than 10 days, and shail not
exceed one month, from the date of the invitation. If such time limit expires afier
the expiration of one year from the filing date of any application vhose priority
is claimed, the receiving Office may call this circumstance to the attention of the
applicent.

20.7 Negative Determination

If the receiving Office does not, within the prescribed time limit, receive
areply to its invitation to correct, or if the correction offercd by the applicant still
does not fulfill the requirements provided for under Anicle 11(1), it shalk:

(1) proraptly notify the applicent that his application is not and will not
be treated ag an international applicetion and ehall indicate the reasons therefor,

(ii) notify the Intemnational Buresu that the number it has marked on the
papers will not be used as an intemationsl application number,

(iif) keap the papers constituting the purported intemational application
and any correspondence relating thereto ss provided in Rule 93.1, and

(iv) send a copy of the said papers 1o the Intemationsl Bureau where,
pursuant to a request by the applicant under Anicle 25(1), the Intemational
Bureau needs such & copy and specielly asks for it
20.8 Ervor by the Receiving Office

If the receiving Office later discovers, or on the basis of the applicant's
reply veaiizes, that it hes erred in issuing en invitation to correct since the
requirements provided for under Anicle 11(1) were fulfilled when the papers
were received, it shall proceed as provided in Rule 20.5,

20, 9 Certified Copy for the Applicant

Againgt payment of u fee, the receiving Office shall furnish tothe applicant,
on request, certified copies of the interational application as filed and of any
corrections therelo,

PCT Ruie 26
Checking by, and Correcting before, the Recelving Gffice of
Certaln Elements of the International Application
26.1 Time Limit for Check

(&) The receiving Office shall issue the invitation to correct provided for in
Anicle 14(1)(b) as soon as possible, preferably within one month from the
receipt of the intemuational application.

(b) If the receiving Office issuce an invitation to correct the defect referred
10 in Articls 14(1)(e) (iii) or (iv) (misging tile or misging abstract), it shall notify
the Intemationsl Searching Authority accordingly,

26.2 Time Limit for Correction

"The time limit referred 1o in Article 14(1)(b) shall be reasonable underthe
circumetances and shall b fixed in euch case by the receiving Office, It shall not
be less than one month from the date of the invitation to correct, It may bes
extended by the seceiving Office at any time before a decision is taken,

26,3 Checking of Physical Requirements under Article 14(1)(a)(v}

‘The physical requirements referred to in Rule 11 shall be che: ked only 1o
the extent that compliance tharewith ig necessary for the purpose of reasonably
uniform intemational publication,

26.3% Invitation to Correct Defects under Article 14(1)(b)
‘The receiving Office shall not be required 1o issue the invitation Lo correct
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8 defect under Anicle 14(1)(a)}(v) where the physical requirements referred to
in Rule 11 are complisd with 1o the extent neccesary for the purpose of
reasonebly uniform intemational publication.
26.4 Procedure

(a) Any correction offered to the receiving Office may be stated in a letter
addressed to that Office if the correction is of such a nature tha it cen be
transferred from the latter to the record copy without adversely affecting the
clarity and the direct reproducibility of the sheet on to which the correction is
to be transferred; otherwise, the applicant shall be required to subsnit a
replacement sheet emboslying the correction and the letter accompanying the
replacement sheet shall draw attention to the differences between the replaced
sheet and the replacement gheet.

(b) to (d) [Deleted)
26,5 Decision of the Receiving Office

(a) The recaiving Office shall decids whether the applicent has sutxnitied
the correction within the tine limit under Rule 26.2 and, if the correction hes
been gubmitted within thet time limit, whethier the internations! apolication go
correctsit is or is notto be considered withdrawn; provided that no intemational
application shall be considered withdrawn for lack of complience with the
physicel requirements referred 10 in Rule 11 if it complies with those require-
ments 1o the extent necessary for the purpose of reasonably uniform interna-
tional publication,

(b) [Deleted)
26.6 Missing Drawings

(2) If, as provided in Article 14(2), the international application refers 1o
drawings which in fact are not included in that application, the receiving Office
shall so indicate in the said applica:. w.

(b) The date on which the applicant receives the notification provided for
in Anticle 14(2) shall have no effect on the time limit fixed under Rule
20.2(e)iii),

35 U.S.C. 361, Recolving Office,

(#) The Patent and Trademark Office shall act as & Recaiving Office for
international applications filed by nationals or residents of the United States. In
accordance with eny agrecment made between the United States and another
country, the Patent and Tredemark Office may also act &5 & Receiving Office
for international applications filed by residents or nationels of such country
who are entitled 1o file international applications.

(b) The Patent and Trademark Office shall perform all acts connected
with the discharge of duties required of a Recsiving Office, including the
collection of international fees and their trenemittal tothe Intemational Bureau,

(c) Intemational applications filed In the Patent and Trademark Office
ghall be in the English language.

(d) The *imemational fee, and the tranemittal and acarch fees prescribed
under section 376(s) of this part, shall either be paid on filing of an international
application or within *>such later time as may be fixed by the Cominissionere,

37 CFR 1.412 The United States Recelving Office.

(2) The United States Patent and Trademark Office is a Receiving
Office only for applicants who are residents or nationals of the United
States of America,

(b) The Patent und Trademerk Office, when acting as a Receiving
Office, will be identified by the full title “United States Receiving
Office” or by the abbreviation “RO/US."

(¢) The major functions of the Receiving Office include:

(1) According of international filing dates to international
applications meeting the requirements of PCT Art, 11(1), and PCT
Rule 20;

(2) Assuring that international applications meet the standards
for formet and content of PCT Art, 14(1), PCT Rule 9, 26, 29.1,37, 38,
01, and portions of PCT Rules 3 through 11;

(3) Collecting and, when required, wansmitting fees due for
processing international applications (PCT Rule 14, 15, 16);

(4) Transmitting the record and seerch copies to the Interna-
tional Bureau and International Searching Authority, respectively
(PCT Rules 22 and 23); and
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(8) Cetermining compliance with applicable requirements of
Past 5 of this chapter,

PCT Administrative Instructions Sectlon 108
Several Appllcants
Where any international application indicates as applicants sev-
eral persons, it shall be sufficient, for the purpose of identifying that
application, to indicate, in any Form or correspondence relating to such
application, the name cf the applicant first named in the request.

PCT Adminlstrative Instructions Section 301
Notifiestion of Recelpt of Purported Internstionsl Appilcation

Before the determination under Article 11(1), the receiving Office may
notify the applicant of the receipt of the purporicd Intemational application. The
naotification should indicats the dete of aciusl receipt end the Interational
application number of the purporied intemational spplication referred to Ix
Section 307 as well 88, where vseful for purposes of identification, the tide of
the invention,

PCT Adwminlstrative Instructions Section 305

Identifylng the Coples of the International Appllcation

(2) Where, under Rule 11.1(a), the international spplication has been filed
in one copy, the recelving Office ehall, after preparing under Rule 21,1(a) the
additionel copies required under Anicle 12(1), mark,

(i} the words “RECORD COPY" in the upper lefi-hand comer of the
firet page of the originel copy,

(ii) in the same space on one additional copy, the words "SEARCH
COPY,” and

(iii) in the same space on the other such copy, the words “HOME
COPY," or their equivalent in the language of publication of the intemational
application,

(b) Where, under Rule 11,1(b), the international application hes been filed
in more than one copy, the receiving Office shall choose the copy must suitsbls
for reproduction purposes, and mark the words "RECORD CORY," or their
equivelent In the language of publication of the intemationel epplication, In the
upper lefi-hend comer if ite first page, Afier verifying the identity of eny
sdditional copies and, if epplicable, preparing under Rule 21,1(b) the home
copy, it shall madk, in the upper lefi-hand comer of the first page of one such
copy, the words"SEARCH COPY," end, in the same sprce on the other such
copy, the words “HOME COPY,” or their equivalent In the language of
publication of the intemational application,

PCT Adwminlstrative Instructions Soctlon 307
Syustem of Numbering International Appllcations

Papers purporiing to be an intemational application under Rule 20,1 ghall
be marked with the intemational application number, consisting of the letters
“PCT," & slant, the iwo-letter code, as in Annex B, indicating the racelving
Office, & two-digit indication of the last two numbers of the year in which such
papers were first received, & slant and a five-digit number, ellotted in sequential
order corresponding to the order in which the intemational applications ere
received (e.g.,"PCT/SUTH00001' *). Where the Intemational Bureau acts,
pursuantto Rule 19.1(b), ae receiving Office for a national Office, the two-letter
code indicating the national Office for which the Intemational Bureau acts as a
recelving Office shall be used, However, if 8 negative determination is made
under Rule 20,7 or a declaration is made under Aricle 14(4), the letters”"PCT"
shall be deleted by the recelving Office from the indication of the internetional
application number on any papers marked previously with that number, end the
said number shall be used without such letters in any future correspondence
relating to the purported intemational application,

PCT Adminlstrative knstructlons Seetlon 308
Marking of the Sheets of the International Application
() Thesecelving Office shall indelibly mask, the intemational application
number referred to in Section 307 in the upper right-hand corner of each sheet
of each copy of the purporied Intemational application.
(b) [Deleted)
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PCT Adminigtrative Instruction Section 316
Procedure ln the Cage where the Interastionsl Application
Lacks the Pregerlbed Signature

Where, under Anricle 14(1)a)(i), the receiving Office finde that any
international application Is defective in that it lacks the prescribed signature, that
Office shell send 1o the applicant, 1ogether with the invitation 1o correct under
Amticlel4(1)(b) & copy of the request part of the intemational application, The
applicent shall, within the prescribed time limit, retum said copy after affixing

thereto the prescribed signature.

The main prosedural steps that any international applica-
tion goes through in the United States Receiving Office are the
following;

(i) the iniernaiional application and the reiaied fees are
received by the Receiving Office and appropriate records cre-
ated (PCT Article 10);

(ii) the international application is checked by the Receiv-
ing Office to determine whether it meets the requirements
prescribed by the PCT as to whether a filing date may be granted,
fees due on filing are paid in full, whether the priority claim is
acceptable, and whether any pages or drawings are missing
(PCT Article 11(1), PCT Rule 4,10 and 35 U.S.C., 361(d)). The
checks performed by the Receiving Office are of a formal nature
and do not go into the substance of the invention;

(iii) where the checks by the United States Receiving Office
show that the international application does not meet the re-
quirements for a filing date or other matters are missing, that
Office immediately communicates with the applicantin order to
obtin any possible necessary corrections (PCT Articles
11(2)(a) and 14(3) and PCT Rules 4.10 and 20).

(iv) where — possibly after correction — the relevant
checks by the Receiving Office show that the international
application meets the requirements for the granting of a filing
date, an international filing date is accorded o the internationai
application by the Receiving Office (PCT Articles 11(1) and
11(2)(b), and PCT Rules 20.3, 204, and 20.5));

(v) the United States Receiving Office reviews the applica-
tion for formal defects under Article 14(1), contacts the appli-
cant or agent by telephone and discusses any necessary correc-
tions, The Receiving Office will mail an invitation to correct and
set a time limit for response, which is usually one menth,

(vi) the application is reviewed by Licensing and Review
Branch and copies of the international application and other
documents related thereto are prepared and transmitted by the
United States Receiving Office Lo the International Searching
Authority and to the International Bureau so that these Authori-
ties may carry out the procedural steps for which they are
responsible in the further processing of the international appli-
cation (PCT Article 12 and PCT Rules 22, 23, 24, and 25).

WHERE TO FILE

The United States Receiving Office is located in Crystal
Plaza, Arlington, Virginia, Building 2, Room 7-A04, Interna-
tional applications and related papers may be deposited directly
with the United States Receiving Office or >be< mailed to:
Commissioner of Patents and Trademarks, Box PCT, Washing-
ton, D,C, 20231, It should be noted that the “Express Mail”
Centificate of Mailing provisions of 37 CFR 1,10 apply to the
filing of ali applicaiions and papers filed in the U.S, Patent and
Trademark Office, including PCT international applications
and related papers and fees, It should be further noted, however,
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that PCT international applications and papers relating thereto
are specifically excluded from the Certificate of Mailing proce-
dures under 37 CFR 1.8, The United States Receiving Office
staffis available to offer guidance on PCT requirements and pro-
cedures. In person, telephone or written inquiries are welcome,
Telephone inquiries should be directed to (793) 557-2003.
Written inquiries should be addressed to: Commissioner of
Patents and Trademarks, Box PCT, Washington, D.C, 20231.

1845.01 Transmittal of Record Copy [R-2]

PCT Article 12
Tranemlittal of the Internationai Appllcation to the International
Bureau and the International Searching Authority

(1) One copy of the intemational application shalj be kept by the recelving
Office ("home copy™), one copy (“record copy") shall be transmitted to the
Internationel Bureau, and another copy (“search copy™) shall be transmitted
to the competent Internaiionel Searching Authority referred 10 in Anicle 16,
as provided in the Regylstions.

(2) The record copy shall be considered the trae copy of the international
epplication,

(3) The international application shall be considered withdrawn if the
record copy has not been recejved by the Internationsl Burean within the
prescribed time limit,

PCT Rule 21
Preparation of Coples
21.1 Responsibility of the Receiving Office

(&) Where the international application is required to be filed in one copy,
the receiving Office shall be responsible for preparing the home copy and the
search copy required under Article 12(1),

(b) Where the intemational application is required tobe filed intwo copies,
the receiving Office shall be responsible for preparing the home copy.

(c) If the intemational application is filed in less than the number of copies
required under Rule 11.1(b), the receiving Office shall be responsible for the
prompt preparation of the number of copies required, and shall have the right to
fix a fee for performing that task and to collect such fee from the applicent.

PCT Rute 22
Transmlttal of the Record Copy
22, 1 Procedure

() If the determination under Anicle 11(1) is positive, and unlese prescrip-
tions conceming national sccurity prevent the intemationa! application from
being treated a8 such, the receiving Office shall transmit the record copy to the
Intemational Bureau, Such transmittal shall be effected promptly afterreceipt of
the intemational application or, if & check 1o preserve national security must be
performed, a5 soon as the necessary clearance has been obtained, In any case, the
receiving Office shall transmit the record copy in time for it to reach the
Intemational Bureau by the expiration of the 13th month from the priority date.
1f the transmittal is effected by mail, the receiving Office shall mail the record
copy not later than five days prior to the expiration of the 13th month from the
priority date,

(b) I the International Buresu has received s copy of the notification under
Rule 20.5(c) but i not, by the expiration of 13 months froin che priority date, in
possession of the record copy, it shall remind the receiving Office that it should
teansmit the record copy to the Intemational Bureau prompily.

(¢) If the International Bureau has received a copy of the notification under
Rule 20.5(c) but is not, by the expiration of 14 months from the priority date, in
possession of the record copy, it shall notify the applicant and the receiving
Office accordingly.

(d) After the expiration of 14 months from the priority date, the applicant
may requegt the recelving Office to cenify a copy of his internations] application
o8 being identical with the intemationa) application s filed and may trensmit
such cenified copy 1o the International Bureau,

(&) Any cenification under paragraph (d) shall be free of chaize and mey
be refused only on any of the following grounda:

(i) the copy which the receiving Office has requested to cenify is not
identical with the international application as filed;
(i) prescriptions conceming national security prevent the intemational

1800-43

spplication from being treated as such;

(iii) the receiving Office has already transmitted the record copy to the
International Bureau and thet Bureau has informed the receiving Office that it
has received the record copy.

() Unless the Intemational Bureau has received the record copy, oruntil
it receives the record copy, the copy cenified under paragraph () and received
by the Intemational Bureau shall be considered to be the record copy.

(g) If, by the expiration of the time limit applicable under Article 22, the
epplicant has performed the acts referved to in thet Article but the designated
Office has not been informed by the Intemnational Bureau of the receipt of the
record copy, the designated Office shall inform the Intemational Bureau. If the
Intemational Bureau is not in possession of the record copy, It shall promptly
notify the applicant and the receiving Office unless it has already notified them
under paragreph (c).

22.2 [Deleted)
22.3 Time Limit Under Article 12(3)

The time limit refarred to in Article 12(3) shell be three months from
the dats of the notification sent by the International Bureau to the applicant
under Rule 22.1(c) or (g).

PCT Ruie 23
‘Trangmitiel of the Search Copy

23.1 Procedure

(2) The search copy shall be transmitted by the receiving Office to the
Internationai Scarching Authority at the latest on the same day as the record
copy is transmitied to the International Bureau.

(b) If the Iniernationa] Bureau has not received, within 10 days from the
receipt of the record copy, information from the Intematicnal Search.:g
Authority that that Authority is in possession of the sesrch copy, the Intema-
tional Bureau shall promptly transmit & copy of the intemational application to
the Intemational Searching Authority.

37 CFR 1.461 Procedures for transmittul of record copy to the
Internatlonal Bureau,

(8) Transmitial of the record copy of the international application to the
International Bureau shall be made by the United States Receiving Office.

(b) [Reserved]

(c) No copy of an intemational epplication mey be tranemitted to the
Intemational Bureau, a foreign Designated Office, or other foreign suthority by
the United States Receiving Office or the applicent, unlees the applicable
requirements of Part 5 of this chapter have been satisfied.

The Receiving Office transmits all Record Copies of
international applications to the International Bureau, Several
rulechanges have been made since the PCT became operational
in 1978 to relax the time limits of receipt of the Record Copy by
the International Burcau and to provide procedures for moni-
toring such receipt.

The international {ees will also be forwarded to the Inter-
national Burecau by the Receiving Office (35 U.S.C. 42). Since
the applicant is required to file only one copy of the interna-
tional application in the United States Receiving Office (37
CFR 1.433), the United States Receiving Office will prepare
the “Search Copy” for the Intemational Searching Authority
and the “Home Copy” for its own records (PCT Rule 21.1 and
Administrative Instructions Section 305()).

SAFEGUARDS FOR ASSURING TIMELY RECEIPT OF
THE RECORD COPY

The following steps are being taken by the United States
Receiving Office toinsure timely receipt of the Record Copy by
the International Burcau,

(i) The Record Copy is sent by Registered Airmail to the
International Bureau with transmittal letter listing contents,
(ii) The Applicantis informed of the date of mailing of the
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Record Copy by form PCT/RO/150 from the United States
Receiving Office.

(iii) A Telex is sent to the Intemnational Bureau in Geneva
giving notice of mailing and the Mail Registration number.

(iv) The International Bureau acknowledges receiptto the
United States Receiving Office.

(v) The Applicant is informed of receipt of the Record
Copy by the International Bureau,

(vi) The United States Receiving Office is in telephone
contact with the International Bureau in Geneva, Switzerland at
least once a week, at which time questions are handled and
records are coordinated.

1845.02 Correction of Defectg Before the

Receiving Office [R-2]
PCT Articie 14
Certaln Defects In the International Application

(1)(8) The receiving Office shall check whether the international applica-
tion contains any of the following defects, thet is to say:

(i) it is not signed es provided in the Regulations;

(ii) it does not contain the prescribed indications conceming the appli-
cant;

(iii) it does not contain a title;

(iv) it does not contain an ebstract;

(v) it does not comply to the exsent previded in the Regulations with the
prescribed physice! requirements.

(b) If the receiving Office finds any of the eaid defects, it shall invite the
applicant to cormect the intemations) application within the prescribed time
limit, failing which that epplication shall be considered withdrawn and the
receiving Office shall so declare.

(2)If the international application refere todrawings which, in fact, are not
included in that application, the receiving Office shall notify the applicant
accordingly and he may furnish them within the prescribed time limit and, if he
does, the international filing date shell be the date on which the drawings are
received by the receiving Office. Otherwise, any reference to the said drawings
shall be considered non-existent

(3)(e)If the receiving Office finds that, within the prescribed time limits,
the fees prescrived under Article 3(4)(iv) have not been peid, or no fee
prescribed under Aticle 4(2) has been paid in respect of any of the designated
States, the internetional application shall be considered withdrawn and the
receiving Office shall so declare.

(b) If the receiving Office finds that the fee prescribed under Anicle 4(2)
has been paid in respect of one or mose (but less than all) designated States
within the preacribed time limit, the designation of those States in respect of
which it has not been paid within the prescribed time limit shall be considered
withdsawn and the receiving Office shall so declare.

(4)If, efter having accorded an intemational filing date to the intemnational
application, the receiving Office findg, within the prescribed time limit, thet any
of the requisements listed in items (i) to (iii) of Aricle 11(1) wae not complied
with at that date, the said epplication shall be considered withdrawn and the
receiving Office shall so declare,

PCT Rule 29
International Appllcations or Deslgnations Consldered
Withdrawn ender Article 14(1), (3) or (4)

29.1 Finding by Receiving Office

(a) If the receiving Office declares, under Anicle 14(1)(b) and Rule 26,5
(failure o correct ceniain defects), or under Article 14(3)(a) (failure 1o pay the
prescribed fees under Rule 27.1(a)), orunder Anicle 14(4) (Imer finding of non-
compliance with the requirements listed in items (i) to (iii) of Aricle11(1)),that
the internationai application is considered withdrawn:

(i) the receiving Office shall transmit the record copy (unless alre: dy
transmitted), and any cosrection offered by the applicant, to the Intemational
Bureau;

(it) the receiving Office shall prompily notify both the applicant and the
Intemational Bureau of the said declaration, and the Intemational Bureau ehall
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in twm notfy the inerested designuted Offices;

(iii) the receiving Office shall not transmit the search copy as provided
in Rule 23, or, if such copy has already been transmilted, it shall natify the
Internationel Searching Authority of the said declaration;

(iv) the Intemational Bureau shall not be required to notify the epplicant
of the receipt of the record copy.

(b) If the receiving Office declares under Anticle 14(3)(b){failure to pay
the prescribed designation fee under Rule 27,1(b)) that the designetion of eny
given State is considered withdrawn, the recsiving Offics shall promptly notify
both the spplicant and the International Bureau of the said declaration. The
International Bureau shall in tum notify the interested national Office.

29.2 [Deleted]
29.3 Calling Certain Facis to the Attention of the Receiving Office

If the International Buresu or the Intemational Searching Authority
congiders that the receiving Office should meke a finding under Asticle 14(4),
it shall call the scicvant facia to the aitention of the recelving Office.

29.4 Notification of Intens to Make Daclaration under Articlel4(4)

Before the receiving Office issues any declaration under Anicle 14(4),
it shall notify the applicant of its intent to issue such declaration and the reasons
therefor, The applicant may, if he disagrezs with the tentative finding of the
receiving Office, submit argumients to thet effect within one month from the
notification,

PCT Rule 20
Time Limit Under Article 14(4)
30.1 Time Limit
The time limit referred to in Article 14(4) shall be four months from the
international filing date.

PCT Adminlstratlve Instructlons Section 304
Correctlons Submlitted to the Recelving Office Concerning
Expreaslons, etc., not to be uged In the International
Applicatlon

Where the applicant submits corrections to the receiving Office aimed at
complying with the prescriptions of Rule 9,1, that Office shall, if copies of the
intemational application have not yet been transmitted to the International
Bureau snd the Intemationz] Searching Authority, attach copies of such correc-
tions to the international applicution, If copies of the international epplication
heve already been transmitted, the receiving Office shall transmit copies of such
corrections to the said Bureau and the said Authority,

PCT Adminlstratlve Instructions Sectlon 309
Procedure in the Case of Later Submitied Sheets
(a) The receiving Office shall indelibly mark any sheet received on & date
Tater then the date on which sheets were first received with the dats on which it
received that sheet, ingeried immediately below the intemational application
number referred to in Section 307,
(b) The receiving Office shall, in the case of later submitte? sheets
feceived within the time limits referred 1o in Rule 20.2(a)(i) end (ii):

(i) effect the required comrection of the international filing date, or,
where no intemational filing dats has yat been sccorded, of the date of receipt
of the pusporied intemnational application;

(ii) notify the applicant of the correction effected under item (f) above;

(iii) where transmitials under Anticle 12(1) have elready been made,
notify the International Buresu and the Intemational Searching Authority of eny
correction effected under item (1) ebove, by transmitting & copy of the comected
first page of the request, and forward copies of the later submitied sheats to the
seid Bureau and the said Authority;

(iv) where transmittals under Article 12(1) have not yet been made,
attach & copy of the later submitted sheets to the record copy and the search copy.

(¢) Theseceiving Office shall, in the case of later submitted sheets recsived
afier the expiration of the time limits referred to in Rule 20.2(r)();

(1) notify the applicant of that fact end of the date of raceipt of the later
submitted sheets;

(ii) where transmittals under Anicle 12(1) have elready been made,
forward & copy of the later submitted sheets tothe Intemations] Bureau with the
indication that such sheets are not to be taken into consideration for the
purposes of international processing;

(ili) where transmittals under Aricle 12(1) have not yst been mads,
sttech a copy of tho leter submitted sheets tothe record copy with the indication
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that such sheets are not to be taken into consideration for the purpases of inter-
national processing.

(4) The receiving Office shall, in the case of Jater submiited sheets received
afier the explration of the time limit referred to in Rule 20.2()(ii), proceed es
provided in Rule 20.7, unless the applicant hag, within the zaid time limit,
complied with the invitation under Article 11(2)(s) 80 that an intemational filing
date cen be accorded; in the latter cage, the receiving Office shall proceed as
provided in paragraph (¢ )(i) to (iii).

PCT Adminlstrative Instructions Sectlon 311
Deletlon, Substitution or Addition of Sheots of the Internatlionsal
Application; Renumbering, ete.

(&) The receiving Offics shall, subject to Section 207, sequentially renum-
ber the sheets of the intemationul application when necessitated by the eddition
of any new sheet, the deletion of entire sheets, & change in the order of the sheets
or any other reason,

(h) The sheets of the intomational applieation ghall he nrovisionally
renumbered in the following menmer:

(i) when a sheet is deloted, the receiving Office shali either include &
blank sheet with the same number end with the word "DELETED,” or its
equivalent in the language of publication of the intemational application, below
the number, or ingert, i~ brackets, below the number of the following sheet, the
number of the deleted sheet with the word “DELETED" or its equivaient in the
language of publication of the intemational epplicetion;

(ii) when u sheet is substituted, the receiving Office shall mark in the
iniddle of the bottom margin the words “SUBSTITUTE SHEET” or their
equivalent in the language of publication of the intemational applicetion;

(iii) when one or more sheets are added, each sheet shall be identified by
the number of the preceding sheet followed by & slant end then by & natural
number serics, starting always with number one for the first sheet added after an
unchanged sheet (e.g., 10/1, 15/1,15/2,15/3, erc.), When later additions of sheets
1o an exioting serics of added sheets are necessary, an extra digit shull be used for
identifying the further additions (e.g, 15/1, 15/1 /1, 15/1/2, 15/2, c1c.).

(¢) In the cases mentioned in (b)(i) and (iii) above, it is recommended that
the receiving Office should write, below the number of the last sheet, the total
number of the eheets of the intemational spplication followed by the words
“TOTAL OF SHEIZTS" or their equivalent in the language of publication of the
intemational application, It is further recommended that, 8t the boitom of any lust
sheet sdded, the words “LAST ADDED SHEET™ or their equivalent in the
langusge of publication of the international application should be inserted,

PCT Adminlstratlve Instructions Sectlon 312
Notlfication of Declsion Not ‘To [sgue Declaration that the Intor.
natlona!l Appilcation 1s Consldered Withdrawn

Where the receiving Office, after having notified the applicant under Rule
29.4 of its intent to issue a declaration under Aricle 14(4), decides not to issue
such a declaration, it ghall naiify the applicant accordingly.

37 CFR 1.471 Correctlons and amendments during Internationat
processing.

(a) All corrections submitted to the United States Recelving Office must
be in the form of replacement sheets and be accompanied by a letter that draws
attention 1o the differences between the replaced sheets and the replacement
theets, except that the deletion of lines of text, the correction of simple
typographical errors, and one addition or chenge of not more than five words per
she-t may be stated in a letier and the United States Receiving Office will make
the deletion or transfer the correction to the intemational application, provided
that such corrections do not adversely affect the clarity and direct reproducibll-
ity of the application (PCT Rule 26.4).

() Amendments of claims submitied 10 the Intemational Buresu chall be
as prescribed by PCT Rule 46,

DEFECTS IN THE INTERNATIONAL APPLICATION
WHICH MAY BE CORRECTED

Four major types of defects may be present in PCT Interna-
tional applications: (1) those fatal defects under Asticle 11(2)
which must be corrected before a filing date can be accorded, (2)
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those formal defects under PCT Article 14 which can be cor-
rected without prejudice to the filing date, and (3) defects of
missing sheets or drawings and (4) defects in priority informa-
tion, the correction of which may cause a change in the filing
and/or priority dates.

The following defects under PCT Article 11(2) must be
corrected before an international filing date can be accorded.
Forma PCT/RO/103 is used to call applicant’s attention to these
defects and to invite correction thereof. The time limit for filing
thecorrection is fixed by the Receiving Office. It cannot be less
than 10 days or more than one month from the date of the
invitation to correct (PCT Rule 20.6(b)).

(i) The international application does not designate at
least one Contracting State.

{ii) The inicrnational appiicaiion does noi coniain the
name of the applicant or does not contain at least those minimal
indications concerning the name of the applicant which are
indicated in PCT Article 11(1)iii)(c) and PCT Rule 20.4(b).

(iii) The international application does not contain a part
which, on the face of it, appears to be a description or a part
which , on the face of it, appears to be a claim or claims (PCT
Article 11(1)(iii) (d) and (¢)).

(iv) None of the applicants is a resident or national of the
United States of America, and thereby entitled to file an inter-
national application with the United States Receiving Office
(PCT Article 11(1 )(i)).

(v) The international application is not in the English
language which must be used for international applications
filed with the United States Receiving Office (PCT Ariicle
11(1)(ii)).

. (vi) The international application does not contain an
indication that it is intended as an international application
(PCT Article 11(1)(iii)(a)).

The following defects under Article 14 must be corrected
within the time period set by the United States Receiving Office
in the invitation to correct (form PCT/RO/106) to prevent
withdrawal of the intemational application (PCT Rule 26.5).
The time limit for correction is fixed by the Receiving Office.
It must be reasonable under the circumstances; it cannot be less
than one month and normally not more than two months from
the date of the invitation to correct, If the correction is timely
presented, the application will not be withdrawn,

(i) Where the Receiving Office finds that the interna-
tional application is not signed (PCT Article (14)(1)(a)(i) and
PCT Rules 2. 3, 4.1(d) and 4.15), The invitation to complete
together with a copy of the unsigned Request are issued by the
Receiving Office as soon as possible after receipt of the inter-
national application (PCT Article 14(1)(b), PCT Rule 26.2 and
Administrative Instructions Scction 316). The applicant must
return the copy of the Request properly signed, within the
prescribed time limit,

(ii) Where the Receiving Office finds that the interna-
tional application does not contain the name of the applicant in
the prescribed way or the prescribed indications concerning the
applicant (other than those specified in Rule 20.4(b)). These
indications include, in particular, the applicant's address, resi-
dence and nationality (PCT Article 14(1)(a)(ii) and PCT Rules
4.4 and 4.5).

(iii) Where the Receiving Office finds that the interna-
tional application does not contain a title, that is, & title for the
claimed invention (PCT Article 14(1)(a)(iv) and PCT Rule
26.1(b)).
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(iv) Where the Receiving Office finds that the interna-
tional application does not contain an abstract (PCT
Article14(1)(a)(iv) and PCT Rule 26.1(b)).

(v) Where the Receiving Office finds that the interna-
tional application does not comply, to the extent provided for in
the Regulations, with the prescribed physical requirements
(PCT Article 14(1 )(a)(v) and PCT Rules 11 and 26.3). The
physical requirements are provided forin detail in PCTRule 11,
Compliance with them must be checked to the extent that
compliance therewith is necessary for the purpose of reasonably
uniform international publication,

Several other defects, namely missing sheets or drawings
and defective priority information, will not cause the applica-
tion to become abandoned, but may effect filing and priority
dates.

(i) Where the Receiving Office finds that any of the
drawings referred to in the international application are, in fact,
not included in that application (PCT Article 14(2) and PCT
Rule 26.6), the time limit for furnishing such drawings is 30
days from the date on which incoimplete papers were received by
the Receiving Office (PCT Rule 20.2(a)(iii)). It should be
carefully noted that when missing drawings are received within
30 days they will be entered into the application papers, how-
ever, thedate of receipt of the application and the filing date, will
be amended to reflect the date on which the missing drawings
were received. The United States Receiving Office will notify
the applicant of any missing drawings on form PCT/RO/107.
Detailed procedures in the case where drawings are missing arc
set forthin Section 310 of the PCT Administrative Instructions.

(ii) Where the Receiving Office finds that sheets of the
description or claims are missing, the procedures are similar to
those in (i) above; and are set forth in detail in PCT Rule 20 and
Section 309 of the PCT Administrative Instructions.

(iiii) If the Receiving Office finds that the priority claim
fails to meet the requirements of Rule 4,10(b) in that the name
of the country of filing or the date of filing of the earlicr appli-
cation are missing, the priority claim is considered not to have
been made and the applicant is notified accordingly on form
PCT/RO/121 (PCT Administrative Instructions Section 302),

(iv) If the Receiving Office finds thai the claimed priority
date does not fall within the period of one year preceding the
International filing date, it will invite the applicant to amend or
cancel the priority claim using form PCT/RO/110 (PCT Rule
4.,10(d)). The applicant has one month to respond by amending
orcanceling the priority claim. If noresponse is timely received,
the Receiving Office will cancel the priority claim ex officio
(Administrative Instructions Section 314). The amendment or
cancellation of the priority claim will be acknowledged using
form PCT/RO/111,

PRESENTATION OF CORRECTIONS

According to the nature of the defect, the correction may be
stated in a letter only or may have to be filed in the form of a
replacement sheet or replacement sheets accompanied by a
letter (37 CFR 1.471). The details are provided for in PCT Rule
26,4, Any correction must be in the English language (PCTRule
12.2). Astothe signature and other requirements of such letters,
see PCT Rule 92,1, The Receiving Office must inform, and
where necessary, transmit copies of replacement sheets to the
International Searching Authority,
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CONSEQUENCES OF THE CORRECTION OF DEFECTS

Where the correction is filed with the Receiving Office
within the prescribed time limit and is found acceptable, the
international application will be considered valid (PCT
Article11(2)(b)). If the correction relates to any of the defects
referred to in PCT Article 11(1) and 14(2), the international
filing date will be the date on which the correction was received;
ifit relates only to any of the defects referred to in Article 14(1),
the international filing date will be the date on which the
international application was recaived by the Receiving Office.

CONSEQUENCES OF NOT CORRECTING DEFECTS

Where an acceptable response or correction is not filed
within the prescribed time limit, the international application:
(i) will not be treated as an intermnational application (and,
consequently will not be accorded an international filing date)
if the defect is one of those referred to in PCT Article11(1) and
PCT Rule 20.7;

(ii) will be treated as withdrawn if the defect is one of
those referred to in PCT Article 14(1) and PCTRule 26.5. In the
case of a defect of the kind referred to in PCT Article 14(2),
which remains uncorrected, the reference to the (missing)
drawing(s) in the international application will be considered
non-cxistent. Missing sheets will not be entered into the appli-
cation if received after 30 days of the receipt of incomplete
papers (PCT Rule 20.2(a)(i) and PCT Administrative Instruc-
tions Section 309);

(iii) if the priority claim fails to meet the requirements of
PCT Rule 4. 10(b), the priority claim is considered not to have
been made and the applicant is notified accordingly (Adminis-
trative Instructions Section 302).

1845.03 Correction of Obvious Errors in
Documents [R-2]

PCT Rule 91
Obvious Errors In Document
91.1 Rectification
(a) Subjecttoparagraphs (b)to (g ©**¥"), obvious errors in the intemational

application or other papers submitted by the applicant may be rectified.

(b) Errors which are due to the fact that something other than what was
obviously intended was written in the intemational application or other paper
shall be regarded as obvious errors. The rectification itself shall be obvious in
the sense that anyone would immediately realize that nothing else could have
been intended than what is offered as rectification.

(¢) Omissions of entire elements or sheets of the interational application,
even if clearly resulting from inattention, at the stage, for example, of copying
or assembling sheets, shell not be rectifiable.

(d) Rectification may be made on the request of the applicant. The
authority having discovered what appears to be an cbvious error may invite the
applicant to present a request for rectification ag provided in paragraphs (¢) to
(g 45", Rule 26.4(a) shall apply mutatis mutandis 10 the manner in which

rectifications shail be requested.
(e) No rectificction shall be made except with the express authorization:

(i) of the receiving Office if the ervor ig in the request.

(i) of the intemational Searching Authority if the error is in any part of
the intemnational application other than the request or in any paper submitted to
that Authority,

(iii) of the Intemnational Preliminary Examining Authority if the error
is in any part of the intemational application other than the request or in any
paper submitted to that Authority, and
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(iv) of the International Bureau if the error is in any paper, other than the
international application or amendments or comections to thet epplication,
submiited to the Intemational Bureau,

() Any authority which suthorizes or refuses any rectification shall
promptly notify the applicant of the authorization or refusal and, in the case of
refusal, of the reasons therefor. The suthority which authorizes a rectification
shall prompily notify the Intemnational Bureau accordingly. Where the authoi-
zation of the rectification was refused, the Intermational Bureau shall, ue:n
request made by the applicant prior to the time relevant under paragraph (g™*),

) or (g72%7) and subject to the paymsnt of & special fee whose amount shall
P pe

be fixed in the Administrative Instructions, publish the request for rectification
together with the international application. A copy of the request for rectification
shall be included in the communication under Arnicle 20 where & copy of the
pamphlet is not used for that communication or, where the international appli-
cation is not published by virtue of Anticle64(3).

(g) The suthorization for rectification referred to in paragraph () shall,
subject to paragraphs (g°), (§) or (g&*7), be effective:

(i) where it is given by the receiving Office or by the Intemstional
Searching Authority , if its notification to the International Bureau reaches that
Bureau before the expiration of 17 months from the priority date;

(ii) where it is given by the Intemational Preliminary Examining Author-
ity, if it is given before the establishment of the international preliminary
examination report;

(iii) where it is given by the Intemational Bureau, if it is given before the
expiration of 17 months from the priority date.

>(g %) If the notification made under paragraph (g)(i) reaches the Intema-

tional Burcau, or if the rectification made under paragraph (g)(iii) is authorized
by the International Bureau, after the expiration of 17 months from the priority
date but before the technical preparations for publication have been completed,
the authorization shall be incorporated in the said publication,

(g ®") Where the applicant has asked the Intemational Bureautopublish his
international application before the expiration of 18 months from the priority
dete, any notification made under paragraph (g)(i) must reach, and any rectifi-
cation made under paragraph (g)(ii) must be authorized by, the International
Burean, in order for the authorization to be effective, not later then at the time of
the completion of the technical preparations for international publication,

(g %"“¥") Where the international application is not publighed by virtue of

Article 64(3), any notification made under paragraph (g)(i) must reach, and any
rectification made vnder paragraph (g)(iii) must be suthorized by, the Intema-
tional Bureau, in order to be effective, not later than at the time of the
communication of the international application under Article 20,<%*

PCT Rule 92
Correspondence
92.1 Need for Letter and for Signature

() Any paper submiited by the applicant in the course of the international
procedure provided for in the Treaty and these Regulations, other than the
international application itself, shali, if not itself in the form of a letter, be
accompaniced by a letter identifying the imermational spplication o which it
relates. The letter shall be signed by the applicant,

(b) If the requiresnents provided for in paragraph (a) are not complied with,
the applicant shall be informed as 1o the non-compliance and invited to remedy
the omission within & time limit fixed in the invitation, The time limit so fixed
shall be reasonable in the circumstances; even where the time limit so fixed
expires fater than the time limit applying to the fumishing of the paper (or even
if the latter time fimit has already expired), it shall not be less than 10 days and
not more than one month from the mailing of the invitation, If the omission is
remedied within the time limit fixed in the invitation, the omission ghall be
disregarded; otherwise, the applicant shall be informed that the paper has been
disregarded.

(c) Where non-compliance with the requirements provided for in para-
graph (a) has been overlooked and the paper taken into account in the inteme-
tional procedure, the non-compliance shall be disregarded.

92.2 Languages

(8) Subject 1o Rules 55. 1 and 66.9 and to paragraph (b) of this Rule, any
letter or document submitied by the applicant to the Intemational Searching
Authority or the International Preliminary Examining Authority shall be in the
same language as the intemational application to which it relates,
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(b) Any letier from the applicant to the Intemational Searching Author-
ity or the International Preliminary Examining Autherity may be in a language
other than that of the intemational application, provided the said Authority
suthorizes the vse of such language.

(c) [Deleted]

(d) Any letier from the spplicant to the International Bureau shall be in
English or French.

(e) Any letter or notification from the Intemnstional Bureau to the
applicant or to any national Office shall be in English or French.

92.3 Mailings by National Offices and Intergovernmental Organitations

Any document or letter emanating from or tranemitted by & national
Office or an intergovemmental organization and constituting an event from the
date of which any time limit under the Treaty or these Regulations commences
to run shall be sent by registered air mail, provided that surface mail may be
used insicad of air mail in cases where surface mail normally arrives at its
destination within iwo days from mailing or where air mail service is not
available,

92.4 Use of Telegraph, Teleprinter, Esc.

(&) Notwithgtanding the provisions of Rules 11.14 and 92.1(a), but
subject to paragraph (b), below, any document (including eny drawing)
subsequent to the intemnational applicatios s1ay be sent by telegraph or
teleprinter or other like means of communicati »n preducing & printed or written
document. Any such document so sent shall be considered 1o have been
submitied in a form complying with the requirements of the said Rules on the
day on which it was communicated by the means mentioned above, provided
that, within 14 days after being so communicated, its contents are fumished in
that form, otherwise, the telegraphic, teleprinter or other communication shall
be considered not to have been made,

(b) Each national Office or intergovernmental organization ghall
promptly notify the Intemational Bureau of any means referred to in paragraph
(a) by which it is prepared to receive documents referred to in that paragraph,
The Intemational Bureau shall publish the information so received in the
Gazette ag well as information conceming the means referred 0 in paragraph
() by which the International Buresu is prepared to receive any such document,
Paragraph (a) shall epply with respect to any national Office or intergovem-
mental orgenization only to the extent the said information has been so
published with respect to it. The Intemnational Bureau shall publisk, from time
to time, in the Gazette, changes in the information previously published.

Obvious errors of transcription may be rectified (PCT Rule
91). The Receiving Office or the International Searching Au-
thority will inform the applicant of obvious errors of transcrip-
tion using form PCT/RO/108 or PCT/ISA/216, respectively.
The form will indicate to which Authority the applicant may
request rectification of the error, In general the Receiving
Office may authorize rectification of errors in the Request only,
The International Searching Authority may authorize rectifica-
tion of errors in the description, claims, abstract or drawings.
The applicant, upon noticing an error of transcription, may
spontancously present a request for rectification to the appro-
priate Authority, The Authority will promptly inform the appli-
cant of the authorization or the refusal to authorize the rectifi-
cation of obvious errors. The forms used by the United States
Receiving Office and the International Searching Authority for
authorization or refusal are PCT/RO/109 and PCT/ISA/217.

1845.04 Changes in Certain Indications in
the Request [R-2]

PCT Ruie 9251

Recording of Changes In Certain Indlcations in the Reguest or
the Demand
92%,1 Racording of Changes by the International Burean
(8) The Intemational Bureau shall, on the request of the applicant or the
receiving Office, record changes in the following indications appearing in the
request or demand:
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(i) person, name, residence, nationality cr addrees of the applicant,

(ii) person, name or eddress of the agent, the common representative or
the inventor.

(b) The International Bureau shall not record the requested change if the

request for recording is received by it after the expiration:

(1) of the time limit referred to in Anticle 22(1), where Anticle 39.1 is not
applicable with respect to any Coniracting State

(ii) of the time limit referred to in Anicle 39(1)(a), where Anticle 39.1
is applicable with respect to at least one Contracting State.

1860 The International Searching Authority
[R-2]

PCT Articie 16
The Internatlonal Searching Authorlty

(1) Intesnational search shall be carried out by an Intemational Searching
Authority, which may be either & national Office or an intergovernmental
organization, such as the International Patent Institute, whose tasks include the
establishing of documentary search reporis on prior art with respect to inven-
tions which e&re the subject of applications.

(2) If, pending the establishmeat of & single Intemational Searching
Authority, there are several International Searching Authorities, each receiving
Office shall, in eccordance with the provisions of the applicable agreement
referred 1o in paragraph(3)(b), specify the International Searching Authority or
Authorities competent for the searching of intemational applications filed with
such Office.

(3)(2) Intemational Searching Authorities shall be appointed by the As-
sembly. Any national Office and any intergovernmental organization satisfying
the requirements referred to in subparagraph (c) may be appointed as Intemna-
tional Searching Authority.

(b) Appointment shall ke conditional on the consent of the national
Office or intergovernmental orgenization to be appointed and the conclusion of
an egrecment, subject to approval by the Assembly, between such Office or
organization and the International Bureau. The sgreement shall specify the
rights and obligations of the perties, in particular, the formal underiaking by the
said Office or organization to apply and observe all the commeon rules of
internetional search,

(c) The Regulations prescribe the minimum requirements, particularly
as to menpower and documentation, which any Office or organization must
satisfy before it can be appoinied and must continue to satiefy while it remains
sppoinied,

(d) Appointment shall be for a fixed period of time asnd may be extended
for fusther periods,

() Before the Assembly mekes & decision on the appointment of any
nutional Office or intergovernmental organization, or on the extension of its
sppoiniment, or before it allows any such appointment to lapse, the Assembly
shall hear the interested Office or organization and seck the advice of the
Committee for Technical Cooperation referred to in Anticle 56 once that
Committee has been established.

PCT Article 17
Procedure before the Internationsl Searchlng Authorlty
(1) Procedure before the Intemational Searching Authority shall be gov-
erned by the provisions of this Treaty, the Regulations, end the agreement which
the International Buresu shall conclude, subject to this Treaty and the Regula-
tions, with the eaid Authority,
(2)(s) If the Intemational Searching Authority considers:

(i) that the intemnational application relates to a subject matter which the
International Searching Authority is not required, under the Regulations, to
search, and in the particular case decides not 1o search, or

(ii) that the description, the claims, or the drawings, fail to comply with
the prescribed requiremnents to such an extent that a meesningful search could not
be carried out,

the said Authority shail go declare and shell notify the applicant and the
Intemational Bureau that no intemational search report will be establishec,

(b) If any of the situations referred to in subparagraph (a) is found to exist
in connection with certain claims only, the intemational search report shall so
indicate in respect of such claims, whereas, for the other claims, the said repon
shall be established ag provided in Anticle 18,
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(3)Xs) If the Intemational Seasching Authosity considers that the intema-
tional application does not comply with the requirement of unity of invention as
set forth in the Regulations, it shall invite the spplicant to pay additional fees,
The Intemational Searching Authority shall esteblish the international search
reporton those partsof the international application which relate tothe invention
first mentioned in the claims (“main invention") and, provided the required
additional fees have been paid within the prescribed time limit, on those paris
of the intemational application which relateto inventions in respect of which the
said fees were paid.

(b) The national law of any designated State may provide that, where the
national Office of the State finds the invitation, referred to in subparagraph (a),
of the Intemational Searching Authority justified and where the applicant has
not peid all additional fees, those pans of the intemational application which
consequently kave not been gearched shall, as far ag effects in the State are
concemed, be considered withdrawn unless a special fee is paid by the applicant
to the national Office of that State.

PCT Rule 2§
Recelpt of the Search Copy by the International Searcking
Authorlty

25.1 Notification of Receipt of the Search Capy

The Intemationzl Searching Authority shall prompily notify the Intema-
tional Bureau, the applicant, and ~ unless the International Searching Author-
ity is the same as the receiving Office —the receiving Office, of the fact and the
date of receipt of the search copy.

PCT Rule 35
The Competent International Searchlng Authorlty

35.1 When Only One International Searching Authority is Competent
Eech receiving Office shall, in accordance with the terms of the applicable
agreement referred to in Article 16(3)(b), inform the Intemational Bureau which
Intemational Searching Authority is competent for the searching of the intema-
tional epplications filed with it, and the Intemational Bureau shall prompily
publish such information.
35.2 When Several International Searching Authorities Are Competent
(a) Any receiving Office may, in accordance with the terms of the
applicable agreement referred to in Article 16(3)(b), specify several Interna-
tional Searching Authorities:
(i) by declering all of them com:etent for any intemational epplication
filed with it, and leaving the choice to the applicant, or
(ii) by declaring one or more competent for ceriain kinds of intemational
applications filed with it, and declaring one or more others competent for other
kinds of intemational applications filed with it, provided thet, for those kinds of
international applications for which several International Searching Authorities
are declared to be competent, the choice shall be ieft 1o the applicant.
(b) Any receiving Office availing iteelf of the faculty provided in para-
graph (a) shall promptly inform the International Bureau, and the International
Buresu shall prompily publish such information,

35 U.! .7, 362 International Searchlng Authorlty >and Interna-
tionai ¢rellminary Examining Authority<,

>(e)< The Patent and Trademark Office may act as an Intemational
Searching Authority >and Intemational Preliminary Examining Authority<
with respect to intemational applications in accordance with the terms and
conditions of an agreement which may be concluded with the Intemational
Bureau >, and may discharge all duties required of such Authorities, including
the collection of handling fecs and their transmittal to the International Bureaus,

>(b) The handling fee, preliminary examination fee, and eny additional
fees due for intemational preliminary examination shall be paid within such
time a8 may be fixed by the Commissioner.<

37 CFR 1.413 The United States International Scarching
Authorlty.

() Pursuant to appointment by the Assembly, the United States Patent and
Trademark Office will act as an International Searching Authority for intema-
tional applications filed in the United States Receiving Office and in other
Receiving Offices as may be agreed upon by the Commissioner, in accordance
with agreement between the Patent and Trademark Office and the Intemational
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Bureau (PCT Art. 16(3)(b)).

(b) The Patent and Trademark Office, when ucting as an Intemational
Searching Authority, will be identified by the full title “United States Intema-
tional Searching Authority” or by the abbreviation “ISA/US."”

(c) The major functions of the Intemations! Searching Authority include:

(1) Approving or establishing the title and abstract;

(2) Considering the matter of unity of invention;

(3) Conducting intemational and international-type searches and prepar-
ing intemnational and international-type search reponis (PCT An. 15, 17 and 18,
and PCT Rules 25, 33 t0 45 and 47); and

(4) Transmitting the intemational search report to the applicant and the
Intemational Bureau.

TRANSMITTAL OF THE “SEARCH COPY” TO THE
INTERNATIONAL SEARCHING AUTHORITY

The “search copy” is transmitted by the Receiving Office to
the International Searching Authority (PCT Article 12(1)), the
details of the transmittal are provided in PCT Rule 23.

THE MAIN PROCEDURAL STEPS IN THE INTERNA-
TIONAL SEARCHING AUTHORITY

The main procedural steps that any international application
goes through in the International Searching Authority are the
following:

(i) the making of the international search (PCT Article
15), and

(ii) the preparing of the international search report (PCT
Article 18 and PCT Rule 43).

COMPETENT INTERNATIONAL SEARCHING
AUTHORITY

In respect of international applications filed with the U.S.
Receiving Office, the United States International Searching
Authority, which is the Examining Corps of the United States
Patent and Trademark Office, and the European Patent Office
are competent to carry out the international search (PCT Article
16, PCT Rules 35 and 36, 35 U.S.C. 362 and 37 CFR 1.413),

The United States Patent and Trademark Office has in-
formed the International Bureau that in addition to the United
States Patent and Trademark Office, the European Patent Office
iscompeientas an International Searching Authority for search-
ing all kinds of international applications filed in the United
States Receiving Office on and after Oct. 1, 1982, (PCT Aurticle
16(2) and PCT Rule 35.2(a)(i).

MATTERS TO BE CONSIDERED WHEN CHOOSING AN
INTERNATIONAL SEARCHING AUTHORITY

Choosing The European Patent Office (EPO) as an Interna-
tional Scarching Authority could be an advantage to United
States applicants who designate countries for European Re-
gional patent protection in PCT International applications for the
following reasons:

(1) Claims may be amended according to EPO searchresults
before entering the European Office as a designated Office.

(2) The EPO search fee need not be paid upon entering the
Eurcpean Office a3 a designated Office.

(3) The EPO scarch results may be available foruseina U.S.,
priority application.
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(4) The EPO international search may be oblained with-
out the need for a European Professional Representative.

(5) The European Patent Office search could provide the
1.S. applicant with the benefit of a European art search (which
may be different from his own or the USPTO’s search) before
it is necessary to enter the European Patent Office or other
designated Offices and usually before amendments to the U.S.
priority application are needed.**

Some of the disadvantages that may occur due (o the Eu-
repean Patent Office making the International Search are the
following:

(1) Additional mailing time to and from the EPO Search-
ing Authority may shorten the time for applicants to respond to
various invitations from the EPO such as for comments on
abstracts and payments of additional search fees as well as for
PCT Article 19 amendments to the claims after issuance of the
International Search Report,

(2) There may be more difficulty in solving any proce-
dural problems between the applicantand the EPO than with the
USPTO due to physical distance and time differences.

1861 The European Patent Office as an
International Searching Authority [R-2)

Since October 1, 1982, the European Patent Office (EPO)
has been available as a Scarching Authority for PCT applica-
tions filed in the United States Receiving Office. The choice of
Searching Authority , either the EPO or the United States Patent
and Trademark Office, must be made by the applicanton filing
the International Application. The choice of Searching Author-
ity may also be indicated on Transmittal Letter form PTQ-
1382,

It should be noted that the European Patent Office will not
search , by virtue of PCT Article 17(2)(a)(i), any international
application to the extent that it considers that the international
application relates to subject matter set forth in PCT Rule 39.1,
Furthermore, the European Patent Office is not equipped to
search computer programs.

The international search fee for the European Patent Qffice
must be paid to the United States Patent and Trademark Office
(USPTO) as a Receiving Office at the time of filing the inter-
national application. The search fee for the European Patent
Office is currently set under PCT Rule 16.1(b) at »1,080<*
United States dollars, The search fee will change as costs and
exchange rates require.** If exchange rates fluctuate signifi-
cantly, the fee may change frequently. Notice of changes will
be published in the Official Gazette shortly before the effective
date of any change.

If the European Patent Office as the International Search-
ing Authority considers that the international application does
not comply with the requirement of unity of invention as set
forth in PCT Rule 13 , the European Patent Office will invite
applicants to timely pay directly to it an additional search fee of
2,095 Deutsche Marks for each additional invention,

A revised fee calculation sheet (form PCT/RO/101, An-
nex) having appropriate spaces to indicate the choice of Inter-
nationial Scarching Authority has been developed so that appli-
cants may indicate which International Searching Authority is
10 make the search,
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1862 The International Sea:ch [R-2]

PCT Artlele 15
The Internationai Search

(1) Bach international application shall be the subjeet of idemational
search,

(2) The objective of the intemational search is 1o discover relevant prior
art,

(3) Intemational search shell be mede on the basis of the clalms, with due
regerd 10 the description end the deawings (if any),

(4) The Iniernational Searching Authority referred to in Aricle 16 shall
endeavor o discover as much of the relevant prior &rt as ts facilities permit, end
shall, in any cese, consult the documentation epecified in the Rogulations,

(5) 1f the nationel law of the Contraciing State so permits, the applicant
who files & netionel epplicstion with the national Offics of or acting for such
State may, subject 1o the conditions provided for In such law, request that &
search similer to en intemational search (“intemetional -type search™) be carred
out on such application.

(b) If the nationsl law of the Contracting State 80 permits, V':» national
Office of or acting for such State may subject any nationsl application filed with
it to an intemational-type search,

(c) The intemational-type search shell be carried out by the Internationel

Searching Authority referred to In Article 16 which would be competent for en

intemational search If the national applicetion were an intenationel application
and wers flled with the Office referred to in subparagrephs (s) and (b). If the
nationsl application I in & language which the Intemnational Searching Author-
ity considers it is not equipped to hendle, the intemational-type search ghail be
curried out on & wanslation prepared by the applicant In « language presc.ibed
for intemational applications and which the Intemational Searching Authority
has undertaken to accept for intemational spplications, The nationel application
and the tranglation, when required, shall be presented in the form prescribed for
intemational applications,

PCT Rule 33
Relevant Prior Art for the Internatlonal Senrch
33.1 Relevant Prior Art for the International Search

(a) For the purposes of Article 15(2), relevant prior an shall consist of
everything which has been made available to the public enywhere in the world
by means of written digclosure (including drawings and other illustrations) end
which iz capable of being of assistance In dstermining that the elaimed Invention
is or 1s net new and thet it does or doss not invelve an inventive atep (L.e., that
itis orignot obvious), provided that the meking available tothe public occurred
prior to the intemational filing dste,

() When any written disclosure refers 1o an oral disclosure, use, exhibl-
tion, of other means whereby the contents of the written disclosure were made
available to the public, and such making evelisble to the public cccurred on a
date prior to the intemational filing date, the Intemational search repori shall
separately mention that fect and the date on which it occurred If the making
available to the public of the written disclosure occurred on a date ;osistlor to
the international {iling date,

() Any published application or any patent whose publication date is later
but whose flling date, of, where applicable, claimed priority dats, is earlier then
the international filing date of the International application searched, and which
would constituie relevant prior art for the purposes of Article 15(2) had it been
published prior to the internationel filing date, shall be specially mentioned in
the international search report,

33.2 Flelds io Be Covered by the Internailonal Search

(&) The intemational search ehall cover all thoss technical fields, and shall
be carried out on the basis of all those search files, which mey contain material
pertinent to the invention,

(b} Consequently, not only shall the art in which the invention is clagsifi-
able be searched but aluo enalogous ans regardless of where classified,

(¢) The queation what aris are, in eny given case, to be regerded ug
analogous shall be considered in the light of what appears 10 be the necessary
eesential function or use of the invention and not only the specifio functivng
expressly indicated in the intemational application,

(d) The intemational search shall embrace all subject matter that is
generally recognized as equivalent to the subject matter of the claimed invention
for ail or certain of its festures, aven though, in its specifics, the Invention us
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described in the intemationnl applicstion is differem.
33.3 Orlemsation of the Insernational Search

(a) Intemational seazch shall be made on the basis of the claims, with due
reggard to the doseription and the drawings (if eny) and with paviiculor emphesis
on the inventive concept towards which the claims ere directed,

(b} Insofar as possible and reascnable, the intemational search shall cover
the entire subject matter to which the claims are directed or 1o which they might
reascnably be expectad 10 be direcied afier they have been amended,

PCT Rule 34
Minfmuin Documentation
34.1 Definition

(e) The definitions contained in Article 2(i) and (ii) shall not apply
for the purposes of this Rule,

(b) The documentation referred to in Article 15(4) (“minimum
documentation”) shall congist of:

(i) the “national patent documenis” as specified in paragraph (c),

(1i) the published intemational (PCT) applications, the published regional
applications for patents and inventors’ certificutes, and the published regional
patents end inventors’ centificates,

(iii) such other published items of non-patent literature as the Interns-
tional Seerching Authorities shall agree upon and which ghall be published in
@ lise by the Intematonal Buress when sgreed upon for the first time and
whenever changed,

(c)Subjecttoparagraphs (d)and (e), the “national patent documents" shall
be the following:

(i) tha patents lasued in and afier 1920 by Prance, the former Reichspat-
entamt of Germany, Japan, the Soviet Union, Switzerland (in French and
German languages oaly), the United Kingdom, and the United States of Amer-
ica,

(li) the patents issued by the Federal Republic of Germany,

(iil) the patent applications, if any, published in and after 1920 in the
countries referred to In items (i) and (il),

(iv) the inventors’ certificates issued by the Soviet Union,

{v) the utility cenificates issued by, and the published applications for
utility cenificates of France,

{vi)*® guch patents Issued by, and such patent applications published in,
any other countsy efter 1920 as are in the English, French, [or] Germen or
Spanish language and in which no priority is clalmed, provided that the national
Office of the interested country yons cutthese documents and places them at the
disposal of each International Searching Authority.

(d) Where an epplicstion e republished once (for exemple, and Offenle-
gungeschrift as an Auslegeschrift) or more than once, no Internationsl Search-
ing Authority shall be obliged to keep all versions in its documentation;
congequanily, each such Authority shell be entitled not to keep more then one
version, Purthermore, where an application is granted end Is lssued in the form
of a patent or & utility certificate (France), no International Searching Author-
ity shall be obliged to keep both the application and the patent or utility
certificate (Prance) in its documentation; consequently, esch such Authority
gheall be entitled 10 keep either the application only or the patent of utility
centificate (Franes) only,

(e)* Any International Searching Authority whose officis] language, or
ona of whose officlal languages, ia not Jepanese, Russian or Spanish ie entitled
not to include in its documentation thoge patent documents of Japen and the
Soviet Union as well as those patent documants In she Spanish language,
respectively, for which no abstrects in the Hnglish language are generally
avalleble, English ebstracts bacoming generally available after the date of entry
into force of these Rugulations shall require the inclugion of the patent docu-
ments to which the abutracts refar no later than six months after such abatrects
become gonerally availuble, Tn case of the interruption of abstracting services
inEnglish inechnical fields in which Linglish shetracts were formerly generally
avellable, the Assembly shell wke appropriute measures to provide for the
prompt restoration of euch services in the said fields,

() For the purposes of this Rule, applications which have only been laid
open for public inspaction are not considered published spplications.

#The words printed in ltalios in paragraphs (c)(vi) end (e) of Rule 34,1 will becarme
epplicable at the tame tima that the BCT will eater Into foroe in respect of the covntry
which, emong the Spanish-apeaking countries, 1 the fimt to raufy or ecceds to the PCT,
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#CT Rule 36
Minlmum Requlrements for International Searching Authorities
36.1 Definition of Minimum Requirements
The minimum requirements referred to in Anticle 16(3)(c) shall be the
{following:

(i) the national Office or intergovemmental organization must have at
least 100 full-time employees with sufficienttechnical qualifications to camry out
gearches;

(ii) that Office or organization must have in its possession at least the
minimum documentation referred to in Rule 34, properly arranged for search
parposes;

(iii) that Office or organization muet have a siaff which is capable of
searching the required technical fields and which has the language facilities to
vnderstand at least those langusges in which the minimum documentation
referred to in Rule 34 is written or ig translated,

PCT Rule 39
Subject Matter under Artlele 17(2)(a)(I)
39.1 Definition

No Intemational Searching Authority shall be required to search an
international application if, and to the extent to which, its subject matter is any
of the following:

(i) scientific and mathematical theories,

(ii) plant or animal varictics or essentially biological processes for the
production of plants and animals, other than microblological processes and the
products of such processes,

(iif) schemes, rules or methods of doing business, performing purely
mentsl acis or playing games,

(iv) methods for trestment of the humen or enimnal body by surgery or
therapy, as well as diegnostic methods,

(v) mere presentations of information,

(vi) computer progrems to the extent that the International Searching
Authority is not equipped to search prior &ri concerning such programs,

PCT Adminlstrative Instruections Section 501
Corrections Submitted to the International Searching Authority
Concerning Expressions, etc,, Not to be Used In the
Internationaf Application

Where the applicant subinits corrections 1o the Intemational Searching
Authority simed at complying with the prescription of Rule 9.1, that Authority
ehall transmit copies of such corrections to the receiving Office and the
Intemational Bureau,

The objective of the international search is to discover
relevant prior art (PCT Article 15(2)). “Prior art” consists of
everything which has been made available to the public any-
where in the world by means of written disclosure (including
drawings and other illustrations); it is “relevant” in respectof the
international application if it is capable of being of assistance in
determining that the claimed invention is or is not new and that
the claimed invention does or does not involve an inventive step
(i .e., that it is or is not obvious), and if the making available to
the public occurred prior to the international filing date, for
further details see PCT Rule 33, The international search is made
on the basis of the claims, with due regard to the description and
the drawings (if any) contained in the international application
(PCT Acticle 15(3)).

DOCUMENTS SEARCHED BY THE INTERNATIONAL
SEARCHING AUTHORITY

The International Searching Authority must endeavor to
discover as much of the relevant prior art as its facilities permit
(PCT Asticle 15(4)), and, inany case, must consult the so-called
“minimum documentation” (PCT Rule 34),

1800-51

CERTAIN SUBJECT MATTER NEED NOT BE
SEARCHED

No International Searching Authority is required to per-
form an intemational search where the international applica-
tion relates to any of the following subject matters:

(i) scientific and mathematical theories,

(ii) plant or animal varieties or essentially biological proc-
esses for the production of plants and animals, other than .
microbiological processes and the products of such processes,

(iii) schemes, rules or methods of doing business, perform-
ing purely mental acts or playing games,

(iv) methods for treatment of the human or animal body by
surgery or therapy, as well as diagnostic methods,

(v) mere presentation of information, and

(vi) computer programs to the extent that it, the said Au-
thority is not ~quipped to search prior art (PCT Article
17(2)(a)(i) and PCT Rule 39).

The applicant planning to file an international application
may be well advised not to file one if the subject matter of the
application falls into one of the above mentioned areas; if he or
she still does file, the ** International Searching Authority
may declare that it will not establish an international search
report, It is to be noted nevertheless that the lack of the
intermational search report in such case will not have, in itself,

any influence on the validity of the international application

and the latter’s processing will continue, including its commu-
nication to the designated Offices.

>The USPTO has declared that it will search and examine
ininternational applications all subject matter searched and ex-
amined in U.S. national applications.<

NO SEARCH REQUIRED IF CLAIMS ARE UNCLEAR

If the International Searching Authority considers that the
description, the claims, or the drawings fail to comply with the
prescribed requirements to such an extent that a meaningful
search could not be carried out, it may declare that it will not
establish a search report (PCT Article 17(2)( a) (ii) and (b)).
Such declaration may also be made in respect of some of the
claims only, This may be particularly the case where the
description or the claims are unclear. The lack of the interna-
tional search report will not, in itself, have any influence on the
validity of the international application and the latter’s process-
ing will continue, including its communication to the desig-
nated Offices, Where only some of the claims are found to be
“unsearchable,” the International Searching Authority will not
search them, but will search the rest of the international appli-
cation, Any unscarched claims will be indicated in the Search
Report,

1863 The International Search Report
[R-2]

PCT Article 18
The International Search Report
(1) The international scarch report shall be established within the
preecribad time limit and in the prescribed form.
(2) The intemational eearch report shell, as s0on a¢ it has been estab-
lished, be trangmitied by the International Searching Authority to the applicant
and the Intemational Bureau,
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(3) The international search report orthe declaration referred toin Aricle
17(2)(a) shall be translated as provided in the Regulations. The translations ehall
be prepared by or under the responsibility of the International Bureau.

PCT Rule 37
Missing or Defectlve Tltle

37.1 Lack of Title

If the international application does not contain a title end the receiving
Office has notified the International Searching Authority that it has invited the
applicant to correct such defect, the International Searching Authority shall
proceed withthe internationel search unless and until it receives notification that
the said application is considered withdrawn.
31.2 Establishment of Title

Ifthe intemational epplication does not contsin a title and the International
Searching Authority hasnot received a notification from the receiving Office to
the effect that the applicant has been invited to fumish a title, or if the said
Authority finds that the title does not comply with Rule 4.3, it shall itself
establish a title,

PCT Rule 38
Missing Abstract

38.1 Lack of Abstract

If the intemational application does not contain an sbstract and the
receiving Office has notified the Interationsl Searching Authority that it has
invited the applicant to correct such defect, the Intemational Searching Author-
ity shall proceed with the internationel seerch unless and until it receives
notification thet the said application is considered withdrawn.
38,2 Establishment of Abstract

(#) If the intemational application does not contain an sbstract and the
Intemationel Searching Authority has not received & notification from the
receiving Office to the effect that the applicant has beon invited to furnish an
abstract, orif the said Authority finds that the abstract does not comply with Rule
8, it shall itgelf eatablish an abstract (in the lenguage in which the international
application: is published). In the latter case, it shall invite the applicant to
comment on the abstract established by it within one month from the date of the
invitation,

(b) The definitive contents of the abstract shall be detenmined by the
Intemational Searching Authority.

PCT Rule 43
The Internatlonal Search Report

43.1 Mentifications

‘The intemationel search report shall identify the International Searching
Authority which established it by indicating the name of such Authority, andthe
internationel epplication by indicating the intemational application number, the
name of the applicant, the name of the receiving Office, and the internationsal
filing date.
43.2 Dates

‘The international search report shall be dated end shall indicate the date
on which the intemational search was actually completed. It shalt slso indicate
the filing date of eny earlier applieation whose priority is claimed.
43.3 Classification

() The intemational search report shall contain the clagsification of the
subject matter at least according to the International Patent Classificstion,

(b) Such classification shall be effected by the Intemational Searching
Authority.
43.4 Language

Lvery intemnational search report and any declaration made under Asticle
17(2)(s) shall be in the language in which the intemational application 1o which
it relates is published,
43.5 Citations

(2) The intemational search report shall contain the citations of the
documents considered 1o be relevant,

{b) Themethod of identifying any cited document shell be regulated by the
Administrative Instructions,

(c) Citations of particular relevance shall be specially indicated.

(d) Citations which are not relevant to all the claims shall be cited in
relation to the claim or claims to which they are relevant,

(e) If only certain passages of the cited decument are relevant or particu-
larly relevant, they shall be identified, for enample, by indicating the page, the
column, or the lines, where the passage appears.
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43.6 Fields Searched

{2) The international search report shall list the classification identifice-
tion of the fields searched. If that idemtification is effected on the basis of a
classification other than the Intemational Patent Classification, the Intema-
tional Searching Authority shall publish the classification used.

(b) If the intemational search extended to patents, inventors' certificates,
utility cenificetes, utility models, patents or cenificates of addition, inventors’
centificates of addition, utility certificates of addition, or published applications
for eny of those kinds of protection, of States, periods, or langusges, not
included inthe minimum documentation &s defined in Rule 34, the international
gearch report shall, when practiceble, identify the kinds of documents, the
States,the periods, and the languages i which it exiended, For the purposes of
this paragreph, Anicle 2(ii) shall not apply.

43.7 Remarks Concerning Unity of Inventior

If the applicant paid edditicnel fees for the intematione! search, the
international seasch report shall so indicate. Funhermore, where the intema-
tional search was made on the main invention only (Anticle 17(3)(2)), the
international search report shall indicate what parts of the intemational applica-
tion were and what parts were not searched.

43.8 Signature

The intemational search report shall be signed by an authorized officer of
the Intemational Searching Authority.
43.9 No Other Matter

The internstional seerch report shall contain no matter other than that
enumerated in Rules 33.1(b) and (¢), 43.1,2, 3, 5,6,7 and 8, and 44.2(z) and (b),
and the indication referred to in Article 17(2) {b). In particulaer, it shell contain
no expressions of opinion, reasoning, arguments, or explanations.

43,10 Form

The physical requirements as to the form of the intemational search report

shall be prescribed by the Administrative Instructions.

PCT Rule 44
Transmlttal of the Internatlona) Search Report, Ete.
44.1 Copies of Report or Declaration

The International Scarching Authority shall, or: the same day, transmitone
copy of the intemnational search report or the declaration referred to in Article
17(2)(a) to the Intemational Burcau and one copy to the applicant.

44.2 Title or Abstract

() Subject 10 paragraphs (b) and (c), the international search report shall
either state that the International Searching Authority approves the title and the
abstract a8 submitted by the applicent or be accompenied by the text of the title
end/or abstract as established by the International Searching Authority under
Rules 37 and 38,

(b) If, at the time the intemational search is completed, the time limit
allowed for the applicant to comment on any suggestion of the Intemational
Searching Authority in respect of the abstract has not expired, the intemational
seerch report shall indicate that it is incomplete as far as the abstract is
concemned,

(c) As goon as the time limit referred to in paragraph (b) has expired, the
Internationsl Sesrching Authority shall notify the sbstract approved or estab-
lished by it to the International Bureau and to the spplicant.

44.3 Copiss of Cited Documents

(a) The srequest referred to in Article 20(3) may be presented any time
during seven years from the intemational filing date of the intemational
application to which the intemational search report relates,

(b) The Intemational Searching Authority may require that the party
(applicent or designated Office) presenting the request pay to it the cont of
preparing end mailing the copies. The level of the cost of preparing copies shall
be provided for in the agreements referred to in Article 16(3)(b) between the
Internationel Searching Authorities and the International Bureau,

(¢) Any Intemnational Searching Authority not wishing to send copies
direct to any designated Office shall send & copy tothe International Bureau and
the International Bureau shall then proceed es provided in paragraphs (e) &nd

(b),
(d) Any international Searching Autherity may perform the cbligations
referred to in (=) to (c) through another agencey responsible to it,

PCT Adminlstrative Instructions Sectlon 503
Mothod of Identifylng Documents Clted In the International
Search Report
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Idemification of eny document cited in the intemational search repont
referred in Rule 43.5(b) shall be made by indicating the following elements inthe
order in which they are listed:

(2) In the case of any patent document (patent documents being patents
within the meaning of Article 2(ii) es well ss published applicatione relating
thereio:

(i) the Office that issued the document, by the two-letter code as i) Annex

(ii)thekind of document, by the appropriate symbols as in > the Standard
Code for Identification of Different Kinds of Patent Documents. Publiched in
WIPO Handbook on Patent Information and Documentation, Volume 1, Pert 3,
Standards-ST.16.

(iii) the number of the document as given to it by the Office that issued it
(for Japanese patent docunents the indication of the year of the reign of the
Emperor must precede the serial number of the patent document);

(iv) the name of the patentee or applicant (in capital letters, where
appropriate abbreviated),

(v) the date of publication of the cited patent document as indicated
thercon; and

(vi) where applicable, the pages, columns or lines where the relevant
passages appear, or the relevant figures of the drawings.

(The following example illustrates the citation of & patent document
according to paragraph (a) above:

JP, B, 50-14535 (NCR CORPORATION) 28 May 1975 (28.05.75), see
column 4, lines 3 10 27).

(b) In the Case of any Book or Other Separately Issued Publication:

(i) the name of the author;

(ii) the title (including, where applicable, the number of the edition and/or
volume);

(iii) the year of publication (when this coincides with the year of the
international application or of the priority cleim, the International Searching
Authority shall endesvor to determine the month and, if necessary, the day of
publication and to indicate these data in the international search report);

(iv) the name of the publisher;

(v) as far as available, the place of publication (where only the location of
the publisher appears on the book or other separately issued publication, then that
location shall be indicated as the place of publication); and

(vi) where appliceble, the pages, columns or lines where the relevant
passages sppear, or the relevant figures of the drawings.

(The foliowing example illustrates the citation of a book or other separately
issued publication eccording to paregraph (b) ebove:

H. Walion, “Microwave Quantum Theory,” Volume 2, published 1973, by
Sweet and Maxwell (London), see pages 138 1o 192, especially pages 146 to
§48.)

(c) In the case of any article published in a periodical or other serial
publication:

(i) the title of the periodical or other seriel publication; -

(ii) the pumber of the volume and the date of the issue in which the article
appears;

(iii) ag far as available, the place of publication (where enly the location of
the publisher appears in the periodical or other serial publication, then that
location shall be indicated as the place of publication);

(iv) the author and the title of the article and the number of the page both
on which the article staris and ends; and

(v) where applicable, the pages, columns or lines where the relevant
passages appear, or the relevant figures of the drawings.

(The following example illustrates the citation of an article published in &
periodical or other gerial publication according to paragraph (c) sbove:

IBM Technical Disclosure Bulletin, Volume 17, No. §, issued October
1974 (Armonk, New York),J, G. Drop, “Integraied Circuit Personalization atthe
Module Level” sec pages 1344 and 1345.,)

(d) In the case of absiracts:

{i) the identification of the document containing the abstract in the manner
set forth in paregraphs (a), () and (c) respectively, depending upon whether the
abstract is contained in 8 patent document, in & book or other separately issued
publication, or in an article published in a pericdical or other serial publication;

(ii) in the case where the abstract is not published together with the full text
document which served as its basis, the identification of both abstract and full
text document on the basis of whatever bibliographic data may be available in
respect thereto.

(The following example illustrates the citation of an abstract according to
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paragraph (d) (ii) sbove:

Chemical Abstracts, Volume 75, No. 20, issued 15 November
1971¢15.11.71) (Columbus, Chio, USA), D. 1. Shetulov, “Surface Effects
During Mental Fatigue,” see page 163, column 1, the abstraci No. 120718k,
Fiz.-Khim. Mekh. Mater, 1971, 7(2), 7-11(Russ).)

PCT Adminlstrative Instructions Scetion 504
Classificatlon of the Subject Matter of the International
Applicatloz

(a) Where the subject matter of the international application is such that
classification thereof requires more thr.n one classification symbol according
10 the principles to be followed in the application of the International Patent
Classification to any given patent document, the intemnational search report
shall indicate all such symbols.

(b) Where any national clagsification system is used, the international
search report may indicate all the applicable classification symbols also
according to that vystem.

(c) Where the subject matter of the international application is clagsified
both according to the Intemational Paient Classification and to any national
classification system, the intemnational search report shall, wherever possibie,
indicate the corresponding symbols of both classifications opposite cach other.

PCT Adminlstrative Instructions Sectlon 508
Indlcation of Cltations of Particuiar Relevance in the
Internationsl Search Report

(&) Where any document cited in the intemnational search report is of
particular relevance, the special indication required by Rule 43.5(c) shail
consist of the leiter(s) “X" and/or “Y" placed next to the citation of the zaid
document,

(b) Category “X" is applicable where a document is such that whentaken
alone, & claimed invention cannot be considered novel or cannot be considered
to involve an inventive step,

(c) Category “Y" is applicable where a document is such that a claimed
invention cannot be considercd to involve an inventive step when the document
is combined with one or more other such documents, such combination being
obvious to a person gkilled in the art,

PCT Adminlstratlve Instructions Sectlon 507
Manner of Indlcating Certain Speclal Categorler of Documents
Cited In the International Scarck Report

(a) Where any document cited in the intemational search report refers to
an oral disclosure, use, exhibition, or other means referred to in Rule 33.1(b),
the seperate indication required by that Rule shall consiet of the letter “O"
placed next to the citation of the said document.

(b) Where any document cited in the intemational search report is 8
published application or patent as defined in Rule 33.1(c), the special mention
required by that Rule shall consist of the letter “E"” placed next to the citation
of the said document.

(c) Where any document cited in the intemational search report is not
considered to be of particular relevance requiring the use of categories "X and/
or"Y" but defines the general state of the art, it shall be indicated by the letier
“A" placed next to the citation of the said document.*

* (see 111, 3.14 of the Guidelines for International Search 1o be Carried
Out under the PCT)

(d) Where any document cited in the intemational search report is &
document whose publication date occurred earlier than the international filing
date of the international application, but later than the priority date claimed in
that application, it shall be indicated by the letter “P" next to the citation of the
said document,

(¢) Where any document cited in the intemational search report is a
document whose publication date occurred after the filing date or the priority
date of the international application and is not in conflict with the anid
application, but is cited for the principle or theory undeslying the invention,
which may be useful for a better understanding of the invention, or is cited to
show that the reasoning or the facts underlying the invention are incorrect, it
shall be indicated by the letter “T" next to the citation of the document,

(f) Where in the intemational search report any document is cited for
ressons other than those referred to in paragraphs (a) to (e), for example:

- g document which may throw doubt on a priority claim,**

= & document cited 1o establish the publication date of another cite-
tion¥#
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INTERNATIONAL SEARCH REPORT

Apnlicent's er Agent's Fite Reference 4%
IZEWTIPICATION OF ITERNATIONAL APPLICATION CMC=123
Intarnetions! Application No, Intgraatiens! Filing Daste ®
PCT/UBE7/88888 06 July 1987 (06.07.87)
Recelving Gffice Prierity Date Claimed ¢
RO/US 18 July 1986 (15.07.86)
“Agglicant s = S

Columbia Marine Corporation

“"IT] CERTAIN ELAIE WERE POUND UNBIARENABLE 10 (Obsorvetions on supslamantsl shast (@)
E UNITY QF INVENTION iB LAGRIKG 31 (Gboerveiiona on eupplemental eheot ()

I, TITLE, ABETRACT AND FIGURE OF BRAWING

%, The fellewing Indlcated ltome aro appraved as submitied by the applicents ¢

(3 wite, 7] abstract.

2. The tonte enteblished by this Internatiene! Boerching Authority of the feliewing Indiceied Heme are et torth balow:
] vuse,
Eﬂ Abeiract.

A wind vane steering gear (10) for & sailboat (1)
comprising a bracket (l11) adapted for attachment to the
bow of the sailboat for pivotally supporting a forward
rudder (12), and a wind vane (42) adjustable to different
positions by means of an actuating member (65) to control

the position of the rudder.

£ Tens of the sbetrect eentinued on supplemental shess (1)

3. o [ The definite eent the &batraot 6re ot
‘oc Inite o o:gv':v ?.f“ 1 mr umm by this Internstione! Bearehing Autherity 88 progoasd in

EJ This n ineamplet sancamed Be
o e neomaete oo th #% g:m“n'c"nﬂmm Briad 80415 ey Uit for commonts by the appicant on the
4, Biguro 10 bs publishsd with the abatract ¢
Eigure N8, ol ) NERS & the figures,
[) bessuse the spplican falled te eugpast & Agure
[} kesaves this Aigure batier charnatariaos the liwertien, ¢

Ferm PCT/IBA/210 (firet sheet) (May 806) Gao nates on BECOMPBanYING phaet
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laternstionsl Applicetion Ne. PC'T /USB7 /888688 |
BURTHER INFORMATION CONTINUED FROM THE BECOND BHEEY

V.D CHBIRVATIONG WHERE GERTAIN CLAING WERE FOUND UNGEARCHARBLE 10

Thie Inteenationel search report hee not been estebliched In respect of ceriein claime under Article 17(2) (e) for the {ollowing reseons:
l.l:] Clalm numbers . becauss they relate (o subject matter 1¥ not required 49 be searched by this Authority, nemaly:

2["] etaim numbe-:

R ecruse they selete to parie of the Internetional epplicetion thit do not comply with the prescribed regulres
ments to 6v:h &n er

el no meaningiul interastional eparch can be cerried out 15, gpecifically:

W.m OBBERVATIONS WHERE UNITY OF INVENTION 16 LACKING 13

‘Thie Internationel Besrching Authority found mutiple Invenatiane in this Inlernationsl applicetion se follows:

I. Claims 1~5 drawn to a sailboat self-gsteering gear.

IZ, Cleims 6-8 drawn to a compass with an alarm to indicate
deviation from a planned course.

'lAm A all required additionel sersch fooe were tiraely peid by the applicant, thig interastional easrch cepcrt covere el searcheble claims
of the International apphication,

!.[::] A¢ only some of the required edditionel search fees were timely peid by the applicent, this internglional eeerch fepcrt covese only
those ciaims of the internstionel applicetion for which fece ware paid, specificelly elelme;

3. Ko required addivions| cesrch fese ware timsly pald by the applicent. Conseguently, this internationsl eserch reponi le resiricted (o
the invention firat mentioned in the clsime; il Is covered by cleim numbers:

|, A6 it eearchable clsims could be searched withoul eflort jusiifying en edditional fee, the International Besrching Authorlty did net
= Invile payment ol eny edditione! fee.

Remark an Protse!
(] ne additionsl aesrch taes were led by applicant’s protest
m Ko protest sccompanlad tha payment of edditional search fees,

Ferm PCT/18A/210 (supplemaental ehaeot (2) (May 1966) @ee notes en scecmponying sheet
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INTERNATIONAL SEARCH REPORT
Intarnstional Apgiicslion No PCT/USB7/88888

L CLABGIFICATION OF BURJECT MATTER (If coveral clagaification symbols apply, indicate ali)

I FIELDE GEARCHED

Accmgno to Inteznational Patent Classification (IPC) or to bolh Hations! Clagsification and IPC

IPC” B63H 25/02 // B63H 25/04
U.8, Cl, 114/144C

Minimum Bocumentation Searched ¢

Claseincation System | Classification Bymbots

U.t. Cl. | 144/144C, 144R, 39
t
|

Bocumantaticn Searched other then Minimum Dasumantstion
1o the Extent that such Documents are Included in the Figide Searched ¢

IIl, BOGCUMENTE CONSIDERID TO BE RELEVANT 1¢

Cutegory © | Cliation of Document, 10 with indlcation, where appropriate, of the relevent passeges 7 Relevant te Cleim No, 16
Y GB,A 392,415 IVERSON 18 May 1933 (18.05.33) l =35
(Note page 2, lines 4~9 for vane)
Y Wo,A WOB3/01934 DAW 0¢ June 1963 (09.06.83)
(Note forward rudder in Figure 5) l=-23
A Engineering, Vol. 216, no. 5465, 26 February
1971, Eric Twiname, "Auto-helmsmen for yachts"
pages B23 and 824, 4
A JP,A 60-166,591 MITSUBISHI, 29 August 1985
(29.08.85) 6 =« 8
i, cktoin o ctas documet T ST B, e A8, 8
A" conlldouﬂ‘lo‘ b; 3,";'.;{,“,"',:}:','.:".'"' art which ia not .c':t'o:dmllgnznﬂov.lunu the 3rln°clpl: of theory u%orlylng the
“E" garlier document but published on er afier 1he international »y" document of particuler relavance; the clalmed invention
filing date ¢ANNCL BO CONBIUGTE0 novel OF CAMRGY Ge considered 1o
e elad 1o atabhen e Sublichon gAfe af snother Invalve an inventive step
Giailon of uiner 8pscial reanon (a# #pscifed) "v" ocument of sarticular ralevence the clsimed invention
Q" gacumont refersing to an orel digclosure, ure, exhibition er document i combined with ane of mere olher Such docus
other means mt'w:..o'xch cambingtion being cbvious to & person shillsd

sy aﬂ:umm ublished prier te the intarnetions! Ailing date but
ter than the prierily date claimed 4" decument member of the same patent family

v, CERTIFICATION
Bato of the Actue! GCemplation of the Internationel Gaerch *

14 October 1987 (14,10,.87)

tnternations! Searching Autharity )
ISA/UB emnen Decatur

Date of Malling of this Internstions! Gearck Report 1

Eignature of Authorizad Ofcer 10

Form PCT/IBR/290 (second eheet) (Way 1986) Bee notes on sacempanylng eheet
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such document shall be indicated by the letter “L" next to the citation of
the document and the reason for citing the document shall be given.

w& (see VI, 4.3 of the Guidelines for Intemational Search to be Carried Qut
under the PCT)

wi¥ (gee VI, 6.2 of the Guidelines for Intemationat Search to be Carried
Qut under the PCT)

(g) Where & document is & member of a patent family,**** it shall,
whenever feasible, be mentioned in the internationel search report in addition
to the one cited belonging as well to this family and should be preceded by the
sign ampersand (&). Members of a patent family may also be mentioned on a
separate sheet, provided that the family to which they belong shall be clearly
identified and that any text matter on that sheet, if not in the English language,
shall also be furnished to the Intemational Bureau in English Translation,

(h) A document whose contents have not been verified by the search
examiner but are believed to be substantially identical with those of another
document wixch the search examiner has inspected, may be cited in the
international search report in the above mentioned manner indicated for patent
family members in the first sentence of paragraph (g) ###%*,

waus (gee VI, 3.2 of the Guidelines for International Search to be Carried
Qut under the PCT)

sk (gee VI, 5.2 of the Guidelines for Intemational Search to be Carried
Out under the PCT)

PCT Adminlsirative Instruction Section 508
Manner of Indicating the Clalms ¢o which the Documents Cltec
in the Internationa! Search Repert Are Relevant
The claims to which cited documents are relevant shall be indicated by
placing in the appropriate column of the intemational search report:

(i) where the cited document is relevant to one claim, the number of that
claim; for example, (2) or (17);

(ii) where the cited document is relevant totwo or more claimg numbered
in consecutive order, the number of the first and last claims of the series
connected by a hyphen; for example, (1-15) or (2-3);

(iii) where the cited document is relevant to two or more claims that are
not numbered in consecutive order, the number of each claim placed in
ascending order and separated by a comma or commas; for example (1, 6)or (1,
7, 10);

(iv) where the cited document is relevant to more than one series of
cleims under (ii) above, or to claims of both categories (ii) and (iii), above, the
series or individual ciaim numbers and series placed in ascending order using
commas to separate the several series, or io separate the numbers of individual
claims and each series of claims; for example (1-6, 9-10, 12-15) or (1,3-4, 6, 9-
11).

CONTENTS OF THE INTERNATIONAL SEARCH
REPORT

The international search report (PCT Rule 43) contains,
among other things, the citations of the documents considered
to be relevant (PCT Rule 43.5 and Administrative Instructions
Section 503), the classification of the subject matter of the
invention (PCT Rule 43.3 and Administrative Instructions Sec-
tion 504) and an indication of the fields searched (PCT Rule
43.6). Citations of particular relevance must be specially indi-
cated (Administrative Instructions Section 505); citations of
certain specific categories of documents are also indicated
(Administrative Instructions Section 507); citations which are
notrelevanttoall the claims must be cited in relation to the claim
or claims to which they are relevant (Administrative Instruc-
tions Section 508); if only certain passages of the cited docu-
ment are particularly relevant, they must be identified, for
example, by indicating the page, the column or the line s, where
the passage appears. The international search report form, PCT/
ISA/210 appears in> MPEP< § 1865. It is important to note that
an international gearch report must not contain any expression
of opinion, reasoning, argument or explanation of any kind

1800-57

1867

whatsoever relating (o patentability.

TRANSMITTAL OF THE INTERNATIONAL SEARCH
REPORT

The United States International Searching Authority trans-
mits, on the same day, a copy of the iniernational search report
or, where no search report is established, the declaration to that
effect, to the applicant and the International Bureau (PCTAr-
ticle 18(2) and PCT Rule 44.1). The International Bureau uses
the search report for publication and communication to the
designated Offices.

TITLE OF THE INVENTION OR ABSTRACT MISSING
OR DEFECTIVE

If the title of the invention or the abstract are missing or
defective, the International Searching Authority will establish a
proper title or abstract. When the International Searching Au-
thority finds that the abstract is defective, it will prepare a new
abstractand allow the applicant 30 days to comment. For further
details, see PCT Rules 37, 38, and 44.2

1865 Time Limit for Establishing the
International Search Report [R-2]

PCT Rule 42
Tlme Limit for International Searck
42.1 Time Limit for Intemational Search
The time limit for establishing the intemational search report or the
declaration referred toin Article 17(2)(a) shall bre three months from the receipt
of the search copy by the Intemational Searching Authority, or nine months
from thc priority date, whichever time limit expires iater.

The international search report must be established within
three months from the receipt of the search copy by the Interna-
tional Searching Authority, or within nine months from the
priority date (for the definition of “priority date”, see PCT
Article 2(xi)), whichever time limit expires later (PCT Article
18(1) and PCT Rule 42).

1867 Refund of International Search Fee

37 CFR 1.446 Refund of International application fliing and

processing fees.

(a) Money paid for international application fees, where paid by actual
mistake or in excess, such as a payment not required by law or Treaty and its
Regulations, will be refunded,

(b) [Reserved]

(c) Refund of the supplemental search fees will be made if such refund is
determined to be warranted by the Commissioner or the Commissioner's
designee acting under PCT Rule 40, 2(c).

(d) The intemational and search fees will be refunded if no intemational
filing date is accorded (PCT Rules 15.6 and 16.2),

Refund of the supplemental search fees will be made if such
refund is determined to be warranted by the Commissioner of
Patents and Trademarks or his designee acting under Rule
40.2(c).
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1868 Unity of Invention before the
International Searching Authority [R-§]

PCT Rule 40
Lack of Unity of Invention (International Search)

40.1 Invitation to Pay

The invitation to pay additional fees provided for in Article 17(3)(a) shall
specify the reasons for which the intesnational application is not considered as
complying with the requirement of unity of invention and shall indicate the
amount 1o be paid.

40.2 Additional Fees

(2) The amount of the additional fee due for searching under Article
17(3)(a) shall be determined by the competent Intemational Searching Author-
ity.

(b) The additional fee due for searching under Anticle 17(3)(a) sheil be
payable direci to the Intemational Searching Authority.

(c) Any applicant may pay the additionsl fee under protest, that is,
accompenied by a reasoned statement to the effect that the international
application complies with the requirement of unity of invention or that the
amount of the required additional fee is excessive. Such protest shall be
examined by a three-member boerd or other special instance of the Intemational
Searching Authority orany competent higher authority, which, tothe extent that
it finds the protest justified, shall order the total or partial reimbursement to the
applicant of the additional fee. On the request of the applicunt, the text of both
the protest and the decision thercon shall be notified to the designated Offices
together with the intemational search repori. The applicant shall submit any
translation thereof with the fumishing of the tranglation of the international
application required under Article 22,

(d) The three-memberboerd, special instance or competent higher author-
ity, referred to in paragraph (c), shall not comprise any person who made the
decision which is the subject of the protest.

40.3 Time Limit

The time limit provided forin Article 17(3)(a) shell be fixed, in each case,
according to the circumstances of the case, by the International Searching
Authority; it shall not be shorter than 15 or 30 days, respectively, depending on
whether the applicant's address is inthe same country as or in a different country
from that in which the Intemational Searching Authority is located, and it shell
not be Jonger than 45 days, from the date of the invitation.

PCT Administrative Instructions Section 502
Protest Agalnst Payment of Additionai Fee and Decision
Thereon

The Interational Searching Authority shall transmit to the applicant, at
thelatest together with the intemnational search report, any decision which it has
taken under Rule 40.2(c) on the protest of the applicant ageinst the payment of
the additional fee. At the same time, it shall transmit to the Intemational Buresu
& copy of both the protest and the decision thereon, as well as any request by the
applicant toforward the texts of both the protest and the decision thereon to any
of the designated Offices.

37 CFR >1.476<® Determination of unity of Invention before
the international searching authority,

() Before establishing the intemational search report, the International
Searching Authority will determine whether the international application com-
plies withthe requirement of unity of invention as set forth in FCT Rule 13 >(see
§1.475(f) and §1.475.<

{b) If the Intemationsl Searching Authority congiders that the intemna-
tional application does not comply with the requirement of unity of invention,
it shell inform the applicant accordingly and invite the payment of additional
fees (note §1.445 and PCT A, 17(3)(a) and PCT Rule 40). The applicant will
be given a time period in accordance with PCT Rule 40,3 to pay the additional
fees due.

(¢) In the case of non-compliance with unity of invention and where ro
additionsl fees are paid, the intemational seasch will be performed on the
invention firet mentioned ("main invention") in the claims.

(d) Lack of unity of invention may be directly evident before considering
the claims in relation to any prior art, or afier teking the prior ent into
congideration, as where a docwnent discovered during the search shows the
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invention clasimed in & generic or linking claim lacks novelty or is cleasly
obvious, leaving two or more claims joined thereby without a common inven-
tive concept. In such a case the Intemational Searching Authority may raise the
objection of lack of unity of invention,

37 CFR 1.477 Protest to lack of unity of invention before the
International Searching Authority.

(a) If the applicant disagrees with the holding of lack of unity of invention
by the International Searching Auihority, additional fees may be paid under
protest, accompenied by a request for refund and a statement seting forth
reasons for disagreement or why the required additional fees are considered
excessive, or both (BCT Rule 40.2(c)).

(b) Protest under paragraph (a) of this section will be examined by the
Commissioner or the Commissioner's designee. In the event that the applicant’s
protest is determined to be justified, the additional fees or a portion thereof will
be refunded.

(c) An applicant who desires that a copy of the proiesi and ihe decision
thereon accompany the international search report when forwarded to the
Designated Offices, may notify the Intemational Searching Authority to that
effect any time prior to the issuance of the intemational search report. Thereaf-
ter, such notification should be directed to the International Bureau (PCT Rule
40.2(c)).

THE REQUIREMENT FOR “UNITY OF INVENTION"

Any international application must relate to one invention
only or to a group of inventions so linked as to form a single
general inventive concept (PCT Article 3(4)(iii) and 17(3)(a),
PCT Rule 13.1, and 37 CFR 1.481). The construction of this
principle is laid down in PCT Rule 13.2, 13.3, and 134,
Observance of this requirement is checked by the International
Searching Authority and may be relevant in the national (or
regional) phase.

>The decision in Caterpillar Tractor Companyv. Commis-
sioner of Patents and Trademarks, 231 USPQ 590 (E.D. Va.
1986) held that the Patent and Trademark Office interpretation
of 37 CFR 1.141(b)(2) as applied to unity of invention determi-
nations in international applications was notin accordance with
the Patent Cooperation Treaty and its implementing regula-
tions. In the Caterpillar international application, the USPTO
acting as an International Searching Authority, had held lack of
unity of invention between a set of claims directed to a process
for forming a sprocket and a set of claims drawn to an apparatus
(dic) for forging a sprocket. The court stated that it was an
unreasonable interpretation to say that the expression "specifi-
cally designed” as found in PCT Rule 13.2(ii) mcans that the
process and apparatus have unity of invention if they can only
be used with each other, as set forth in the Manual of Patent
Examining Procedure (MPEP) § 806.05(e).

Therefore, when the Patent and Trademark Office consid-
ers international applications as an International Searching
Authority, as an International Preliminary Examining Author-
ity, and during the national stage as a Designated or Elected
Office under 35 U.S.C. 371, PCT Rule 13.1 and 13.2 will be
followed when considering unity of invention of claims of
different categories without regard to the practice in national
applications filed under 35 U.S.C. 111. No change is made in
restriction practice in United States national applications filed
under 35 U.S.C. 111 outside the PCT. No change in practice is
being made in regard to claims of the same category of invention
either in PCT international applications or in U.,S. national
applications,

Inappling PCT Rule 13.2 tointernational applications asan
International Searching Authority, an International Preliminary
Examining Authority and to national stage applications under
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35U.8.C. 371, examiners should consider for unity of invention
all the claims to different categories of invention in the applica-
tion and permit retention in the same application for searching
and/or preliminary examination, claims to the categories which
meet the requirements of any one of PCT Rule 13.2(i) to (ii).

The examiner should also permit in the same international
or national stage application the following two combinations:

(1) An independent claim for a given product and an
independent claim for a process specially adapted for the
manufacture of said product.

(2) An independent claim for a given product and an
independent claim for a process of using the said product.

If an application contains a combination of categories of the
claims which do not fall within one of the combinations of PCT
Rule13.2(i) to (iii) or additional combinations (1) or (2) above,
i.e., they claim more or less categories of invention than permit-
ted in any one of PCT Rule 13.2(i) to (iii) or combination (1) or
(2) above, unity of invention may not be present.

Further, anindependent claim fora use in PCT Rule 13.2(i)
and combination (2) above will be construed as being limited to
a claim directed to a process of using. In determining unity of
invention under PCT Rule 13.2(i) and (iii) and combination (1)
above, under the rules, the examiner should consider the word
"specially” which appears before "adapted” to be an emphasis
word rather than a limitation, In determining unity of invention
under PCT Rule13,2(ii), the examiner should consider the word
"specifically” which appears before "designated” to be an
emphasis word rather than a limitation.

If an application includes claims to all the categories of
invention set forth in any one of PCT Rule 13.2(i), (ii), (iii),
combinations (1) or (2) above and no additional categories of
invention are present, unity of invention may exist and no addi-
tional fees should be required or restriction requirement made,
subject to the folowing guidelines.

For example, if an application contained claims to only a
process for the manufacture of a product and claims to a use of
aproduct and no product claim is present, there will be lack of
unity of invention since the provisions of Rule 13.2(i) do not
apply because claims to all categories of invention set forth in
PCT Rule 13.2(i) are not included in the application and the
process for manufacture of a product is independent of the use
of the product since neither is dependent on the other. Also, if
claims to all three categories of FCT Rule 13.2(i) were present
at the time of the first Office action in a national stage applica-
tion and all the product claims are rejected in the first Office
action, a requirement for restriction could also be made, if
appropriate, in view of independent inventions being in the
application without an allowable linking (product) claim.

Where claimgto acategory of invention in addition to those
listed in any one of PCT Rule 13.2(i), (ii), (iii) or combinations
(D or(2)aboveare included in an application, unity of invention
may be lacking between the claims drawn (o the combination of
the categories of invention set forth in any one of PCT Rule
13.2(i), (ii), (i1i) or combinations (1) or {2) above, and the claims
to the additional category of invention, For example, if an
application contains claims to aprocess for manufacture, claims
to an apparatus or means for carrying out the process end claims
to a process of using the product manufactured, there could be
lack of unity of invention. In such a situation the examiner
should group the claims to the process for manufacture and the
claims for an apparatus or means for carrying out the process
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because unity of these two categories exists under PCT Rule
13.2(i). The claims to the use of the product can be separately
grouped if the "use" is shown to be "independent and distinct”
of both the "process for manufacture” and the "apparatus or
means for carrying out the process” as provided in Chapter 800
of the Manual of Patent Examining Procedure (MPEP).

When the claims presented to an application are direcied to
several categories of invention under the rules so that more than
one paragraph of PCT Rule 13.2 and combinations (1) or (2)
above applies, the examiner should inspect the claims to see if
the categories of invention set forth in PCT Rule 13.2, para-
graphs (i), (ii), and (iii), and then combinations (1) or (2) above
are present in the application in that order. For example, if the
categories of PCT Rule 13.2(i) are found in the application, the
claims to those categories stated in PCT Ruie 13.2(i) will be
considered as one invention and any claims to different catego-
ries of invention will be reviewed to determine if they are
"independent and distinct” of all the claims covered in PCT
Rule 13.2(i) in accordance with the provisions of Chapter 800
of the MPEP,

Under PCT Rule 13.2 and combinations (1) and (2) above,
unity of invention will exist where the claims are limited to one
invention in each category of invention recited. For example,
under PCT Rule 13.2(3), claims are permitted to one product,
one process of manufacturing the product and one use of the
product. If multiple products, processes of manufacture or uses
are claimed, the first invention in the category first mentioned
in theclaims should be considered asthe elected invention under
the rules. The first recited invention of each additional category
whichisrelated tothe firstinvention as indicated in the previous
sentence will be considered elected, Accordingly, for example,
if mutiple products are claimed, the first recited product will be
considered to be constructively elected and if multipie proc-
esses adapted for making and/or using the product are claimed,
the first recited process will also be constructively elected, Any
additiona} inventions of the same category will be subject to
payment of additional fees during the international stage. In a
national stage application submitted under 35 U.S.C. 371 any
such holding by the examiner will be made in the form of a
restriction requirement, Such a restriction requirement will be
made on the basis of criteria set forth in MPEP Chapter 800.
Applicant wiil have the right to traverse such a restriction
requirement in the response to the Office Action,

Inventions of different categories, to have unity of inven-
tion, must be related rather than independent inventions, For
example, the product as claimed in PCT Rule 13.2(i) and
combinations (1) and (2) above must be capable of being made
by the claimed process for manufacture or being used in the
claimed process of use. Likewise in PCT Rule 13.2(ii), the
apparatus as claimed must be capable of carrying out the
claimed process. In PCT Rule 13,2(iii), the claimed process of
manufacture must be capable of preparing the claimed product
and the claimed apparatus or means must be able to perform the
claimed process of manufacture.<

LACK OF UNITY OF INVENTION
The scarch fee which the applicant is required to pay is
inter:ded to compensate the International Searching Authority
for carrying out an international search on the international
application, but only where the international application meets
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the “requirement of unity of invention”, That means that the
international application must relate to only one invention or
must relate to a group of inventions which are so linked as to
form a single general inventive concept (PCT Articles 3(4)(iii)
and 17(3)(a)).

If the International Searching Authority finds that the
international application does not comply with the requirement
of unity of invention, the applicant will be invited to pay
additional search fees. The International Searching Authority
will specify the reasons for its findings and indicate the number
of additional fees to be paid (PCT Rules 40.1,40.2(a) and (b)).
Such additional fees are payable directly to the International
Searching Authority which is conducting the search, cither the
United States Patent and Trademark Office or European Patent
Office, within the time limii fixed, which must not be shorier
than 15 devs, if the applicant’s address is in the same country as
the Intemational Searching Authority; or 30 days, if applicant’s
address is in a country different than the country of the Interna-
tional Searching Authority ; and ot longer than 45 days from
the date of the invitation (PCT Rule 40.3 )). Thic amount of the
additional search fee per additional invention charged by the
U.S. International Searching Authority is $140.00 perinvention
(37 CFR 1.445(a)(3)). The additional szarch fee charged by the
European Patent Office as an International Searching Authority
is >2,095<* Deutsche Marks, payable directly io the European
Patent Office.

The International Searching Authority will establish the
international search report on those parts of international appli-
cation which relate to the “maininvention,” thatis, theinvention
or the group of inventions so linked as to form a single general
inventive concept first mentioned in the claims (PCT Article 17
(3)(a)). Moreover, the international search report will be estab-
lished also on those parts of the international application which
relate to any invention (or any group of inventions so linked as
to form a single general inventive concept) in respect of which
the applicant has paid any additional fee within the prescribed
time limits,

Any applicant may pay the additional {ee under protest, that
is, accompanied by a reasoned statement to the effect that the
international application complies with the requirement of unity
of invention or that the amount of the required additional fee is
excessive (PCT Rule 40.2(c)). Any such protest filed with the
U.S. International Searching Authority will be examined and
decided by the Group Director (3 7CFR 1.482(b)). To theextent
that the applicant’s protest is found to be justified, total or partial
reimbursement of the additional fee will be made, On the
request of the applicant, the text of both the protest and the
decision thereon is sent to the designated Offices together with
the international scarch report (37 CFR 1.482(c)).

Where, within the prescribed time limit, the applicant does
not pay any additional fees or only pays some of the additional
fees indicated, certain parts of the international application will
consequently not be searched, The lack of an international
search: veport in respect of such parts of the international
application will, initsclf, have no influence on the validity of the
international application and processing of the international
application will continue, both in the international and in the
national (regional) phases. Nevertheless, the U.S, nationai law
provides that such unsearched parts of the international applica-
tion will be considered by the United States as a designated
Office.
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ANNEX B
Code for identifying states and organizations
United Arab Emirates
Afghanistan
Antigua and Baruds
Albania
Angola
Argenting
Austria
Australia
Barbados
Bangladesh
Belgium
Bulgaria
Bahrain
Burundi
Benin (Dahomey)
Brunei
Bolivia
Brezil
Bahamas
Bhutan
Burma
Botswana
Byelorussian SSR
Belize
Canads
Central African Republic
Congo
Switzerland
Tvory Coant
C hile
Cameroon
China
Columbia
Costa Rica
Czechoslovakia
Cuba
Cape Verde
Cyprus
German Democratic Republic (East Germany)
Germany, Federal Republic of (West Germany)
Djibouti
Denmerk
Dominica
Dominican Republic
Algeria
Ecuador
Egypt
Spein
Ethiopia
Finland
Fiji
Brance
Gabon
United Kingdom
Grenada
Ghens
Gambia
Guines
Bquatoriel Guinea
Greece
Guatemala
Guine a-Bissau
Guyeane




SE5E5ERERERERESEEREE

33¥0E553E55583555E

PH
PE
PL

QA
RC
RW
SA
SB

sb
SE

SL
M

Honduras

Haiti

Hungary

Burkine Fago (Upper Volia)
Indonesis

Ireland

Tsrael

India

Iraq

Iren (Islamic Republic of)
Icelsnd

Ttaly

Jamaica

Jordan

Japan

Kenye

Democratic Kampuches
Comoros

Seint Christopher and Nevis

Democratic People's Republic of Korea (North Korea)

Kores, Republic of (South Korea)
Kuwasit

Laos
Lebanon
Saint Lucie
Liechtenstein
Sri Lanke
Liberia
Lesotho
Luxembourg
Libya
Morocco
Monaco
Madagascer
Mongolia
Mauritania
Malia
Meuritius
Maldives
Malawi
Mexico
Malaysia
Mozambique
Niger
Nigeria
Nicarague
Netherlande
Norway
Nepel

Nauru

New Zesland
Omean
Panamsa

Peru

Papua New Guinea
Philippines
Pakistan
Poland
Portugal
Paraguay
Qutar
Romania
Rwanda
Saudi Arabia
Solomaon Islands
Seychelles
Sudsn
Sweden
Singepore
Sierra Leone
Ssn Marine
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SN Senegal
SO Somalis
SR Suriname

§T Sao Tome and Principe
sU Soviet Union
sV El Salvador

sY Syria
2 Swezilend
™ Chad
TG Togo
TH Thailand
™ Tunisia
TC Turkey
TR Turkey
TT Trinidad and Tobage
TZ Tanzanie
UA Ukranian SSR
UG Uganda
uUs United States of America
Uy Uruguay
VA Holy See
vC Saint Vincent and the Grenadines
VE Venezuela
VN Viet Nam
vu Venuatu
WS Semos
YD Democratic Yeman
YE Yemen

YU Yugoslavia

ZA South Africa

M Zambis

ZR Zaire

YAl Zimbabwe

AP Industrial Property Organization for Africa (ARIPO)
EP European Patent Office (EPO)

CA African Intellectual Property Organization (OAPI)
WO  International Burcau of WIPO

ANNEX C
STANDARD CODE FOR IDENTIFICATION OF DIFFERENT KINDS OF
PATENT DOCUMENTS

Introduction

1, The recommendation provides for groups of lstter codes in order w0
distinguish patent documents, The letter codes slso facilitate the storage and
retrieval of such documents,

2. If any Office wants 1o amplify the information contained in the letter
code, this letter code may be optionally associated with & numerical code, The
meaning of such numerical code should then be defined by each Patent Office
aveiling itself of this option,

3, The code aleo provides for & letter for non-patant litsrature documents
(N) and for documents to be restricted to the internal vge of Patent Offices (X)
(e.g., confidential documents, nottobe disclosed cutside the Office), See in this
vespect also SL1 (ICIREPAT Menual pages 4.3.1,1 10 4.3.1.4),

Definltions

4, For the purposes of this recommendation, the expression “patent
documents” includes patents for inventions, inventors' cenificates, utility
centlficates, wility models, patents or ceriificates of addition, inventors’ cortifi-
cates of addition, utility cenificates «f addition, plant patents and published
applications therefor.

5. For the purposes of this recommendation, the term “entry in an officlal
gazette" means at least one comprehensive announcement In an official gazste
regarding the making available to the public of the compleie text, claima (if any)
and drawings (If any) of & patent document,

6. For the purposes of thie recommendstion, the terms “publication” and
“published” and ueed in the sense of making aveilable:

(i) & patent document to the public for inspection or supplying a copy
on Taquest

(i) multiple copies of & patent document produced by printing or like
process
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Explanation: If, at & particular procedural stage, & copy of the document is first
made available to the public for ingpection or copying and is then, at the same
procedural stage, made available in multiple copies produced by printing or like
process, only & single publication is considered to have occurred. If, on the other
hand, multiple reproduction results from & new procedural stage, this reproduc-
tion is considered to be & further publication of the document, even if the texts
at the two stages are identical.

7. According to certain nationel patent laws orregulations, the same patent
application may be published at various procedural stages. For the purposes of
this recommendation, a publication level is defined as the level cometponding
to a procedural stage at which normally a document is published under a given
r:ational patent law.

Recommendation

8. It is recommended that the code:

(a) be used for the recording of the "kind of document” in machine-
readable deta carricrs, such ss 80-column punched cards, magnetic tapes,
sperture cerds, etc.;

(b) be used ir: the first page of petent documents, preferably near the
document number, if these have been published in the sense of paragraph 6,

(c) bz used in entries in official gazettes or, if all entries in a section of
the Guzette relate to the same kind of & document at the beginning of such &
section;

(d) be uged for the identification of patent documents cited in “Search
Reporis” end “Liste of References” in patent documents (INID Number 56).

9. Code

The Code is subdivided into mutually exclusive groups of letters. The
groups characterize putent documents and documents specified in paragraph 3.
Groups 1-5 comprige one or geveral letters enabling identification of documents
pertaining io different publication levels.

Group 1 Use for primary or major series of paient documents
A First publication level
B Second publication level
C Third publication level
Group 2 Use for secondary series of patent documents
E Pirat publication level
P Second publication level
G Third publication level
Group 3 Use for fusther serics of patent documents, as the special
requirements of each Office may be
H
1
Group 4 Use for major special types of patent documents
M Medicament patent documents
P Plant patent documents
S Design patent

Group § Use for utility model documents having a numbering series

other than the documents of Group 1

U First publications level

Y Second publication level

Z Third publication level

Group 6 Other (see paragraph 3)
N Non-patent literature documents
X Documents restricted to the intemal uge of Offices
10. It ie understood that documents resulting from a patent application

and being identified as the major serics will fall under Group 1 (e.g. DT
Offenlegungsschrift, Auslegeschrift and Patentschrift), However, documents
identified as & secondary series will fall under Group 2 (e.g., FR patent of
addivion under old law, US reissue), In exceptionel cases of need for & further
series, Group 3 is seserved for such purposes (e.g., US defensive publication),
Group 4 spplies only, st present, 1o special documents conceming the medica«
ment patents put:NMshed in France and the plant patents published in the United
States of America, In any country publishing similar documents, Group 4 should
than be used,

11, As indicated in paragraph 2, the sbove lewter code may optionally be
associsted with e numerical code to amp lify the information represented by the
letter code. For this numerical code only digits 1 to 9 should be used, Th.
significance of this code will be defined by eny national Office applying such
code and communicated to the International Bureau, which will publicize this
information. The numerical code must always be interpreted in conjunction with
the country cods and the above letter code.
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12. As en appendix 10 this recommendation a list of patem documents, past
and currently published, and intended to be published in the future, dividsd in
accordance with the code, is given.
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APPENDIX I
LIST OF PATENT DOCUMENTS, PAST AND CURRENTLY
PUBLISHED, AND INTENDED TO BE PUBLISHED IN THE FUTURE,
DIVIDED IN ACCORDANCE WITH THIS CODE

CODE: A Patent Documents Numbered in Primary or Major Series— Fira
Publication Level
EXAMPLES:
Augtria  Patent Application published in the sense of paragraph 6(i)
Belgium Brevet d'invention/Uitvindingsoctrooi
Belgium Brevet de perfectionnement/Verbeteringsoctrooi
Bulgaria Opisanie na izobretenie po patent
Canada  Patent

Cuba  Patent Application published in the senae of paragraph 6(i)

Crechoslovakin Patent Application published in the sense of paragraph
6(i)

Czechoslovakia Inventor's Centificate Application published in the
sense of paragraph 6(i)

Denmark Patent Application published in the sense of paragraph 6(i)
Egypt  Patent specification

Buropat Document published after 18 months

Finland Patent Application published in the sense of paragraph 6(i)

France Brevet d'invention (old law)

Prance  Brevet d'invention, premiere et unigue publication

France  Certificat d’addition a un brevet d’invention, premiere et unique
publication

France  Centificat d'utilite, premiere et unigue publication

Francé  Certificat d'addition & un centificat d'utilite, et unigue publication .

France  Demande de brevet d'invention, premiere publication

France Demande de cestificat d'addition a un brevet d’invention,
premiere publication

France Demande de certificat d'utilite, premiere publication

France Demande de cenificat d’addition a un certificat d'utilite, premiere

publication

German Democratic Republic  Patenuschrift (Ausschliessungspatent),
granted in gccordance with paragraph 5.1
of the Patent Amendment Act of the
German Democratic Republic

Gennen Democratic Repuklic - Patentschrift (Wirtschaftspatent), granted
in accordance with paragraph 5.1 of the
Patent Amendment Act of the German
Democratic Republic

Germany, Federal Republic of Offenlegungsschrift

Hungary Patent Application published in the sense of paragraph 6(i)

India  Patent specification

Ireland  Patet specification

Ttaly Brevetto per invenzione industriale

Japan  Kokai tokkyo koho

Luxembourg Biravet d'invention

Luxembourg Centificat d'addition 2 un breet d'invention
Netherlands Ter inzage gelegde octrooisanvrage

Norway Patent Application published in the sense of paragraph 6(i)
Pakistan Patent specification

PCT  Pamphlet published after 18 months

Poland  Opis patentovy

Romanis Descrierea i nventiei

Soviet Union Opisanic izobreteniys k patentu

Soviet Union Opisanie izobreteniya k avtorskomy svidetelsivu

Spain  Patente de invencion

Sweden  Patent Application published in the sense of paragraph 6(i)

Switzeriand Auslegeschrifi/Memoirs Expose/Bsposto Memoriale
(Patent Application published in the sense of
paragraphs 6(i) and 6(ii) pertaining to the technical
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fields for which search and exsmination s 1o novelly
are made)

Switzerland Patentechrift/ Expose d'invention Espostod'invenzione
(Patent published in the sense of paragreph 6(ji) and
periaining to the technical fields for which neither
gearch nor examination as to novelty are made)

United Kingdom  Patent specification

United States Patent

Yugoslavie Patentni spis

CODE: B Patent Documents Numbered in Primary or Major Seriey
Second Publication Level
Examples:
Australia Patent specification
Austria  Patentschrift
Canada Reissus
Cuba  Patente de invencion
Czechoslovekia  Popis vynalezu k patentu
Cuvioslovakia  Popis vynalezu k sutorskemu osvedceni
Denmark Fremlaeggelsesskrift
Finland Kuulutugjulksis u — Utlaggningeskrift
Prance  Brevet d’invention, deuxieme publication del’invention
France Cenificat d'addition & un brevet d’ invention, deuxieme
publication de invention
Certificat d'utilite, deunieme publication del’invention
Certificat d'addition a un certificat d'utilite, deuxieme publication
de I'invention
German Democratic Republic Patentschrift (Ausschliessungspatent),
granted in accordance with paragraph 29 of
the Patent Act of the German Democratic
Republic
Patentschrift (Wirtschalispatent), granted
in accordance with paragraph 29 of the
Patent Act of the German Democratic
Republic
Germany, Federal Republic of Auslegeschrift
Hungaey Szabadalmi leiras
Jopan  Tokkyo koho
Netherisnds Openbaer gemaakte octrooissnvrage
Norway Utegningsskrift
Sweden Utlaggningsskrift

France
France

German Democratic Republic

1871

United Kingdom  Amended Patent Specification

CODE: C Patant Documente Numbered in Primary or Major Sesies —-Third
Publication Level
Examples:
Denmerk Patent
Finland Patentti — Pztent
Germany, Federal Republic of Patentschrift
Netherlands Octrooi
Norway Patent
Sweden Patentskrift

CODRE: E Patent Documents Numbered in Secondary Series — First

Publication Level
Examples:
France Centificat d'addition a brevet d'invention (old law)
United Staies Reissue

CODE: H Patent Documents Numbered in Further Series
Example:
United Siates Defensive publication

Statutory Invention Registration

CODE: M Medicament Patent Documents

EXAMPLES:
France  Brevet specia! de medicament
France  Addition & un brevet special de medicament

CODE: P Plant Patent Documents
Example:

United States Plant patent

CODE: U Utility Model Documents Numbered in Series Other than the
Documents of Group I — First Publication Level
Examples:
Cermany, Federal Republic of Gebrauchsmuster

Japan  Kokai jitsuyo shinan koho
Spain  Utility Model Application published in the sense of peragraph
(i)

CODE: Y Utility Model Documents Numbered in Series Other than the
Documents of Group I — Second Publication Level

Switzerland Patentschrift/Espose d'invention/Bspostod'invenzione Examples:
(Pateni published in the sense of paragraph 6(ii) end Japan  Jitsuyo shinan koho
pertaining to the technical fields for which search and Spain  Model o de wilidad
examination as to the novelty are made)
1800-63
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List of Patent Documents, Past and Currently Published, broken down by issuing country and coded in accordance with

MANUAL OF PATENT EXAMINING PROCEDURE

Appendix II
the SL.8 Code

Rev. §, July 1987

Kind of published patent document Asso-
- - ciated
Issuing Designation in language Lettey| Umer-
o of issuing country Translation into N ical
country (and, if required, English e ufcation code| . a0
transliteration in (when needed) of doc (when
Latin charecters) defined)
Australia Unexamined complete Unexamined Patent Applica-| A
specification open to tion published in the sense
public inspection (not of paragraph 6(i)
marked on document)
Patent specification Patent published in the sense | B
of paragraph 6(ii)
Austria Aufgebot (not marked on | Document laid Patent Application published | A
document but indicated | open in the sense of paragraph 6(i)
as such in the Official
Gazette)
Patentschrift Patent Patent published in the sense | B
specification of paragraph 6(ii)
Belgium Brevet d’invention/ Patent of invention | Patent published in the sense | A
Uitvindingsoctrooi of paragraph 6(ii)
Brevet de perfection- Patent of Patent of improvement A
nement/ improvement published in the sense of
Verbeteringsoctrooi paragraph 6(ii)
Brevet d’importation/ Patent of Patent of importation A
Invoeringsoctrooi importation published in the sense of
. paragraph 6(ii)
Bulgaria gﬁ"ﬁgg‘y},ﬂmnﬂm Deseription of Patent published in the sense { A
[i0 TATEHT invention for a of paragraph 6(ii)
(Opisanie na izobretenie |patent
po patent)
ONHRCABME Description of Inventor's certificate A
#3 i’g,‘r’g{:&?ﬁ““ﬂ invention foran | published in the sense of
CBUIETEJNCTBO suthos's cetificate . paragraph 6(ii)
(Opisanie na izobretenie
po avtorsko svidetelstvo)
Canada Patent/Brevet Patent published in the sense | A
of paragraph 6(ii)
Reissue Patent/Brevet de Patent reissued and repub- B
redélivrance lished in the sense of
paragraph 6(ii)
Cuba Publicacién de la solicitud | Publication of the |Patent application published | A
(not murked on application in the sense of paragraph 6(i)
document)
Patente de invencidn Paient of invention | Patent published in the sense | B
; of paragraph 6(ii)
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Kind of published patent document Agso-
———— ciated
. signation in language AUMere
lssuing of issuing country Translation into Identification Letter ™ 1
country (and, if required, English of document code | . de
transliteration in (when needed) (when
Latin characters) defined)
Czechoslove- | Phihléska vyndlezu Application for an | Application for inventor’s A i
kia (se hdostl o invention asking | certificate published in the
autorské osvédéeds) for author’s sense of paragraph 6(i), in
certificate accordance with Law No, 84
of 01.11.1972
Prikléska vynélezu Application for an | Patent application published | A 2
{se Zidosti o patent) invention asking | in the sense of paragraph 6(i),
for a patent in accordance with Law No,
No. 84 of 01.11.1972
Patentové plihliska Patent application | Patcnt application published | A 5
or or in the sense or paragraph 6(i)
PFihléska vynblezu Application for up to patent No. 149260
invention (granted before the entry into
force of Law No, 84 of
01.11.1972)
Popis vynélezu k Description of an | Inventor’s certificate B 1
autorskému osvédéeni invention for an | published in the sense of
author’s certi- paragraph 6(ii), granted in
ficate accordance with Law No. 84
of 01.11.1972
Popis vynalezu k patentu | Description of an | Patent published in the sense| B 2
invention for a of paragraph 6(ii), granted
patent in accordance with Law
No. 84 of 01.11,1972
Popis vynélezu k Description of an | Dependant author’s certifi- B K}
autorskému osvédéeni invention for an | cate published in the sense
author’s certi- of paragraph 6(ii), granted
ficate in accordance with Law
No. 84 of 01.11.1972
Popis vynilezu k pateniu | Description of an | Dependent patent published | B 4
invention for a in the sense of paragraph
patent 6(ii), granted in accordance
with Law No. 84 of
01.11.1972
Patentovy spis Patent Patent published in the sense | B 5
specification of paragraph 6(ji), up to
No. 149 260, granted before
the entey into force of
Law No. 84 0f01.11.1972
Denmark Almindeling Patent application | Patent application published | A
tilgaengelig accessible to the | in the sense of paragraph 6(i)
patentansegning public
Fremlaeggelsesskrift Document laid | Patent application published | B
- npen after examination as to
novelty in the sense of
paragraph 6(ii)
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Kiad of published patent document Asso-
: ciated
) Designation in language fumer-
Issuing of issuing country Translation into ldentification Letter] ")
country (end, if required, Englith of document code| . e
transliteration in (when needed) (when
Latin characters) defined)
Denmark Patent Patent Patent published in the sense | €
(cont’d) of paragraph 6(ii)
Egypt LAY ) Authority for Patent published in the sense | A
(Idarat bara'at alikhtirah) | Patent Delivery | of paragraph 6(ii)
Finland Julkiseksi tullut patent- | Patent application |Patent application publiihed A
tihekemus (not marked |made accessible to |in the sense of paragraph 6(i)
on the document) the public
Kuulutusjulkaisu - | Document laid Patent application published | B
Utléggningsskrift open after enamination as to
novelty in the sense of
paragraphs 6(i) and 6(ii)
Patentti-Patent Patent Patent published inthcsense | C
of paragraph 6(ii)
France Demande de brevet Application for Patent application, first A i
d’invention patent of invention |publication, published in the
sense of paragraph 6(ii)
Demande de certificat Application fora | Application for a certificate | A 2
d’addition & un brevet  |certificate of addi- |of addition, first publication,
d’invention tion to a patent of |published in the sense of
invention paragraph. 6(ii)
Demande de certificat Application for | Utility certificate application, | A 3
dutilité certificate of first publication, published
utility in the sense of paragraph
6(if)
Demande de certificat Application for a | Application for a certificate | A 4
d’addition 4 un certificat |certificate of addi- | of addition to a utility
d'utilité tion to a certificate | certificate, first publication,
of utility published in the sense of
paragraph 6(ii)
Brevet d’invention Patent of invention | Patent, first and only publica- | A 5
tion, published in the sense
of paragraph 6(ii)
Certificat d"addition & un | Certificate of addi- | Certificate of addition to a A 6
brevet d'invention tion to & patent | patent, first and only publica-
of invention tion, published in the sense
of paragraph 6(ii)
Certificat d'utilité Certificate of Utility certificate, first and A 7
utility only publication, published
in the sense of
paragraph 6(ii)
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Kind of published patent document Asso-
ciated
lasuing Designation in language Letter Bumiers
of issuing country Translation into I ical
country (and, if required, English ?Fggcﬁﬁ;?‘? code| . e
transliteration in (when needed) (when
Latin characters) defined)
France Certificat d‘addition Certificate of Certificate of addition to a A 8
{cont'd) 4 un centificat d'utilité additionto & utility certificate, first
certificate of utility | and only publication,
publisked in the sense of
paragraph 6(ii)
Brevet d'invention Patent of invention |Patent, second publication, B i
published in the ssnee of
paragraph 6(ii)
Certificat d'addition & Certificate of Certificate of addition to @ B 2
un brevet d'invention addition to a patent, second publication,
patent of invention | published in the sense of
pacagraph 6(il)
Certificat d"utilité Certificate of Utility certificate, second B 3
utility publication, published in the
sense of parajraph 6(ii)
Certificat d'addition & Certificate of Certificate of addition to a B 4
un certificat d'utilité additiontoa utility certificate, second
certificate of utility | publication, published in the
sense of paragraph 6(ii)
Brevet d'invention Patent of invention | Patent (old law) published in | A
the sense of paragraph 6(ii)
Certificat d'addition & Certificate of Certificate of addition to a E
un brevet d'invention addition to & patent (old law) published in
patent of invention |the sense of paragraph &(ii)
Brevet spécial de Special patent Medicament patent {old law) | M
médicament for medicament | published in the sense of
paragraph 6(ii)
Certificat d’addition & Certificate of Certificate of addition to a M
un brevet spécial de additionto a medicament paient (old law)
médicament special patent for |published in the sense of
medicament paragraph 6(ii)
German Patentschrift Patent specifica- | Exclusive patent, granted in | A
Democratic (Ausschliessungse tion (Exclusive accordance with paragraph
Republic patent) Patent) 5.1 oi'the Patent Amendment
Act of the German Demo-
cratic Republic, published
in the sense of para-
graph 6(ii)
Patentschrift Patent specifi- Industrial patent, granted in | A
(Wirtschaftpatent) cation (Economic |accordance with paragraph
Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published in
the sense of parageaph 6ii)
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Issuing
country

Kind of published patent document

Designation in language
of issuing country
(and, if required,
transliteration in
Latin characters)

Translation into
Eaglish
{when needed)

Identification
of document

Letter
code

Agso-
ciated
numer-

{when
defined)

German
Democratic
Republic
{cont'd)

Patentschrift (Aus-
schliessungspatent)

Patentschrift
(Wirtschaftspatent)

Berichtigte Patentschrift
(Ausschliessungspatent)

Berichtigte Patentschrift
(Wirtschaftspatent)

Patent specifica-
tion (Exclusive
Patent)

Patent specifica-
tion (Economic
Patent)

Corrected patent
specification
(Exclusive Patent)
Corrected patent
specification
(Economic Patent)

Exclusive patent granted in
accordance with para-

graph 29 of the Patent Act of
the German Democratic
Republic, (2nd publication
after examination as to
novelty whenever this exami-
nation is effected), published
in the sense of paragraph 6(ii)

Industrial patent granted in
accordance with para-

graph 29 of the Patent Act of
the German Democratic
Republic (2nd publication
after examination ag to
novelty whenever this
examination is effected),
published in the sense of
paragraph 6(ii)

Corrected patent (Exclusive
patent) published in the sense
of paragraph 6(ii)

Corrected patent (Industrial
patent) published in the sense
of paragraph 6(ii)

Germany
(Federal
Republic of)

Offenlegungsschrift

Auslegeschrift

Document open
for inspection

Document laid
open

Patent application published,
before examination as to
novelty, in the sense of
paragraph 6(ii)

- Ist publication

~ 2nd publication. Modified
reprint following Al Offen-
legungsschrift or Bl Aus-
legeschrift

'= 3rd publication. Modified

reprint following A2 Offen-
legungsschrift or B2 Aus-
legeschrift

Patent application published,
after examination as to
novelty, in the sense of
varagraph 6{ii)

- 1ot publication. Offen-
legungsschrift not yet
published

- 2nd publication. Normaily
following an Al Offen-
legungsschrift or Bl Aus-
legeschrift

Rev. §, July 1987
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lssuing
country

Kind of published patent document

Designation in languege
of issuing country
(and, if required,
transliteration in
Latin characters)

Transiation into
English
(when needed)

ldentification
of document

Letter
code

Asso-
ciated
fumer-

code
(when
defined)

Germany
(Federa!
Republic of)
(conm’d)

Patentschrift

Gebrauchemustes

Patent
specification

Utility model

- 3rd publication. Following
an A2 Offenlegungsschrift
or B2 Auslegeschrift

= 4th publication. Following
an A3 Offenlegungsschrift
or B3 Auslegeschrift

Patent published in the sense
of paragraph 6(ii)

- 18t publication, Offen-
legungsschrift and Aus-
legeschrifi not published

- Znd publication. Modified
reprint normally following a
Bl Auslegeschrift or Ci
Patentachrifi

- 3rd publication. Normally
following 8 B? /wuclegeschrifi
and an Al Of enlegungs-
schrift or following a B2
Auslegeschrift with a preced-
ing B Auslegeschrift as well
- 4th publication, Following
@ B3 Auslegeschrift or C3
Patentechrift

- §th publication, Following
& B4 Auslegeschrift or &

€4 Patentschrift

Utility model published in
the sense of paragraph 6(ii)

Hungary

K&zzétett szabadalmi
bejelentés

Szabadalmi leirés

Published patent
application

Patent
specification

Patent application published
in the sense of paragraph 6(i)

Patent publigshed in the sense
of paragraph 6{1i)

India

Patent specification

Patent published in the sense
of paragraph 6(ii)

Ireland

Patent specification

Patent published in the sense
of paragraph 6(1)

Italy

Brevetto per invenzione
industriale

Patent for indus-
tril invention

Patent published in the sense
of paragraph 6(ii)
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Kind of published patent document M::d
cis
) Designation in language fusmer-
Tesuing of issuing country Translation into identificati Letter] —.. 1
country (and, if required, English of document code | o ode
transliteration in (when needed) ocum (when
Latin cheracters) defined)
Japan & & % 2 @ Published unexam- | Patent application published | A
(K6kai tokkyo kého) ined patent epplica- | before examination as to
tion novelty in the sense of para-
graphs 6(i) and 6(ii).
® ® 2 w Published examined | Patent application published
patent spplication sfter examinetion as to nov-
(Tokkys koho) elty in the sense of para-
graphs 6(1) and 6(ii).
= 18t publication., A KOkai Bl
tokkyo k6hé not published.
“T" headed the numerical
number of Tokkyo k6hé
published from 1922 to
1926.
- 2nd publication, Normally | B |2
following an A KOkai
tokkyo kého.
WERTYE B Patent specification | Patent (old law) published
Tokkyo hatsumei in the sense of paragraphs
essioyo) 6(0) and 6(1).
- 1t publication. Tokkyo Cili
k6h6 not published.
- 2nd publication. Normally Ciji2
following a B 1 Tokkyo
k6ho.
Bl eI R Cerl?t;ted patent Corrected patent published H
ion in the sense of paragraphs
(Tokkyo shinpan specificat
Setkyg kkoku) (1) and 6(i).
&g B 2 @ Registered design Registered design application | §
publication published after examination
(lsy6 koho) &8 to novelty in the sense of
paragraphs 6(1) and 6(if).
LHMRRAER L6 Published unex. Utility model application v
(Koksi jitsuyo amined utility published before examina-
shinan k6ho) model application | tion as to novelty in the sense
of paragraphs 6(i) and 6(ii)

Rev, §, July 1987

1800-70




PATENT COOPERATION TREATY
Kind of published pateut document m
Designation i language Bumers
lusuing of issuing country Translation into ldeatification m ical
country (end, if required, Eaglish of document code
tranglitwration in (when needed) (when
Latin characters) defined)
(Jc%m) 2 R K & & @ Puull)lusm ox|unlnod Uut:’llty mod:l appuutlonum
utility mode published after examing
(sitsuy® shinan koho) spplication &3 to novelty in the sense of
parsgraphs 6(i) and 6(i)
- {8t publication, U Kéka Yit
fitsuyd ehinan k6h6 not
published.
“7° headed the numerical
number of Jitsuyé shinan
koh6 published from 1922
to 1926.
- 2nd publication. Normal- Y| 2
ly following & U Kbked
Jitsuy® shinen kohe.
ERXANE N ccintaon | pusiahed in the e of
o el spe tlom | pu 2686 ©f
(Toroku jits.y 6 shinan) parsgraphs 6(1) and 6(1)
- 16t publication Jitsuy6 Z] 1
ghinan kého not published
- 2nd publication. Normal. Z) 2
ly following e Y 1 Jitsuy6
thinan k6ho.
260907 SR T IBh A% Caummd uglm:g Cor;eftodbﬁndmd t't:"tﬂlty I
utility model specifi- | model published in the senzs
(Taroky jitsuyo chinan
chinpan telky0 kekoku) eation of paregraphs 6(1) and 6{il).
Luxembourg |Brevet d'invention Patent of invention |Patent published in the sense
of paragraph 6(ii)
Certificat d'additiond  |Centificsts of Cariificate of addition to s
un brevet d'invention sdditiontos patent |patent published in the sense
of invention of paragraph 6(ii)
Moneco Brevet d'invention Patent of invention |Patent publiched in the sense
of paragraph 6(ii)
Netheriande | Terinzagelegging Patent application |Patent application published
laid open in the sense of para-
graphs 6(1) end 6(ii)
Openbearmaking Published patent  |Patent application published
spplication jafter examination in the sense
of paragraphs 6(i) end 6{if)
Octrooi Patent Patent published in the sense
of parugraph 6(ii)
Norway Almens tligiengelige Patent application |Patent epplication publiched
patentsbknader (not acoeasible to the  |in the senes of paragraph &)
matked on the document) |public
Utlegninguekrifi Document lald Patent application published
open after examination &s to
aovelty in the sense of pase-
graph &(ii)
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Kind of published patent document Asso-
ciated
. Designation in language AUMEE-
Issuing of issuing country Translation into Identification Letter| "1
country (and, if required, English of document code | . 1
transliteration in (when needed) (when
Latin characters) defined)
Norway Patent Patent Patent pubiished in the sense | C
(cont'd) of paragraph 6(ii)
Pakistan Patent specification Patent published in the sense | A
of paragraph 6(ii)
Poland Patent application published | A
in the sense of paragraph 6(i)
Opis patentowy Description of Patent published in the sense : B
Patentu tymczasowego | patent of paragraph 6(ii)
Romania Descrierea inventiei Description of the | Patent published in the senze | A
invention of paragraph 6(ii)
Soviet Union |0nHCAHME Description of the |Patent published in the sensz | A
H3OBRRIELMA invention fora  |of paragraph 6ii)
(Opisanie izobreteniya | Patent
k patentu)
ONUCAHUE Description of the | Inventor's certificate A
ﬁ%g}’g;@#&% invention for an | published in the sense of
CBRIETENBCTBY author's certificate | paragraph 6(ii)
(Opisanie izobreteniya k
avtorskomu svidetelstvu)
Spain Patente de invencion Patent of Patent published in the sense | A
invention of paragraph 6(i)
Patente de introduccion | Patent of Patent of importation A
introduction published in the sense of
paragraph 6(i)
Certificado de adicion  |Certificate of Certificate of addition A
addition pubdished in the sense of
paragraph 6(i)
Solicitud de Modelo de | Application for @ | Utility Model Application U
Utilidad utility model published in the sense of
puragraph 6(i)
Modelo de Utilidad Utility Model Utility Model published in Y
the sense of paragraph 6(i)
Sweden Allmiint tillgdnglig Patent application |Patent Application published | A
patentansikan accessible to the  |in the sense of paragraph 6(i)
public
Utléggningsskrift Document laid Patent Application published | B
open ufter examination as to
novelty in the sense of para-
graphs 6(i) and 6(ii)

Rev. 5, July 1987
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Kind of published patent document Asso-
cisted
. Designation in language Bumer-
lssuing of issuing country Translation into Identification Letter ical
country (and, if required, English of document code | o de
transliteration in (when needed) (when
Latin characters) defined)
Sweden Patentskrift Patent document | Patent published in the sense | T
(cont’d) of paragraph 6(ii)
Switzerland Auslegeschrifi/Mémoire |Document laid Patent Application published | A
Exposé/Esposto open after examination as to
Memoriale novelty in the sense of para-
graphs 6(i) and 6(ii), and
pertaining to the technical
fields for which examination
as to noveity is made,
issued since 1959
Patentschrift/Exposé Patent Patent published in the sense | A
d'invention/Esposto specification of paragraph 6(ii) and per-
d'invenzione taining to the technical
fields for which no examina-
tion as to novelty is made,
issued eince 1959
Patentschrift/Exposé Patent Patent published in the sense | B
d'invention/Esposto specification of paragraph 6(ii) and per-
d'inventione taining to technicel fields
for which examination as to
novelty is made, issued since
1959
Patentschrift/Exposé Patent Patent publigshed in the sense | A
d'invention/Esposto d'in- | specification of paragraph 6(ii), issued
venzione (Main patent) from 1888 10 1959
(Hauptpatent/Brevet
principa)/Brevatto prin-
cipale)
Patentschrifi/Exposé Patent Patent of addition published | A
d'invention/Esposto d'in- | specification in the sense of para-
venzione (Zusatzpatent/ |(Additional greph 6(ii), issued from 1907
Brevet additionnel/Bre- | patent) to 1959
valto addizionale)
Patentschrifi/Exposé Patent Patent of addition published | E
d'invention/Esposto d'in- | specification in the sense of paragraph
venzione (Zusatzpatent/ |(Additional 6(ii) in secondar: “eries from
Brevet additionnel/Bre- | patent) 1888 to 1907
vetto addizionale)
United Patent Specification Examined Patent Application | A
Kingdom published in the sense of
paragraph 6(i). Grant of let-
ters Patont vaually occurs
3 months after publication.
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Kind of published patent document A“t:.d
cia
) Degignation in language RUMer-
Issuing ofissuing country | Translation into Identification Letter .
Sountzy (and, if required, English of document code code
transliteration in (when needed) (when
Latin characters) defined)
United Amended Patent Amended Specificationofa | B
Kingdom Specification Granted Patent published in
(cont*d) the sense of paragraph 6(ii)
United Stetes | Patent Patent publiched in the senge | A
Design Patent of paragraph 6(ii) S
Reissue Patent Patent reissued and E
republished in the sense of
paragraph 6(ii)
Defensive Publication Patent application published | H
without examination or
asseriion as to novelty, in
the sense of paragraph 6(i)
Defensive Publication Patent document published | H
in the sense of paragraph 5:
Entry of an abstract of the
application in the Official
Gazette
Defensive Publication Patent document published | H
inthesense of paragraph 6(ii):
Abstract of an application
published in a discrete docu-
ment form distinctively
numbered in & numerical
series unique to Defensive
Publications
Plant Patent Patent publiched in the sense | P
of paragraph 6(ii)
Yugosiavia Accepted Patent Application | A
published in the senee of
paragraph 6(i)
Patentni spis Patent Patent published in the sense | B
specification of paragraph 6(ii)

Rev. 5, July 1987
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1872 International-Type Search [R-2]

PCT Rule 41
Esrlier Search Other Than International Search
41,1 Obligation to Use Results; Refund of Fee
If reference has been made in the request, in the form provided for in Rule
4.11, 1 an intemnational-type search carried out under the conditions set out in
Ariicle 15(5) or to a search other than an international or intemationel-type
eserch, the International Searching Authority ehall, to the extent possible, use
the resulis of the said search in establishing the intemational search report on the
internaticnsl epplication, The Intemational Searching Authority shall refund
the search feg, 10 the extent and under the conditions provided for in the
sgreement under Article 16(3)(b) or in a communication addressed to end
published in the Gazette by the International Bureau, if the intemationsl search
report could wholly or perily, be based on the results of the seid search.

37 CFR 1.21 Miscellaneous fees and charges
G edeB
(¢) Intemetional-type seerch reports:
For preparing an intemational type search report of an international type
saarch mede at the time of the first action on the merite in & national patent
epplication w $28.00.

37 CFR 1.104 Nature of examination; examiner’s actlon. b
LN

(¢) An intemational-type search will be inade in all national applications
filed on end after June 1, 1978,

(d) Any national application may aleo huve an international-type search
feport prepared thereon at the tirie of the national examination on the merits,
upon specific written request therefor and payment of the international-type
eearch reportfee. See §1.21(e) for amount of fee for preparation of intemational -

type search report.

NOTE: The Patent and Trademark Office does not require that & formal
sepori of an international-type search be prepared in orderto obiain & search fee
refund in s later filed intemationel application,

L2 L]

PCT Rule 41 provides that the applicant may request in a
Iater filed international application that the report of the results
of the intemational-type search, i.e., a search similar to an
international search, but carried out on a NATIONAL applica-
tion (37 CFR 1.104 (c) and (d)), be used in establishing an
international search report on such international application. An
international-type search is conducted on all U.S. national
applications filed after June 1, 1978, Upon specific request, at
the time of the examination of a U.S. national application and
provided that the payment of a $28.00 international-type search
report fee has been made (37 CFR 1.21(e)), an international-
type search report form (PCT/ISA/201) will also be prepared.

1873 Amendment Under PCT Article 19
[R-2]

PCT Articie 19
Awmendmont of the Claima before the Internationai Buresu

(1) The applicant shell, after having received the intemational search
report, be entltted to one opportunity to amend the claims of the intemational
wpplication by filing emendments with the Intemational Bureau within the
prescribed time limit. He may, at the same time, file & brief statement, &8
provided in the Regulations, explaining the amendments and indicating eny
impact that such amendments might have on the description and the drawinge.

(2) The amendsments shall not go beyond the disclosure inthe inte mational
application as filed,

(3) If the national law of any designated State permits amendments to go
beyond the eald disclosuss, failure to comply with paragraph (2) shall have no
consequence in that State,
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PCT Rule 46

Amendment of Clalms before the International Bureau
46.1 Time Limit

The time limit referred 1o in Anticle 19 shall be iwo monthe from the date
of wranemittal of the intomational search repost 1o the Intemational Burean and
1o the applicent by the Internatione] Searching Authority or 16 months from the
priority date, whichever timeo expires later, provided that any amendment made
under Anicle 19 which is received by the Internstionel Buresu afier the
expiration of the spplicable time limit shall be considered to have been received
by that Bureau on the Jast day of the time limit if it reaches it before the technical
preparations for intemational publication heve been completed.

46.2 [Deleted]
46.3 Language of Amendmants

If the internationel application has been filed in & langunge other than the
language in which it is published, sny amendment made under Ariicle 19 shell
be in the lenguage of publication.

46.4 Statemens

(e) The statement referred to in Anticle 19(1) shell be in the lenguege in
which the intemational application is published and shell not exceed 500 words
if in the English language or if translated into that langusge. The statement shall
be identified as euch by & heading, preferably by using the words “Stetement
under Article 19(1)" or equivalent in the language of the sistement.

(b) The statement shall contein no disparaging comments on the iniema-
tional search report or the relevence of citations contained in that report. Refer-
ence o citations, relevent to 8 given claim, contained in the intemnstional search
report may be made only in connection with en amendment of thet claim.
46.5 Form of Amandments

(2) The applicant shail be required 1o submit & replacement sheet forevery
cheet of the claims which, on account of en emendment or emendments under
Article 19, differs from ths sheot originally filed. The letter sccompanying the
replacement sheet ghell draw attention to the differences between the replaced
sheets and the replacement shects, To the extent thet sny smendment results in
the cancellation of an entire sheet, thet amendment shell be communiceted in a
letter.

(b) end (c) {Deleted)

37 CFR 1.415 The International Bureau,

(2) The Internetional Bureau is the World Intellectual Property Organiza-
tion located at Geneva, Switzerlend, Tt is the internationel intergovemmental
organization which acts as the coordinating body under the Treaty and the Regu-
lations (PCT Ant. 2 (rix) end 35 U.S.C, 351(h)).

(b) The msjor functions of the Intemational Buresu include:

(1) Publishing of international epplications and the Intematicnal
Gazette;

(2) Transmitting copies of intemational applications to Designated
Offices;

(3) Storing and maintaining record copics; and

(4) Transmitting information to euthorities pertinent to the processing of
specific intemationel applications.

PCT Administrative Instructions Section 205
Numbering and Identification of Cialms Upon Amendment

(a) Amendments to the cleims under Anicle 19 or Article 34(2)(b) may be
made either by cancelling one or more entire clalms, by adding one ormore new
claims or by amending the text of one or more of the claims as filed, All the
claims eppearing on a replacement ¢heet shell be numbered in arabio numerals,
Wherea claim s cancelled, no renumbering of the otherclaims shell be required.
In ell cases whure claime are renumbered, they ehell bs renumbered consecu-
tively,

(b) The applicant shall, in the letter referred to in the second and third
gentence of Nule 46.5(s) or of Rule 66.8(n), indicate the differences beaween
the cleims as filed and the cleims as amended, He shell, in particular, indicate
in the ssid lettsr, in connection with each cleim appeering in the intemational
application (it being undarsiood thet ldentical indications conceming several
clairis may be grouped), whether:

(1) the cleim 1s unchanged;

(ii) the claim e cancelled;

(iii} the eleim iy new;

(Iv) the cleim replaces one or more claime as filed;

(v) the claim {s the result of the division of a claim as filed,
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The applicant has one opportunity to amend the claims only
of the international application after issuance of the Search
Report. The amendments to the claims must be filed directly
with the International Bureau, usually within 2 months of the
date of mailing of the Search Report. If the amendments to the
claims are timely received by the International Bureau, such
amendments will be published as part of the pamphlet directly
following the claims as filed. Article 19 offers applicants the
opportunity to generally amend the claims before entering the
designated Offices. The national law of some designated Of-
fices grants provisional protection on the invention from the
date of publication of the claims. Therefore, some applicants
take advantage of the opportunity under Article 19 to “polish”
the claims anticipating provisional protection.

1875 International Bureau Procedures [R-2]

PCT Rule 24

Recelpt of the Record Copy by the International Bureau
24.1 [Deleted]
24.2 Notification of Receip! of the Record Copy

(8) Subject to the provisions of paragraph (b), the Intematicnal Bureau
shall prompily notify the applicant, the receiving Office, the Intemational
Searching Authority, and all designated Offices, of the fact and the date of
receipt of the record copy. The notification shall identify the intemnational
application by its number, the intemational filing date, the name of the applicant,
and the name of the receiving Office, and shall indicate the filing dete of any
earlier application whose priority is claimed. The notification sent to the
applicant sheil aleo contain the iist of the designated Offices which have been
notified under this paregraph, and shall, in respect of each designated Office,
indicate any applicable time limit under Asicle 22(3),

(b) If the record copy is received after the expiration of thetime limit fixed
in Rule 22.3, the International Bureeu shall promptly notify the spplicant, the
receiving Office, and the Intemational Searching Authority accordingly.

PCT Rule 28
Defects Noted by the Internationsl Bureaw

28.1 Note on Certain Defects

(s) If, in the opinion of the International Bureau, the intemational appli-
cation contains any of the defects referred to in Anicle 14(1)(a)(), (ii), or (v),
the Intemational Bureau shall bring such defects to the attention of the receiving
Office,

(b) The receiving Office shall, unless it disagrees with the gaid opinion,
proceed as provided in Article 14(1)(b) and Rule 26.

1877 International Publication [R-2]

PCT Article 21

International Publication

(1) The Intemnational Bureau shail publish intemational applications,

(2Xa) Subject to the exceptions provided for in subparagraph (b) end in
Asticle 64(3), the intemational publication of the intemational application shall
be effected promptly after the expiration of 18 months from the priority date of
that application,

(b) The epplicant may ask the International Butesu to publish his
intemnational application any time before the expiration of the time lisnit referred
1o in subparsgraph (). The Intemational Bureau shall proceed accordingly, as
provided in the Regulations,

(3) The international search report or the declaration referred to in Asticle
17(2)(=) shell be published as prescribed in the Regulations,

(4) The language and form of the international publication and other
detsils are govemed by the Regulations,

(5) There shall be no intemational publication if the international applice-
tion is withdrawn or is considered withdrawn before the technical preparations
for publication have been completed.

(6) If the intemnational application containg expressions or drawings
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which, in the opinion of the Internationat Bureau, are contrary 1o moralily or
public order, or if, in its opinion, the international application contains dispar-
aging statements as defined in the Regulations, it may omit such expressions,
drawings, and siatements, froem its publications, indicating theplace and number
of words or drawings omitted, and fumishing, upon request, individusl copies
of the passages omitted.

PCT Article 29
Effects of the International Publlcation

(1) As far as the protection of any rights of the applicant in & designated
State is concemed, the effects, in that State, of the intemetional publication of
an international application shall, subject to the provisions of paragraphs (2) to
(4), be the same as those which the national law of the designated State provides
for the compulsory nationel publication of unexamined netional applicetions as
such,

(2)If the lenguage in which the intemationel publication has been effected
is different from the language in which publications under the national law are
effecied in the designated State, the ssid netional law may provide thet the
effects provided for in paragraph (1) shall be applicable only from suchtime as:

(i) & tranglation into the latter language has been published as provided
by the national law, or

(ii) a translation into the latter language has been made evailsble to the
public, by laying open for public inspection as provided by the naticnsl law, or

(iii) a trenslation into the latter language hes been transmitted by the
applicanttothe actual orprospective unauthorized user of the invention claimed
in the international epplication, or

(iv) both the acts described in (i) and (iii), or both the acts described in

(ii) and (iii), have taken place.

(3) The national law of any designated Stat: may provide that, where the
international publication has been effected, on the request of the upplicant,
before the expiration of 18 months from the priority date, the effects provided
for in paragraph (1) shall be applicable only from the expiration of 18 months
from the priority date,

(4) The nationsl law of any designated State may provide that the effecis
provided for in paragraph (1) shall be appliceble only from the date on which s
copy of the internetional epplication ae publiched under Asticle 21 has been
received in the national Office of or acting for such State. The gaid Office shall
publish the date of receipt in its gazette as soon as possible.

PCT Rule 48
Internationzl Publlcation
48.1 Form
(s) The international application shall be published in the form of a
pamphlet.

(b) The perticulase regarding the form of the pamphlet and the inethod of
reproduction shell be goverried by the Administrative Instructions.
48, 2 Contents

(2) The pamphlet shall contain:

(i) 2 standardized front page,

(ii) the description,

(iii) the claims,

(iv) the drawings, If any,

(v) subject to paragraph (g), the intemnational search report or the
declaration under Article 17(2)(a); the publication of the internetional seerch
report in the pamghlet shell, however, not be required to include the pant of the
intemational searcl: raport which contains only matter referred 10 In Rule 43
elready appeering on the front page of the pamphlat.

(vi) any stetoment filed under Article 19(1), unless the Intemational
Burean finde thet the siatement doas not comply with the provisions of Rule
464,

(vii ) any request for rectification referred to in the third sentence of

Rule 91.1(D).
(b) Subject to paragraph (c), the front page shall include:

(i) datataken from the request sheet and such other data as are prescribed
by the Administrative Instructions,

(ii) afigure or figures where the intemational application containg draw-
ings, unlegs Rule 8.2(b) applics.

(iti) the abatract; if the abstract is both in English and in anctherlanguage,
the English texnt shell appear first,
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(c) Where a declaration under Article 17(2)(a) has issued, the front page
shall conspicuously refer to that fact and need include neither 8 drawing nor an
abstract.

(d) The figure or figures referred to in paragraph (b)(ii) shall be selecied
as provided in Rule 8.2, Reproduction of such figure or figures on the front page
may be in a reduced form.

(e) If there is not enough room on the front page for the totality of the
abstract referred to in paragraph (b)(iii), the said abstract shall appear on the
back of the front page. The same shall apply to the translation of the abstract
when such ranslation is required to be published under Rule 48.3(c).

(0 If the claims have been amended under Article 19, the publication shall
contain either the full text of the claims both as filed and as amended or the full
text of the claims as filed and specify the amendments. Any statement referred
toin Article19(1) shall be included as well, unlessthe International Bureau finds
that the statement does not comply with the provisions of Rule 46.4. The date
of receipt of the amended claims by the Intemational Bureau shall be indicated.

(g) If, at the time of completion of the technical preparations for interna-
tional publication, the international search report is not yet available (for
example, because of publication on the request of the applicant as provided in
Anicles 21(2)(b) and 64(3)(c X(i)), the pamphlet shall contain,in place of the
international search report, an indication to the effect that the report was not
available and that either the pamphlet (then salso including the international
search report) will be republished or the intemational search report (when it
becomes available) wili be separately putlished.

(h) If, at the time of the completion of the technical preparations for
international publication, the time limit for amending the claims under Article
19 has not expired, the pamphlet shall refer to that fact and indicate that, should
the claims be amended under Anicle 19, then, promptly after such amendments,
either the pamphlet (containing the claims as amended) will be republished or
a statement reflecting all the amendments will be published. In the latter case,
at least the front page and the claims shall be republished and, if & statement
under Article 19(1) has been filed, that statement shall be published as well,
unless the International Buresu finds that the statement does not comply with the
provisions of Rule 46.4.

(i) The Administrative Inatructions shall determine the cases in which the
variou¢ elternative referred to in paragraphs (g) and (h) shall apply. Such
determination shall depend on the volume and complexity of the amendments
and/or the volume of the intemational applications and the cost factors.

48.3 Languages

(a)* If the intemational application is filed in English, French, German,
Japanese, Russian or Spanish, that application shall be publishedin thelanguage
in which it was filed,

(b)* If the intemational application is filed in a language other than
English, French, German, Japanese, Russian or Spanish, that application shall
be published in English translation, The translation shall be prepared under the
responsibility of the Intemational Searching Authority, which shall be obliged
tohave it ready intime to pesmit international publication by the prescribed date,
or, where Article 64(3)(b) applies, to permit the communication under Amicle
20 by the end of the 19th month after the priority date. Notwithstanding Rule

16.1(s), the Internationsl Searching Authority may charge a fee for the transla-
tion 1o the applicant. The Intemational Searching Authority shall give the
applicant an opportunity to comment on the draft translation. The Intemaetional
Searching Authority shall fix a time limit reasonable under the circurnstances of
the cage for such comments. If there is no time to take the comments of the
applicant into account before the translation is communicated or if there is a
difference of opinion between the applicant and the seid Authority as to the
correct translation, the applicant may send a copy of his comments, or what
remaing of them, to the Intemational Bureau and each designated Office to
which the tranclation was communicated, The Intemational Bureau shall
publish the essence of the comments together with the translation of the
International Searching Authority or subsequently to the publication of such
transglation,

* The words printed in italics will become applicable at the same time that
the PCT will enter into force inrespect of the country which, among the Spanish-
speaking countries is the first to ratify or accede 10 the PCT.

(c) If the intemational application is published in a language other than
English, the intemational search report to the extent that it is published under
Rule 48.2(a)(v), or the declaration referred to in Article 17(2)(s), the title of the
invention, the abstract and any text matter pertaining to the figure or figures
accompanying the abstract shall be published both in that language and in
English, The translations shall be prepared under the responsibility of the
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Intemational Buresu.

48.4 Earlier Publication on the Applicant's Request

(8) Where the applicant asks for publication under Articles 21(2)(b) end
64(3Xc Xi) and the intemational search report, or the declaration referred 1o
in Anicle 17(2)(a), is not yet available for publication together with the
intemational application, the International Bureau shall collect a specisl
publication fee whose amount shall be fixed in the Adminisirative Instruc-
tions.

{b) Publication under Articles 21 (2)(b) and 64(3)(c)(i) shall be effecied by
the Intemnational Bureau promptly after the applicant has aeked forit and, where
a special fee is due under paragraph (a), after receipt of such fee.

48.5 Notification of National Publication

Where the publication of the intemational application by the Intemational
Bureau is govemed by Anticle 64(3)(c)ii), the netional Office concerned shall,
prompuy after effecting the national publication referred to in the said provi-
sion, notify the International Buresu of the fact of such national publication.
48.6 Announcing of Certain Facls

{a) If any notification under Rule 29.1(a)(ii) reaches the Intemational
Buresu et a time later than that at which it was able to prevent the intemational
publication of the intemational application, the Intemational Bureau shall
promptly publish a notice in the Gazetie reproducing the essence of such noti-
fication,

(b) [Deleted]

(c) If the international application or the designation of any designaied
State is withdrawn under Rule 32.1, or if the priority claim is withdrawn under
Rule 32°,1 after the technical preparations for internationsl publication have

been completed, this fact shall be published in the Gazette.

PCT Rule 86
The Cazelte

86.1 Contents

The Gazetie referred to in Article 55(4) shall contain:

(i) for each published intemational application, data epecified by the
Administrative Instructions taken from the front page of the pamphlet published
under Rule 48, the drawing (if any) sppearing on the said front page, and the
abstract,

(ii) the schedule of ell fees payable to the receiving Offices, the Intemna-
tional Bureau, and the Intemational Searching and Preliminary Examining
Auwhorities,

(iii) notices the publication of which is required under the Treaty or these
Regulations,

(iv) information, if and to the extent fumished 10 the Interational Bureau
by the designated or elected Offices, on the question whether the requirements
provided for in Aricles 22 or 39 have been complied with in respect of the
international applications designating or electing the Office concemed,

(v) any other useful information prescribed by the Administrative In-
structions, provided access to such information is not prohibited under the
Treaty or these Regulations,

86.2 Languages

(a) The Gazetie shall be published in an English-language edition and &
French-language edition. It shall also be published in editions in any other
language, provided the cost of publication is assured through sales or subven-
tions,

(b) The Assembly mey order the publication of the Gazette in languages
other than thoge referred to in paragraph (a) .

86.3 Frequency

(a) Subject to paragraph (b), the Gazetie shall be published once & week,

(b) For a transitional period after the entry into force of the Treaty termi-
nating upon e date fixed by the Asgembly, the Gazette may be published at such
times ag the Director General considers appropriaie having regard (o the number
of international applications and the amount of other material required 1o be
published,

86,4 Salc

(a) Subject to paragraph (b), the subscription and other sale prices of the
Gazette shall be fixed in the Administrative Instructions.

(b) For & transitional period afier the entry into force of the Treaty termi-
nating upon a date fixed by the Assembly, the Gazeute may be distributed on such
terins as the Director General considers appropriate having regerd tothe number
of intemational applications and the amount of other material published therein,
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86.5 Title
‘Tha title of the Gazetie shell be “Gazette of Intemational Patent Applics-
tions ,* end “Gezeue des Demandes intemationales de brevets,” respectively,
86.6 Furiher Details
Pusther details conceming the Gazeuie insy be provided for in the Admin-
istrative Instructions.

PCT Administrative Instructions Sectlon 404
Internetionsi Publication Number

The Intenstional Bureau shsll assign to each published internetional
application an international publication number which shell be different from
the international spplication number. The intemational publicstion number
ghell beused on the pamphlet end in the Gazetie entry. It shall consist of the two-
letier code “WO" followed by & two-digit designation of the lsst two numbers
of the year of publication, s slent, end e serial number consisting of five digits
(e.g., “WOT8/1 2345™).

35 U.8.C. 374 Publication of international application: Effect.

The publicstion under the treaty of an intemational applicetion shell
confer no rights end shall have no effect under this title other than that of &
printed publication.

37CFR 1.318 Notifientlon of national publication of a patent based
on an Internatlonsl application,

The Office will notify the International Bureau when a patent is issued on
an spplication filed under 35 U.S.C. 371, and there has been no previous
intemationel publication,

The publication of international applications currenily
occursevery other Thursday. Under Article 20 the International
Bureau sends copies of published applications to each of the
designated Offices on the day of publication. As a PCT member
country, the U.S, Patent and Trademark Office also receives
copies of all published International applications for inclusion
in the examiner search files, Also a complete set of published
International applications in numeric order by publication
number is available on microfilm in the Scientific Library.

1880 Withdrawal of International Application
or Designations [R-2]

PCT Rule 32
Withdrawel of the International Application or of Deslgnations
32.1 Withdrawals

{e) The applicant may withdraw the intematione) application prior to the
expiration of 20 months from the priosity date excep as to any designated State
in which national processing or exsmination has slready staried, He may
withdraw the designation of sny designated State prior to the daie on which
processing or examination may start in that State,

(b) Withdrawal of the designation of ell designaied States shall be trested
a6 withdrawal of the intemational epplication.

(c) Withdrawal shall be effected by s signed notics from the applicant 1o
the Intemational Buresu or to the receiving Office, In the case of Rule 4.8(b),
the notice shall require the signature of all the applicants.

(d) [Deleted)

(e) There shall be no intemationsl publication of the imemationel appli-
cation or of the designation, as the case may be, if the notice effecting
withdrawal reaches the International Buresu before the technical preparations
for publication have been completed,

1885 Receipt of the International Application
by the Designated Offices [R-2]

PCT Article 20
Communlcation to Deslgnated Offices
(1}(s) The intemational application, together with the intemational search
report (including any indieation referred 1o in Anicls 17(2)(b)) or the declara-
tion referred (o in Ariclel7(2)e), shall be communicated to each dssignated
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Office, as provided in the Regulations, unless the designaied Office waives such
requirament in it entirety oz in pan.

(b) The communication shall include the iranslation (e prescribed) of
the said report or declaration.

(2) I the claims have been amended by virue of Aniclel9(1), the
communication shall either contain the full text of the claims both as filed end
as amended or shall contain the full text of the claims as filed and specify the
amendments, and shall include the statement, if any, referred 1o in Article 19(1),

(3) At the request of the designated Oifice or the applicant, the Inteme-
tiona] Searching Authority shall send to the said Office or the applicant,
respeciively, copies of the documents cited in the internationsl search report, us
provided in the Regulations.

PCT Rule 47
Communleation to Deslgnated Offices
47.1 Procedure

(&) The communication provided for in Article 20 shell be effected by the
International Buresu.

(b) Such communication shail be effected promptly after the internationel
publication of the international application and, in any event, by the end of the
19th month after the priority date. Any amendment received by the Intemationsl
Bureau within the time limit under Rule 46.1 which was not included in the
communication promptly to the designated Offices by the Intenatioral Bureau,
and the later shall notify the applicant eccordingly.

(c) The International Bureau shall send a notice to the applicant indicating
the designated Offices to which the communication hes been effected and the
date of such communication, Such notice shall be sent on the same day &s the
comimunication, Each designated Office shall be informed separately from the
communication, about the sending and the date of mailing of the notice, The
notice shall be accepted by all designated Offices as conclusive evidence thet the
communication has duly taken place on the date specified in the notice,

(d) Bach designated Office shall, when it so requires, recaive the intema-
tional search reports and the declerations referred to in Artlols 17(2)(s) also in
the tranglation referred to in Rule 45,1,

(e) Where any designated Office hes waived the requirement provided
wnd. 7 Anticle 20, the copies of the documents which otherwise would have been
sent to that Office shall, at the request of that Offles or the applicant, be sent to
the applicant at the time of the notice referred 1o in paragraph (c).

47.2 Copies

(s) The copies required for communication ehall bs prepered by the
Intemnational Buresu,

(b) They shall be in sheets of A4 size,

(c) Except to the extent that any designated Office notifies the Intemae-
tional Bureau otherwise, copies of the pamphlet under Rule 48 may be used for
the purposes of the communication of the international applicationunder Anicls
20

47.3 Languages

The international application communicated under Anicle 20 shall be in
the language in which it is published provided thet if that langusge is different
from the language in which it was filed it shall, on the request of the designated
Office, be communicated in either or both of these lengueges.

37 CFR 1.414 The Unlted States »>Patent and Trademark Office
as a< Deslgnated Office »or Elected Officec,

(&) The United States Patent and Trademark Office will act as s Designated
Office »or Elected Office< for intemutional applications in which the United
States of America has been designated >or elected< as & State in which patent
protection is desired,

(b) The >United States< Patent end Trademark Office, when sciing e a
Designated Office »or Elested Office< during intemationel processing will be
identified by the full title “United States Designated Office” or by the abbrevia-
tion “DO/US" »or by the full sile “Uniied States Blected Office" or by the
abbreviation "EO/US"<,

(c) The major functions of the United States Designated Office »or
Elected Office< in respect to internationa) applications In which the United
States of America has been designated »or eleclede, include:

(1) Recelving various notifications throughout the internationsl
slage; »ande

(2) Accepting for * national >stage< ¥ examination intemational
applications which satisfy the requirements of 35 U.S.C, 371 % %e
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The Iniernational Bureaw communicates a copy of the
international application to each designated Office, except the
United States Patent and Trademark Office where that Office is
not only a designated Office but was also the Receiving Office
(35 U.S.C. 371(a)). The copy is prepared by the International
Bureau and it is accompanied by a copy of any amendments to
the claims, and a copy of the international search report or the
declaration by the International Searching Authority to the
effect that no international search report will be established
(PCT Article 20(1)(a) and (2) and PCT Rules 47.1(a) and 47.2).
The International Bureau also sends a notice to the applicant
(form PCT/IB/308) informing him or her of those Offices to
which it has sent the copies and the date on which they were sent
(PCT Rule 47.1(c)).

The International Bureau effects the said communication
of the international application to the designated Offices
promptly after publication.

The applicant may, if he or she so desires, transmit, or ask
the International Bureau to transmit, at any time, a copy of the
international application to any designated Office. Further de-
tails may be found in PCT Article 13 and PCT Rule 31, Itis to
be noted that any transmittal of this kind does not in the absence
of an express request from the applicant, entitle the designated
Office to start processing the international application in that
Office. At the express request of the applicant, however, any
designated Office may start processing or examining the inter-
national application earlier (PCT Article 23(2)).

1887 Entry into the National (or Regional)
Phase Before the Designated Offices [R-2]

PCT Avrtlcle 22
Copy, Translation, and Fee, to Deslgnated Offices

(1) The applicant shall furnish a copy of the international application
(unless the communication provided for in Article 20 has already taken place)
and atranslation thereof (as prescribed), and pay the national fee (if any), to each
designated Office not later than at the expiration of 20 months from the priority
date, Where the national law of the designated State requires the indication of
the name of and other prescribed data conceming the inventor but allows that
thess indications be furnished at & time later than that of the filing of & national
epplication, the spplicant shall, unless they were contained in the reguest,
fumish the eald indications to the national Office of or acting for that State not
later than at the expiration of 20 months from the priority date,

(2) Where the Intemational Searching Authority mekes a declarstion,
under Anicle 17(2)s), thet no intemational search report will be established, the
time limit for performing the acts referred to in paragraph (1) of this Articia ehall
be the same as that provided for in paragraph (i),

(3) Any national lawmay, for performing the acts referred to in parageaphs
(3) or (2), fix time limits which expire later than the time limit provided for in
those paragraphs.

PCT Article 23
Delaying of National Procedure
(1) No designated Office shall process or examine the international
application prior to the expiration of the applicable time limit under Anticle 22,
(2) Notwlthstanding the provisions of paragraph (1), any designated
Office may, on the express request of the applicent, process or exemine the
international epplication at any time,

BCT Article 24
Possibie Loss of Effect In Designated States
(1) Subject, in case (ii) below, to the provisions of Aricle 25, the effect of
the intemational application provided for in Article 11(3) shall cease In any
designated State with the same consequences as the withdrawal of any national
spplication in that State:
(£) if the spplicant withdraws his intemational application or the desig-
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nation of that State;

(ii) if the international application ig considered withdrawn by viriue of
Anicles 12(3), 14(1)(b), 14(3)(a), 0r14(4), or if the designetion of that State is
considered withdrawn by vistue of Article 14(3)(b);

(iii) if the applicant fails to perform the acts referred to in Article 22
within the applicable time limit.

(2) Nowwithstending the provisions of paragraph (1), any designated
Office may maintain the effect provided for in Article 11(3) even where such
effect is not required to b maintsined by virue of Article 25¢2),

BCT Artlcle 26
Opportunity to Correct Before Designated Offices
No designated Office ehall reject en international application on the
grounds of non-compliance with the requirements of this Treaty and the
Regulations without first giving the applicani il oppotiunity to correci the said
application tothe extent and according tothe procedure provided by the naticnal
law for the same or comparable situatione in respect of national epplications.

PCT Article 27
National Requirements

(1) No national law shell require complience with requirements relating
to the form or contents of the internationsl epplication different from or
additional 1o those which are provided for in this Treaty end the Regulations.

(2) The provisione of paragraph (1) neither affect the application of the
provisions of Article 7(2) nor preclude any national law from requiring, once the
processing of the intemational application has steried in the designated Office,
the furnishing:

(i) when the applicent is a legal entity, of the name of an officer entitled
1o rzpresent such legal entity,

(ii) of documents not part of the international application but which
constitute proof of allegations or statements made in that application, including
the confirmation of the international application by the signature of the applicant
when that epplication, es filed, was signed by his representative or agent.

(3) Where the epplicant, for the purpoges of any designated State, is not
quelified according to the national law of that Stats to file & nationsl epplicetion
because he is not the inventor, the international application may be rejected by
the designated Office.

(4) Where the national law provides, in respect of the form or contents of
national epplications, for requirements which, from the viewpoint of applicants,
are more favorable than the requirements provided for by this Treaty and the
Regulations in respect of international applications, the national Office, the
couris end any other competent organs of or acting for the designated State may
apply the former requirements, instead of the latter requirements, to iniema-
tional epplications, except where the epplicant insiste that the requirements
provided for by this Treaty and the Regulations be applied to his intemational
application.

(5) Nothing in this Treaty and the Regulations ie intended to be construed
as pregcribing anything that would limit the freedom of eech Contracting State
to prescribe such eubstantive conditions of patentability as it desires, In
particulsr, sny provision in this Treaty and the Regulations conceming the
definition of prior ent is exclusively for the purposes of the intemational
procedure and, consequently, eny Contracting State is free 1o apply, when
determining ths patentability of an invention cleimed in an intemational
application, the criteria of its national law in respect of prior art and other
conditions of patentability not constituting requirements as to the form and
contents of applications.

(6) The national law may require that the applicant furnich evidence in
respact of any substantive condition of patentability prescribed by such law.

(7) Any receiving Offics o, once the processing of the intemational
application has started in the designated Offics, that Office may apply the
national law as far as it relates to any requirement that the applicant be
represented by an agent having the right to represent applicants before the said
Office and/or that the applicant have en address in the designated State for the
purpose of receiving notifications,

(8) Nothing in this Treaty and the Regulations is intended to ba construed
& limiting the freadom of any Contracling State to epply measures deemed
necessary for the preservation of its national security or 1o limit, for the
protection of the general economic interests of that State, the right of its own
residents or natlonals to file international epplications.
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PCT Article 28
Amendment of the Clalms, the Descrlption, and the Drawlngs,
before Degignated Offices

(1) The applicant shall be given the opportunity to amend the clsims, the
description, and the drawings, before each designated Office within the pre-
scribed time limit. No designated Office shall grant & patent, or refuse the grant
of a patent, before such time limit has expired except with the express consent
of the applicant.

(2) The amendments shall not go beyond the disclosure in the intemational
application as filed unless the national Iaw of the designated State permits them
to go beyond the said disclosure,

(3) The amendments shall be in accordance with the national law of the
designated State in all respects not provided for in this Treaty and the Reguls-
tions,

(4) Where the designated Office requires a translation of the international
application, the emendments shall be in the language of the translation.

PCT Rule 4%
Copy, Translatlon and Fee under Article 22
49.1 Notification
(8) Any Contracting State requiring the fumishing of a translation or the
payment of a nationel fee, or both, under Article 22, shall notify the Intemnational
Bureau of:
(i) the languages from which and the language into which it requires
translation,
bﬁi) the amount of the national fee.
(&™) Any Contracting State not requiring the fumishing, under Article 22,

by the applicant of & copy of the international application (even though the
communication of the copy of the intemational application by the Intemational
Bureau under Rule 47 has not taken place by the expiration of the time limit
applicsble under Asticle 22) shall notify the Intemational Bureau accordingly.

(a™) Any Contracting State which, pursuant 1o Article 24(2), maintains,

if it is & designated State, the effect provided for in Anticle 11(3) even though a
copy of the intemational application is not furnished by the applicant by the
expiration of the time limit applicable under Anicle 22 shall notify the
International Bureaw accordingly.

(b) Any naification received by the International Bureau under para-
graphs (), (6”) or (a*7) shall be promptly published by the Intematicnal Bureau

in the Gazztte.

(c) If the requirements under paragraph (2) change later, such changes
shall be notified by the Contracting State to the International Bureau and that
Bureau shall promptly publish the notification in the Gazette. If the change
means thattranslation is required into e lenguage which, before the change, wes
not required, such change shall be effective only with respect to intemational
applications filed later than two months after the publication of the notification
in the Gazette, Otherwise, the effective date of any change shall be determined
by the Contracting State,

49.2 Languages

The language into which translation may be required must be an official
language of the designated Office. If there are several of such languages, no
translation may be required if the international application is in one of them. If
there are several official languages and & trenslation must be fumished, the
applicant may choose any of those languages. Notwithstanding the foregoing
provisions of this paragraph, if there are several official languages but the
national law prescribes the uge of one such lenguage for foreigners , a tranelation
into that language may be required.

49.3 Statements Undar Anticte 19; Indications Under Rule 13* .4

For the purposes of Anicle 22 and the present Rule, any statement made
under Article 19(1) and sny indication fumnished under Rule 13,4 shall, subject
to Rule 49,5(c) and (h), be considered padt of the international appliraiion,
49.4 Use of National Form

No applicant shall be required touse anational form when performing the
acts referred to in Article 22,

49.5 Contents of and Physical Reguirements for the Translation

(e) For the purposes of Article 22, the translation of the intemational
spplication shell contain the description, the clsims, any text matier of the
drawings and the abstract. If required by the designated Office, the translation
shall also, subject to paragraphs (b) and (c),

(i) contain the request,
(it) if the cleims have been amended under Anticle 19,contain both the
cleims ae filed and the claims as amended, and
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(b) Any designated Office requiring the furnishing of a transiation of the
request shall fumish copies of the language of the translation free of charge to
the applicants, The form and conients of the request form in the language cf the
translation shall not be different from those of the request under Rules 3 and 4;
in particular, the request form in the language of the translation shall not agk for
any information that is not in the request as filed. The use of the request form in
the language of the transiation shall be optional.

(c) Where the epplicant did not furnish atranslation of any statementmade
under Article 19(1), the designated Office may disregard such statement.

(d) If any drawing contaisis text matier, the translation of that text matier
shall be fumished either in the form of a copy of the original drawing with the
translation pasted on the original text matter or in the form of s drawing executed
anew.
(¢) Any designated Office requiring under paragraph () the furnishing of
a copy of the drawings shall, where the applicant failed to fumish such copy
within the time limit epplicable under Article 22,

(i) invite the applicant to furnish such copy within atime limit which shall
be reasonable under the circumstances and shall be fixed in the invitation, or

(ii) disregerd the said drawing if such invitation, on February 3, 1984 isnot
compatible with the national law applied by that Office and as long as it
continues to be not compatible with that law.

(f) The expression “Fig." does not require translation into any language.

(g) Where any copy of the drawings or any drawing executed anew which
has been furnished under paragraph (d) or (¢) does not comply with the physical
requirements referred to in Rule 11, the designated Office may invite the
epplicent 1o correct any defect within e time limnit which shall be reagonable
under the circumstances and shall be fixed in the invitation.

(h) Where the applicant did not fumish a trenslation of any indication
fumished under Rule 13 .4, the designated Office shell invite the applicent to
furnish such translation, if it deems it to be necessary, within a time limit which
shall be reasonable under the circumstances and shall be fixed in the invitation,

(i) Informaticn on any requirement and practice of designated Offices
under the second sentence of paragraph (a) shall be published by the Interna-
tional Buresu in the Gazeue.

(j) No designated Office shall require that the translation of the interna-
tional application comply with physical requirements other than those pre-
scribed for the intemnational application as filed.

PCT Rule 50
Faculty Under Artlcle 22(3)
50,1 Bxercise of Faculty

(2) Any Contracting State allowing & time limit expiring later than the time
limits provided for in Article 22(1) or (2) shall notify the Intemational Bureau
of the timie limits so fixed,

(b) Any naiification received by the Interational Bureau under paragraph
(@) shall be promptly published by the International Bureau in the Gazztte,

(¢) Notifications concerning the shoriening of the previously fixed time
limit shall be effective in relation 1o international applications filed after the
expiration of three months computed fromthe date on which thenotification wes
published by the Internstionsl Buresu,

(d) Notifications conceming the lengthening of the previously fixed time
limit shall become effective upon publication by the International Bureau in the
Gazette in respect of intemational applications pending at the time or filed after
the date of such publication, or, if the Contracting State effecting the notification
fixes some later date, ag from the latier date.

PCT Rule §2
Amendment of the Clalms, the Description, end the Drawlngs,
bofore Deslgnated Offices
52.1 Time Limi
() In any decignated State in which processing or examination atars
without special request, the applicent shall if he so wishes, exercige the right
under Article 28 within one month from the fulfillment of the requirements
under Article 22, provided that, if the communication under Rule 47.1 hes not
been effected by the expiration of the time limit applicable under Article 22, he
shall exercisa the said right not later than four months after such expiration date.
In either case, the epplicant may exercise the seid right at any other time if so
permitted by the national law of the gaid State,
(b) In any designated State in which the national law provides that
examination starts only on special request, the time limit within or the time at
which the applicant may exercise the right under Asticle 28 shall be the seme as
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that providzd by the national law for the filing of amendments in the case of the
examination, on special request, of nations! applications, provided that such
time limit shall not expire prior to, or such time shall not come before, the
expiration of the time limit applicable under paragraph (a).

In order that his application may be processed by the
Office (national or regional) which grants (or refuses the grant
of ) anational (or regional) patent, the applicant must, subjectto
the exceptions stated in this paragraph, do the following things:

(i) The applicant must pay the national fee to each desig-
nated Office not later than at the expiration of 20 months from
the priority date (PCT) Article 22(1)), unless more time is
allowed by the designated Office.

(ii) Depending on the fanguage of the international applica-
tion, the applicant may have to furnish a translation of the
international application to the designated Office, The prepara-
tion of the translation is the applicant’s responsibility. The
translation must reach the designated Office not later than at the
expiration of 20 months from the priority date (PCT Article
22(1) and 35 U.S.C. 371 (c)(2)). Where the applicant has
amended the claims by filing amendments with the Interna-
tional Bureau, he will have to furnish the translation also of the
original claims, and if he has filed a statement explaining the
amendments, a translation of that statement into the same
language as that into which the international application is
translated must be attached to the transtation of the international
application (PCT Atrticle 28(4) and PCT Rules 49.1(a)(i) and
49.2).

(iii) Where the International Burcau has not yet communi-
cated a copy of the international application to the designated
Office, the applicant must furnish a copy of the international
application (that is, a copy in its original language) to the
designated Office not later than at the expiration of 20 months
from the priority date. The applicant will receive form PCT/IB/
308 from the International Buresu indicating the date of mailing
of the communications as well as the designated Offices to
which the communication of copies wag effected (PCT Rule
47.1(c)).

(iv) In respect of certain designated Offices, the applicant
must furnish, if it is not aiready contained in the “Request” part
of the international application, the name and certain other data
concerning tie inventor (PCT Articles 4 (1)(v) and 4(4)).

A summary of requirements for each of the designated
Offices is contained in Vol. II of the PCT Applicant’s Guide,
published by the International Burcau and available to U.S.,
applicants from Pergamon International Infermation Corpora-
tion, 1340 Old Chain Bridge Road, McLean, Virginia 22101,
Teleprinter address: 90-1811, Telephone (703) 442-0900,

AMENDMENT OF THE INTERNATIONAL
APPLICATION IN THE “NATIONAL PHASE"

The applicant iz permitted to amend the claims, the descrip-
tion and the drawings before the designated Offices. Any such
amendmenis must be submitied within the given time limi¢,
geresally within one month of the payment of the national fees
and the furnishing of a translation, if necessary (PCT Article 28
and PCT Rule 52). The amendments must not go bevond the
disclosure in the international application as filed except where
the law of the designated State permits them to go beyond the
said disclosure. The amendments must be in accordance with
the law of the designated State in all respects not provided for in
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the PCT. The amendments must be presented in the language of
the translation of the international application, if a translation
was required.

1889 Representation Before the Designated
Office

Any designated Office may, once the processing of the
international application has started in that Office, apply the
national (regional) law as far as it relates to any requirement that
the applicant be represented by an agent having the right to
represent applicants before the said Office and/or that the
applicant have an address in the designated State for the purpose
of receiving notifications (PCT Article 27(7)).

1890 Requirements To Enter National Stage in
United States of America [R-2]

35 U.S.C. 371 National stage: Commencement

(a) Receipt from the International Bureau of copies of intemational
applications with any amendments to the claims, *intemationai search reporis,
»and intemational preliminary examination reports including any annexes
thereto< may be required in the case of * international applications designating
>or electing<iths United States.

(b) Subject to subsection (f) of this section, the national stage shall
commence with the expiration of the applicable time limit under article 22 (1)
or (2) >, or under asicle 39(1)(a)< of the treaty,

(c) The applicant shall file in the Patent and Trademark Office —

(1) the national fee prescribed under section 376(a )(4) of this pan;

(2) a copy of the intemnational application , uniess not required under
subsection (a) of this section or already communicated by the Intemational
Bureau, and a translation into the English language of the intemational applica-
tion, if it was filed in anvther language;

(3)amendments, if any, tothe claims inthe intemational application, made
underariicle 19 of the treaty, unless such amendments have been communicated
to the Patent and Trademark Office by the Intemnational Bureau, and a transla-
tion into the English language if such amendments were mede in another
language;

(4)an oath or declaration of the inventor (or other person authorized under
chapter 11 of this title) complying with the requirements of section 115 of this
title and with regulations prescribed for oaths or declarations of applicants®»;<

(5) a translation into the English language of any annexes to the intema-
tiona! preliminary exsmination repon, if such annexes were made in another
language.<

(d) The requirement with respect to the national fee referred to in
subsection (c)(1), the transiation referred to in subsection (c)(2), and the cath or
declaration referred to in subsection (c)(4) of this section shall be complied with
by the date of the commencement of the national stage or by such later time as
may be fixed by the Commissioner. The copy of the intemational spplication
referved to in subsection (c)(2) shall be submitted by the date of the commence-
ment of the national stage. Iailure to comply with these requirements shall be
regarded ag abandonment of the application by the parties thereof, unless it be
shown to the satisfaction of the Commissioner that such failure to comply was
unavoidable, The payment of & surcharge may be requited as & condition of
sccepting the national fee referred to in subsection (¢)(1) or the outh or
declaration referred to in subsection (c)(4) of this section if these requirements
are not met by the date of the commencement of the national stage. The
requiremerits of subsection (c)(3) of this section ghall be complied with by the
date of the commencement of the national stage and failure to do g0 shall be
regerded as & cancellation of the amendments to the claims in the international
application made under asticle 19 of the treaty. >The requirement of subsection
(¢)(5) shall be complied with at such time as may be fixed by the Commissioner
and failure to do so shall be regarded as cancellation of the smendments made
under article 34(2)(b) of the treaty.<

(e) After an intemational application has entered the national stage, no
patent muy be granted or refused thereon before the expiration of the applicable
time limit under anticle 28 >or anticle 41< of the treaty, except with the express
congent of the applicant. The applicant may present amendments to the speci-
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fication, claims, and drawings of the epplication afier the nationsl stage has
commenced.

(f) At the express request of the applicent, the national stage of process-
ing may be commenced st any time at which the application is in order for such
purpose and the applicable requirements of subsection (c) of this section have
been complied with.

35 U.8.C. 372 Nsatlonal stage: Requirements and procedure.

(a) All questions of substance and, within the scope of the requirements of
thetreaty and Regulations, procedure in an intemational application designating
the Urited States shall be determined & in the case of national applications
regularly filed in the Patent and Trademark Office.

(b) In case of intemational applications designating but not originating in,
the United States - -

(1) the Commissioner may cause to be reexamined questions relating to
form and contents of the application in accordance with the requirements of the
treaty and the Regulations;

(2) the Commissioner may cause the gquestion of unity of invention to be
reexemined under section 121 of this title, within the scope of the requirements
of the treaty and the Regulations.

(3) the Commissioner may require & verification of the translation of the
internationsl spplication or eny other document pertaining to the application if
the application or other document was filed in & language other than English.

37 CFR 1.491 Entry Into the nationzl stage.

An intemational application enters the national stage when the applicant
has filed the documents and fees required by 35 U.S.C. 371(c) within the periods
set in §1.494 or §1.495.

37 CFR 1.492 Nationai stage fces.

The following fees and charges for internationa! applications entering the
national stege under 35 U.S.C. 371 are established by the Commisgioner under
35U.S.C. 376;

(a) The basic national fee:

(1) Where an intemational preliminary exsmination fee
as set forth in §1.482 has heen paid on the intemational application to the
United States Patent and Trademark Office:

By a small entity (§1.9()) .uoverversrersrnrens
By other than & emall entity

(2) Where no intemstional preliminary examination fee
as set forth in §1.482 has been paid Lo the United States Patent end Trade-
mark Office, but an intemationel search fee as set forth in §1.445(a)(2) has been
paid on the intemational application to the United States Patent and Trademark
Office as an International Searching Authority:

By & smasll entity (§1.9(f)) ..rrucrescrsraens $170.00
By other than 8 small entity .....c.ooviniennes $340.00

(3) Where no intemational preliminary examination fee as set forth
in §1.482 has been paid and no international search fee as set forth in
§1.445(a)(2) has been paid on the intemational application to the United States
Patent and Trademark Office:

By a smail entity (§1.9()) ..oeerevnrensessnras $225.00
By ather than & small entity ........ S .$450,00

(4) Where the intemational preliminary examination fee ss eet forth in
§1.482 haes been paid to the United States Patent and Trademark Office and the
intemnational preliminary examination report states that the criteria of novelty,
inventive step (non-obviousness), and industrisl spplicability, as defined in
PCT Agticle 33(1) to (4) have been satisfied for all the claims presented in the
spplication entering the national stage (see §1.496(b)):

By a small entity (§1.9()) cornirmvsrninncnren$25.00
By other than a small entity .....ucmnisinen $50.00

(b) In addition 1o the basic national fee, for filing or later presentation of
each independent claim in excess of 3:

Rev. §, July 1987

MANUAL OF PATENT EXAMINING PROCEDURE

T PRI (K () —" $17.00
By other than a smell enity «cinennensd $34.00

(¢) In addition to the basic nationasl fee, for filing or later presentation of
each claim (whether independent or dependent) in excess of 20 (Mote thet
§1.75(c) indicates how multiple dependent claims are considered for fee calcu-
lation purposes.):

By a small entity (§1.9(5) «.ouerverrnsrosisians $6.00
By other than a sm2ll entity ..urcrvsereses $12.00

(d) In addition to the basic national fee, if the epplication
centaing, or is amended to contain, a muliiple dependent clsim(s), per applica-
tion:

By & small entity (§1.9(f)) .....
By other than & small entity

( I£ the additional fees required by paragraphs (b), (c) and (d) are not
paid on presentation of the claims for which the additional fees are due,
they must be paid or the claims cancelled by amendment, prior to the
expiration of the time period set for response by the Office in any notice of
fee deficiency.)

(e) Surcharge for filing the basic national fee or oath or declaration later
than 20 raonths from the priority date purzuant to §1.494(c) or later than 30
months from the priority dater pursuant to §1.495(c):

By a small entity (§1.9(f))
By other than a small entity «...ocrviirenns

(f) For filing an English translation of an intemnational application later
than 20 months afier the prionty date (§1.494(c)) or for filing an English
translation of the international application or of any annexes to the intemational
preliminary examination report later than 30 months after the priority date
(§1.495(c) and (¢))

(35 US.C. 6, 376)

37 CFR1.4%¢ Entering the natlonal stage In the United States of
Amerlce as & Deslgnated Office,

() Where no Demend has been filed with an appropriste Intemational
Preliminary Examining Authority by the expiration of 19 months from the
priority date (see §1.495), the applicant must fulfill the requirements of PCT
Anticle 22 end 35 U.S.C, 371 within the time periods set forth in paragraphs (b)
and (c) of this section in order to prevent the abandonment of the international
application as to the Unites States of America. Intemational applicerions for
which those requirements are timely fulfilled will enter the national stage end
obtain an examination as to the patentability of the invention in the Unites Staies
of America.

(b) The applicant shall fumish to the United States Patent and Trademark
Office not later than the expiration of 20 months from the priority date -

(1) a copy of the international application, unless it has been previously
communicated by the International Bureau orunless it was originally filedin the
United States Patent and Trademark Office;

(2) atranslation of the intemational application into the Engligh language,
if it was originally filed in another language;

(3) the basic national fee (zee §1.492(a)); and

(4) an cath or declaration of the inventor (see §1.497).

(c) The applicent may furnish any required English translation of the
intemnational application, the basic national fee and the oath or declaration of the
inventor after 20 months but not later than the expiration of 22 months from the
priority date. The payment of the processing fee set forth in §1,492(f) is required
for acceptance of an English translation later than the expiration of 20 months
sfter the priority date. The payment of the surcharge set forth in §1.492(e) is
required for acceptance of the basic national fee or the oath or decleration of the
inventor later then the expiration of 20 months after the priority date,

(d) A copy of any emendments to the claims made under PCT Anticle 19,
and s translation of those amendments into English, if they were mada in anciher
language, must be funished not later than the expiration of 20 months from the
priority date, Amendments under PCT Anicle 19 which are net received by the
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expiration of 20 months from the priority date will be considered 1o be cancelled.

(e) Verification of the trenslation of the international applicstion or any
other document periaining to an international application may be required
where it is coneidered necessary, if the international application or other
document was filed in a language other than English.

(f) The documents and fees submitied under paragraphs (b) and (c) of this
seclion must be clearly identified as a submission 1o enter the national stage
under35U.S.C. 371, otherwise the submission will be considered as being made
under 35 U.S.C.111.

(g) Thetime limits set out in paragraphs (b), (c) and (d) of this section may
not be extended pursuant to §1.136 or otherwise.

(h) An intemational application becomes abandoned as to the United
States 20 monihs from the priority date if a copy of the intemational application
is not communicated to the Patent and Trademark Office prior to 20 months
from the priority date where the United States has been designated but not
elected prior 10 19 months from the priority date. If a copy of the intemationel
gpplication is communicated within 20 months to the Patent end Trademark
Office, an intemational epplication will become abandoned as to the United
States 22 months from the priority date if the required English translation(s),
fees and oath or declaration under 35 U.S.C. 371(c) are not filed within 22
months from the priority date.

37 CFR 1.495 Entering the national stage in the Unlted States of
America as an Elected Offlce

(a) Where a Demand has been filed with an appropriate Intemational
Preliminary Exemining Authority and not withdrawn by the expiration of 19
months from the priority date, the applicant must fulfill the requirements of 35
U.S.C. 371 within the time periods set forth in paragraphs (b) and (c) of this
section in order to prevent the abandonment of the intemational application as
to the Unites States of America. Intemational applications for which those
requirements are timely fulfilled will enter the national stage and obtain an
examination as to the patentability of the invention in the Unites State of
America,

(b) The applicant ghell fumish to the United States Patent and Trademark
Office not later then the expiration of 30 months from the priority date-

(1) a copy of the intemnationsl] application, unless it has been previously
communicated by the International Bureau orunless it was originally filedin the
United States Patent and Trademark Office;

(2) atranslation of the intemational application into the English language,
if it wee originslly file in another language;

(3) the basic national fee (see §1.492(s)); and

(4) an oath or declaration of the inventor (see §1.497).

{c) The applicant may fumish any required English translation of the
international application, the basic national fee and the oath or declaration of the
inventor efter 30 months but not later than the expiration of 32 months from the
priority date. The payment of the processing fee set forth in §1.492(f) is required
for acceptance of an English translation later than the expiration of 30 months
after the priority date. The payment of the surcharge set forth in §1.492(e) is
required for acceptance of the basic national fee or the oath or declaration of the
inventor later than the expiration of 30 months after the priority date,

(d) A copy of any amendments to the cleims made under PCT Anicle 19,
and a translation of those emendments into English, if they were made in another
language, must be fumished not later then the expiration of 30 months from the
priority date, Amendments under PCT Anticle 19 which are not received by the
expiration of 30 months from thepriority date will be considered to be cancelied,

(e) A translation into English of any annexes to the intemationel
prieliminary examination report, if the annexes were made in snother language,
must be furished not later than the expiration of 30 months from the priority
date, Translations of the unnexes which are not recieved by the expiration of 30
months from the priority dsie may be submitted within 32 months from the
priority date accompanied by the processing fee set forth in §1.492(f), Tranela-
tions of the annexes which are not timely received will be considered 1o be
cancelled,

(HVerification of the translation of the intemational application or any
other document pertaining to an intemational application may be required
where it is considered necessary, if the international spplication or other
document was filed in a language other than English,

(g) The documents submitted under paragraphs (b) and (c) of this section
must be clearly identified ag a submission to enter the national stage under 35
U.8.C. 371, otherwise the submission will be considered as being made under
350.8.C111,

1800-83

1890

(g) The time limits set out in paragraphs (), (c), (d) and (e) of this section
may not be extended pursuant o §1.136 or otheswise,

(h) An intemationsl application becomes abendoned as o the United
States 3¢ _.onths from the priority date if a copy of the intemationsl application
is not communicated to the Patent and Trademark Office prior o 30 months
from the priority date and a Demand for Intemational Preliminary Examination
which elected the United States of Americe has been filed priorto the expiration
of 19 months from the priority date. If a copy of the intemationel application is
communicated within 30 months to the Patent and Trademark Office, an
international application will become abandoned as to the United States 32
months from the priority date if the required English trenslation(s), fees and oath
or declaration under 35 U.S.C. 371(c) are not filed within 32 monthe from the
priority date.

37 CFR 1.496 Examinstion of International appllcations In the
natlonasi stage

(a) Intemationel applications which have complied with the requirements
of 35 U.5.C. 371(c) will be taken up for action based on the date on which such
requirements were met, However, unless an express request foresrly processing
hagbeen filed under35 U.S.C. 371(f), noaction may be teken prior to one month
after entry into the nationsl stage.

{(b) A national stage application filed under 35 U.S.C. 371 may have paid
therein the basic national fee as set forth in §1.492(e)}(4) if it contsing, or is
amended to contain, at the time of entry into the nationel stage, only claims
which have been indicated in an intemational preliminary examination report
prepaied by the United States Patent and Trad@nark Office as satisfying the
criteria of PCT Anticle 33(1)-(4) as to novelty, inventive step and industrisl
applicability, Such nationel stage applications in which the basic national fee as
set forth in §1.492(a)(4) has been paid may be amended subsequent to the date
of entry into the national stage only to the extent necegsary to eliminate
objections as to form or to cancel rejected claims. Such netionsl stage applica-
tions in which the basic nationsl fee as set forth in §1.492(a)(4) has been paid
will be taken up out of order,

37 CFR 1.497 Qath or declaration under 35 U.8.C. 371(¢)(4).
() When an applicent of en intemationsl application, if the inventor,
desires to enter the national stage under 35 U.S.C. 371 pursuant to §1.494 or
£1.495, he or she must file an oath or declaration in accordance with §1.63.
(b) If the intemational application was made es provided in §1.422, 1,423
or 1.4235, the applicant shall state his orher relationshipto the inventor and, upon
information and belief, the facts which the inventor is required by §1.63 to state.

The United States national stage commencement require-
ments are set forth in 35 U.S.C, 371 and 372. In order to retain
the international filing date and enter the national stage in the
United States, and unless the international application was filed
in the United States Receiving Office or was already received
from the International Bureau, the applicant, who must be the
inventor for the United States (35 U.S.C. 373), must timely file
in the Patentand Trademark Office (37 CFR 1.61) the following
items:

(i) a copy of the international application and a English
translation thereof, if necessary,

(ii) Amendments to the claims under PCT Article 19 which
were made before the International Bureauw, if any, and an
English translation thereof, if necessary,

d(iii) an oath or declaration of the inventor (37 CFR 1.70)
,an

(iv) the national filing fee (35 U.S.C. 376(4) and 37 CFR
1.402(a)). Theapplicantmust submitacopy of the international
application, if it has not been communicated by the International
Bureau, not later than the expiration of 20 months from the
priority date to avoid abandonment of the application (35
U.S.C.371(d) and PCT Article 22), The filing fee and oath or
declaration may be submitted between 20 and 22 months from
the priority date if accompanied with the surcharge. If the filing
fee, oath or declaration, and any required surcharge are not filed

Rev, §, July 1987



1892

by the expiration of 22 months from the priority date, the
application is abandoned. If any required English translation of
the international application is not filed within 20 months from
the priority date, it must be filed within 22 months from the
priority date along with the processing fee (37 CFR 1.492(f)) in
order to prevent abandonment of the international application.
At 20 months the applicant may also file copies of the prior art
cited in ine Searcii Repori. Afier filing, the applicant has ihe
right to amend the application before the designated Office
within one month after entry into the national stage. The
amendment may affect the description, claims and drawings,
but may notadd new matter. It should be noted that the time limit
of 20 months from the priority date applies irrespective of
whether the international search report is available.

Entry into the national stage may also occur earlier at the
express request of the applicant under the provisions of 35
U.S.C. 371(f). In order that earlier entry into the national stage
may take place, the applicable requirements of 35 U.S.C. 371(5)
must be received by the United States Patent and Trademark
Office. Requirements such asthe SearchReport and any amend-
ments to the ¢laims must be submitted promptly after they are
made available, if not submiticd with the other requirements of
35U.8.C. 371(c).

EARLY PROCESSING OF APPLICATION AT THE U.S.
NATIONAL STAGE

National stage processing in the United States Patent and
Trademark Office will normally not begin until after the expi-
ration of the applicable time limit under PCT Article 22 (35
U.S.C. 371(b)).

This is true even if the applicant fulfills the requirements of
35U.8.C. 371(c), paragraphs (1), (2), and (4) to obtain an early
prior art date under 35 U.S.C. 102(e) well before the expiration
of the above mentioned time limit.

Applicants may, however, expressly request early process-
ing at any time after the applicable requirements of 35 U.S.C.
371(c) have been complied with., If a proper express request for
carly processing is received, the international application will
promptly be assigned a national serial number and be forwarded
for examination,

PRIOR ART STATEMENT REQUIREMENT FOR
UNITED STATES

If the United States of America is designated, an informa-
tion disclosure statement under 37 CFR 1.97 and 1.98 should be
filed at the time of entering the national siage (35 U.S.C. 371 (b)
or (f)) or within three months thereafter, For purposes of 37 CFR
1.97(a) the date of entry into the national stage is considered to
be “the time of filing the application”.

UNITED STATES DRAWING REQUIREMENTS

When the nature of the subject matter of the invention
admits of iliustration by the drawing and the applicant has not
furnished such a drawing, the Commissioner of Patents and
Trademarks may require the submission of such a drawing
within a time period of not less than two monthg from the
sending of a notice to the applicant (35 U.S.C. 113 and 37CFR
1.81 and 1.83). Accordingly, whenever filing international
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applications which designate the United States, applicants may
wish to routinely furnish a drawing with each application in
which the subject matter “admits of illustration by a drawing”
even though the drawing is not deemed necessary for the
understanding of the invention,

1892 Filing of Continuation or Continuation-
in-part Appiication During Pendency of
International Application Designating

the United States [R- 2]

It is possible to file a U.S. national application under 35
U.S.C. 111 during the pendency (prior to the abandonment) of
an international application which designates the United States
without completing the requirements for entering the national
stage under 35 U.S.C. 371(c). The ability to take such action is
based on provisions of the United States patent law. 35 U.S.C,
363 provides that “An international application designating the
United States shall have the effect from its intemnational filing
date under article 11 of the treaty, of a national application for
patent regularly filed in the Patent and Trademark Office...”. 35
U.S.C. 371(d) indicates that failure to timely comply with the
requirements of 35 U.S.C. 371(c) “shall be regarded as aban-
donment by the parties thereof...”, It is therefore clear that an
international application which designates the United States has
the effect of a pending U.S. application from the international
application filing date until its abandonment as to the United
States. The first sentence of 35 U.S.C. 365(c) specifically
provides that “In accordance with the conditions and require-
ments of section 120 of this title,... a national application shall
be entitled to the benefit of the filing date of a prior international
application designating the United States.” The condition of 35
U.S.C. 120 relating to the time of filing requires the later
application to be “filed before the patenting or abandonment of
or termination of proceedings on the first application...” (em-
phasis added). The filing of a continuation or continuation-in-
part appiication of an international application may be useful to
patent applicants where the oath or declaration required by 35
U.S.C. 371(c)(4) cannot be filed within 22 months from the
priority date as required by 37 CFR 1.61(b). An applicant filing
an application under 35 U.,S.C. 111 may obtain additional time
to giée )lhe oath or declaration under 37 CFR 1.53(d) and
1.136(a).

A Continuing application under 35 U.S.C. 365(c) and 120
must be filed befisre the abandonment or patenting of the prior
application,

37 CFR 1.494 Enterlng the natlonal stage In the United States of
Amorics ag & Deslgnated Office,
R

(h) An international application becomes abandoned as 1o the United
States 20 months from the priority date if a copy of the intemnational application
is not communicated to the Patent and Trademark Office prior to 20 months
from the priority date where the United States has been designatsd but not
elected prior to 19 months from the priority date. If a copy of the international
application {s communicated within 20 months to the Patent and Trademark
Office, en intemational application will become abandoned as to the United
Suates 22 months from the priority date if the required English translation(s),
fees and oath or declerstion under 35 U.S.C. 371(c) are not filed within 22
months from the priority date,
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37 CFR 1.495 Entering the national stage in the United States of
Amerlea ag an Elected Office
2211

(i) An intemational application becomes at:andoned as to the United States
30 months from the priority date if a copy of the intemational spplication is not
communicated to the Patent and Trademark Office priorto 3(¢ months from the
priority date and a Demand for International Preliminary Examination which
elected the United States of America hes been filed priorto the expiration of 19
months from the pricnity date. If a copy of the intemational application is
communicated within 30 months to the Patent and Trademark Office, an
internationsl application will become sbandoned as to the United States 32
months from the priority dutz if the required English translation(s), fees and oath
or declaration under 35 U.5.C. 371{c) are not filed within 32 months from the
priority date,

1895 Review Under PCT Article 25 [R-2]

PCT Article 25
Review by Deslgnated Offices

(1)a) Where the receiving Office has refused to accord an international
filing date or has declared that the intemational application is considered
withdrawn, or where the Intermnational Bureaw has made & finding under Article
12(3), the International Bureau shall promptly gend, at the request of the
applicant, copies of any document in the file to any of the designated Offices
named by the applicant.

(b) Where the receiving Office has declared that the designation of any
given State is considered withdrawn, the Intemetional Bureau shall promptly
gend, et the request of the applicant, copies of any document in the file to the
national Office of such State.

(¢) The request under subparagraphs (s) or (b) shell be presented within
the prescribed time limit.

(2)(a) Subject to the provisions of subperagraph (b), each designated
Office shall, provided that the nationsl fee (if any) hes been paid and the
appropriate translation (as prescribed) has been fumished within the prescribed
time limit, decide whether the refusal, declaration, or finding, referred to in
paragraph (1) was justified under the provisions of this Treaty and the Regula-
tions, end, if it finds that the refusel or declaration was the result of an error or
omiseion on the part of the receiving Office or that the finding was the result of
an ervor of omission on the part of the Intemational Bureau, it shall, as far as
effects in the Siate of the dezignated Office ere concemed, treat the international
application as if such error or omission fiad not occurred,

(b) Where the record copy has reached the International Buresu after the
expiration of the time limit prescribed under Anicle 12(3) on account of any
error or omission on the part of the applicant, the provisions of subparagraph (2)
shall apply only under the circumstances referred to in Article 48(2).

35 U.8.C, 366 Withdrawn International application

Subject to section 367 of this part, if an international application designat-
ing the United States is withdrawn or eonsidered withdrawn, either generally or
as to the United States, under the conditions of the treaty and the Regulations,
before the applicant has complied with the applicable requirements prescribed
by section 371(c) of this part, the designation of the United States shall have no
effect after the date of withdrawal and shall be ~onsidered as not having been
made, unless a claim for benefit of a prior filing dete under section 365(c) of this
section was made in 8 national application, or an intemationel application
designating the United States, filed before the date of such withdrawsl, How-
ever, such withdrawn intemationd application may serve asthe bagis for a claim
of priority under gection 365 (e) end (b) of this part, if it designoted & countsy
other then the United States,

35 U .8.C, 367 Actions of other suthorlties: Review

(2) Where a Receiving Office other than the Patent and Trademark Office
has refused to accord an intemational filing date to an intemational application
designating the United States or where it hae held such application to be
withdrawn either generally or as to the United States, the applicant may request
review of the metter by the Commissioner, on compliance with the requirements
of and within the time limits specified by the treaty and the Reguleions, Such
review may result in & determination thet such application be considered ss
pending in the national stage.

(b) The review under subsection () of this section, subject to the same
requirements and conditions, may algso ba requested in those instances where an
international application designating the United States is considered withdrawn
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due to 2 finding by the Intemational Bureau under Article 12(3) of the treaty.

PCT Article25and 35 U.S.C. 367 provide for review by the
United States Designated Office of decisions by another Re-
ceiving Office (1) refusing to grant a filing date or (2) withdraw-
ing the international application or the designation of the United
States of America,

1896 Effect of U.S. Paient Issued on an Inter-
national Application

PCT Article 46

Incorrect Transiation of the International Application

If, because of an incorrect translation of the international application, the
scope of any patent granted on that application exceeds the scope of the
interational application in its original language, the competent authorities of
the Contracting State concemed may accordingly and retroactively limit the
scope of the patent, and declare it null and void to the extent that its scope has
exceeded the scope of the intemational application in its original language.

35 U.8.C. 375 DPatent issued on international application: Effect

(a) A patent may be issued by the Commissioner based on an intemational
application designating the United States, in accordance with the provisions of
this title. Subject 1o section102(e) of this title, such patent shall have the force
and effect of a patent issued on a national application filed under the provisions
of chapter 11 of this title,

(b) Where due to an incorrect translation the scope of a patent granted on
en internationel application designating the United States, which was not
originally filed in the English language, exceeds the scope of the intemational
application in its originel language, & court of competent jurisdiction may
retroactively limit the scope of the patent, by declering it unenforceable to the
exient thet it exceeds the scope of the international application in its original
language.

Apatentissued on an international application has the same
force and effect as a patent issued on a national application
excepi that a court may retroactively limit the scope of a patent
if it is too broad because of an incorrect translation, 35
U.S.C.375.

1897 Filing and Prior Art Effect in United
States of America [R-2]

35 U.S.C. 363 International application deglgnating the Unlted
States: Effect

An intemational spplication designating the United States shall have the
effect, from its international filing date underarticle 11 of the treaty, of a national
application for patent regularly filed in the Patent and Trademark Office except
as otherwise provided in section 102(e) of this title.

37 CFR 1.53 Serial number, filing date, and completion of

appllcation.
TENY’

() Tho filing date of an intemationel application designating the United
States of America shall be treated as the filing date in the United States of
America under PCT Anticle 11(3), except as provided in 35 U,.S.C. 102(e).

The prior art ¢ffect under 35 U.S.C. 102(e) begins on the
date the applicant has fulfilled the requirements of 35 U.S.C,
371(cX(1), (2) and (4). These requirements are that the national
filing fee, a copy of the international application and a verified
English translation thereof, if it was filed in another language,
and an oathor declaration befiled inthe United States Patentand
Trademark Office. The international application also becomes
prior art when it is published promptly after the expiration of 18
months from the priority date, or earlier at applicant’s request.
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1898.01 International Preliminary
Examination [R-5]

MARUAL OF PATENT EXAMINING PROCEDURE

QUICK REFERENCE CHART

The following chart is designed to be a guide to patent ex-
aminers to direct them to those sections of this Manual which
discuss the various operations for which the examiner is respon-
sible, :

The procedures required of the examiner are basically
taken in the order présented.

1. Unity of Invention [Form PCT/IPEA/405]

The examiner must determine whether or not unity of
invention exists in the claims before the International Prelimi-
nary Examining Authority.

Time deadline - 7 days from the date the international ap-
plication is charged to the Examining Group from PCT Central.

See §§ 1898.02(a) - (¢).

Only those inventions that were previously searched by an
International Searching Authority will be considered for Inter-
national Preliminary Examination.

2. Written Opinion [Form PCT/IPEA/408]

The Written Opinion is similar to a first Office Actionin a
national application in which the examiner sets forth his or her
position as to each claim and offers the applicant an opportunity
tc . sspond.

Defective claims - this includes claims so defective that ex-
amination cannot be considered and claims drawn to subject
matter which is not éxamined by the United States Patent and
Trademark Office.

See § 1898.02(a).

Examination as to novelty, Inventive Step and Industrial
Applicability - this is the focus of the examination and the
Written Opinion. All claims which are not defective must be
treated on the merits.

See §§ 1898.03(a)(1) - 4).

3. Applicant's response to the Written Opinion
Any response must be made within the time limit set in
the Writien Opinion which is usually 2 months from the date of
mailing the Written Opinion. The time limit cannot be extended.
The response may include amendments to the specification,
claims and drawings which do not include new matter.

4, Interviews

The applicant, or the applicant's representative may hold
an interview with the examiner during the time limit for re-
sponse to the Written Opinion, All interviews must be made of
record in the international application.

5. International Preliminary Examination Report
(Form PCT/IPEA/4(9]

Time limit - The completed International Preliminary Ex-
amination Report must be forwarded to PCT Central before the
expiration of 27 months from the priority date of the interna-

tional application.

After receipt of applicant's response to the Written Opin-
ion or the expiration of the time limit, the International Prelimi-
nary Examination Report should be prepared

The matter of unity of invention may again be rewewed m
view of any amendments filed.

See §§ 1898.04(a) and (c).
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The International Preliminary Examination is to be carried
out in accordance with PCT Article 34 and PCT Rule 66. After
the Demand is checked for compliance with PCT Rules 53 - 55,
57 and 58, the first step of the examiner is to study the descrip-
tion, the drawings (if any), and the claims of the international
application and the documents describing the prior art as cited
in the International Search Report.

A Written Opinion must be prepared if the examiner:

1. considers that the international application hasany of the
defects described in PCT Article 34(4) concerning subject
matter which is not required to be examined or which is unclear
or inadequately supported,

2. considers that the report should be negative with respect
to any of the claims because of a lack of novelty, inventive step
(non-obviousness) or industrial applicability as described in
PCT Article 33(2) - (4),

3. notices any defects in the form or contents of the inter-
national application,

4. considers that any amendment goes beyond the disclo-
sure in the international application as originally filed, or

5. wishes to make an observation on the clarity of the
claims, the description, the drawings or to the question whether
the claims are fully supporied by the description (PCT Rule
66.2).

The Written Opinion is prepared on form PCT/IPEA/408 to
notify applicant of the defects found in the international appli-
cation. The examiner is further required to fully state the reasons
for his or her opinion (PCT Rule 66.2(b)) and invite a written
reply, with amendments where appropriate (PCT Rule 66.2(c))
normally setting a two month time limit for the reply.

The applicant may respond to the invitation by making
amendments or, if applicant disagrees with the opinion of the
examiner, by submitting arguments, as the case may be, or both.

The U.S. Rules of Practice pertaining to international pre-
liminary examination of international applications permit a
second Written Opinion in those cases where sufficient time is
available, Normally only one Written Opinion will be issued.
Any response received after the expiration of the time limit set
for response 0 a Written Opinion will not be considered in pre-
paring the International Preliminary Examination Report.

If the applicant does not respond to the Written Opinion
within the settime period, the International Preliminary Exami-
nation Report will be prepared after expiration of the time limit
and sufficient time to have any response clear the Mail Room.

If after initial cxamination of the international application,
there is no negative statement or comment to be made, then only
the International Preliminary Examination Report will be pre-
pared without a Written Opinion having been issued.
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PATENT COOPERATION TREATY

1896.01(a) Provisions of Agreement with the
International Bureau to serve as an Interna-
tional Searching and Preliminary Examination
Authority [R-§]

A copy of the Agreement appears in MPEP §1804

PCT Artlcle 32
The International Prellminary Examining Authority

(1) Internationel preliminary examination shall be camried out by the
International Preliminery Exemining Authority.

(2) In the case of deraands referred to in Article 31(2)(a), the receiving
Office, and, in the case of demands referred toin Article 31(2)(b), the Assembly,
ghail, in sccordance with the applicable agreement betvieen the interested
Intemational Preliminary Examining Authority or Authorities and the Interna-
tional Buresu, specify the Intemnational Preliminary Examining Authority or
Authorities competent for the preliminery examination.

(3) The provisions of Anicle 16(3) shall apply, mutatis mutandis, in
respect of the International Preliminary Examining Authorities,

PCT Artlcie 34
Procedure before the International Preliminary Examining
Authority

(1) Procedure before the International Preliminary Examining Authority
shall be governed by the provisions of this Treaty, the Regulations, and the
agreement which the Intemational Bureau shall conclude, subject to this Treaty
and the Regulations, with the said Authority.

BoRRE

37 CFR 1.416 The United Statez International Prellminary
Examining Auvthority

(2) Pursuani to sppointment by the Assembly, the United States Patent and
Tredemark Office will act as an Internationsl Preliminary Examining Authority
for international applications filed in the United States Receiving Office and in
other Receiving Offices as may be agreed upon by the Commissioner, in
accordance with agreement between the Patent and Trademark Office and the
Intemational Bureau.

(b) The United Ststes Patent and Trademark Office, when acting as an
Internationsl Preliminary Examining Authority, will be identified by the full
title “United States Intemational Preliminary £xamining Authority” or by the
abbreviation “IPEA/US.”

(c) The major functions of the International Preliminary Examining
Authority include:

(1) Receiving and checking for defects in the Demand;

(2) Coliecting the handling fee for the International Bureau and the
preliminsry examination fee for the United States Intemational Preliminsry
Exemining Authority;

(3) Informing applicant of receipt of the Demand;

(4) Congidering the matier of unity of invention;

(5) Providing en intemational preliminary examination report which is a
non-binding opinion on the questions whether the claimed invention appears to
be novel, to involve inventive step (to be non-obvious), and to be industrially
gpplicebie; and

(6) Transmitting the intemational preliminary examination repost to
applicant and the International Bureau,

An agreement has been concluded between the United
States Patent and Trademark Office (USPTQ) and the Interna-
tional Bureau under which the USPTO agrees to serve as an
Interviational Preliminary Examining Authority for those appli-
cations filed in the USPTO as a Receiving Office and for those
international applications filed in other receiving Offices for
which the USPTO has served as an Intemnational Searching

1800-87
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Authority.

The agreement is provided for in PCT Articles 32(2) & (3)
and 34(1), and in PCT Rules 58.3, 59.1, 63.1, 72.1, 75.4, and
77.1(a). Authority is givenin 35 U.S.C. 361(c), 362(a) & (b) and
in364(a). 37 CFR 1.416(a) and PCT Administrative Instruction
§ 103(c) are also relevant.

1898.01(b) Preparation for filing of Demand
[R-§]

37 CFR 1.480 Demand for International preliminary examination.

() On the filing of a Demand and payment of the fees for international
preliminary exemination (81.482), the imemstionel epplicstion shall be the
subject of an internaticnal preliminary examination. The preliminary examina-
tion fee ($1.482(a}(1)) and the handling fee (§1.482(b)) shall be due et the time
of filing of the Demand.

(b) The Demand shall be made on & standardized printed form. Copies of
the printed Demand forms are available from the Patent and Trademark Office,
Letiers requesting printed forms should be marked “Box PCT™,

(c) If the Demand is made prior to the expiration of the 19th month from
the priority date and the United States of America is elected, the provisions of
§1.495 shall apply rather than §1.494,

(d) Withdrawal of a proper Demand will not eatitle applicent to a refund
of the preliminary examinetion fee or handling fee.

The Demand should be filed on PCT Form PCT/IPEA/401
along with the fee calculation sheet. These forms may be
obtained free of charge by requesting them by writing to the
United States Patent and Trademark Office, Box PCT, Wash-
ingion D.C. 20231 or by telephone by calling (703) 557-2003.

1898.01(b)(1) Amendments filed with Demand
[R-§]

PCT Rule 66
Procedure before the International Preliminary Exemining

Authority
L3 1] ]

66.8 Form of Amendments

(a) The applicant shall be required to submit a replacement sheet forevery
sheet of the intemational application which, on account of an emendment,
differs from the sheet originally filed. The letter accomparying the replacement
sheets shall draw attention tothe differences between the replaced sheets and the
replacement sheets. To the extent that any amendment results in the cancellstion
of an entire sheet, that amendment shall be communicated in a letter,

(b) [Deleied]

66.9 Language of Amendments

If the international application has been filed in a language other then the
language in which it is published, any amendment, as well &6 any letter referred
to in Rule 66.8(a), shall be submitted in the language of publication,

PCT Administrative Instructions Section 602
Amendments under Rule 66.8(a)

(8) The Intemnational Preliminary Examining Authority shall indelibly
mark, so0 asto admit of direct reproduction in any of the manners set forih in Rule
11.2(a), in the upper right-hand comer of each replacement sheet submitied
under Rule 66.8(s), the international application number end the date on which
it was received and, in the middle of the bottom margin, the words “SUBSTI-
TUTE SHEET" or their equivalent in the language of publication of the
intemnational application. It shell keep in its files any replaced sheet, the letter
accompanying the replacement shest or sheets, and any letter referred 1o in the
las: sentence of Rule 66.8(a)

{b) Section 311(b)(iii) shall apply when one or more sheets are added
ur der Rule 66.8(s)
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37 CFR 1.485 Amendments by applicant durlng Internatlonal
preliminary examinsation.

The aprlicant may make emendments at the time of filing of the Demand
and within the time limit get by the Intemational Preliminary Exemining
Authority for response to the written opinion. Any such amendments must -

(1) be made by submitting a replacement sheet for every sheet of the
application which differs from the sheet it replaces unless an entire sheet i
cancelled and

(2) include a description of how the replacement sheet differs from the re-
placed sheet. If an amendment cencels an entire sheet of the intemational
application, that amendment shall be communicated in s leter.

Amendments may be filed with the Demand if desired to
place the application claims in better condition for inteinational
preliminary examination. Suchamendments , however, may not
include new matter and must be accompanied with a description
of how the replacement sheet differs from the replaced sheet.

1898.01(b)(2) Applicant’s Right to file a
Demand [R-5]

PCT Article 31
Demand for International Preliminary Examination
[ 11 11
(2)X(a) Any applicant who is a resident or nstionel, es defined in the
Regulations, of a Contracting State bound by Chapter Ii, and whose intema-
tional application has been filed with the receiving Office of or acting for such

State, may meke a demand for intemnational preliminery examination
LTy

PCT Ruie 54
The Applicant Entitled to Make 2 Demand

54.1 Residence and Nationality

The residence or nationality of the spplicant shall, for the purposes of
Anticle 31(2), be determined according to Rules 18.1 and 18.2.
54.2 Several Applicants: Same for All Elected States

If all the applicants are applicants for the purposes of all elected States, the
right tomake & demand under Article 31(2) shall exist if at least one of them is

(i) a resident ornationel of & Contracting State bound by Chapter Il and the
intemationsl application has been filed as provided in Article 31(2)(a), or

(it) & person entitled 10 make & demend under Anticle 31(2)(b) and the
intemational application has been filed as provided in the decision of the
Assembly,
54,3 Several Applicants: Different for Different Elected States

(&) For the purposes of different elecied States, different applicants may
be indicated, provided that, in respect of each elected State, at least one of the
applicants indicated for the purposes of that State is

(i) & resident or national of e Contracting State bound by Chapter Il and the
international application has been filed as provided in Article 31(2)(a), or

(if) a person entitled to make & demand under Article 31(2)(b) end the
international application has been filed as provided in the decision of the
Assembly,

(b) [Deleted;
54.4 Applicant Not Entitled to Make a Demand or an Election

(a) If the applicant does not have the right or, in the case of several
applicants, if none of them has the right to make & demand under Anticle 31(2),
the demand shall be considered not 1o have been submitted.

(b) If the requirement under Rule 54.3(a) is not fulfilled in respect of any
elected State, the election of thay State shall be considered not to have been
made,

At least one applicant must be a resident or national of a
state bound by Chapter II for each Elected State, If such is not
the case the election of such a state will be considered as not
having been made, If no applicanthas the right to filea Demand,
the Demand is considered as not having been submitted.

Rev. §, July 1987
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1898.01(b)(3) States which may be Elected
{R-5]

PCT Article 31

Demanrd for International Preliminary Examination
Shgk

(4)(a) The demand shall indicate the Contracting State or States in which
the applicant intends to use the results of the intemational preliminary exami-
nation (“elected States™). Additional Contracting States may be elected lster.
Election may relate only to Contracting States slready designated under Article
4,

(b) Applicants referred to in paragreph (2)(a) may elect any Contmcting

only such Contracting States bound by Chapter II as have declared that they are

prepared to be elected by such applicants.
L2 L 1]

Only PCT member states which have ratified or acceded to
Chapter II and which were designated in the Request may be
elected under Chapter II. The Assembly has taken no action to
allow persons who are residents or nationals of a State not party
to the PCT or not bound by Chapter II to make a Demand under
Article 31(2)(b). At the present time all PCT member States
except Denmark, Norway, Lichentenstein, Republic of Korea
(South Korea), and Switzerland are members of Chapter I and
may be elected.

1898.01(b)(4) Agent’s Right to Act [R-5]

Any agent entitled to practice before the receiving Office
where the inigrnational application was filed may represent the
applicant before the international authorities, PCT Article 49,

If for any reason, the examiner needs to question the right
of an attorney or agent to practice before the International Pre-
liminary Examining Authority, the USPTO roster of registered
atrorneys and agents should be consulted. If the international
application was filed with a Receiving Office other than the
United States, Form PCT/IPEA/410 may be used to ask the Re-
ceiving Office with which the international application was
filed, whether the agent named in the international application
has the right 1o practice before that Office.

The PCT Article and Regulation governing the right to
practice are Article 49 and Rule 83.

1898.01(¢) Filing of Demand [R-5§]

PCT Article 31
Demand for Internationzl Prellminary Examination

(1) On the demand of the applicant, his intemnational application shall be
the subject of an intemational preliminary examinetion as provided in the
following provisions and the Regulations,

LI 2 1

(3) The demand for intemational preliminary exemination shsll be made
geperately from the international epplication. The demand ehell contain the
prescribed particulers and shell be in the prescribed language and form.

ke

(6)(a) The demand shall be submitted to the competent International

Preliminery Examining Authority referred to in Article 32,
ettt
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PATENT COOPERATION TREATY 1898.01(c)

PATENT COOPERATION TREATY
DEMAND
UNDER ARTICLE 31 OF THE PATENT COOPERATION TREATY:
THE UNDERSIGNED REQUESTS THAT THE INTERNATIONAL APPLICATION SPECIFIED BELOW

BE THE SUBJECT OF INTERNATIONAL PRELIMINARY EXAMINATION
ACCORDING TO THE PATENT COOPERATION TREATY

Ap})lmm's or Agent's Fite )
Box Ne.1 IDENTIFICATION OF THE INTERNATIONAL AFPLICATION 'fce crence (indicated by applicant if desired):

MC=123
!nternationel Applicerion No. Internstional Filing Dete (Earliest) Priority [3ate
PCT/USB7/688888 06 July 1987 (06.07.47) 15 July 1986 (15.07.

Title of Invention

Self-Steering Gear for Sailboats

Bex Ne. Il APPLICANT(S). Funiher appli ate indiceted on & inuation gheet m

Weme and address, including postal code end cousntry:

Columbia Marine Corporation
100 Front Street

Annapolis, Maryland 20726
United States of America

] LN
Statc of nationality: us Stete of residence Us
Telephone number Telegraphic Teleprinter
(including ares code):301-555-1122 address: address:

Wame and eddress, including postel code and country:

Jones, John Paul

200 Shady Grove Road
Davidsonville, Maryland 20720
United States of America

State of nationality: State of residence *:

us us

goAxsgg')!ll AGENT Ok COMMON REPRESENTATIVE (IF ANY); ADDRESS FOR NOTIFICATIONS (IN CERTAIN

The following named agent of common representative
). g! has been appointed carlier and represents the applicant also for international praliminary examination
2. D is hereby appointed and any carlier appointmeni of an agent is hereby revoked

3. D is norabr appointed, In addition to the agent(e) appointed earller, for the procedure tefore the International Besliminary
Examinlag Authority

Name and sddress, including postal code and country: If the space belaw 16 used insiead for an D

address for notifications, check hore
Adams, John Q.
hdame, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820
United States of Americe

Teleph b - - legraphi
(inciuding area codey: 30L=577=7777 B Ao

© if the Siate of residence {6 not indicated, it wil) be assumed (hat It is the same as the Stele Indicaied in the address,
Form PCT/IPEA/A0Y (first sheet) (July 1987) See notes on accompanying sheet

OMB Wo. 0651-0021
Expiration Date 12/89

86)
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1898.01(c) MANUAL OF PATENT EXAMINING PROCEDURE

8hoet numbes .8 PCT/USB7/88088
Bex Ne, [V DECLARATION CONCERNING AMENDMENTS OF THE CLAIME

Apphcant wishes interagtional preliminary exemination (o start promptly o the besis of the cleims

@ o filed (emendments uader Asticle 1% keve Bot been mede aad will Bot be mede)
D as amended under Afticle 19
D 8 specified oo the atiachod sheet

BOX Ne. V ELECTION OF S8TATES

The following designsted States are hereby elected (please check the applicable bokes):
Weglona) Patent

EP E Pajent: AT Austria, BE Belglum, DE Germeny (Federa) Republic of), FR Fi s
m G'I"U;'l'ted herlx'ldom. £V ltely, LU Luge'#nboum. KL Nether! m(ds. GE Swgdsn.c D rance

end eny other Contracting State of the Europesn Fatent Convention which bes become pariy (0 the PCT (inciuding Chspter if
therecf) or bound by Chapter 11 of the PCT after the izsuance of this cheet (specify oo dotied line):

R RN R AR R N N R R N TR R RN NN I terasesen

E] 04 OAPI Petens: Benin, Camergon, Central Afvican Republie, Chad, Congo, Gabon, Matl, Mauritania, Senc,nl.'l‘ogo
8nd any other member Siste of OAPI which hos become party to the PCT (Iacluding Chepler i thersof) afier the

ihis eheet, seuence o
Netlezel Patent
[[] AT Avstria [[] L& sriLanke
[¥] av Australia [:] LU Luxembourg
[C] ®B Barbados [C] mMc Monaco
[(] #6 Buigaria D MG Madagascar
BR Brazil (] MW Malawi
Eﬂ DE Germany (Federal Republic of) D KL Netherlands
[¥ A Finlend [C] o Romenis
[[] 68 United Kingdom [[] 80 Suden
[ ] mu Hungery [] 8E Sweden
[% 9 Japan [[] 8U Soviet Union
D KP Democratic People's Republic of Kores m U8B United $tates of Americs

sﬁ'“ reserved for clu;inﬁ States which have become party 10 the PCT (including Chapter 1§ thereof) or bound by Chapter i1 of the PCT
sfier the issuance of this shest; .

srsseriisane brreesrsdrrerar e veaseanns T N R R RN TR ) Peavesnan

Boz Ne. VI SIGNATURE

/rfm bidama,

John Adams

{The following is to be filled In by the Entornational Preliminery Exsmining Authority)

). Date of actunl receipt of DEMAND:

2. Adjusted dete of raceipt of DEMANTD duo to CORRECTIONS under Rule 60.5(b):

orm FCT/IPEA/40] (1ast shosl) (1uly 1987) 566 notes on sccompanying theel ‘

Rev. 5, July 1987 1800-90




PATENT COOPERATION TREATY

NOTES TO THE DENAND FORM (PCT/IPEA/401)

These Notes are intended to give some information concern-
ing interngtional preliminary examination under Chapter i of the
BCT and to fecilitate the {illing in of the present form. For authen.
tic information, see the text of the Patent Cooperation Treaty and
the texts of the Regulations and the Administrative Instructions
under that Treaty. in case of discrepancy between these Notes and
the said texts, the latter are applicable. For more detailed informe-
tion, see also the PCT applicant's Guide, & publication of WIPO,

“Atticie” refers to Atticles of the Treaty, “Rule” refers to
Rules of the Regulations and “Section”™ refers to Sections of the
Adminigtrative Instructions.

IMPORTANT GENERAL INFORMATION

Whe May Flle e Demand (Article 31(2X2))? A demand (for
internetiona) preliminery exemination) may only be {iled by an
applicant who is & nationa! or resident of a PCT Contracting State
which is bound by Chapter Il ofthe PCT, furthermore, the interna-
tional spplication must have been filed with the receiving Office of,
ot ecting for, such State, Where there are several applicants, at least
one of them must qualify for the purposes of each elected State
(Rule 54.3(a)).

Where Must the Demand Be Filed (Article 31(6Ka))? The
desmand must be filed with the International Preliminery Examin-
ing Authority (IPEA). Thereceiving Office with which the interna-
tional eppiication was filed will, upon request, give information
sbout the competent IPEA (or see Annex C of the PCT Appli-
cant's Guide, Volume I). If several iPEAS are competeit, the ap-
plicant hes the choice and the demand must be filed with (and the
fees must be paid 10) the IPEA chosen by the spplicant.

Whep Mugt the Demand be Filed (Anticle 39(1))?  The
demand must be filed before the expiration of 19 meanths from the
peierity date in order to extend the time limit for entering the natio-
nal phase ofthe PCT procedure from 20 to 30 months from the pri-
ority date, Warnlng: if the demand is filed leter, the national phase
will not be delayed in respect of the elected States and the sppli-
cant must enter the netional phase before the expiration of the
time limit applicable under Article 22 (which is usually 20 months
from the priority date),

im Which Language Mast the Demand be Filed (Rule 55.1)?
The demand must be filed in the language of the international ap-
plication if that language s English, French, German, Japanese
or Rugsian; otherwise, the demand must be filed in English.

What Is the Language of Corvespondence (Rules 66,9 and 92.2,
Section 104)?  Any letter from the applicanttothe IPEA mustbe
inthe same langusge as the intemational application towhich it re-
fates. However, the IPEA may authorize the use of another lan-

guage for tetters which do not contain or relate to amendments of

the interniational application, whereas emendments and letters re-
isting thereto must be in the language of publication. Any let-
ter from the epplicant to the International Bureau must be in the
seme language as the international application if that language is
English or French; otherwise, it must be in English or French, at
the choice of the gpplicant.

VWhich Fees Must be Pald and When (Rules 57 and 58)7 At
the time the demand is submitted, the epplicant must pay

(i) the preliminary examination fee, end
(i) the handling fee.

For detalls concerning the payment of those fees, see the Fee Cal-
culation Sheet,

NOTES TO BOX No, 1

fdantification of the Entermatlonsl Application (Rule 53.6):
The international epplication number must be indicated in Box

No. ). Where the demend is filed at a time when the intemnationa) 1

application number has not yet been notified by the recelving Of
fice, the name of that Office must be indicated instead of the inter.
nations! application number

luteruntions? Fillag Date sad Priority Date (Section 110):
They must be indicated by the arabic number of the day, the
name of the month and the arabic number of the year; afier or
below such indication, the date should be repeated in parenthe-
sis by indicating it by two-digit erabic numerais each for the
number of the day, for the number of the month and for the last
two numbers of the year, e.g., 10 June 1986 (10.06.86). Where the
internationa! epplicetion claims the priority of several earlier ap-
plications, the {iling date of the earliest application whose prior-
ity is claimed must be indicsiad &s the priority date.

NOTES TO BOX Ne. il

Applicant(s) (Rule 53.4); Make here the relevant indica-
tions as eppearing in Boxes Nos. I and [l ofthe REQUEST (Form
PCT/RO/101). TheNotestothe REQUESTapply musaris mutandis.

If different epplicants for different designated States are indi-
csted in the REQUEST part of the international application, indi-
cate only the names of the applicants for the States elected in Box
No. V (no indication of the States for which a persen Is applicant
must be made, because those indications have been mede in the
REQUEST), If there are more than two applicants, make the re-
quired indications on the “continuation sheet.”

NOTES TO BOL Ne. H1

Agent or Commwon Representative (Rule $3.5): The first
check-box must be marked where the applicant is already repre-
sented by an agent or where a common representative has
been appointed. The second check-box must be marked where
the epplicant was not represenied in the earlier stages of the
PCT procedure and now wants 1o be represented by an agent be-
fore the IPEA, or where the applicent was represented in the earlis
er stages of the PCT prosedure but wants to change the agent for
the procedure before the IPEA, The third check-box must be
marked where the applicant wants to be represented by en ad-
ditional agent appointed only for the procedure before the
IPEA without revocation of amy earlier appointment; please
note that in the latter case all notifications issued by the IPEA
will be addressed only to that additional agent. V¥here the sec-
ond or the third check-box is marked and the applicent does
not sign himself the demand, 8 separate power of attorney
must be filed with the International Bureau of WIPO or with
the receiving Office (Rule 90.3(b)).

Address for Notifications (Rule 4.4(d)):  {fno agent has been
appointed, a speciat address for the sending of notifications to the
applicant may be indicated in Box No. Ill instead of the name and
address of an sgent, That sddress must be different from the
address given in Box No. 11 and the special check-box must be
marked. If an egent has been appointed, notifications will be
gent to his address.

NOTFS TO BOX Ne. IV

Declaration Coacerning Amendments of the Clebms (Rules
62,2, 66.1 and 69.1(b)):  Marking of the appropriate check-box
is recommended, as it will help the IPEA to know immediately
to which claims the international preliminary examination must
be directed, International prelimingry essmination can only
gtart once this is cleer.

itis recalled that any smendment to the claims under Article
19 or any declaration that the applicant does not intend to file such
amendments, are required to be flled with the Internations!
Bureau, That Bureau will promptly transmit any amendment or
declaration to the IPEA, The international preliminary examina-
tion can gtarl when the IPEA has received from the International
Bureau such amendments or such declaration or a nofice that no
amendments have been filed in the prescribed time limit.

In cage the demand for internationsl preliminary examing.
tion has already been submitted, the applicant must, if he subse-
quenily files amendments under Article 19 with the International
B;Ereuu Jfile at the same time a copy of such amendments with the

A,

The third of the three check-boxes relates to amendments
under Rule 66.1. Those amendments must be filed with the IPE A,
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NOTES TO BOX Me. V

Election of Staten (Rule $3.7):  Only States which are bound
by Chapter 11 of the PCT ead which have been designated at the
time of filing the international application (in the REQUEST) can
be elected. The election is effected by marking the applicable
check-box. The kind of protection or treatment desired follows the
indication mede in the REQUEST part of the international appli-
cation. If ¢ European patent is desired and only some of the Con-
tracling States of the European Patent Convention heve been des-
ignated for a European patent in the REQUEST part of the in-
ternations! application, the names of the other such States must
be struck out. Switzerland and Liechtenstein ere not bound by
Chapter I end cannot be elected; however, if they have been
designated in the REQUEST part of the internatione! spplice-
tion for 8 Europesn patent together with at lesst one other
Contracting State of the European Patent Convention, the time
limit under PCT Anticle 39(1) applies also with respect to those

07/1987

two States if the other Stste has been elecied before the expira-
tion of 19 monthe from the priority date. Further Swates which
are, at the time of publication of these Notes, not bound by
Chapter Il and cannot be elecied are: Denmark, Norway and
the Republic of Korea. Wernlng: if Japen is elecied and the in-
ternational application was filed in e language other than Japa-
nese, a tranglation into Jepanese of the internationel application
must be furmished to the Japanese Patent Office within 20
months from the priority date.

ROTES TO BOX Ne. VI

Slguatere (Rule 53.8): The demand must be signed by the
spplicant or by his agent. If the demnand is not signed by (all) the
epplicant(s), a power of attorney signed by (ail) the epplicani(s)
must be filed with the Internstions) Buresu of WIPQ or with the
receiving Office, unless the agent has previously been appointed.
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PEE CALCULATION SHEET
ANNEX TO THE DEMAND FOR INTERNATIONAL PRELIMINARY EXAMINATION

APPLICANT For use by
1PEA

Columbia Marine Corporation

INTERKATIONAL APPLICATION NUMBER DATE BTAMP OF THE IPEA

PCT/US87/88888

I FRELIMINARY EXAMINATION FEE. ...........000vevene eerenee Cerens

i1, HANDLING FEE

L)
Indicate the amoun fixed in the Schedule of Fees................. | $1.50,.00 e ————
Repeet she amount indicsted in Box b L

if the Soviet Union hes been elected........ YPITTR Preessiesnens

Add the emount (if eny) entered in Box b3 1o the amount
entered in Box h) and enter the totsl in Box H, $150.00 H
This figure is the emount of the HANDLING FEE......... Cedeseiestirans

. TOTAL OF PRESCRIBED FEES SUBMITTED OR T0 BE CHARGED TO
DEPOSIT ACCOUNT

Adé the lmmum entered in Boxes P and H, end enter the toial in the

TOTAL
THIS Fl URE 15 THE TOTAL AMOUNT OF THE PRESCRIBED
FEEC E,UDM!TTBD OR TO BE CHARGED TQO THE DEPOSIT $520.00

..... R T R N R RN R A N I TETET

THE APPLICANT MAY PAY THE PRE!CIIIED FEES IY CH!QUB. POSTAL MONE\' ORDER, BANK
DRAFT. CAGH, REVENUE STA Ml’ e COUPONS, ETC. PAYMENT SHOULD BE MADE IN THE PRE-
SCRIBED CURRENCY TO THE |ACCOUNT OF, ACCOUNT INDICM'ED ﬁELOW 0!‘. ORDER OFI 'I“HE
NTER NATIONAL PRELIMINA V EXAM NING AUTHORITY, PAYMENT MAY ALSO BE MADE B
AUTHORIZATION TO CHARGE A DEPOSIT ACCOUNT AT THE INTERNATIONAL PIELIMINMW
EXAMINING AUTHORITY TF THE LATTER HAS A DEPOSIT ACCOUNT SYSTEM.

DEPOSIT ACCOUNT AUTHORIZATION
The IPEA/ (35  Is hereby suthorized (o charge the totel fees indicated sbove to my deposit sccount,

& The 1PEAS UB is hereby suthorized to charge eny deficiency or credit any overpsyment in the total (ees indicated
sbove to my deposit account.

99-1111 88 /}"M- Ldara

Deposit Account Number ato Signatute
Forem PCT/IPEAI4OS (Anmex) (Suly 1987) %66 ROIGE OB IEVErsE side

1800-93 Rev, §, July 1987
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PCT Rule 53
The Demand

53.1 Form

(#) The demand shall be made on a prinied fom,

(b) Copies of printed forms shall be fumished free of charge by the
receiving Offices 1o the applicants.

(c) The particulars of the forms shall be prescribed by the Administrative
Instructions.
53.2 Contents

(a) The demand shall contain:

(i) & petition,

(it} indications concerning the applicant and the agent if there is an agent,

(iii) indications conceming the internatione] application to which it
relates,

(iv) election of States.

(b) The demand shall be signed.
53.3 The Pelition

‘The petition shall be to the following effect and shall preferably be worded
es follows: “Demand under Anicle 31 of the Patent Cooperation Treaty: The
undersigned requests that the intemational application specified below be the
subject of international preliminary examination eccording to the Patent Coop-
eration Treaty.”
53.4 The Applicans

As to the indicatione concerming the applicent, Rules 4.4 ar... .16 shell
apply, and Rule 4.5 shall apply mutstis mutandis.
53.5 The Agent '

If an agent is designated, Rules 4.4, 4.7, and 4,16 shall apply, and Rule 4.8
shall apply mutsaiis mutandis,
83.6 Identification of the International Application

The intemstionel epplication shell be identified by the name of the
receiving Office with which the international application was filed, the name
end address of the epplicant, the title of the invention, and, where the interna-
tionsl filing date and the international application number are known 1o the
applicant, thet date and that number.
53.7 Election of States

The demand shall name, among the designated States, at least one Con-
tracting State bound by Chapter II of the Treuty as elected State.
53.8 Signature

The demand shall be signed by the applicant,

PCT Rule 55
Lenguages (International Preliminary Examination)

55.1 The Demand

The demend shall be in the language of the intemational application or, if
the intemationel application has been filed in a language other then the language
in which it is publighed, in the language of publication,

PCT Rule 59
The Competent Internationsl Preliminary Examining Authority

59.1 Demands under Avticle 31(2)(a)

For demands made under Article 31(2)(a), each Contracting State bound
by the provisions of Chapter II shall, in accordance with the terme of the
applicable agreement referred 10 in Anticle 32(2) and (3), inform the Inteme-
tional Buresu which Intemational Preliminary Exemining Authority is or which
Intemational Preliminary Examining Authorities are competent for the intemas-
tional preliminary examination of international epplicstions filed with its
national Office, or, in the case provided for in Rule 19.1(b), with the national
Office of another State or an intergovernmental orgenization ecting for the
former Office, and the Inemational Buresu shall promptly publish such
information. Where several International Preliminary Examining Authorities
are competent, the provisions of Rule 35,2 shall apply mutatis mutandis,

59.2 Demands under Article 31(2)(b)

As 1o demands under Anticle 31(2)(b), the Assembly, in specifying the
Intesnational Preliminary Examining Authority competent for intemational
applicstions filed with & national Office which is en Intemnational Preliminery
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Easmining Authority, shall give preference to that Authority; if the naticaal
Office is not an Intermationsl Preliminary Examining Authority, the Assembly
shell give preference 1o the Intemational Preliminery Examining Authority
recommendad by that Office,

PCT Rule 63
Minimum Requirements for International Prellminary
Exemining Autherlties

63.1 Definition of Minimum Requirements

The minimum requirements refesred 10 in Article 32(3) shall be the
following:

(i) the national Office or intergovemmental orgsnization must have at
least 100 full-time employees with sufficient technical qualifications to carry
out examinations;

(i) that Office or organization must have at its ready disposel at least the
minimum decumentation referred to in Rule 34, properly erranged for exami-
nation purposes;

(ii1) that Office or organization must have & staff which is capable of
examining in the required technical ficlds and which has the langusge facilities
to understand at least those languages in which the minimum documentation
referred to in Rule 34 is written or tianslated,

37 CFR 1.8 Certificate of Mailing

(a) Bxcept in the cases enumerated below, papers and fees required to be
filed in the Patent and Trademark Office within & set period of time will be
considered timely filed if:

(1) They are addressed to the Commissioner of Patents and Trademnarks,
Washington, D.C. 27231, and deposited with the U.S. Postal Servic. with
sufficient postage as first class mail prior to expiration of the set period; and

(2) They slso include a certificate for each paper or fee stating the date
of deposit. The person signing the certificate should have reasoneble basis to
expect that the correspondence would be mailed on or before the date indicated,
The aciual date of receipt of the paper or fee will be used for all other pusposes.
This procedure does not apply to the following:

W ow

(xi) Thefiling of intemational applications for patentand

al! apars and fees relating thereto,
LI N

Applicantsshould mail the demand and appropriate feesdi-
rectly to the International Preliminary Examining Authority
they desire io prepare the international preliminary examination
report, U.S. applicants who have had the international search
prepared by the European Patent Office may also request the
European Patent Office to act as the Iniernational Preliminary
Examining Authority. The use of the European Patent Office as
an International Preliminary Examining Authority by United
States applicants is further limited to 500 international applica-
tions a year for the first 3 years that Chapter I is in effect for the
United States, Applicants should consult the USPTO Official
Gazette or the PCT Branch for the latest information as to the
nm'pber of Demands that have been filed in the European Patent
Office.

Demands filed in the European Patent Office should be
addressed to:

European Patent Office
Erhardstrasse 27

8000 Munich 2,

Federal Republic of Germany.

Demands directed to the United States Patent and
Trademark Office should be addressed to:
United States Patent and Trademark Office
Box PCT
Washington, D.C, 20231.
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The Express Mail™ provisionsof 37 CFR 1.10 may be
used to file a Demand under Chapter I1 in the USPTO.

All Demands filed in the USPTO must be in the
English language.

1898.01(c)(1) Preliminary Examination Fees
[R-§]

PCT Article 31
Demand for Internatlionsl Prellminary Examination
T
(5) The demand shall be subject to the payment of the prescribed fevs
within the prescribed time limit.
L1317

PCT Rule 57
The Handing Fee
57.1 Requirement to Pay

(s) Bach demand for preliminary exemination shall be subject to the
payment of & fee for the benefit of the International Bureau (“handling fee™) 1o
be collected by the International Preliminary Examining Authority to which the
demend is submitted,

(b) Where, because of later election or elections, the intemational prelimi-
nary examination report must, in application of Article 36(2), be translated by
the Intemnational Buresu into one or more additional languages, & “supplement
to the handling fee” shall be collected by the International Bureau,

81.2 Amounts of the Handling Fee and the Supplement to the Handling Fee

(8) The amount of the handling fee is as set out inthe Schedule of Fees, The
smount payable in any particular case shall be the amount as so setout, increased
by as many times the same amount 28 the numiber of lenguages into which the
internationel preliminary exemination report must, in application of Aticle
36(2), be wranslated by the Iniemnational Bureau,

(b The emount of the supplement to the handling fee is as set out in the
Schedule of Fees, The amount payable in any particular case shall be the amount
as sosetout, multiplied by the number of additional languages referred 1o in Rule
§7.1(b).

(c) The amount of the handling fee shall be established, for each Intemna-
tional Preliminery Examining Authority which, under Rule §7.3(c), prescribes
the payment of the handling fee in a currency or currencies other than the Swies
currency, by the Director General after consultation with that Authority and in
the currency or cusrencies prescribed by that Autherity (“prescribed currency™).
Theamount in each prescribed cusrency shall be the equivalent, in round figures,
of the amount of the handling fee in Swiss currency szt out in the Schedule of
Fees. The amounts in the prescribed currencies shall be published in the Gazeue.

(d) Where the smount of the handling fee get out in the Schedule of Fees
is changed, the comresponding amounts in the prescribed currencies shall be
epplied from the seme date as the amount set out in the amended Schedule of
Fees,

(e) Where the exchange rate between Swiss currency and any prescribed
curmency becomes different from the exchange rate last applied, the Dirscior
General shall establish the new aimount in the preacribed currency according to
directives given by the Assembly. The newly established amount shall become
applicable two months after its publication in the Gazette, provided that the
interestad Intemnational Preliminary Examining Authority and the Director
General may agres on a date falling daring the said two-month period in which
cage the amount shall become applicable for thet Authority from that date,
57.3 Tima and Mode of Payment

(8) The handling fee shall be due et the time the demand is submitied,

(b) Any supplement 1o the handling fee shall be due at the time the later
election is submitted,

(c) The handling fee shall be payable in the cusrency or cumencies
pregeribed by the Intemational Preliminary Examining Authority 10 which the
demand is submitted, it being undersiood that, when transferred by that
Authority to the Intemational Buresu, it shall be freely convertible into Swiss
CUrrency.

(d) Any supplementio the handling fee shall be payable in Swiss cumrency.
§7.4 Failure to Pay (Handling Fee)

(a) Where the handling fee is not paid as required, the Intemational
Preliminary Examining Authority shall invite the applicant 1o pay the fee within
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one month from the date of the invitation.

(b) If the applicant complies with the invitation within the one-month time
Limit, the handling fee shall be considered as if it had been paid on the due date,

(c) If the applicant does not comply with the invitation within the
prescribed time limit, the demand shall be considered as if it had not been
submitted.

51.5 Failure to Pay (Supplemant to ihe Handling Fee)

(a) Where the supplement to the handling fee is not paid as required, the
Intemationel Bureau shall invite the epplicant to pay the supplement within one
month from the date of the invitation.

(b) If the applicant complies with the invitation within the one-month time
limit, the supplement tothe handling fee shall be considered as if ithad been paid
on the due date.

(c) If the applicant does not comply with the invitation within the
prescribed time limit, the later clection shall be considered as if it had not been
submitted. )

57.6 Refund

In no case shall the handling fee, or the supplement to the hendiing fee, be

refunded,

PCT Rule 58
The Prellminary Examinsation Fee

58.1 Right to Ask for a Fee

(2) Each Iniemational Preliminary Examining Authority may requise that
the applic ant pay a fee (“preliminary examination fee") for its benefit for
carrying out the intemationsl preliminary exemination and for performing ail
other tasks entrusted 1o International Preliminary Exemining Authorities under
the Treaty and these Regulations.

(b) The amount and the due date of the preliminsry examination fee, if any,
shall be fixed by the International Preliminary Examining Authority, provided
thet the seid due date shall not be earlier than the due date of the handling fee.

(c) The preliminary examination fee shall be payable directly to the
Intemations! Preliminery Exemining Authority, Where the Authority ie &
national Office, it shall bs payable in the currency prescribed by that Office, and
where the Authority is an intergovemmental organization, it shall be payable in
the currency of the State in which the intergovermental organization is located
or in any other currency which is frecly convertible into the currency of the said
State,

58.2 Failyre to Pay

(8) Where the preliminary examinetion fee fixed by the International
Preliminary Exemining Authority under Rule 58.1(b) is not paid as required
under that Rule, the Intemational Preliminary Examining Authority shall invite
the epplicant to pay the fee or the missing part thereof within one month from
the date of the invitation,

(b)If the applicant complies with the invitstion within the prescribed time
limit, the preliminary exemination fee will bs considered as if it had been paid
on the due date.

(c) If the applicant doee not comply with the invitation within the
prescribed time limit, the demand shall be considered as if it had not been
submitted,

58.3 Refund

The International Preliminary Examining Authority shell inform the
Intemational Bureasu of the extent, if any, to which, and the conditlons, if any,
under which, they will refund any amount paid as & preliminary exemination fee
where the demand is considered as if it hed not been submitied, and the
Iniemational Bureau shall promptly publish such information,

37 CFR 1,482 International preliminary examination fees.
(&) Tha following fees and charges for intemational preliminary examina-
tion are established by the Commissionsr under the authority of 35 U.S.C. 376:
(1) A preliminary exemination fee is due on filing the Demand:

(i) Where an international search fee ag set forih in §1.445(e)(2) hes
been paid on the interational application to the United Stetes Patent and
Trademark Office as &n Intomnational Searching Authority, a preliminary
examination fee of ..., . «.$370.00

(il) Where the International Searching Authority for the intema-
tional application was an authority other than the United States Patent and
Trademerk Office, a preliminary examination f6e of v $570.00

(2) An additional preliminary examination fee when required, per addi-
tional invention;
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(i) Where a supplemental search fee as set forih in §1.445(e)(3) has
been paid on the international spplication to the United States Patent and
Trademark Office ag an International Searching Authority ....ccovoimens $125.00

(ii) Where the International Searching Authority for the interna-
tional application was an authority other than the United States Patent and
Trademark Office. $190.00

(b) The nandling fee is due on filing the Demand. Any necessary supple-
ment to the handling fee shell be paid directly to the International Bureau.
(35U.8.C. 6, 376)

1898.01(d) Correction of Defects in the
Demand [R-§]

PCT Ruie 60
Certaln Defecis In the Demand or Electlon
60.1 Defects in the Demand

()1f the demand does not comply with the requirements specified in Rules
53 and 55, the Iniernational Preliminary Examining Awhority shall invite the
applicant 1o correct the defects within one month from the date of the invitation.

(b) If the epplicant complies with the invitation within the prescribed time
limit, the demand shall be considered as if it had been received on the actual
filing date, provided thet the demand as submitted contained at least one election
and permitted the intemational application to be identified; ctherwise, the
demand shall be considered as if it had been received on the date on which the
Internations} Prelisninary Examining Authority receives the correction,

(¢) If the epplicant does not comply with the invitation within the
prescribed time limi¢, the demand shall be considered as if it had not been
submitied.

(d) If the defect is noticed by the Intemational Burcau, it shall bring the
defect to the atiention of the International Preliminary Examining Authority,
which shall then proceed as provided in paragraphs () to (c).

60.2 Defects in Later Elections

() If the later election does not comply with the reqguirements of Rule 56,
the International Buresu ghsll invite the applicant to correct the defects within
one month from the date of the invitation,

(b)If the applicent complics with the invitation within the prescribed time
limit, the later election shall be considered as if it had been reccived on the actual
filing date, provided that the later election as submitied contained at least one
election and permitied the international application to be identified; otherwise,
the later election shall be considered a8 if it had been received on the date on
which the Intermnational Bureau receives the comrection.

(c) If the applicant does not comply with the invitation within the
prescribed time limit, the later election shall be considered as if it had not been
gubmitted, :

Defects in the Demand may be corrected. The type of
correction determines whether the filing date of the Demand
must be changed.

1898.01(e) Processing of Fees [R-5]

Fees for Chapter II procedure are processed promptly after
receipt and checked for completeness. If the fees are insuffi-
cient, the applicant is notified so thai the required additional
amounts may be promptly paid.

1898.01(f) Preparation of Office Records [R-5]

The Patent and Trademark Office maintains status and
location information concerning international app’i~otions
before it on the “Patent Application Location and Mor.:coring”
(PALM) system. In addition, various other forms are used tc
control financial and formality data..
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1898.01(g) Notification to International
Bureau of Demand [R-5]

PCT Arilicle 31
Demand for International Preliminary Examination
LA ]

(7) Each elected Office shall be notified of its election.

PCT Rule 61
Notificatlon of the Demand and Electloas
61.1 Notifications to the International Bureau, the Applicant, and the Interna-
tiongl Preliminary Examining Authority

(8) The Intemations] Preliminary Examining Authority shell indicate on
the demand the date of receipt or, where applicable, the date referred to in Rule
60.1(b). The International Preliminary Examining Authority shall prompily
send the demand to the International Bureau, and shall prepare end keep & copy
in its files.

(b) The Intemnational Prelirninary £xemining Authority shall promptly
inform the applicant in writing the date of receipt of the demar.d. Where the
demand has been considered under Rules 54.4(a), 57.4(c), 58.2¢:) or 60.1(c) as
if it had not been submitted or where an election has been considered underRule
54.4(b) as if it had not been made, the International Preliminary Examining
Authority shall notify the applicant and the International Buresu accordingly.

(c) The International Bureau shall prompily notify the International
Preliminary Exemining Authority and the applicant of the receipt, and the date
of receipt, of any later election. 'That date shall be the actusl date of receipt by
the International Bureau or, where applicable, the date referred to in Rule
60,2(b). Where the later election has been considered under Rules 57.5(c) or
60.2(c) as if it had not been submitted, the Internationsl Bureau shall notify the

applicant accordingly.
Hk

The PCT Division promptly notifies the International
Bureau and the applicant of the filing of any Demand, The
International Bureau in turn notifies each elected Office of their
election and also notifies the applicant that such notification has
been made.,

1898.01(h) Priority Document and Translation
thereof [R-5]

PCT Rule 66
Procedure hefore the Interneilonal Preliminary Examilning
Authorlty
L4 1]
66,7 Priority Document

(2) If the International Preliminary Examining Authority necds a copy of
the application whose priority is claimed in the intemnational application, the
International Bureau shall, on request, promptly furnish such copy. If that copy
is not fumnished to the International Preliminary Examining Authority because
the applicant failed to comply with the requirements of Rule 17.1, the intema-
tional preliminary examination report may be established as if the priority had
not been claimed,

(b) If the application whose priosity is claimed in the intemational
application is in a language other than the lenguage or one of the langusges of
the Intemational Preliminary Examining Authority, that Authority may invite
the applicant 1o fumish & translation in the said language or one of the said
lenguages withintwomonths from the the date of the invitation, If the tranglation
isnot furnished withinthat timelimit, the intemational preliminary examination

repott may be established ag if the priority had not been claimed.
L LI

A copy of the priority document is required by the Interna-
tional Preliminary Examining Authority, and a tsanslation
thereof, if the priority document is in a language which is notan
accepiable language of the International Preliminary Examin-
ing Authority,
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1898.01(i) Processing Amendments filed under
Article 19 [R-5§]

PCT Rule 62
Copy for the International Prellminary Examining Authority

62.1 [Deleted)
62.2 Amendments

(2) Any emendment filed under Anticle 19 shall be promptly transmitted
by the International Bureau to the International Preliminary Exemining Author-
ity. If, at the time of filing such amendments, a demand for intemnational prelimi-
nery examination has already been submitted, the applicant shall, at the same
time as he files the amendments with the International Bureau, slso file a copy
of such amendments with the Intemnational Preliminary Examining Authority.

(b) If the time limit for filing amendments under Article 19 (see Rule 46.1)
has expired without the applicant’s having filed amendments under that Arnicle,
or if the epplicant has declared thet he does not wish to make amendments under
that Article, the Intemations] Bureau shall notify the Internetional Preliminary
Examining Authority accordingly.

The receipt of a copy of the amendment under Article
19 or the statement that no amendment under Article 19 will be
made starts the examination before the International Prelimi-
nary Examining Authority.

1898.01(j) Transmittal of Demand to the Exam-
ining Corps [R-5]

PCT Administratlve Instructions Section 605
Flie to be used for International Prellminary Examination

Where the International Preliminary Examining Authority is par of the
same nationsl Office or intergovemmental organization as the International
Searching Authority, the same file shall serve the purpotes of intemational
search and intemationa! preliminary examination,

When the PCT Division has finished processing of the
papers and fees filed with a complete Demand, a copy of the De-
mand and other papers are forwarded to the appropriate exam-
ining group for examination.The documents will be placed in
the “Searcin Copy™ file wrapper when forwarded to the exam-
ining corps.

1898.01(k) Later Election of States [R-5§)

PCT Artlcle 31
Demaund for Internationsl Preliminary Examination
L2101

(6)(b) Any later election shall be submitted to the International Bureau,
LT

PCT Rule 56
Later Elections

36.1Elections Submiited Later Than the Demand

The election of States not named in the demand shalt be effected by &
notice signed and submitted by the epplicant, end shall identify the intsmational
application and the demend,
56.2 Idensification of the International Application

The international application shall be identified as provided in Rule 53.6.
56.3 Identification of the Demand

The demand shall be identified by the date on which it was submitted and
by the name of the Intemational Preliminary Ezamining Authority to which it
was submiued,
56.4 Form of Later Elections
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Thelster election shall preferatsly be made on aprinted form fumnished free
of charge 1o applicants. If it is not made on such a form, it shell preferably be
woeded as follows: “In relation to the international application filed with ... an
w under No. ... by ... (applicant) (and the demand for intemational peeliminary
examination submitied on ... 10 ... ), the undersigned elects the following
additional State(s) under Anticle 31 of the Patent Cooperation Treaty: ..."
56.5 Language of Later Elections

The later election shall be in the language of the demand.

Applicants may, after filing of the Demand, later, but still
within 19 months of the priority date, elect additional States
which have been previously designated and obtain the benefit of
delaying the national stage until 30 months after the priority date
in the additional elected States. All such later elections must be
filed directly with ihe International Bureau, If additional trans-
lations are required due to the requirements of the additional
States elected, the supplement to the handling fee must also be
paid directly to the International Bureau.

1898.02(a) Determination if International
Preliminary Examination is
Required and Possible [R-5]

PCT Article 34
Procedure before the International Preliminary Examining
Authority
LT LT
(4)(a) If the Intemational Preliminary Examining Authority comiders
(i) that the internations] applicetion relates to & subject matter on
which the Intemnational Preliminary Examining Authority is not required,
under the Regulations, to carry out an interational preliminary examine-
tion, and in the particular case decides not to carry out such examinstion,
of .
(ii) that the description, the claims, orthe drawings, are so unclear,
or the claims are g0 inedequately supported by the description, that no
meaningful opinion cen be formed on the novelty, inventive step (non-
obviousness), or industrial epplicability, of the claimed invention,
the said authority shall not go into the questions referred to in Article 33(1) and
shall inform the applicant of this opinion and the reasons therefor,
(b) If any of the situations referred 1o in subparagraph (&) is found to exist
in, or in connection with, certain claims only, the provisions of that subpara-
graph shall apply only to the said claims.

BCT Rule 67
Subjeet Matter under Article 34(4)(a)(l)

67.1 Definition

No Intemational Preliminary Examining Authority shall be required o
carry out an intemetional preliminary examination on an intemational applica-
tion if, and 1o the extent 1o which, its subject matter i eny of the following:

(i) scientific and mathematical theories,

(ii) plant or anims! varieties or essentislly biological processes for
the production of plants or animals, other than microbiclogicel processes end
the products of such procasses,

(iiii) schemes, rules or methods of doing business, performing purely
mental acts or playing games,

(iv) methods of trestment of the humen or animal body by aurgery
or therapy, as well as diagnostic methods,

(v) mere presentation of information,

(vi) computer programs 1o the extent that the Intemational Prelimi-
nary Examining Authority is not equipped 1o cerry out an intermnetionel prelimi-
nary exemination concerning such programs,

There are instances where international preliminary exami-
nation is notrequired because of the nature of the subject matter
claimed or because the claims are so indefinite that no examina-
tion is possible, Such instances should seldom occur, especially
since most problems of this nature would have already been
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discovered and indicated at the time of the international search,

If itis found that certain claims of an interational applica-
tion relate to subject matter for which no International Prelimi-
nary Examination is required, on Form PCT/IPEA/408, check
the first unnumbered box under box 2, Discretion is given as to
that subject matter under PCT Rule 67 which may be excluded
from International Preliminary Examination. It should be noted
that subject matter which is normally examined under U.S, na-
tional procedure should alsc be examined as an International
Preliminary Examining Authority.

Check the second and third unnumbered boxes under box
1T of Form PCT/IPEA/A08, respectively, if it is found that the
description, claims or drawings are so unclear, or the claims are
so inadequately supported by the description that no opinion
could be formed as to the novelty, inventive step (non-obvious-
neéss) and indusirial applicabiliiy of the claimed invention,

Foriy paragraph 18.06

Cleims (inventlons) for which no International Search Report
will be lssued

Cleim [1] directed to an invention which has not been previously

searched by an Intemetional Searching Authority. Consequently, these claims
are not considered for intemational preliminary exemination, Note: 37 CFR
1.484(c).

EXAMINER NOTE:

This paragreph must be included when one or more of the claimed
inventions has not been the subject of an Intenational Search Report by a
competent Intemational Searching Authority.

Form paragraph 18.11

Neme end Number of Exeminer to be Contacted.

Any inquiry conceming this communication should be direcied to

{1] at telephone number 703-{2)

EXAMINER NOTE:

1. This paragraph should be used at the end of al} requirements for unity
of invention,

2. In bracket [ 1], the examiner who prepared the requirement for lack of
unity of invention,

3. Inbracket {3] insert the telephone number of the examiner identified &t
f2l.

1898.02(b) Unity of Invention before the
International Preliminary
Examining Authority [R-5}

PCT Artlele 34
Procedure before the fnternational Preliminary Examining
Autherity
L1101
(3)(@) If the Intemnational Preliminary Examining Authority considers that
the international application does not comply with the requirement of unity of
invention as setforth inthe Regulations, itmay invite the applicant, athis option,
to restrict the claims 8o as to comply with the requirerent or 1o pay additional
fees.
LLIT T
(¢) If the applicant does not comply with the invitation referred to in
subparagraph (s) within the prescribed time limit, the Intemations! Preliminery
Examining Authority shall establish an intematicaa! preliminary exsmination
report onthoseparts of the intemational application which relate to what appears
10 be the main invention and shall indicate the relevant facts in the said report,
‘The natione] law of any elected Statc may provide, where its national Office
finde the invitation of the Intemational Preliminery Examining Authorty
justified, those parts of the intemational application which do not relate 1o the
main invention shall, as far as effects in that State are concerned, be considered

withdrawn uniess & specisl fee is paid by the applicant to that Office,
LI
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PCT Rule 68
Lack of Unlty of Inventlon (International Prelimlnary
Examination)
68.1 Ne Invitation to Rastrict or Fay

Where the Intemationai Preliminary Examining Authority {inds that the
requirement of unity of invention is not complied with and chooses not to invite
the applicant to restrict il:3 claims orto pay additional fees, it shall establish the
interational preliminary examinstion report, subject to Article 34(4)(b), in
respect of the entire international application, but shall indicate, in the said
report, that, in its opinion, the requirement of unity of invention is not fulfilled
and shall specify the reasons for which the internationel application is not con-
sidered as complying with the requirement of unity of invention.

68.2 Invitation to Restrict or Pay

Where the Intemational Preliminery Exemining Authority finds that the
requirement of unity of invention is not complied with and chooses to invite the
applicant, at his option, to restrict the claims or pay additional fees, it shall
spacify at leact one possibility of restriction which, in the opinion of the
International Preliminary Examining Authority, would be in compliance with
the epplicable requirement, and specify the amount of the additional fees and the
reasons for which the international application is not considered a8 complying
with the requirement of unity of invention, It chall, at the same time, fix a time
limit, with regerd o the circumstances of the cage, for complying with the
invitation: such time limit shall not be shorter than one month, and it shall not
be longer than two months, froim the date of the invitation,

68.3 Additional Fees

(2) The amount of the additional fee due for intemnational preliminery
exemination under Anicle 34(3)(a) shall be detenmined by the compstent
International Preliminary Examining Authority.

(b) The edditional fee due for international preliminary examination under
Anicle 34(3)(a) shall be payable direct to the Intemations] Preliminery Exam-
ining Authority.

(c) Any applicant may pay the additional fee under protest, that is,
accompenied by & reasoned statement to the effect that the intemational
application complies with the requirement of unity of invention or that the
emousit of the required additional fee is excessive, Such protest shall be exem-
ined by & three-member board or other special instance of the Intemnational
Preliminesy Examining Authority, or any competent higher suthority, which, to
the extent thet it finds the protest justified, shall order the total or partial
reimbursement to the applicant of the additional fee. On the request of the
applicent, the text of both the protest and the decision thereon shall be notified
tothe elected Offices as an annex to the international preliminary examination
fepOrt.

(4) The three-member board, special instance or competent higher author-
ity, referred 10 in paragraph (c), shall not comprize any person who made the
decigion which ig the subject of the protest,

68.4 Procedure in the Cases of Insyfficient Restriction of the Claims

1f the applicant restricts the claims but not sufficiently 1o comply with the
requirement of unity of invention, the International Preliminary Examining
Authority shall proceed as provided in Anicle 34(3)(c).!

68.5 Main Invention

In case of doubt which invention is the main invention for the
purposes of Article 34(3)(c), the invention first mentioned in the clsims shall be
considered the mein invention.

37 CFR 1.487 Unity of Inventlon before the International
Prellminary Exemlnlng Authorlty.

(8) An inwsnational application before the Intemational Preliminary
Examining Authority will be considered to have unity of invention if the claims
are in accordance with PCT Rule 13 (ses §1.475(0),

(b) An internutional application containing claims to different categories
of invention will be considered to have unity of invention if the claims are drawn
only to one of the combinations of categorics as set forth in PCT Rule 13.2 (ses
§1.475(f)) or to the combination of (1) a product and & process for the
manufacture of sald product or (2) & product end a process of use of said product,
If an application contains claims to more or less than one of the combinations
of categories of invention set forth in PCT Rule 13.2 (see §1.475(F)) or &
combinstion get forth in paragraphs (b)(1) or (2) of this section, unity of
invention may not be present,

(¢) If an Intemational application contains claims to a category of inven-
tion in eddition to those categories included in any one of the combinations
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specified in paragraph (b) of this section, lack of unity of invention may be held
between the categories included in the combination snd the claims to the
edditional category of invention,

(d) Unity of invention will exist where the claims are limited to one of the
combinations of categories set forth in PCT Rule 13,2 (see §1.475(f)) or &
combination set forth in paregraphs (b)(1) or (2) of this section. If multiple
products, processes of manufacture or uses are claimed, the first invention of the
category first mentioned in the claims of the application and the first recited in-
vention of each of the other categories related thereto will be considered as the
inventions to be examined. Any such holding by the examiner will be made of
record es & holding of fack of unity of invention.

(e) The inventions recited by the claims of different categories must be
related rather than independent inventions.

37 CFR 1.488 Determination of unity of Invention before the
International Preliminary Examinlazg Authority.

() Before establishing any written opinion or the intemational prelimi-
nary examination report, the Intemnationa! Preliminary Examining Authority
will detenmine whether the international spplicetion complies with the require-
ment of unity of invention as set forth in §1.487,

(b) If the Intemstionsl Preliminary Examining Authority considers that
the international spplication does not comply with the requirement of unity of
invention, it may:

(1) Issue & written opinion andfor an intemational preliminery
exemination report, in respect of the entire international epplication and indi-
cate that unity of invention is lacking and specify the reasons therefor withous
extending en invitstion to restrict or pay additional fees. No international
preliminary exemination will be conducted on inventions not previcusly
searched by an Intemationsl Searching Authority.

(2) Invite the applicant to restrict the claims or pay additional fees,
pointing out the categories of the invention found, within a set time limit which
will not be extended. No interationel preliminary exsmination will be con-
ducted on inventions not previcusly searched by an Intemational Preliminary
Examining Authority, or

(3) If applicent fails to restrict the claims or pey additionsl fees
within the time limit set for response, the Intemational Preliminary Examining
Authority will issue e written opinion and/or establish an international prelimi-
nsry examinstion report on the mein invention and shall indicate the relevant
facts in the gaid report. In case of any doubt es to which invention is the main
invention, the invention first mentioned in the claims and previously searched
by an Intemational Searching A uthcrity shall be considered the main invention.

(c) Lack of unity of invention may be directly evident before considering
the claimis in relstion to any prior am, or afier taking the prior art into considera-
tion,, as where & document discovered during the search shows the invention
claimed in & generic or linking claim lacks novelty or is clearly obvious, leaving
twoormore claims joined thereby withouta common inventive concept. Insuch
8 case the Intemational Preliminary Exemining Authority may raise the objec-
tion of lack of unity of invention.

The examiner will usually begin the preliminary examina-
tion by checking the international application for unity of
invention, The international preliminary examination will only
be directed to inventions which have been searched by the
International Searching Authority. All claims directed to inven-
tions which have not been searched by the International Search-
ing Authority will not be considered by the International Pre-
liminary Examining Authority. If the examiner in the Interna-
tional Preliminary Examining Authority finds lack of unity of
invention in the claims to be examined, an invitation is prepared
and sent to the applicant requesting the payment of additional
fees or the restriction of the claims on Form PCT/IPEA/405.
Such an invitation will include the identification of what the
examiner considers to be the “main invention” which will be
searched if no additional fees are paid or no restriction is made
by the applicant,

The procedure before the Intemational Preliminary Exam-
ining Authority regarding lack of unity of invention is governed
by PCT Article 34(3)(a) through (c), PCT Rule 68 (see also PCT
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Rule 70.13),and 37 CFR 1.487 and 1.488. Itshould benoted that
in mostinstances lack of unity of invention will have been noted
and reported upon by the International Searching Authority
which will have drawn up an International Search Report based
on those parts of the international application relating to the
invention, or unified i:~ked group of inventions, firstmentioned
in the claims (“main invention™), If the applicant hag paid
additional search fees, additional inventions would also have
been searched. No international preliminary examination will
be conducted on inventions not previously searched by an
International Searching Authority (37 CFR 1.488(b)(2)).

Unity of invention must be addressed within 7 days from
the date the PCT application is charged to the Examining Group
from PCT Central, This simply means that a deterinination must
be made as to whether or not the international application relates
to one invention or to a group of inventions so linked as to form
a single general inventive concept.

If it is determined that the international application does
meet the requirements for unity of invention and no additional
fees will be requested, the international application must be
returned to the PCT Docket Clerk in the Examining Group so
that an indication to that effect may be made on the PALM Sys-
tem which monitors deadlines such as the deadline for checking
unity of invention,

If the examiner determines that unity of invention is lack-
ing, there are two options:

1. The examiner may conduct an international prelimi-
nary examination covering all the claimed, previously searched
inventions and indicate that unity of invention is lacking and
specify the reasons therefor without extending an invitation to
restrict or pay additional fees (PCT Rule 68.1), or

2. The examiner may invite the applicant to restrict the
claims, so as to comply with the requirement, or pay additional
fees, pointing out the categories of invention found. The invita-
tion to restrict or pay additional fees shall state the reasons for
which the international application is considered as not comply-
ing with the requirement of unity of invention. (PCT Rule 68.2).
Inventions not previously searched will not be considered or
included in the invitation.

The written opinion, if any, and the International Prelimi-
nary Examination Report must be established on all inventions
for which examination fees have been paid,

If the applicant fails to respond to the invitation to restrict
the claims or pay additional examination fees due to lack of
unity of invention, the Written Opinion and Report must be
established on the claimsdirected towhatappearsto be themain
invention, (PCT Article 34(3)(c). The main invention, in case of
doubt, is the first claimed invention for which an International
Search Report has been issued by the International Searching
Authority, The main invention, as viewed by the examiner, must
be set forth on form PCT/IPEA/40S.

Whether or not the question of unity of invention has been
raised by the International Searching Authority, it may be
considered by the examiner when serving as an authorized
officer of the International Preliminary Examining Authority.
Inthe examiner’sconsideration all documentscited by the Intes-
national Searching Authority should be taken into account and
any additional relevant documents considered. However, there
are cases of lack of unity of invention, where, compared with the
procedure of inviting the applicant to restrict the international
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application or pay additional fees (PCT Rule 68.2), no or little
additional effort is involved in establishing the Written Opinion
and the International Preliminary Examination Report for the
entire international application. Then reasons of economy may
make it advisable for the examiner o use the option referred to
in PCT Rule 68.1 by choosing not to invite the applicant to
restrict the claims or to pay additional fees.

Unity of invention is defined by PCT Rule 13 which sets
forth several combinations of related categories of invention
that may be included in an international application and still
comply with the unity of invention requirement.

1898.02(b)(1) Preparation of Invitation
Concerning Unity [R-5]

Notes on Completing “Invitation to restrict or pay addi-
tional fees”, Form PCT/IPEA/405

This form is used to invite the applicant, athis orheroption,
to restrict the claims to comply with the requirements of unity
of invention or, to pay additional examination fees. In addition,
the examiner must explain the reasons why the international ap-
plication is not considered to comply with the requirement of
unity of invention. The examiner must also specify, on Form
PCT/IPEA/40S, at least one group or groups of claims which, if
elected, would comply with the requirement for unity of inven-
tion.

‘The following identifying information is tobe placed onthe
top of lhe flrst page of Form PCT/IPEA/405:

- this is usually the

attorney saddress taken from the file wrapper by the typist.

- this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters, This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401,

i icati - thisis the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

International Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

INVITATION

In the space provided, after the first paragraph on form
PCT/IPEA/40S, the examiner should identify the disclosed
inventions by claim numerals or drawing figure numerals, as
appropriate, and indicate which disclosed inventions are so
linked as to form a single general inventive concept, thereby
complying with the requirement of unity of invention, For
cxample, claims to different categories of invention such as a
product, claims to a process specifically adapted for the manu-
facture of the product and a claim for a use of the product would
be considered related inventions which comply with the unity of
invention requirement, whereas a claim to an apparatus for
making the product in the same application would be considered
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a second invention for which additional fees would be required.
The reasons for holding that unity of invention is lacking must
be specified.

In the space provided after the third paragraph at the bottom
of the first page, the examiner should specify the main invention
and claims directed thereto which will be examined if the
applicant fails to restrict or pay additional fees. The main
invention, in case of doubt, is the first claimed invention or
related invention before the International Preliminary Examin-
ing Authority for which a search fee has been paid and an Inter-
national Search Report has been prepared,

In the space provided, after the first paragraph of the second
page of form PCT/IPEA/405, the examiner indicates the inven-
tion or groups of inventions which are so linked as to form a
single general inventive concept, thereby meeting the require-
ment of unity of invention, This is normally arestatement of the
inventions identified in the space provided, after the first para-
graph on page 1 of form PCT/IPEA/403.

In the space at the end of the second paragraph of page 2 of
form PCT/IPEA/40S, the examiner should indicate the total
amount of additional fecs required for examination of all
claimed inventions.

In the third paragraph printed on page 2, the time limit for
response is set according to PCT Rule 68.2, normally a one
month time limit should be set. No extensions of time are
permitied,

Since the space provided on form PCT/IPEA/40S is lim-
ited, supplemental atiachment sheets, supplied by the examiner,
with reference back to the specific section, should be incorpo-
rated whenever necessary,

AUTHORIZED OFFICER

Form PCT/IPEA/405 must be signed by an examiner with
ar least partial signatory authority.

TELEPHONIC RESTRICTION PRACTICE

Telephone practice may be used in certain cases to allow
applicants to elect an invention to be examined or to pay
additional fees. Additional fees may be charged to a deposit
account using the telephone practice only if?

1) The Demand for International Preliminary Examination
included an authorization to charge additional fees to a deposit
account,

2) Applicant or the legal representative or agent orally
agrees to charge the additional fees to the account, and

3) A complete record of the telephone conversation is
included with the Written Opinion inciuding:

a) Examiner's name;

b) Authorizing attorney’s name;

¢) Date of conversation;

d) Invention elected and/or inventions for which addi-
tional fees paid; and

¢) Deposit account number and amount to be charged.

If applicant or the legal representative or agent refuses to
either restrict the claims to one invention or authorize payment
of additional fees, form PCT/IPEA/405 should be prepared and
mailed to applicant.
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—— UNITRD $TATES
IT".O- INTHANATIONAL FRELIMINARY EXAMINING AUTHORITY (PEANUS)
John Adame
hdamg, Baker and Charlie

1200 Marina Drive

a INVITATION TO RESTRICT OR PAY
Baltimore, Maryland 20820 ADDITIONAL FEES

bsswed purmumnt to PCT Anlcle 34 (3)(s) and Rule 68.2

Inscribs NAME end ADDRESS of the AGENT ead if

there s 1o agent, of the APPLICANT APPLICANTS OR AGENTS FILE REFERENCE
S— D CHMC=123
IBENTIFICATION OF THE INTERNATIONAL APPLICATION
International Applicailon No, Tatzmations] Filyg Dais
PCT/US87/88888 06 July 1987 (06.07.87)
"AppLCER (MEme)

Columbie Marine Corporation

INVITATION

This Internatienal Preliminary examining Authority considers that the
above-identified internationel application does not comply with the
reguirement of unity of inventionil) for the following reasons:

Greup I, Claims 1-5, 9 and 10, drawn to & sailboat self-
steering gear.

Group II, Claims 6-8, drawn to a compass with an alarm to
indicate deviation from & desired course.

The claims of these two groups are directed to different
inventions which are not so linked as to form & single
general inventive concept. The inventions are not linked in
operation and perform completely different operations.

CONSEQUENTLY THE APPLICANT IS HEREBY GIVEN THE OPTION OF RESTRICTING
THE CLAIMS OR PAYING ADDITIONAL FEES.

If the spplicant dees not exercise the option, the International
Preliminary Examining Authority will establish the international
preliminary examination report on those parts of the international
applicetion indiceted below which, in the opinlon of this
International Preliminary Examining Authority, eppear to relate to the
main inventlon, {Specify)

Claeime 1-5, 9 and 10.

(Invitetion continued en the following page)

FORM FCTIPE AGG(0) (Jaruary 086 66 nOLBE 0N FOVerse KD
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PCT/NSRBT/BARAR

INVITATION TO RESTRICT OR PAY ADDITIONAL FEES (continusd)

1€ the applicant eptes to restriet the claims, this Internationsl
Preliminary Examining JAutherity suggests below restriction
possibilitiee which in its opinion would be in compliance with the
requirement of unity of invention. (specify)

Group I, Claime 1-5, 9 and 10
Group II, Claims 6-8

If the sapplicant opte to pay additienal fees, thls International
Preliminary Examining Authority will establish the international
preliminary examinatior report on the other parts of the international
application only if, and to the extent to which, additional fees are
pn%% .H:Dby the applicant, The total amount of the additional fees
(Y AL LAAA S-S

THE APPLICANT 18 HEREBY INVITED TO RESTRICT THE CLAIMS OR TO PAY THE
AMOUNT OF ADDITIONAL FEES WITHIN.OR@-— (MONTHS) $3d¥6&)k= "ROM THE DATE
OF MAILING INDICATED ABOVE. The payment of any additional fee may be
made under protest '

Computation of the time limit eterts on the day following the date of
meiling of the present invitation. Within this time limit either the
payment or the zestriction has to be made to this International
Preliminary Exemining Autherity.

Payment should be made by check, postal money order, or bank draft,
payeble to the Commissioner of Patents &nd Trademarks Payment and may
also be made by authorization to charge & Patent and Trademark Office
deposit aceount.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

FORH FCTRPEARNE () (ianiuasy 1660)

Addsess Only: ‘Authorired Officer -
Comanlesioner of Petants and Tredemerk :
Boa PCT ' 'Stugﬁtw\%u..&w
Washingion, D.C, 20231 Stephén Decatur - Primary Examinpr
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Form paragraph 18,01

Permlissibie Combinations

In the examination of international applications filed under the Patent
Cooperation Treaty, PCT Rule 13.1 states that the interationel application shall
relate to one invention only or to a group of inventions g0 linked as to form “a
single general inventive concept”.

PCT Rule 13.2 indicates that this shall be consirued ag pesmitting , in
particular, one of the following three possible combinations of the claimed
invention:

(1) a product, a process specifically adapted for the manufacture of said
product and & use of said product, or

{2)a process, and an apparatus or means specifically designed for carrying
out said process, or

(3) a product, a process specially adapted for the manufacture of said
product and an apparatus or means specifically designed for carrying out the
process.

Additionally, current United States Patent and Trademark Office restric-
tion practice permits the following combinations of the claimed invention:

(4) a product, and a process specifically adapied for the manufacture of
said product, and

(5) a product, and a use of the said product, as where said use as claimed
cannot be practiced with another materially different product.

EXAMINER NOTE:

1.This paragraph must be used as the beginning paragraph of & separate
sheet holding of lack of unity of invention involving different categories of
invention. On the first page of Form PCT/IPEA/405 insert the notation “See
attached sheet” and proceed using thege form paragraphs, However, the main
invention should be indicated on the bottom of the form PCT/IPEA/40S.

Form paragraph 18,02

Invitation to restrict

‘This application contains the following inventions or groups of inventions
which are not so linked as to form a single inventive concept. In order for all
inventions 1o be examined, the appropriate additional examination fees must be
paid.

EXAMINER NOTE:

1.This is the heading that should be used in all holdings of lack of Unity
of Invention.

Form paragraph 18.03
Groupings of Invention
Group(1], Claim {2} drawn to [3]).

EXAMINER NOTE:

1. In bracket [1), place sequential Roman numerals to identify the group-
ings.

2, In bracket (2], place the appropriate claim number(s).

3. In bracket {3}, define the invention or groups of invention(s) so linked
as to form a single general inventive concept.

Form paragraph 18.04

Reasons for holding a fack of Unity of Invention

The inventions listed as Groups [1] do not meet the requirements for Unity
of Invention for the following reasons: {2)

EXAMINER NOTE:

1. In bracket [1], list the Roman numerals that identify the groupings of
invention,

2. This paragraph follows the listing of the Groups of invention and should
be completed at [2] with a thorough end concise explanation as to why there is
alack of unity of invention between the groups.

Form paragraph 18.07

Telepi:one Election - Single Invention

During a telephonic requirement for election, on {1} applicant’s represen-
tative, [2], elected the invention of Group [3) for examination,

No additional examination fees were authorized and only one invention
wae clected.

EXAMINER NOTE:

1. In bracket [1], insert the date the election was made,
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2. In brackez [2], insen the name of applicent’s representative.
3. In bracket [3), insert the Romen numeral identifving the elecied inven-
tion.

Form paragraph 18.08

Teiephone Election - Multiple Inventions

During a telephonic requirement for election, en (1], applicant’s represen-
tative, [2], elected the inventions of Groups [3] for examination.

Applicant’s representative also authorized the charging to the Deposit
Account for payment of additional exsmination fees totaling ${4] for the
examination of said inventions. The additional examination fees have been
charged to Deposit Account Number [5).

EXAMINER NOTE:

1. In bracket [1), ingert the date the election was made

2. In bracket [2], insent the name of applicant’s representative

3. In bracket [3), insert the Roman numeral identifying the elected
iniventions.

4, In bracket {4], ingert the amount of the additional fees for the examina-
tion of the additional iitvention(s).

5. In brackei [5), ingert the Deposit Account Number.

Form paragraph 18.09

Notice of Right to Protest Telephone Practice In Written
Opinion

Applicant stsnds adviged that there is no right to protest the holding of lack
of unity of invention for any group of invention(s) for which no additional
examination fees has been paid. Any protest to the holding of lack of unity of
invention or the amount of the additional fee required must be filed no later than
the filing of a response to the Written Opinion,

EXAMINER NOTE:
1. This paragraph must be included in the record of a telephone election
made in a Written Opinion,

Form paragraph 18.10

Notice of Right to Protest Telephone Practice, No Written
Opinion

Applicant stands advised that there is no right 1o protest the

holding of lack of unity of invention for any group of invention(e) for which
no edditional examination fees has bezn paid. Any protest to the holding of
lack of unity of invention or the amount of the additional fee required must
be filed no later than one month from the date of this letter.

EXAMINER NOTE:
1. This paragraph must be included in the record of a telephone election
made in a scparate letter,

1898.02(c) Response to Invitation Concerning
Lack of Unity of Invention [R-5]

PCT Administrative Instructions Section 603
Transmittal of Protest Agalnst Payment of Additional Fee and
Declsion Thereon

The International Preliminary Examining Authority shell transmit to the
applicent, at the latest together with the international preliminary examination
feport, any decision which it has taken under Rule 68.3(c) on the protest of the
applicant against payment of the additional fee. At the same time, it shall
trangmit to the International Bureau a copy of both the peotest and the decision
thercon, as well as any request by the applicant 1o forward the texts of both the
protest and the decigion thereon to any of the elecied Offices,

37 CFR 1.489 Protest to lack of unity of Invention before the
International Preliminary Examinlng Authority

(a) If the applicant disagrees with the holding of lack of unity of invention
by the International Preliminary Examining Authority, additional fees may be
paid under protest, accompanied by & request for refo:.d and a statement setting
forih reasons for disagreement or why the required additional fees are consid-
ered excessive, or both,

(b) Protest under paragraph (a) of this section will be examined by the
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Commissioner orthe Commissioner’s designee, Inthe event that the applicant’z
protest is determined to be justified, the additional fees or a portion thereof will
be refunded.

(c) An applicant who desires that 8 copy of the protest and the decision
thereon accompany the intemaetional preliminary examination report when
forwarded to the Elected Offices, may notify the Intemational Preliminary
Examining Authority to that effect any time prior to the igsuance of the intema-
tional preliminary examination report. Thereafter, such notification should be
directed to the Intemational Bureau.

Applicant may respond by paying some or all addidonal
fees or by restricting the claims to one invention. If applicant
makes no reply within the set time limit, the international
preliminary examination will proceed on the basis of the main
invention only.

If applicant has paid an additional fee or fees, a protest to
the holding of lack of unity of invention may be filed with the
International Preliminary Examining Authority.

NOTIFICATION OF DECISION ON PROTEST

Form PCT/IPEA/420 is used by the Group Director to
inform the applicant of the decision regarding applicant’s pro-
test on the payment of additional fees concerning unity of
invention.

The following identifying information must be placed on
the top of the first page of Form PCT/IPEA/420:;

Applicant’s address - usually the attorney's address taken

from international application file wrapper.
icant’ 8 Fi - this is the

applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401,

Insernational Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand , Form PCT/IPEA/401.

- this is the filing date printed on
the mtemauonal application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

NOTIFICATION

The Group Director checks the appropriate box, i.e., 1.a,,
1.b.or 2, If box 2 is checked, a clear and concise explanation as
to why the protest concerning the unity of invention was found
to be unjustified must be given.

Since the space is limited, supplemental attachment
sheet(s) should be incorporated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/420 must be signed by a Group
Director.

1898.02(d) Notation of errors and informalities
by the Examiner [R-5]

Rev. §, July 1987
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PCT Admialistrative Instructions Section 607
Rectifications under Ruie 91.1
Where the Internaticnal Preliminary Examining Authority authorizes a
rectification under Rule 91.1, Rule 70.16 and Section 602 shall apply muatis
mutandis,

Although the examiner is not responsible for discovering
errors in the international application, if any errors come o the
attention of the examiner, they should be noted and called to the
applicant’s attention. Notations as to obvious errors (see PCT
Rule 91) should be called to the applicant’s attention by using
PCT form PCT/IPEA/411 or 423,

If the applicant requests correction of any obvious errors in
the international application or in any paper submitted to the
International Preliminary Examining Authority, other than in
the request, any accepiable correction should be authorized by
using Form PCT/IPEA/412.

INVITATION TO REQUEST RECTIFICATION OR
CORRECTION

The procedure governing the rectification of obvious errors
are PCT Rules 91.1(d) and 26.4(a) which state that:

The request for rectification which the applicant is invited
to make must be submitted in a letter. The rectification may be
stated in thatletter if it is of such a nature that it can be transferred
from the letter to the international application without adversely
affecting the clarity and direct reproducibility of the sheetonto
which the rectification is to be transferred; otherwise, the appli-
cant is required to submit a replacement shect embodying the
rectification and the letter containing the request for rectifica-
tion must draw attention to the differences between the replaced
sheet and the replacement sheet,

Defects that arz not obvious errors may be called to
applicant’s attention by using form PCT/IPEA/408 or 423,

The foliowing identifying informaiion is to be placed onthe
top of the first page of Form PCT/IPEA/411 or 423;

- usually the attormney's address taken
from the front of the mtemauonal application file wrapper.
jce - this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters, This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

i icati - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401,

International Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401,

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

INVITATION
The examiner may invite applicant to rectify obvious errors

which do not impede the examination of the PCT application.
Applicant is notified of the obvious errors by checking the first
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box and supplying a photocopy of the obvious esrors or check-
ing the second box and cleariy describing the obvious erors in
the space provided.

Since the space provided is limited, supplemental
attachment sheet(s) should be incorporated whenever neces-
sary.

The examiner then must complete the section of the Form
which notifies applicant where the Request for Rectification
should be submitted. This will be the USPTO if the errorisina
partof the international application other than the request which
has been submitted to the International Preliminary Examining
Authority. See PCT Rule 91.1(e). This should be indicated by
checking the last box.

AUTHORIZED OFFICER

Forms PCT/IPEA/411 and 423 must be signed by an
examiner having at least partial signatory authority.

In the large rectangle on the form, the examiner shouid
clearly set forth the deficiency.

Since the space is limited, supplemental sheet(s), supplied
by the examiner, should be incorporated whenever necessary,
The examiner should check the appropriate box to indicate the
type of deficiency in the papers.

The time limit for response is set in the last paragraph
(which is in capital letters). Applicant is given 30 days, or less
depending on the time remaining to complete the International
Preliminary Examination Report.

Form paragraph 18.28
Drawings objected to, Correction requested
The drawings are objected to because [1]. Corrction is requested.

Form paragraph 18.29

Subject matter admits of Nlustration

The subject matter of this application admits of illustration by drawing 1o
facilitate understanding of the invention. Applicant is required under PCT
Anticle 7(1) to fumnish a drawing.

Form paragraph 18,30

Amendment containing New Matter

‘The amendment of [1] is objected to under PCT Article 34(2)(b) because
it introduces mastter into the application that goes beyond the disclosure as
originally filed, The added material which is not supporied by the original dis-
closure is as follows: [2]

Under PCT Rule 70.2(c), the intemational application is being treated ag
if the entire amendment had not been made,

EXAMINER NOTE:

1. An amendment that attempts to edd new matterto any of the drawings,
specification or claims in effect voids the entire smendment, and the inteme-
tional application is in effect treated ss if the amendment had never been
submitied.

Form paragraph 18.33

Improper Multiple dependent claimg

Claim [1] objected to under PCT Rule 6.4(a) a8 being in improper
dependent form because s multiple dependent claim (2). Accordingly, claim [3)
not being examined for novelty, inventive step and indusirial applicebility.

EXAMINER NOTE:

1. In bracket [2), insert “should refer to other claims in the alternative
only.”, andfor “cannot depend from any other multiple dependent claim,”

1898.02(d)(1) Rectification [R-5]
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NOTIFICATION OF DECISION CONCERNING RE-
QUEST FOR RECTIFICATION

The rectification of obvious errors is governed by PCT
Rules 91.1(b)-(h) and 66.5.

The following identifying information s to be placed on the
top of the first page of Form PCT/IPEA/412:

- usually the attorney's address taken
from the front of the mtematlonal application file wrapper.

- this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

Intemational Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on thefirst
page of the Demand, Form PCT/IPEA/401.

- this is the filing date printcd on
the international applicaticn file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

- this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

NOTIFICATION

The examiner after fully considering applicant’s Request
for Rectification of an obvious error, will notify applicant of the
action taken on Form PCT/IPEA/412. Since the space provided
is limited, supplemental sheet(s) should be incorporated when-
ever necessary.

The Jast box, indicating that this rectification with any at-
tachment has been sent to the International Bureau, is checked
when the Request for Rectification has been approved or ap-
proved in part. This box is not checked when the Request for
Rectification has been refused.

AUTHORIZED OFFICER

Form PCT/IPEA/412 must be signed by an examiner
having at least partial signatory authority.

1858.03(a) Preparation of the Written Opinion
[R-5]

PCT Article 34
Procedure before the International Prellminary Exsmining
Authority
e

(2Xc) The applicant shall receive at least one writien opinion from the
International Preliminary Examining Avthority unless such Authority consid-
ers that ali of the following conditions are fulfilied:

(i) the invention satisfies the criteria set forth in Arnticle 33(1),

(i) the intemational application complies with the requirements of this
Treaty and the Regulations in so far as checked by that Authority,

(iii) no observations are intended to b= made under Article 35(2), last

genience.
LT
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PCT Rule 66
Procedure before the Internailonsl Preliminary Examining
Authority
66.1 Basis of the International Preliminary Examination

Before theintemational preliminary examination siaris, the spplicant may
make amendments according to Article 34(2)(b) and the intemnational prelimi-
nary exemination shall initially be directed tothe claims, the description, end the
drawings, as contained in the international application at the time the intema-
tional preliminary examination starts.

66.2 First Wriiien Opinion of the International Preliminary Examining
Authority

(a) If the Intemnational Preliminary Examining Authority

(i) considers that the internetional epplication has any of the defects
described in Article 34(4),

(ii) considers that the intemationel preliminary examination report
should be negative in respect of any of the claims becanse the invention claimed
therein does not appear i be novel, does not appear t involve an inventive step
(does not appear to benon-obvious), or does not appesr o be industrieily
applicable,

(iii) notices that there is some defect in the form or contents of the
international application under the Treaty or these Regulations,

(iv) considers that eny emendment goes beyond the disclosure in the
international application as filed, or

(v) wishes 1o accompany the isitenational preliminary examination
report by cbservations on the clerity of the claims, the description, and the
drawings, or the question whether the claims are fully supported by the
description,

the said Authority shall notify the applicant accordingly in writing, Where
the national law of the national Office acting as Intcmational Preliminary
Examining Authority does not allow multiple dependent claims to be drafted in
& manner different from that provided for in the second and third sentences of
Rule 6.4(s), the International Preliminary Examining Authority may, in case of
failure to use that manner of claiming, apply Aricle 34(4)(b). In such case, it
shall notify the applicent accordingly in wiiting.

(b) The notification shall fully state the reagons for the opinion of the
Intemnational Preliminary Examining Authority.

(€) The noiification shall invite the applicant o sulwnit 8 writien reply
together, where appropriate, with amendments.

(d) The notification shall fix a time limit for the reply. The time limit shall
be reasonable under the circumetances, It shali normally be two months efter the
date of notification, In no case shall it be shorier than one month sfier the said
date. It shall be at least two months sfter the said date where the international
search report is transmitted at the same time as the notification. In no case shall
it be more then three months after the said date,

LYy Rl
37 CFR 1.484 Conduct of lnternationai prefiminary examination

(8) An international preliminary examination will be conducted to formu-
late a non-binding opinion as to whether the claimed invention has novelly,
involves an inventive step (is non-obvicus) and is industrially applicable,

(b) No intemastions! preliminary examination repornt will be esiablished
prior to issuance of an intemational search report,

(c) No intemational preliminary examination report will be conducted on
inventions not previously searched by an International Searching Authority.

(d) The International Preliminary Examining Authority will establish a
written opinion if any defect exists or if the claimed invention lacks novelty,
inventive step or industrial applicability and will set 8 non-extendable time limit
in the written opinion for the applicant o respond.

(e) If no written opinion under pacagsaph (d) of this section is necessary,
orafierany writien opinion snd the response thereto orthe expiration of the time
limit for response to such written opinion, an intemnational preliminary exemi-
nation repoit will be established by the Intemnational Preliminary Examining
Authority. One copy wili be submitted to the Intemational Bureau and one copy
will be submitted to the applicant,

(f) An applicant will be permitted a pergonal or telephone interview with
the examiner, which must be conducted during the non-extendsble time limit for
response by the applicant to s written opinion, Additional interviews may Ye
conducted where the examiner determines that such additional interviews may
be helpful in advasicing the intemational preliminary examination procedure, A
summary of any such personsal or telephone interview must be filed by the
applicant as a pari of the response to the written opinion or, if applicant files no
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response, be made of recond in the file by the examiner.

If the examiner:

1. considers that the intermational application has any
of the defects described in PCT Article 34(4);

2. considers that the report should be negative with
respect to any of the claims because of a lack of novelty,
inventive step (non-obviousness) or industrial applicability;

3. notices any defects in the form or contents of the
international application under the PCT;

4. considers that any amendment goes beyond the
disclosure in the internationai application as originally filed; or

5. wishes to make an observation on the clarity of the
claims, the description, the drawings or to question whether the
claims are fully supported by the description;

The applicant must be notified on Form PCT/IPEA/408 of
the defects found in the application, The examiner is further re-
quired to fully state the reasons for his or her opinion (PCT Rule
66.2(b)) and invite a written reply, with amendments where ap-
propriate (PCT Rule 66.2(c) setting two or three months time
limit for the reply.

WRITTEN OPINION

The following identifying information is placed on the first
page of the Written Opinion Form PCT/IPEA/408.
Applicant’s address -usually the attorney's address taken
from the international a2pplication file wrapper.
icant’ 's..Fi fere - this is the
applicant's or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters, This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

i icati - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand,  Form PCT/IPEA/401.

- this is the filing date printed on
theinternational application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

- this is the first named applicant as set
forth on the international application file wrapper and may also
be found i in box {1 of the Demand, Form PCT/IPEA/401,

- this is the Office with which the appli-
cation was first filed, identified on the first page of the Demand
as RO/US, RO/BR for Brazil, RO/BB for Barbados, etc. This
will usually be the United States Receiving Office identified as
RO/US.

Briority _Date Claimed - this is the date of an earlier
application of which the priority is claimed under PCT Rule
4,10. This information is typed on the international application
file wrapper and can be found in Box VI of the Request Form
PCT/RO/101,

WRITTEN OPINION
The examiner should insert the words " first" or "second" ,

as the case may be, in the space provided in the box below the
notation WRITTEN OPINION,
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ITEM 1. BASIS OF OPINION

Applicant has two opportunities to amend the international
application prior 10 international preliminary examination,
Under PCT Article 19 the applicant is entitled to one opportu-
nity to amend the ciaims of the international application by
filing amendments with the Intemational Bureau within two
months of the mailing of the International Search Report,
Applicant is also permitted to make amendments before the
International Preliminary Examining Authority under PCT
Article 34(2)(b) and PCT Rule 66.1. However, this right is lim-
ited to the time of the filing of the Demand for International Pre-
liminary Examination by 37 CFR 1.485.

In item 1, the first box is checked if the international appli-
cation remains as originally filed, i.e., with no amendments,

The second, third and/or fourth boxes are checked, as ap-
propriate, if the application has been amended under PCT
Article 19 and/or PCT Rule 66.1 and the U.S. rules, Verify any
changes to the international application in the spaces provided.
Proceed with the examination and the preparation of the Written
Opinion of the application ag amended.

Check the last box in Item [ if it has been determined that
any amendment goes beyond the disclosure in the international
application as originally filed (containg “new matter”) and
proceed to establish the Written Opinion as if the amendment
had not been made, The Written Opinion should also indicate in
Paragraph V the reasons why the amendment goes beyond the
criginal disclosure, (Rule 70.1(c)).

ITEM I1. NON-ESTABLISHMENT OF OPINION
ON NOVELTY, INVENTIVE STEP AND INDUS-
TRIAL APPLICABILITY

Item 11, of Form PCT/IPEA/408, is intended to cover the
situation where claims of an application are so defective that the
question of novelty, inventive step (non-obviousness) and in-
dustrial applicability cannot be considered, This should seldom
wcurl

Check box 1 if all claims of an application are so defective
that no meaningful examination can be performed as to the
novelty, inventive step (non-obviousness) and industrial appli-
cability.

Check box 2 where only some of the claims of an applica-
tion are defective and cannot be examined as to novelty, inven-
ive step (non-obviousness) and industrial applicability or
where there has been no international search for the only
invention currently claimed in the international application.

Theremaining unnumbered boxes in Item Il are for indicat-
ing those claims which have specific defects under PCT Rules,
gsuch as PCT Rules 6.4, 66.2(s)(v), and/for 67.1,

For example, check the first unnumbered box under
box 2 if it is found that certain claims of an intemational
application relate to subject matter for which no examination on
the meritais required, Any subjectmatter thatis examined under
the U.S, national procedure should also be examined in interna-
tional applications

Check the second and third unnumbered boxes, respec-
tively, if it is found that the description, claims or drawings are
fio unclear, or the claims are 8o inadequately supporied by the
description, that no full opinion can be formed as to novelty,
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inventive step or industrial applicability of the claimed inven-
tion (PCT Rule 66.2(a)(v)). When box 1 or 2 of item II is
checked, reasons why no examination was given must be given
under items V or VI of Form PCT/iPLA/408.

Form paragraph 18,25
Indefinite claims
Clsim [1] objected to as indefiniie under PCT Anicle 6 for lack of
clarity. [2]

EXAMINER NOTE:

1, This form is enalogous to & 35 U.S.C.112, second paragraph rejection.
However, remember in an intemstionel application undergoing Intsmational
Preliminary Exemination, that the olaims ere never rejected nor is the patente-
bitley or lack thegeof discussed,

2, In bracket {2] expleln the leck of ciarliy.

Form peragraph 18.26
Clalime not supported by the disclosure
Claim [1] objected to undar PCT Anicle 6 becanse it is nct fully
supported by the disclosure. (2]
EXAMINER NOTE:
1, In bracket [2] explaln the deficlency In the disclosure.

Form paragraph 18.27
Inadequete description
The deseription of the invention dossnot eatisfy PCT Aniicle S in thes
the invention must bs discloaed In a mannas sufflolently clesr and somplots to
ba carrled out by e parson ekilled in the ext. (1]
BXAMINER NOTE,:
1. In bracket (1] explain why the description is not elear end complete.

ITEM III. NEGATIVE STATEMENT IN REGARD
TO NOVELTY, INVENTIVE STEP AND INDUS-
TRIAL APPLICABILITY OF CLAIMS

In Item I11, the examiner must st in summary form those
claims that do not meat the criteria of novelty (N), inventive step
(IS) and/or industrial applicability (IA).

An example of this paragraph is as follows:

Claims 1 and 5 (no N)
Claims 1 ¢t0 10 (no IS)
Claims 11 and 12 (no 1A).

ITEM 1V, CITATIONS AND EXPLANATIONS IN
REGARD TO NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY OF THE CLAIMS

Item 1V ig the focus of the Written Opinion, All claims
without fatal defects are treated on the merits in Item IV as to
nol;/ﬂity‘ inventive step (non-obviousness) and industrial appli-
ca tyl

The treatment of claimg in Item IV ig similar in formattoan
Officeactionin aregularU.S, national patentapplication except
that the words “rejection” and “patentability” are never used in
a Written Opinion, On the international level, all Written
Opinions are non-binding and a patent does not ssue; what doos
issue is an International Preliminary Examination Report
(IPER), which is non-binding on the Elected States.

Exominer statements in Itern IV can be positive and/or
negative, If, for example, claims define over the prior art and
meet the tast of novelty, inventive step (non-obviousness) and
industrial applicability, a simple statement to this effect is
sufficient, If on the other hand it is the opinion of the examiner
that some or all claims lack novelty, inventive step and/or
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UNITHD STATES
lTO BNTERNATIONAL FRELDGNARY EXAMINING AUTHORITY (FBANS)
John Adams
Adamsg, Baker &nd Charlie
1200 Marina Drive
Baltimore, Maryland 20820

Inscrite NAME snd ADDRESS of ths AGENT wd if

thare b 20 agent, of ts APPLICANT
IDENTIFICATION OF THE INTERNATIONAL APELICATION
Imammutiosal Application No, Tkemetionsl
PCT/US67/668888 06 July 1987 (06.07.87)
T Applicant (Neene)
Columbia Marine Corporation
“Raceiving Offics Priorky Dats Claimed
RO/US 15 July 1986 (15.07.86)
WRITTEN ORINION

With io!o:&onco to the above-identified international application,this constitutes
the £LE8% —  (first, etc.) wtitten epinion by this International Preliminary
Examining Rutherity,

I, BRSIS OF OPINION
The examination is being carried out on the following application documents:
the aepplication documente as filed
description, pages_1=20 , &8 originelly f£iled
description, pages s £4led with your letter of
claim(s) - , 86 criginally flled k
, g8
’

claim(e)2.8nd L0 " £i1ed with your letter og 15 February 1
dravings, sheet/fidg, Jmd cmcomom ¢ 88 OFiginally filed
drawings, sheet/fig. . . .. ... ...+ £iled with your letter of

This opinisn has been eetablished as if the amendments indicaeted on the extra
sheet havy sot been made, since, for the ressone indicated, they have been
considered to go beyond the disclosure es filed.

11,HON ESTABLIGHMENT OF OPINION ON NOVELTY, INVENTIVE BTEP AND
INDUSTRIAL APPLICABILITY
The question whether the claimed invention &ppesrs to be novel, to invelve an

inventive step (to be nen-~chbvicus), and to be industrielly éppliceble will not
for the reasene indicated belew be gone intc in respect of:

1. L) The above-identified international applicatien.

claime Noo.__,,g_,g__w(lpacity particular cleims) .,

[ «£8F Mhich, 09, additional feep, have heen paid to the IREA
the follewing subject mattez (3/ which does not require an international
preliminary exemination., (specify)

B E&0

d

D'rhe description, elaime, or drawinge (indicate particular elements) or
8810 ©laims NOB wo.. .ommmmemwes BZO 86 VNClEAY that no meaningful opinion
could be formed 9

E]'rho cinime, or said 6lains NoOB wmmmmmwmes G BO Lnadequauldy snupporud
by the description that no meaningful epinion could be formed|3)

ORI POTAPEAMES (et shost) (JPAMRY 1006 @oa naien o rverns tide
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POTAISRT /RARER

WRITTEN OPINION (continued)

III. NEGATIVE STRTEMENT IN REGARD TO NOVELTY, INVENTIVE STEP AND INDUSTRIAL
KAPPLICABILITY OF CLAIMS

The statement under Article 35 (2) should be negative in respect of
the claims indicated below. The criteria not satisified in respect of
such claime are indiceted by the letter abbreviation: N (for Novelty);
IS (for Inventive Step); and IA (for Industrial Applicability).

Claim 1, No ®
Claims 2 to 4, No IS

IV, CITATIONS AND EXPLANATIONS 1IN REGARD TO NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY OF CLAIMS

Ro. of Claim / Relevent Supporting Documents Cited / Explanation
Claim 1 lacks novelty under BCT Article 33(2) as being antici-
pated by the patent to KNOOS.

Claims 2 and 3 lack an inventive step under PCT Article 33(3)
as being obvious over IVERSEN in view of DAW. To mount the
device of IVERSEN in & position forward of the keel as taught
by DaW would not imvolve an inventive step.

Claims 4, 5, 9 and 10 meet the criteria set forth in PCT
Article 33(2)=(4)

New Citation
U8, A, 4,366,767 KNOOS 04 Januvary 1983 (04.01.83), See figure 1.

FOReA POTIRIAMOE (sarand shoed) (Jenury 1088 Gow foiet o tBVelto bide
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PCT/US87/88888

WRITTEN OPINION (contirued)
V.  CERTAIN DEFECTS IN THE INTERNATIONAL APPLICATION

The following defects in the form or contents of the above-identified
international sapplication under the Treaty or the Regulatiens have
been noted,

Page 5, line 8, "victor® should be *vector®.

In figure 2 of the drawingg, the lead line for reference
numeral 6 should be directed to the tilleyr rather than ¢o
the boom.

Vi.  CERTAIN OBSERVATIONS ON THE INTERNATIONAL APPLICATION

The fecllowing observetions on the claxity of the claims, description,
and dravings or on the guestion whether the claims are fully supported
by the description, are notified:

VII., INVITATION

APPLICANT IS INVITED TO SUBMIT A FRLTTEN REPLY ACCOMPANIED, WHERE APPRO~
PRIATE, BY AMENDMENTS® WITHIN,_ EWO MONTHS/, DAYS OF THE DATE
OF MAILING INDICATED ON THE FIRST SHEET.

Any inguiry eoncerning this communization should be directed
to Stephen Decatur at telephone nuvinber 703-557-3310,

The time limit for response to ¢ Written Opinion will not be
extended, 37 CFR 1.484(4). Any response received after the
expiration of the time limit set in the Written Opinion will
not be considered in preparing tlhe International Preliminary
Examination Repoxrt.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Addsess Only: Authorized Officer
¢ Pygnis and Tredemarks
Commiseonce * Ponis ST DeaSXons
Washington, D.C. ATTN: PEAUS | Stephen Decatur - Primary Examiner

FORA PCTAPEAOE (it ohot!) (Januery 1086)
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industrial applicability, specific reasons for the opinion em-
ploying PCT form paragraphs must be given similar (o those
used in U,S, national applications,

Form paragraphs to be used by the examiners appear in the
relevant sections of this Manual, All examiners are expected to
use exclusively the PCT form paragraphs in appropriate situ-
ations in formulating any negative statements listed in Item 1V,
See MPEP 85 1898.03(a)(2) and (3).

Since the space provided in Item IV on Form PCT/IPEA/
408 is limited, supplemental sheets typed on plain white paper,
with reference back to Item IV should be incorporated into the
Written Opinion whenever necessary.

Examiners are encouraged to indicate any amendments
which applicant could present which would avoid a negative
statement in the International Preliminary Examination Report.

All international applications where an examination has
been demanded should be searched by the examiner at least 1o
the point of bring the previous search up to date, Prior art
discovered in a re-search and applied in an Item IV statement
must be made of record in Item IV, Prior art already cited on the
Internaiional Search Report need not again be cited on the Writ-
ten Opinion or International Preliminary Examination Report,
The subsequently discovered prior art is to be cited in compli-
ance with PCT Rule 43.5 and Administrative Instructions Sec-
tion 503 using the same citation format used on the International
Search Report. See M.P.EP. §1863, See § 1898.03(a)(1) for
definition of prior art 10 be considered,

Form peragraph 16,32
Claims that meet test of novelty, invenu ve step end Industrisl
sppllcabliity
Claim [1] meets the critcria set out in PC1 . sticle 33(2)-(4).
EXAMINER NOTE:
1. This form paragsaph is used in Item IV of fo PCTAPEA/408 to
indicate those claims thet define over the prior art,

ITEM V. CERTAIN DEFECTS IN THE
INTERNATIONAL APPLICATION

In Ytem V, defects in the form and content of the interna-
tional application are identified,
Examples of defects that would be listed in Item V are;
1. Informalities such as misplaced and/or omitted
drawing numerals, misspelled words, grammatical errors, etc.
2, An amendment to the drawings, description or
ctaims not filed with the Demand, unless it is an amendment {0
theclaims under PCT Article 19 which was timely filed with the
International Bureau or in response o 8 Written Opinion,
3. Improper multiple-dependent claims (PCT Rule
6.4),

4. Defects detected by the PCT Branch that are trang-
mitted with the application to the examiner for inclusion in Item
V.

Form paragraph 16.31
Disclosure objected to, Minor informaiities
The disclosure is objected 1o because of the following Informelities: [1).
Appropriate correction is requested.
' EXAMINER NOTE:
1, This form paragraph is used in Item V of Form PCT/IPRA/408 1o poini

out minor informalities in the disclosurs,

1800-111
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ITEM VI. CERTAIN OBSERVATIONS ON THE
INTERNATIONAL APPLICATION

In ltem V1, the examiner notifies the applicant of observa-
tions made as to the clarity of the claims, the description, the
drawings or on the question whether the claims are fully
supported by the description,

If the claims, the description or the drawings are so unclear,
or the claims are so inadequately supported by the description,
that no meaningful opinion can be formed cn the question of
novelty, inventive step (non-obviousness) or industrial applica-
bility, the applicant is so informed in Item VI (PCT Anicle
24(4)(a)(ii). Reasons for the examiner’s opinion that the claims,
description and drawings, etc., lack clarity must also be pro-
vided.

If the above situation is found to exist in certain claimsonly,
the provisions of PCT Article 34(4)(ii) shall apply fo those
claims only.

1f the lack of clarity of the claims, the description, or the
drawings is of such a nature that it is possible o form a
meaningful opinion on the claimed subject matter, then it is
required that the examiner consider the claims and render a
Written Opinion on novelty, inventive step, and industrial
applicability in Item IV of Form PCT/IPEA/408,

Since the claims of an international application are not sub-
ject to arejection on either art or indefiniteness consistent with
U.S. practice, observations by the examiner with regard to
clarity of the claims, the description and the drawings will be
treated in the form of an objection in the Written Opinion in Item
VI

ITEM VII INVITATION

Item VI is an invitation by the International Preliminary
Examining Authority (IPEA) to applicant to reply to the
examiner’s Written Opinion, A two month time limit to respond
to the Written Opinion should nommally be set, although a 3
month time limit may be set where the time limit for reply ends
prior to the expiration of 25 months from the priority date,

Form paragraph 18,35

Neme and telephone number of examiner to be contacted

Any inquiry conceming this communication should be directed to

(1) at telephone number 703-[2),

EXAMINER NOTE:

1. This paragraph should be inseried in the "INVITATION", Tiem VII of
8l Written Oplnione.

2. In bracket {1}, the 2xaminer 10 be contacted first i the examiner who
prepared the Writien Opinlon,

Form paragraph 18,36 must be employed in Item VII of
every Written Opinion,

Form paragrapk 18,36
No extensions of time limii to respond 1o the Written Opinion
The time limie set for response to @ Written Opinloa may not be
extended, 37 CFR 1.484(d). Any response recelved after the explration of the
time limit get In the Writien Opinion will not be considered In preparing the
Intemational Preliminary Exsminstion Repon,
EXAMINER NOTE:

AUTHORIZED OFFICER
Rev, §, July 1987
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Every Written Opinion must be signed by an examiner
having at least partial signatory authority.

The first document prepared by the examiner in most
international applications during the international preliminary
examination proceedings will be the Writien Opinion. Only in
those international applications where all the formal matters are
proper and the claims are directed to inventions which have
novelty, inventive step and industrial applicability will an
international preliminary examination report be established
without a Writien Opinion having be issued first,

1898.03(a)(1) Prior Art under Chapter II
[R-5]

PCT Article 33
Tke International Preliminery Examination

LLLL]]

(6) The international preliminary exemination shall take into considera-
tion all the documents cited in the iniemational search repon, It may take into
consideration any additional documents considered 10 be selevant in the particu-
ler case. ,

PCT Rule 64
Prior Art for Internationai Preliminery Examination

64.1 Prior Ant

(8) For the pumpases of Anicle 33(2) and (3), everything made available
to the public anywhere in the world by means of written disclosure (including
drawings and other il lugtrations) shall be considered prior art provided that such
making available occurred prior to the relevant date.

(b) For the purposes of paragraph (a), the relevant date will be:

(i) subject to item (i), the intemational filing date of the international
application under International preliminary examination;

(ii) where the Internasiona) applicstion under international prelimi-
nary examination velidly claims the priority of an earlier application, the filing
dete of such earlier application,

64,2 Non-Written Disclosure

In cases where the making aveilsble to the public occusred by means of an
oral disclosure, use, exhibition or other non-written means (“non-written
disclosure") before the relevant date as defined in Rule 64.1(b) and the date of
such non-written disclosure is indicated in & written disclosure which has been
made availeble to the public sfier the relevant date, the non-written disclosure
ghall not be considered pant of the prior ani for the purposes of Anticle 33(2) and
(3). Neveriheless, the intemationeal preliminary examination seport shall call
stiention to such non-writien disclosurein the manner provided forin Rule 70,9,
64.3 Certain Published Documents

In cases where any application or any patent which would conatitute prior
art for the purposes of Anicle 33(2) and (3) had it been published prior to the
relevant date referved to in Rule 64.1 was published, as such, afier the relevant
date but wes filed earlier than the relevant date or claimed the priority of an
eatlier application which had been filed priortothe reievant date, such published
spplication or patent shall not be considered pant of the prior art for the purposes
of Aniicle 33(2) end (3). Neveriheless, the intsmational preliminary examing-
tion report shall call attention to such application or putent in the manney
provided for in Rule 70,10,

The selevent date for the purpose of coneidering prior ari is defined in PCT
Rule 64.1(b) as the international filing date or, where the intemational applica-
tion containg & valid claim for priority, that date of priority.

In cases where any application or any patent which would constitute prior
art forthe purpose of intermational preliminery examination as tothe novelty «nd
inventive step (non-obviousnees) was published on or afier the relevant dato of
the intemational application under consideration but was filed earlier than the
relevant date or claimed the priority of an earlier application which was filed
prior o the relevant date, the published application or patent ig noit to be consid-
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eved part of the prior axt for the purpose of intemationsal preliminary examina-
tion a¢ to novelly end inventive step, Neveriheless, these documents are 1o be
listed on Form PCT/IPEA/409 under the heading "CERTAIN PUBLISHED
DOCUMENTS",

1898.03(a)(2) Novelty under Chapter II [R-5]

Novelty is defined in PCT Article ~ 3(2).

PCT Articio 33
The International Preliminary Examinztion
LLLL 1
(2) For the purposes of the intemational prelisninary examination, 8
elaimed invention shall be congidered novel if it is not anticipated by the prior
art as defined in the Regulations.
Ty
Form peragraph 18.21
Novelty
Claim [1] lack(s) novelty under PCT Anicle 33(2) a8 being 2] by
(3).
EXAMINER NOTE:
1. This form paragraph is the equivalent of a 35 U.S.C,102 rejection.
2. In bracket [2], insert “clearly anticipated”, or insert “anticipated” and
add an explanation at the end of the paragraph.
3, In bracket [3], insert the prior ant relied upon.

1898.03(a)(3) Inventive Step under Chapter II
[R-5]

Inventive step is defined in PCT Article 33(3)

PCT Article 33
The International Preliminary Examination
LI
(3) For purposes of the intemational preliminary exsmination, a
claimed invention shall be considered 1o involve an inventive step if, having
regard 1o the prior art ag defined in the Regulations, it is not, at the pregcribed

relevant date, obvious to 8 person skilled in the ani,
L1111

BCT Rule 65
Inventlive Step or Non-Obvlousness
65.1 Approach to Prior Art

For the purposes of Afticle 33(3), the intemational preliminary exemina-
tion shall take into consideration the relation of any particular claim to the prior
et 88 8 whole, It shall teke into consideration the claim's relation not only toin-
dividual docuraenis or purts theseof taken separately but algo ite relation to
combinations of such documents or paris of documents, where such combina-
tions are obvious 1o & person skilled in the an,

65.2 Relevant Date

For the purposes of Article 33(3), the relevant date for the consideration
of inventive step (non-obviousness) is the date prescribed in Rule 64.1,
Form paragraph 18,22

Inventlve Step (non-obviovsness)

Claim [1] leck(s) an inventive giep under PCT Anticle 33(3) as
being obwlous over [2],

EXAMINER NOTE:

1. This form paragraph is used when the cleim(s) are rendered obvious in
view of the prior an,

2. In bracket [2], insert the prior art relied upon end explain how It s
applied to the claimed subjact matter. If the prior art applied Is & combination
of references, explain how they are obviously combined to show lack of inven-
tive siep.

Form paregraph 18.23
Inventive Step (obviousness), further explansation
Claim 1] lacks an inventive stepunder PCT Artlicle 33(3) as obvious
over [2] in visw of [3] as applied in the above paragraph, further in view of [4],
EXAMINER NOTE:
1, See the EXAMINER NOTH In paragraph 18.22 above,
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1898.03(a)(4) Industrial Applicability under
Chapter Il [R-§]

Industrial applicability is defined in PCT Article 33(4).

PCT Article 33
The International Preliminery Examination

L L1

{4) For the purposes of the intemationsl preliminary examinetion, &
claimed invention shall be considered industrislly applicebls if, according toits
nature, i can be made orused (in the tachnological sense) in any kind of industry.
“Industry” shall be undsrstood in ite broadast sense, ag in the Paris Convention
for the Protection of Industrigl Property.

L1l L

Form peragraph 18.24

Industrial epplicability

Claim [1] lack(g) indusirisl applicability as defined by PCT Anticle

33(4). {2

EXAMINER NOTE:

1. This form paragraph is used when the claimn(s) define an invention that
cannot be made or used (in the technologicel sense) in any kind of indusiry.

2. In bracket [2], identify the appropriate basis for stating thet the claims
lack industrial applicability.

1898.03(b) Response to the Written Opinion
[R-§]

PCT Artlcle 34
Proucedure before the International Prellminery Exemining
Authority
L 111
(2)(s) The applicant shall heve a right to communicate orally and in
writing with the Intemnationsl Preliminery Examining Authority.

(b) The epplicant shell have & sight to emend the cleims, the
description, and the drawings, in the prescribed menner and within the pre-
scribed time limit, before the intemational preliminery examination report Is
established, The smendment shall not go beyond the disclosure in the intems-
tionsl application as filed,

({11

(d) The applicant may respond to the written opinion,

STl B

PCT Rule 66
Procedure before the International Prellminary Examining
Authorlty
11 L]

66.3 Formal Response to the International Preliminary Examining Aushority

(&) The applicant may respond to the invitation referredto in Rule 66.2(c)
of the International Preliminary Examining Authority by meking smendments
or - if he disagrees with the cpinion of that Authority - by submitting erguments,
as the case mey be, or do both.

(b) Any response shell be submited directly to the Internstions] Prelimi-
nery Bxamining Authority,

L L1 ]

66.5 Amendment

Any change, other than the rectification of obvious ervors, In the claime,
the description, or the drawings, including cancellation of claims, omission of
passages in the description, o omigsion of ceriain drawings, shall be considered
an ameadment,
66.6 Informal Communication with the Applicant

The International Preliminsry Bxemining Authority may, at eny time,
communicate informally, over the telephons, in writing, or thfough persenal
interviews, with the applicant. The said Authority shall, et i1s discretiou, decide
whether it wishes to grant more than one personal interview if so requested by
the applicant, or whether it wishes to reply to any informal wrilten communica-

tion from the applicant,
L L] 1)
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66.8 Form of Amendmenis

() The applicant shall be required to submit a replacement sheat forevery
sheet of the intemational application which, on account of an amendment,
differs from the theet originelly filed. The letter accompanying the replacement
theets shell draw atiention toiae differences between the replaced sheets andthe
replacement sheets, Tothe extent that any amendrment resulis in the cancellation
of en entire sheet, that emendment shall be communicated in a letter.

(b) [Deleted)
66.9 Language cf Amendments

If the intemnational application has been filed in a language otherthen the
lenguege in which it is published, any smendment, as well as any letter referred
to in Rule 66.8(a), #hall be submitted in the language of publication.

37 CFR 1.485 Amendments by appllcant durlng international
prellminery examination.

The applicant may make amendments at the time of filing of the
Demand and within the time limit set by the International Preliminary Exemin-
ing Authority for regponse to any written opinion. Any ruch amendments
must -

(1) be made by submiliing & replacement shect for each sheet of the
spplication which differs from the sheet it replscss unless an entire sheet is
cancelled and

(2) include & description of how the replecement sheut differs from the
replaced sheet,

If an amendment cancels an entire sheet of the internstionel spplicetion,
that amendment shell be communicated in a letter,

RESPONSE OF APPLICANT TO THE WRITTEN
OPINION

All amendments in response to a Written Opinion must be
received within the time limit set for response in order to be
considered in the International Preliminary Examination Re-
port. 37 CFR 1.484(d) does not allow for extensions of time to
respond to a Written Opinion, therefore, any amendment re-
ceived after the time limit is treated as if the amendment had not
been made.

Any change, other than the rectification of obvious errors
in theclaims, the description, or the drawings, including the can-
cellation of claims, omission of passages in the description or
omission of certain drawings, will be considered an amendment
(PCT Rule 66.5). The Patent and Trademark Office when acting
as the International Preliminary Examining Authority will not
accept any non-English applications or amendments.

Any amendments to the claims, the description and the
drawings in response to a Wriiien Opinion must (1) be made by
submitting areplacement sheet for every sheet of the application
which differs from the sheet it replaces unless an entire sheet is
cancelled and (2) include a description of how the replacement
sheet differs from the replaced sheet in accordance with PCT
Rule 66.8.

In the particular case where the amendment cancels claims,
passages in the description or certain drawings resulting in the
cancellation of an entire sheet, the amendment must be submit-
ted in the form of a letter cancelling the sheet (PCT Rule
66.8(a)).

Replacement sheets must be in typed form.,

Any paper submitted by the applicant, if not in the form of
aletter, must be accompanied by a letter signed by the applicant
or agent (PCT Rule 92.1),

The examiner should make sure that amendments filed in
accordance with the PCT, which are necessary to correct any
deficiencies notified to the applicant, do not go beyond the
disclosure of the international application asfiled, thus violating
PCT Article 34(2)(b). In other words, no amendment should
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contain matter that cannot be substantiated by the application as
originally filed, In a situation where new matter is introduced by
amendment in response to a Written Opinion, the International
Preliminary Examination Report will be established as if the
amendment had not been made, and the report should so
indicate. It shall also indicate the reasons why the amendment
goes beyond the disclosure (PCT Rule 70.2(c)).

INTERVIEWS

The examiner or applicant may, during the time limit for
response to the Written Opinion, request a telephone or personal
interview, Only one interview is a matter of right, whether by
telephone orin person. Additional interviews may be authorized
by the examiner in a particular international application where
such additional interview may be helpful to advancing the
international preliminary examination procedure.

All interviews of substance must be made of record by
using USPTO Form PTOL-413,

If the applicant desires to respond to the Written Opinion,
such response must be filed within the time limit set for
response. No extensions to the time limit will be considered or
granted. If notimely response is received from the applicait, the
international preliminary examination report will be established
by the examiner, treating each claim subciuntially as it was
treated in the Written Opinion,

The applicant may respond to the invitation referred to iz
Rule 66.2(c) by making amendments or, if the applicant dis-
agrees with the opinion of the authority, by submitting argu-
ments, as the case may be, or both (PCT Rule 66.3).

The United States rules pertaining to international prelimi-
nary examination of international applications provide for a
second Written Opinion if time permits.

If applicant does not respond to the Written Opinion, the
International Preliminary Examination Report will be prepared
in time for forwarding to PCT Central in finished form by 27
months from the priority date,

Any response to a Written Opinion that is received after the
expiration of the settime period is not timely and will not be con-
sidered in preparing the International Preliminary Examination
Report (IPER).

1898.04(a) Preparation of the International
Preliminary Examination Report [R-5]

PCT Article 35
The International Prellminary Examination Report

(1) The international preliminary examination report ehall be establiched
within the prescribed time limit and in the prescribed form,

(2) The intermational preliminary examination report shell not contain any
statement on the question whether the claimed invention is or seams to he
patentable or unpaienteble sccording w eny national law, It shell state, subject
1o the provisions of paragraph (3), in relation 1o each claim, whether the claim
appears (o satisly the critgrie of novelty, inventive step (non-obviousness), and
industrisl spplicabllity, es defined for the purposes of the intemational prelimi-
nery examination in Article 33(1) 1o (4), The statement vhall be accompanied by
the citation of the documents belisved to support the stated conclusion with such
explanations a5 the circumatences of the case may require. The statement shall
also be accompanied by such other observation as the Regulations provide for.

(3)a) If, 8t the time of establishing the intemational preliminary exami-
nation report, the International Preliminary Examining Authority considers that
eny of the situations referred to in Article 34(4)(s) exnists, that report shall state
this opinion and the reagor:s therefor. It shall not contsin any gatement as
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provided in paragraph (2).

(b) If & eitustion under Anticle 34(4)(b) is found to exist, the intema-
tional preliminary exemination report shall, in relation to the claims in question,
containthe statoment 88 provided in subparagraph (a), whereas, in relstiontothe
other claims, it shell contain the statement as provided in paregraph (2).

PCT Rule 70
The International Preliminary Examination Report
70.¥ Definition

For the purposes of this Rule, “report” shell mean intémational prelimi-
nary examination report,
70.2 Basis of the Report

(e) If the claims have been amended, the report shell issue on the claims
as emended.

(b) If, pursuant to Rule 65.7(a) or (b), the report is established as if the
priority had not been claimed, the repornt shall go indicate.

(c) If the Intemational Preliminery Examining Authority considers that
any amendment goes beyond the disclosure in the international application as
filed, the report shall be established a3 if such amendment had not been made,
and the report shall so indicate. It shall also indicate the reasons why it considers
that the amendment goes beyond the said disclosurs,

70.3 Identification

The repori shell identify the Intemnationsl Peeliminary Examining Author-
ity which established it by indicating the name of the Auihiority, and the
intemational application, by indicating the internations! application number,
the name of the applicant, the name of the receiving Office, and the intemetional
filing date.

70.4 Dates

The report shall indicate:

(1) the date on which the demeand was submitied, and

(ii) the date of the report; thet date shall be the dste on which the
report is completed,

705 Classification

(&) The report shall repeat the classification given under Rule 43,3 if the
Intemational Preliminary Examining Authority agrees with the clagsification.

(b) Otherwise, the Intemational Preliminary Examining Authority shell
indicate in the report the classification, at least according to the International
Patent Clagsification, which it considers correct.

70.6 Statement under Article 35(2)

(u) The statement referred to in Asticle 35(2) shell consim of the words
“YES" or “NO” or their equivalent in the language of the repor, or some
eppropriate sign provided for in the Administrative Instructions, and shall be ac-
companied by the citations, explanstions and observations, if any, referred to in
the last sentence of Asticle 35(2).

(b) If any of the three criteria referred w in Anticle 35(2) (that is, novelty,
inventive step (non-obviousness), industrial applicability) is not setisfied, the
stetement shall be negative. If, in such a cese, any of the criteria, taken
separately, ie satisfied, the report shall specify the criterion or criterie so
eatisfied,

70.7 Citations under Article 35(2)

(8) The report shall cite the documents considered to be relevant for
supporing the statements made under Article 35(2),

(b) The provisions of Rule 43.5(b) and (c) shall apply also to the report.
70.8 Explanations under Article 35(2)

The Administrative Instructions shall contain guidelines for cases in
which the explanations referred toin Anticle 35(2) should or shouldnot be given
and the form of such explanations. Such guidelines shall be based onthe follow-
ing principles:

(i) explanations shall be given whenever the statemont in relation to
eny claim is negative;

(i1) explanation ehall be given whenever the statement is poeitive
unless the reason for citing any document is easy to imagine on the basis of
consultation of the cited document;

(1if) generally, explanations shall be given if the case provided for
in the last ezatence of Rule 70.6(b) obtains,

709 Non-Written Disclosuras

Any non-written disclosure referred to in the report by viriue of Rule 64.2
shall be mentioned by indicating its kind, the date on which the written
disclosure referring 1o the non-written disclosure was made aveilable to the
public, and the date on which the non-written disclosure oceurred in public.,
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70.10 Certain Published Documents

Any published application or patent referred to in the report by virtue of
Rule 64.3 shall tie mentioned o5 such and shall be sccompanied by an indication
of the data of publication, of its filing date, end its claimed priority date (if eny).
Inreepect of the priority date of any such document, the report may indicais thet,
in the opinion of the Intemational Preliminary Examining Authority, such date
has not been validly claimed.
70.11 Mention of Amendments

If, before the Internationsl Preliminery Examining Authority, emend-
mente have been made, this fact chall be indicated in the repori. Where any
amendment has resulted in the cancellation of an entire sheet, this fact shall also
be specified in the report,
70.12 Mention of Certain Defects

Ifthe Internetional Preliminary Exemining Authority considers that, at the
time it prepares the report:

(i) the intemational epplication containg sny of the defects referred
to in Rule 66.2(a)iii), it shell include this opinion end the reasons therefor in
the repori;

(if) ths international spplication calle for any of the observations
referred to in Rule 66,2(e)(v), it may include this opinion in the report and, if it
doss, it shall eleo indicate in the report the reasons for each opinion,

70.13 Remarks Concerning Unity of Invention

If the applicant paid additional fees for the intemational preliminery
examinetion, or if the intemational application of the intemational preliminary
examination was sestsicied under Anicle 34(3), the repoit shall so Indicste,
Furthermore, where the intemational preliminery exemination was carried out
on resiricted claims (Asticle 34(3)(e), or the main invention caly (Article
34(3){e)), the repost ehall indicate what pats of the intemnational spplication
were end what paris were not the subject of internationel preliminary exemina-
tion,
70.14 Signature

The report shall be signed by an euthorized officer of the Intemational
Preliminery Examining Authority.
7015 Form

‘The physical requirements as to form of the report shall be pregcribed by
the Administsative Instruciions.
70.16 Annexes of the Report

If the claims, the descripsion, or the drawings, were emended before the
Intemationel Preliminary Exemining Authority, each replacement sheet under
Rule 66.8(s) shall be ennexed to the report, Replacement sheots superseded by
latsr replacement sheets and letters under Ruls 66.8(a) chall not be ennexed,
70.17 Languages of the Regort and the Annexes

(&) The report end any annex shall be in the language in which the
international epplication to which they relate is published.

(b) [Deleted]

Adminlstrative Instructlons Section 604
Guldelines for Explanatlons Contalned In the Internationsl
Prellminary Exemination Report

Explanations under Rule 70.8 shall cleasly point out to which of the three
criteria refesred o in Anicle 35(2), taken geparately, any cited document is
applicable and shell clearly describe, with refesence to the cited documents, the
reasons eupporiing the conclusion that any of the said criteris is or is not
satisfied,

After examination of the international application, if
there are no negative stasements and/or negative comments for
Form PCT/IPEA/408, then the only statement that will issue
from the International Preliminary Examining Authority will be
the Intemational Preliminary Examination Report (IPER),

The International Preliminary Examination Report is
established on PCT form PCT/IPEA/409,

ESTABLISHMENT OF THE INTERNATIONAL
PRELIMINARY EXAMINATION REPORT

Forms PTO/IPEA/409

1800-115
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The following identifying information will be placedon the
first page of the Internaiional Preliminary Examination Report,
Form PC'I‘/IPEA/409 and Transmittal Letter PCT/IPEA/416:

- usually the atiorney's address taken
from the front of the mtcmauonal application file wrapper.

- this is the
applicant’s or agent's application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand Form PCT/IPBAMOI

; | g ber - thigis the 14 digit PCT
apphcauon senal number 28 stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

- thig is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401,

Receiving Office - this is the Office with which the interna-
tional application was filed, identified on the first page of the
Demand as RO/US, RO/BR, RO/BB, etc. This will normally be
the United States Receiving Office, identified as RO/US.

- this is the date of an earlier appli-
cation of which the priority is claimed under PCT Rule 4.10.
This information is typed on the international ap; i ation file
wrapper and can be found in Box VI of the Request (Form PCT/
RO/101).

- this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box Il of the Demand, Form PCT/IPEA/401.

BASIS OF REPORT

The International Preliminasy Examinaticn Report will be
established on the basis of any amendments, rectifications,
priority and/or unity of invention holdings and shall answer the
questions concerning novelty, inventive step and industrial
applicability for each of the claims under examination.

Amendments and/or rectifications

In completing form PCT/IPEA/409, the examiner should
first indicate any amendments and/or rectifications of obvious
errors taken into account in establishing the International Pre-
liminary Examination Report. The amendments and/or rectifi-
cations should be indicated by references to the dates on which
the amendments and/or rectifications were filed, Amendments
and/or rectifications filed but not taken into account in the
establishment of the Report (e.g., an amendment not taken into
account because the amendment went beyond the disclosure of
the international application as filed or a rectification that is not
considered to be merely a correction of an obvious error) are
then indicated separately. The replacement sheets (but not
replacement sheets superseded by later replacement sheets) or
letters cancelling sheets under PCT Rule 66.8(a) are included as
an annex to the Report.

The final Report package when sent to the PCT Branch for
mailing must include copies of all amendments and rectifica-
tions entered and any cover letters to those amendments.
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PATENT COOPERATION TREATY

UNTTED STATES
ITO BETERNATIONAL FRELIMINARY EXAMINING AUTHORITY (PEANS)
John Adams

Adams, Baker and Charlie

1200 Marina Drive
NOTIFICATION OF TRANSMITTAL OF
Baltimore, Maryland 20820 INTERNATIONAL PRELIMINARY EXAMINATION REPORT
lsouod pureuent to FCT Rule 7).%

Iaeeribe NAME end ADDRESS of the AGENT and if
there Is no agent, of the AFFLICANT

IBENTIFICATION OF THE INTERNATIONAL APPLICATION

Teaemational Application No. Tntsmatonal Fil
PCT/US87/66888 06 July 1987 (06.07.87)
" Applican: (Name)

Columbia Marine Corporation

NOTIFICATION

The applicant is hereby notified that this International Preliminary
Examining Authority trensmits herewith the international preliminary
examingtion report and its annexes, 1f any, established on the above-
identified international application.

The attention of the epplicent is drewn to the reminder contained in
form PCT/IB/332, which he received from the International Bureay,
coencerning the time limits within which he must perform certain acts
before each elected 0ffice,

A copy of the report and its annexes, if any, has this same day also
been transmitted to the International Bureau.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Address Only: Adihorized Offices
WM@IPWNWJ \'”‘) j: ;
W D, , 3 E' Lo
wahington, D.C. 20221 ATIN. FEAL Stephen Decatur -Primary Examjiner

FORM PCYIPE A416 (Janvary 1605)

Rev. 5, July 1987 1800-116
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PATENT COOPERATION TREATY
INTERNATIONAL PRELIMINARY EXAMINATION REPORT
Apptesrde or Agents Filg Relerence
WDEHTICATION OF THE BITERNATIONAL APPLICATION
CNC-123

trarnadonsl Agpliosen No, Wrearmational Fling De
PCT/US87/86888 06 July 1987 (06.07.87)
Racaiving Office Friorily Dals Claimed
RO/US 15 July 1986 (15.07.86)
Applicart (Mame)
Colunbia Marine Corporation

BAGIE OF REPORT

1. RMENDMENTS ANIYOR RECTIFICATIONS' © - The emendment erwd/or reciifications made botore this Inemationsl Preliminary Exsmining
Aubwority 0 reepect of e daims, 1o deesripton, endier drwings IR e ehove-enthied amagional eppication &re ernered 1 this report,

a3 Therapomnas besn eauiched on hha bess of the liowing sppiicetion dociments;

3 ¢ apsticmion doaumaents es fisd

doncnpton,pages 1220 e originally fied
[ flad witth your letier of
CROCTION, POGED ... oersmmmmmsin fiod with your latier of
GoOEHPYOn, POGES e Gisd with yow letier of
B damis) BBl 5 esongnaly fled
diaim(s) 8 and 10 Sedwinyowkmerol 29 _February 1988
daimis) I B 53 e E— tidwnyowlenere! 14 _Augugst 1988
elaimis) e ————— Slad with your lgtesr of
4 evrgs0mrng 1-4_ o8 ariginally fiod
Craniryg, OVIG, .......oommmemmemensmmes flad vl your letier of

b [ Thoamendmentsressd s canasladon ol olowig shees:. E03 8821 and 22

€[] Thierspenhas been cotsbiished s if the amendments indicated en e 6xira sheet have net been made, 6ince, for the reasons indiceted,
gy hawe been coneldecsd I go bayons 6w diacioewe s Hed,

2. PRIOARY?

8. This repan has been eatbiished €a ¥ m prortly hes baen slalmed cua © e lalure 1B Lirish within the prescribed time Wit he requested:
[C) capy ol the sedier spnkcation whaes prioriy has been daimaed,

[ vansiason of b earisr application whose prstty hos besn sleimed,

b. [ ‘Tl repen has been esialilished as I no prierky has baen ciaimed due 16 ¥he fact hat the prorty claim has baen found lnvalld,
Thius, for s purposo of Bs repen, e memaiona Wing dus indiosted alsovs is cansidered 1D be 1he relgvant dam.

* Wnane replacement eheots /e @naxed 1 this repan, & vensleton of theee replacerent 8heots mugt be fumithed 16 the elecied Offices within
e $me ks applicatile under PCT Arddle 88(1).

A
Farm RGTIPEAMGD (s e (Jenuasy 1088) Bse notes &n bsaRanyng sheed

1800-117
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Poga_ &
PCT/US87/88888
RABIB OF REPORT (Cardinusd)

8, LT OF INVERTION ® “The inemationed epplisaion 6265 Aot eamaly with the comuiremand of iy of bvendon,

& inreepente D &N invitstion 1 reetrinl & pay Gudidens fest e epplisant his!
0 resvioied the daima.
[0 pald eddionsl faes.

[T esid eddiane foas undar protaet, Whare requaeisd by the agplonni, i tin of the protest ingether with the decision taken thereon
e ainansd O Yhis repen,

Relther reericisd e pald eddiions! foes,

B. {3 Mo invimsion hes baen lssuad, The opinion of s Intemational Preliminasy Extimining Authonty ls that the intewmatienal application
does nol eomply it 1o raguiremant of undy of inventen for the fallowing reasens, (4peciy) o

e ¢f the internatons) the of intemations!
mmmm'mm the nter eppieaton vee the cubjec prelimingsy exarminaion

0 sipesa.
]t pasts relating © the retricted ciaims, $at ls dalme Nog
C w10 paris neting 0 tra meirs iwenien, hatis ciemsiios,_ 8, 5 8nd 9 to 13.

4, NON-EGTABLISHMENT OF REPORT ON GUESTUOND OF NOVELTY IVENTIVE GTEP OR INDUBTRIAL APRLICABILITY*

The Guestions of whathar $3 alaimed invenion 8ppoars  be fovel, 1 Fwaive an iventive 8180 o 1o b Induairially applicablo have nol for
16 reasons indiosied been pone o In respact of ) Y

7] o ente internationsl application

B[ dime hse,
for #vo fadovdng reasens;

1 Galdimematons , 6¢ eald dleime Moe. et 1 the leiowing subject Mmatter which €006 Rot requie en

L ¥ amadons easrington, (6psulfy)

[ The  lime, indioste olemenis) o7 esld elaime Nas 0 66 unciesr tha! no meaningha
(e} dnm o drewings perieuer ) ms—

] Enm,uwmm. @70 82 Ingdoqualely supporiad by e destripton el no meaninglul opinion eaud
[ mmm e dependant dakme end & 7ot Grefied In 6os0rdance with 11e 8eoord and thind sanianess of PCT
(8},
P POTIFEAGE (s pplomantel shast) (enusry 1068 o6 heios €0 aamamputnying Whast
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el  poT/USE7/88868

CLASBRCATION OF SUBJECT MATTER ( eeverel elassaalion wyinbels apply, Indlodts ell)®
wpmrmm(m)upmmwwm
IPC B 63 H 25/02 // B 63 H 25/04
U.8. €1, 114/144C

REABONED BTATEMENT AD TO CLARMS MEETHNG CRITERIA GF NOVELTY (), MVENTIVE STEP
‘Mnmwnmnuwuuumwmrumaﬂmuu'mmdmﬁhmﬂﬁ o
LIPRORTIG CUCH BTATEHENT

CLAM | STATEMENT
NUVBER | (CRITERA) CITATIONS AND EXPLANATIONS

4,5, | Yes(N)| Claims 4, 5, 9 and 10 meet the criteria of PCT
9,10 | Yes(IS] Article 33(1) because the combination claimed
Yes (IA] consisting of a sailboat with a rudder position«
ed forward of the keel and a wind controlled
vane electronically connecting the forward
rudder and the wind vane to maintain course
direction within 2 degrees of the desired
course is not shown in the prior art.

New citation
vs, A, 1,846,458 ROBINSON, 23 February 1832,
(23,02.32) (See figures 2 and 4)

11- [Yes(N) | Claims 11-13 lack an inventive step under PCT
13 |ves(I2a)| Article 33(3) as being obvious over DAW in view
No (I8) of ROBINSON. To control the forward rudder of
Daw with a wind vane located at the opposite
end of the sailboat as in ROBINSON would not
involve an inventive step.

Faem POTIPEAG0B (marirussion ohast) (Jarwesy 1064 Bon Raes G BOCORANYING thee!
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Md- per/ussr/essss
WON-WRITTEN DISCLOBURES ©
Kind of Nan- Writen Discosurs Dot of Wrkion Disciosurs efarting © ho s of Nor-Witien Disclosure

CERTAN PUBLISHED DOCUMENTS®
Application/Pasent Dais of Publication

Filling Date Priorty Date (Vadid Ciim)

CERTAIN DEFICTE i THE BTERMATIONAL APPLICATION"
The fuiiowing detects In e ko o7 conienis of the inemelionsl eppicaton hive been noted,

Page 5, line B, Pvictor® should be "vector”.

In figure 2 of the drawings, the lead line for reference

numeral 6 should be directed to the tiller rather than the
boom.

CERTAN CBBERVATIOND O THE ITERNATIONAL APRLICATION ¥
The foliwing cheervatons on the of he claims, deadription, and drewinga of On the Guaetion whather the cleims wro pporied
wwaﬁmmmm pin e fuly s

CARTHICATION
Dats of Comoletion of e Inemational Prefiminesy Exsmination Repert
10 October 1986 (10.10.88)

insernatonal Preliminasy Enamining Astharity Gignature of Authorized

IPEA/US wu‘a%“m“

Steplien Decatur-Primary Examinqr
8ea natos 60 ssmrRanying shedt

Date Demand Bubmitied
10 Pebruary 1988 (10.02.88)

Forn PLUTIPEASUS (1aa sheet) (Janvely 1068
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Priority

If the Report is established as if the priority claim contained
in the Request of the international application had not been
made, it shall so indicate. This will occur in the event that the
applicant has failed to comply with the invitation to furnish
either (1) a copy of the earlier application whose priority has
been claimed, or (2) a translation of the earlicr application,
where the pricrity claim has been found invalid (PCT Rule 17),
or wiere the priority claim has been withdrawn,

Unity of Invention

If the applicant has paid additional fees or has restricted the
claims in response to an invitation to do so or if the applicant has
failed to respond to the invitation to pay additional fees or
restrict the claims, the International Preliminary Examination

Report shall so indicate, The examiner should place the indica-

tionson Boxes 3(a) and (b) of the supplemental sheet, indicating
whether:
(a) the claims have been restricted,
(b) additional fees have been paid without protest
(c) additional fees have been paid by ihe applicant
under protest
(d) the applicant has neither restricted the claims nor
paid additional fees
(¢) the examiner was of the opinion that the interna
tional application did notcomply with the requirement
of unity of invention but decided not to issue an invita
tion to restrict the claims or pay additional fees.

In addition, if the examiner is examining less than all the
claims, the examiner must indicate on Box 3(c) which parts of
theinternational application were, and which parts were not, the
subject of international preliminary examination,

In the case where additional fees were paid under protest,
the text of the protest, together with the decision thereon, must
be annexed to the Report if the applicant has so requested,

Where an indication has been given under item (¢) above,
the examiner must also specify the reasons for which the
intemational application was not considered as complying with
the requirement of unity of invention,

NON-ESTABLISHMENT OF REPORT REGARDING ALL
OR PART OF THE APPLICATION ON QUESTIONS OF
NOVELTY, INVENTIVE STEP OR INDUSTRIAL
APPLICABILITY

Indications that a Report has not been established on the
questions of novelty, inventive step or industrial applicability,
either as (o some claims or as to all claims, are given in item 4
on the supplemental sheet of the Report, The examiner must
specify that the Report has not been established because:

(a) the application relates to subject matter which does not
require international preliminary examination;

(b) the description, claims or drawings are so unclear that
no meani~gful opinion could be formed;

(c) the claims are so inadequately supportied by the descrip-
tion that no meaningful opinion could be formed.

Where the Report has not been established in relation to
certain claims only, the claims affected must be specified.

1800-121
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CLASSIFICATION OF SUBJECT MATTER

The classification of the subject matter shall be either (1)
that given by the International Searching Authority under PCT
Rule43.3, if the examiner agrees with such classification, or (2)
shall be that which the examiner considers (o be correct, if the
examiner does not agree with that classification, Both the
International Patent Classification (IPC) and the U.S. classifica-
tion shou!d be given, This classification is placed on the top of
the Continuation Sheet,

REASONED STATEMENT AS TO CLAIMS MEETING
CRITERIA OF NOVELTY, INVENTIVE STEP, AND IN-
DUSTRIAL APPLICABILITY AND CITATIONS AND
EXPLANATIONS SUPPORTING SUCH STATEMENT

The examiner must indicate on the Continuation Sheet
whether each claim appears (0 satisfy the criteria of novelty,
inventive step (non-obviousness) and industrial applicability by
placing the words “YES” or “NO” in the column labeled
“Statement”/(Criteria). The determination or statement should
be made on each of the three criteria taken separately, The
determination as to any criteria should be negative if the criteria
as to the particular claim is not satisfied. The examiner should
always cite documents believed to support any negative deter-
mination as to novelty and inventive step, Any negative holding
astolack of industrial applicability mustbe fully explained. The
citation of documents should be in accordance with Administra-
tive Instructions Section 503, :

Explanations should clearly indicate, wuh reference 1o the
cited documents, the reasons supporting the conclusions that
any of the said criteria is or is not satisficd, unless the statement
is positive and the reason for citing any document is casy (o
understand when consulting the document, If only certain
passages of the cited documents are relevant, the examiner
should identify them, for example, by indicating the page, col-
umn or the lines where such passages appear.

NON-WRITTEN DISCLOSURES AND/OR
CERTAIN PUBLISHED DOCUMENTS

If the examiner has discovered or the International Search
Report has cited, a relevant document which refers (o a non-
written disclosure, and the document was only published on or
after the relevant date of the international application, the
examiner must indicate at the top of the last sheet of the
International Preliminary Examination Report;

(i) the date on which the document was made available
io the public;

(ii) the date on which the non-written public disclosure
occurred,

The examiner should also identify any published applica-
tion or patent and should provide for each such published
application or patent the following indications:

(i) its date of publication;
(ii) its filing date, and its claimed priority date (if any);

The Report may also indicate that, in the opinion of the
Intemational Preliminary Examining Authority, the priority
date of the document cited has not been validly claimed (PCT
Rule 64.3).

Guidelines explaining to the examiner the manner of indj-
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be cited in the International Preliminary Examination Report as
well as the manner of indicating the claims to which the
documents cited in such Report are relevant are set forth in Ad-
ministrative Instruction Section 507(c), (d), and (e).

CERTAIN DEFECTS IN THE INTERNATIONAL
APPLICATION AND OBSERVATIONS ON THE
INTERNATIONAL APPLICATION

If, in the opinion of the examiner, defects exist in the form
or contents of the international application, the clarity of the
claims, the description, and the drawings, or the question
whether the claims are fully supported by the description hasnot
been suitably solved at the prescribed time limit for establishing
the International Preliminary Examination Report, the exam-
iner may include this opinion in the Report and if included, must
also indicate the reasons therefor,

CERTIFICATION

When completing the certification of the Report, the exam-
iner must indicate the date on which the Demand for Interna-
tional Preliminary Examination was submitted and the date on
which the examiner completed the Report and the name of the
International Preliminary Examining Authority.

These last mentioned itemg may either be completed when
including the other data or when completing the certification,
Every International Preliminary Examination Report must be
signed by a Primary Examiner.

1898.04(c) Time Limit for Preparing Report
[R-5]

PCT Rule 69
Time Limit for International Preliminary Examination

69.1 Tims Limit for Internationa! Preliminary Examination

(a) The time limit for establiching the international preliminary examina-
tion repori shall be:

(i) 28 months from the priority date if the demand was filed prior to
the expiration of 19 menths from the priority date;

(i) nine months from the stari of the international preliminary
examinstion if the demand was filed after the expiration of 19 months from the
priority date,

(b) Internationnl preliminary examination shall stan upon receipt, by the
Intemational Preliminary Examining Authority:

(i) under Rule 62.2(s), of the claims as smended under Aricle 19, or

(ii) under Rule 62.2(b), of anotice from the International Buresu that
no amendments under Aticle 19 have been {iled within the prescribed time
limit or that the applicant has declsred that  he doss not wish to meke such
amendments, or

(iti) of & notice, after the inernational search report is in the
posseasion of the Intemational Preliminery Examining Authority, from the
applicant expressing the wish thet the intemationa! preliminary examination
should start end be directed 1o the claims as specified in such notice, or

(iv) of a notice of the declarstion by the Intemational Searching
Authority thet no Intemnationnl search report will be established (Aricle
17(2)(a)).

(c) If the competent International Preliminary Examining Authority is part
of the same national Office or intergovernmental organization as the compe.ent
International Searching Authority, the intemationsl preliminary examination
may, if the Intemationel Preliminary Exemining Authority so wishes, start at the
same imo as the intemational search, In such a cage, the intemational prelimi-

Rev. 5, July 1987

MANUAL OF PATENT EXAMINING PROCEDURE

sty examination report shall be establiched, notwithstanding the peovisions of
paragraph (e), no later than six months efter the expiration of the time limit
ellowed under Anticle 19 for amending the claims.

1898.04(d) Transmittal of the International
Preliminary Examining Report [R-§]

PCT Arilele 36
Trensmittal, Transiatlon, and Communlcatlon, of the
Internationai Prellminary Examination Report

(1) The international preliminary examination report, together with the
prescribed annexes, shall be transmitted to the applicant and to the Intemnational

Bureau,
0 sl g

PCT Rule 71
Transmiiiai of the Internsiionai Preliminsry Examingiion
Report

71.1 Recipients

The Intemationel Preliminary Examining Authority thall, on the same
day, transmit one copy of the international preliminary exemination report end
its annexes, if any, to the International Bureau, and one copy to the epplicant,
71.2 Copiss of Cited Documents

(a) The request under Article 36{(4) may be prescnied any time during
seven yesrs from the international filing date of the intemationai application to
which the report relates,

(b) The International Preliminary Examining Authority may require thet
the party (applicant or elected Office) presenting the request pay to it the cost
of preparing and mailing the copies, The level of the cost of preparing copies
shall be provided for in the agreements referred to in Anticle 32(2) between the
Intemational Preliminary Examining Authorities and the Intemational Bureau,

(c) Any Intemational Preliminary Examining Authority not wishing to
send copies direct 10 any elected Office shall send a copy to the International
Bureau and the Intematione] Bureau shall then proceed an provided in para-
graphs (a) and (b).

(d) Any Intemational Preliminary Bxamining Authority may perform the
obligations referred 1o in (8) to (c) through another agency responsible to it.

The following identifying information will be placed on the
lop ot the fu'st page of F‘o*m PCT/IPEA/416

apphcant s or agent s apphcauon rcference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand Form PCT/IPEA/401.
al ) ef - this ig the 14 digit PCT
apphoduon serial number as stam ped and typed on the applica-
tion file wrapper and may also be found on the first page of the
Demand, Form PCT/IPEA/401
- this is the {iling date printed on
the application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.
- this is the first named applicant as set
forth on the application file wrapper and may also be found in
box II of the Demand, Form PCT/IPEA/401,

AUTHORIZED OFFICER

Form PCT/IPEA/416 must be signed by a primary exam-
iner,
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1898.04(e) Transgiations [R-8]

PCT Avtlele 36
Trensmi¢tal, Translation, and Communleation, of the
Intermational Prellminary Examination Report
L1127 ]

(2)(e) The intemational preliminary exemination report and its snnexee
shall be trenslated into the prescribed lenguages.

(b) Any translation of the ssid report shell be prepared by or under the
responsibility of the Intemastional Burean, wheress any transistion of the said
ennexes shall be prepared by the applicent.

LR BN

PCT Rule 72
Transiation of the Internailonal Prellminery Examination
Report

72\ Languages

(8) Any elected Stete mey require thet the interneational preliminary
examination report, established in eny language other then the officiel langusge,
orone of the offlcial languages, of its nstional Office, be trenslated into English,
Fronch, German, Japaness, Russlen, or Spanish,

(b) Any such requirement ehall be notified to the Intemational Buresu,
which shell prompily publish i¢ In the Guzeite.
72,2 Copies of Translasions for the Applicant

The International Bureau shall tranemit a copy of ench transletion of the
international preliminery exemination report 1o the applicant st the same time
as it communicstes such transelation to the interested clected Office or Offices.
72.3 Obssrvations on the Translation

The applicant may meke written obgervations on whet, in his opinion, ase
errors of translation of the intemational preliminary exeminstion report and
shell send a copy of any su-™ cheervation to each of the interested elected Of-
fices and & copy to the Inte. .. sional Bureau,

1898.04(f) Confidential Nature of the Report
[R-5]

PCT Ariicle 38
Confidentisl Naiuvre of the Internationel Prellminary
Examination

(1) Neither the Intemational Bureau nor the Intemetionsl Preliminery
Exemining Authority shall, unless requested or euthorizad by the epplicant,
allow sccess within the meaning, and with the proviso, of Articls 30(4) to the
file of the Internations] preliminery examinstion by any person or authority at
any time, except by the elected Offices once the intemations] preliminery
exeminetion report hos been established,

(2) Subject to the provisions of peragraph (1) and Asticles 36(1) and (3)
snd 37(3)(b), nelther the Intemationel Bureau nor the Intemetionsl Preliminasy
Exemining Authority shell ,unless requested or authorized by the spplicant, glve
information on the issuence or non-issuance of en intemational preliminary
examinetion report end on the withdrawal or nonwithdrawel of the demand or
of any election,

1698.05(a) Withdrawal of Demand or Election
[R-§])

PCT Articie 37
Withdrawei of Demand or Election

(1) The applicant may withdraw eny or all elections,

(2) If the election of il elected States is withdrawn, the demend shall be
considered withdrawn,

(3)(s) Any withdrawal shell be notified to the Intemnations] Bureau,

(b} The elected Office concemned and the Internatione] Preliminary
Hxamining Authority concermed shall be notified ecoordingly by the Intemea-
tional Buseau,

(4)(e) Subject to the provisions of subpsragraph (b), withdrawal of the

1800-123
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demand oe of the election of & Contracting State shall, unless the national law
of that State provides otherwise, be considered to be withdrawel of the interna-
tionel epplication ae far us that Stats s concemed,

(b) Withdrawa! of the demand or of the election shall not be considered
10 be withdrawal of the intemationel application If such withdrewal is effected
priortotheexpiration of the applicabls timelimit under Ariicle 22; however, any
Contracting State may provide in its national law that the sforesaid shall apply
only if its netional Office has recelved, within the said ume limit, a copy of the
intemational application, together with a tranclation (a6 prescribed), and the
national fes.

PCT Rule 78
Withdrawal of the Demand, or of Elections

75.1 Withdrawals

(a) Withdrawal of the Desmend or all the elections may be effected
prior 1o the expiration of 30 months from the priority dats excep as to eny
elected State in which natiensl proceseing or examination hes already staxisd,
Withdrawel of the election of any elscted Stats may be effected prior to the date
on which examinstion end procesiing mey ster in that State.

(b) Withdrewal shell be effected by  signed notice from the spplicant to
the Intemnatione] Bureau. In the case of Rule 4.8(b), the notics ehall require the
signature of sll the applicents,

75.2 wnd 75.2 [Deleted]
15.4 Faculty under Article 37(4)(b)

(e) Any Contracting State wiching to tske adventage of the faculty
provided for in Anicle 37(4)(b) shall notify the Intsrnetional Buresu in writing

(b) The notification under paregraph (a) shell be promptly published by
the International Bureau in the Gazeite, and ehall have effect in respect of
{ntemstionel applications filed more than one month efter the publication date
of the reievent lssue of the Gazette,

Admlinistratlve Instructions Sectlon 606
Cencellatlon of Electlons

The International Preliminary Exemining Authodity ehall, if the election
is in the demend, cancel ex officio the election of any State which is not a
designated Stets or which is not bound by Cheptar I of the Treaty, ehall enclose
thet election within square brackets, chall enter, in the mergin, the words
“CANCELLYD EX OFFICIO BY IPEA” or their equivalent in the language of
publication of the International application, end shall notify the applicent ac-
cordingly.

Any withdrawal of the d2mand or any election must be
sent to the International Bureau,

1898.06(a) Receipt of Notice of Election by the
Patent and Trademark Office [R-5]

PCT Rule 61
Notification of the Demeand and Electlon
LD
61.2 Notlfication to the Elected Offices

() The notification provided for In Article 31(7) shall be effected by the
Intemationel Buresu,

(b) The notification shell indicats the number snd filing dute of the
{nternetional spplication, the name of the applicant, the name of the recelving
Office, the flling dats of the application whoee priorlly Is clelmed (whore
prioelty is claimed), the date of recelpt by the Intemational Preliminary Exam-
ining Authority of the demend, and - In the case of later elections - the dete of
fecalpt by the Intemistininel Bureau of the later election,

(¢) The notificaiion shall be sent to the elected Office promptly after the
expiration of the 18th month from the priorty date, or, if the intemetional
prefiminary exemination report is communicated eatlier, then, at the same time
a8 the communication of that report, Elociions effected after such notlfication
shall be notified promptly after they hava been effected,

61.3 Information for the Applicant

The Intermationsl Bureau shall inform the applicent In wslting that it has
effected the notification referred to in Ruls 61,2, At the same time, it shall
indloats o him, in respect of each elecied State, eny epplicable time limit under
Article 39(1)(b).
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All notices of election are received by the PCT Division
from the Intemational Bureau. The PCT Division prepares the
appropriate records of the election and places the paper in
storage with the communicated copy of the international appli-
cation until the national stage is entered.

1898.06(b) Receipt of the International
Preliminary Examination Repo2t from
the International Bureau [R-5]

PCT Artlcle 36
Transmittal, Translation, and Communication, of the
International Preliminary Examination Report

Wik

(3)(s) The international preliminary examination report, together with i
translation (as prescribed) and its annexes (in the originel language), chell be

communicated by the International Bureau 1o each elected Office.
Wk

PCT Rule 73
Communlcation of the Internatlonal Prellminary Examination
Report

73.1 Preparation of Copies

The Intemational Buresu shall prepars the copies of the documents to be
communicated under Article 36(3)(a).
73.2 Time Limit for Communication

The communication provided for in Article 36(3)(e) shall be effected as
promptly as possible,

The International Bureau will forward to the Patent and
Trademark Office copies of all International Preliminary Ex-
amination Reports in international applications in which the
United States of America has been elected, The Reports are
processed by the PCT Division and are furwarded for national
processing when the requirements for entering the national
stage have been fulfilled,

1898.07(a) Entering the National Stage under
Chapter II [R-5]

PCT Article 36
Transmitial, Transiation, and Communication, of the
International Prellminary Examination Report
20 0]
(3)(b) The prescribed transletion of the annexes shall be transmitted

within the prescribed time limit by the applicant io the elected Office.
L

PCT Article 39
Copy, Translation, and Fee, to Elected Offices

(1)) If the election of any Contracting State has been effecied priortothe
eapiration of the 19ih month from the priority date, the provisions of Aricle 22
shall not apply 1o such State and the applicant shall fumish & copy of the
international epplication (unless the comnmmunication under Article 20 has
ulrendy taken place) end a translation thereof (as prescribed), and pay the
national fee (If eny), to each elected Office not later than at the expiration of 30
months from the priority date.

(b) Any national law may, for performing the acts referred to in subpara-
graph (a), fix time limits which expire later than the time limit provided for in
that eubparagraph,

(2) The effect provided for in Article 11(3) shall cease inthe elected State
with the same consequences asthe withdrawal of any national application Inthat
State if the applicant fuils to perform the acts referred to in paragraph (1)(e)
within the time limit applicable under paragraph (1)(a) or (b)
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(3) Any elected Office may maintein the effeet provided fos is Snicle
11(3) even where the spplicant does not comply with the requiremnts provided
for in paragraph (1)(s) or (b).

PCT Ruije 74
Translation of Annexes of the Internatlonal Prellminary
Exemination Report and Transmittal Thereof

?4.1 Contents of Translation and Time Limit for Transmittal Thereof

Whare the furnishing of a translation of the intenational application is
required by the elected Office under Anicle 39(1), the applicent shall, within the
tims limit enplicable under Article 39(1), transmit & translation of any replace-
ment sheet referred to in Rule 70.16 which is annexed to the intemastionel
preliminery examination repori. The same time limit shall upply where the fur-
nishing of a wranslaticn of the international application to the elected Office
must, because of a declarationmade under Anicle 64(2)(a)(i), be effected within
the time limit epplicable under Article 22,

The statutory requirements for entering the national stage
in the United States are set forth in 35 U.S.C, 371.

37 CFR 1.495 Entering the natlonal stage In the Unlited States
of Amerlca as an Elected Office

(&) Where & Demand haes been filed with en appropriste Intematiornal
Preliminary Examining Authority and not withdrawn by the expiration of 19
months from the priority date, the applicent must fulfill the requirements of 35
U.S.C. 371 within the time periods set forth in paragraph (b) and (c) of this
section in order to prevent the ebandonment of the intesnationsl application as
to the Unites States of America, International applications for which those
requirements are timely fulfilled will enter the national stage and obtgin an
exemination as to the patentability of the invention in the Unites State of Amer-
ica,

(b) The applicant shell fumish to the United Statss Petent and Trademark
Office not later then the expiration of 30 months from the priority date

(1) & copy of the intemational application, unless it has been previously
communicated by the Intemational Bureau orunless it was originally filed in the
United States Patent and Trademark Offics;

(2) s translation of the intemationel application into the English languege,
if It was originally file in another language;

(3) the basic national fee (ses §1.492(a)); and

(4) en oath or declaration of the inventor (see §1.497).

(c) The applicant may furnish any required English wranslation of the
Intemational application, the bagic national fee and the osth or declaration of the
inventor after 30 months but not later than the expiration of 32 months from the
priority date, The payment of the processing fee set forth in §1.492(f) is required
for acceptance of an English translation later than the expiration of 30 months
after the priority date, The payment of the surcharge set forth in §1.492(c) is
required for acceptance of the basic national fee or the oath or decleretion of the
inventor later than the expiration of 30 months efter the priority date,

{d) A copy of any amendments to the claims made under PCT Article 19,
and atranslation of those emendments into English, if they were made in another
language, muet be fumished not later then the expiration of 30 months from the
priority date. Amendmente under PCT Article 19 which are not received by the
expiration of 30 months from the priority dute will be considered tobs cancelled.

(¢) A wranslation into Bnglish of any annexes tothe international prelimi-
nary exarmingtion report, if the annexes were made in another language, must be
fumished notlaterthan the expiration of 30months from the priority date, Trans-
lations of the annexas which are not received by the expiration of 30 months
from the priority date may be submitted within 32 months from the priority date
accompanied by the proceseing fee set forth in §1.492(0). Translations of the
annexes which ara not timely recslved will be considered to ba cancelled,

() Verification of the trenslation of the Intemational application or any
other document pertalning to an Intemational application may be required
where it is considered necessary, if the intemational applicetion or other docu-
mont wes filed In a language other than English,

(f) The documents submitted under paragraphs (b) and (c) of this section
must be clearly identified as a submisgion to enter the national stage under 35
U.S.C, 371, otherwige the submiseion will be considered as being made under
BUSCILL,

(g) Thetime limits est out in paragraphs (b), (¢), (d) and (e) of this section
may not he extended pursuant 1o §1,136 or otherwige,
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mey ot be extended pursuant 1o §1.136 or atherwise,

(i) An international application becomes abandoned as toths United States
30 months from the priority dete if a copy of the intemnational spplication is not
commaunicated to the Patent end Trademark O ice prior to 30 months from the
priority dete and & Demand for Intemational Preliminery BExamination which
elected the United States of America hes been filed prior to the expiration of19
monthe from the priority date. If a copy of the intemationsl application is com-
municated within 30 months to the Patent and Trademark Office, an interna-
tional application will become sbandoned es to the United States 32 months
from the priority date if the required English translation(e), fees and cath or
declaration under 35 U.S.C. 371(c) are not filed within 32 months from the
prioniy date.<

»1.497 Oath or decleration under 35 U.S.C, 371(c)(4).

(2) When an applicant of an internationel application, if the inventor,
desires to enter the national siage under 35 U.S.C, 371 pursuant to §1.494 or
§1.495, he or she must file an oath or declaration in accordance with §1.63.

(b) If the international application wes made as provided in §1.422, 1.423
or 1.425, the applicent shell state his or her relationship to the inventor and, upon
information end belief, the facts which the inventor is required by §1.63 to
fete.<

See also MPEP § 1890 for fees and explanation of require-
ments.

1898.07(b) National Stage Amendments [R-5]

EBCT Article 41
Amendment of the Clalms, the Description, and the Drawings,
before Elected Offices

(1) The applicant ghall be given the opportunity to amend the claims, the
description, and the drawingg, before each elected Office within the prescribed
time limit. No elected Office shall grant & patent, or refuge the grant of a patent,
befose such time limit has expired, except with the express consent of the
applicant,

(2) The amendments shall not gobeyondthe disclosure in the intemational
application as filed, unlese the national law of the elected State permits them to
go beyond the said disclosure,

(3) The amendments shell be in accordance with the national law of the
elected State in all respects not provided for in this Tresty and the Regulations,

(4) Where an elected Office requires a translation of the international
application, the amendments shall be in the language of the transletion.

PCT Artlcle 42
Results of National Examination in Elected Offices
No elected Office receiving the intemnationsl preliminary examinetion
repori mey require that the applicent fumish copies, or information on the
contents, of any papers connected with the examination relating to the game
intemational spplication in any other elected Office.

PCT Rule 76
Copy, Translatlon and Fee under Article 39(1); Translatlon of
Priority Document

76.1,76.2 and 76.3 [Deleted]
76.4 Time Limit for Translation of Priority Document

‘The epplicant shall not be required to furish to eny elected Office a
cenified translation of the priosity document before the expiration of the
spplicable time limit under Ariicle 39,
76,5 Application of Rules 22.1(g), 49 and 514

Rules 22.1(g), 49 and 51bis shall apply, provided that:

(i) any reference in the said Rules iv the designated Office or to the
designated Siate shall be conatrued as a reference to the elecied Office or to the
elected State, respectively;

(ii) any reference in the sald Rules to Anticle 22 shall be conetrued
as & reference to Article 39(1).

(iii) the words “internationel epplications filed” in Rule 49.1(c) shall
be replaced by the words “& demand gubmitied.”

PCT Rule 77
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Faculty under Articie 32(1)(b)
T1.1 Exercise of Facuity

(a) Any Coniracting State allowing & time limit enpiring laterthan thetime
limit provided for In Article 39(1 }(a) shall notify the International Bureav of the
time limit so fined,

(b) Any notification received by the Intemnationsl Bureau under paragraph
(s) shall be prompily published by the Intemational Bureau in the Gazeue.

(c) Notificetion concerning the shoriening of the previously fined time
limit shell be effective in relation 1o demands submitted afier the expiration of
three months computed from the date on which the notification wes published
by the Internationa! Bureau,

(d) Notification conceming the lengthening of the previcusly fixed time
lisnit shall become effective upon publication by the International Buresu in the
Gezeute in respect of demands pending at the time or subenitted efterthe date of
such publication, or, if the Contracting State effecting the notification fixes
gome later date, as from the latter date,

PCT Rule 78
Amendment of the Cialms, the Description, and the Drewings,
before Elected Offices
78.1 Time Limit Where Election Is Effected prior 1o Expiration of 19 Months
Jfrom Priority Date.

(2) Where the election of any Contracting Staie is effected prior to the
expiration of the 19th month from the priority date, the applicant shell, if he g0
wishes, exercise the sight under Ariicle 41 efter the transmittal of the interna-
tional preliminery exeminetion report under Article 36(1) hes been effecied and
before the time limit applicable usder Ariicle 39 expires, provided that, if the
seid transmittal has not taken place by the expiration of the time limit applicable
under Article 39, he shall exerciee the said right not leter than on such expirstion
dste. In either case, the applicant mey exercise the said right et eny time if so
pemmitied by the nationel law of the said State,

(b) In any elecied State in which the national law provides thet the
examination stanis only on special request, the nationai Jaw may provide that the
time limit within or the time et which the epplicant may exercise the right under
Anticle 41 shall, where the election of any Contracting State is effected prior to
the expiration of the 19th month from the priority date, be the seme &y that
provided by the national law for the filing of amendments in the case of the
examination, on speciel request, of netional epplicetions, provided that such
time limit shall not expire prior to, or such time shell not come before, the
expiration of the time limit applicable under Article 39.

78.2 Tirma Limit Where Election Is Effected afier Expiration of 19 Months from
Priority Date

Where the election of any Contracting State hes been effected afier the
expiration of the 19th month from the priority date and the applicent wishes to
make amendments under Anicle 41, the time limit foo making smendments
under Article 28 shall apply,

78.3 Ulility Models

The provisions of Rules 6.5 and 13.5 shall apply, mutatis mutandis, before
elected Offices. If the election was mede before the expiration of the 19th month
from the priority date, the reference to the time limit applicable under Anicle 22
is replaced by & reference to the time limit applicable under Anicle 39,

Under §§ 1.494 and 1.495, applicants must indicate on all
application papers filed for entry into the national stage in the
United States under 35 U.S.C, 371 that the filing is being made
under 35 U.S.C. 371, Otherwise the application papers will be
treated under 35 U.S.C, 111,

37 CFR 1.492(a)(4) and 1.496(b) provide for a substan-
tially reduced national fee and special procedure, respectively,
where the application has satisfied the requirements of novelty,
inventive step (non-obviousness) and industrial applicability
before the United States International Preliminary Examining
Authority as to the identical claims which are in the application
at the national stage in the Patent and Trademark Office,
Amendments during subsequent prosecution will only be per-
mitted in response to an examiner's rejections or objections,
Thus, no new claims are permitted, Therefore, most of such
cases will require little or no prosecution to satisfy the require-
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ments for patentability,

The Patent and Trademark Office considers the interna-
tional application pending as 1o the United States where it has
been designated until the 22nd month from the priority date and
no Demand for International Preliminary Examination hasbezn
filed prior to the expiration of the 19th month from. the prigrity
date and pending until the 32nd month from the priority date if
a Demand for International Preliminary Examination which
elected the United States of America has been filed prior to the
expiration of the 19th month from the priority date, provided
that a copy of the international application has been communi-
cated to the Patent and Trademark Office within 20 or 30 months
of the priority date respectively. If a copy of the international
application has not been communicated to the Patent and
Trademark Office within the 20 or 30 month period, respec-
tively, the international application becomes abandoned as to
the United States 20 or 30 months from the priority date
respectively, These periods have been placed in the rules as
paragraph (h) of §1.494 and as paragraph (i) of § 1.495. A
continuing application under 35 U.S.C. 365(c) and 120 may be
filed anytime during the pendency of the international applica-
tion,

1898.07(c) Unity of Invention during the
National Stage [R-5]

37 CFR 1.499 Ualty of inventios during the nationail stage.

(8) An intemstionsl epplication which has entered the nationel stage by
meeting the requirements of 35 U.S.C, 371 will be considered to have unity of
invention if the claims are in sccordence with PCT Rule 13 (see §1.475(1)).

(b) An applicstion in the national stege contsining clsims to different
cetegories of invention will be considered to have unity of invention if the claime
are drawn only to one of the combinations as set forth in PCT Rule 13.2 (see
§1.475(f)) or to the combination of

(1) & product and a process for the menufacture of seid product or
(2} & product and s process of use of sald product,

If un application containg claims to more or less then one of the combinations
of categories of invention set forth in PCT Rule 13.2 (see §1.475(D) or
combination set forth in paragraphs (b)(1) and (2) of this section, unity of
invention may not be present.

(c) If an spplication in the national stage contains clsims to a catogory of
invention in eddition tothose categories included in any one of the combinations
specified in paragraph (b) of this section, lack of unity of invention may be held
beiween the categories included in the combination and the claims 1o the addi-
tional category of invention.

(d) Unity of invention will exist in an application in the national stage
where the clsims are limited to one of the combinations of categories set forth
in PCT Rule 13.2 (see §1.475(f)) or s combination set forih in paragraphs (b)(1}
of (2) of this section, If multiple products, processes of manufaciure or uges are
clsimed, the first invention of the category first mentioned in the claims of the
application end the first recited invention of each of the other categories related
thereto will be considered as the elected invention 1o be examined. Any such
holding of an election by the exeminer will be made in the form of a restriction
requirement which confirms the election made by the presentation of claims,
Such s restriction reguirement would ha medes on the basis of whettiar the
inventions are Independent and distinct, Applicant has the right to traverse such
& restriction requirement in the response to the Office action in which the
election is indicated,

(e) The inventions recited by the claims of different categories must be
seleted rather then independent inventions,

(f) If the examiner finds that a national stage application lacks unity of
invention, the examiner may in an Office sction require the applicant in the
response to that Office action to elect the invention to which the clalms shell be
resteicted, this officiel action belng celled a requirement for restriction, Such
requirement may be made before any action on the merits but may be made at
any time before the final action at the discretion of the examiner, Review of any
such requirement is provided under §§1.143 and 1.144,
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Theunity of inventicn practice set forth in PCT Rule 13 will
be applied in nationa: siage applications entered under 35
U.S.C. 371 bacause 35 U.S.C, 372(b) provides that, "The
Commissioner may cause the question of unity of invention to
be reexamined under section 121 of this title, within the scope
of the requirements of the treaty and the Regulations," How-
ever, continuing applications filed under 35 U.S.C. 111 of the
international applications under the provisions of 35 U.S.C.
365(c) will be subject to the same restriction practice as other
United States national applications filed under 35 U.S.C. 111,
Where several inventions have been searched in the parentinter-
national application, the examination of such inventions in a
continuing national application may not be burdensome and the
examiner may consider all the inventions in such an applicati=n
without making a restriction requirement.

See aslo MPEP § 1868 for explanation of Unity of Inven-
tion requirements.

1898.08(a) National Stage Processing [R-5]

PCT Article 33
The International Preliminary Examination
L 2T

(5) The criteris described above merely serve the purposes of international

preliminary exemination. Any Coentrecting Stats mey epply edditional or
“different criterie for the purpose of deciding whether, in that State, the claimed
invention is patentsble or not,

(6) 'The international preliminary exeminetion shell teke into considera-
tion all the documents cited in the internstionel search report, It may teke into
congideration any additional documents considered to be relevant in the partica-
lar case,

PCT Article 40
Delaying of National Examination and OQther processing
(1) If the election of any Contracting State has been effected prior to

the expiration of the 19th month from the priority date, the provigions of Article
23 shall not apply 1o such State and the national Office of or acting for that State
shall not proceed, subject to the provisions of paragraph (2), to the examination
andother processing of the Intemational application prior to the expisation of the
applicable time limit under Article 39,

(2) Notwithsiending the provisions of paragraph (1), any elected Office
may, on the express requeat of the applicant, proceed to the exemination and
other processing of the intemational application at any time.

»37 CFR 1.496 Examination of lnternstionsi applications in the
natlonal stage

(2) Intemational applications which have complied with the requirements
of 35 U.S.C. 371(c) will be taken up for ection based on the dete on which such
requirements were met. However, unless an express requant for early processing
has been filed under 35 U,8,C. 371 (f), no action may be taken prior to one month
aftor entry into the national stege,

(b) A natlonal singe application filed under 35 U.S.C, 371 may have paid
therein the basic national foe as get forth in §1,492(s)(4) if it contains, or ls
smended to contein, at the time of entry into the national stage, caly claims
which have been Indicated in an intsmational preliminary exemination report
prepared by the Unitad States Patent end Trademark Office as satlefying the
criteris of PCT Article 33(1)-(4) as to novelty, inventive step and industrial
applicability, Such national siage applications in which the basic netlonal fee as
sot forth {5 §1.492(a)(4) has been paid mey ba emended subsequent to the date
of entry into the natlonal siage only to the extent necessary to elimlinate
abjections as 1o form or Lo cancel rejected claims, Such national stage epplice-
tions in which the basic national fee as set forih in §1.492(s)(4) hes been pald
wiil be taken up out of order.<

Theunity of invention practice set forth in PCT Rule 13 will
be applied in national stage applications under 35 U.S.C. 371
because 35 U.S.C. 372(b)(2) provides that, "The Commissioner
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may cause the question of unity of invention to be reexamined
under section 121 of this title, within the scope of the require-
ments of the treaty and the Regulations." However, continuing
applications filed under 35 U.S.C., 111 of international applica-
tions under the provisions of 35 U.S.C. 365(c) wiil be s2"ject to
the same restriction as other national applications filed under 35
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U.S.C. 111, However, it is noted that where several inventions
have been searched in the parent international application, the
examination of such inventions in a continuing national appli-
cation may not be burdenscme and the examiner may consider
all the inventions in such an application vithout making a
restriction requirement,
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