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After appeal, before examiner’ sanswer ............ccccee.... 1207
After Board decision...........cc...... 1214.01, 1214.06, 1214.07
After death of attorney or agent ..........ccccvveevneeninnnnns 406
After final rgjection.........ccoocenieeenes 706.07(f), 714.12, 714.13
After final rejection, entered inpart ........cooceeevvereenee 714.20
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Amendment---Amendment
Sec. No. Sec. No.
AMENAMENE OF ..o 714.24 Drawing.....cocoeeeerereneeeeneeennnenns 608.02(p), 608.02(q), 1302.05
ApplicantsS MUSE SIGN ..o 714.01(a) Drawing, diSpoSition........cccccevvervenineeenerssenssennenens 608.02(x)
At allOWANCE........cceeeecerece s 714.15 Drawing, New Matter..........ccoeveveveereresrenenenns 608.04, 714.19
Attorney not of record.........coovvvvveverrinnens 405, 714.01(c) DUPLICALE....cecerreerce e 719.01(a)
Basisin disClosure ..........oovvvneeeneeceneecnn: 608, 706.03(c), Easily erasable paper forbidden..............c...... 714.07, 714.19
........................................................... 2163.03, 2163.07 Entered in part .........ccocceneeneenenncneneneenneeeneeeneenenns 114,20
Beforefirst action..........c......... 608.04(b), 707.04, 714.01(e) Entered in part, after allowance,
Board rejection avoided..........ccccveernnnnnsnenninnns 1214.01 ST CFRLII2....eecree st 714.16(e)
BracketSrequIred.........oovreereceneceneeensieseeeesseenenes 714.22 ENtrY oo 714.18, 719.01(a), 1303.01
By replacement paragraph or section.........c.cceeeevereenee. 714, Entry denied.........cocoeeveveernencenennenns 714.17, 714.19, 714.21
....................................................................... 714.22, 714.23 Appeal Case.......ccoemnveersesensenseeenennnnnnn. 1207, 1214.07
By substitute specification .........ccoveeveriiienennisiencnceens 714 Defective direCtions..........ccoeeeeeenesiensnssnenensnnens 714.23
Canceled matter restored..........coouevervevernenerrererneenns 608.01(s) Drawing COrreCtion...........cveeermeeerreeseseerneernenas 608.02(x)
Canceling al claims .......cccocovvervenncerreneneenns 71101, 714.19 Drawing NEW Matter........ccooveeeverereerereeeeeseseeseeenens 608.04
Canceling appealed claims ...................... 1215.01 to 1215.03 LISt et 714.19
Claim added, terminology basis........c.cccovererereenen. 608.01(0), Paper NUMDET.........cccocrirrrceecsesese s 71421
.............................................. 2163.03, 2163.07 Period for reply expired.........oocveneneeenernencrnenen, 11417
Claim numbering .......c.ccceeevene. 608.01(j), 1302.01, 1302.04(g) Preliminary amendment...........cccoee..... 714.01(e), 714.03(a)
Clams Second (or subsequent) supplemental reply.... 714.03(a)
Added in excess of filing fee................. 714.10, 714.16(c) Substitute specification unnecessary ....... 714.19, 714.20
Clean version........c.ccoveen. 714, 714.13, 714.16, 714.22(3) Unduly interferes with preparation of Office action........
............................................................... Marked-up version TP 41 L2 10 < (=]
.................................................................................... 714 Entry directions.................. 714, 714.22, 714.23
Completereply required.........coovvvererererereene 714.02, 714.04 Entry inadvertent.........oooeceeevvecencnienencnssencsesesesenens 71421
CoNAitioNa ..o s 1302.04 ENtry in reexamination............ocveereeereeeneeenseenneeesnseenens 2234
Consolidating pending claims .........cccocvveveeene. 714, 714.13, Entry of amendment filed in connection with motions
.................................................................. 714.16, 714.22(a) ININErfErENCE......cvvecereceeeee s 2304
COPIEr COPIES....courvierirererireresesesesssssesssssssesssssssssssssssssesens 714.07 Examiner’s (See Examiner’s amendment)
Copying patent claim (See Claim presented Excessclaimsadded...........ooovevnenencenecnnee 714.10, 714.16(c)
corresponding to claim of patent) FaCSMIlE....eeecececce e 502.01
Crossing mailing of allowance...........cccocoeveveccrnrenennas 71415  Fees, additional.........ccccoovieeenneceenseneeeeeee s 710.02(c)
D-10 notice preceding.........cccceevreesennnns 130, 1304, 1304.01 714.18, 719.01
Date Of reCaIPL....covrererrerereererrereeereenens 505, 710.01(a), 71418  Formal matters, compliance With.........ccccovevveeernenenee. 714.02
Daestamp  FUlly reSponSiVe........cci s 714.02
Officedate......ccovvrverrevrereresicrnnns 505, 710.01(a), 714.18  HEAAING ..ottt 502
TCreceipt date.......cccovrvvrrrsrrvssrsssrnnnnns (4418 - ImMmediat@ iNSPECLION ... 714.05
DECIAIratiON.......coeeereeeereeeereereeeree e Improper signature.................. 502.02, 714.01(a) to 714.01(d)
Defective, directionsfor entry ........ccccceveveeeeee Ratification.........cooceervereeerreneerrerseneene 714.01(a), 714.08
Delivered to wrong Technology Center. [NACCUrALe ..o 707.07(h), 714.23
(D1 oTo S 1 (] Lo Incomplete reply ....ovvvvvvvvveesiiens 711.02(a), 711.03(a),
Directionsfor entry .....ccceovcvvvccvcvnceivcnnenen 71422, 71423 e 714.02 to 714.04, 2266.01
Discharged attorney or agent...........cccovveverereeerirenns Timefor completing.................. 710.02(c), 714.03, 2266.01
Disapproval of preliminary amendment..........ccccccovevvvuerrene. Increasing claimsin excess of fee
........................................................... 714.03(a), 1002.02(d) under 37 CFR 1.312.........ccocovevvrenrerennnn. 714,10, 714.16(C)
Disapproval of second or subsequent reply ........ 714.03(a) INK, NOt PEIMENENE.......c.ceeerrrenirreerreee e 714.07
DiSCOUMEOUS......oeeeeeeerererreeieeresessesesesssenasessnnens 714.19, 714.25 INSPECtion by eXamMIiNeT.........ccoveeeeverenreeenereseneressenens 714.05
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INDEX

American Inventors Protection Act (AlPA)--Anticipation rejection

Sec. No.

INEEITEIENCE. ... 2364.01
Inventorship (See Inventor: Correction of)
Jurisdiction of application not with examiner........... 714.16,

..................................................... 714.19, 1305
[ 1 710.02(d), 711, 714.17
Literature citation in specification 608.01(p)
Manner of MaKing........cccveurveeeererecserseee e 714
Motion under 37 CFR 1.633(c)(2),

ApPPlication iNTSSUE ... 714.16(b)
Name change on file wrapper................ 605.04(c), 719.02(b)
NEeW Matter.......ccoooveveeerrvereererennnns 608.04, 706.03(0), 2163.06
Non-compliant amendment, treatment of ............ 714.01(e),

....................................................................... 714.03, 714.22
Nonentry (See also Amendment:

Entry denied)......ccoeeeevvccenseeeereee s 607, 714.19
N\ [o1 =01 4= = o TR 71419, 71421
Not fully responsive 714.02 to 714.04, 2266.01
Not fully responsive, timeto

perfect reply....comvevcccevenennnen.

Oath, Original .........ccoeevrvrrrrssr s

Objectionable remarks

Of ClAIMS ..ottt

Of specification

Office date stamp ......ccoveeeeveeeenee 505, 710.01(a), 714.18, 1303

(@70 (= 5 C 1 4 ST 714.16(d)

PapEr NUMDEN.......cceeveirccee s 714.18

Patentability pointed Out..........cccevevecerererennes 714.02, 714.04

Period for reply ends Sunday or holiday ...........ccccuu..... 505,
.......................................................... 710.01(a), 710.05

Permanent ink required..........cococvveveeverrennenens 714.07,714.19

Plant appliCation ..........ccceveveeerreneee e

Post Office address, Applicant .

Preliminary .....ccooceeveeneeneneenenserenenns 506, 714.01(e), 714.03(a)

Denia of entry.......ccoceevevecerrencnnrenns 714.01(e), 714.03(a)

EXCESS ClaiMS ... s 506, 714.10

NEW MELLES.......ceeiieerereresere s 608.04(b)
Ratification

Request by patent OWNEr ..........cccvveveererereerreneneennns 2221
Reinstatement of canceled matter ...........ccccccvvvrennnee. 714.24
REISSUE........cuieieieiceeieie et 1453
ReqUIremMents Of ........covverereerreree s 714.02
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Sec. No.
Residence change.........coeuveerneeeneneneeneneneeeneeenes 719.02(b)
RESPONSIVE.....coceeereeceeiririseseeeseresesesessssee e 714.02, 714.04
Return, after entry on file wrapper.......c.ccoceevevecrenne. 719.01
RIDDON COPY ..o 719.01(a)
Rule 1.312 (See also Amendment: After allowance)............
..................................................................... 714.16, 1303.01
Second (or subsequent) supplemental reply........ 714.03(a)
Several filed onsame day ......c.cccceevecneeeeeneininnns 714.18
Signature iMmproper .........eeerereereeenes 714.01(a) to 714.01(d)
SIgNatUre€ MISSING ..vveereeereeereeereresreesesesseesesesssesnens 714.01(a)
Signaturerequired.........ccooveevernnne. 605.04 to 605.05, 714.01
Signed by applicant, not by attorney or agent of record
............................................................................... 714.01(d)
Signed by attorney or agent not of record ... 405, 714.01(c)
Statement of allowability by Board.........cccccceeeuenneee 1213.01
Supervisory primary examiner............ 714.13, 714.16, 714.18
SUpPlEMENtal.......cocerecrereree s 714.03(a)
Support by original claim...........ccoceeervneernereeennnes 608.01(1)
QLI = [ TR 714.08
Telephone NUMDET.........ccocovevvrirecenencreeeeeene 713.01, 714.01
Unduly interferes with preparation of Office action............
............................................................................... 714.03(a)
UNSIGNEd......oieciiicctetressesereee st sssees 714.01(a)
Ratification of 710.02(c), 714.01(a)
Wrong Technology Center.........c.ccouerneeennee. 508.01, 714.06

American Inventors Protection Act (A1PA) (See Public Law:

Public law 106-113; Statutes: Public Law 106-113)

Amino acid sequence (See Biotechnology; Nucleotide

sequence)

Analogousart................. 904.01(c), 1302.14, 2131.05, 2141.01(a)
AnNalySiISOf ClaiMS ..o 904.01

Answer, Examiner’s (See Examiner’ s answer)
Answer all matterstraversed.........oeeereenersesernenas 707.07(f)
ANSWer on remand...........oveeveneerencereneen. 1211, 1211.01, 1211.02
Antecedent lacking (See also Indefinite claim)......... 706.03(d),
...................................................... 1302.01, 2173.05(¢)
Anticipation rejection..........ccovenecneennns 706.02(a), 707.07(d),
................................................... 2131, 2133.06
Affidavit to OVErcome.........ccveveciveenenenneresereeines 2132.01
ANAOGOUS @I ..ot 2131.05
DefiNition Of........cocoiereerrecerrece e 2131
GENUS-SPECIES ...oeevreerreeeresessesisesesssssesesssssesessssssssens 2131.02
Generic chemical formula..........ccoocvrnneninecinecenee 2131.02

Meaning of

“BY OtNEIS ... 2132
“INThIiS COUNLIY” ... 2132
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A.P.C. publications---Appeal

Sec. No.
“KNOWN OF USEd" .......coererrereereeereeereieenas 2132, 2133.03(a)
“Patented in thisor aforeign country” ..................... 2132
Multiple references, circumstances where
PErMULEE........ccovieveeeerire et 2131.01
Oneyear grace PEriod........oueerereeerreeernereeserseersesessenens 2133
Onsde (SeeOnsde)
Rangesclaimed...........ccocoerveveerveneceveseessesesse s 2131.03
Rejections based on publications and
PALENES ... 2133.02
Primafacie Case......o e 2132.01
Public use (See Public use)
Secondary considerations, evidence of ................... 2131.04
A.P.C. publications (See Alien Property Custodian
publications)
Apostille (See also Oath; Declaration)............... 301, 409.01(b),
......................... 602, 602.04, 602.04(a), 604, 604.04(a)
Apparatus, Process or product and .......806.05(e) to 806.05(g)
APPEAL...eeeer e Chapter 1200
ADANAONMENT ... 1210
Actions subsequent to examiner’ s anSWer..........c.v..... 1210
Administrative handling........c.cooeereenenenensnenenes 1204
Affidavit after appeal ..........ccovevenene 1207, 1208.03, 1211.02
Affidavit after Board decision.................... 1214.01, 1214.07
Amendment after examiner’ S ansSWer ..........ococevereeene 1210,
.................................................................................. 1211.01
Amendment before examiner’ s answer ...........coveceneeee. 1207
Amendment for purpose of.........ccccvveeererrene. 714.12, 714.13
Amendment makes application alowable..................... 1207

Answer, Examiner’s (See Examiner’s answer)

INTeiSsSUe.....ooeeeeerereeiienene
By patent owner.
Cancellation of withdrawn claims.........cc.cceveveveenenee 1214.05
CiVil lItigation .....c.cuvvveceeeeereree e 1216.02
Claims copied from patent, timelimit ..................... 710.02(c)
Claimsincluded.........ccevnerrnererereeeeereneeeeeene
Composition of the Board ...........ccccevevereneneenrenenennns
Concurrently with interference
Concurrently with prosecution before examiner.......... 1210
CONFEIENCE.....cocteeeeeeteeeeee e 1208, 1302.14
Correspondence address for litigation............. 501, 1216.01
COUIM .ot 1216
Court, Federal CirCuit ........ocevenereenerenerererereesereeans 1216.01
DeCision by BOArd.........coeereeenieeenieeesieereeerseessesesneeens 1213
DiSMISSA.....coiiireerreereeiree et 1215.04
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Sec. No
EXaminer reversed........oococvveneeeinneneseneneneeseseneeeeene 1214.04
Examiner sustained..........coocvveereneenenceneneeneeneeeneeenes 1214.06
EX8MINE" SANSWEN ......oierieerieireeeseeesee e seeeenes 1208
Failure to prosecute appeal.........ccocvevererererererereserenene 121504
Fee (See alSOFEL) ...
From Board decision
Hearing.....ccooveveevveceinnne,
Introduction
B TT="o [Tox o] IO
Matter subject tO.......ccvvvevevereccrinnne
Multiplicity rejection
New ground of rejection by Board...........ccccceervrvneen. 1214.01
New ground of rejection by examiner prohibited
iN EXaMINEr' S BNSWE ........ccvremerrecrrenerreaeerenes 1207, 1208.01
New matter affecting claim.........c.cocoveevvececrevennen, 608.04(c)
Notice Of.....covevecrreicinene
Order for compliance
(O = 8 1= T o [T
REEXAMINALION. ...
Patentability report Case.........couvevvneienesennnenns 705.01(a)
Primary examiner’ S attention..........c.coveveenecennecnneeenns 1004
Procedure after Board decision.............ccveeeen. 1214-1214.07
Protestor partiCipation ...........ccceevevceeenereesereneeeeenns 1901.07
Publication of Board deCiSion............ccceereeerereneenenn. 1213.03
Real party ininterest........ccooeevrernenernecereenneenns 1206, 1208
Rehearing by Board.........cccccoevevecverrereenennne, 1214.01, 1214.03
REEXAMINGLION ...t 2273
Remand by Board .......... 1204, 1208.03, 1210, 1211, 1211.01,
................ 1211.02, 1211.03, 1212, 1213, 1213.02, 1214.01,
........................... 1302.14, 2143.03, 2274, 2275, 2314, 2358
Remand by Federal Circuit .........cccooveeevevecnrercennnnn, 1216.01
Remanded application made specidl..........c.cccvevrune. 708.01
Reopening of prosecution after apped.................... 1208.01,
.................................................................................. 1208.02
Reopening of prosecution.............coceeeuveveerrerersenenns 1214.07
Reply brief to examiner’ sanswer.........oceveveverereene. 1208.03
Requirement by board to address matter...................... 1212
Secrecy order application..........ccccevverecerereneenes 130, 1304.01
Statement of allowability by Board.........cccccceeeunneee 1213.01
Supplemental appeal brief.........ccccooeeeeeinceeeennns 1208.02
Supplemental examiner’ s aNSWET..........cccverereeeererenes 1208.04
Suspension pending civil action or federal circuit appeal
INrelated CaSe.......covurriereirereree e 1213
Suspension pursuant to 37 CFR 1.56(d)...........cccceuveneee. 1213
Timefor filing Brief ... 512, 1206
Withdrawal ..........ccovevnenenceneenn. 711.02(b), 1215.01, 1215.02



INDEX

Appealable matter not petitionable--Application

Sec. No.
Withdrawal of final rgjection...........ccovenecnreeneennnas 1208.02
Withdrawal, partial .......c..coceeevvenecererenneennn. 1214.05, 1215.03
Appealable matter not petitionable..........cccccceeeveneee 1002, 1201
Appendix, computer program listing........ccoceeeeeeeerennns 608.05
Applicant (See also Inventor; Pro se applicant) ............... 605
Abandonment notification...........ccceovveeerrereenennne 711.04(c)
Administrator or eXxecutor..................... 409-409.01(f), 605.05
Age, SpeCial StatuS........ccoviverererrirenerireresesesesesesesesees 708.02
CItIZENSNIP .o 605.01
Common, at €3St ONE.........cervrerirecireeereeereeeeseeseene 201.06,
................................ 706.02(f), 706.02(k) - 706.02(1)(3)
Comments on statement of reasons for allowance..............
DiSCOUMESY ...ecvvvrerrerrrireeeeerereseeeresennenes
Health, special status
L (= 1 TR 409.01(a), 409.01(d)
International application...........ccccceeeeueenenee. 1820.02, 1820.09,
.......................................................................... 1820.10
JOINE ..o 201.02, 201.03, 605, 2137.01
Mailing addresSS.......cocveeccneenee s 605.03
Name change.........coocveerneeenicenieennienns 605.04(c), 719.02(b)
Other than inventor...........cccevvennees 409-409.01(f), 409.03(b)
Post Office address........overecerecineeneieeeeieeseeinenas 605.03
POWEr 1O INSPECT .....cveececeeeririeecres s 104, 106
Reply (See Amendment; Reply)
REQUITEMENES.......ccecveerecerirereseere e sesessseseeens 2137.01
RESIAENCE.......cecveeereeireerereree e 605.02
Self prosecuted application.............ccceuvunene. 707.07()), 713.01
SIGNAIUME ...t 605.04
Small entity StAtUS.......ccoovereeerrererrereeseeeseseeeseseeenens 509.02
SOL ettt s 201.01
Application
Abandoned (See Abandoned application)
Abstract of the disclosure..........cccoceevveeerrerenennne, 608.01(b)
Acceptance of 37 CFR L.A47 .......oovvevveeerereeienns 409.03(h)
AcKNOWIedgmENt..........ccvvvevervrerr s 503
AdAreSS MiSSING.....ccucreeerreeerreeerrereererseeeseee e 403
Allowable except asto form 706, 710.02(b)
Allowed
Custody by Publishing Division..........ccccecvvvivenns 203.04
DEfINITION .. 203.04
Filewrapper data.........ccooeeerveveenrensnenereseenesennens 1302.09
Ordering fil€ ..o 1306.03
REECHON ... 706.05, 1308
Suggesting claim for interference..........cccoveeeeee. 2305.04
AMENCE......c.ooieeeiiiee e 203.03
-9

Sec. No.
APS...co e s 902.03(e)
ATTANGEMENL......cerrereererereeeerererereeeesesesseesesesseessesens 608.01(a)
Assigned (See also Assignee; Assignment)
ALCCESS....oeiererererre et 106
ATTOWENCE.....oeieeer et 307
Conflicting subject matter ................. 706.02(f), 706.02(k),
............................ 706.02(1)-706.02(1)(3),706.03(k),822, 2302
Inventor deceased.........ccoovveeeeieienieierennniennnns 409.01(e)
Assignment for examination
Office of Initial Patent Examination...........c.cccveeereeeen. 504
Assignment to examiner for examination............... 903.08(b)
Assignment to Technology Center
for examination........cccceeeeveveveennnee. 504, 903.08, 903.08(e)
Background of theinvention...........ccccecveveevreneee. 608.01(c)
Best Mode.......cocevveeeerseceeeeee s 608.01(h), 706.03(c)
Brief description of the drawings.........cccceeeeeiennae. 608.01(f)
Brief summary of theinvention ... 608.01(d)
(0= 111 (1= Moo o)V 201.06(d), 608.01
Claim terminology .......cceeerereereererenseessnnenes 608.01(0), 608.01
Clams ... 608.01(i)-608.01(n), 706.03(k)
Clarity and completeness, examiner’ s action............. 707.07
Classificationin Technology Center ..................... 903.08(b)
Common ownership......oceeeeeeeennne 305, 706.02(f), 706.02(k),
......................... 706.02(1)-706.02(1)(3), 709.01,
.......................................................... 822, 2302
Completeness.......ccocovvenvenene. 201.03, 201.06(c), 506, 601.01,
........................................ 601.01(g), 608.01(p)
Conflicting, same applicant...........ccceevveerrennnnns 709.01, 804,
....................................................... 822, 822.01
(0 011" | ST Chapter 600
Continuation (See also Continuation)...........ccceuveueee 201.07
Continuation-in-part
(See also ContinuatioN-iN-Part) ..........ceeeereeereeeneeennns 201.08

Continued prosecution (CPA)
(See also Continued prosecution application)201.06(d),

201.07
Continuity between applications..........ccocenvernernnnee. 20111
Control Of aCCESS.......vuuevveerereerereireeereeireieeeieens 101, 103, 106
COPENAENCY ...ttt 20111
Copending, DESIgN.......ccceeeeeeeeeseeesesressssesenas 1504.20
Correction of iINVENtOrship .......cooeereeereeerneeemnereenerennens 201.03
Cross-noting
Data of parent application on file wrapper or PALM
bib-data sheet ..., 202.02,
.................................. 719.02, 719.07, 1302.09
Data of related application, updating........ 201.11, 202.01,
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Application---Application

Sec. No.
...................................................................... 1302.04(f)
Foreign application, oath..........cccccovevevreccrnennennns 202.04
Foreign application, file Wrapper.......ccooeeeeeverennnas 202.03
DEPOSITING ...cvcvevevreririrrireesees e 502
Description of therelated art .........cooeveeeeneeeenernenas 608.01(c)
Design (See Design application)
Detailed description .........coceevveeeensesseesseseneenns 608.01(g)
DiSIITDULION. ....ovreecerirercciiseee e 508
Division (See aso Divisiona application)................. 201.06
Drawings, NECESSANY ......cccvvererrerireesreresssneresssssesnens 601.01(f)
MisSING fIQUIES........ccveeeecrcece e 601.01(g)
Effectivefiling date........c.ccceceveenennae ... 106.02, 706.02(a)
English language.........cccveveeereceneceniecneieseeesrseenenas 608.01
EXamination..........ccevvereeeenerenneeenerenenns ....Chapter 700
EXAMPIES.....ccceecccr st 707.07(1)
FaCSMIlE.....cce e 201.06(d), 605.04
Fee, filing (See alSOFEE) ..ot 607
Field of theinvention.........ccccvvrennesneneneneenne 608.01(c)
File wrapper continuing (FWC)......cccccoeveverecneenne 201.06(b)
FIliNg date.......ccoveeeereeereereereeereeeeeene 201.11, 503, 505, 511
Filing receipt (See al'so Post card).........couveeeerreverreernenas 503
Fiveyear pendency .......cccoveeeeererenseeenenens 707.02(a), 708.01
Foreign (See also Foreign application)........... 201.13-201.15
FOMML.cecccce s Chapter 600
Government-owned
L0001 o] 1= (= o 1R 506
DIraWING...cceeeeeerescsie st ssesenes 507
RELUM ..o 506.01
Return of filing fE8......cvv e 503
SPECIAL ..ot 708.01
INCOMPIELE ... 203.06, 506, 601.01(d),
.................................... 601.01(e), 601.01(f), 608.01(u)

International (See International application)

International Convention (35 U.S.C. 119)........cccccuueee 20113
INVAlid 0aEN......coieccc e 604.06
ISSUE, EFINITION ... 203.04
Issue fee not paid (abandoned)................. 203.07, 711.03(c)
I ssue simultaneously with another application ......1306.02
JOINE o 201.02
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Sec. No
JOINE O SOIE ... 201.03
JUFTSTICLION .. 1305
Mode of operation..........cccceveeecnvencensessesereeens 608.01(h)
National appliCation .........ccovrevverererseseresseresesesesese e 201
National stage appliCation...........coceveerereereeeneceneeensenns 201
NEW defiNitioN........c.cceecereerreeireerersesesereeseeeeees 203.01
Nonprovisional ..........cccceeeeveveeeennenenns 201.04(a), 506, 601
NUMDEL ..ot 502, 503, 506
Status of application USING .........coveeerveeernereenernenns 101, 102
Ol s 203.03
Omitted items.... 601.01(d), 601.01(f), and 601.01(q)
Ordered examination...........c.cceceerereeenenen. 707.02, 708, 708.01
(O] o 201.04(a), 506, 601
Overlapping
Common oWNErship .....cceeeeeerereeeennns 706.02(f),706.02(k),
......................... 706.02(1)-706.02(1)(3), 709.01,
.......................... 715.01(b), 804.03, 822, 2302,
............................................................. 2315.01
Overlapping
Same applicant.........ocevvvereeverenerssereseseseens 709.01, 804,
........................................ 822, 822,01, 2315.01
Pages MiSSiNg.......coveererenreerereeesssessssesesesseesesesseees 601.01(d)
Papers, arrangement..........ccceeeecvvencssesesseneseeees 719.01(a)
Palrnt........cooeiiirieeerreerere e 07
PartS.....oooceeeeeerreee s Chapter 600
Pending fiVEe Years........cocevvevecvvenessnesesesenens 707.02(a)
Plant (See also Plant application)............. 201,Chapter 1600
PrHOE @ .o 2121t0 2129
Prior art effect of international publication............. 1857.01,
.................................................................................. 2136.03
Priority
Foreign application..........cccceeeeeeenninnenns 201.13, 706.02
U.S. application.......cocveeeereeereeereeeereeneseenenes 201.11, 706.02
PrOtESE ... 1901
Provisional (See also Provisional application).....................
................... 201.04(b), 601, 601.01, 601.01(b), 602, 706.02
PUBITCINSPECLION ..o 103
Publication (See Application publication)
Publication of abstract........cccoeeevrervenne. 711.06, 711.06(a)
PUDIiCatiONS.....cuerereceierre s 609, 707.05
Receipt and handling .........coccveeenenneeneneeneennes Chapter 500
Recording and tracking in Technology Center............ 1704
Referred to in patent, statusinformation...........ccceveuee. 102
REFIIE.... et 20110
Reissue (See also Reissue application)................ 1401-1470
Rejected definition.........ococeveveeevneseeseseee e 203.02



Application Data Sheet (ADS)--Assignment

Sec. No.

Relating to atomiC energy........ccoveereeeereeeeenens 115, 150, 151
REQUISITES ...ttt sss e ssesesssnens 702
RELUrNING PAPELS ....cvcvevrererieirerisee s 506.01, 601
REVIBW ...ttt 506
RIGht tO INSPECL. ... e 103
Right of priority, foreign application..........c.cccccvunne.. 201.13
RUIE L.B0......coeeereeireeeireeeereerereesesesee s asesenenenns 201.06(a)
RUIE LB2.......oeereeeireieireenireisieeseeineeeseie e 201.06(b)
SECTECY OFUEY......cveveeceteeee e 120, 130
Serial NUMDET ...ttt 502, 503
SOL et 201.01
1o 1= (o o] | PR 201.03
SPECIA ..ot 707.02(a), 708 to 708.03

LISE et 708.01
SEALUS. .o

Inquiries
Substitute

DEfINITION ..

REFIE....errer s
Terminology, Claim.

Title Of INVENLTON ..o
Title of invention, change............. 606.01, 1302.01, 1302.04
Transfer proCedure. .......vcvenrreneneeneeereceneeeens 903.08(d)
Transitional (See also Transitional application)..................
.................................................................. 706.07(g), 803.03
Types (See asoPatent)........ccccvvevvvvevevvsesessesesesesesenens 201
Utility (See alSOPatent) .........ocereeereeernneeenseneerseerseenenns 201
Wrong Technology Center..........ccocovveneeerereneenererees 508.01
Application Data Sheet (ADS).....cccccevevevenne. 601, 601.05, 602,
........................... 602.01, 605.04(b), 706.02(b)
Application Division (See Office of Initial Patent Examination

(QIPE))

Application publiCation..........ccceceeeeerveveceseneseereseeens 901.03
Citalion Of ... 707.05(e)
Disgualifying as prior art, commonly owned.................. 718
Prior art effect........coocceueee 706.02(a), 901.03, 2163, 2136.03

APS (See Automated patent system)

Arbitration awardsS NOLIiCe..........cveveeerrerecerreeereee e 311

Argument for allowability lacking in amendment........... 71404

Arrangement of appliCation.........cccevvevevererserenenens 608.01(a)

Arrangement of art in Technology Centers.................... 901.07

Arrangement, papersin file Wrapper........ccceeevvnenns 719.01(a)
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Sec. No
Art unit NUMDEr ON PAPENS.....cocereiereiereeereeeeseee s 502
Asexual plants (See also Plant patent)................. Chapter 1600
Assigned application
ALCCESS.....oeieictreete et 104, 106
ATTOWENCE.....oeeeecerereee et 307
Conflicting subject matter ...........ccovveeveerenen. 706.03(k), 822,
................................................ 2302, 2315.01
INventor apPlieSfOr ... 605
INventor deceased...........ccouurrecrneecrneeernersesernenenne 409.01(e)
Nonprovisional application claiming benefit of
provisional application...........ccceeuvereeeeerereeesenenns 306.01
Provisional application ..........cccccvevenenieiencnesessnnens 302.03
TIHETEPOIT ... 303, 320
Assignee (See also Assigned application; Assignment)
AAArESS.....ceeeeeereeree bbb 302.05
Affidavitsunder 37 CFR 1.131.......ccccveruneunincerereerenene 71504
Certificate of correction.........oeeveveeveeecenenene. 307, 1480-1485
Change of inventorship, consent................. 201.03, 1412.04
Common.............. 706.02(f), 706.02(k), 706.02(1)-706.02(1)(3),
.............................. 700.01, 822, 2302, 2315.01
Double patenting, same assignee........... 706.03(k), 804, 822
Duty of diSCIOSUIE......c.ouveeeererereeirreresesesesee e
Entire interest, control
0] €= o o I

INEEIVENLION. ...
MUItiple ASSIONEES ..ot
Part INTEreSt.......ccvveeeeeeerreeeeereeeee e
PateNt ISSUES T0......cccureuerreeirieeireree s esseennas
Permitted to take action under 37 CFR 3.73(b)................ 324
POWEY 10 INSPECE ...t 104
Revocation of power of attorney .........cccccoceeeeeee. 324, 402.07
SMAEll ENLILY ..o 509.02
ASSIGNMENL ... Chapter 300
ALCCESS.....oeicieieee s 301.01
Allowance of appliCatioN...........cccreerreerreeenerrrerreeereenne 307
Assignment identification requirements................... 302.03
Change of NAME ..o 314
Conflicting statements of ownership under 37 CFR 3.73(b)
......................................................................................... 324
Continuing application ..........cccoveeneneeereseenenns 201.12, 306
COPY oot ees 301.01, 302.01
Correctionsin recorded assignment...........cccocvveverevererenns 323
COVEr SNEEL.......o e 302.07
COITECLIONS ... 317.02, 323.01
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Assignment Division---Attorney or agent

Sec. No.
Date Of reCOrding.........cereereeereeereeenieeensiesseeesrseersenas 317.01
Effect of recording........ccocoeveveerrenressnenesesesesesenereens 317.03
Facsimile sSubmMiSSiON ..o 302.09, 1730
Foreign language translation............ccccceeeeenninnennn. 302.02
INOEXING. ot 315
International appliCation..........cccvveeeerivereeenressereneneeens 301

Nonprovisional claiming benefit of

PrOVISIONGL......cucveiveeecietriesteeeesst s ssess s seesaeees 306.01
Not endorsed on pending applications...........cccceeevruene. 303
One of several overlapping

APPlICALIONS ... 709.01, 715.01(b)
Parent appliCation.........coeneenieenreeensieeerseernenas 201.12, 306
Part interest.........ocoveeereeereeeneeeenienens 106.01, 301, 706.02(1)(2)
PateN......ceeeeereeireet e 301, 302.03
Patent and trademark assignment system................. 302.09
Pending applications. 301, 302.03, 706.02(1)(2),

........................ 706.02(1)(3)
PIUral OIS ... 301.01
Printing on patent..........cccoeveeeevvecsssesseseseseens 307, 1309
Proof Of.....ccceieeceecs s 706.02(1)(2)
Provisional appliCation ..........coeeeenreeeernenernenas 301, 302.03
RECOIAING.....ceverrereererererereree e 301, 302, 313, 314,
.............................................. 706.02(1)(2), 706.02(1)(3)
ReCOrding fEe. ..o

Records not kept in application file
SEAICN FOOM ...ttt
Security interests
Title rePOrtS .o
Transfer of rights from/to small entity
TranSIatiON.....c.ceeeeeeeree e

Assignment Division..........cccoveuee. 320, 605.04(c), 719.02, 1730

Administrator and executor authority
Checked........ocuvenrcc e 409.01(b)

Allowance and iSSUE.........ccceururericeeirereeeeneseeeeesens 1302.11
Certified Abstract of Title.....coooververeerrreeerereeee 320
Information available from PALM .......cccoceovecnecineenen. 320
TIIE FEPOIT ... 320

Assignment of application for examination..........c.cccccvuuee.. 504

Assignment of reexamination to examiner

Assignment to examiner for examination....................
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Assistant Commissioner for Patents
(See also Office of Assistant Commissioner for Patents)

.......................... 201.06(a), 409.01(b), 409.03,
........... 409.03(h), 409.03(i), 409.03(j), 708.01,
...................... 720.01, 720.02, 720.03, 1002.02
Petitions decided by........ccoovvervinnrnnerecrrenes 1002.02(b)
Assistant Commissioner for Trademarks
Petitions decided by........ccocovvieveniieiencnescnens 1002.02(i)
Assistant examiner (See Examiner)
ASSOCIALE ALLOINEY ......eveeeeereeereeireresee e eseesseeeens 402.02, 406
Associate attorney, correspondence with ............c........ 403.01
Associate of unregistered attorney..........ccocoeeeeeeneeennnns 402
Atomic Energy Act of 1954........... 120, 706.03(a) and 706.03(b)
Atomic energy appliCation.........covceeereverreenrenseesereseeeeeenens 150
Attorney or agent
Appointment by assignee of entireinterest................... 106
ASSOCIALE.....ererererereereeeersieeseeersesesseseseesnenenees 402, 402.02, 406
Associate of UNregistered.......onrenneneerereneenennnens 402
Conflicting partieshaving same........c.cocceevvevecrseneeeens 404
Continuing appliCation ..........ccovervvsssnesessenens 201.06(c)
Change of correspondence address..........c.coceevureeee 601.03
Correspondence With..........cccevveernerceennnns 402, 403, 403.1
Correspondence with associate..........cccceeuvereeeerrenenns 403.01
DEELN ...ttt 406
DiSCOUIESY ...ooevareermerreserreeerreeessesessessesessesessessssessssssennns 714.25
Duty of diSCIOSUIE......c.ouveeeererereeirreresesesesee e 2001.01
Excluded from practiCe.......ccooveeevreneeessersessseeeeeseeens 105
INSPECLION....vcveeicieieeeicststsie ettt eaesepeseens 104
Interfering applications...........cceevenee 402.08, 2305, 2309.02
International application................. 402.09, 1807, 1808, 1820
[NEEIVIEW ..o 408, 713 to 713.10, 1302.14
Limited recognition..........ccocoeveererenensnsssnsssssssenens 402.01
More than one for same applicant ..........cooeneeeneecnnns 403.02
NaME ON PALENT.......corririrrrireee e 1309
Name on reexamination certificate...........ccoveneeeneerenee 2287
NOL O FECOI ... s 402, 405
NOLariZiNg 08LN.......c.cvreerreerrecree e 604.06
Office cannot aid in Selection Of...........ccoveneeeeneenencrnens 401
Post Office addresSs........oveeinerenerrererereereeeneees 601.02
Power of (See also Power of attorney) ........cccce.... 402, 406
REEXBMINGLION ...t 2222
REQISIENEd ... 401, 402
Roster of attorneys and agents............... 601.03, 1730, 2205
Samein conflicting Cases ......c.ovvvvvverererinenens 2305, 2309.02
SEIECHTON.....ceec s 401
SIGNALUIE Of ... neees 402



Authentication of oath--Board of Patent Appeals and Interferences (BPAI)

Sec. No
SUQGQESLED......coeceecereeereeee e 401
Suspended or excluded............... 105, 407, 714.01(a), 714.19
Communication With............ccoenrnnnincneneeeens 105
INSPECLION DY ... 105
INEEIVIEW ...ttt 105, 713.05
Telephone number on letters.......oovvecveeennee. 71301, 714.01
Telephoned by examiner........................ 408, 713.01, 1302.14
UNregiStered.......couvriieeiiesnssesssssssssssssssssssenes 402
Washington, D.C. arearepresentative..........c.ccouueeeenn. 408
WiIthdrawal .......c.cooeveeeireceereerceseseecee e 402.06
Withdrawal after patent granted.............ccccocuee..e. 2223, 2560
Withdrawal in patent...........cccceveveevvevessnsessseseesssenens 2223
Authentication of 0ath...........ccvenrenenncnescrenees 604.04(a)
Authentication of e-mail sender............ccccocvverencrreccnenne 502.03
Authorln program (See also Sequencerules)........cc........ 2430
Authority of administrator or eXecutor ............cccevuees 409.01(b)
Authority of Commissioner, Delegation of ................... 1001.01
Authority of Commissioner, Statutory .........c.ccevereeeeerenns 1001
Authority to inspect pending application.........c.ccceeecuvunee. 103
Authorization
Credit card PayMENLS .........covueeeeremeremerreerseenseesseeeeneeees 509
DEPOSit aCCOUNES........oveererereeeeerereees e sesseseseesseearenees 509.01
INEEINEL €-MAIL.......coieeereerereerereereeree e 502.03
Power Of attOrNEY ........cccvvieeirnecssesseessesseens 402
AULNOISNIP ..o 715.01(c), 716.10
Automated Patent System (APS) (See also Electronic
databases) ......ccccvveeerriee s 902.03(e)
Automated MeSsSage SYStEM.......cccvvevveenineressisssesssseenens 1730
Automated voice response
system (maintenance fee).......cvvrrrerrererereenenns 1730, 2570
Avoiding double patenting rejection...........ccoeveueee. 706.02(k),
................................................................. 804.02, 2129
B
Background of the invention (See also
SPECITICALION) ..ot 608.01(c)
[ o 1 - ST 1601
Bar, Statutory (See Statutory bar)
Baseclaim canceled........cocvvvcnvencrenneresseseseseens 608.01(n)
Base claim rejected 608.01(n)
Batch number, Issue (See I ssue batch number)
Benefit of foreign priority (See also Foreign application)........
............................................................................................ 20113
Benelux Designs Convention (See also Treaties) ...
............................................................................. 201.13,1504.10
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Sec. No.
Best MOdE.......oovveeereeererereerereereeenes 608.01(h), 2165 to 2165.04
Affidavit or declaration...........coueneeeneerencerencereneeneeene 715.10
Compared to enablement............coceevevecnerereennienns 2165.02
COMPULEY CASES.....coveiererieereriereeresesre e seseeesesens 2106.01
Considerations relevant to..........ccoueerereneeeeneecnnes 2165.01
Evidence of concealment...........ccococvevcereceneene 2165, 2165.04
Form paragraphs used to rgject..........cccoeveerverennee. 706.03(c)
Requirementsfor rejection for lack of....................... 2165.03
Bibliographic Information ............couenenennernncrnencrneenn. 601.05
Biological materid........cccovurverrerreernnnn. 2164.06(a), 2402, 2403
Biotechnology (See also Nucleotide sequences)...........c.oc......
................................................... Chapter 2400
Deposit of biological material..........ccveereerncerereenecenee 2403
Deposit rules
Deposit term
Enablement ...
Examination of applications...........c.coveereeneenneeerneeenns 2411
Form paragraphs........cccceeeererereeennensssenesesssseseressseeeens 242701
Patentln COmpuUter Program..........oeenneennesenns 2430
Process Claims ... sssssssssenenns 706.02(n)
SAMPIES ...ttt 2410
Sequence rules (See also Sequence rules).......... 2420, 2421
Special status for small entity applications............... 708.02

Blue dip (See Form letters and forms: Issue
classification dip, PTO-270)
Board of Patent Appeals and Interferences (BPAI)

(See also Appeal; Interference) .......cccoveeeeeverennas 706.03(v),
............. 706.03(w), 707.07(f), 707.06, 708.01,
................................. 711.02(b), 2284, 2300.01

PN o] o= I8 0] o ¢ IO 1216 t0 1216.02
Constitution and dULi€S..........cccreeeriereneererereeineee e 1203
Decision

Dissemination Of..........ceeeeervenereinneneeeeseee s 1720

(€7 07 | 1213

PUblication Of ... 1213.03

Treatment Of ... 1721
Duty Of diSClOSUIE L0 ....ccvevecrecrreeireeereeeeeieene 2001.03
L 1= 1 0 O 1209
Interference

DeClaration Of ... 2311

Final DECISION ....cuceiereeicerereeiere e 2358
Jurisdiction .......ccoeeeeeeerenens 706.01, 706.07(c), 1210, 2300.01
May require appellant to address matter ...................... 1212
New ground of reJection by ........ccoevvererninenenerenene, 1214.01
PELItIONS ... 1002(f), 1002.02(j)
Recommendation BY ... 2359
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Booksin library---Certificate of mailing or transmission (37 CFR 1.8)

Sec. No
Reconsideration BY ... 2358
Rehearing by ......cocevvevvvcrrrerreccrna 1214.01, 1214.03
SErVICE Branch ...t 103, 104
Statement of allowability by........ccccceevvveivvvcneinnns 1213.01
BOOKS N [TDrary ......covceieeeieeeesereeneeseeseeeeeeens 901.06(a)
Borrowed publications..........c.coeeeevvenneenns 901.06(a), 901.06(b)
Borrowing references from examiner’ s search files........ 901.08
Box, Mail (See aso Correspondence)
270G N TP 71413
BOX ASSIGNMENE......coviiererereeeerereseeieesesesseseseesssserenees 302.08
Box at Office for depositing Papers ........ccocvveveerrerereeenns 502
BOX CPA ...ttt 201.06(d), 720
270)1Q B VAX @R 302.08, 720, 1901.03

BOX SEQUENCE........coeeeierereriieees e 2422, 2422.09
Box 8 (FOIA, Solicitor) ......ccoveeeereeenee 103, 501, 1216, 1216.01
Breadth, Undue (See also Undue breadth rejection) ................
........................................................... 2163.05, 2173.04
Brief, filed on appeal ........cccovvvvveveriniresrreererse s 1206
REEXBMINGALION ...t 2274
Brief description of the drawings (See also Specification).......
........................................................................ 608.01(f)
Brief summary of invention...........ccceceevvnne. 608.01(d), 1302.01
British specification, provisional ............ccovenenieeennenen: 201.15
Broadening claimsin reiSSUE.........covvveeerereseeererenenenenens 1412.03
Browser executable code in specification......608.01, 608.01(p)
Budapest Treaty (See asoMicroorganisms; Tredties)...........
......................... 901.05(b), 2402, 2404.01, 2405, 2408,
................................. 2409, 2410.01, 2410.02, 2411.01
DEPOSIONES ...ttt ssssanees 2405
Bulletin, Classification (See Classification: Orders)
Burden of proof .........ccccovveerneeennneeen. 2112, 2112.01, 2113
Business hours of USPTO........cccovvnnnerneneneeeneeeneens 103, 510
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Sec. No.
C
CAFC (See Court of Appealsfor the Federal Circuit)
Canadian patent agent..........cccceveeeverererecenesseeeessesessenens 402
Canceled matter, before papers executed..........oveeeneen. 608.01
Canceled matter, cannot be recaptured in
FEISSUR.....veuerea ettt 1412.02
Canceled matter, Restoring.........coeceeeeeveceeennn. 608.01(s), 714.24
Canceled matter in patented file........occveveenenrcrneenn. 901.01
Canceling claim after iSSUe.........couveeeerecrnenes 714.16, 1302.04(b)
Canceling claim withdrawn after appeal............ccccvunnee 1214.05
Canceling drawing........ccceeveeeceinesensee e 608.02(t)
Cancellation of drawing figures .........ccocvververcrrecnneens 608.02(t)
Cancer, petition to make specidl............c...... 708.02, 1002.02(c)
Candor, Duty of (See also Duty of
candor and good faith).........cccoevevevcnnecccrinene. Chapter 2000
Carbon copy, application PaPErS......c.ccoverveeerrerrererreenn: 608.01
Carbon copy of amendment............ccccveerveerneeereenerernenenn. 714.07
Card cataog in [ibrary .......ccveeeeevesesenenseseseseseeenens 901.06(a)
Caricatures, OffenSiVe.......ccvrenireneiresree e 608, 1504
Case action record WOrksheets ...........coveveevnerneneeresenneenns 1705
Cashier’ SWINAOW.........ccveeurererererereeeeireseeesesesessssesesessssssesennens 502
Cassis CD-ROM (See al'so Electronic
dAtADASES) ...t 902.03(d)
Catalog and CIrCUIAI'S ........cvveeereemirreerreee e 901.06(a)
Certificate, ReeXamination..........ccoeeeveeeueeeeeeeeeeeeeeeeseeeesenns 2288
Certificate format in reexamination............coceveerereerereereeenes 2290
Certificate Of COrreCtion.........ccorencereneereneerereeresereeeens 1480-1485
AppPlicant’ S MISLaKE........ccveerrecrrerererereeereeereees 1481
ASSIGNEE SNAIME ...t 307
Copy required in reexamination............coceerereeeeererenenns 2214
FOreigN Priority ....ccccuvevecereeee s 201.16
FOrM PTO-1050.......ccctueueeeereerereereeeseseeseseseseeseseeseesssesenees 1485
FOrM PTOISBIAA .....oeeeveeseerreesersesessesesesssessssasssssnsssenees 1485
Handling of request for..........coccevveeennerserenesesnenns 1485
INVENLOISNIP v 1412.04
Reissue application for patent including.................. 1411.01
Report by eXaminer..........cocvvereveneneneneneeneesseesseeenns 1485
Certificate of mailing or transmission (37 CFR 1.8) ............ 502,
............................................................ 512, 513
File wrapper continUatioN............cveereerereereeereeeenes 201.06(b)
Information disclosure statement............cccveveererereenenenen. 609
International application ..........ccceeeeevervnierenenns 1805, 1834,
....................................................... 1865, 1893.01(a)(1)
MaintenanCe fEe ... 2510
Overcoming abandonment............c.c..... 711.03(c), 711.04(c)
Period for reply ... 714.17
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Certificate of service--Clam

Sec. No
Reexamination..........ccoeeeeeeeeeeeeeeereeeevenene 2224, 2265, 2266
Certificate Of SEIVICE......oveerrerrereereeeere e 2220
Certificate effect of signature..........cccevevvvereveennne 401, 402, 410
Certified copies
ADSEract Of Title....coeeeere s 320
AdMIiNiStrator Or EXECULOL..........ccoveererereeererereenenees 409.01(b)
Appeal to federal CirCuit .........ccooveevevvecceseseeerns 1216.01
Application asfiled......ccocovvvvvrrvnnnrrcene,
CiVil [ItIGatiON ..o
Continuation iNPart ........cocoeevereeenererseeeneseseeenenens
Facsimile requests for
Foreign application........c.cccccceueee. 201.13, 201.13(b), 201.14,
...................... 201.14(a), 201.14(b), 201.14(c), 201.16,
................ 502.02, 1417, 1504.10, 1893.03(c), 2138.06
MPEP ...t ... Title page, 1730
Name Change.........coouverereririrererereresesesesese s 605.04(c)
(@0 1= S o] O T 1730
Patent COPIES ......vveeeeererrereeireresereresss e sessessesessseesesnnnens 1730
Patent related file WIrappers......cooeeeiveveceenesecseisenseens 1730
PCT application.........ccoceeveeeeneeeneeenee 1801, 1828, 1893.03(c),
................................................................ 1895.01, 1896
Philippines search exchange..........ccceovvevenenessenenennnens 1711
Provisional application..........ccoeveeeenvenecnesesecnnnnes 103, 104
Reexamination file........occrnneeeseereeereeas 2232
CRITIONAI ..ttt sennee 1202
Change from small entity status (See also Small entity status)
............................................................................................ 509.03
Change of correspondence address............... 601.03, 711.03(c)
Changing joint to sole inventorship.........o.cveneeenneeen: 201.03
REISSUE......cccerrereeeererreesre e 1402
Charge for pending applications
(PALM)..iitteetneetreeireee et 101, 905.05
Check accompanying hand-delivered paper..........cccoceeeveeen. 502
Chemical 8DSIrACES .......cccvveerreeire e 708.02
Chemical compound.........c.cccoeeurnerereneneseseneee s 608.01(p)
Chemical practice
Enablement ........coovevvevenerereneeeneens 2164.02(b), 2164.06(b)
Generic chemical formula..........cccoveceneecenee. 2131.02, 2144.08
Markush......ccceveveenrencseneseeeesens 2173.05(h), 2173.05(0)
Circulars (See also Publications)..........cccceeevnunnee. Introduction
Citation of prior art
A.P.C. publications.......c.cccoeereeerrerinerenensseresenessenenes 901.06(c)
AbDreviatures ..........ccocovveveeeveseesereieenns 711.06, 711.06(a)
ADSEFACE ...t 711.06, 711.06(a)
Allowance, Listing & .........cocevverererererennenereneseeenenens 1302.12
Applicant’s......cccoveneeencenenenn. 707.05(h), 707.05(d), 1302.12
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Sec. No.
Complete datas........ccoveeerreerereerereereeereeeeeeeeeeesesenes 707.05(e)
Copiesfurnished.........cccoevveverrenreerrereereseeeeeen, 707.05(a)
(O0 1= o1 o] 1 R 707.05(g)
Correction, period for reply .....oocoeveeeeeeeeeneennnns 710.06
CroSSIEfErenCeS ...t 707.05(e)
Dataused......coueerereceneecineieneieserseeenenens 706.02(a), 707.05(e)
Decisions, orders, notices, memoranda.............c...c.... 707.06
Defensive publications..........cccocoverereriene. 711.06, 711.06(a)
Electronic RESOUICES..........covevveeerencerecnnes 608.01, 707.05(e)
EX8MINE’' SANSWEN ......oueveeeerieereetreeeseeereseeseie e seeeenes 1208
Foreign patent data.........cccceovuveveerrerennnas 707.05(€), 901.05(a)
Foreign printed applications............ccccoveeeenenenns 901.05(b)
Form PTO-892 reproducCed..........c.veeeeerereereeereeeeneecnns 707.05
1100 (="t S 707.05(g), 710.06, 1302.04
Literature, in specification..........c.ccoceeveveeecrrerenenns 608.01(p)
Mailing copy to patent OWnNer .......cceveveerevennn 2206, 2208
MeEmMOrandUIM..........cceurrerererereeeereseeee e 707.06
NOLICES ...ttt 707.06
Order of [iStiNg ..cvveveeveeerereee e 707.05(c)
L@ (0 (< £ F OOV 707.06
Patents series, U.S. (See also Patent) .........coveeneeeenne 901.04
PeriodiCal.......cooveneeeeneeenieese e 707.05(e), 901.06
Prior art effect of international application.............. 1857.01,
.................................................................................. 2136.03
Prior art in application..........c.cooeeveceneene 707.05(b), 1302.12
Prior artin patent .......c.cocoeeveevreeeenenenens 1920, Chapter 2200
Confidentiality.......cccoeeeererecererece s 2202, 2203
CONLENL.....cee s 2205
COUrt AECISION ... eees 2207
[ =T 1o P 2206
Partieswho may Cite........ccoeeeevverreenreseeesese s 2203
Service 0N patent OWNEY ........oevvveveeeveresessresesesesens 2208
TiMETor filiNg ..ccveerveeerererrereeee s 2204
PUBIiCALiONS....cecvriirecieereeerreee s 707.05(e)
REFEIENCES ...t 707.05
Allowancein first aCtion...........oocerereneeererenseneen. 1302.12
From applicant..........cooereenieeenienennenens 707.05(b), 1302.12
Reexamination (See Reexamination)
Citizenship of applicant.........ccccovveerevvesenseiseseresenens 605.01
Civil actionunder 35 U.S.C. 145.........coonvnrrrreecineene 1214.01,
.............................................. 1215.05, 1216.02
Civil actionunder 35 U.S.C. 146........cccoevrerrererreenn. 1216, 2358,
........................................................ 2360, 2361
L@ = T3 OO 608.01(i), 608.01(k)
Added by amendment...........ccocvereerneeneneneenenenn. 608.01(0)
Resultsin change of inventorship .......ccccccvveceenne. 201.03
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Clam--Clam

Sec. No.
Added in excess of filing fee.......ccovenrcnicnicennennns 714.10
After prosecution closed........ccoverererererenns 714.16, 714.19
After prosecution closed, near end
Of tiME PENTOU......ccereecceecce e 714.20
AQOregation .....c.cueeereeeererrererreeeseesseeeseseeseeenseenns 2173.05(k)
AlLAOWED......oeceieeeeee s 710.02(b)
All CANCEIEA.......ceeeiree e 711.01
Allowable except asto form.........cccceveeveenne 706, 707.07(a),
........................................................................ 707.07(j)
Allowed, Regjection Of..........ccccovvevverrcccenrnenn, 706.04, 706.05

Allowed, Withdrawn appeal

Antecedent basis (See also Indefinite claim) ..... 2173.05(e)
Basisin desCription..........ooueveeeneeeeneecenseenns 608.01(0), 2171
Basisin disClosure..........cvvecnecniecenieeeneienns 608, 2163.03

Cancellation by examiner after apped ...........ccceueuneee 1214.05
Cancellation resultsin change of inventorship ........ 201.03
Change after Board statement of allowability ......... 121301
Combination, Old.........ccceeeeerereeerereee e 2173.05(j)
Combination and subcombination........ 806.04(c), 806.05(a)
COMPIISING. v 2111.03, 2173.05(h)
Considered in deciding reexamination

ConSisting Of .....c.occcveereeenireeneeeeene 2111.03, 2173.05(h)

Construed in light of specification.........c.ccccceuenee. 608.01(0)
................. 707.07, 804, 1206, 2106, 2111.01, 2111.03,
........................ 2129, 2145, 2164.08, 2173.05(a), 2184

Copied from patent (See Claim presented

corresponding to claim of patent)

Correspondence with disclosure................ 1302.01, 2173.03

DEPENTENT .....cocveeeeeiereee ettt 608.01(n)

Dependent, objected to when improper...............608.01(n),

................................................................................ 706.01
Dependent on canceled or rejected claim............ 608.01(n),

.................................................... 706.01, 707.07(j), 1214.06
Design appliCation.........cccereeerieeenreeensreeerseerseersenns 1503.03
Differing only by functional statement..................... 2173.05
Diminishing SCOPE.......cccvererreriereereresiesresesseeesnens 2173.05(h)
DisSClaimer......cccveeeinneeeeeeeeee e 706.03(u), 710.02(d)
Doubl€iNCIUSION.......cvvercrricriceeiee s 2173.05(0)
(DU o] [ Tor= (= 706.03(k), 2173.05(0)
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Sec. No.
Each mentioned inletter.........oooenencnicniceninen, 707.07(i)
EQUIVAIENCE. ... sessse s 2183
Excess over fee added by
preliminary amendment ...........ccccoevvevenennerenennnnns 714.10
Excess over fee after notice of allowance............. 714.16(c)
Fees, dependent...........ooveevveeeenneneeseneneseneseeenns 608.01(n)
File wrapper Notation ...........ccccceeevevceeenereesereneenenns 1302.09
Filing fee iNSUffiCient........ccooevevvvenenreneres s 506
Foreign priority (See also Foreign application)........ 201.13,
Form...........
Function of machine
Functional
Generic (See also Generic claim)......coeceererereenes 806.04(d),
..................................................................... 2173.05(h)
Iustrated by drawing.......c.cceceeeveveens 608.02(d), 2173.05(s)
Improvement (i.e., JEpSON claim) ........ccocvveevereereceneennee 2129
[NACCUIALE ... 2173.03
INCOMPIELE ...t 707.07()), 2172.01
INAEfINITE. et 706.03(d), 2173
INdEPENENt .......covcec e 608.01(n)
INAEX ..ttt 719.04
Indirect limitation..........cccoveeeerereceennen. 706.03(d), 2173.05(f)
INFOIMEL ... 702.01
International appliCation..........ccoveevreerrrerrereenereereeeneennes 1824
Interpretation...........cccoveeeenee. 2111, 2111.01, 2111.02, 2111.03
JEPSON .ttt s 2129
[ 0130] oo TS 809, 809.02, 809.03, 809.04
LinKing, GENENIC ......c.ceuvererererereeierereees e 809.02
Linking, Traverse of rgjection........c.cccceveeeeererenneee. 818.03(d)
Markush.......ccceceveneceeneneesesesse s 2173.05(h), 2173.05(0)
GENENIC..c.cereeeereee e 803.02
SUDGENUS......coieireeieeree e 2173.05(h)
1S oo o T 608.01(p)
Means (See alSOMEANS).......ccccccvveererrerensessesesseennens 2181
Multiple dependent...........ccccverenenennesenenenns 608.01(n)
MUILIPIICITY oo 2173.05(h), 2173.05(n)
Negative lIMitation.........cccccrrerenvenenereressenerenens 2173.05(i)
New Matter......ccoovrvvenrreveererenens 608.04, 706.03(0), 2163.06
Nonelected invention...........cccceeeevvenen. 706.03(m), 809.02(c),
.................................................. 809.04, 821.01, 821.02
Nonelected invention, Added ............ccoverenenecnicenns 821.03
NONSLELULOTY ...ttt seeeeeas 706.03(a),
................................................................. 2105to 2107
Nonstatutory, Cancellation...........ccverereereneericenes 1302.4(b)
[N [U g0l oT=: 1 o RN 608.01(j)



INDEX

Claim presented corresponding to claim of patent--Classification

Sec. No.
Objection contrasted with rejection...........c.ccoveeeuneeee. 706.01
(@ [ W= 1 (Y (@ X ) T 1302.09
OMNIbUS ClaiM......c.coeeeeeccecce e 2173.05(r)
(@ o ] o= 608.01(1)
Patentably diStinCt..........covvevenecnieneeeeerenas 706.03(k)
Plant application ..........coovcevveeeeenneseeseseseeeeenens 1605, 1610
PLUFEL.....coceeecece e s 706.03(k)
Priority (See also Foreign application) ...........cccceuee. 201.13,
....................................................................... 201.14(b)
Product, FUNCLIONEL..........ccniemnieeiceiee s 2114
Product by process.......ccccocveeeerreneen. ....2113, 2173.05(p)
Prolix (See aso Indefinite claim)........c.cccccecvennnee. 2173.05(m)
Reference numeralsincluded.............. 608.01(m), 2173.05(s)
Reissue application
NUMDBENNG ..o 1453, 1455,
Original claim subject to reexamination..................... 1440
Printed in Official Gazette........c.cccoveevevveccrrercneene 1455
Sameinvention asoriginal patent..........cccoceeevenne. 1412.01
Underlining and bracketing..........cccoceceveuninenee. 1453, 1455,
REECHION ... 706, 2121 to 2186
Relative terminology ........ccoveeeeenmeemnseeesersesernenens 2173.05(b)
Renumbering at iSsU€........ccovvveererevecenenes 608.01(j), 1302.01
Renumbering dependent ...........cccceueueve. 608.01(n), 1302.01
SiNGIEMEANS.......coireerrr st 2164.08(a), 2181
SiNGle SENLENCE......c.vcriereererieeree e 608.01(m)
Species, how recognized..........coccceevunene. 806.04(e), 806.04(f)
Species (plural) added...........cccoveeuniennnes 809.02(d), 818.02(b)
Statutory requiremMent ........cocevevevererereresereresesesesenenes 608.01(k)
Subgenus (Markush type) .........coueveernereenernenns 2173.05(h)
Subject matter eligibility .........covvenerncnecrrecinees 706.03(a)
Suggested for interference.........ccooveeeveeenee. 2305 to 2305.04
Faillureto Make ........cccoevvvevevevininerecesesseceseseseseens 706.03(u)
TIMEIMIT o 710.02(c)
Summary of invention, consistent ...........c.cccceuvene. 608.01(d)
Terminology basisin description............c.ccccee.... 608.01(0),
...................................................... 2173.01, 2173.05(a)
UNSUPPOITED ... 2163.01, 2173.03
LS =T o = T T 2173.05(q)
Vague (See also Indefiniteclaim) ........ 706.03, 2171 t0 2173
Varying SCOPE.....ccvuverererererererereresereenens ....608.01(m)
With motion granted in part...........eeeneeeneeenneeen: 714.20
Withdrawal of appealed claim..................... 1214.05, 1215.03
Claim presented corresponding to claim of patent (See also
INterference)......coveeeeeeeeninnenns 710.04(a), 2306 to 2308.02
After allOWanCe........cooveerereeerrereeee e 2307.03
Appeal Of rgeCtion.......ccoeeveveverrcnreseerreeeeens 1205, 1210
| -17

Sec. No
Commissioner’ sapprova if outside timelimit.............. 1003
Disclaimer rgfection ........ccccvvececnveneesesenessesesenens 706.03(u)
Interference pending...........ccocceevveeeererecseseseseeennns 2364.01
Late amendment..........coeeerereeerinenesessereseeeseseeieeene 714.19
Not areply to Office action..........c.cccunee. 711.02(b), 2307.01
Origin must be stated.........cccevvenrerneneenereseeenenenns 2307.05
Patent filing date | ater than that of application.......2306.01
Patent in different Technology Center...........cccceevrenenas 2306
Period for reply......ocveeneecneenerscrnenns 710.02(c), 710.04(a)
Prosecution Closed..........cccveeevecereeeniceninns 714.19, 2307.03
REECHON ...t 2307.02
Rejection, Failureto reply to.......ccccveveenennnenns 706.03(u)
Rejection, Primary examiner’sattention.............cooueeene.. 1004
SPECIAL ...t 708.01
Timelimit for reply ..o 710.02(c)
Claiming sameinvention...........ccccceeeeveunee. 706.02(f), 706.02(k),
....................................... 706.02(1) to 706.02(1)(3), 715
ClasS, SCOPE....cvvrrrererereetnressssssesessssssesessnens 903.02(b), 1302.14
ClasS, tranSfer ... 903.05
Class defiNitioNs.........cccceurrenreirereeeereee e 902.02
Classification (See also Patent classification).......Chapter 900
Application (See Classification of application)
BASIS .. 903.02
BUITELIN <. 902.04
DEfiNItiONS ... 902.02, 902.02(a)
DESIGN ..ot 903.09(a), 1503.01
Examiner (See Classification examiner)
FOreign Patents.......ccocoveereneenenenisnesssessssssesesens 903.03
Index to U.S. Patent Classification...........ccccoeurenee. 902.01(a)
Classification, International .............coevevevernencerencen. 903.09
INAICES ... 902.03
INFOrMALiON ... 902.03(a)
Insight on USPTO Loca AreaNetwork................ 902.03(c)
INEEMNELTIONAL ... 903.09
Issue classification slip, PTO-270 (See also Form letters
aNd fOrMS) ..o 903.07, 1302.10
Locarno International............ccveeereerereenereeneeeneeenes 903.09(a)
V= = o YO 903.07
MBNUA ... 902.01
Patent classification Home Page on the Internet.................
.................................................................. 902.03(a), 903.06
Nonpatent Hterature ........oceveeeereneseerenesserereseeenens 901.06
NUMENCal INAEX.......ccreerererrereee e 902.03(c)
L@ (0 (< £ F TSRO 902.04
Patent, Change oOf ..........coorrrrnrneserreeerereeieene 903.05
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Classification examiner---Communication via Internet

Sec. No.
Patent Classification Home Page on the USPTO Intranet
............................................................................... 902.03(b)
PrHNCIPIES. ...t 903.02
REVISION ...ttt 903.02(a), 903.02(b)
Rules governing applications...........ccouenereenernenas 903.08(e)
Statutory authority .....cccceeeecrnerensereseeseseeeseseseenens 903.01
SUDCIASS [ISES....cucvevieiceeireree e 902.03(c)
Classification examiner
Decision on classification................. 903.08(d) to 903.08(f)
Patentability report ........ccovveeeeverereeereseseeerereseees 705.01(a)
Classification of application ....Chapter 900
Allowed application........cccccceeerenennnns 903.07 to 903.07(b),
................................................................ 1004, 1302.10
Amendment affecting.........cccccvvnereneneenneneneens 903.08(c)
BOrderling......ccuveeceececeesee s 903.08(a)
BY apPliCaNt.....ccovierrceercee s 601
Cross-referenCing .....ccveeeneeceneeeeneremserseerseersesenneaens 903.07(a)
Decision of classification examiner.........c.cococveene. 903.08(f)
Disputed.........c...... 903.08(a), 903.08(d), 903.08(f), 903.08(g)
Filewrapper data.........cccoceeennnneeeseesse s 719.03
Improperly classified........c.covencnencnseenenenns 903.08(a)
In another Technology Center at allowance....................
..................................................... 903.07(b), 903.08(a)
New application, by Office of
Initial Patent Examination................. 903.08(a), 903.08(e)
New application, by SPE...........ccovovvvnrereneinennns 903.08(b)
Post classifier......ccoovevreccrcrnnne. 903.08(e), 903.08(f), 903.10
Preliminary ... sssssssssenes 601
RUIES QOVEINING.....ceerieererreeireeireeneiessei e 903.08(e)
Transfer to another Technology Center.............. 903.08(a),
........................................ 903.08(d), 903.08(g)
Classifier, POSt.....cccccourneeneneeneneinenns 903.08(e), 903.08(f), 903.10
ClEaAN COPY ..ot 608.01(q), 1302.02
Clearance for new law interpretation............ceovveeeererennens 1208
Clerica staff (See Technical support staff)
CloSe Of PrOSECULION.......cccveveeereieieieieieeeis et 130
Closed prosecution except for formal matters 707.07()),
....................................................... 710.02(b), 714.14
Prosecution Not CloSed........cccvveeecneneveerreseeeenn, 707.07())
Closing of Patent and Trademark Office 201.13,510

Code of Federa Regulations (CFR) (See also Rules, Patent)

.................................................................. Introduction, App. R
Title L CFRPart BL.....cocvvverieeeeresese e 2422, 2423
Title 10 CFR Part 810 ......ccoueeeeeereereiretiseseesseesessseesenssseens 140
Title 13 CFR Part 121 ... 509.02
TIIE IS CFR A8 ...ttt 103
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Sec. No.
Title 15 CFR Part 15 ... 1701.01
Title 15 CFR PartS 768-799.......c.cccveueeeeeeerreerseerseeereneens 140
Title 22 CFR Parts120-130.......ccuuueureeeeeerineereerseeeseeereneens 140
Title 37 (See also Rules, Patent) .........cccccevveneae Appendix R
Title 41 CFR subpart 101-20.3 Cited.......c.coevereerernereeerenene 510
Coinventor, Power of attorney ..........cocoeovevvervrereresenenens 402.01
Collateral estoppel (See also EStoppel)......cccovvevecvruenee 2012.01
REEXBMINGLION ...t 2259
Combination, Old (See also Restriction)........ 806.05(b), 820.01
Combination and aggregation.................. 2173.05(j), 2173.05(k)
Combination and subcombination............ccccevverennn 806.04(c),
806.05(a), 806.05(b),
806.05(c), 903.02(b)
Comments on tests or examples........cccoeveeee. 707.07(1), 1302.14
Commercial activity ason sale (See also On sale)...........cu.....
................................. 706.02(c), 2133.03 t0 2133.03(e)
Commercial exploitation ason sale
(CEEE Ko T 0l 1" ) H i — 706.02(c), 2133.03(e)(1)
Commercial success of invention, affidavit alleging
(See adso Affidavits, traversing rejections).................. 716.03
Commissioner, action requiring attention of
Failureto identify claim as copied
fromapatent.........cccoevveeeenenccersee e 2307.05
PELition TOr @CCESS......c.vvviieeerereeie s 103
Commissioner initiated reexamination...........cccccovveeecerenenee 2239
Commissioner’s
Approval of power to iNSPECt.......cccovvvvevereererereeenens 104
Authority and functions.................... 706.03(b), 708.01, 709,
................................... 711.02, 714, 719.01, 1001, 1002
DECISIONS ..ottt Introduction
Notices (See also Publications)........... Introduction, 707.06
Orders (See also Publications)............. Introduction, 707.06
Common applicants............c.c.eeu.. 715.01(a), 706.02(f), 706.02(k),
........... 706.02(1) to 706.02(1)(3), 709.01, 2137
Common disclosure, parent and continuing
210 0] Tz 11 0] 1 120, 201.11
Common ownership ............. 706.02(k), 706.02(1) to 706.02(1)(3),
............................................................................... 2137
Conflicting claims .......ccccoevvevevcrserecesereeeens 303, 706.02(f),
................................ 706.03(k), 709.01, 804, 822, 2302
Common representative for international
F=10] o[ Tor= 1o o OO 1807
Communication with suspended or excluded attorney
(o] =0 [ | OO 105
Communications, official mailing addressfor ............c....... 501
Communication Via INterNEL..........oeureerneeerneeeeneenereereeene 502.03



INDEX

Companion case, retention label--Continuation

Sec. No.
Companion case, retention label...........cocoeoevneerennennns 1302.07
Comparative tests (See also Unexpected results) ..... 716.02(b)
Comparison of New drawings..........ccceveveererereerernenens 608.02(b)
Complete application............... 201.03, 506, 601.01 to 601.01(g)
Complete British specification.........ccoveneveenecenieeennenen: 201.15
“Comprising” astransitional phrase.........cccoeeeevrenens 2111.03
“Comprising” in Markush claim..........cccccoce..... 2173.05(h)
Compact disc submissions...........ccccvuneee. 608.05, 2421.04, 2425
AMENAMENESTO.....ccveeeeeeeeeeeeeeeeee e 608.05, 2426
COMPULEr PrOgramS ......cecuverereeerereseeereressnenes 608.05(a), 2425
REQUITEMENES.......cececveecretreeee et 608.05
Sequence ListingS......coovvevvverereneresenens 608.05(c), 1823.02,
......................................................... 2420, 2422.03, 2424.01
TADIES ..o 608.05(h), 2424.01
Computer programs or software
Adequate disclosure
Affidavit practiCe.......ocvvveerrcnsercneneeseeeeens
BESEMOUE ...t
Deposit Of [IStINGS......cccvvereecrreee s
ENablement ...
Patentable subject Matter ...........coeveeerrencrneerreeerenens
Undue experimentation..........ccevceeveneeeeneseseeenenens
Written description
CoNCealMENt......coeeeerrreeeee et 608.01(h), 2138.03
(@{0]510'= o 1] FENNN 715.07, 2138, 2138.01, 2138.04
Concordance, International and
United States classification..........cocveneenecnieceneenen. 903.09
Concurrent Office proceedings.........cccccveeeeeseresnenennns 2282
Conduct of reexamination proceedings..........coueeeeeeeerrenas 2254
Confidential citation of prior art ..........ccceeeeevrerveennnen.
Confidential material ..........cccveeveerereerineerenenn.
Confidential material submission .
Confidential party of iNterest........oocvvereereeenieenns
Confidential status of application..........ccccoceeee... 101, 706.02(f)
Same applicant .........ccccovevevenne. 706.02, 706.02(c), 706.03(K),
............................................... 709.01, 804, 822, 822.01
RUIE 1.53()....ceeeeereerereerereerersesesesessesessessseassesesenenss 201.06(d)
Confidentiality, pending applications.................... Chapter 100
Confidentiality of international applications............c.ccceuu... 110
Confirmation NUMDEY .........cccuiurirereeirereee e 503
Conflicting applications, sSame assignee..........coccvveerereenes 303,
........................... 706.02(f), 706.02(k), 709.01,
........................... 715.01(b), 804.03, 822, 2302
Conflicting applications, same attorney .............. 2309.02, 2305
Conflicting oaths or declarations............c.coveeereeenieeenienen: 201.03
-19

Sec. No.
Congress, Inquiry on status of application
by member Of ... 203.08(a)
Conservator, Authority recorded..........cccovvvvverrerecrennen. 400.02
Conservator, Legally incapacitated inventor.................. 400.02
“Consisting essentially of” as transitional
1= 1S 2111.03
“Consisting of” astransitional phrase.........ccccocccvuene. 2111.03
“Consisting of” in Markush claim..........cccccoevvnnnne 2173.05(h)
Constitutional basisfor patents...........c.cccoveereenn. Introduction
Constructive election (See a so Election of species)................
...................................................... 818.02(a), 818.02(c)
Constructive notice to patent OWNET..........cccoveererirerererennen. 2230
Constructive reduction to practice...........ceveeereerereereenn. 715.07
Consular CErtifiCate .......ouwmemmriireerree e 604.04
Consular certificate, Foreign executor or
F=T0 [0 g TR TES =1 o] N 409.01(b), 409.01(d)
Consular certificate, OmMiSSioN Of .........ccveerveerererrenn. 604.04(a)
CoNSUIAr OFfICEN ...t 604.04
Content of reexamination reqUESL............ccovveveerrererseerrerenns 2214
ContinuatioN ........coceeveeeereeesnnnns 201.06(c), 201.07, 601.01(a)
Assignment carried from parent............cooeereneen. 201.12, 306
Continued prosecution application (CPA)........... 201.06(d)
COPENTENCY ...ttt 20111
DEfINITION ..ot 201.07
Effective date........oovierreeereceerece e 20111
File wrapper continuing (FWC).......ccoeovevevrenene. 201.06(b)
File wrapper Notation ..........cccceceveveeeeneneesereseeeenens 202.02
Final rejection on first action ..........ccceeeceeeennnenns 706.07(b)
Identification on letter of transmittal ..........cccccoovereeenne. 506
Inspection oOf Parent...........occcvveeeenrensssneseseseseseeeeenens 103
International application.........c.ccoeveeeevereceeeserereenenn. 1817.02
International application as parent .............. 201.11(a), 1895
Inventor, at least onein common...........ccccceeeeeeennnee. 201.11
N[ T = = 201.07, 608.04(b)
Oath, delayed filing .......cocoererenererereereereereeees 602.05(a)
OWNEISNIP .t reaeeas 201.12
Parent application datain specification..................... 202.01
Parent application data noted on file
WEAPPET .. ettt sesesesesessseseens 202.02, 1302.04
Reference to parent application............cceeeeeveveecinnnn. 20111
Reference to parent application inadvertently omitted.......
.................................................................................. 1302.04
REISSUE........ceeeirercc e 1451
RESIITCH 0Nttt 819
RUIE 1.53(D)...ceureeerrererereserereireeeiseeseseeseseesessesesesesnens 201.06(c)
RUIE L.53(d) c.vvueeerreeeneerenerrese e seesesessesesseseeseseenes 201.06(d)
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Continuation-in-part---Correction of drawing

Sec. No.
Rule 1.60 application, FOrmer.........ccoccnveeniremnernenas 201.06(a)
Rule 1.62 application, FOrmer...........cccoeveerereeneennes 201.06(b)
Secrecy order in parent application ...........cceeeereveeeeernnne. 120
Sole fromjoint inventorship........cceevvvevvcesiinenens 201.07
TiMETor filiNg ..o 20111
TIIE e 20112
When patented, opens parent application
to public inSPeCction.........ocovvevvvvenesvsessvisenne 103
ContinuatioN-iN-Part ...........ceveerererrereereeeneenns 201.08, 601.01(a)
Assignment from parent does not apply ......cccceeeeererenee. 306
COPENAENCY ..ottt sesanees 201.11
DEfINITION ..ot 201.08
Effectivedate.......cccovvnererereeereennne 201.11, 706.02, 2133.01
File wrapper continuing procedure...........ccocvee...

File wrapper notation
Filed by assignee.......ccccoeeeeeeninreeenenenns
I dentification on letter of transmittal
INSpection Of Parent.........cccoveeevveeeervenseessesseseseseeens
International application.........cccccoeeeevevecrsereerernnens
International application asparent ...........cccvveenns
Inventor, at least onein common...........ccceevevevenencne.

Rejection over published priority document........... 2133.01
RUIE 1.53(1)....ceereeereererrerereererseresesessessseessseessesensenenss 201.06(c)
RUIE 1.62, FOIMEX......c.covereeerereeeerereseeisesesesesesenseeees 201.06(b)
Solefromjoint iNventorship........ccocveeeeeseneerseseneeneas 201.08
TiMETor filiNg ..o 201.11
1= 2T 20112
When patented, opens parent application
10 pUbIiCINSPECLION ..o 103
Continued Prosecution Application (CPA)
..................................... 201, 201.06, 201.06(d), 201.07
Amendments before first Office action.................. 714.01(e)
Application NUMDET...........ccccovvvrcrrecce s 503
Assigneeright to take action...........ccceeevvevvvvesessinennns 324
Certificate of mailing or transmission ..........cccveeereeeeneenes 512
Complete non-provisional application.........c.ccc...... 601.01,

Continuation-in-part not permitted

Continuity With parent...........covevennernenerneserneenneens

CorrespoNdenCe ........ceveeeererenrereereresseesesessenees

Cross reference to previous application.......202.01, 202.02

Express abandonment of prior application..........cccceevvenns
.................................................................. 711.01, 711.02(b)
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Sec. No.
Asof thefiling date...........cccovevvernernencnicninns 2164.05(a)
Reissue appliCation.........occceverereeinenenseeereseseeeseseeees 1415
FOreign Priority ....cccceveveeeserese st 201.14
Improper CPA treated asRCE .................... 706.07(h)
Information disclosure statement in parent.......609, 707.05
Inventorship
Patent term..........ccccovvvennee
PrIOMTY ..o
Reexamination proceedings, CPAs not permitted................
............................................................................. 2271, 2272
Restriction requirement in prior application................... 819
SUSPENSION Of ACION ... 709
Continuing application................. 120, 201.11, 1302.12, 1302.04
Continuing data (See al'so Cross-noting) ..........coeeeeeeenen. 202.02
Continuity between applications..........cccovvevverereceennn. 20111
Control of inspection by assignee..........ccoeevvevevveeesnnns 106
Convention, International (See also Treaties) ............... 20113
Converting inventorship joint to sole................ 201.03, 201.06,
............................................................... 201.07, 201.08
Converting inventorship soletojoint.......c.cccccoeeeeennas 201.03
Converting nonprovisional and provisional applications
......................................................................... 201.04(b), 601.01(c)
COPENAENCY ...ttt 20111
Copending application, reference brought
UP TO AL ...vereecerce e 1302.04(f)
Copending U.S. application
Duty of discloSUrein........cccceveveceerereeerereeeenes 2001.06(b)
Common OWNErShiP ....cceceeeeeeee e 706.02(1)(2)
Different inventive entities ..........cccocvvevercrreenn. 706.02(f),
.................................................. 706.02(k), 706.02(1)(3)
Copied patent claim (See Claim: Copied from patent)
COPIEr COPIES ....vvvererererererernieressssieresssssesesssssssesssssesesesssasesenns 714.07
Copies of prior art in reexamination request..........cccceeu.... 2218
Copy of foreign application, certified........c.coovevrrerrnnne. 201.14
Copy of printed patent in reexamination............c.ceceeevruenee 2219
(0] o)V o] {0 [ £
COPYTIGNES....ocereeercreeree e
Correction Of drawWing.......ccceveeeeerereseenesesssreseseeenens
Approval by examiner
Corrected StaMP ..o
Deferrable.......oorenrcerreeeenenes
NEW MELEEN ...
NOt APPIOVEd ...ttt
1O 6 1= o (o] U OU RO
Required by drafting ..........cooeveeenenneneneneneeneeens
SEPArate |ELEN.......cveveeeecerereee s




Correction of inventorship--Customer Service Window

Sec. No.
S G [ o OO 608.02(v)
Correction of inventorship
PN o] o] o= 4 o] o TR 201.03
Consent Of aSSIgNEL........cccevvrevvvererrsressse e 201.03
Continuing appliCation ..........ceeeereeerseserreerreenneeens 201.03
In a patent
By acertificate of correction...........ccccoevveveererecrennn,
By filing areissue application
Joint to sOle ... 201.03, 201.06, 201.07, 201.08
S0Ieto jOINt......ccvreerereerecerenene 201.03, 201.06, 201.07, 201.08
Correction of name........ccccovevevvenne. 201.03, 605.04(b), 605.04(c)
Correction of patent.........cccceeieeeeneeeeseeeinnns Chapter 1400
By reexamination (See Reexamination)
By reissue (See also Reissue application)........... 1401-1470
Certificate of correction ..........eceveeenecreerreenenenn. 1480-1485
Statutory disclaimer (See al'so Disclaimer; Termina
iSCIAIMED) ..ot 1490
Correction of reference citation...........ccc....... 707.05(g), 710.06
Correspondence
Address of PTO......correrrreee e 501, 502
Addressin secrecy order applications............cccoueeeene. 120
Address, official Mailing.......c.cccoeeevvenrenirnecsnereerrenes
Address, when power isto alaw firm
ASSOCIALe ALLOIMEY ....cveeeerereiresesee e
Boxes (See also BoX, Mall) ...c.cceveecenieceniecenieeerseerseeenes
Continuing application ..........coeevrereereresseeenenens
CrossiNg iNMail......cocccnirereerrece s seesesaeeas
Duplicate filings......ccocovveenveecnnnnns 403, 502.04, 714.01(a)
Electronic mail ................. 502.03, 713, 713.01, 713.04, 713.05
Facsimile transmiSSioN..........cvcreeneecenseeenseeeeeseenenes 502.01
I dentifying with issue batch number................. 502, 602.03,
............................ 608.02(b), 608.02(q), 1303.01, 1309
MaintenanCe fEe ..o
Plural @ttOrNEYS.....ccevveeererireeeererersesieesesessesesessssseeseees
POSt ATTOWENCE........cecerierercereeireeireeeree e
Receipt and handling .........cccoeeevvenenvnieccninnnes
REEXBMINGALION ...
Signature reqUireMents..........coeveeeeveresesereresnenenes
With whom held
Counter-terrorism inventions, special status
CoUNtiNG ACLIONS.......ccreeerereererreser e
Countriesfor foreign priority......cccceveeeevrerreereseesesenenens
COUNLTY COUBS ...ttt sse s sseseanens
(0¥ 10 ] 1SRRI Introduction, 509
Court decision
CertifiCat Of ..o 1216.01
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Sec. No
CItation Of ... 707.06
Dissemination Of .........coceverncrneneneneereeneeeee s 1720
Treatment Of ... 1721
Entry in patent file ......ccvieecceercsessee e 2207
Court of Appealsfor the Federal Circuit (CAFC).....c.coovneeenee
.............................. 711.02(b), 1002.02(k), 1002.02(0),
1214.06, 1216, 1216.01, 2279, 2358
Court papers, service on COmMmMISSIONEY ........cccovvvvrererinnen. 1216
Court proceedings (See Legal proceedings)
Cover sheet — provisional application..................... 201.04(b)
Criteriafor deciding reexamination request...........ccoeuvunene. 2242
Cross-noting
Data of parent application on
LTV =To] 1< SO 202.02, 1302.09
Data of provisional applicationin
SPECITICALION.....ceereeres s 1302.04
Data of provisional application on
LR o] o 1= O 202.02
Dataof related application brought up
LL0J 0 = = USRS 1302.04(f)
Data of related application in
specification.......ccovvvererecenerenes 201.11, 202.01, 1302.04
Foreign application cited in an
application oath.........ccccovvvvvevesvseresisienns 201.14, 202.04
Foreign application, file Wrapper...........cccoveneceneeennns 202.03
Inoriginal patent file of reissue
F=10] 0117z 1o o TR 202.05
Cross-reference
Addition Of PateNt ... 905.02
Another application (See aso Cross-noting)......c.c.coeevevenes
........................................... 202.01, 608.01(p), 1302.04
................................ 903.02(c)
903.07, 1302.04
.......................................................................... 707.05(e)
....................................................... 903.06(a)
....................................... 903.07(a)
OFAENTNG ..o 903.06
Required for al claimed disclosure .........ccccoovvneeee. 903.07(a)
Crossed MailingS.....coccccvrveeeneree s 714.05
Customer numbers 403, 711.04(c), 2540
Customer Services Division...........cccccue.... 104, 508, 608.02(c),
.................................................... 608.02(h), 719.01(b),
............................................. 719.05(a), 905.02, 905.03
Customer Service Window.........cccccvrenecueenen. 103, 502, 714.13
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MANUAL OF PATENT EXAMINING PROCEDURE
D-10 notice---Denial of request for reexamination

Sec. No.
D-10 NOLICE ..vvereeerereerereeeerseeerseseseseeesessesensens 130, 1304, 1304.01
D-11 NOLICE ..t 1103
Damage, Proof of irreparable...........ccocoeevevecccererccenne, 409.03(g)
Databases (See Electronic databases)
Date
AMENAMENt ...t 502, 505, 511, 512,
.......................................... 710.01(a), 710.05, 714.18
Citation of foreign patent ..........c.ccoveue... 901.05(a), 901.05(b)
CONVENLION.....coveeeeeeeeereeeee et 201.13,201.14
FIlING oot 201.11, 502, 503, 505,
........................................................ 506.02, 1002.02(b)
Filing, Refusal to accord.........c.ccccveeernnnn 506.02, 605, 2133
Foreign application (priority)............. 201.13, 201.14, 201.15
INVENETON....otitct s 2137,2138
Maintenance fEeS dUE...........coenrreniereneereereereeeseas 2506
OFfiCEACLION ...ceeevec e 707.11
Office TAMP .. 502, 505, 506, 714.18
Reference.......ocoveveevvcenenceneen, 706.02, 707.05(e), 707.05(f),
.................................................. 715, 715.01, 715.01(c)
Technology Center Stamp ......coeveveeeveverereresereseseseseens 714.18
Date entered 0N drawing........cocveerreeereceneeeneenseenens 608.02(0)
Date of execution of 0ath..........cccvveeveverreccricenienieeiene 602.05
Date stamp, Technology Center........cccocoeeeererennnas 714.18, 1303
Death of attOrNEY .......ccccvviereieeseceecse s 406
Death of inventor (See aso Administrator
(o] Qw0 | (o] R 409 to 400.01(f)
Deceased inventor
Allowance not Withdrawn ..........c.cccvennenccsnenencenns 1303.03
Legal representative, proof of authority oOf...........ccccceeurunnee.
................................................................ 409.01(b), 1820(a)
Legal representative refusesto sign.........cceeeeeene. 409.03(c)
Deceptiveintent (See also Fraud; I nequitable conduct)
BioteChnolOgy ProCess...........ceeneernieeenseennernenas 706.02(n)
Foreign filing licenses........cccovvvvverenenreninnens 140, 706.03(s)
[T 01VZ= 100 ] £ 1T o J T 201.03
REISSUE........coieieiiceie ettt 2012
Decision
By Board of Patent Appeals and
INtErfErenCesS......ccveereeereeeereeree s
Dissemination of
Reconsideration Of ..........cccccvveniernenecerenenseeens 1214.03
Treatment Of .......coceeeereerreereeree e 1721
By classification examiner ............ocoevveveerreresrennn, 903.08(f)
By primary examiner on interference motion................. 1004
CItALION ...t 707.06
Governs examiner’ S action ...........cceeerreecenenas Introduction
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Sec. No.
LIStEA ..ot Appendix I
On interference MOLioN ...........ccverereneeresenecneeeneeeens 2340
Ordering reexamination............cccceeveerenereenenessessesenens 2246
Public avail@bility.........cocreeureecireerirenesereereeeseeeseeeseieenas 103
PUbliCation Of ........cccrrrrrrerceer e 707.06
Reexamination Rehearing reqUESL..........cooveerereeeeerenenes 2240
Submission iN reexamination............ccerecereeceneeseneeeenees 2282
Declaration (See also Oath) ........cccoovvvvvvvvvrenssrissren 602
ATLEr QPPEAL........ e 1211.02
AMENAMENE ... 602.01
AtAChEd ... 605.04(a)
Change of inventorship ........ccceeeeneennesesneennns 201.03
Copiesfrom prior application................ 201.06(a), 201.06(c),
.......................................................... 605.04(a)
Date Of EXECULION......c.rvuceeeerceeireeeireeseseseee e 602.05
DEfECHIVE. ... 602.03
Delayed filiNg ......ccceereerreereerreeresese e 506
Facamile.......ccooenienincreeseeenes 502.01, 502.02, 605.04(a)
Foreign priority applicationslisted..........ccccovrvrrnne. 201.14,
.......................................................... 201.14(c), 202.04
International application...........coocrvecrreeereenes 1893.01(a)(1),
....................................................... 1893(b)(1), 1893(e)
Inventor refuses to sign or cannot be found.................. 603
1Y/ Vo R o 409
NON-ENGIISN.....ceiiiieiirecrree e 602.06
Plant patent application.........ccccevverernenseeneseseenenenas 1604
Reissue application .........c.ccoenveveenenecerennnne 706.03(x), 1414,
................................................................ 1414.01, 1444
Former Rule 1.60 appliCation...........ccuereveerecereeeenes 201.06(a)
SUDSEITULE. ... ettt 602.02
Declarations, confliCting........ccccoeeeerveveenneneieesereeenene 201.03
Declassified matter..................
Dedication to the public
Defective 0ath........c.coccrcrcrecreee e
Defects, correction of in reqUESL...........ccceveveceererecierenenns 2231
Defense, applications affecting..........c.cce..... 115, 120, 130, 140
Defensive publication citation...........ccccceeee.... 711.06(a), 1304,
.......................................................................... 1304.01
Defensive publication program............ccceeeeeeenne. 202.02, 711.06
Deferral of eXamination............occeeerecererenesesiseseseseseseeeeenens 709
Definition of Class.......ccccvverrrneccrrrceereeeeseeeieeene 902.02
Delayed filing of original oath.........c.cccoeevvvenecrrercnennnen, 602.05
Delegation of Commissioner’ s authority ............c......... 100101,
................................................................ 1002, 1002.02
Demonstration at iNterVieW.........ccvverrrrereeererereeeeenene 713.08
Denial of request for reexamination...........ccc........ 2247, 2247.01



INDEX

Department of Energy (DOE)--Deposit rules

Sec. No.

Department of Energy (DOE)........ 115, 150, 151, 157, 706.03(b)
Department of Commerce, Organization Orders
30-3A cited

30-3B cited
Dependent claim
REISSUE......coutetree et
Rejected when base claim is canceled
.............................................................. 608.01(n), 707.07())
Dependent claim, objected to when improper..........cccoeeeeeenenes
.......................................................................... 608.01(n), 706.01
DEPOSIt aCCOUNLS ......ocvevercreerecere et 509.01
AUthorizations.........cooceenneeccnnenecens 509.01, 601, 1302.04
Extensions of time..........coveoeveeneeeeneeenne 201.06(b), 706.07(f)
International applications.........cccceeeeervereenenn. 1830, 1875.01
[SSUE FEL....ouveeerereere e 1303, 1306, 1308.01
MaintenanCe fee......connrnnenecsierenenas 2510, 2515, 2522
PELItioN FEE.....ccveeerreere e 711.03(c)
REFUNGS.....ooveireet e 509, 607.02
Deposit of microorganisms (See also Biotechnol ogy)
.................................. 1605, 1823.01, 2402 to 2411.05
Deposit of CorrespondencCe...........ccveereeereeneeeeneesessesesenens 502
Depositions
Evidence.......cccoovvvenvenncnenccienn, 1901.02, 2001.06(b), 2013
OF EXAMINES ..o 1701.01
Deposit rules (See also Biotechnology) .............. Chapter 2400
Acceptable depOSItOrY .......ccovveveererereerreseeeseseseeerenens 2405
Background information..........ccceeeeeeivvevcenenecsenenennns 2401
Biological material, definition...........cccccevveecnnnninnnnns 2403
Biological material, made or isolated without
undue experimentation...........cccvvnerereresseenerennens
Budapest Treaty (See also Treaties)
Budapest Treaty depoSitories .......covevvrnsveeeerninnnens
Depositories, Current list of Budapest Treaty ............. 2405
Effective date........coocvcncenicncneeeeeeeeens 2401, 2402
Examination proCedures...........cveeveneeeeenesesssessenenens 2411
AFLEr grant .....c.cceveeeeeeseee s 2411.04
Application in condition for allowance
except for deposit......ccvvveevreeecrereeereseeens

Certificate of correction
Content of application regarding

deposited material ........ccveveereerneenenereeeneenns 2411.05
Need for 37 CFR 1.312 amendment..........ccoccereeeen. 2411.03
REISSUE.....coeeeeeirretee e 241104
Rejections based on deposit issue........ccccvereenee. 2411.01
Responses from applicant.........ccoveerercerecenieenn. 2411.02

Furnishing of SAMPIES........ccoeerrerreeireresesneseseeesesenens 2410
1-23

Sec. No.
ACCESS 10 UEPOSITS....couvrerrcrrererreeereeereeeseeeeeeenes 241001
Certification of accessibility of deposit................ 2410.02
Conditions of deposit .......ccceveveeeerereererrereeienienas 241001
Exception to removal of restrictions..................... 2410.01
Restrictions removed upon grant...........c..coeeeenee. 2410.01
Known and readily available biological materia..................
.......................................................................... 2404.01
Budapest Treaty deposit ......c.ccccceevvreerrrereneninnnns 2404.01
Continuity Of 8CCESS.......ccvurerrrerrreerreecrrereerereeenns 2404.01
Deposits certified asavailable.......ccocevvevcereenee 2404.01
Health, safety restrictions..........cccoeeeeevvccecinnnenes 2404.01
Indiciaof “known and readily available’ ............. 2404.01
Material capable of self-replication..........ccoccvveennee. 2403.01
Direct self-replication.........cccooevevnerrernenennnenns
Indirect self-replication
Need for adeposit .............
Plant Material .........oceernerrreneerrsceeereree e
Plant Patent Act, Relation to..........c.cooeevecneeceneecnnee 2403.02
Reference to deposit in application................ 2404, 2404.03
Implication, presumption..........cccccceecerenn. 2404, 2404.03
Requirementsof 35 U.S.C. 112................... 2164.06, 2404,
.......................................................................... 2404.03
Replacement or supplement of deposit ..........cccccevnneee 2407
After apatent hasissued..........ccoovvvevvreninnnene 2407.02
Exemption from replacement ...........cocooevneceneecnnee 2407.05
Fallureto replace........oveveeevevesecerenesesesesesisesenas 2407.03
In a pending application/reexamination proceeding........
.......................................................................... 2407.01
Reason for replacement ...........ccvenneineceneecnnens 2407.04
Replacement not recognized..........cococeveveveneninenes 2407.06

Treatment of replacement, presumption
of identity

SEEUS ...

Term of dePOSit.......ccovevevererrerree s
Budapest Treaty term.........cccocceveveeeensenseseseseessenenns 2408
Enforceable life of patent..........cccoceveenenneeeenenns 2408

Timefor making original deposit..........ocveeernerrererreenn. 2406
Assurance regarding deposit before payment

of issuefee 2406, 2411.03
COrrobOration..........occueerereecirereseisieesenes e 2406.02
Description in application specification............... 2406.01
During application pendency .........ccoveerrerseeenenenns 2406
Lossof U.S. filing date in other countries............ 2406.03
NEW MBLLET ...t 2406.01
Patent Cooperation Treaty applications....1823.01, 2406
POst-iSSUANCe AEPOSILS.......ccoveererereeerereseerereseeererenas 2406
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MANUAL OF PATENT EXAMINING PROCEDURE
Deputy Commissioner of Patents and Trademarks---Designation fee - PCT

Sec. No. Sec. No.
Viability Of dePOSIt .......ccerieerrieerrirerreeeeeer s 2409 [NVENTTION.....coiiiieiceee s 1501, 1504.01
Viability Statement........cccoceeevererveenrensneneseseseseseseenens 2400 Library collectionsrelating t0........cocovvveerecererenneee. 901.06(a)
35 U.S.C. 112 requirements........cccevereereennen. 2402, 2403, 2404 Modification, desCription.........c.ccovveeeeenereererereeeenn. 1503.01
Deputy Commissioner of Patents and Trademarks................... Multiple embodiments..........ccoevvreneninenenninenesereenen, 1504.05
................................................. 1001, 1002.02(0), 1203 Multiple parts of article.........ccccoovverrrcrrercrreenne... 1504.01(b)
Derogatory remark regarding prior art...........ccceeeveenne. 608.01(r) NEeW Matter......cccovvrveverereeererereeeeeeens 1503, 1503.02, 1504.04
Description N[0 77= L R 1504.02
Basisfor clam.........ccc..... Object, DeSigN fOr ... 1502
Computer ProgramiMing .........ceeeeeeeeseeerseressersesessesens . Offensive subject Matter...........ooereenieeenrreeeeens 1504.01(¢)
[ =T 1= o T Ornamentality, 1ack Of .......cccovevvevrerrerecrreenns 1504.01(c)
International application Patent Cooperation Treaty .......cccovveerrrersersesesseesnenens 1501
Design application .........coeceveeecenenisenensnnnns Patentability..........ccccrune. 1504.01, 1504.01(a) to 1504.01(e),
AlOWANCE.......oceceeeeeeeeececeereeeseeveesesieseereineeeeee ADOD e 1504.02, 1504.03, 1504.04
ANalogoUS @t ..o Petition, Special Status........cccoveevererereeeenene 708.02, 1504.30
Appearance Of ODJECL..........ccooveveevreecrsere e Photograph 1503.02, 1504.04
Application, elements of Preamble......cooeeeiee e 1503.01
Benelux Designs Convention (See also Treaties)................ Priority under 35 U.S.C. 119.......ccovurnerrercrrecereenneeenns 201.13,
............................................................. 201.13, 1504.20 st LOO4.02, 1504.10
Broken lines......ccoeeevevevennnn. 1503.01, 1503.02, 1504.01(a), Priority under 35 U.S.C. 120........ccccoevvrvrernne. 201.11, 1504.20
........................................................... 1504.04, 1504.06 References supplied.........cccoovevverenvcviesennnnene. 707.05(8), 1513
Characteristic feature ........ooveveeeeeeeeeeeeeeeeeeeeeeens 1503.01 Registration abroad............ccccveeeerrenerennne 1504.02, 1504.10
L = o O 1503, 1503.03 Request for Expedited Examination.............cccoeeveeeee. 1504.30
(@0 o | TP 1503.02 Requirement for restriction...........ccoceeeveveenrereeeenn. 1504.05
Computer generated iCOoNS.......ccoveveverererererererenns 1504.01(a) RESEFICLION. ... 1504.05
Compared to other intellectual property ..........ccoeceveeee. 1512 Rulesapplicable..........coovrrnencnercrccceees 1501
Convention, International .........ccccccvvevenene. 201.13, 1504.10 Scope of claiM....ccvvccerrecenne, 1503.01, 1503.02, 1503.03,
Copending applications...........c.cccccevereneee. 1504.06, 150420 s 1504.04, 1504.05, 1504.06
Copyright, Relationship to......c.cocovveververereresenesenesereenns 1512 SEACH ... 1504, 1504.02, 1504.03
DEfINITION ..ot 1502 SIMUIBLTION ..ot 1504.01(d)
Delay, ISSUETEE......cvvrreereeer e 1505 SPECITICALION......cvreeeeereeeer e 1503.01
DESCHiPtioN ..o 1503, 1503.01 Statutory bar, foreign application .........ccceeeeeeenenee 201.13,
DiSClaimer......cccveerereereneereneereeerenns 150301, 1503.02, 1504.04 e
DisClOSUre ..o 1503.01, 1503.02, 1504.04 Statutory subject matter
Double patenting.........ocerererreerreresesissrensseesesesssessenens 1504.06 Surfaceindicia.......c.coveeeeverenennnen,
Drawing ....cccoceeveveeeeernnenssesseneseessenens 1503, 1503.01, 1503.02, Surface ornamentation......................
....................................... 1503.03, 1504.01(a), 1504.04
Enablement ..o 1503.02, 1504.04 B = 10 11 [T
EXamination...........coecveveereceneeeneennne 1504, 1504.01, 1504.02, T € e
1504.03, 1504.04 Trademark, Relationshipto.......ccccoevvecvenevcceerencciennn, 1512
Expedited EXamination..........ccccoeeennennssssnnnnns 1504.30 TYPETONLS .ttt 1504.01(a)
Feature emphasized..........ccovenenrennnenenerseenens 1503.01 UNODVIOUSNESS.......coceererererierreetreet s 1504.03
(= 0 111 o TR 607 Visual CharaCteristiCS ..o 1502
FEE, ISSUB.....eceetreeeetereee st 1306, 1505 Design patent series (See also Patent).........ccccccvevvecvnne. 901.04
Foreign priority ......cccceeevveneninnnnnn 201.13, 1504.02, 1504.10 Designated OffiCe......cvvvvrererrirerrs s 601.04,
Hague Agreement (See also Treaties)......... 201.13,1504.20 s 1801, 1893.01(a)
INdefiniteness.........ocvveevevcerecereenes 1503.01, 1503.02, 1504.04 Designation fee - PCT .....c.occvenenrieensineerseeinenas 1817.01, 1827
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INDEX

Designation of states--Distinct, definition

Sec. No.
Designation Of SLALES.........cooerveeerneeerrerrererreeseeereeereeeens 1817.01
Detailed description (See Specification)
Determination of public use or on sale......... 706.02(c), 2133.03
Digest (See Cross reference: Art collection)
Diligence
ChartsSfor Priority .....ccoceveeeerereseer e 2138.01
Filing application .........cccceuveeecrnecceseseeeeseese s 2138.06
FiliNG FEISSUE ...ttt 1403
Interference PractiCe.........ccvenenreeeneenenerseerneernenns 2138.01
Of actions during regulatory review..........coccovevenens 2757.01
Of StatuS iNQUITY ..coovececeeeeeeeeeeee e
Reasonable ...
Shownin 37 CFR 1.131 affidavit
TO OVErCOME argeCtioN ......ccvuveveereeerereserereseseeesenens
Director of Technology Center......... 201.03, 201.14(c), 402.06,
......................................... 708.02, 714.01(a), 714.13, 714.25,
....................................... 715.08, 720.01, 804.04, 1002.02(c),
................................. 1206, 1207, 1208.01, 1214.04, 1901.06,
.................................. 2248, 2249, 2265, 2274, 2283 to 2286,
..................................................... 2301.01(b), 2303, 2303.01,
............................. 2305.04, 2306, 2307.02, 2307.03, 2309.02
FUNCLIONS......ceeceererce et 1002.02(c), 1003
TC 2600 ... ..o reerereereeerenrereeeireeeesseeseisesisesesenas 1002.02(c)(2)
TC 2900..... e reereeereeerenseseseeseeeeseeeesesesesensesenns 1002.02(c)(3)
TC 3640 ... eseseseneenenns 710, 1002.02(c)(1)
Director of USPTO (See also Commissioner,
action requiring attention of; Commissioner’s)....... Title page
Disbarred attorney (See Attorney: Suspended or excluded)
Disciplinary proceedings..........cccveerreerreeereeereenes 402, 501, 512
Disclaimer (See also Terminal disclaimer)
Co-author of publication...........cccccovveerenerccerenene. 715.01(c)
Copy required in reexamination.........cocoeeeevverereresererens 2214
Defensive publication...........cencnenseeenseneerenas 711.06
FOMMS ... 1490
Interference.........ooovrnvncneneneeeneens 2305, 2305.04, 2307.02
REECHON ...t 706.02(k), 710.02(d)
SEBIULOTY .ot 1490
TEMINGl......ocereerereeere e 706.02(k), 804.02, 1490
Disclosure (See al'so Specification) ........cccoevveeeereneernenenns 608
Abstract
ATAS e
AMENAMENE ...t 608.04, 1302.02
Amendment, Preliminary .........c.cococovvevveecenenccceenne, 608.04(b)
Best Mode (See also Best Mode) ................ 608.01(h), 2165
By whom and how made............cccoenrernencrnecrnecnnennns 2004
By Whom made...........cocoververerreces e 2002.01
1-25

Sec. No
Chemical compouNd...........cocveereeeneeeneeeeneeeeseeenens 608.01(p)
ClAIME.......coeciereeree e 901.03
Common, parent and continuing applications.......... 20111
COMPIELENESS.....c.cveverereieirierrie et 608.01(p), 2164
Computer programming CaSeS .........c.ewererrreereresennees 2106.02
Correspondencewith claims.........ccccceueee. 2163.05, 2173.03
Detailed description..........cccceecvvencsseseescneseeeens 608.01(g)
DOCUMENL.......ciiiieirieeiriee e 1706
DULY OF .o Chapter 2000
REEXAMINGLION. .....covuevceriereereer s 2280
Enablement (See also Enablement) .........ccccceeveevecvinnnee 2164
Foreign appliCation..........cccoievenenienencnisesceeeeseens 201.15
IMPIICIT e
Incomplete
Incomprehensible ... 702.01
Incorporation by reference (See also Incorporation by
FEFEIENCE).....vieercrrereeree s 608.01(p)
Insufficient.......c.oeeeevverecnerenee 608.01(p), 702.01, 706.03(c)
Later filed application...........cccccevvevcenenececeneseenen, 608.01(p)
Litigation information............ccceeeeereerenerenienensnenes 2001.06(c)
[ (= = T 2001.05
OPErability ...coeceeerreerreereereereeeeeeeeens 716.07, 2164.08(b)
Original claiM.......ccccevveeenreieeseresseens 608.01(1), 2163.06
Preliminary amendment...........ccccoeoveneinnnnnnnnenns 608.04(b)
Related applications...........coveevveerrecerennes 608.01(p), 1302.04
ReqUIreMENtS fOr.......ccveeerereee e 2161
Reservation Clause........cocccvveeenvencesessseseseseseens 608.01(e)
Restricted to claimed subject matter............cccune.... 1302.01
Secrecy order, Material SUDJECt 1O ......vecvveceneeererrecrenes 120
Sources of iNfOrmMation............ccvercreneeneseneeceneeenes 2001.06
Specification (See also Specification)..........ccceeevvennee 608.01
Sufficiency for CONtiNUItY........ccceeeeeeeeeereneennnns 20111
SUFFICIBNCY OF ..o 716
SUPPOIt fOr ClaIMS ... 2163.01
TOWHOM OWEQ......oiiiicreree e 2001.03
Trade name
Trademark .....
Utility .....ooeeee.
When made
Written (See also Written description)........... 2002.02, 2163
Disclosure document program............ceceeerseeeesersesesseeens 1706
Evidenceunder 37 CFR 1.131........cccoovevnenensenecenieens 715.07
DiSCOUMESY ....cvereerreceererese e sesessessesaesenes 714.19, 714.25, 1003
Dismissal of appeal .......cccvvevevvrerrrserrr s 121504
DisSpoSalS COUNLET ........ccoieemieeeiieerieeeee e 1705
Distinct, definition.........c.cooereencneeneeneeseseseesseeene 802.01
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Distinct inventions---Doubl e patenting

Sec. No.
Distinct inventions...........ccoceeeveeeeveuenen. 802, 802.01, 803, 806.05
Apparatus and product made.........cccoeeeererererennne 806.05(g)
Process and apparatus for its practice................. 806.05(e)
Process and product made...........ccccovveenvnencninnnns 806.05(f)
Distribution of Mail..........cccovririrnnerrrceerseeeereee s 501
Distribution Of PAPErS......ccccvveerereerrerees s esesenees 508
Division (See also Restriction; Election; Election
of species; Divisional application).........ccccevune. Chapter 800
Divisional application...........ccouevereenerrencrrenes 201.06, 601.01(a)
Applicant, ONE COMMON........ccevererreeerererserereresseerereees 201.06
Assignment carried from parent application............. 201.12,
.................................................................... 306
Continued prosecution application (CPA)........... 201.06(d)
COPENAENCY ..o esessssssesessnens
Delayed filing of oath
Design application..................
Drawing, Transfer of ..........cooevvrcnnencereneeeenen,
EffectiVe date.......covevveerrerecrecncsecseee e
Filed by @SSIgNEE......covcceveceeee e
File wrapper continuation (FWC)........cccccevvvvennns 201.06(b)
File wrapper Notation ..........c.coveeeveceneecenniennns 202.02, 1302.04
Inspection of parent application.............cccceevvereerenennennns

Inventor, at |east one in common
NEW MELLET......eeceeceecececeeeee et

(O 1 ¢ [ 201.06(a), 201.06(c), 602.05(a)
Ownership carried from parent application................ 201.12
Parent application data notation in specification .....202.02
Patented, Opens parent application to inspection........ 103
Reference to parent application...............c.... 201.11, 1302.04
REISSUE......couiiiree ettt 1451
Rule 1.53(b) 201.06(c)
Rule 1.53(d) 201.06(d)
Rule 1.60, Former. 201.06(8), 1302.04
RUIE 1.62, FOIMEX......c.cvveeeeerereeeerereseeiseseseeeseseneeees 201.06(b)
SIQNAUE. ...t 201.06(a), 201.06(d)
Solefromjoint inventorship........cceevvvvevvcssisennns 201.06
TiMETor filiNg ..o 20111
DNA (See also Biotechnology; Nucleotide sequences).........
Chapter 2400
................................................................... 2164.08
................................................................... 901.06(a)
SequenCe liStiNg......cooveevererererereneerereeenes 2422, 2424, 2431
Special statusfor recombinant.............cccoeveveierrenennas 708.02
Docket clerk (See Technical support staff)
DOCKEL FEPONT ...t 1704

Doctrine of collateral estoppel (See Estoppel)
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Sec. No
Doctrine of dedication to the public........ccocvvcrncnercnenn. 715
Doctrine of equivalents.........c.coc...... 2138.05, 2173.05(b), 2186
Doctrine of segregable parts..........ccoovveevevecccveressenenn. 1504.05
Doctrine of unclean hands...........ccccovveneereneneeerenenees 2010, 2012
Document
DISCIOSUIE......coeeeetiereeereee et 1706
Electronic (See also Electronic publications)....... 707.05(e)
Legal proceedings.......ccooevevverenenineneneneneneseseseseseseseens 1701.01
DOMESLiC representaliVe..........cveeerneeeenereesersesesseersesenns 302.04
Double correspondence............ococvvereeeerereneeenen. 403, 714.01(a)
Doubleinclusionin claim.........coccoeivvenccneneseesnenns 2173.05(0)
Double patenting........cccocvvverervnenensenereseseseseseseseens Chapter 800
Avoiding rejection.................. 706.02(k), 706.02(1)(3), 804.02
BASIS .. 84
Between one or more applications and a published
application..........c.ccvuue..
Claimed subject matter
Commonly owned cases, treatment ..........ccoeveeerennnne 804.03
Copending applications..........cccceveveeerererenneen. 706.02(k), 804
DEfINITION ...t 804
Design applications/patents..........covvereereeenee 804, 1504.06
Different inventive entities........c.cococevueene. 706.02(k), 804.03
Distinct and independent inventions.............cccccue.... 804.01
DOMINGLION ..ottt 804
International appliCations...........ccveerreeerreenenerreneereseereeens 804
ODbViOUSNESS tYPE. ... sssesesesssesesesssees 804
Plant appliCations.........cccceveveeenneceesseseeesssee s 1601
ReEXaMINaLiON ........ccoceevrererecieirereeeereseeieieenes 804, 2217, 2258
REECHON ...t 804
NONSEALULOTY ...ttt 804
ODBVIOUS... .ot 84
Prohibition, 35 U.S.C. 121 ... 804.01
Provisional........c.cocovneerereenenenes 706.02(k), 706.02(1)(3), 804
Specification, USE Of .......cccocerverecnrenrse e 804
STz 1101 (0] Y 804, 804.03
Rejection NUHITICaLioN ... 804.01
SaME 8SSIgNEL.....ocvercreerreee s 706.02(k), 706.02(k),
.................................................................... 804.03, 822
Sameinventor..........ccco...... ....806.04(h), 806.04(i), 806.05,
.................................................................... 822,822.01
Species and genus.........ocveeereeereeereeenn: 806.04(h), 806.04(i)
Subject matter not patentably distinct ..........cccccvvereeeee. 804
SubmissioNSto TC direCtOr......c.oceveeeneecereeereeeireeeens 804.04
Terminal disclaimer effect.........coovvvvvvcrenerineene, 706.02(k),
........................................................ 804.02, 1451, 1490
Inareissue appliCation........cocvvereeererenseeresenseeenenenas 1451
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Drafting notation--Drawing correction

Sec. No.
Drafting notation................. 507, 608.02(a), 707.07(a), 707.07(c)
Drafting Stamp .....coeevveveneeerrereeeennens 507, 608.02(b), 608.02(0)
DIaWiNgS....cooveceerericieesesess et ssssssssssesssnens 507, 608.02
Aditional ......c.oceeeeeeeeereeree e 608.02(h)
AMENAMENT ...t 608.02(p)
Amendment, Direction for..........ccoveevreeerrenecnennne, 608.02(q)
Amendment, Disposition of ordersfor................... 608.02(x)
Amendment support by original claim.................. 608.04(a)
Approval Stamp ... 507, 608.02, 608.02(h)
Brief desCription.........oocevveeenenesecneseseeseseseeenens 608.01(f)
Canceled figure ......ovvvevvevccveseceennnn, 608.02(t)
Canceled sheet.......ccoovvvvvvvcecicne, 608.02(t)
Canceled sheet, patent..........c.ccoovvenee. 608.02(i)
Canceled sheet, transfer 608.02(1)
(©0] [0 SO TT 608.02, 1503.02
(001 [o1¢=s o] F=" 0| AU 1606
COMPAITSON. ...euerevirerereereieeeieesi e eaees 608.02(a)
Completeillustration .........cccovvecenerenseseseneseeenenens 608.02(d)
COMPIELENESS.....cocvveeeceerreee et 608.02(e)
COMPULES [ISES ..ot 608.05
CONSISLENCY ...o.erverereneereeeereieesi e 608.02(e)
COoNtENt Of .. 608.02(d)
Correction (See also Correction of
(o = 1/ 1 10 ) RN 608.02(p), 1302.05
Corresponds with description ..., 608.02(f)
Date entered on back.........cocovevvvvecernenseereneneennes 608.02(0)
Delivered to wrong Technology Center..................... 508.01
Denied admiSSioN .........cccveeenneessseseseseseeesneeens 608.02(h)
Design appliCation.........ccceeeeieeenseeesrneerseerseennenes 1503.02
DISCIOSUIE ...ttt 608
Divisional application ..........ccccevevevenereveersesesrennens 608.02())
Drafting criticismincluded in
first Office action.........cocvevereecereeennee 707.07(a), 707.07(c)
Drafting NOtation .........ccoveevereeererenesenereneenens 507, 608.02(a)
Drafting stamp ......ccccevneee 507, 608.02(b), 608.02(0), 1302.09
DUPLICALE....ecveveveeeeeeteie ettt 608.02(h)
Examiner determines completeness...........ccccceee.... 608.02(e)
HTUSLrAteS ClaiM.....c.cvveececerereeeesreeee s 608.02(e)
Inartistic arrangement ...........ccccovveevenereveeseseseennens 608.02(t)
INfOrmMal ......cceeeeeceeeee e ....507, 608.02(b)
Informality, determined by drafting ............cccceveees 608.02(a)
International appliCation..........cccveeeeeeveresesenenesseeeresnnens 1825
Keptinapplication........ccooveeeevveiccnseseseseseens 608.02(c)
Kept in Technology Center..........ccooeeenreenininnnnns 1302.05(a)
Mail SECtiON SEAMP ....veveeeeeereee e 608.02(0)
Modification illustrated ..........ccovveeverrerererereneennen. 608.02(f)
| -27

Sec. No
Necessary for filing date............cocoveereeereeenieennns 506, 608.02
New drawings reqUIred..........ccccovveneernrereeenesenens 608.02(a)
New, handling ........cccceveveenrereerserce s 608.02(a)
NEW MELLES.......ceeiieerereeeeseerese e 608.04, 706.03(0)
New, When reqUIred..........ccverreeeneneneeneneeneneeneeenes 608.02(a)
NOLt FECEIVED ... 608.02(h), 1825
NOL FEQUITEM......veveeecee et 608.02
NOL FELUINEd ... 608.02(y)
ObJECLION.....e e 201.06(a), 608, 608.01,
........................................ 608.01(1), 608.02, 608.02(b),
706.03(0), 1503.02, 1504.04
Official Gazettefigure.........ccceeeeeeeseeseeesienenas 1302.09
Omitted drawings........ocveeeereerereeneseneeeneeeseeeesesenens 601.01(g)
Patented fille.......cooveirecrereerere e
Photographs
Placement in file Wrapper........ccccoeeveenneeenenenns 719.01(b)
Plant appliCation ..........ccoverneeeenernenernenerneenneeeneees 1603, 1606
Print (See also Print of drawing).........ccceoveveeerrerecererenes 506,
............................................ 508, 608.02(m), 608.02(n)
Priorart ..o 608.02(g), 2125
Provisional appliCation...........ccueveerneereneereeenecenieenns 608.02
Reference charaCters......covvvcvvencennensenesenens 608.02(e)
Reference characters, change..........cccooveveevvennas 608.02(w)
Reissue application ..........cccovvenenieiencnssensnsnnnns 1411, 1413
No longer transferred from original patent............... 1413
Removal from Technology Center ..........cccccvvvnnee. 608.02(c)
Review by Office of Initial Patent Examination (OIPE)........
......................................................................................... 507
Required by eXaminer............ccverenneneneeneseneeeneeenns 608.02
REQUITEMENES......coececereee e 608.02
REIUM oo 608.02(y)
SECHON [INES ..evveeieieeteeeie it 608.02(f)
SECUNLY MAIKINGS ....coevereeeereireeereeereeesee s 121
Sketch for correction........ccooceeevereeneee. 608.02(v), 608.02(w)
SUDSEITULE.......ceeeeeeerece e 502, 608.02(h)
Sufficiency, determined by examiner ..................... 608.02(e)
SYMBOIS ..o 608.02
Transfer in Former Rule 1.60 applications............ 201.06(a),
................................................................ 506, 608.02(i)
Yellow tag, PTO-1364.........coovnereneceneeeeneenereinensenenas 608.02(2)
Drawing COrreCtioN..........coveereeremenesseneseereeensesenens 507, 608.02(p)
Approval by examiner.............. 608.02(x), 608.02(q), 1302.05
Deferrabl@.......cceresecr s 608.02(b)
NEW MELLES ... 608.04
1O (0= g o PP 608.02(x)
REQUITEd......c.ceieeeeeeeieeeieee s 507, 707.07(a), 707.07(c)
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Sec. No.

SEPArate |ELLEN. ..ot 608.02(r)
SKELCH.....eceeeerecce s 608.02(v)
Drawing Review Branch..........cccovvoeeveccccnvnccceseseeenes 507
Dual correspondence...........cooueeevererereresesesesesenes 403, 714.01(d)
Duplicate amendments (See also Amendment) ......... 719.01(a)
Duplicate Claims........cccvverreererercenresesee s 706.03(k)
Duplicate foreign patents.........cocoeveveecnevensesesessessneens 903.03
Duplicate papersfor plant applications.................. 1603, 1605,
..................................................................... 1606, 1609

Duty of candor and good faith.................... 2001, 2001.03, 2733

Compared to duty to disclose material information.............

Information disclosure

Reexamination............coceveevencenencenecenes
Duty of disclosure.........ccoveeerrereccrerrerennenn.
After patent grant........ccocevvevvvnssseses s
AidSt0 COMPHANCE........cereereerrecereeree e
Candor and good faith
ChECKIISE. ..ot 2004
Compared to requirement for information...........c.ccceeeeverenene.
..................................................................... 704.12(a), 2005
Litigation information.............coceeervensenerensecinnnens 2001.06(c)
QUESLIONNAITE ...t es 2004
REEXBMINALTION ...t 2280
REISSUE........ceeiieieeeeeieteiee e 1414
Sources of iNfOrmMation............cecveeeeneeeneeeenerneneenenns 2001.06
TOWhOM OWE......cooieieriirereereeeree e 2001.03
Violation of, rejection of claimsin reissue application........
....................................................................................... 1448
WHhEN MAJE.......c.coiecieeeereeeee e 2003
WHhO NES....oiieicrc e 2001.01
E
Easily erasable paper .......ccoueune. 608.01, 714.05, 714.07, 714.19
Effective date
Declassified Matter ...........oovnneeenecneecneeeineenenens 707.05(f)
Reference patent..........cooceveneen. 706.02, 706.02(a), 707.05(e),
.............................................. 707.05(f), 715, 901.05(b)
Effectivefiling date
Continuing application ........cccccceeeeveunene. 201.11, 706.02, 708
ContiNUALT ON-IN-PAIt........cccouererrreerreeerrererrereereeersenens

Foreign priority effect
International convention (See also Foreign application;
L= 1) TR 201.13, 201.14, 201.15
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Sec. No.
PUBIICALTON ..o 715.01(c)
Election (See also Restriction;

Election of SPECIES)......cvvvvervvesrciereserereeeeeens Chapter 800
Action on nonelected Claims ........ccoovvcrneneccnnenccinenene 819
After multiplicity refection..........occveevecrieeneene 2173.05(n)
ATLEr FESIIICHION.....ceeeccreree e 818
Treatment of nonelected claims.........ccooeveverecneenennenenen.

.............................................. 706.03(m), 821 to 821.03
Applicant MUSt MaKe........ccoceeerrecrreerneeerereererseeene 818.03(e)
Between applications, Conflicting claims ...........cc......... 804,

............................................................................ 822,822.01
............................................. 818.02(a), 818.02(c)
............................ 818.01, 818.02(a)
....................................................... 818.02(a), 818.02(c)
..................................................................... 820.02
............................................................. 820.01
............................................... 818.02(c)
................................................ 818.02(a)

201.06(d), 819.01, 820

....................................................... 818, 818.03,

........................................ 818.03(b), 818.03(c), 821.01

WithOUL traVErSe......ccoeeceeecerecereieee et 821.02

Election of species

ACHON EFLEN .. 809.02(c)
Allowable generic claim lacking ..........cccveevercereneen. 809.02(a)
BESIS ..o 808.01(a), 809.02
Canceling speciesclaims............... 818.02(c), 821.01, 821.02
Design application..........cccovreereneneneneninenesesisesesesesenens 1504.05
IMPlEd....oeeeerreere s 818.02(a), 818.02(c)
Reissue appliCation .........cccverereneeeenseseeeseseseenenens 1450
Requirement.........coocoeevvevceeesensesenens 809.02(a), 809.02(b)
Requirement, prior t0 SEarch........c.ccceeeeeeenienenns 808.01(a)
Speciesclaimslacking.........coocereeeneene 809.02(d), 818.02(b)
Withdrawal of nonelected species..........cooveurene. 809.02(c)

Electronic databases..........ccocvevvereereneecnnnennens 706.02(e), 719.05,

............................................ 901.06(a), 902.03(e), 1730
Automated Patent System (APS)........ccovereverrenen. 902.03(e)
CasSiISCD-ROM .......coenrrnneeneeineeeneeesseessseenees 902.03(d)
Chemical abstracts SErVICES......ovrerereerereeeinereeneerenens 905.06
Derwent’ s World Patents Index (WPI)........cccccvvune. 905.06
DIBl0g ...t 905.06
EAST ..ottt 719.05, 902.03(e)
Full-text patent database..........ccccovveeernrrennerenesieninenns 1730
INPADOC ...ttt sess s sessesssseseens 905.06
L@ 14 0 T 905.06
Patent Applications Database...........cocvverreeerereneeenenenns 1730



INDEX

Electronic business center (EBC)--Examiner

Electronic business center (EBC).......ccooveveveerereereceneeceniennn:

Electronic doCUMENt .........cc.cueerecrreerreeree e

Electronic filing system (EFS)
Computer Readable Format (CRF)

Sequence Listing......coceeeenerrenerreneeneenne 1730, 2422.03
Electronic mail .........c.cccoveeeenee 502.03, 713, 713.01, 713.04, 713.05
Electronic publications

Availability aSprior art .........cccevvevvvssssssseseesnenens 2128
Citation Of ... 608.01, 707.05(e)
HyperlinKSto......covceverererereseerereeeerene 608.01, 608.01(p)
SEAICH fOF .t e 904.02(c)
Employee number 711.04(b), 905.03, 905.05
Employees of Patent and Trademark Office,
property interest in Patent........cocvveeevererseererenseeresennenens 309
Enablement........cccooeeveecesesccerese e 706.03(c), 2164
Burden on the examiner ...........ccoveerreneceneneneenenens 2164.04
Commensurate in scope with claims...........cccoveeveeee. 2164.08

Critical feature not claimed 2164.08(c)

Inoperative subject matter 2164.08(b)
Singlemeans claiMm.........cccovvevvvesssesesesesenes 2164.08(a)
Compared t0 ULHTILY .....coveeeeererereerneeerneresere s 2164.07
EVIAENCE Of ...t 2164.05
Examples of enablement iSSUES .........cccceverevecrernnne, 2164.06
Form paragraphs used to reject............cccovvrrrirennns 706.03(c)
RedUCtioN tO PractiCe.........cveeieeenreeensrneerreerseernenns 2164.02
Relationship of predictability.......ccccoovrrerrerrernnnn, 2164.03
Specification must be enabling
Asof thefiling date.........c.ccoooeeerecrrrnnnnae.
To persons of ordinary skill
Test of enablement ...
Energy, Department of..........ccccocevvevecereneccrenenns
Energy, related applications, special status.................... 708.02
English language faulty, new specification................ 608.01(q)
English languagerequired.........cccccoovuvverenne. 302.02, 140, 608.01

Enrollment and Discipline, Office of (See Office of
Enrollment and Discipline)
Entity, small, claiming status as (See Small entity status)
Entry of amendment (See also Amendment)................... 714.18
Entry of “Contents” of file Wrapper.......c.ccceeeevrevvcrrnrene. 719.01
Entry on face of filewrapper............. 719.02, 719.02(b), 1302.09
Environmental Quality Program...........c....... 708.02, 1002.02(c)
Equity (civil action)
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Sec. No.
Under 35 U.S.C. 145......overereerereereeereneerenes 1216, 1216.02
Under 35 U.S.C. 14B.......cverrrrerrcrreeereeeneneeneees 1216, 2358
Equivaentsinart........ccoeoeeivvrceeneneceennenns 904.01(b), 2144.06
Erasable (specially coated) paper........ccovverereneeencenenens 608.01
Erasure in specification, before alowance.................... 1302.01
Erasure in specification, before execution....................... 603.01
Errors (See also Correction)
Correction of patents .........ccccevvvevenvveressnenens Chapter 1400
Deceptive intent.......cvvvereerereererereeee s 140, 2022.05
REISSUE.....coiieetiriireiec ettt 1401-1470
Title dOCUMENLS ..o 323
Withdrawal from iSSUE.........cccrrereirerericinireeeesereeieiene 1308
Essential material........oooereneenecneeneeesereesesseserseene 608.01(p)
Establishing subclasses..........coovevveeneneneseerenenenns 903.02(c)
Estoppel
Abandonment
COlBLENE ...t
Defensive publications..........occcevnreeeneneneereneneeseeenens 711.06
Different inventive entities and commonly
owned appliCationS.........cccceeeneeneese s
Duty Of diSCIOSUIE.....c.ceeverrcrrereeereee e
Interference.........ooeveenecnieennns
Reasons for allowance
REEXBMINGLION ...t
Reissue proceedings..........cveerereerereereeereeeeneeennseennees
Termina disClaimer.........coeveenecnereeeee e
European Patent Convention (See Treaties)
European Patent Office (EPO) ......cccooeevverenene. 120, 609, 901.05,
...................... 905.06, 1840.01, 1812, 1817.01,
............... 1819, 1823.02, 1830, 1840, 1840.01,
........... 1847, 1850, 1865, 1893.03(g), 2422.04
Evidence, of public useor on sale.......... 2133.03t0 2133.03(b)
Evidence submitted with protest..........c.ccoveveerrerrenenn. 1901.02
Examination of application..........ccceveveererereeneninenes Chapter 700
Confidentiality dUriNg......ccccoceeeurereeeenerenesesereseeeesesseeeens 101
Deferral Of ... 709
(©7¢0 1< i o 707.02(a), 708 to 708.03
Piecemeal........covirecneeeneieneeieseeenas 707.07(a), 707.07(g)
PUIMPOSE....ciiiiterttenere s sees 701
REISSUE.....coeieeciriritcte et 1440
REQUESE FOF SIR ...ttt 1103
Secrecy order application..........coceevrereeererernenenen. 130, 1304
Statutory authority ........ccceeeeeevvece s 701
IO o1 0 ST o] o ) AT 709
Examiner
ACHION....otit bbb 707
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Examiner docket, time, and activity recording---Experimental use

Sec. No

ACtioN COUNLE ...t 1705
AFFIAAVIT oo 2144.03
Assignment of application for examination.......... 903.08(b)
ASSISEANT ... 707.01, 707.02(a)
Classification (See also Classification examingy) ........... 903
DiSPOSAIS ..ottt e ssesssssessessnnens 1705
Expressing opinion of validity .........ccccevvennnnnnininnns 1701
N\ 00T 502, 707.09, 1302.13
New action indicated by primary ........ccoceeevvereeererenns 707.01
Previous action by another examiner

Allowed Claims ......c.ccvecrrrere e 706.04

INEEIVIBW .. 713.01

SEAMCN ...ttt 704.10
Primary

Actions requiring personal attention....... 707.01, 714.16,

Name on file Wrapper.......ccovvvevveneeeenenenseeesereeens
Pursuit of bounties prohibited
Reasons for allowance.........cccvvcnreneceneneneeineens
RESIGNS..... oot
Resigns, old cases Special........cccvvenverenenererenenenenens

Suggestion of allowable claims
Supervisory (See Supervisory patent examiner)

Telephoning attorney ..........ocveveveerercenecereeenn: 408, 1302.14

Testimony as patent EXPErt ........ccovevreeeeerererseeerenens 1701.01

Timeand Activity REPOIT ..o 1705

Treatment Of ProteSt........cccvvvvvverevveresesesesesesesesenens 1901.06
Examiner docket, time, and activity recording.................... 1705
Examiner’s action (See aso Action; Letter,

T 11107 =) ISR
Examiner’ s amendment

Abstract changed by

BY INItIaliNg...c.coerereeiereceerereses e
Claim lost in interference, canceled.........cccoocvneuenee 2363.03
Claim, nonstatutory, canceled..........cccocoveeeverenne. 1302.04(b)
Claim, numbersidentifying...........c.cco.... 1302.01, 1302.04(q)
Claims, nonelected invention, canceled........ 821.01, 821.02
Copending application data brought up to date..................
..................................................................... 201.11, 1302.01
Defensive publication...........ocenenrenseeenseneennenas 711.06
Deposit account Charge.......ocoevveeeeeeeveneeeereneseesrenens 1302.04
Drawing correction.................... 608.02(w), 1302.04, 1302.05
Extension of time required for..........cccoeeenveviercninnnen. 706.07(f)
Formal matters........cocoeveeeecveeeeeeeeeeevenne 1302.01, 1302.04
Informalities COrrected ..........oumnnnmrnenerreerreerrenens 1302.04
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Sec. No.

Patented copending application data................... 1302.04(f)

Plant patent application practiCe..........cocveverererseerenenns 1610

“Printer Waiting” .......ococovevveveesrreneeseneens 1302.04, 1309.02

Reference citation corrected ..........oovvvnenennnnenns 707.05(g)

Title of application........c.cocveeereeeereeeenieens 606.01, 1302.04(a)
Examiner’ s answer

APPEAl DITES ... 1208

New ground of rejection prohibited.............ccceuene.... 1208.01

Print Of draWing.......ooccveeeeveernerneneneseneeeeeseesseessseenes 1204

REEXAMINGLION ... 2275

REPIY BII€ ... 1208.03

SPECIAl SEALUS....vvevererereieieirieie et reaeens 708.01
Examiner’ sletter (See also Action; Letter,

EXBMINEL' ).t sss e asesssssasesssssnsnennens 707
Examiner’s search facilities, useregulations............ccc.c....... 510
Examiner’s statement (See Examiner’ s answer)

Example, COMMENES ON........covereeereereneecereeernseeeerseerenes 707.07(1)

Example, Operative........c.ocoveveveveeerenecenenens 608.01(p), 2164.02

Excess number of claimsfor fee, after notice of allowance......
....................................................................................... 714.16(c)

Excess number of claimsfor filing fee ..., 714.10

Excluded attorney or agent

Execution of oath...........cc.......

Executive Order

NO. BABA........oorieeereeeereeeireeensesissesessesessesesesessessssssssesssssnnes 1608

NO. Q424........ooeirireeree e 302, 302.06, 302.08

NO. 10,358......cueeiererireneirensisensiseesesessesessessssesssesssssesens 710.05

NO. 12,3560.....ccruueureeeereeeereerensenenssressesesesessesesssssssssssesns 120,121
Executor or administrator ...........cceeeveeeevreevenennnns 409.01, 605.05

Allowance and iSSUE.........ccceuvererererrrensenenereseseserenees 409.01(f)

Application by, after discharge........cccccocoeevenenneee. 409.01(c)

Assigned application, inventor dies.........ccccccevea. 409.01(e)

AULNOTITY oo 409.01(b)

Consular CertifiCate.......coummmnrninrnrerereeerereeeeenens 409.01(b)

Foreign country ........ccocveeeeeevereeererenns 409.01(b), 409.01(d)

HEI e 409.01, 409.01(a), 409.01(b), 409.01(d)

Intervention Not required..........coceeervecrrecrrecereens 409.01(f)

Joint inventors, inventor dies.......c.cocoeovvvereeenerenes 409.01(f)

SpeCification fOrM........cccceeeeecierecce e 605.05
EXNIDIL. ..ot 608.03
Exhibit, Affidavit under 37 CFR 1.131............. 715.07, 715.07(d)
EXhibit @ iINtErVIEW........coccereeerecirecircee et 713.08
Exhibit, handling.........ccocoereenernecneeneeneeeseseseseene 608.03(a)
EX parte qUESLIONS.........cccouvereriririeresisieresesese s 713.06
Experimental use (See also Public use) ........cccccoveeeeee. 2133.03,



INDEX

Experimentation, Disclosure requiring--Fee

Sec. No.
Commercia exploitation..........covveeeerreerneerrenns 2133.03(e)(1)
Completeness of theinvention...........ccccceeuee. 2133.03(e)(3)
Factorsindicative of.................. 2133.03(e)(4), 2133.03(€)(5)
Intent to eXPEriment.........ccccvevereerenvseenennnns 2133.03(e)(2)
Reduction to practiCe..........ccveneeneeeenreeenenens 2133.03(e)(3)
Testing by third party ............... 2133.03(e)(5), 2133.03(e)(7)
Testing, developmental ............ccoceevveeecrenenee. 2133.03(e)(6)
When experimental use ends..........ccocvevvrerenne 2133.03(e)(3)
Experimentation, Disclosure requiring ...........c.eveeen. 608.01(g)
Expiration date of patent (See also Term, Patent)
Adjustment under 35 U.S.C. 154................. 2710, 2720, 2730
(D=5 o o TR 1502.01, 1505
Extension under 35 U.S.C. 156........cccouveerrevcrnenas 2750- 2764
Plant ..o ...201.11, 2701
ULHIEY e ...201.11, 2701
Export control of patent applications..........c.ccceeevrvrennee 120, 140
Exposure of papers during interviews............co.e.... 101, 713.07
Expounding patent [aw.........cooeeeeevenerennenenssenesesseeeseneens 713.02
Express abandonment ..........cococeeveveeeenenecsenennnnnns 711, 71101
To avoid publication of application.........c.cccceervrenene. 711.01
Express Mail deposit........ceervecrneernecrneeneene e 513
ExpressMail service......cocoevvenenne 502, 506.02, 513, 711.03(c),
................................................................ 1216.01, 2510
Expunge information in
application file........ccoveneerneeenn 724.05, 724.06, 1002.02(c)
Extension of shortened reply period.......c.cccoevervenenne. 710.02(e)
Extension of time..........cccceuune. 706.07(f), 710.02(e), 1002.02(c),
.................................................................................. 1302.04
For filing brief........ccovvernce 1206, 1208.01, 1215.04
For filing continuing application.......... 201.06(c), 201.06(d)
General feeauthorization...........cccccovveeeenercccrenenes 710.02(e)
Hand delivered.........orecereseeseeeeeseeiins 502
REEXBMINGALION ... 2265
REQUESL ...t 710.02(e), 1002.02(c)
Extension, patent term (See Term, Patent)
Extraordinary situations
Abandonment, revival ...........cconnenecnecnneennn: 711.03(c)
Deferring iSsUe......ccvveeeeerereseeererennens ....1306.01
INterview after ISSUE.........cvvecereceneeneeeee s 713.10
Reexamination ............coocererenceenerecenns <. 2249, 2265, 2274
REPIY PEFIOU FESEL........ceoveerecereeereeereeesieese e 710.06
SUSPENSION Of FUIES......cooveeecererece st 1002
TIMETO FIlE o 1206
Withdrawal from iSSUE.........cccrvereeeeirireneeirereeeseres 71101
E
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Sec. No
Facsmile
Assignment dOCUMENLS.........covveeerererrenereresenenereseenees 302.09
COrreSPONUENCE.......cvreeeereereree st ssessssessesenns 502.01
Declaration or 0ath..........ccceveneeerrnecenneneeerereeieene 502.02
PCT international application ..........c.ccveereeeeneeennnes 1834.01
MaiNteNaNCE fEES .......covvu e 2510
Federd Circuit (See Court of Appealsfor the Federal Circuit)
Federal holiday (See also Holiday)................ 201.04(b), 201.11,
.................................................................... 201.13, 505
Federal [1cense rightS......occveeneneeeresesee s 310
Federal Rules of Civil Procedure
RUle 8(D) CItEd ..ot 410
Rule 11(b)
CHE.... et
Reproduced
Federal Rulesof Evidence..........ccccooovvcnnenccenenes
Federal Telecommunications System
Fee (See also Refunds)
APPEAL ...
AsSiIgnMeENt reCording ......ccocvveevveeeesesesesesesesesesesesens
Credit card payment Of ..........cccouvererrererrenernenas 509, 706.07(f)
Current amounts available on USPTO web site....509,1730
Examiner’ s amendment..........cococeveveeeneneieenenennnns 706.07(f)
EXtensions Of tiMe.......cccccveeennensssss s 706.07(f)
[T o O 509, 607
Claimsin eXCESS Of ......c.vvueereveereeeerieeerernenns 506, 607, 714.10
Dependent claims .......c.cccecevevccenesecseveseeeenne 608.01(n)
DEPOSIt aCCOUNT......c.cveireeririeerseeeseesse s 509.01
INAdEQUALE.......coreeereeceeeerer s 506
International application..........ccccovveeeeerereneens 1810, 1827
Reduction for small entities.........ccoocnecneeneerenee 500.02
REISSUE......coceeerereceetr et 1415
REIUM ..ottt eenes 503, 607.02
SMaAll ENLILY oo 509.03
Issue
DePOSit aCCOUNT .....ccveeiieecreeererseee s 509.01
Fallure to Pay ......ccveerreerereenereeneeeneeeneeeneeeseeenes 711.03(c)
Interfering case, not applied ........c.cocoeeevvevenrenenes 2305.04
Petition to acCept.....cccovvveevineserereeeseseeeeine 711.03(c)
Reduction for small entities...........ccovveverneneccinnnn. 509.02
Maintenance (See also Maintenance fees)..........coueunerennee.
........................................................................ Chapter 2500
After expiration of patent .........cccoceeveveveeeeineseceenenenns 2590
Information regarding .........cccceeeereneeeenereneenenns 1730
Patents SUDJECE 1. 2504
Time for PaYMENt.......ccccvveeerrereree e 2506
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MANUAL OF PATENT EXAMINING PROCEDURE
Field of search---Final rejection

Petition tO reVIVe.......ccccceerecerrece s 711.03(c)
Reduction of basic fee for international applications
containing sequence listingS......c.ooveevneenninnns 1823.02
Reduction for small entities..........cccccovvrerrrenecirnene 509.02
Reexamination
EX PArte..cceeereer s
Field of search.........cocevnecnnenccirnas
Notation on file wrapper.
Field of search, notation by examiner...........c..cc......... 705.01(a),
.......................................................... 719.05, 904.01(d)
Figures (See Drawings)
File Information Unit (Record Room) .............. 102, 103, 508.03,

FilE WIADPEN ...ttt
Actionentered.........c.cccevvennee
Allowed case data entered
Amendment endorsed...........ccooveereneenenrrenens
Arrangement of papers.......ccccveeeerereenenn
Assignment endorsement ..........coevvveveeevvesesesesesesesesenens
(@AY o 1o TR
Classification data.........c.coeeeerrereenrensenenereseeenerensenens
Classification history
COMPIELENESS.......covieeeeeviresese st ssneeens
“Contents”, ENLrY iN......ococeveeeerreceereeeeeeseeeeeeens
Continuation, Former Rule 1.62 (FWC) ................ 201.06(b),

RESIITCHION ...
COrTeCtion Of ©ITOF ...t eaes
Dataentered on.........ccoeeveeenecenenenee
Drawings secured to
Field Of SEarch.......c.covvererecrrcesreeereee e
Field of search, patentability report ........c.cceeeeeee. 705.01(a)
Foreign application cross-noting............ 202.03, 1893.03(a)
Foreign filing date entered on............ccccevu.e. 719.06, 1302.06
INdEX Of laiMS.....ceceeeecr e
Interference NOtatioN..........cooceereeeereeeeneeeenersenernenns
Licensing and Review stamp .........ccccceuenee.

Name of applicant changed............cccoovevvvrrninennns

Foreign appliCation...........ccverrecrneerneeereeeeneeeeseeens

Provisional application ..........ccccevevrerereisersneneenens
Notesto application of another party

Parent application notation on..................... 202.02, 1302.09
Print of drawing.......ccoeveeveevnecsnenessnenenens 508, 719.01(b)
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Sec. No.
Printout of search history ..........ccovevvnenencnecnicnns 719.05
Relation of application noted on.................... 202.02, 719.07
Residence changed.........cccooveveervevccsnecscsesecenns 719.02(b)
Return of paper entered on.........cccoeeevvevercnesenerennns 719.01
“Searched” DOX eNntries .......ccccovvvrevenenerreneeenenenns 719.05
“Searched notes” boX entries ..........ccoveveeneeeeneenenns 719.05
Signing and dating by primary examiner.................. 1302.13
Statutory period ends on nonworking day................ 710.05
FileSREPOSITONY .....ceveereeereeereeireeeee e 711.04(b)
Filing date........ccoveerveurnnee. 201.06(c), 502, 503, 505, 506, 506.02
Continued prosecution application (CPA)........... 201.06(d)
Effective, prior application............... 201.11, 706.02, 2133.01
ExpressMailing date..........ccooeeveverrercenicenicenienns 506.02, 513
Foreign application, Convention date
(See also Foreign application).........cccceeeeevenennnes 201.13,

International application

Later filed application asdisclosure...........ccc.u..... 608.01(p)
Patent Cooperation Treaty (PCT)....cccoveeverrerennenn. 506, 1810
PELItioN ... 506.02, 601.01, 601.01(b)
Refusal to accord........cooveeeveeeceeeeceeeeeeeee e 506.02, 605
Review by Office of Petitions..........cccecveeecvereneee. 201.06(a)
Review of refusal to accord.........coovrencerencenecenecens 506.02
Subsequent publication as disclosure................... 608.01(p)
Filing date of ex parte reexamination request................... 2215
T T0 (== R 607
Claimsin eXCESS Of .....cuveeureeireeirerereireeeseeeseiees 506, 714.10
Continued prosecution application (CPA)........... 201.06(d)
Of areissue appliCation ..........oeveerreecrneeerneenenesnenenn. 1415
DepOoSit aCCOUNL........cccverereeereereeresesee e 509.01
INAEQUALE.........eeceeeeeece ettt 506
Reduction for small entities............coccernenrrrenecinien. 509.02
Reexamination
Q07 (= TR 2215
REIUM .. 140, 503, 607.02
Filing receipt (See also Post card)..........cccvuue.. 201.03, 502, 503
Final action (See Allowance and issue; Final rejection)
Final action, Special nature of .........cccooeeevvereeerrerenennnen, 708.01
Final FgECION.......cevieeceerece et
Amendment after
Amendment after, entered in part...........ccoevevercereeen. 714.20
LTS A= (o o 706.07(b)
INEEIVIBW ..o 713.09
LELET .. 706.07
Patentability repOort ........coccveerreererreresereeereeenes 705.01(a)
Petition to vacate........ccovvevvenceerreneseeesesee s 1002.02(c)



INDEX

Final restriction requirement--Foreign patent

Sec. No.
Premature ... 706.07(c)
Premature, Withdrawal Of...........cccovevvvevcerrecnenne, 706.07(d)
Primary examiner’s attention required...........cccoeveveneee 1004
Request for continued examination (RCE) ............ 706.07(h)
REEXBMINGALION ... 2271
Secrecy order appliCation..........cccceveveeenerenseerereseenes 130
SPECTAL ... s 708.01
Timefor reply 706.07(f)
Transitional ProCedure..........cvrrerercerecereeeeneeeens 706.07(g)
When proper ........ccoeeeeevvereenenns 706.07, 706.07(a), 706.07(b)
Withdrawal ... 706.07(e)
Withdrawal, Primary examiner’ sattention.................... 1004
Withdrawal of premature............cocvevereerecenecereeenns 706.07(d)
Withdrawal prior to hearing on apped..................... 1208.02
Final restriction requirement..........cooceeevevereeeeesesesesesneens 818.03
Finance office (See Office of Finance)
First action final reection...........coveevvevcrnecenecenecnneeenn: 706.07(b)
First Office action fOrm........cccvecverrencneeneree e 707
First action on the merits (FAOM) (See Letter, Examiners)
First foreign application (See also Foreign application)...........
............................................................................................ 20113
Fissionable material..........cocovverveerrereneeneneseneresesenes 706.03(b)
Five year pendency 707.02(a), 708.01
Flowchart for
Examination of computer-related inventions................ 2106
Genus-Species QUIAEINES ... 2144.08
Reexamination ProviSions..........ccceeeeenesesssesnenenens 2201
Transitional after-final
procedures (37 CFR 1.129(2)) ....vevereerereerereereenens 706.07(g)
Treatment of applications having
conflicting claims
Flowsheet

Foreclosure (See Assignment; Security interest)
Foreign application (See also International application)

y =Y o] o T 2127
Certificate of correction to perfect priority ................ 201.16
Certified copy to avoid reference................... 201.14, 706.02
Cross-noting on file wrapper ................... 202.03, 1893.03(a)
Date entitled to........ccccvevereereneen. 201.13t0201.15
Determination of priority ......c.cceeeeevvensinennns 201.14, 201.15
DiSCIOSUME ...ttt 201.15
English language translation

for benefit of date........cocvevrecnecnirincnnes 201.15, 706.02
Filing in foreign CoUNLrY ........cccocvevernerenenecnsseesnenas 140
T PP 20113
FOrm Of reQUESL.......covveeeeerreeeer et 201.14(b)

1-33

Sec. No.
German design applications...........oeveeeeneeeenerennns 201.14(b)
Great Britain ..o s 20115
1dentifiCation ......ccceveeeeee s 201.14(d)
Licenseto file ...iceecccecsecsse e 140, 706.03(s)
[IES <0 ol g 1o o OO 201.14, 602
MOrethan ONe..........cecureerreeireeresreseeeeeeeeees 20114
No claim for priority 201.14(c)
No reference made in declaration..........c.cccceevennas 201.14(c)
Noting earliest date on file wrapper............. 202.03, 1302.06
Ordering COPIES....ccvururmrrreererersrrereseseeeserens 901.05(c), 905.01
Overcoming reference which is .......cccccceveneeneen. 201.15, 715
Prior art cited inrelated..........cccocovvveieneniriencninnnnes 2001.06(a)
PrIOTITY oot sessesesnenas 201.13, 706.02
Papers not filed ... 201.14(c)
Priority document in parent application............... 201.14(b),
201.14(c)
602.04(a)
............................................................... 20115
602.04(a)
.................... 201.13,
........................................................ 706.02(e), 2135.01
Time limitsto submission.........ccccceveveneee. 201.14, 201.14(a)
Certificate of COrrection ..........covenevneerneeneneereneen. 20116
REISSUE.....cocerecereeiree e 201.14, 201.14(b), 201.16
Translation reqUIred..........ceenerenereeserneserseserneeene 201.15
Foreign countries recognized for priority ........c.c.cceeeeene. 201.13
Foreign executed 0ath .........ccccvveccnvencssseseeeseee e 602.04
Foreign filing, Proving priority.........cccccvvvviene. 201.14, 706.02
Foreign filing date
ENtitled t0......cvveeereecreeeree e 201.13, 719.06
ONfile WIapPEr.....ccveeeerece e 202.03, 1302.06
Foreign filing [ICENSE......covvvrrr st 140
o) O TR 115, 1832
Foreign language
P2 ] o] 1Yo o] o R 608.01
Names for months............cccevvneinnneinceeeseenns 901.05(a)
Names for United States..........ooeverreerereereneeneeenes 901.05(a)
Oath or declaration..........covenereeeneeeneeeneeeneeeeneeeeens 602.06
Foreign patent
Art COHECTTION. ... 901.07
(G171 o] o 1 707.05(e), 901.05(a)
Citation datesand information..........c.ccceevevevennne 901.05(a),
............................................................. 901.05(b), 1871
ClassifiCation.........coeerrreneceerreee e 903, 903.03
COUNLTY COOES......oevenrerereerrees e enees 1851
Database search.........ccooeveevvereecsvenesesseseseseeens 706.02(e)
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Foreign priority---Form letters and forms

Sec. No
Document cases, PCT ... 1851
DU o] o= (=S 903.03
Effective date.......ccoevvevreereccsseee s 901.05(b)
Family of (INPADOQC) ......coneurerereceneeeeneeeenseseneenenas 901.06(a)

Statutory bar (See also Foreign application)..........c.ccceueuee.
............................................. 201.13, 706.03(s)
TrANSFEF .. 903.05
Translation Of ... 901.05(d)
Unlicensed, same applicant..........cccccovveveerrereineenne, 706.03(s)
Foreign priority (See also Foreign application) .........c.ccevevenene.
............................................................. 201.13t0201.15
U.S. filing date computed ................ 201.13, 706.02, 2136.03
Formal drawings........cccoeeeeueuvenenas 201.06(a)
Formal matter
Allowance and issue.................... 1302.01, 1302.02, 1302.04
Amendment of applicationinissue........ccccoeeeerrenee. 714.16
Claim alowable except for.........coovvevverrrceenne. 706, 707.07(j)
Review of action involving........c.cccceeeeeenvnnnes Introduction

Right of priority
Prior Foreign application
Prior U.S. appliCation.........ccccoeeeeerevereerenenesiesenenens

Specification format
When taken up.......cooceveevncrnencenencneenn. 707.07(a), 707.07(e),
........................................................... 707.07(j), 714.02
Former examiner reStrictions..........coveveevveveseeesesssssssesenens 1702
Form letters and forms
ADANAONMENT ... 711.04(c)
Advisory action form.........ccccceeveneee. 706.07(f), 714.13, 2265

Allowahility

Amendment received after allowance. 608.02(2),
...................................... 714.16(d), 714.16(e), 2307.03

Amendment after Board decision,

FEfUSEd ENLIY ..o 1214.07
Amendment NOt entered..........coovrerereneeerereneeeserenens 714.22
Amendment not fully responsive...........ccovereeeenneen. 714.03
Amendment UnSigNed..........cccvvereeeerenenererenenenenes 714.01(a)
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Sec. No
APOSEIHT....ceeree e 602.04(a)
Certificate under 37 CFR 3.73(b)
PTOISBIOB.......oeeeereeeereerireirieiresenee et sesssenes 324
Change of Correspondence Address,
Application PTO/SB/122..........covernerericnicnniens 403
Change of Correspondence Address,
Patent PTO/SB/123........ooerecreereeeneieeeeseeieens 403
Change of power of attorney or
correspondence addressin patent...........covcreeeenee 2222

Compact disc transmittal form for submission of
sequence listing to the United States receiving office

under PCT Administrative Instructions-Part 8...............

.................................................................................. 1823.02
Continued Prosecution Application (CPA)

Request Transmittal PTO/SB/29...................... 201.06(d)
Correspondence Address I ndication

PTO/SB/12L.....oeceeeererreereeereseereseseseessssessesesssesssenees 403
Cover sheet, assignment document..........ccooeeeeeerennnee 302.07
Cover sheet, provisional application

REProdUCEd .......c.ceieeeeeeee e
L] (o O

D10 e
D-11.crreeeneieeeeene
DD FOMMAAL.......ooiiiiiierereseeseseseeseses e
Death of Attorney,

Application ready for allowance........c.c.cocoeevrerreeennnen. 406
Declaration for Plant Patent Application

PTO/SBIO3...... oot sssse s 1604
Declaration for Utility or Design Patent Application

PTO/SBIOL......oieeeererereeireeereeensieess e naes 602
Drawings requiring correction (Y ellow tag)

PTO-1364......coieireeireeireeireeseseeseseeses e 608.02(2)
Disclaimer in Patent (See Form letters and forms:

PTO/SB/43)
Disclosure Document Request

PTO/SBIO5......cooeereetreeireeireeeseee st ssee s 1706
Election of SPECIES........cc e 809.02(a)
Examiner’saction PTOL-326..........cccoveereneeneeeneeceneecensienns 707
EX8MINE" SANSWEN ......oiereeerieereeeseeesee e 1208
Examiner’ s Biweekly Time Worksheet

PTO-B0E..........ooereereeereeereeerereereseessseesesessenens 1704, 2238
Examiner’s Case Action Worksheet

PTO-1AT2....ooere ettt 1705
Examiner’s Order - Cross Referencesfor Search Files

PTO-14B ...ttt essssess s 903.06



Form letters and forms--Form |etters and forms

Sec. No.
Examiner’s Order for Replacement Copy
PTO-LAC ...t 901.09
Fee Address Indication PTO/SB/47
[RTE; 0] (00 (80" o [ 2595
(O] (o PR 2540
T = = o T 706.07
45-day L etter.
Incorrect citation of references,
COITECION. ...t 707.05(g)
Information disclosure statement (IDS)

PTO-1449.....o ettt 609,
...................................... 1893.03(g), 1901.03, 2001.04,
............................. 2003, 2004, 2214, 2242, 2280, 2287

Interference Initial Memorandum...........ccccveeeenenee 2309.02
Interfering Subject Matter,
Secrecy order applications............co......
International application transmittal
Interview Summary PTOL-413.........cccovveevvenrenerenenns
Interview Summary PTOL-474, Reexamination............. 2281
Issue Classification (Blue slip) PTO-270
(2T o] 00 [1107= o [N 903.09
Cted..ooeeceeee e 903.07, 903.07(b), 903.09
.............................................. 1107, 1302.10, 1455, 1611
........................................................................ 903.07
................................................................. 903.07(b)

1306.02, 1309, 1481
Maintenance Fee Transmittal PTO/SB/45

REPrOTUCET.........ovececeeireeeeeeereee e eseesnseees 2595
CILEO. e 2515
Notice of Abandonment
PTOL-1432......coovvreeereeeersenesenennenenns 201.06(d), 711.04(c)
Notice of Abandonment under 37CFR 1.53(f) (CPA)
(Filing Date Granted) PTO —2019.................... 201.06(d)
Notice of Allowability
PTOL-37...ooeeeeereresirens s essssessesesesessssssnens 602.03,
......................................................... 608.02, 608.02(a),
.................................................... 608.02(b), 608.02(q),
............................................. 608.02(2), 609, 710.02(e),
............................................ 714.13, 714.16(d), 812.01,
................................................ 1002.02(d), 1205, 1207,
1-35

Sec. No.

................................................. 1302.03, 1302.04, 1416

Notice of Allowance and Issue Fee Due
PTOL-85.......ooeeereeetree ettt 115, 201.06(a),
................................. 203.04, 203.07, 203.08, 406, 502,
........................... 602.03, 606.01,608.01(v), 608.02(b),
................................ 608.02(x), 608.02(z), 609, 708.02,
710.02(e), 711.01, 711.02, 711.03(c),
......................................... 711.06, 712, 714.15, 714.16,
......................... 714.16(a), 714.16(d), 804, 1002.02(c),
............................ 1002.02(d), 1303, 1303.01, 1303.02,
...................................... 1303.03, 1304.01, 1305, 1306,

........................ 1512, 1705, 1711,1893.01(€), 2001.04,
................... 2307.03, 2364, 2406, 2411, 2411.03, 2575
Notice of allowance, Secrecy order applications

Notice of Appeal from the Examiner to the
Board of Patent Appeals and Interferences PTO/SB/31

608.02, 608.02(b),
.................................................... 608.02(h), 608.02(q),
............................................................... 707, 707.07(a)

Notice of Improper Application filed under

37 CFR 160 PTO-1534.......oerecereeeireeeireeeereereeene 601.01(h)

Notice of Improper Application, No Filing Date Granted

PTO-2011.....cccieeieeerererereeireeesee e 201.06(d)

Notice of Improper CPA Filing Under 37 CFR 1.53(d),

No Filing Date Granted PTO-2012..................... 201.06(d)

Notice of Improper FWC Filing under 37 CFR 1.62,

No Filing Date Granted PTO -1673................... 601.01(h)

Notice of Improper Request for Continued

Examination (RCE) PTO-2051..........cccocoveverennenns 706.07(h)

Notice of Incomplete Nonprovisional Application

PTO-1123.....ooreereeireseseeseseeseeesenees 506, 601.01(h)
Notice of Incomplete Provisional Application

PTO-1626......ccvreeerrererrererserersesesesessessssessssssssnenees 601.01(h)
Notice of Incomplete Reply (CPA) (Filing Date Granted)

PTO-2018......corerireerireerireereseireeenes e 201.06(d)
Notice of Informal Application

o O 1 T 601.01(h)
Notice of Intent to | ssue Reexamination Certificate (NIRC)
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Form letters and forms---Form letters and forms

Sec. No.

Notice of Intent to Publish Statutory

Invention Registration PTO-1364.........ccccccvvervvenne 1107
Notice of Non-Compliant Amendment................. 714.01(e),

....................................................................... 714.03, 714.22
Notice of Non-Recordation...........cccoevereeererereeererenns 302.09
Notice of Omitted Itemsin aNonprovisiona Application

PTO-1669.......ccneerecireeeireieirereineeneens 201.06(c), 601.01(h)

Notice of Omitted Item(s) in a Provisional Application
Filed Under 37 CFR 1.53(b)(2)

PTO - 1672, 601.01(h)
Notice of Recordation..........ccccevevecereresreenereesennenns 302.09
Notice of References Cited

PTO-892.....cooirrerreeerrireserestsene e 707, 707.05(a),

.................... 707.05(c), 707.05(d), 707.05(€), 2262
Notice of Statutory Invention Registration (SIR)
Acceptance (Form D-11) PTOL-452.........ccccceevruenn. 1103

Notice to Comply With Reguirements
Applications For Patent Containing Nucleotide
Sequence and/or Amino Acid Sequence Disclosures

PTO-1661......ccueirereeeeeeereeeeeessesesseesessssnees 242701, 2427.02
Noticeto File Corrected Application Papers-Filing Date
Granted PTO-1660.........cccvuereereereeeeereereirerseeneens 601.01(h)
Notice To File Missing Parts of Application............ 201.03,
........................................ 506, 601.01, 601.01(a), 710.02(d)
CPA, Filing date Granted
PTO2016........ccvereereereireeneneeeeese e 201.06(d)
Filed under 37 CFR 1.60
PTO-1607, 1608.........covmveerrnerneeererreisessnennens 601.01(h)
No filing date
PTO-1532.....cc e 601.01(h)
Nonprovisional Application - Filing date granted PTO-
L5 ST 601.01(h)
Provisional Application - Filing Date Granted
PTO-1627 ... 601.01(h)
Provisional Application-No Filing Date
PTO-1628........coveeeeireinrinsinrieeeeesse s 601.01(h)
Notification of Non-Compliance
with 37 CFR 1.192(c) PTO-462........ccoeverrereenen 1206
Office Action Summary
PTOL-326.......ccvuereineenernereesersessensenens 608.02(b), 608.02(h)

PCT forms (See Patent Cooperation Treaty)
Petition for Revival of an Application
For Patent Abandoned Unavoidably

PTO/ISB/BL.......ooereereieeereereieeineeseiseessineennns 711.03(c)
For Patent Abandoned Unintentionally
PTOISB/BA........ceoverereererrereeenessessesssnnenns 711.03(c)
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Plant Patent Application (35 U.S.C. 161)

Declaration (37 CFR 1.63) PTO/SB/03.........c.cccvevnnee. 1604
Potential interference, same attorney or agent............. 2305
Provisional application for patent

Cover sheet PTO/SB/16.......ccuenreeereereneerersereeens 201.04(b)

............................................................... 901.09, 905.02

............................................... 203,08, 602.03, 608.02,
608.02(a), 608.02(b), 608.02(q),
............................ 608.02(2), 609, 707.05(g),
...................... 710.02(e), 714.13, 714.16(d),
................................. 812.01, 1207, 1302.03,
........................... 1302.04, 1302.12, 1302.14

............................................................... 502, 608.02(2),
............................... 714.16(d), 1306, 1306.02, 1308.03
PTOL-85B....ooosccoerssscerssseeene 307, 324, 512, 1306, 1306.01,
...................................................... 1306.02, 1309, 1481

PTO-150. . .ceereeeeeeesseeesesseesesssesessesssssnssesse 1302.07, 1706
= KOS L<7 409.01(b), 506, 601.01(h),
................................................. 602.03, 604.02, 605.02,
.................................................. 605.03, 707, 707.07(3)

PTO-270 (BIUE SiP) coveroeeereesssree 903,07, 903.09, 1107,
........................................................ 1302.10, 1455, 2287

= 10 R R 608.02(2), 714.16(d),
........................................................ 714.16(e), 2307.03

...................................................... 706.07(f), 708.02,
711.03(c), 714.13, 2265

................................................................ 201.14(b),
...................... 201.14(c), 608.02(a), 608.02(b),
.................................... 608.02(h), 609, 706.07,
..................................... 707, 710.02(b), 812.01

= Y0 X 7:: N 903,07, 1107, 1302.10, 2287



INDEX

Form letters and forms--Form |etters and forms

Sec. No.

PTOL-A73....co oo 2250, 2266.03, 2296
PTOL-A7A ...t essessssssssssssssees 2281, 2296
PTOL-475.......c...... 2250, 2266.02, 2266.03, 2272, 2295, 2296
PTOL-AT6......oooeerereiriessessissssssesssssssssssssssssssssssssssssssssnens 2287
PTOL-497 ... essseesssseseeesssenssnenees 2273, 2274
PTO-6I0E ........coovriereeriereereeneneee e 903.03, 1704, 2238
PTO-850 REProdUCED........cuoeeeerreececiereseeeereeee s 2309.02
@) 1= TP 1002.02(d), 1705,
................................... 2308.01, 2309, 2309.02
PTO-875.....cooieeeeeererese et 608.01(n)
PTO-892 ReProduCed........c.ocevevveveceeireresresreseneenns 707.05(a)
(@) (=70 PO 201.15, 608.01, 609, 707,
............................................ 707.05, 707.05(a),
....................................... 707.05(c), 707.05(d),
....................................... 707.05(e), 707.05(q),

............................ 608.02(b), 608.02(h), 608.02(q),
......................................................... 707, 707.07(a)
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Sec. No
PTO-1050.......coteereeeereeeireeeessesessesessesessesessesessessssssssessssesnnes 1485
PTO-L10L ..ottt ennes 1309
PTO-1123.....coceieeereeiseeienas 506, 601.01(d), 601.01(h)
PTO-1305.... ettt ress e sss s ssssenaas 115
PTO-1360.......coteerererenesirereiseseeseesessssessssessesesesessens 608.01(n)
PTO-1364.....cocoiceeireieieieer e 608.02(2), 1107
PTO-1382.....oeeireiresireie e 1830, 1832, 1840.01
PTOL-1432....oiiecreieireie e 711.01, 711.02,

711.04(c)
PTO-1449 RePrOAUCE........covueereeirerereeieereseeesesessseenesenens 609

(O] (o [N 608.01, 609, 707.05(d),
.............................. 1302.12, 1901.03, 1901.06,

= KNI 7 601.01(h)
PTO-1533.c.ccvrreeeessseeessseeeessseeessssseessesseessesseeeee 601.01(h)
PTO-153..oooeseeeeeseeessseesssseeessssseesssssesssssseesee 601.01(h)
L@ N1 1107
PTO-1590......000ceeeeseeeesssceeeseseeessscesesssesesssneessseee 719.05
PTO-1505.....ooeseeeesseeeessseeessscesesssesesssesesssneessseeen 302,07
PTO-1607...covreeeeeeeeseeessseeessseeessssseessssseesssseeeee 601.01(h)
PTO-1608......oeseeeeeeseeessseseesseesssssssesseesssseesee 601.01(h)
PTO-1626.c....rseeeeseeeesssceeessseeesssseessssseessssseeeee 601.01(h)
= KO XLz A 601.01(h)
PTO-1628.....orseeeeeeseeessseeessseesssseessssseessssseeseen 601.01(h)
(O X155 0 601.01(h)
PTO-L166Lc...ooeseeeeeseeeesseesesseeeessssessssseses s 2427.02
PTO-1669.......oeceeeeeeeesssceeessseeessssseessesseessesseeeee 601.01(h)
PTO-16721ccoeeeeeeeeeseeessseeessseeessssseessssseesssseeeeen 601.01(h)
S (O 157 N 601.01(h)
PTO-2011.coooeoeeeeeeessseeessseees e seeesssseees e 201.06(d)
PTO-2012.c..oooseeeeeeeeesssceeessseessssseesseseessesseeeee 201.06(d)
PTO-2018...... 201.06(d)
PTO-2019...... 201.06(d)
PTO-2021...... 201.06(d)
PTO-2088......ooeeeeeeeeeeessseesessseeesssseesessscesessseeessssees s 502
PTO-2051....... 706.07(h)
PTOISBIOL oreseeeeeeeeeessseeseesseesessseesessssesessessesseseesseee 602
= KOS =Y (o c 1604
PTO/SB/08 (See also PTO-1449)................ 609, 707.05(d)
LT =0/ N 609
L0 =)0 = W 609
PTOISBI0D ..o eeeeseeeesseeessseeesssesesssesesssneessseee 500.03
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Form letters and forms---Form letters and forms

Sec. No.

PTO/SBIL10 ... esssessesensesensenenns 509.03
PTO/ISBILL ...ttt 509.03
PTO/SBILE ...t 201.04(b)
PTOISBI24 ...ttt 711.01
PTO/SB/25 REProdUCE..........covveeererereeeereecrneersesenrenns 1490
PTO/SB/26 ReProduCed.........cccvuverereeireresenereneseeerenennens 1490
PTOISBI2T ..ottt aenes 1504.30
PTO/SBI29 ...ttt 201.06
PTO/SBI29A ...t ansesesenenns 201.06(d)
PTO/SB/30 Reproduced..........cvvvreeerenesenerenenenenes 706.07(h)
PTO/SBI3L ...
PTO/SBI3T ..o
PTOISBIA2 ...
PTO/SB/43 Reproduced
PTOISBIAA ...
PTO/SB/45 Reproduced

Cited s
PTO/SB/47 Reproduced

Gt ..ot
PTO/SB/50 ...t ssesesenes
PTO/SB/51 Reproduced

CIted ..o 1410.01
PTO/SB/51S Reproduced..........oocveceevveneecenereeeeinnns 1414.01
PTO/SB/52 ReproduCed..........cocevevirerenerinerereseseseseseseens 1414

(O] 1= 1410.01
PTO/SB/55 ReProduCed.........cccvuverereeirereseneneneseeerenennens 1416
PTO/SB/56 ReEProduCed..........ccevereerervereereenisesresrenenens 1415
PTO/SBIST ..ttt seaseseaes 2214
PTO/SBIBL.....cooeveeereeereerereeressesesesessessseesssesssesensenenns 711.03(c)
PTOISBIB2 ...t 711.03(c)
PTOISBIB3.....coctreeeireeeereirireirereiseeinee e 711.03(c)
PTO/SBIBA ...ttt 711.03(c)
PTO/SB/64 PCT
PTOISBIB3.....ooceereeirerrereeireeenee et
PTOISBIOA ...ttt
PTO/SB/O5 ...
PTO/SBIOB ......ocvreeeereeeereerereeresseseseesennens
PTO/ISBI121 ...t
PTO/ISBI122 ...
PTO/ISB/123......ooeveererrererereeireee
PTOISBI124 ... eensesesesensssenssnenns
PTO/SB/125 Reproduced

CIted ..o
Receipt for Facsimile Transmitted CPA,

PTO/ISBI29A ... ssesessesesenenes 201.06(d)
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Recordation Form Cover Sheet
PTO-1595.....ccecereirreerese et 302.07
Reexamination and processing formslisted.................. 2296
Reexamination deCiSioN ... 2246
Reexamination reqUESL...........ccverereerecrnecenieenneeessseenns 2214
Reissue Application
Declaration by the Assignee (See Form letters and
forms.PTO/SB/52)
Declaration by the Inventor (See Form letters and
forms:PTO/SB/51)
Fee Transmittal Form (See Form letters and
forms.PTO/SB/56)
Statement As To Loss of Original Patent (See Form
letters and forms. PTO/SB/55)

Transmittal (See PTO/SB/50)

Request for Customer Number

PTO/SB/A25.......oocoeeeveerereerereereseresessseessssessesesssesssenees 403
Request for Customer Number Data Change

PTOISBI124.......cooeerserereeree e 403
Request for Deferral of Examination 37 CFR 1.103(d)

PTO/ISBI3T ..ot essssessssessssesssesssennes 709
Request for Filing a Patent Application

under 37 CFR 1.60 PTO/SB/13........ccooveeeneeennees 201.06(a)
Request for Filing a Patent Application

under 37 CFR 1.62 PTO/SB/14........ocovveeeereeeenee 201.06(b)
Request for Reexamination Transmittal

PTO/SBIST ...ttt 2214
Request for Statutory Invention

Registration PTO/SB/94.......ccoverrrerreeereeeeneeeenes 1101
Request for Withdrawal as Attorney

or Agent PTO/SB/83......covvverveeerereeeesesennens 402.06
Response to Rule 1.312 Communication

PTOL-271....oeeeeeeeerereereeereeereseennenes 608.02(2), 714.16(d),

....................................................... 714.16(e), 2307.03

RESriCtion reqUIrEMENT.......c.coceuevrere s 817
Small entity statements........ccccvveinveeienseeseeeenns 509.03
Statementsto DOE of NASA ... 151
Subject matter admits of illustration...................... 608.02(a)
Terminal Disclaimer to Accompany Petition

PTO/SBIB3......cooeeeereeeereirereereseereseseeese e esseeenees 711.03(c)

Terminal Disclaimer to Obviate a Double Patenting
Rejection over aPrior Patent (See Form letters and
forms:PTO/SB/26)

Terminal Disclaimer to Obviate a Provisional Double
Patenting Rejection over a Pending Second
Application (See Form letters and forms.PTO/SB/25)



INDEX

Form paragraphs (Reproduced)--Form paragraphs (Reproduced)

Sec. No.

Withdrawal from iSSUE.........ooevereerecenecerieeeniienns 1002.02(c)
Y ellow tag PTO-1364 Reproduced...........ccceveeneee. 608.02(2)

(O] (o IR 608.02(2), 1107, 1302.05(3)

Form paragraphs (Reproduced)

22 0 OO 201.06
2002ttt 201.06(a)
2003, 201.06(a)
204 201.06(a), 201.06(c)

201.14(b)
201.14(c)
201.14(3)
201.14(c)
201.14(c)
201.14(c)
201.14(c)
201.14(c)
201.14(c)
201.06(h)
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Sec. No.

201.06(d)
201.06(d)
201.06(d)
201.06(d)
201.06(d)
201.06(d)
201.06(d)
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Form paragraphs (Reproduced)---Form paragraphs (Reproduced)

Sec. No
B.05.19......cue ettt nnen 605.03
B.05.20.......00cceererrerinere sttt naen 602
B.06.......cueeeeerete ettt ans 604.01
B.07 ..ottt bbb bbb 603, 604.02
B.08.....eeeeeeereere ettt sttt nnen 604.04(a)
B.09.0L.......coceeeeereetres ettt nnen 605.03
B.11. e naes 606.01
B.1L.0L....cceceeceecteee ettt bbb aes 606.01
B.12..e ettt nnes 608.01(b)
B.13. ettt naes 608.01(b)
B.14 ..ot 608.01(b)
B.15. ettt 608.01(b)
B.16. ...ttt ees 608.01(b)
B.16.0L......cccrrerererrerere st 608.01(b)
B.17 ettt 608.01(j)
B.18. .ottt bbbt naes 608.01(n)
B.18.0L......ceeeeereeererer ettt 608.01(m)
B.19. ..ttt naes 608.01(p)
B.19.0L.......ccceeeeeee et 608.01(p)
B.20....cueuereeteeeete ettt ettt bbb nans 608.01(v)
B.2L.eeeee ettt 608.02(b)
8.2ttt naen 608.02(b)
B.22.01......ccueeeeteeere ettt 608.02(d)
B.22.02.....oeueeeeteieeteeeeeeee ettt bbb nans 608.02(e)
B.22.03.....eeeeeererreresere ettt nnes 608.02(e)
B.22.04 ..ottt sttt 608.02(d)
B.22.05......cueeeteeeteee ettt 608.02(f)
B.22.06......ccueueereeeteeeeteeee ettt bbbt enans 608.02(e)
B.22.07 ..ottt nenen 608.02(e)
S0/ T 608.02
B.23.0L......cueeeeteeeee e 608.02
B.24.01......co ettt aes 608.02
B.26.....eeeereeereerereere sttt nenes 608.02(b)
B.27 .ottt naen 608.02(b)
B.28.....oeuereere ettt 608.01(q)
B.28.01......cecueeteeteieeteee ettt 608.01(q)
B.28.02......cueeeeerereerereerese ettt enes 608.01(q)
B.29.... ettt naen 608.01
B.30. ettt ans 608.01
B.3 Lttt bbb aes 608.01
3 72O 608.01
3 TR 608.01(m)
B.36. e ettt ettt nans 608.02(d)
B.36.0L......cocticreete ettt 608.02(g), 714.22
B.37 e treer ettt nnen 608.02(h)
B.38. e ee ettt naen 608.02(p)
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INDEX

Form paragraphs (Reproduced)--Form paragraphs (Reproduced)

Sec. No.
20 OO 702.01
200U 702.01
200 TR 706.03(a)
TU05cteeeee ettt bbbt 706.03(a)
2003 0 OO 706.03(a)
2030 O 706.03(a)
T.05.03.....oceeeeteeere ettt 706.03(a)
T05.0.coeeeee ettt sttt 706.03(a)
2030 T 706.03(k)
2030 T 706.03(k)
TLO7 ettt st 706.02(i)
TU0B.eeeeceeee ettt bbb 706.02(i)
20 T 706.02(i)
50T .... 107.08, 706.02(i)
T Lo st 706.02(i)
T 02ttt sttt 706.02(i)
780 0 R 706.02(i)
80 T 706.02(i)
50 TR 706.02(i)
T35ttt 706.02(i)
80 OO 804.03
80 0 R 706.02(f)
TA5.0L..coccceee ettt 706.02(i)
TS0ttt bbb 804.03
80 0O 706.02(i)
715,02, cccuceeeeeessserersese sttt naen 804.03
715,03, st 706.02(i)
TAS 0ttt sttt 706.02(f)
750 T 706.02(i)
50 U 706.02(i)
T1B et 706.02(i)
T09u ettt bbbt aes 804.03
4O SO 706.02(m)
72001ttt 706.02(m)
72002t 706.02(i), 706.02(m)
........................................................................ 706.02(m)
804.03, 706.02(m)
706.02(m), 804.03
706.02(m)
706.02(m)
706.02(m)
706.02(m)
706.03(0)
........................................................................ 608.01(m)
........................................................................ 608.01(m)
.............................................................................. 608.01
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706.03(d)
706.03(c)
706.03(c)
706.03(c)
706.03(c)

706.03(c)

706.03(d)
706.03(d)
706.03(d)
706.03(d)
706.03(d)
706.03(d)
706.03(d)
706.03(d)
706.03(d)
706.03(d)
706.03(d)
706.03(d)
706.03(d)
706.03(d)
706.03(d)
706.03(d)
706.03(d)
706.03(d)
608.01(n)

707.07(f)
707.07(f)
707.07(f)
707.07(f)
707.07(f)
707.07(f)
707.07(f)
707.07(f)
707.07(f)

....................................................... 707.07(f)
....................................................... 707.07(f)
....................................................... 707.07(f)
.......................................................................... 707.07(f)
.......................................................................... 707.07(f)
............................................................................... 707.07(f)

August 2001
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Form paragraphs (Reproduced)---Form paragraphs (Reproduced)

Sec. No.

.................................................. 706.07(b)
.................................................. 706.07(g)
.................................................. 706.07(g)
.................................................. 706.07(b)
.................................................. 706.07(d)
.................................................. 706.07(g)
.................................................. 706.07(g)
.................................................. 706.07(g)
.................................................. 706.07(h)
.................................................. 706.07(h)

706.07(h)
706.07(h)
706.07(h)
706.07(b)
706.07(h)

.................................................. 706.07(h)
.................................................. 706.07(h)
.................................................. 706.07(h)
.................................................. 706.07(h)
.................................................. 706.07(h)
.................................................. 706.07(h)
.................................................. 608.01(n)
................................................... 707.07())
................................................... 707.07())
.................................................. 707.07()
................................................... 707.07())
.................................................. 608.01(0)
.................................................. 608.01(n)
.................................................. 714.03()
.................................................. 714.03(a)
.................................................. 706.03(U)
.................................................. 706.03(U)
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TB5. ettt 716
TB6.ueeceeercirenetress sttt 716
TB6.0L......cucoeeecteeecteee ettt naes 716
TB6.02.....ccoeteecteeeteee ettt saes 716
450 TS 716
TB0.04.....coeeeeeeetreeetseee sttt naes 716
T.B6.05.......ccveeeeteeeeieeie sttt naes 716
TBT ettt naen 714.13
45401 706.07(f), 714.13
540 706.07(f)

EA: T 707.05(g)
WA 7 707.05(g)
g4 710 B 707.05(q)
g4 < T 707.05(q)

pA= 0 B 714.01(3)
pA = ST 714.16(d)
g T 714.16(¢)
WA= 7 A 714.16(d)

...................................................... 711.02(3)
...................................................... 704.12(c)

707.05, 714.03
....................................................... 707.07()
.............................................................................. 710.02(e)
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706.02(c)
704.14(a)
704.14(a)
704.14(a)
704.14(3)
704.14(a)
704.14(a)
704.14(a)
704.14(3)
704.14(a)
704.14(a)
704.14(a)
704.14(3)
704.14(a)
704.14(a)
704.14(a)
704.14(3)
704.14(a)
704.14(a)
704.14(a)
704.14(3)
704.14(a)
704.14(a)
704.14(a)

809.02(a)
809.02(a)
809.02(c)

........................................................................................ 817 YT OO - o = X0 75 |
........................................................................................ 817 Y O : ¢ <107(o)
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141001
1410.01
1410.01
1410.01
141001
1410.01
1410.01
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1504.01(c)
1504.01(c)
1504.01(d)
1504.01(d)
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............................................................................... 1875.01
............................................................................... 1875.01
............................................................................... 1875.01

1875.01
1875.01
1875.01
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Fraud---Hatch-Waxman Act
Sec. No. Sec. No.
O S 2427.01 [ 1= 1o R 809.02(a)
24,05, st naes 242701 Species clamslacking.......c.cocoeeevrenrennns 809.02(d), 818.02(b)
24.05.00....cceeerciets e 242701 SubcombiNGLiON........ccocerrerecrerrece e 806.04(c)
Fraud (See also I nequitable conduct; Deceptive intent) Support for SCOPe Of ......cvveevvreririireens 706.03(c), 2164.08
AVOIding Charge Of ..o 2004 Traverse of rejectionin lieu of election................ 818.03(b),
Civil litigation..........cooeceereeeereenen. 1216.02, 1442.04, 2001L.06(C) et 818.03(d)
Claimsunpatentable...........ccocreernecneeneeeesne s 2016 Genetic sequence (See Biotechnology; Nuclectide
Duty to disclose........cccuu... 2001, 2001.04, 2001.06(a), 2010 sequences; Sequence rules)
INVENLOrSNIP ..o 201.03 Genus and SPECIES .......ccvvverrereerereererrenenne 806.04(a) to 806.04(i),
Protest.....c.cccoueveeenernencrnencerenns 1901, 1901.02, 1901.06, 2013 e 808.01(a), 809.02
Reexamination ..........cccccveeeeevnne, 2014, 2216, 2217, 2258, 2280 ANticipation Of ... 2131.02
REISSUE.......oeiteeerireeetrireee e 1448, 2012 ODVIOUSNESS OF......oreecirirereeieireseeisiseseeis e 2144.08
SMall entity StALUS ........occreeerrreeeireeereeereer s 509.03 German priority dOCUMENt..........cveerreerreerreerreeeereees 901.05(10)
Fraud on the Patent and Trademark Office........ccccvuune. 509.03, GESChMACKSMUSLEN........cceeerereceeie st 201.14(b)
.......................................................... 2001.06(c) GOOd faith....c.cceereercreeree e, 2000, 2001
= 010 (011 | 706.03(a) Government registers.......oumninneeeeeesseenns 302, 302.07
Frivolous iNVENTION.........covveeereeere e 706.03(a) Government [iCeNSE ClAUSE........cu et 310
Full faith and credit in prior Examiner’s action Government-owned application, specidl..........cccovvvenne. 708.01
Allowed Claims ..o 706.04 Graphic SYymMbOIS ......coeccirrecereee s 608.02
INEEIVIEW ..ttt 713.01 Great Britain, complete specification.........cccccceeeecrennas 201.15
SEAMCN ..ttt 704.10 Great Britain, provisional specification...........c.covveevenen. 201.15
Full name of applicant...........ccooveervnereneressrerereneeens 605.04(b) Greek letter Phi USBge.......ccvveveeerreneneeerereseseseseeeene 608.01(g)
Full signatory authority........cccceccvnecceiensseesesee e 1004 Group director (See Director: of Technology Center)
Function of machine rgection .........ccccecvvververeene, 2173.05(v) Group, International classification...........ccccceeeeeeeciennnas 903.09
Functional claim, rglection ...........c.cccveevenerrenen. 2114, 2173.05(g) Guardian, Authority recorded ...........cooeveerneeeereneneeneenn. 409.02
Functional equIValents..........coocceevveeennesseeesenese s 2144.06 Guardian of legally incapacitated inventor...................... 409.02
FWC (See File wrapper: Continuation) Guidelines
G Drafting an appliCation ..........cocovvevvvreressenenessesesesesesens 601
Drug disClOSUrES........ccooveneererreeeerirereereeenes 2107.01, 2107.03
Gazette, Official (See Officia Gazette) Examination of computer-related inventions................ 2106
(€775 1) = O [ 1801, 1857 (C1= T 0 Lc o L — 2144.08
Gebrauchsmuster.......n...... 201.13, 201.14(d)), 202.03, 901.05(b) Handling of citation in patent...........cccvveneereneeceenenenes 1922
General INFOMMELION ... 1730 INEErNet USAQe....ovvvvvvvvvvvrvrrssssssssssssssssssssnnee 502.03, 904.02(c)
“General Information Concerning Means/step plus fuNCLioN ... 2181
Patents” DOOKIEt........ooooeoeeeeeeeeeeeeeeeeeeeeeeeeee Introduction, 703 Reexamination —Portola Packaging decision........... 2242
General Information Services Division (GISD)................... 1730 UBHITY vttt 2107
General power of attorney for Legal precedent..........cocvrececuvcrnerneeneeneens 2107 to 2107.03
international apPliCatioN ..............ooooeeeeeeeeeeeeeecerrsssseseseeee 1807 WIitten DESCrIPiON ....c.vueeecereeeieieireee s 2163
Generic clam
Allowable.......cvveeerrererrererenenns 808.01(a), 809.02(b), 809.02(e) H
Transitional application..........cccccevveveererenennne, 803.03(b)
DEfINITION ..ot 806.04(d) Hand delivery of Papers........o...cooreeeeemmreeeeesseesesn 502, 714.13
INFOPM@ ... 809.02(e) Handling of citation of prior art...........cccceeeeveveeveerrereernnnnnes 2206
Markush group .......cceeeeeeeerereserererenenenens 803.02, 2173.05(h) Handling of mail and papers........cccovveeeverereerennnenes Chapter 500
Patentably distinct over other species................. 806.04(h) Handling Of Protest. ... 1901.05
Presented after issue of patent......cowwerevissas 806.04(i) HAECh-WEXIMEAN ACL.......vvrvrrrrrrrrrrrssssssssisssssessesssssssssessssssssss 2750
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Hearing on appeal--I nequitable conduct

Sec. No
Hearing ON appPeal ..o 1209
Heir as applicant (See also Administrator or executor)409.01,
409.01(a), 409.01(d), 1303.03
Help line (telephone NUMDEN) ......cccoeeviveeveniiererereceereseceenes 1730
HIV/AIDS, PELTIONS......cecereeerereeeresereeeseeeseseeseseessssesenens 708.02
Holiday, Federal
Abandonment date...........cccoceevevieeneneseseseeens 711.03(c)
ApPPEAl DIEf ... 1206, 2274
(@AY I 1o o O 1216
Continuity between applications.........c.cccoveeerrenneens 20111
Effect on reference 706.02(a)
Filing date......ccccococveeeuenee. 502, 502.01, 505, 506.02, 512, 513
Foreign application copendency...........ccoueeerrenerrenas 20113
Foreign patent........c.covvverererneeererenenns 2135, 2135.01
Maintenance fees ........ovvnrenenecenee 2504, 2506
Papers Not reCEIVEd........cocvieerieeceee s 502
Period for reply ending on...........cooveeveveernescrnenes 505, 710.05
Prior art effective date........coovevvevcrvecserescnenne, 706.02(a)
Provisional application copendency ............ccc...... 201.04(b)
PTO DuSINESS NOUFS........coiieeierriecee e 510
REPIY PEITIOU ...t 710.05
IS 6= (0 10 VA o O 2133
S22 1001 (0] YN o= oo [ 710.01(a)
Unscheduled CloSiNgS.......cccnnnineseeseseenns 201.13
HOUIS Of OPEIation..........coveeeerrecrneerreerree e 510
Hyperlinksin specification..........c.cccceevvereene. 608.01, 608.01(p)
I
ICIREPAT country COAES .........cccreruenne 201.24(d), 901.05(d)(f)
ICIREPAT identification numbers.............. 901.04, 901.05(d)(f)
Identification Of PAPErS ......covreeeererecerreee e

Identification of priority application

Idiomatic ENglisn......cccevvveereriniirenenesereneseseseseseseseseseens
I1lustration (See Drawing)

Implied election.........coccvenieeennenen. 818.02, 818.02(a), 818.02(c)
Improper joinder, effect on patent .........cccevevvceerereceenenees 805
Improper multiple dependent claim..........cccoeeeevererenne. 608.01(n)
Improvement (JEPSON Claim) .......coceuveerereerenerneneereeeneeeeseeeens 2129
INBCCUNALE ClAIM.....ouieenrereeireecireee et 2173.03
Incomplete amendments, time

for COMPIELiNg......ccooeeererreerse s 710.02(c), 714.03

Sec. No.
Incomplete application..........c.c.cveeee. 506, 601.01(d), 601.01(e),
........................................................................ 601.01(f)
COMPIELEH......oceecce e 506.01
DEfINITION ..ot 203.06
DIaWING. ..ot sess s ssssennas 507
INVATA 08EN........ocecce e 604.06
RELUM .. 506
Return of filing fee......ovvvvvvrrsrrsr s 506
USING 808IN.......cecememirererernersenerseerseeeneseenes 506.01, 608.01(u)
Incomplete claim, rejection........... 706.03(c), 706.03(d), 2172.01
INCOMPIELE ProteSt.......cceeeeeeceresee s 1901.03
Incomplete requests for reexamination ............ccccceeeeenenns 2227
Incompl ete reSPoNSe........c.veereecrreeeereerereereeenes 711.03(a), 714.03
Timefor completing......c.cccocevereveene. 710.02(c), 711, 714.03
Incorporation by reference.............. 103, 608.01(p), 2163.07(b),
........................................................ 2173.05(s)
Incorrect citation of reference..........c.cocoveeenee 707.05(g), 710.06
Indefinite claim.......cocvvvecceseeccreee 706.03(d), 2171 to 2174
Alternative phrase........ccccoveeeveveveernnnn, 2173.01, 2173.05(h)
Antecedent basisS.........cccvvevvvcnvsese s 2173.05(e)
Breadth compared..........ccocvveevnenencnencnecneceeces 217304
Design appliCations.........cccvveveenrenssenenesseesereseeeeeens 1504.04
International application..........cccocevvencenerensesereeeennn, 1874
MUILIPHCITY oo 2173.05(n)
Must be considered .........oerrnrrneneerreneeeen. 2143.03
NoONelected ClaiMS........cccveeireeireereee e 821
NUMENCal FaNgES ......ccvvererrereee s 2173.05(c)
L (0] GRS 2173.05(m)
REECHIONS ...t 706.03(d)
35U.S.C. 112, first and second paragraph
COMPANE......creerrericeeieiree et senes 2174, 2185
Independent Claim.........cccccceeeecininesiee s 608.01(n)
Independent, definition..........ccooveeerrnerrnneee e 802.01
Independent inventions............... 802, 802.01, 803, 803.02, 806,
............................................. 806.04, 808.01, 808.01(a)
Independent inventor (See also Applicant; Inventor; Pro se
applicant)
Independent Inventor programs ..........cccceveeeeeereneeeeenens 1730
Small entity StatUS.......ccccvuvevecrreccereree e 509.02
INdex Of ClaimS ....c.cccvecceeree s 707.07(i), 719.04
Index of patents, Classification, Numericdl ................ 902.03(a)
Index to the U.S. Patent Classification.........c.ccccovuune. 902.01(a)
Inequitable conduct (See also Fraud).............. 2001.06(c), 2013
BESt MOTE ...t 2165
Duty of disclosure............... 2001.04, 2001.06(a), 2001.06(c),
..................................................................... 2004, 2010
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Informal application---Interference

Sec. No
Finding affectsall claims ... 2016
Protest......ccocveerreereereereereeeeeeseienes 1901, 1901.06, 2013
REISSUE.......eeecireeeieieireesee et 1448
Informal application...........ccccceveeennneseeeeeeenes 506, 702.01
Primary examiner’s attention required.............cccccoecuen. 1004
SEAMCN ..ot 702.01, 704.01
Informal drawing
Informal requestsfor reexamination ..........c.coceeevevererereseene 2228
Informality, Action calling attention to............c.cc.... 707.07(a),
......................................... 707.07(j), 710.02(b), 714.14

Information Center (See Scientific and Technical
Information Center)
Information Disclosure Statements

(ST K ol = 110 g 1 [ 201.06(d), 609
Relationship to requirement for information........ 704.14(d)

Information on status of application referred

TO TN PALENT ...t 102
Information reasonably necessary for finding prior art...

............................................................................................ 704.11
Information, requirementsfor.........ccoeoevvveveienieieccnnnnns 2001.04
Information sent to applicant for guidance............ccoceeenee. 703
Information submitted with protest..........cccoeovvevernene.

Information which must be disclosed
Infringement action

REISSUE........eeiiirie e 1412.03

Statute of lIMItatioNS..........ceevereeerecireereere s 2204
INID codes or NUMDErS........cccoeevererrenenns 901.04, 901.05(b), 2290
Initial examiner review Of reiSSUE..........cooveveeererenecerirenenens 1443
Ink color

BIack .o 707.10, 719.02, 719.05

ReED e 714.18, 719.02

Permanent ..........ooevenereneerenserenseneeene 608.01, 714.07, 714.19
Inoperativeness..........ccveeennenen. 608.01(p), 2164.07, 2164.08(b)

AFFIAAVIT ..o 716.07
INPADOC........ ottt nese e seiseessenes 901.06(a), 905.06
Inquiries, Official and Congressional............cccvueuene. 203.08(a)
Inquiries regarding patent search, examination,

Lo V7 T [ YT

Inquiry asto status of application

Inspection
AMENAMENT ...t 714.05
W2 o] o] o= 4 o] o TR 103, 104
APProval Of POWES ..ot 104
ASSIGNMENT ...t 301.01
AULNOMTZBLION ..ot 402
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BY 8SSIgNEE....cceereeceerreeeeereee e 104, 106, 106.01
By excluded or suspended attorney or agent ................ 105
BY INVENLON ...ttt 106
BY lICENSEL.......ciecrrereecree st 106.01
Control of, BY @SSIQNEE.........ovureeereeeereeeenerennerensesseereenens 106
File Information Unit (Record room) ..........ccceeereeeererennens 103
International appliCation.........cccccecevverceenereeeseseseeienens 110
Patent file .....occeeeeeee e 103
PEUTION ... 103
RECOI FOOM....c.ouieeenireeeireeieie e 103
Reissue appliCation .........ccccveeeenerenseeesesse e 103
RIGNE Of .. 103, 104, 106
Insufficient disclosure..........c.ccone.. 608.01(p), 706.03(c), 2161
Insufficient reply .occevevecerreeerrecene 710.02(c), 711.02(q),
........................................... 711.03(a), 714.03, 2266.01

Int. Cl. (International Patent Classification).................... 903.09
Intellectual property compared..........cooevererenecrneeeeneeennens 1512
[NEENE L0 ClAIM ....ceteece s 706
Inter-American Convention (See also Treaties).............. 201.13
INLEITEIENCE ... Chapter 2300

Abandonment, suppression or
concealment, notice

Accesstofiles......
ACHON BFTEN ...
Action after reexamination ..........ccceveeeerrensereseseennen. 2284
Action made when suggesting claims...........c..c....... 2305.01
Action suggesting claims.........cccoceeveerercernnne, 2305, 2305.04
Addition of NEW Party.......cccceeiemeeensssesseeesenenns 2342
Administrative patent judge handles.............. 2300.01, 2314
After notice of allowance.........cccvevecnecneecncrnenenn. 2307.03
Allowance of losing party’ s application.................. 2363.03
Amendment filed during.........ccccoevvevveeievseeseene 2364.01
Applicant requests interference
WIth PaLent ........ccceereeereeee e 2307

Application already in interference.........ccccovvvueee. 2305.04
Application and patent

in different Technology Centers........ccovevereeneereenn. 2306
Applications

in different Technology Centers........ccccoouunee. 2301.01(a)
Attorney, parties have same.........cccceeerennee 2305, 2309.02
Basis of practice.........ccovveveeererercecererecenenn. 2138.01, 2300.01
Between application and patent.................. 2306 to 2308.02
Between applications.........ccccccevvevcnnnenecrrenenes 2303, 2304
Cancellation of losing party’sclaims.........ccccceveeee. 2363.03
Claim of foreign priority by patentee

NOt CONSIAEIEd......c. e 2308.01



INDEX

Interference--Interference
Sec. No. Sec. No.
Claim interpretation ..........veeneeerneeersereserseersenens 2301.01 File wrapper NOtation ............cveevererrenerrecereeeneenns 2301.01(b)
Claim presented corresponding FiNal dECISION .....c.oeeceeireecetreee e 2358
to patent claiM......ccocvevvevccesecee e 2306 to 2308.02 Foreign application, benefit ..........cooeievveevvecceennn, 2309.02
Claims, need not beidentical ...........coocceerneccrneneccinnne, 2303 GENENIC ClAIMS.....ceiereee s 2303
Claims, overlapping in two applications I dentification of patent, corresponding
Of SAME PANY ..vveveeverereerereee e 2315.01 claims presented
Claims, suggesting 2305 to 2305.04 Initial memorandum
Claims, unpatentable over suggested claim............ 2305.01 Inspection of affidavits and declarations................ 2309.03
Claims corresponding to count support in Inter partes questions not to be
SPECIHTICALION ...t 2163.03 discusSed EX Parte.......cccovvererererreressereseseseesesenenes 2314
Claims corresponding to patent claims, Interference Practice Specialist.......cccovveveevrecennnnn. 2301.01
(ST o1 o o VO Interpretation of Claims .........cccccevvcervcsssceesens 2301.01
COMMON OWNEISNIP....cvueeriererrireserseee e er s Interview prohibited........ooceneenernnernsereseseeeseeenee 2314
CONCEPLION ... JUICial FEVIEW.....eeeeeerereeee e 1216, 1216.01
Concurrent with appeal.........cccoeeeevveveeeneseceesesesens Jurisdiction over interference.........cccoceeveeeenee 2300.01, 2314
Consultation with examiner Litigation, NOLICE Of ........ccceverrrrrrressee e 2360
Consultation of examiner with L osing party, may obtain copy of
administrative patent judge .......c.coceeevrereenee 2314, 2360, opponent’ sapplication..........cccoveeeverernerereneens 2363.03
....................................................................... 2363, 2363.03 Losing party, treatment of ........c.cccccocevenreccerenenn..... 2363.03
Consultation of examiner with LOSE COUNES.....coceereeeeirireresisise e 715, 2138.01
interference practice specialist ........c.ccvuvee. 2301.01(b), Memorandum, PropoSING..........ceereeereeereeeereseesssennees 2309.02
................................................................. 2309, 2309.02(d) Motions
Copending reexamination..........cccccoeveveeeneresesseseseennns 2284 Applications not involved in interference................ 2333
Copied patent claim not identified................... 2305, 2307.05 DECISION ...ttt senas 2340
Count, AEfiNEd........cceeeeeeeeeeeeeeeee e 2301.02 [ 1= T o TR 2340
Counts, formulation Of ...........cccoeeeeivnecrrrenecnnnen, 2163.03(d) Preliminary ... 2333, 2340
Dates, differencein effectivefiling........cccocovveeeevenenas 2303 Multiple dependent claims.........ccooveeeerereererercennnnn. 2309.02
DECiSION ON MOLION ......cvcveirieieieieeeieteieeeie e Multiple patents involVed..........ccocceenneneneeneenns 2306
DeClaration........c.oceceeurerenereerereeeereeeie e eseseseeesesennens New reference found..........cccoveeeevnerennenserereee s 2341
DEfiNItIONS ... s No interferencein fact.........ccoeovevvcrencenenee 2301.02, 2363.01
Determining Priority .....cccceeeeeerreece e Nonelected claims.......cocoeevevecinvencseseree e 2303.01
Diligence, reasonable Notation on file wrapper, allowed
Director of TC must approve of...........cccccuveees 2303, 2303.01, APPHTCALION.....ceeeeeereeteee s 2305.04
.................................................. 2305.04, 2306, Notation on file wrapper,
.............................................. 2307.02, 2309.02 possibleinterference........cccoevvevreceerrnenen.... 2301.01(b)
Disclaimer, Statutory .........cccccceeeeininnns 706.03(u), 710.02(d) Notification of patentee, attempt to
Drawing, losing party’ s obtaining copy of.............. 2363.03 Provoke iNterference..........oooveneeneeerneeeenersenenn. 2307.06
Election of invention not affected..........cccocovvevrencrnenes 820.02 Office of Patent Publication notified............c.ccoceunee. 2305.04
Entry of amendment filed in connection Order t0 SNOW CAUSE.......ccveereerirecerie s sseesaessesessees
WIth MOLION ... 2364 Overlapping applications
EStoppel .....coveereeereereene 715, 2138.01, 2358, 2363.03 Patent filing date earlier than
EVIAENCE......coceeeree vt 213804 application date........ccccoevveveererereeerenn, 2308.01, 2308.02
Failure to identify patent when Patent filing date later than application date........... 2306.01
claims presented..........ccocveeenecneneennnns 2305, 2307.05 Patent in different Technology Center...........ccccoeviennas 2306
Failureto present suggested claim.........cccccveverenee 2305.01 Power of attorney filed..........cccovevrnenncnecnecnicnns 402.08
Federal Rules of Evidence.......ccoovveeevvennneen. 2301.02, 2308 Preliminary motions..........ccccvvvenvnerenseneesenenenes 2333, 2340
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Interference practice specialist(s)---International application

Sec. No

Preparation of papers by examiner................. 2309, 2309.02
Priority time charts.........ccoeveeenvenccsveseeeeseeeeneens 2138.01
Protest, NOLICE Of ..o 2360
ProvOKING.....coceeiiinensise s 2300.02
Public use proceeding.........cccveereceneeernieeenseennernenas 706.03(v)
Reconsideration of decision on motion..............ccee.e.. 2340
Reduction to practice.......ccovveevereeseeninenns 2138.01, 2138.05
Reexamination, copending with interference................ 2284
Reexamination, NOtICE Of..........ccceeeveeeeeeeeeeeee e 2360
Reexamination, presentation of claimsfor

interference with patent under...........ccccovevveneenn. 2307.04
Reference found during interference..........cooovvvvvennns 2341
References pertinent to motions,

Made Of FECON ......c.ouevreeereeereereereee e
Reinstatement of action
Reissue application.........ccccceeevevenne.
Reissue application, NOtiCe Of .........ccoveeerrecrrecrrecerenns 2360
Rejection of claims corresponding to

pPaent ClaimsS .....c.coeeeeevecce e 2307.02
Rejection of claims unpatentable over

suggested Claim.........ccveneenceneneenecnnes 2305.01, 2305.02
Requirements for interference..........coceovveevecennnen. 2303, 2306
Response to suggestion for claims............. 710.02(c), 2305,

............................................................. 2305.03

Revocation of power of attorney ..........cccoeeeeeveverrenes 402.08
SEAMCN ..ot 1302.08, 2301.01(b)
Second iNLEIfErENCE.........cviererereereeree et 2365
Secrecy order application..........ccovveevveeeniinnns 130, 2309.06
Showing under 37 CFR 1.608(D) ......ccoveeereererrerenerennes 2308.02
Special dispatch........cccoveeveeceneecenieennee 708.01, 2307, 2307.02
Statutory basis ......coeeevvececneseee s 708.01, 2300.01
Subsidiary of corporation, common ownership........... 2302
Suggestion of ClaimS .......coceneenreeenerneennenes 2305 to 2305.04
Suggestion of claims, timelimit ............... 710.02(c), 2305.02
Suspension of action pending outcome

Of reexaminNation ..........ccccrereeurerenesierereeee e 2284
Suspension of ex parte prosecution....... 709, 709.01, 2315,

............................................................. 2315.01

Terminated open to PUbliC .......ccccvveeeceveccce e 103
TEIMINALTON......ccecereerieirerece et 2361
TESHMONY ..ot 715.07(b)
Timelimit for reply ..ccevveeveereeerreceene 2305.02, 2307.02
Transfer of application..........cccceeeevevevenne. 2301.01(a), 2306
Two periodsfor reply running.........cococeevveverererenenes 2307.02
WiNNiNg Party .....c.coeeeveerneerneeeenesnesesneeens 710.02(b), 2363.02
Withdrawal of application fromissue...........cc........ 2305.04,
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Sec. No
.................................................................................. 2307.03
Withdrawal of outstanding action..........c.ccccceeevvereenne. 2315
Interference practice specialist(s) ........ 2300.01(a), 2301.01(b),
................................................... 2305.04, 2309, 2309.02(d)
INnterlibrary 108NS.........ccvereeeneennieneereeeeeeeeeenes 901.06(a)
Interlineation in specification before execution.............. 603.01
International application (See also Foreign
application; Patent Cooperation Treaty)
ADSIFACE ..o 1826
ACCESS....cererreeere et 101, 110
AGENL..oiiii s 1807, 1864.04
Amendment before the designated office...... 1893.01(b)(2)
Amendment of claims before
International BUr€aU............coeeriereneerereneeceneeeeneeenens 1853
AMmINO aCid SEQUENCE.........cccveeerrererereee e 1823.02
APPHICANT ..ot 1810
Applicants different for different
designated StateS......ccovvvvirererirseeerereeee s 1817.01
Assignment dOCUMENT..........cceveveeerercsereree s 301
ALLOINEY .. 1807
Attorney file NUMDES ..o 1821
ClAIMS .o 1824
Common repreSentatiVe........ocvevceererereessesessesseseeees 1807
Confidential StatuS.......c.covreeeeirereneeririrereeeresesaeieeene 101, 110
CONLENL.....oteeeeeeree s 1812
CONLINUBLTON......cocveeeecrreetree e 1817.02
CoNtiNUALION OF ......cueereirieiree e 1895
ContinUati ON-IN-Part.......cccccceeneeeeesesssessesenns 1817.02
COrresPONAENCE.........creerreerreerreeee s sesenees
DeClaration.........coueeeeneeeineecneeeineessesee s
DEfINITION ..ot
Deposit accounts
DESCIIPLION ...ttt
Designated offiCe.......ccovvvrrverecrrereneenns 1801, 1893.01(a)
Designated office recipt.......ccocevverenrrensersenesieninenns 1890
Designation fee.......couvvveeennencseseenenns 1817.01, 1827
Designation Of States.........covreveerereereeereeeneeeeseeenens 1817.01
DrawingS....ccoeeeeerenereenesessssesesesssesesesesssesnens
Drawings missing
Early processing national stage.........coceevevevererereenen. 1893.01
ElEMENES ...t 1812
Errors, rectification Of..........cocovvevncnncnecnicncneeees 1836
FEES... et 1827, 1893.01(c)
FiliNG Aale....ccvieeecreecree e 1810
Foreign filing liCeNSe.......c.oc s 1832
Formal reqQUIremMENtS.........ccocveeeereneseeeresesssesesesseesnenenns 1810



INDEX
International classification--Interviews

Sec. No. Sec. No.
Forms (See Patent Cooperation Treaty: Forms) International Trade COMMISSION.........ccovereeererenneeerereeeeenenens 724
HOME COPY ..ottt sessssssessssssssesssnens 1842 International-type SEarch.........ccoovveeverereeerereseeerenenns 707, 1852
International preliminary examination.............ccoevevennes 1860 INEEINEL ..o 502.03, 1730
International SEarch..........ccovrrncennencsrreeereeeas 1843 AAAIESS ... 1730
International searching authority............cooecveecrrecnnenee, 1840 Database COlIECtiONS..........coverrercrrereereereeneeeeeeeees 1730
19177501 (o ] FO 1817.01, 1820, 1893.01(¢) Disclosure document program..........ccceveeeeereseeeeenenenns 1706
Inventors different for different Electronic malil
designated StateS........ccovvreeerereeesereeieeeeesieeeeens 1817.01
Kinds of proteCtion ..........ccuenenenssenersenerneennenns 1817.01 General Information Concerning Patents..........c.ccoveeeen. 703
Mail SEIVICE ... 1834, 1834.02 KiAS PagES.....ceeeirererieireresieeseneste et ssesssssesessse e 1730
MEMDET SLALES........ccevrerreetrereereereee et senanees 1817 “PatentIn” computer software (See also Sequence Rules)
MicroorganiSm depoSit........cccccereereeesnesssnsenens 182301 e —————————— 2430
National StAge.........ocereerreerrieernieeerreeereeereeereaens 1893, 189%6 PCT Legal OffiCe....c.vererererrrerrereresereereeeneeeseeseennns 1730
NUMDBEITNG ..o sesseesesennens 1812 Publication of Board DeCiSiONS ........cccoeveeverevenennn. 1213.03
Oath s 1893.01(¢) Registered practitioners..........coccvveeenesensesenesiesnenns 1730
Parent to national application.................. 201.11(a), 1817.02 SEACHING ..o 904.02(c)
Power of attorneY ... 1807 Usage Policy 502.03, 904.02(c)
Precautionary designations...........cccoeveneeeerereeeeerenens 1817.01 World Intellectual Property Office (WIPO) ................. 1851
Prior art effect......ccccccvvennee 1857.01, 1895.01, 2127, 2136.03 Inter partes QUESLIONS........ccccccvvereeee e 713.06
PrIOMTY ..o 201.13(b), 1830 Interpretation Of 1aw, NEW. ... 1208
Priority dOCUMENt ........ccovevereereeirecneicneicenas 201.13(b), 1828 Intervening rightsin reexamination...........coocoveeeneeeeneeennns 2293
0o Yoo o 1R Intervention by assignee
Prior art effect INEEIVIEWS ..o
RECOId COPY ..vvveeeieiririsisirtsisie sttt Advance indication of issues to be discussed
Rectification of ObViOUS EITors.......ccovveevvecrrecrrecenenens 1836 Allowed appliCation ........cocveeerneeeenerrenersenenn.
RefuNd Of fEES ... Appointment iN advanCe..........occovverererererseerererenenns 713.01
REPreSENtation........cocvvevceerereeeseee s i Attorney not of record.........ccvvvveevercceneseseereee e 402
REQUES .....ocveeeiieiceetrris sttt Authority to cONdUCL.........cccvvevverrcre s 713.05
SEAICN COPY ..ttt BefOre filing .....ccoveeerrecrreeeeee e 713.02
SEACH FEB....eee s Before filing amendment under 37 CFR 1.312............ 713.10
SEaArCh rEPOIt ......cvveeeeeece s i Beforefirst action ........ccccceevevenennee 706.07(b), 713.01, 713.02
SECrecy Order.......ovveveverererenes DeMONSIIation.........cccoevveercnieencesessss s 713.08
Signature of applicant During working days only .........ccuevevnenenenecneenns 713.01
TIMEIIMIS ..o Electronic mail .........c.cccoveveeveereneen. 713, 713.01, 713.04, 713.05
LI Excluded or suspended attorney or agent......... 105, 713.05
Translation before the designated office............ 1893.01(d) T3 o 713.08
Transmittal fEE........coververrrerrerer e 1827 Exposure of other cases during..........ccoveneeeenee 101, 713.07
Transmittal [ELEr........c.cveererererereereereee e 1830 Field of SEarch......ccocvcireeirccrcrc e 713.02
Unity of invention.........ccccce...... 823, 1850, 1875, 1893.03(d) Finally rejected application.........cccoevueeene. 706.07(f), 713.09
Withdrawal ... 1859, 1880 HOW CONAUCEEQ.........coriiecreerrree e 713.01
International classifiCation..........ooocverreereeneeenieeensenens 903.09 Inter partes qUESLIONS..........cvvveerreeerreeerrereeenn. 713.06, 2314
International CoONVENLION.........ccccevevereenereneeerereeeeeseseees 201.13 Interview summary form........ccoeveeeevversnnenenes 713.04, 2281
D (= T 201.14 Local attorney .........cceevevcvernereseresessesenenns 713.03, 713.05
International fEe..........ccvreirrireccerree e 1827 Made Of reCord.......couerrnererenereerrereeierenenas 71301, 713.04
International patent classification ..........oenenieeennenen. 719.05 MOAEL ...t 713.08
International searching authority ..........ccooeeeeverecenreneenens 1840 Oral agreement NOt biNdiNg.........ccveverererererenenerenenns 713.04
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Invention---1ssuing in another TC without transfer

Sec. No.
Patentability report Cases........ocveneernreenseeenernenernenas 71301
Prior to first Office action........ccceeeeveeeene. 706.07(b), 713.02
ProhibDited........ccveeueeirerrerscrereeree e 713.05
Protestor partiCipation ... 1901.07
Question of patent Validity ......cccooeneenereenernencrnencenenns 1701
Record of substance required..........cccocvuvrunee 71301, 713.04
REEXAMINGLION ... s 2281
REFUSE ... 713.01, 713.02, 713.05,
..................................................... 713.10, 2314
Requested in continuing application............c........ 706.07(b)
Requested in Office action
SouUNdiNg OUL.....ccceuvevererrireceee s
Special SItUBLTIONS........cvveeeieerieerereeer s
Substance made of record.................. 713.04, 714.13,1302.03
Telephone.......ccoccveveveceerereceenn, 408, 713.01, 713.05, 812.01
TiME A lOWED........cierireeeerreeerr e 71301
Video conference.........oeeeeeeeeeeceeeeveeeeeenne 713.01, 713.04
Videotape SNOWING......cocrveererrercreerereseeseseeseeseseees 713.01
Where held ..o 713.01
Invention (See Patent; Rejection)
Brief SUMMAIY .....ccoveeeererrereneenecneeee e 608.01(d)
Detailed desCription ........ccoeevnereeenenenseeneneneeenes 608.01(g)
Made in thisS COUNtIY ......cccoeeevveccereree s 2138.02
Mode Of Operation.........cccoeeevresesesessseseesineeens 608.01(h)
Invention, Not originally claimed...........ccoveneninnseneeenens 603
Inventive entity, Different........ 706.02(k), 706.02(1)-706.02(1)(3)
Inventive entity, Same
(overlapping subject matter) ............. 804, 804.03, 822, 822.01
Inventor (See also Applicant; Pro se applicant) ................ 605
Common, at 1€ast ONe........cccveeeereeeereeeercrrenenn. 201.06, 201.11,
........................................... 706.02(k), 2137.01
Continuing application ..........c.ccevvenne. 201.06(c), 201.06(d)
Correction (See Correction of inventorship)
Deceased........ccveneenneineneireeereeeneieens 409 to 409.01(f), 1820
....................................................... 2001.01
201.13,2133.01
........................... 605.04(b)
HEITS ..ot 409.01(a), 409.01(d)

Legally incapacitated

IMHTNON ettt 409

Name change.......ccocovveveeeeenereensereenns 605.04(c), 719.02(b)
(o] (<ot (0] o SRR 201.03, 605.04(g)
OF TN .ot 605.04(f)
Typographical, translation error..........ccccceeeveererenee. 201.03
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None available..........ccoceeeeeeeeeeeeeeen, 409, 409.03(b), 603
ProOf ... 409.03(d)
Proof of irreparable damage.........cccccoeveveverrennne. 409.03(g)
Proof of proprietary interest.........ccccceeieeenrnrnnnn 409.03(f)
OFder O ..o 605.04(g)
Pro SB..cce s 707.07(j), 713.01
Refusesto Sign .....cccevvececvereccrseeees 409, 409.03(d), 603
Representative Of.........cccocvevinecnnnnennns Chapter 400, 1706
REQUITEMENTS......coeeeeeeererceer et 2137.01
RESIAENCE.......coeeeerieeirectree e 605.02
0= I () TSR 201.06(c)
RUIE 1.53(d)..eueeereereeereneereneireneireeeeseeseseeseseeseeeseneenas 201.06(d)
RUle 1.60, FOrMEY.......coverreerreeererererserreeeseseeneeeens 201.06(a)
RUIE 1.62, FOIMEX.......coeereeeerereeeeisrerseseseseseeesesessees 201.06(b)
Self-prosecuted Case.........covveerrrrereererreens 707.07(j), 713.01
Small entity StalUS......ccceveeeieeeeriree e 509.02
Unavailable........cceeeeeeeeeceeeeeeceee e 409, 409.03, 603
At least onejoint inventor available.................. 409.03(a)
Last KNOwn address..........cocvveeeeerereseeereneseennnns 409.03(e)
PrOOf ... 409.03(d)
Proof of irreparable damage..........coocceveecrnercnnee. 409.03(9)
Proof of proprietary interest.........ccooeeevvervcennnes 409.03(f)
Inventor’s certificate
Priority DEnefit ... 201.13(a)
Rejection based ON........coccveveeneenneeneneeneeeneeenes 706.02(e)
IPC (International Patent Classification)..........cccevevveeeee. 903.09
IPS (Interference Practice Specialist)........ccooveveerreneen. 2301.01
Irreparable damage, Proof Of .........cccceeieeccceceiennns 409.03(g)
I ssue (See Allowance and issue)
I ssue batch number............. 203.04, 502, 503, 602.03, 608.02(b),
........................................... 608.02(q), 1303.01
Amendment after allowance...........ccocovveecrnrenienenn. 1303.01
DIraWingsS......cooueeerereeeeneeemneressersesesseernenns 608.02(b), 608.02(q)
Substitute declaration............ocvreeneeeneeeneeeeneeeenens 602.03
Issuefee
CalCUIALTON.....eieeieireeeieereee e
Failure to pay
Interfering case, not applied.........cocoevveevcverecennnnn. 2305.04
Late payment........cocceveveeeneee st 711.032(c)
Petition to accept.......coovvevvrirerererenene 711.03(c), 1002.02(b)
Termination of applicant’ Srights.........c.ccveeenerrenen. 1306.03
[SSUE Of PALENL ..o 1309
Issue of patent t0 asSIgNEL.......cccveeeereveceeresesee s 307
Issue slip (See also Form letters and forms).................... 903.07
Issuing in another TC without transfer..........cccc....... 903.07(b)



INDEX

Jacket--Letter, Examiner’s

Sec. No.
J
Jacket (See File wrapper)
Japanese Year SYStEM........ccocevereererreresiereesessessesennens 901.05(a)
JEPSON CLAIM.....ocvicicc e 2129
JoiNdEr, IMPIrOPE........creeereeireeeireieeee e eeees 805
Joinder, linking claim allowed...........c.cooeevevveecrvenccienne, 809.04
Joinder of INVENLOrS......ccovceererecerrec e 409.03())
Joint application, definition ... 201.02
Joint application, original 0ath..........ccccevernerrencrnecerieneens 602
Joint application, SIgNatUresS........ccccvvveeerereesrserereeneens 605.04(f)
Joint inventor
L@ 7 11 o OO
Power of attOrNEY t0........ocveeerecereerreeeese e
Refuses to sign application
Rights of NONSIGNING ......cccceeeeevivececreeeereseerens
Jointinventors.........cccoc.... 201.02, 201.03, 605, 605.07, 2137.01
Changein order of NAMES.........ccocevvereererrnerrenerreenn. 605.04(f)
Provisional application
JOINT OWNEFS ...ttt
JOINE L0 JOINT ..o
Joint to sole, changing ........cocoveerereereerereseceninenes 201.03, 201.06,
................................................. 201.07, 201.08,
File forwarded to Office of Initial
Patent EXamination............cooceeevrereneeeenerenseenerensennns 201.03
JOINE VENLUIE ..o 706.02(1)(2)
Journal, Patent Office SOCIELY ......ccccovvvvveeerrenecererereneenns 707.06
JUiCIal NOLICE ... 2144.03
Judicial review
Ex parte reexamination proceedings...........ooueverernenees 1216
Patent appliCations.........ccocveeervereee s 1216
Standards of review by the Federal Circuit.............. 1216.01
JUMDO PALENES....cevieecerecereerre e 707.05(a)
Jurisdiction
Allowed appliCation .........cccceevvereerererseeresenens 714.16, 1305
Appealed application..........ccooveveevneccssesse s 1210
Application DEfOre Court .........ooenienienienneeeres 1216
INEEITEIONCE. ...veeeeee et 2314
K
Kind COOES......ceuvirirerirrieereresessse s ssesesssesessssseees 901.04(a)
Kinds of applications (See also Application) ........cccccvuuee.. 201
Kinds of patent doCUMENtS ........ccoceeverirererererereserereseseseseens 1851
Kinds of protection under the Patent Cooperation Treaty ......
.......................................................................................... 1817.01
I-55

Sec. No.
L
Lack of good faith......ccccvveeeevrcccsveccereeeees 2000, 2001
Lack of unity of invention.........cccocvvevvnervvenesesisenene 803, 823
Lack Of ULHTTY .voveeeeceereeereeereeese s 608.01(p), 706.03(a)
Language, OffENSIVE......c.covcvvencrerreeee s 608, 1504
Language Of PAPErS ......ccoveeeverece et 608.01
Late payment of issuefee......ccocvvvvvvvevevvvvessinene 711.03(c)
Law, new interpretation Of ...........ccoevvenrenecennenesierenenee 1208
Laws, Patent (See also Statutes).............. Introduction, App L
Legal effect of amendments.........ccccevvceereveccssenesiesenenns 2234
Legal instruments examiner (See Technical support staff)
Legal representative refusesto Sign ........ccveeveveereneen. 409.03(c)
Letter (See also Action; Form letters and forms: Letter,
Examiner’s)
Abandoned after allowance...........cccccrvenecrneneceninene 711.05
Congressional iNQUITY ........oceeeereeeneeeeneeeeneeeeseeenees 203.08(a)
Drawing correction, approval
DY EXBMINE ...t 608.02(q)
Drawing correction, separate letter.........c.cccuvrennee. 608.02(r)
Drawing transfer ..o 608.02(i)
OFficial INQUITY ....veveeeeeecererece e 203.08(a)
SEALUS. ...t 203.08
Letter, Examiner's (See also Action; Form
letters and fOrMS) ..o 707
ADANAONMENT ......ceireeee e 711.02
AQVISOry aCtion.......ccceeevveceneresenseseenns 706.07(f), 714.13
Amendment after final rejection...........ccoceevvevvveveene 714.13
Arguments anSWered...........cveeenereenerrenerreerreesreeens 707.07(f)
Cancellation of nonelected claim.................... 821.01, 821.02
Claim alowable except asto form........cccccevvueeeee 707.07(a),
.............................. 707.07(j), 710.02(b), 714.1
Clam SUMMATY ..o 707.07(i)
Complete and Clear........ccvveeevreneererrereeeresesesseeeseneens 707.07
Copies Of references........ovvnneneesseneeeeseseeennns 707.05(a)
Copy to apPPliCANT ....cocvevevercreeieire e 707.12
Correction, period for reply .........cocvereeenee 707.05(g), 710.06
Correction Of Citation ........cccccevevereererereereseeeeeen, 707.05(g)
Date StampPed........cccveuvenreerreeeeresesee s 707.11
DeCISIONS, CITEd.......c.cueurererrereeeierereees e 707.06
Drafting criticismin first
Office action.......ccooveveerereeererennennnns 608.02(a), 707.07(c)
Election of speciesrequired,
concluding paragraph ........c.ccceeeuee. 809.02(a), 809.02(b)
Examiner signature at end of letter...........ccoeveverunne. 707.09
Examiner’s amendments.........c.oceevrerrenenns 706.07(f), 1302.04
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Letters, receipt and handling---Mail

Sec. No.

File Wrapper entry .........coceneneeenneeensenenennenes 707.10, 719.01
Final rejection, clearly stated.......ccccovvvvevrrerecerinene. 706.07
Final rejection, concluding statement............cccceuueee. 706.07
Final rejection, patentability report .........c.ccccvvvenne 705.01(a)
First action, includes drafting comments............. 608.02(a),

....................................................................... 707.07(c)
Formal drawing required ....608.02(b)
Formal matters........... 707.07(a), 707.07(e), 707.07(j), 714.02
Full anticipation, expressions used...... 706.02(c), 706.07(d)
Informal appliCation.........cccveeereverreenerereseeerereeeeerees
Initialed by eXamingr.........cccooeeemvevecesereseserse s
Interference notice to patentee.........coevvevveeerrennnn
Language in rgfeCting........ocoureeereeeeneeernneemnseenernenas
=] T o T
Memorandum CIted...........corecereeeneeeineieireeeeeeseeenenas

New examiner, primary examiner indicates
NOLICES CItEU......eeeeeer e

Numbering of paragraphs...........c.ccceeevververeneenennne 707.07(k)
OMNIbUS TG ECLION.......cecveccerecce et 707.07(d)
Orders Cited ... 707.06
Outstanding requiremMents...........cveeeererneerreerrenns 707.07(e)
Personal matter excluded..........cocouveevverreeerenenennnes 707.07(d)
Piecemeal prosecution ....707.07(g)
Power of attorney invalid or lacking........ccccccevvvevcinnne. 402
Preliminary amendment in new case......... 707.04, 714.01(e)
Primary examiner Signs.........cceeveveneens 706.07, 707.01, 707.09
Primary examiner's attention required, list................... 1004
References, citation...........ccccceeeeeiennnns 707.05 to 707.05(g),
.......................................................... 901.04, 901.05(a)

Refusing entry of amendment after Board decision............

.................................................................................. 1214.07
Rejection of claim corresponding

to claim Of PAtENt........ccovverereerreeernereer et 2307.02
ReMailing.....c.coeeveeerieerieriercereieene 707.13, 710.06, 1303.02
Requirement for information...........ccccceeeeeverenenne, 706.02(c)
Restriction requiremMent...........ccccceeeeerereneeresenennens
RELUMNEU. ...
Reviewed by eXaminer..........cccocvvvrennenenesenesesenenenns
Shortened time for reply
SIGNALUIE. ...t
Statement of rgJeCtion ..........covveeneveenerrerernererreerneens
StatUS [EEr FEPIY ..o
StaAtULOrY DasiS .....cccvvvecurerecerercce s 707.07(d)
001007 Y2 707.07(i)
SUPPIEMENEAL....c.oceccee s 710.06
UNAElIVEred ..o 707.13,1303.02
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Sec. No.
Letters, receipt and handling..........ccooeeeeveerereenennn. Chapter 500
L etters of administration............ 409.01(b), 409.01(c), 409.01(e)
Letterstestamentary .........coccceveveeeeneneseesenessesesssens 409.01(b)
Library, Scientific (See Scientific and Technical
Information Center)
Library SErViCeS ......ovvererereeeerrensssessesesssesesessssssessssees 901.06(a)
Libreville Agreement (See alsO Treaties)......ccoevevveerennen. 201.13
License agreements under patent..........coovvvererevereresesererens 301
reCording Of ..o 310, 313
License rightS ClaUSe........ccccvvvreeerereeee v 310
Licensetofileforeign application................ 115, 140, 706.03(s)
Licensetofileinternational application.............. 110, 140, 1832
LiCENSEL, ACCESS.....oovceeeeeereereeeeteseeeetereeeesaete s s sess e seeseseaes 106.01
Licensing and Review section...........ccceue.... 115, 120, 121, 130,
............................. 140, 150, 151, 706.03(b), 706.03(s)
Linking claim.......c.cccocvveviiennns 809, 809.02, 809.03, 809.04
Transitional appliCation..........coueeveeeenereenerrencrrenenne 803.03(a)
Traverse Of rgeCtion .......ccevveccnerereesereseerenens 818.03(d)
List of countriesgiving right of priority .........cccceveeunne. 201.13
(IS ] 0 [= oS o] Appendix 1
List of forms (See Form letters and forms)
List of prior art in reexamination............coeeeveveeeerreseseeerenenns 2257
List of PTO mail boxes (See Box, Mail)
Literature citation in specification...........c.ccccvvervenne. 608.01(p)
Litigation information, Duty to disclose...........c...... 2001.06(c)
Litigation involving patent ...........cccovvevvenrerserererensenennns 1442.04
Litigation not stayed in reissUe..........ccceeereeeerreresenennn. 1442.02
Litigation, reexamination copending .........c.cccovvvverenerenene 2286
Litigation related reissue.........c.coceveeuene. 1404, 1442.01, 1442.02
Litigation, staysconsidered in......c....ccoceeeveveeverrerersenennn. 1442.05
Litigation, staysdenied.........cccoeevevvereerreresneernrenns 1442.05(b)
Litigation, stays granted 1442.05(a)
Living matter (See also Biotechnology)..........ccvevrereerenecn. 2105
Local representative Of attorneys..........covveevereeerereresenenens 408
Locarno international classification designation...... 903.09(a)
M
Machine, process or Product ............cceevreeeeererennens 806.05(€),
......................................... 806.05(f), 806.05(g)
Mail (See also Box, Mail;
Correspondence)
AAArESS......oceeerereeee e 501
Depositing CorreSpoNdenCe..........covvcevereeeeeneeesnnseneens 502
DiStITDULION. ...t 501
EXPresSS.....covecerereceeeeeeece s 502, 513, 711.03(c)



INDEX

Mail date asfiling date--Model at interview

Sec. No.
1AENtifICaLION ......eveeeeeeeeeeeeee e 502, 503
Receipt and handling .........cccooeeveveneererenecseennns Chapter 500
UNAeiVered ... 707.13,1303.02
ZIP COUE ..ttt 502
Mail date asfiling date.........ccvverrererrencrreerreereee e 513
Mail room date StamP ....ceveeererereecrrereree e 608.02(0)
Mailing aCtion........cccceuvveveererecie s 707.12, 1303
In ex parte reeXamination ...........cccceeeeeneesnssesesnsnenens 2264
Mailing Address LabelsS ..o 1306
Mailing, Certificate Of ........ccovvvverrirrcerreneerenns 512, 711.03(c)
Maintenance fees (See also Fee; Refunds)...........cccoee.. 1730,
................................................... Chapter 2500
Attorney or agent
Handling of requests to withdraw...........ccccceververennne. 2560
Revocation of power of attorney .........cceceeeeveveceenne
Change of correspondence address
Credit card used for payment Of .........cccocvevervencrrencenenns
Due dates for payment........cococeveveeeevereseeenesesseeesenenens
Facsimile transmisSioN..........ccceeneensineneenensisee s
FEE AUAIESS.......coceeererec et
FEE AMOUNLS ...t 2520
FOMMS ... 2595
Information available from
Status and Entity DiViSiON .......ccccevvvevvvennininnns 1730
Information required with payment..........c.cccoveeveecrnenee 2515
Intervening rightsin reinstated patents.........cccccovvvenees 2591
Mailing address for maintenance fee documents........ 2510
Method of payment..........cccceeeeennesesee e 2522
Notices— Expiration, Receipt, Reminder...........c.cce.... 2575
Patents subject to payment of ..........cccoveevenreencrennnens 2504
Payment informalities.........cocooeeveveceeivivecsessesesesenens 2530
Refusal to accept and record payments,
REVIEW OF ..o 2580
Reinstatement, delayed payment ...........ccoeveveeeerenenens 2590
Unavoidable delay basis .......ccccoevvereveneseneneceenns 2590
Unintentional delay basis........cccoovevvnenennnenesinineene, 2590
Small entity status requirements. ........ccooceeveerererrercrrenes 2550
SEALUS FEQUESES ...
Mandatory Classification
Manual, authority oOf ........cccovrevrnnennsererr e
Manual, subscription address.............coveneerriernienen: title page
Manual of Classification...........cccoevneunenes Introduction, 902.01
ManuSCript AECISION.........cccerreecrererece st 707.06
Margin, application PapPErS.......ccccumeeeeeeseeessserennns 608.01
Mark of appliCant .......coceviveerereeerreee s 605.04(d)
Marking in application, erasing at allowance................ 1302.01
| -57

Sec. No
Marking patent CoPY .......owereeereeeereeerneremsereenersesessesessesenns 905.04
Marking, SECUNLY ......cceurerrereeirererererensesesesessssesesessssssesesssssesnens 121
Markush claim..........cccceeverereenne. 803.02, 2173.05(h), 2173.05(0)
Antedating referencefor........covvvevvvcvvvsssnn, 715.03
Supporting disclosure................ 608.01(p), 2163.05, 2164.03
Master classification file (MCF).......ccccovenee.. 902.03(a), 903.06
Materiality of information disclosed..........ccccocvverenne. 2001.05
Mathematical algorithms.........ccccceevvvvrenee. 706.03(a), 2106, 2110
Matter not in original disclosure..........ccveeeverrencrrenen. 608.04(a)
Matter not original claimed...........ccooeeerverereenenesrerereeenenens 603
MEBANS ...ttt 2181
Broadest reasonable interpretation...........ccocceeeeenenas 2181
Equivalent compared to Doctrine of
EQUIVBIENES ... 2186
ODVIOUSNESS ..ottt 2183
Prima facie case of equivalence..........ccccceuvvurnee. 2183, 2184
Related issues under 35 U.S.C. 112, first
or second paragraphs.........ccoeveevenreneseresesseeneseneens 2185
Scope of theidentification of prior art..........ccccccveeneeee. 2182
Singlemeans claiMm........c.ccocceeeinceenenennns 2164.08(a), 2181
Means plus function limitations......... 706.02(m), 2106, 211.01,
............................................................ 2114, 2181-2186
Mechanical patent (See Utility patent)
Mechanical Search ... 719.05
Memorandum, CItatioN...........ccceeeeeerereeeereeeeeeee e 707.06
Merger of reexamination and reissUe.........c.oveeeeererereererenns 2285
Merits, Appeal to Board of Patent Appeals
and INtErfErencCes ... Introduction
Method of making and apparatus or product........... 806.05(e),
................................................................ 806.05(f), 820
Metric (S.I.) SyStEM USAQE......c.ovvvuveevrerecirieiresereereeaeeeeens 608.01
Microorganisms (See Biotechnology)
Microorganisms, deposit of...............c..... 1823.01, 2402-2411.05
Microorganisms, patentability Of.........ccccovveeieivnennne 706.03(a),
................................................................ 2105, 2164.06
Military officer NOtary ........cccovvevvvvevsssses s 604.03(a)
MiNOE, INVENLON ...ttt et 409
Misjoinder, Effect on patent..........cococoevvereveereneserenereeenenens 805
Misjoinder of Inventors.................. 201.03, 1402, 1412.04, 1481
Missing patent copy, Replacement...........coevvvrveervnnene. 901.09
Mistakes (See Correction of Patents; Errors)
Mode, Best (See Best Mode)
Mode of Operation ..........cccoccceveveceenenenseereseee s 608.01(h)
MOEL ... 608.03
MOCE], FEEUM ..o 608.03(a)
MOdEl 8 INTEIVIEW ...t 713.08
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Model filed in priority country---Nonelected invention

Sec. No.
Model filed in priority COUNErY .........oocreeereerreeeneenen: 201.14(b)
Months, foreign language names.........ccoeeeeeerereeneeene 901.05(a)
Months, foreign language names.........c.coceeeerereeneenne 901.05(a)
Motionsininterferences (Seelnterference:Motions)
Multiple dependent claims

Fee calCulation........cccvevceveneceeneseeeesesnneens 607, 608.01(n)

HandliNg.......ccocvveeerrecereseee s 608.01(n)

ReStriCtion PractiCe.......cocveeenveeeeeseeisseeeesiseeens 608.01(n)
Multiple papers on sameissue in protest................. 1901.07(b)
Multiplicity Of ClaimS ......cccvvevvcerreeereeeernes 408, 707.07(q),

.................................... 714.16, 2173.05(h), 2173.05(n)
Multiplicity of SPECIES.....ccovvvererererererererenns 808.01(a), 809.02(d)
N
NAFTA L 715.07(c)

Name
Change.....coocrreerreereeereeeeereeeseeeeeens 605.04(c), 719.02(b)
(00 1< ox o] o AR 201.03, 605.04(q)
(O o = TR 605.04(f)
Translation, typographical error.........cccoeeeeeevienne 201.03
Change, file sent to Office of Initial Patent Examination
............................................................................... 605.04(c)

Corrected by amendment...........cccccovveveenenccrenennns 605.04(g)

Full first or middle required..........ccoovveevvenninnnnns 605.04(b)

Y TR 605.04(d)

(@ 0 = TR 605.04(f)

Signature (See Signature)

Uniformity with signature...........ccccoevvevvncninnnnns 605.04(b)
Names used iNtrade..........oooveverneernenerneeeneeneeeneeeens 608.01(v)
National Aeronauticsand Space

Administration (NASA)......ccccovvvrenrereererenns 115, 150, 151
National appliCalioN.........cccceviieeririnerersesesesseessss s 201
National security, application affecting............... 115, 120, 121,

DIraWingS....cccocermeeninrninisisesess s ssssssssssssssssssesnes 1893.03(f)
FIliNG date........coveerecrcrecrec s 1893.03(b)
Information disclosure statement................. 609, 1893.03(g)
Order of eXamination ..........ccoueneeeeneereneerenerneens 708, 1893.03
Petitionsrelated to.......ccovvvvecvivennes 1002.02(b), 1002.02(p)
PrIOMTTY vttt 1893.03(c)
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Sec. No.
Unity Of iNVENLTION ......ovecveecreeeerereeeeeeeees 1893.03(c)
Naturally occurring article.........oovoevveerenenerseeresenenn 706.03(a)
Negative lIMitation ..........cccceeeveveeeneseieesessee e 2173.05(i)
Negotiation authority .........cocevrererennerererinereseseeesceens 713.05
New application (definition).........coeveeenerenerrenerneerneenn. 203.01
Assignment to examiner
for examination ..........ccooveeeeeveneccesesee e 903.08(b)
Assignment to examiner in TC
for examination..........cccceeue... 903.08, 903.08(a), 903.08(e)
Classification by primary examiner...........c.coccveene. 903.08(b)
Examiner review for completeness.........covveeuvereernrennens 702
Inspection
TrANSFEN oo
Transfer refused
New examiner, aCtion by ........ccovcecnvercensesseeseeeenens 707.01
New ground of rejection by the Board of Patent Appeals and
INEErfErENCES ..o 121401
New ground of rejection on appeal prohibited............. 1208.01
NEW MALLEN ..o 706.03(0), 2163.06
Amendment of disclosure............... 608.04, 2163.03, 2163.04
L0 = T o 608.04, 706.03(0), 2163.03
APPEAADIE ... 608.04(c)
Clamterminology ......ccccovveeeeverenseenesseeseeseeeeennns 608.01(0)
Continued prosecution application (CPA)........... 201.06(d)
Continuing application................ 201.06(a), 201.07, 2163.03
Design application.........ococevereecnvenesseseseeesereseeeeens 1504.04
DISCIOSUIE ...t 608.04, 2163.06
Divisional application .........ccouveverirevenenienencnesensennens 201.06
DIaWing....cveeereeerneeernerernereserssesseesseseenesennes 608.04, 706.03(0)
File wrapper continuation (FWC).......cccoeveeverenneee. 201.06(b)
Inherent characteristics ........ccoovveunne. 608.04(a), 2163.07(a)
ObJECLION. ... 706.03(0), 2163.07
Petitionable........ccoueveeeerrererreereerecnes 608.04(c), 2163.06
Preliminary amendment...........cccovvevernnernerenenens 608.04(b)
PrIOMTLY .o 2163.03, 2163.05
Reissue application ..........cccovvevvnenenenenenesesisenesesesenens 1411.02
(2 [= w110 o PR 608.04, 706.03(0), 2163.06
Specification, petitionable..........ccovvreeeerrecennnnn. 608.04(c)
Substitute specification.........cccocvernereicresereennn. 608.01(q)
Supplemental 0ath..........cccovvvivvevrsrrrre s 603
Trademark definition ...........cooeveeneenernenernencrneenn. 608.01(v)
When entered........oevenneneneeneeeneeeeseeennens 714.19, 714.20
Nonanalogous art..........ccceeeeeervenenns 904.01(c), 1302.14, 2131.05
Nonelected invention
Claimsto
AAE..... e 821.03



INDEX

Nonel ected species--Oath, Original, Rule 1.63

Sec. No.
Canceled......ovneneerneenereerenen. 821.01, 821.02, 1302.04(c)
WiIthdrawn ... 821.01, 821.02
INEEIFEIrENCE......ce s 2303.01
Nonelected species
Claimsto
Canceled........ocverneeeeneeneneereneen. 821.01, 821.02, 1302.04(c)
Withdrawn ........cceeeeeveeccniennnas 809.02(c), 821.01, 821.02
Non-English oath or declaration...........cccccoevvreenninnenne. 602.06
Nonnaturally occurring manufacture or
COMPOSItioN Of MELLEN.........coveererereirrerere e 2105
Nonpatent [iIterature.........coceveeeeerevecesreseeeesesee s 901.06
Nonprofit organization, claiming status as............c.c...... 509.03
NONProfit 0rganiZations...........cccveerreerneeereeneeenseeeseeens 509.02
Nonprovisional application (See also Application)..................
....................................................... 201.04(a), 506, 601
Nonreceipt of Office letter........cocvnirererrererrrereriririene 711.03(c)
Nonsigning inventor’ Srights .........ccocveneneenienns 409.03(i)
NoNstatutory Claim..........cooveervereerreneeneennens 706.03(a), 2107.01
Nonstatutory claim, canceled...........cccoevveverrercennn, 1302.04(b)
Nonstatutory subject matter...........coovvererererererererenen. 706.03(a),
............................................................ 210510 2107.01
Not fully responsive amendment...........ccccceun... 714.02, 2266.01
Notary juristiCtion ..........ccoceveeeceinesece s 604.03
Notary jurisdiction, military officer........c.cccovvvevrirenene. 604.03(a)
Notary jurisdiction, venue agreement...........cccceeeeeererenee. 604.02
NOLAY SEaAl .....cceevrerereeieirereseeerereses e sseees 604.01
Notation of possible interference........ccoceevevvereenee 2301.01(b)
Notation on file wrapper
Foreign appliCation...........eeereeereeerneeeensieenseeeerseenenes 202.03
Parent appliCation..........cccevevevenerenesenirennnens 201.11, 202.02
NOLICE, CItALION. ..ot 707.06
Notice of alowability ... 1302.03
Notice of allowance (See also Allowance and issue) ........ 502,
Assigned appliCation .........ccccovveemnerecsvensse s
Deceased inVentor...........cccceererecene.
Reissue application ..........ccoeveeeneecenee
Secrecy order application
Undelivered ...
Notice of appeal.......c.cccevverneinneenerenenns
REEXBMINGALION ...
Notice of non-compliant amendment............ 714.01(e), 714.03,
............................................................................ 71422
Notice of informal patent application
L0 @ ) 707.07(a)
|-59

Sec. No.
Notice of references cited form
(PTO-892) ....coeeerereerereerineenes 609, 707.05, 707.05(a)- 707.05 (e)
Notice of reissue application placed in original patent file......
............................................................................... 1431
Notices (See also Publications)................. Introduction, 707.06
Notices, maintenance fEeS ... 2575
Nuclear materia application..........ccccveveueeee. 150, 151, 706.03(b)
Nucleotide sequences (See also Biotechnology, sequences).
................................................................. 803.04, 1848,
............................................ 1850, 1877, Chapter 2400

Restriction practiCe..........cocoeeuveveerrrrennnnnas 803.04, 1850, 2434
Nullification of double patenting rejection...................... 804.01
Number, APPlICaLION........coceerrerereerreeeerereee e 503, 506
Number, Drawing reference character............cccoee.... 608.01(g)
NUMDEr, SEMA......oceieereereeereeerees e 503, 506
Numbering of papersin file wrapper........ccccvvvevenne. 719.01(a)
Numbering paragraphs of letter ..........ccovevverrncrrenn. 707.07(k)

O
Oath (See also Declaration)
ATLEr QPPEEL........ et 1212.02
Antedating patent for interference
(RUIE L.B08)......coceeerrerrerirrrerreresseeresseesens 2308 to 2308.02

Antedating reference (See also Affidavit,

Antedating reference, Rule 1.131) ........cccovenieeniennns 715

I nspection during interference (Rules 1.131,

ANA 1.608(D).....cuereneeeneireecireeeireeeireisesee e 2312

1Y/ Vo R o 409

NON-ENGIISN.....ceiiiieiirecrree e 602.06

Original (See also Oath, Original, Rule 1.63)................... 602

Plant application (Rule 1.162)..........cccccevrveveerrerersrernenenns 1604

Reissue (RUle 1.175) ...cocereneereneereeerenene 706.03(x), 1414, 1444

SUPPIEMENEAL.......c.ooiecrece e 141401

Supplemental.........corerererensesereseee e 602.02, 603

Supplemental and allowance...........ccoveveeeeerereererenenns 603.01

Traversing rejection (Rule 1.132)........cccovvvevercveenccnnnns 716
Oath, Antedating reference (See also Affidavit,

Antedating reference, Rule 1.131).......ccccoovvveerrecenennnne 715
Oath, International application...........ccceveevererennnnne 1893.01(¢e)
Oath, Origina, RUIE L.B3.........cccoerrrrerrrecssesssessenns 602

AdMINISENING.. ..o 604

AMENAMENT ...t 602.01

Attorney adminiSters ........coovveeveverresesesseesessseesens 604.06

Consular CErtifiCate........crrenruerrerereririrereeeseseseseeesenenas 604.04

Continuing application..........cc.coeveen. 201.06(b), 201.06 (c)
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Oath, Supplemental, Rule 1.67---Examination Policy

Sec. No
Date Of EXECULION........occereeereeeerereeeee e 602.05
Declarationinlieu of, RUI€ 1.68..........ccocenrvrenerrenerrencinenas 602
DefeCtiVe.....coeuveeireerrerrerenereeineene 602.01, 602.02, 602.03
Delayed filing .....ccccereeeneeeeeeeeeee s 506, 602.05
Divisional appliCation ...........oereeereeernieeenseennernenas 602.05(a)
EXECULION......oeetietreecireeeeceseei et
Facamile.......cccocvnvencnincininne
Foreign execution
Foreign filed applicationslisted................ 201.14, 201.14(c),

Jurisdiction of notary
NEW rEQUITEH ... ereeeseseseesseeesennnens

Oath, Supplemental, RUIE 1.67 .......cccoeevererrerrerneerereeeeenens
After allowance........oceveevneerenerencineereereene
Change of inventorship .........cccevvvvvvvvssssessnennns
NEW MELLET ...
Rule 60 application, FOrmer..........ccccovveeeeerereneennes
Oaths, CONflICtiNG ...c.cvvvvereeieirireeeireee s
Object of invention
Objection contrasted with rejection

Objection, Dependent Claims.........cccevverreeereneseeeneens
Objection to formal matters,

When made........oocvecneceneeeneeeneeereeeeene 707.07(a), 707.07()),
............................................. 710.02(b), 714.14
Obvious error, COrreCtion..........cneeeneeeeneeeereeeenns 1302.04, 1305
Obviously informal application..........ccccoveveueneene. 702.01, 704.10
ODbViOUSNESS.......covvreeereeereeererrereees 706.02,706.02(j), 2141-2146
AgE Of FEFErENCE ... 2145
Analogous Prior art .........ccceeeveveerrereseennns 2141.01(a), 2145
Form paragraphs used for rejection............cc........ 706.02(m)
Number of referenCes.........covrvnecerrecerereeereneeas 2145
Ordinary sKill, [evel Of ... 2141.03
Primafacie case........coomnnernennnas 2142-2143.03, 2144.02
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Sec. No
PrediCtability ... 2143.02
Rebuttal against...........cccoevveveeinrerscsrersessese s 2145
Process claims, nonobvious product ...........ccc...... 2116.01
Provisional reJection...........cueveeenereneeneneeneneenieenes 706.02(k)
RENGES......oiiiiiirieenn s 2144.05
RaLioNal @ fOr .....c.cuvereeecirrrece e 2144-2144.09
Adjustable, Making.........cooeverreeeererenseereressenenens 2144.04
Aesthetic design changes.........ccocoevvevevevereceennnn, 2144.04
Automating manual activity..........ccoeneeeneeennns 2144.04
Duplication of parts.........ccccevverennensenesessesnsnens 2144.04
Elimination of element or step........ccceeevrvrrererinne. 2144.04
Equivalence, art-recognized...........ccocovevereeeneecnnees 2144.06
GENUS-SPECIES ....vverrerrerreeretessessste e ssessssessnns
Integral, making
Omission of element or Ste.......cccevevveererereeeerrrenes 2144.04
Portable, Making.........ccooeeveveveseineneceeeseeeenienas
Proportion changes.......
Purifying old product
REANGES.....oiier s
Rearrangement of parts.........coceneenieneseneceneecnnens 214404
Reversal of parts......ccooeevveseneneseensesseesnens 2144.04
Separable, MaKing........oceverneeneeneceresereenne 214404
Sequence, Changein .......ccccvvvvernereeerereeenenas 2144.04
Shape ChangES........cccceureecerereete et 2144.04
SIZECNANGES ..ot 214404
SPECIES-GENUS......cvveeeeeerereeeteereseseessesssssessessssessenes 2144.08
Rebuttal arguments by applicant ..........c.ccocoeeeeeinenenns 2145
Teaching away in prior at..........cccoeveeverernenes 2141.02, 2145
Offenlegungsshriften.........ccocevvveecsseccccrcccen, 901.05(b)
Offensive |anguage.........ccveeeereeerneeneeenessesesseenne 608, 1504
Offer to Sall ... 706.02(c), 2133.03(b)
Offer to surrender original patent .........ccccevevevererevcrerrenenns 1416
OFfiCEACHTION ...ttt 707
Office action in reexamination ............ccvceveeereeeneenes 2260, 2262
Officedate stamp ......cccoevveerverecrnnn. 505, 506, 710.01(a), 714.18
OFfICERNOUIS......oceeecerrete e 510
Office of the Assistant Commissioner
for Patents........cccoeveveevereceennn. 409.01(b), 409.03, 409.03(h),
.......................................... 409.03(i), 409.03(j), 506.02,
.............. 1721, 1901.03, 1902.01, 2000, 2001.03, 2013
Office of the Deputy Assistant
Commissioner for Patents............covenenereneceneeceneeennens 1721
Office of the Deputy Commissioner for Patent
Examination POliCY........cccoeneernerrencrnenens 502.03, 720, 720.01,
..................................................... 720.03, 1002.02(b), 1721,



INDEX

Office of Electronic Information Products--On sale

Sec. No.
........................................................................... 2239, 2242,
.................................................................. 2307.04, 2307.05
Office of Electronic Information Products
ANA SEIVICES....coovveeeerirreeieerees e Title Page, 1730
Office of Enrollment and Discipline.............. 406, 407, 410, 510,
.............................. 512, 601.03, 604.06, 714.01(a),
............................. 714.13, 1002.02(m), 2205, 2220
Office Of FINANCE .......cveveieeirereeerereee e 502, 2248
Office of Initial Patent Examination (OIPE) ..........ccc....... 201.03,
....................... 201.06(a)-201.06 (d), 203.08, 501, 503,
........................ 503.02, 508, 601, 601.01(d), 601.01(f),
................. 601.01(g), 601.01(h), 602.05(a), 605.04(c),
..................... 607.02, 707.07(a), 714.16(d), 719.01(b),
.............................. 719.02, 719.02(b), 903.08(a), 1706
Customer Service Center
Petitions handled
Office of National and International
ApPPlICation REVIEW .........ccveeereereerrecse s 2226
Office of Patent Classification......... 903, 903.05, 903.09, 905.02
Office of Patent Legal Administration (OPLA).............. 400.03,
................... 409.03(h), 409.03(j), 506.02, 720, 720.01,
................... 1002.02(b), 1449, 1451, 2281, 2284, 2285
Central Reexamination Unit (CRU)...........cc.c....... 2225, 2226,
........................................................... 2227, 2228, 2229
Office of Patent Publications (See also Publishing Division)..
............................................................. 101, 2283, 2287
Petitionshandled...........cccocoevvirennecccrseceeienns 1002.02(r)
Office of Patent Quality Review..........ccccceuuu.... 1302.04, 1308.03
Office of Petitions.........cccoeeeeerreeee 201.03, 502, 609, 1002.02(b)
Location and phone nUmMber.............ccocvevnenrreseneennes 1730
Office of Salicitor.........cccevveene. 302.04, 311, 601.03,1002.02(k),
.............................. 1216.01, 1216.02, 1701.01,
Office SErViCeS DIVISION.....c.ocviereeerecireeenei e
OFficial 8CHON.......ccvreeereereercr e
Official cross-reference, order of
Official Gazette (O.G.) ...cocoeeveeerereneas Introduction, 409.03, 1703
AsSpPrior art referenCe........ovveevvecenerereeseseseeseseens 903.06
Claim published.........ccccovvevrererecrnne. .1302.09
From areissue application ........c.ccoeevrerererenesenesesenenns 1455
From ex parte reexamination certificate.................... 2287
Copies and SUDSCIIPLIONS........cccerrereeeeereneenerereneees 1703
Defensive publications..........ccovvcnveneeneneineenn, 711.06(a)
Designating classification..........cccoceveencesniecnnnnns 1302.09
Drawing fiQUre........oocvcrencnie s 1302.09
Issuing as U.S. patent........coeevvenreeenererenesenesessenenenens 901.05
|-61

Notice of Board title changes..........cooeveneceneecnnneennee 1203
Notice of CErtifiCate.......covuerrerrnerrrcrereereereens 2288, 2291
Notices of maintenancefeesdue..........ccccoceeuneee. 2501, 2575
Notice of reexamination reqUESL..........ccoueeeeeeenenenns 2229
Publishing disClaimers ..........cocovvernencnicnieneceeeens 1490
REEXaMINGLION ...t 2239, 2287
Status of oldest application...........ccccoveveveerereeerinenns 203.08
Statutory Invention Registration (SIR) .......ccccceevvvenene. 1111
Trademarks ........ccvveeerereeerreee e 1703
OFficial INQUIMIES.....cceeerereeeerreceeie st 203.08(a)
Official Notice

Old application (definition)........cccccceeeeeeeeesseseenns 203.03
Old COMDINGLION ......ecvreeeeeieeer e 2173.05())
Old combination, restriction .........ccccceveeveeene. 806.05(b), 820.01
Omission inreply, inadvertent ............coeeue... 710.02(c), 2266.01
OmMnibus ClaiM.......ccccenenneeeeeeeeenas 706.03(d), 2173.05(r)
CanCeallation.........cveeeverrereerenereneeneee e 1302.04(b)
On-line search (See also Electronic databases).........ccovvveeenne.
.................................... 706.02(e), 901.06(a), 902.03(€)
Onsale (SeeadsoPublic USE)......ccceveveveeinicinininininnns 706.02(c),
...................................................... 2133.03, 2133.03(b)
Affidavit or declaration...........coueneeeneerencereseereneeneenne 715.10
Anticipation rgjeCction ..........cccceveveveerereceersesenes 2133.03(b)
BUYET ..ot 2133.03(b)
Commercia actiVities......ccovvevverrereinenns 2133.03, 2133.03(c),
............................................. 2133.03(e), 2133.03(e)(1)
Completion of theinvention................. 2133.03, 2133.03(b),
............................... 2133.03(c), 2133.03(e)(1),
.................................................... 2133.03(e)(3)

Admission of completion by
37 CFR L.131 affidavit ......coovveeeerecrrecines 2133.03(c)
DefiNition Of ..o 2133.03(b)
Conditional SAIE ... 2133.03(b)
NONProfit SA.....cccceerreree e 2133.03(b)
Sale of rghtS......covvvverrerere e 2133.03(b)
SINGIESAIE ... 2133.03(b)
Delivery of offered goods..........cccovveveverecrrerenee. 2133.03(b)
Evidence of (prior art publications)...........c..... 2133.03(b)
Experimental use (See also Experimental UsE)..........ccccee.....
.............................................................. 2133.03, 2133.03(e)
Goods “on hand” ... 2133.03(b)
“INthIS COUNEIY” ..ot 2133.03(d)
INVENTION.....ceieireereeerereeee e 2133.03(c)
Intent to Sell....cvcevevcccrecee, 2133.03(b), 2133.03(e)(2)
Offer for SAl@...uvicececece e 2133.03(b)
Policy CONSIAErations.........coveerereerecereeereeeereeeeseeennes 2133.03
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Operating hours---Parent application carries assignment

Sec. No.
Reduction to practice........c.c.coveereeeen. 2133.03(c), 2133.03(e)
Sale by inventor or assoCiate.........covwverererrererenens 2133.03(b)
Sale by third party .......ccceeeeeveveceiseneeeseneeeens 2133.03(b)
Testing by third party .......cccccocvvvvvvvreene, 2133.03(e)(5),
................................................................. 2133.03(8)(7)
SECIECY ouvuveerreerreei et 2133.03, 2133.03(b)
Supervision and control over
INVeNtion ........ccoeeevveeercncnne. 2133.03(e)(5), 2133.03(e)(7)
Test for determining if impermissible
SAl€ OCCUITEd......eereeeereeerie et eseees 2133.03(b)
Operating hours (See Hours of operation)
OPEFALIVE ... 2164.07, 2164.08(b)
Operative eXampPle ..o 608.01(p)
Operative, Showing 608.03, 716
Opposition to issue of patent (See protest)
Oral hearing in reexamination ...........ccceeeeereesnssnssennnns 2276
Oral hearing 0N appPeal...........ccvenenienseeersee s 1209
Order, CItation Of .......coceureerirrereereee e 707.06
Order, ClassifiCation..........ccvrrrreneeneeneeseeeeeseeinenes 902.04
Order of examination...........cccveeeeerereeeeeen. 707.02, 708 to 708.03
Patentability report .........overeeneeneerneeeseeeereenas 705.01(b)
Order of papersin file Wrapper.......ccocvveveeerereeeeeenenns 719.01(a)
Order for complianCe.........ccoeveeeeererereeessessseesesse e 1210.01
Ordering
Abandoned file ..., 711.04(b), 905.03
Allowed appliCationsS.........ocerverereenesesereseseeerenens 1306.03
CrOSS-TEfErENCES.....coeureecereeireie it 903.06
FOreign patent........ccceeceeeinninesssseseeesseeesseeeens 901.05(c)
Patented fil€......oorverereereereereereenenenns 711.04(b), 905.03
PUDIICALION ..o 901.06(b)
Reexamination, decision...........c.cveeenee. 2246, 2247, 2247.01
SOt COPY vt 905.02
SUDCIASS i St......ceeereeerecreeeee s 902.03(c)
Orders (See aso Publications).................. Introduction, 707.06
Original application (See also
Nonprovisional application)...........ccccvuee. 201.04(a), 506, 601
Original carriestitle to some
continuing appliCatioNS........cccvererrenceeerereeerereseenens
Original disclosure, inherent characteristics
Outstanding requirements ..........coceeeeeeerercenens
Overcoming areference, Right of priority ...

Overlapping applications

Same applicant ........ccoeevvenirererinieenes 709.01, 715.01(a), 804,
........................................ 804.02, 822, 822.01, 2315.01
SaME ASSIGNEL......vcvrererrererereereerereeeeerenens 706.02(f), 706.02(k),
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Sec. No.
...................................... 706.02(1)-706.02(1)(3), 709.01,
...................................... 715.01(b), 822, 2315.01, 2302
Overlapping ClaiMS.......ccccvvreree e 804.02
OWNEr' STePreSENtaliVe ......cceeeeeeeeesreessseenenns Chapter 400
Ownership and assignment ............... Chapter 300, 706.02(1)(2),
....................................................... 706.02(1)(3)
Ownership at timeinvention made...........cccccvveeeennn 706.02(k),
....................................... 706.02(1)-706.02(1)(3)
Ownership of applications filed subsequent to recording of
ASSIGNMENT ...t 201.12, 306
P
................................................................ 102
102, 508.01, 508.03, 711.04(b), 1893,
2232, 2233, 2235, 2237, 2289
Application [0CatiON..........ccccvveevvneesrsees s 905.05
Application records and reports ........ocvvevereereeereeene 1704
PN o o] TTor= (0] g IS =1 11 102
Examiner Docket, Time, and Activity Reports.............. 1705
Paper Correlating OffiCe.......covvirervnirererineiereseseeeneeenns 508.03
Paper, easily erasable................... 608.01, 714.05, 714.07, 714.19
Paper NUMDES ..o 714.18, 714.21
Paper number of print ... 719.01(b)
Paper size (See also A4 size paper)
ApPPliCation PAPELS ... 608.01
COMPULES [ISHINGS....oovrereeerereeeerererseseseresesesesesessesenenenns 608.05
DIraWiNgS....cueveeceereccie st sssssesens 608.02
Photographs.........ccoceecniniieecnsseessse s 608.02
Substitute drawings........coveevereereeeneeeneeeenseeserenens 608.02(h)
Papers
Associated With fil€........cerreere e 101
[T oTo 1S 1 (] Lo [
DiStITDULION. ...
Fil€ WrapPer ....cceeeveeceer st
Identification
Receipt and handling .........cccoeevvrinererrenenesenenen. Chapter 500
Received after patenting and handling ...........ccuc.eeuu. 508.02
Signature reqUIred .........cveeeenveneeesseseeesesesseeesenens

Submitted in reissue litigation

UNMELCNEM........coiiriieceririeeeireeee e

Wrong Technology Center..........cooeveeencrnencrnereeneenn.
Parent appliCation.........cccvrveeevereceenreseeseseseeeseseseeeeeeens
Parent application data, Cross-noting.........ccccceveveecenne 201.11,

Parent application carries assignment
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Sec. No.
to some continuing appliCations...........ceeverveerreeereeeneens 20112
Parent application reVieW...........ccovveeerrereenenirenes 707.05, 719.05,
............................................................... 904, 2001.6(b)
Paris Convention (See also Treaties) ................. 201.13, App. P
Article4 Cited.......ccooeevveeeernenenne. 201.13, 201.13(b), 201.14(b)
Partial signatory authOrity ........cccccvvevecnvensnsseseseereneenens 1005
Patent
1836 (Present) SEri€S.....cvnnneeieeeeresseresssssesesens 901.04
ALl SENIES o 901.04
Arrangement in Examiner’s Search Files.................... 901.07
ASSIGNMENE ...t aes 301
Borrowing from Examiner’s Search Files.................... 901.08
Citation handling ........cooceereineeneenee s 1922
Citation of prior @art in........ccceoveveeevneceenesscnnnens 1920, 2202
Claim copied (See Claim copied from patent)
Classification Change.........cccovvvvvevsvnvesssesesessenens 903.05
Classification indices 902.03, 902.03(a)
Classification Home Page on the Internet............. 902.03(a)
Classification Home Page on the USPTO Intranet...............

Classification Insight on USPTO LAN
Copy, Reexamination certificate on........cccoeeeevvererenne
Copy in reexamination request....................

(00101 0] 0 /< £
COrreCtion Of.......cccevvereenreeeerreee e

COSt Of COPY v ssesesanens
DEfiNItIoN ... Introduction, 2135.01

Effective date.......coovvvervenernen. 706.02(a), 715, 715.01, 213301
Extension (See Term, Patent)

Foreign (See Foreign patent)

General Information About, booklét............ccccvevevnennene. 703
TNOEX vttt sebesenees 902.03(b)
INterference........ocoueeeeccceeee e 2306 to 2308.02
1 01V7= 100 ] £ T o J T 2137.01
JUFISAICHON ... 1305

Law, opinionS NOt QIVEN.......ccccceereeeeeieieserereeseereens 713.02
Laws (See also Statutes)............covweee. Introduction, App. L
LiCENSING....eiererereierieiririssieesesesse st sessessesassssssesenssnsns 301
Litigation relating to reissUe........ccceveveerrereerernnnns 1442.04
Marking eXaminer’ S COPY .....ccouverereernrnrersrsrnsesnsnsesennns 905.04
MISSING COPY .evrevrrirrrernererreeereessesessesessssesssesssssesesseaes 901.09
Ordering SOft COPY ...vvevererereeeerereseeeseressssesesesssssnesessanens 905.02
|-63

Sec. No
Owner, apPeal DY ... 1205
Owner, service of Citation ON........coceererereceneeceneeennens 2208
Owner’saddressin reexamination ...........coeceeecneeeenes 2222
OWNEISNIP .o 301
PapErS reCEIVEQ......covvrecrreeereeeree e 508.02
Plant SEri€sS......cocvvvreeerreeeerereseeereens 901.04, Chapter 1600
Post-issuance information updating.........c.ccceeeeeeerrinenes 2501
Prior art Citation iN ... 2003.01
PrNEING PrIOMTY ..oocecveeerereeereeerseee s 1309
Reference (See Reference)
REISSUE SENTES....outeertrencireieireie et 90104
Reissued, effeCct Of ... 1460
Right to exclude others.........ccccooerreeccrnenneae 509.02, 1111,
............................................................... 1601, 2162
Rules (See also Rules, Patent) .........cccocveveevrerceeennn. App.R
Simultaneous issue
SOFt COPY ettt
Statutory subject matter ... 706.03(a), 2107,1601
Surrender of original iN reiSSUE.........ccoveeeerrereeeeeererenenns 1416
Statutes (See also Statutes)................ Introduction, App. L
System, Constitutional basisfor...................... Introduction
Term adjustment ........covevevererreenereseeereens 2710, 2720, 2730
Terms (See also Term, Patent) .........ccccoveveveceerrereeneennn, 2701
TrANSFEN et 903.05
Transfer of FghtSiN......cvcrcr e 509.02
Type, Design VS, ULIHILY ..cceveveceereeeerereeeereseeens 1502.01
ULIHItY SENES. .t 901.04, 1502.01
ULty VS. d@SIgN...c.ceeiicercrceeseseeese e 1502.01
D < 1S TR 901.04
Patent Academy ......cccoevveeeveveneeneneeeereens Title page, 713.01
Patent and Trademark Assignment System.................... 302.09
Patent and Trademark Copy Sal€s..........cocvvvevereveene. 707.05(a)
Patent and Trademark Office (PTO or USPTO)
AAArESS ..ot 501, 502
BUSINESS NOUFS ... 510
Employees, property interest in patent ...........cocoeverenene 309
Matters decided by various officials .............. Chapter 1000
PUDITCALIONS.......coieeeiriciree e Introduction
Attorneys and Agents Registered to Practice Before
the United States Patent and Trademark Office.....
..................................................... 401, 902.03(d), 1706
Development and Use of Patent Classification Systems
............................................................................ 903.02

Official Gazette of the United States Patent and
Trademark Office (See also Officia Gazette (0.G.))
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Patent Assistance Center---Patent Cooperation Treaty (PCT)

Sec. No.
Receipt and handling of mail...........c.ccouveninnnns Chapter 500
Telephone NUMDBEXS.........cccccrverrerrere s 1730
WED SOttt 1730
Patent ASSiStanCe CENLET..........coceverrerirerereseeerenesisereseaeens 1730
Patent attorney or agent (See Attorney or agent)
Patent classification (See also Classification;
L (o N 1 ) TR Chapter 900
Classes 707.05(e), 902.01,
........................................ 902.02, 903.02(a), 903.02(b)
Cross referenCes .......ovvveveererennnns 903.06, 903.07, 903.07(a)
DiIgESES ..ottt 903.06, 903.07
LIS S T o TS 903.07
Manual of Classification.........ccc.cceeee... Introduction, 902.01
Master classification file (MCF)................ 902.03(a), 903.06
OFQEI'S ...ttt 902.04
Post classifier (See Post classifier)
Shoes......covveerennen. 510, 901.05(c), 901.07, 902.02(b), 905.04
Statutory authority .....cccceceecrneeessesesseseseeeseseseenens 903.01
SUDCIBSSES. ... 707.05(e), 902.01,
......................................... 902.02, 903.02(a), 903.02(c)
Patent classifier' SAeCiSION .........cveerveverrecereeerieeneeeen: 903.08(f)
Patent Cooperation Treaty (PCT) (See also International
application; Treaties).......ccoveverrrerrenns Chapter 1800, App. T
Acknowledgement of receipt of fileson compact disc......
.......................................................................... 1823.02
Administrative INStructions..........ccccovveeeevereneennens App. Al
A QN 1807
Amendment before the designated office...... 1893.01(b)(2)
Amendment of claims before
International BUr€aU............c.eueereecineecineeeeneesenerseeerenens 1853
F N o o] o | (R 1810
Applicant for United States receiving office............... 1805
BaSiC FlOW. ...t 1842
Classification of application...........cccoeervereenenenes 903.08(b)
Classification of subject matter ...........ccceveveceerrereeeennes 1879
Common repreSENtatiVe.......oveevereresesesesesesesesesesesesenes 1807
CONCEPLS, MAOF ... 1801
(O0 101911 VA 70 0[SO
Definitions.......coooeveneerencenenne
Design patents
Designated OffiCe........cererieenienrieesieeerseernenas 1893.01(a)
Designation Of StateS......cccvvvevverecenveneeereneeeeenenens 1817.01
FOES.... et 1827, 1893.01(c)
Reduced basic fee by filing sequence listing on
COMPACE AiSC..e.vureereerreer e 1823.02
Filing date requiremMents .........ccccveeeeevereseeenesesenerenenens 1810
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Sec. No
Foreign filing liCeNSe.......c.oc e 1832
Foreign patent Citation COAES..........cuvrurerrererererneerrerenas 1851

Forms
Compact Disc Transmittal Form For Submission of
Sequence Listing To The United States Receiving

Office Under Pct Administrative I nstructions-Part 8.....
.................................................................................. 1823.02
1893.03(¢)
IB/308B.....oeerererrerensereneereneerennes 1893.01(a)(1), 1893.01(b)(1)
PCT/DO/EO/03........ooveereerreneerenene 1893.03(a), 1893.03(e),
...................................................... 1893.03(g), 1895.01
PCT/DO/EO/1390......c.ocereeereeereeereneereeeeseeeseenens 1893.03(a)
O I ST 0 1 T 1852
PCT/ISAI203......cooceeerereereereeereeessise i seenees 1849
PCT/ISA/210......ccoirrrerenereene 1843, 1844, 1893.03(€)
PCT/ISA/216
PCT/ISA/217
PCT/ISA/219
PCT/ISA/220......cccireriereereereseneisesises e seeeeees 1844
PCT/IPEA/ADL ... 1864, 1865, 1866
PCT/IPEA/AQS ... 1875, 1875.01
PCT/IPEA/AQS............cvvereneen. 1860, 1874, 1876, 1878, 1879
PCT/IPEA/409 1871, 1878, 1878.01(a),
........................................................... 1879, 1893.03(¢)
PCT/IPEA/AL0 ...eeeeeereereeeseeesesesesessenesseees 1864.04
PCT/IPEA/ALL ... 1836, 1876
PCT/IPEA/AL2 ...t 1836,1876.01
PCT/IPEA/ALG ...t 1879.02
PCT/IPEA/A20 ... sesessesesseees 1875.02
PCT/IPEA/AZ8.........cooeerereereertesse e 1878.02
PCT/IPEA/A9 ..ottt 1875.01
PCT/RO/101
[ O 2
GAZEL.....ceeeeecrere s
Guidelines on qualifying for reduced basic fee by filing
sequence listing on compact disC........ccceeevvenenen. 1823.02
HEIP DESK....eeeeeeceeee et ssessssssssessssennes 1730
INfOrMation SOUICES .......c.cueeieeeieeeireesereeseseeseeeseesseaeenas 1730
International preliminary examination.............ccccceeeunes 1860
International preliminary examination report ................ 1879
WItEN OPINION.....coovicecererece e 1878
International publication ...........ccccceovvevrenevenecseseceiennn, 1857
Prior art effect .......ccooveveeerevenccrrenccene 1857.01, 2136.03
International Search report ..........ccveeeveerereeneseeneeeneennee 1844
International searching authority.........cccccveeeeevereceenne. 1840



INDEX

Patent Cooperation Treaty Administrative I nstructions--Patent Cooperation Treaty Articles

Sec. No
MEMDEr COUNLIIES.......ccoeveeeeeeereeeeeeetete et aenan 1817
National ProCedUIe..........cccvrremrreresierereseeesesesseerenesnens 1893

National stage (See National stage application (35 U.S.C.
371)

NuUCl €0tidE SEQUENCES........coveerreeerrieerieeereeerseserseseereans 1850
Sequence listing on electronic media................... 1823.02
Numbering
Priority .....ccoeeeenreesiinnnns
Priority dOCUMENt ........ccoveeveeerecrrecneiceicenas 201.13(b), 1828
PUDIICALION ..ot 1857
ReCEIVING OffiCO....ucvrirrc e 1801
Receiving office procedure...........ccoveevvrnsvsensinnnnns 1801
Record copy transmittal..........c.cevveeneeeenernecrneerneennenns 1801
Regular filing in each designated state..........cccevunrnneee 1801
Representation before the designated office................. 402
Request for expedited readability testing and notification
of fileson compact disC.......ccouvevererereeerneeeeneennnas 1823.02
Response to invitation concerning lack of unity of............
.................................................... 1850, 1875.02, 1893.03(d)
Response to written OpinioN..........ccccceeeereecnennnns 1878.02
Revocation of agent..........ccveeeenreensenerseerneerseenneens 1808
Schedule Of FEES.......cerrecree s 1827
SEaArCh rEPOIt ......cvveeeeeece s 707.05, 1844
SECIECY OFUEN....ceeeirireeresiseesese e nnen 120
SequUENCE i StiNGS. ..o 1823.02, 1848
On electronic Media.........occveeeerreeeneeeeneisecrseeerenens 1823.02
SIgNatUre MISSING ....cveeverveeereereeseieesessssesssssssessesssssesees 1820
Unity of invention .........ccccueue.. 823, 1850, 1875, 1893.03(d)
Written opinion, Preparation ............eeeeeeseenes 1878
Written opinion, timeto reply t0......cocvvcveverececerenes 1878
Patent Cooperation Treaty Administrative Instructions..........
101 Cited
102 Cited
103 Cited
105 REProdUCEd .......ccveveirerieieieiririeieisesis et sssseessseneens 1834
108 Cited
109 Cited
110 Cited
115 Cited
201 Cited
204 Reproduced
0 S R{= o £0]0 (V1o o 1824
P2/ 0 A O] (o 1810, 1826, 1853
208 Reproduced .........cccovveveeerenenenenirenes 1812, 1823.02, 1826
|-65

G722 O (= o [T
326 Reproduced
404 Reproduced
414 Reproduced
S 0O = o

516 CIted ...t sesenes
(02 @71 = o [OOSR
603 Reproduced
604 Reproduced
605 Reproduced
606 Reproduced
607 Reproduced
LS O = o T

80L CHted ...t 1823.02, 1879
803 CHted ...t 1823.02, 1848

Patent Cooperation Treaty Articles......covvvrererereene. App. T

1.11 Cited

S REProdUCEd ... 1823
BREPIOAUCE .......o.cverereeire s 1824

Reproduced .........cccccvunneee. 1878, 1812, 1825

S ] (o U 201.13(b)
D Cited ...t 101, 103, 1805, 1828
L0 @7 = o TP 1801
11 Reproduced .......cccovvererererenenes 506, 601.01(a), 1810, 1896
Cited ....ccoceveenne 202.01, 601.01. 1801, 1810
......................................... 1893.03(b), 2504
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Sec. No.
D2 O] (o T 1481, 1840
(ST O] (< o [T 110, 120, 1801, 1832
JA CIHEA .o 1820
................................................... 1801, 1810, 1825, 1859
Y O] (o OO 1846
................................................... 1801, 1840, 1843, 1852
16 CItEH ..o 1819, 1852
17 Reproduced ........ovvvevevvveveserresesisenes 1824, 1840, 1843
(O] (<o [ 201.13, 1801, 1840,
................ 1840.01, 1843, 1844, 1850, 1857
.................................... 1862, 1871, 1875.01
1879.01
18 REPIOTUCE ......oeeeereireeeeeereeeie et 1844
....................................................... 1840
19 Reproduced .........oceveveveerrerennenns 1801, 1824, 1840, 1853
(O110'o [ 110, 1844, 1844.01
.......................... 1871, 1878, 1879, 1879.01
.......................... 1890, 1893.01, 1893.01(3a)
.......................... 1893.01(b), 1893.01(b)(2)
120 O = o [T 1801, 1836, 1846
............................................... 1853, 1857, 1893.01(a)(2)
21 REProAUCET ......ceceeeereeerirecesieiresesseeesesssesesesssnens 103, 1857
(G110 o [N 101, 110, 201.06(d)
....................................... 201.11, 201.13(b)
.......................... 202.01, 706.02, 706.02(3)
........................ 711.04, 715, 1481, 1504.02
................................... 1801, 1823.01, 1857
.................................... 1857.01,1881, 1891
.............................. 1893.03(c),1895, 1896
......................... 2136, 2136.03, 2217, 2258
21(2) CIE ... 20011
Y272 O ) = o TR 201.13(b)
.............................................. 1873, 1893.01, 1893.01(9)
................................................ 110, 1801, 1823.01, 1824
23 CIted ..o 1823.01, 1850, 1880
23(1) Cited ..o
P2 (O ) = o O
28 Cited ...
29 Reproduced
30 Reproduced
31 Reproduced
1C Y 11 (= o [
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Sec. No

O] (<o 1862

B3 GO ...t 708
.................................................... 1878.01(a)(2), 1893.03
................................ 1878.01(a)(1), 1879, 1878.01(a)(3)
Reproduced.............. 1860, 1870, 1878.01(a)

...................... 1878.01(a)(1), 1878.01(a)(3)

Cited .o 1874, 1878, 1878.01(a)
..................................... 1878.01(a)(2)

1 1) (<o [ 1853, 1871, 1875
............................................................ 1879, 1864.01
Reproduced .................. 1823.02, 1824, 1848

..................... 1862, 1868, 1874, 1878

............................... 1878.02, 1893.01

Cited .......... 1860, 1862, 1875, 1878, 1879.01

35 REPrOAUCET ......cvverereereeee ettt 1879
O] (o [P 1878

S 1) = o [T 1879, 1879.04
Reproduced ........ccccoveenene. 1879.02, 1879.03

Cited oo, 110, 1879.02

Y A1) = o OO 1879.04
Reproduced ... 1880

CItEd oo 110

3B REPrOAUCET ..o 1879.04
CIted oo 110

1S 1) <o [T 1873
40 Cited ..ot 1823.01, 1881, 1893.01
A0(1) CIEA ... 901.05(b)
I ) (=0 TR 1823.01, 1893.01
Ve T @) (= IS 402.09, 1807, 1808, 1864.04
B4 CItEd ...t 1857
69.2 Cited ......ccuveeeereerireerire s 1896, 1836, 1803, 1879
ST @] (= o OO 706.02(a)
D272 @] (= o 1895.01
I54 G ..ttt 110

4.1 CILEH ... 1821, 1852
A2 CILEH ... 1810
R 1) (= o TP 1821
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Patent Cooperation Treaty Rules--Patent Cooperation Treaty Rules

Sec. No.
@] (= o TR 402.09
A9 CIted ..o 1807, 1808, 1817.01
410 Cited ..o 201.13(b), 1878, 1893.03(c)
L0 O (=" OO 1896
O (=" 1820, 1828
V2 I 2" o] {0 To (Uo7 =" o [N 1819
4.14. ReProducCed .........ccoeveveveernereereerereeeenens 1895, 1817.02
N O (= OO 1817.02
4.15. REPIOAUCEA ......ceveereerereiersesee s 1820
4.15 Cited 1820, 1873
4.17 Cited 1893.01(b)
.......................................... 1821, 1893.01(a), 1893.01(¢)
1 ) (= o
LSRR = (0o L1 1= o [T
Reproduced
Cited
5.1. ReProduced .........oevvenieenineneeerereeeieereneens 1821, 1823
5L CHED ..o 1823, 1878
LS4 1] (= o TR 1823, 1823.02, 1848
.............................................. ,1893.01(a), 1893.01(a)(1)
.............................................. 1893.01(b), 1893.01(b)(1)
....................................................................... 1893.01(d)
5.2. REProducCed ... 1823.02
SR, 000 (Vo= o
Cited
6.1. Reproduced
B.1 GO ...t bbb

6.2. Reproduced
6.3. Reproduced
6.4 CIEd ...
6.4. Reproduced
6.5. Reproduced
7 REPIOAUCED ...
7.1. Reproduced
7.2. Reproduced
8 Reproduced ........cooveveeerinineneninienen,

8.1. Reproduced
8.2. Reproduced

L0 Gt .o 1823, 1824, 1878.02

10.10 Cited ....oveevreeeereerereerereereene 402.09, 1823, 1824, 1864.01,

11 REPrOdUCET .....cooveeeieeireseesese s 1825

Cited ...oovererrene 1807, 1808, 1823, 1824

111 Cited . 1893.03(f), 1825, 1878.02
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Sec. No.
IR N 01 <o [ 608.02, 1878.02, 1825
114 CIted ..ot 1893.03(¢)
11.5. Reproduced .........cocceeveeeerrvencseeereseesesens 1824, 1825
11.6. REPrOTUUCED .....ovcueererieericirirssisissssie e ensenenas 1825
G <o [T 1824
116(F) Gited. ..o 1821
T1.7 CIEA .. 1821, 1812
1220 CItEH .ot eaes 1825, 1864.01
11.11. REPrOAUCED .....covvereerreetreeereeeeeeie s 1825
11.13. REPrOAUCE .....oveeeeeereceree et ereseeesesesseeesenenas 1825
T @71 (= o [ O U 608.01(f), 1864.01
D22 O] = o [N 1805, 1825, 1893.01(a),
...................... 1893.01(8)(1), 1893.01(b), 1893.01(b)(1)
13 REPrOUUCE .......cevevreereeereesee st sesseeesesenas 1848
1823.02, 1877, 1893.03(d)
.................................... 1823.01, 1840.01
............................................ , 1871, 1893.01(d)
130iS.3 CIted ...t 1823.01
130iS.7 CIted ... 182301, 1850
1 0 1) (= TR 1848
13.1. REProduced ........oocevereneecerereneereeereseeeeeerenes 1848, 1850
131 CIted ..o 1823.02, 1875.01
13.2. Reproduced ........cooceveeervevecererereeneenns 1823.01, 1823.02
I 2 O = o U 1823.02, 1850
13.3. Reproduced ........ccovveeneerereereneerenerenns 1823.01, 1875.01
133 GO ..ot 1850
13.4. ReProduced .........cocoeeeveeeeinrescseeseee e 1823.01
13.5. REPrOAUCED .....ccovieeiieerereeesese e 1823.01
13.6. REProducCed ..o 1823.01
13.7. REProduced ........ooveerevercecirrercrereseseesesereeseeens 1823.01
TAL CIEA ..t
ST O = o [T
S @) <o [T
15.6 CIted ...t
16DIS Cited ..ot
16bis.1 Cited
L ) o T
16.2 CIted ...ttt
17 REProduCed ........cocceeevereeieirereceseeee e 201.13(b)
Cited ........ 201.14(a), 1801, 1879, 1893.03(c)
.................................................................. 1896
17.1. ReProduCed ........oocvveneerenrenseneneresssesesenees 201.13(b)
171 Cited ..o 201.13, 201.13(b), 1870
17.2 REProduCed ........cccceveurrrinenisisresisiesssssssenenns 201.13(b)
S ) o [ 1864.02
19.1 Cted ..ot 1805, 1810
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Patent Cooperation Treaty Rules---Patent Cooperation Treaty Rules

Sec. No.
LS 12 O] (= o [ 1801, 1805, 1864.02
194 CItEA ..ot 1810
20.1 CItEd ... 1805, 1810
12/ 0 2 O = OO 1805, 1810
20 I 1) = [T 1810
204 CIEA ...t 1803
20.5 GO ...t 1810
20.6 CItEA ...ttt 1810
2 O = o ST 2136.03
221 CIEA ...t 1801
22.3 GO ... 120
12 T O = o [T 1832, 1840
12 T I 1) = [T 1801, 1834
242 CIEA ...t 1890
25 CILEA ..ottt 1840
P2LG T O (= o [T 1820, 1893.01(b
124 o ES 3 O] (= o TR 1893.01(¢)
26DiS.1 Cited ..o 201.13(b)
260iS.2 CIted ....ceeeerecerecireeireeireee et 201.13(b)
26.2 Cited ..o 1820, 1828, 1893.01(d)
2SI I 1) (= [T
264 CItEd ...t
33 Reproduced .......ccoovvecvirenennnes

33.1. Reproduced

I 7] (o TP

372 CHEd ...t
B2 CItE ...

39 REProdUCED .....ccveeecerreee et

39.1. Reproduced
391 Cited ...
40 Reproduced ........cccovveeerveneceernenenns
40.1. Reproduced

40.1 CIted ...t

40.2. Reproduced

40.2 CITEA ..o

40.3. Reproduced

O B ) = O
VAR o] (o0 L1107 o [T

August 2001

Sec. No
O] (<o 1852
VI 2 =" o] oo 117~ o [ 1852
A2 GO ...t
421 Cited
G @) (=0 TR
431 Cited
43.2 Cited
43.3 Cited
435 Cited
43.6 Cited
43.8 Cited
43.9 Cited
44.1 Cited
45 Cited .........
X ) = o OO ORI TT
Reproduced ..., 1853
46.1. ReProduced .........cccvueereeeerrerereenenns 1844.01, 1853, 1871
46.1 CIted ...t 1878
46.2. REProduCed .......ceeeeeecrrecsierereseeesesss s 1853
46.3. REProduCed ........cccoveieeiiieririsesessseeessee s 1853
46.4. REPIOAUCED ......corverriereriererriessinees e sese s 1853
ZAIGHSTN 2T o] (o0 (Uo7 = o [N 1853
4B.5 CIed ... 1853
2 ) (=0 TR 1824, 1846
471 Cited .o 1801, 1840, 1890, 1893.01(b)(1)
A8 Cited .....eeeveeerreeereereereenee e 1823.01, 1893.01(a)(1)
495 Cited
LY 1) = o OO
L1 1) <o [T
53.1 Cited
53.2 Cited
53.3 Cited
53.6 Cited
53.7 Cited
53.8 Cited
53.9 Cited
54 Reproduced .......cooveevenenenrereneceennns 1868, 1871, 1864.02
54.1. REProduUCEd .......ccoveeuveeererireeereeerereseeesesessenenens 1864.02
54.2. REProdUCEd .......cccoeverreeecirreceie e 1864.02
LS 1) (=0 TS 1864.02
54.3 REProdUCED .......ccevvericrrecreereeeees e 1864.02
54.4. REProdUCEd .......oocveeereeeeerreereeirereseeesesessesenens 1864.02
BAA CIE ...t 1847
LS ST 11 (= o [T 1860
oS I ) = [T 1868
552 Cited .....occcvveeerreeeereinirerreene 1834, 1878, 1878.02, 1879.01



INDEX

Patent Cooperation Treaty Rules--Patent Cooperation Treaty Rules

Sec. No.
LI O] 1= 1878.02, 1879
56 REProdUCE ......cecvevveeceerirereer e 1873
CIted ..o 1868
56.1 Gt ...ttt 1881
56.1. REProdUCEd ........ocoveeerereeeririrereererereeeeieereeens 1868, 1873
56.2. REPrOAUCET ......cooveeeeeerecrreeirereneesieesesesesesesessee s 1873
56.3. REPrOAUCED ......cooveeeeerricrietrreeee s 1873
56.4. REProduCEd ........cccvvereerririeenreresssre s ssssssesens 1873
56.5. REPIOAUCEM .......covveeieicrireierseer s 1873
57 GO ...t
57.1 Cited

580iS.2 CIted ....coveeerererrireeeireeeireeseree s sesseens 1867
58.L CIed ...ttt 1879
59.1 Cited ..o 1862, 1867, 1878, 1879.01
LSS ] (=" OO 1862
60 Reproduced .........cccceverererenenecenerereeenns 1865, 1867, 1868
60.1. REPrOdUCED .......coceeeeeeeererereenirereesie e eseseesseeees 1868
B0.1 CIted ...t 1879.01
(S OIZ 2 (<o £00 Vo= o 1868
LGOI 1) <o [ 1881
61 REPrOUUCED ......overeeeeeeeeeerereeie et seeseesseeenes 1881

(O] 1= o EO TR 1869
G2 1) (= [T 1881
61.2. REPrOUCED ..o s 1881
61.3. REPrOAUCED .......cocveeeeeeerererieirerereesie e eseseesseeenes 1881
62 REPrOAUCED ......coeeceerereceeteerece st ssens 1871
62.1. REPIOAUCE ... 1871
62.2. REPrOAUCED .......coveeeiererireecineeeeee s 1871
B3.L CIted ... 1862
64 REProdUCEd ........cccoerveeerereecie s 1878.01(a)
64.1. Reproduced 1878.01(a)
S I 1) (= [T 1878.01(a)
64.2 Cited ..o 1878.01(a), 1878.01(a)(2), 1879
64.2. REProduCed ........ccoeveererreeeciereresreeseeaeeesens 1878.01(a)
64.3. REProduUCEd ..o 1878.01(a)
65 REPrOAUCED ......coveeerieeeiicerieeeieeereeeeereens 1878.01(a)(2)
65.1. REProduced ........cccooeeevververenererseenerennenens 1878.01(3a)(2)
65.2. REProduCed ........cccoeveervrrereecierresesrereeneens 1878.01(a)(2)
66 REPIrodUCE ......c.cocveveeereieieerie et 1864.01

Reproduced .........ccovveeernenernencrreernenns 1870

Cited ..o 1860, 1878.02

| -69

Sec. No
B6.1 CIted ..ot esneeenes 1868
B6.2 CIted .....cecveerereiereeretreeree e 1860, 1878
66.3. Reproduced .........cccoveveveerenennas 1878, 1878.021878.02
LS R 1) (= TR 1878.02
66.5. REPrOdUCED .......coreereerreeereee s 1878.02
66.5 Cited ......c.coeeereeerrerreresereereeeseeeeieens 1876.01, 1878.02
66.6. REProduUCEd ........ccoevrveererrsece e 1878.02
66.7. REProduCed .........cccovveeevvrerrscee s 1870
LS I A ) (= [T 1878
66.8. Reproduced ..........cocovveerecerennne 1864.01, 1871, 1878.02
66.8 Cited ......ccvveeeeerirerrirerresereseeree e 1824, 1853, 1879
66.9. REProduced ..........ccceeeieeceennseessre s 1878.02
66.9 Cited
68 Cited .........
68.1 Cited
68.2 Cited
69 REProdUCEd ......c.covvereeererereeereeereeeeseeeeseeens 1875, 1879.01
69.1. REProdUCEd .......cccoeererereeirirererirereeeeeseseseseserenas 1879.01
B9.1 CIted ...t 1868
69.2. ReProduced .........cocveveereneerecereeeneenens 1879.01, 1879.02
(G I 1) (= [T 1878
T0.L Cted ...t 1876
70.2 CItEd ...t 1878.02
(0 S ) (= O 1879
(O ) = [T 1878.01(a)
70.10 Cited ...t 1878.01(a)
7013 CIted ...t 1875, 1879
71 REProdUCEd ......ccvvveeereiecieieree e ssesenas 1879.02
71.1. REPrOJUCED .....oocveereeerrieereiseseeseseseseeeeeeeennes 1879.02
71.2. REProdUCED ......coveeereereeirreeesiseseseeesesesesssesenas 1879.02
72 REPrOAUCED ..ottt 1879.03
72.1. REProducCed ........cccoeeeieieieeeiereeisisee e esssesenas 1879.03
72 ) = T 1862, 1879.03
72.2. REProdUCEd ......coveeereeceeirireeeeeeeseseeeseseseeenesenas 1879.03
72.3. REProdUCEd .......ccvevreeercirirere e 1879.03
77.1 Cited
80.5 Cited
82 REPrOAUCET ..o 1834.02
CIted ..o 1834.02
S22 I ) (= OO 1834.02
82.1. REProdUCED ......cvecreeerrieereiee s 1834.02
82.2. REProdUCEd .......ccceureeeeeirirereeerereseeeresesesenenenas 1834.02
82.2 CIted ...t 1834.02
1SS 1) (= o T 1864.04
S S 1) (<o [T 1801
(S O 27 o] 0o (1o =" o [N 1880
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Patent and Trademark Depository Libraries (PTDLSs)---Period for reply

Sec. No.

(O] 1=o [ 402.09, 1859
90bis.1 Reproduced ..........cooveererereeeererennenns 1807, 1808, 1828

(O] o [T 1859
0] ES W2 O = o [T 1859
0] o ESNC 101 = o [T 1859
90.1 CIted ...t 402.09
90.2 Cited ... 1807, 1808, 1834
90.4. REPIOAUCE ... 1830
S O 1) (='o [O 1808
90.6. REPrOAUCET ......coveeeeeereereeirereseeseseseseses e 1808
90.6 Cited ..o
91 Reproduced

Cited ............ 402.09, 1808, 1836, 1893.01(d)
911 CIted ...t 1876.01
91.1. Reproduced 1836, 1876
92 REPIOAUCE ...t 1834

(O = o [ 1864.02
(S22 I 27" o] {0 To (Uo7 =" o [N 1834
02,1 CIted ...t 1834
22N IO = o [T 1878.02
02.2. REPrOAUCED ..ot 1834
924 CIted ... 1834.01
942 CIted ...t 110
7 1) (= [OOSR 110

Patent and Trademark Depository Libraries (PTDLS)
Accepting documents under the Disclosure Document

Patent application publication (See Application Publication)
Patent pending (See 35 U.S.C. 292)

Patent Search rOOM..........ccveurecneeereerese s 2229
HOUIS ... 510, 1730
Regulations for public USE........ccccecvvreeviercnssecieenns 510

Patentability (See also Reasons for Allowance;

(RS T= o (0] ) SR Chapter 2100

Patentability rEPOIt.........cccevveecereeee s 705
APPEEAL ... 705.01(a), 1208
COUNL....rree e 705.01(c)
Date StatUS......cevvveereeirereceeerereeee s seseneeees 705.01(c)
Dispute between examiners..........ccocvveveeerereineenns 705.01(a)
Drawing.....ccccceeeeennnsssseeeeeseesenenns 608.02(n), 705.01(d)
Final @CtioN ......coceuveeererrerereerecee e 705.01(a)
] 0 o] o= T 705.01(e)
INITBEE. ...ttt 705.01
INEEIVIEBWS ...ttt 705.01(f), 713.01
Limitation 8StO USE........coeeveveereeeneceneieeneieenseensrnenas 705.01(e)
Practice used only in extraordinary situations............... 705
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Sec. No
Primary decides propriety.........cvneneeeneernseennseennens 1004
Print of drawing.......ccccovveeeennerecrenenns 608.02(n), 705.01(d)
PUIPOSE....coeecerc e 705.01(e)
RECOIING.....cciuierriieeeneessiss s sssssssesenas 705.01(c)
Restriction, EffeCt ON......c.ocoveeveeeeeeeeeeeeeeeeeee e 807
SEAMCN ... 705.01(a), 705.01(b)
Sequence of eXamination...........cccceeeeveveerrereeeeenn. 705.01(b)
Transfer of appedl........ccoevvveevivirirerenineseserieseseseens 705.01(a)
Patentability statement............cooceevereerereneeinenenes 609, 1302.14
Patentable novelty, pointed OUt...........ccccovveveeerererenenenen. 714.04
Patentable subject matter
COMPULES PrOgramS .....cccoveeeererieeeererieeresesessese e sesens
Disclosed but not claimed...........cccovvevveneenneneenreneens
Living subject matter.......cccoveverrerenenererseererens
Mathematical algorithms .........ccccvveeenveccesseeeeienns
PlantS ... e
Patented file.......ccrrrererrcce e
Patented file, Ordering.......cccccvvveeevenesesereneseeesesenens
Patented file, Reissue application notice
“PatentIn” computer program (See also Sequence rules)........
............................................................... 1730, 2430
Patents of addition, foreign.........cccovveeverrecccrnnnenn. 901.05(b)
Payment Of TEES ... 509
Payor number (See Customer numbers)
PCT (see Patent Cooperation Treaty)
Pencil notations, erased at allowance...........ccocccoveurenee. 1302.01
Pending application as prior art (See also Application
PUBLICALION) w..eveveceecee s 706.02(f),
............................................. 706.02(k), 901.03
Pending application chargelocation.........c.cccccvverveceenne. 905.05
Pending application preserved in confidence...................... 101
Pending applications as references (See also Application
PUBIICELION) ...t 706.02(f)
.......................................................... 706.02(k), 901.03
Period fOr rePlY ....cvcececce e 710
After Board deCiSiON..........cooeeerirereseeineneeeeineseseneene 1214.01
AFLEr FiNal..ee s 706.07(f)
In transitional application.........ccceeeeevereveennen. 706.07(g)
After interference.......ocevveecnesecerene, 710.02(b), 2363.02
Amendment after ... 71417
Claim copied from patent..........oooeveeereeceneeenneeenns 710.04(a)
Clamsall dlowed..........c.ccou..... 707.07(a), 710.02(b), 714.14
COMPULEd......cooercererrceeeee e 710.01(a), 710.05
Copying claim from patent does not
extend statutory period..........oeveeeneererernenenne 710.04(a)
Correction of Citation ........c.coceeeeveveeceeerinenes 707.05(g), 710.06



INDEX

Periodicals--Petition
Sec. No. Sec. No.
Date of receipt of amendment.................... 710.01(a), 710.05 Accepting lateissuefee........ccuurenes 711.03(c), 1002.02(b)
Defective Office action ........cccceevveevecerene. 707.05(g), 710.06 Accessto application ........oveeererecerenenns 103, 1002.02(b)
Difference between shortened statutory Accessto interference application.........cccoevvuee. 1002.02(f)
period and time limit.......ccooevevvnnenninencresereene 710.02(d) Add inventor in provisional application............. 1002.02(q)
EXIENSION....ocvverecrcrrecereeneennes 710.02(d), 710.02(e), 1003 Amend after appeal deciSion .........cocccveericeneene 1002.02(c)
Holiday, Saturday, or Sunday Attorney withdrawal ...........cccccvureeee. 1002.02(b), 1002.02(c),
expiration of time........ccccceveevcrnnne. 505, 710.05, 710.01(2) et pns 1002.02(p)
Incomplete reply ....oveeeecieecceininnns 710.02(c), 711.02(a), Biotechnology processes under
..................................................................... 714.03, 2266.01 ICTSY WAST O [0.C (o) RS RY ( 0 s 10 2/(1)]
Lessthan six months.........cccoeeeereneceenne, 710.02 to 710.02(¢) Board of Patent Appealsand
Miscellaneous factors Interferencesinvolved................. 1002.02(f), 1002.02(g),
PELItiON ... 002 s 1002.02(j)
Property rights under AEC and NASA ACES .....coccevneee 150 CANCE e 1002.02(c)
Remailing........cccoveeveenenncnncnsenicciniiennneenn 0713, 71006 Certificate of Correction..........coveeenee. 1002.02(d), 1002.02(1)
RESLArtiNg......cccoevererererresessessessessssssnsnenenenees 14006 Changeininventorship ........cc...... 1002.02(d), 1002.02((e),
Saturday, Expiration of time................. 505, 710.01(a), 71005 1002.02(1), 1002.02(p), 1002.02(q)
Secrecy order appliCation.........coueeeeeecrreerrenerreeneeeneens Commissioner’ s duties.........oveeeereeeenes Introduction, 1002
Shortened, APProval.........coceenrenesenesesseneseseeenes Common ownership situation..........c.cccceeevveeeennen. 706.02(k)
Shortened, EXtension.........cccoeeeeeecuennen. 710.02(d), 710.02(e) Converting anonprovisional
Shortened statutory period.........cccoevenene. 710.02, 710.02(b), to provisional........cccceeeveviererinnnnnen 1002.02(b), 1002.02(c),
.......................................................... 710.02(e) SRR 10 0 2 6 21 (o) 10 02X 0 21(s)]
Shortened statutory period, Distinguished from time limit Correction of inventorship ........c.ccccveeen.. 201.03, 1002.02(d),
............................................................................... 710.02(d) v L002.02(€), 2002.02(1),
Shortened statutory period, When used............... 710.02(D) e ————— 1002.02(p), 1002.02(q)
SEALULOrY PEIIOU....... e 710.01 Counter-terrorism inventions.................. 708.02, 1002.02(c)
HOW COMPULE.......ceeeeerereeerereree e 710.01(a) Defer iSSUANCE........cvereeerrere e 1002.02(b)
Suggesting claims........ccocvveeeveneceienenns 710.02(c), 2305.02 Delegation of Commissioner’ s authority ................. 100101
Sunday, Expiration of time.................. 505, 710.01(a), 710.05 Denial of reexamination reqUESL..........cccueeeeeeeenrenenns 2248
Supplemental 8CHION........c.occeeenereeerneereereerreeeeeens 710.06 DiVviSioNal FEISSUE........ccuveeerrerererreerseerreesneeeeeees 1002.02(b)
Time comPULatioN........coveveeererereeeerereseeens Entry of amendment...........cccovveevrrerenennne 1002.02(d), 1207
Time limit aCtioN......cceeeeeeccerrcce s Expedited examination of design applications....................
Timelimit action, When used........cocvcvivivivininnnene T710.02(C) e 1002.02(c)(3)
Two periods running Express abandonment after payment
Withdrawal of attorney or agent during Of ISSUETEB....eoeeerrece s 1002.02(b)
PeriodiCals .....ccvvvveerereerecce e Expunge papersfrom file .......cocvvvveeenerccrnenee 1002.02(c)
Period of enforceability Expunge information .........ccccceeeeeenienenen. 724.05, 1002.02(c)
Permanent ink.........cocoeueeeeeeeceeeceeeee 608.01, 714.07, 714.19 Extension of time..........c.......... 710.02(e), 714.17, 1002.02(c),
Perpetual motion..........ccooveeeerereceeerenenees 506, 608.03, 706.03(2), s 1002.02(q)
........................................................ 707.07(g), 2107.01 Filing date........cccoevenerreneireneirecinennne.. 502,01, 506.02, 601.01,
Personswho may cite prior art relating to anissued patent.... 601.01(b), 1002.02(b)
................................................................................................... 2203 Final rgfection.........cccoveevecneenenncneneneeneeeneeennenn. 1002.02
Pertinent Prior @t.........ccvveeeerneeeenenesesesesseesesesessseseees 904.02 Foreign filing lHCENSE........cccvreee e 140
Petition HIV/AIDS......oirree e 1002.02(c)
Abandonment holding.............. 711.02, 711.03(c), 711.03(d) INFOrMALiON ... 1002.02(b)
Abandonment holding, [NSPECLION .....ocveeecercer e 103
examiner’ S StaemMeNt .......ccoovvvveeerereeererereseeeees 711.03(d) Interference........ocvvveeerereeerreseenenn, 1002.02(f), 1002.02(g)
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Petitionable matter---Plant patent

Sec. No.

Late paper in ex parte reexamination......... 1002.02(b), 2268
Late payment of issuefee........cccovrvevvererenvecennnens 1002.02(b)
Late priority PAPErS .....ccovcevereereeresesiesseseseesesens 1002.02(b)
Maintenance fees, accept and record................. 1002.02(b),

............................................................................... 2580
Maintenance fees, delayed

payment/reinstatement...........ccccvuveneen. 1002.02(b), 2590

Make special (See also Special application)

........................................................ 708.02, 1002.02(c)
Matter subject to.....cccovevvvrennene. Introduction, 706.01, 1002
Merge reexaminations..........ccocevereeeeneseseessssssssessensnens

Modification of secrecy order
NEW MELLET.......coeeeeeeereirieieieireeee e
Nonsigning iNventor.........c.coeeeveneeeenne,

Period fOr filinNg........cccverrienieieeeee s
Prematurefinal rg/ection.........ccccoceveevveeverencneenne,
Preliminary amendment as part of

original disCloSUre........cccceeieeeniecnsieenienenns 608.04(b)
ProCedUIe.........coeeeeete et 1002.01
Public use proceedings..........cccveererenseeereresenenenens 1002.02(b)
Publication DiViSiON.........ccccvireeneneeeeeseseiennenns 1002.02(r)
ResCission Of SECreCy OFder........cvvvveeieeesseesenens 120
Refused assignment..........cooeevveneeenreneeenneneeenenes 313, 317
Refusal to enter amendment...........cocoeceverevecennnen. 1002.02(c)
Registration to practice..........ccoveevrveveerreresererennes 1002.02(m)
ReiNStatement.........ccoeeeeeneeesee s 1002.02(m)
Relating to PCT international application and/or

national stage application..........ccceveeeererennens 1002.02(p)
Restriction requirement holding.........cccccoeeeverecveinenee. 821.01
Retroactive foreign filing license.......cccoovvevvevivcccncennes 140
Y AV 711.03(c), 1002.02(b)
SEQUENCE FUIES ...t eseesseseseseenens 1002.02(c)(2)
Special status.......coovveeeerereerenne 708.02, 1002.02(c), 1504.30
Supervisory authority ........ceeeeenne. 1002.02(b), 1002.02(c)
SUSPENT FUIES.....o.ecieeeeeet s 1002.02(b)
Rule 1.48 (inventorship).......cccocoeveeeeeneneseneneseeesereees 201.03
Trademark related.........cccoveveccveennne. .... 1002.02(1)
TIMETOr filiNg c.cvcvvveeeeeceeec s 1002
Unavoidable abandonment 711.03(c),

..................................................... 1002.02(b), 1002.02(c)(3)
Unintentional abandonment ..........ccccccovvevvernnnenee 711.03(c),

................................ 1002.02(b), 1002.02(c)(3)

Unintentionally delayed claim for foreign priority...............

............................................................................. 1002.02(b)
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Sec. No.

Unintentionally delayed claim for domestic priority ...........

............................................................................ 1002.02(b)

Withdrawal from issue, after issuefee paid.........ccccevueneeee.

................................................................... 1002.02(b), 1308

Withhold from issue, beforeissue fee paid........ 1002.02(c)
Petitionabl @ Matter.........ocverecrecreeree e 706.01
Pharmaceutical subject matter

Safety review by FDA ... 2107.03

Statute (See 35 U.S.C. 155)

ULHIEY oot 2107.01
Phi, Greek letter usage.........ccoevevvveevevenseeresesesesenees 608.01(g)
Philippines-United States search exchange ..........c.cc....... 1711
Photograph asdrawing................ 507, 608.02, 1503.02, 1504.04
Piecemeal proSeCUtion..........ccvveceevereneseresesesesesesnees 707.07(g)
Plant Breeder’ SRIQhES ...t 1613
Plant Convention, UPOV...........cocccnnrnnenesserenesiesesenas 1612
Plant Patent .......coccveereenenseneereeeeeeeeeens 201, Chapter 1600

ACHON..c.ttere e 1610

Y20 V7= 1= o o 1610

AFFIAAVIT e 1610

Agricultural Research Service (ARS) ... 1608, 1609

ATTOWANCE.....c. ettt 1611

Asexual reproduction..........ccccevveeenesereernenenns 1601, 1605

BaCLENT AL ...ttt 1601

L= T o TR 1605, 1610

COlOr AraWing.....c.ceverereeeerereseeereressesesesessssssesesenens 1603, 1606

Color identified.......c.cveerreereeereereersesere e 1605

DECIAratiON......ccurereeeceeirereeieireeeie e 1604

DEfiNItIONS ..o 1601

Department of AgriCUlture .......cccvvevevveeseerereseesenenas 1608

DEPOSIE ...t 1605

(LSS o 1 o] o ] o S 605

Duplicate PapersS........cooeerreeerreremrerseerreerrenens 1603, 1605, 1609

Elements of application..........cccccevveceninenseeneneseennenas 1603

EXAMINGLION. ..ot 1608

Examiner’s amendment..........ocococevnieninenseenenesiesenenes 1610

EXECULIVE OFdEY ..ot 1608

[SSUE ...ttt 1611

Laudatory eXpressions.........ceeveeeersssenssesssssssesnsnens 1610

Method Claim iIMProper ... 1605

L@ 7 1 o T 1604

PartS.....oceeereeeeree e 1603

Plant varieties excluded ..........ooovnnncnecnecneecneeees 1601

Priority ClaimM......ccccccierccescsssss e 1613

Report of Agricultural Research Service............. 1608, 1609

Rules applicable........cccvrernecerreccssesesesesee e 1602



INDEX

Plant patent series--Prior art

Sec. No
SIGNBEUME ...t 1603
1S o= ol o= 1o o FON TR 1605, 1610
SPECIMENS. ...t ees 1607
Sz (010 Y 0= S 1601
T O 2701
TUDEIS ottt 1601
UPOV CONVENLION....c.eiieiriieireieeneieesieeeises e seneeseaes 1612
Plant patent SEMES.......ccocvvererinnnnsess s sssssesesens 901.04
Post Classifier......cconeneninenernenas 902.04, 903.02(c), 903.07(b),
...................... 903.08(d), 903.08(e), 903.08(f),

Requesting consideration by..............

Post Office, Depositing papersin
Post Office address (See also Box, Mail)

Applicant .......cccocoeevveccererenee, 409.03(e), 605.03, 719.02(b)
ATLOMNEY . 601.02
PELITIONEN ... 103
Postal Emergency (Public Law 92-34).........cccoveeevveneeenenenees 511
Postal Service Emergency Contingency Plan...................... 511
Postcard, self-addressed...........cccoveneererecennnn. 203.08, 503, 512,
...................... 601.01(d), 601.01(f), 601.01(g),

....................... 719.01(a), 1205, 1901, 1901.05

POWET Of @EOINEY .....cvevececerece e 402
Application ininterference .......ccocevvevevvnenenesiseseenn 402.08
Application oath or declaration includes................... 601.02
ASSIGNEE FEVOKES. ...t tsesessseesesesssseeseees 402.07
ASSOCiate attorNEY .......coveeveeeerreveeeeerereeeeenes 402, 402.02, 406
Attorney not of record..........covvvevvvesvsesnnnnnns 714.01(c)
Canadian patent 8geNt.........cooueereenereererreerreerneenneeeeneenes 402
Changein plurality of applications or patents............... 402
COINVENLON ...t iee e 402.01, 402.10
Death of applicant .........cccoevveeenceccenennn 409 to 409.01(f)
Death of principal atorNey ..........ccoveeneeeenreeenernenernesernenas 406
Exception asto registration..........ccceevevereeerereenenerenes 402.01
General, for international application...........cccceoveveeenne. 1807
INVAII ..t 402
JOINt APPIICANT ... 402.01
Limited recognition...........cceeeerveneeesenenesesesesesenerenens 402.01
Notice Of FeVOCELION.........coiererereeireereeieeeeeeseeienes 402.05
Post Office address.........ccvcrrenccisinereseereseeeerees 601.02
Provisional appliCation .........ceneernreeenseeeerseerseernenns 103
Revocation..........ccvcereceneeen. 402.05, 402.07, 402.08, 402.10
Secrecy order appliCations.........cccceveveeecneresseeseneeeenns 120
Unregistered attorney or agent .........ccccceeerevnae. 402, 402.01
Withdrawal of attorney or agent.........c.ccovereecennenens 402.06
Withdrawn in patent .........ccccovveeeennesensenseseseseenenens 2223
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Sec. No.
Power t0 iNSPect .......cccocevevecerrenceenn 103, 104, 304, 402, 713.05
Power to inSpect, approval .........ccveeveneeeeneneseseseseseenenens 104
Power to inspect, suspended attorney ..........ccocceeeveveecrennen. 105
Practitioner (See Attorney)
Practitioner’ s Names oN Patents..........coveveeerneeeereeresersenenns 1309
Preamble, design application.........ccccveverrerreerereeenennn. 1503.01
Preamble, JEpson Claim..........ccoveecnvencsenesee e 2129
Preamble, weight given.........cccovevvvenervnencnenesenesesesenn, 2111.02
Preliminary amendment...........cccocveeneeeeneeenneeennens 506, 714.01(e)
Preliminary amendment
Excessclaims
New matter
Preliminary handling of public useor on sdle.................... 2122
Preliminary hearing, public use proceeding .................... 720.03
Premature final rglection...........ccccocevvevcerenecesesennens 706.07(c)
Prima facie showing, public use proceeding.................. 720.02
Primary examines.........coocoveereeneeeenseeenennens 705.01(a), 706.07(c),
.......................... 707.01, 707.04, 710.02(b), 711.03(a),
................................... 713.02, 713.10, 714.16(d), 2271
Actions requiring personal attention................... 705.01(a),
........................................... 707.01, 707.09, 710.02(b),
................................................ 713.02, 714.16(d), 1004
Name on file WIrapper......ccccveeeevenceeeseree e 1302.13
Print of drawing (See also Drawing)........ccccvveenininnns 608.02(m)
AdAitioNal ... s 608.02(m)
WX 1= - (1 ] o 608.02(m)
(00 o ="o HO TR 608.02(m)
DiStITDULION. ...t 508
Examiner’ s notation ON..........coeveeveereceneeeneeenn: 608.02(m)
LSRNV ='o] o 1= 508, 719.01(b)
Kept in Technology Center...........ccocovvveeecererennen. 608.02(c)
MarKiNg....cooviireeiseerse s 608.02(m)
NEW apPliCALION ......cecvreeerreerreeerreree e 508
New or substitute drawings.........ccvverreneeereseseeeneneneens 508
Patentability report ..........cccoevveveerrerenee. 608.02(n), 705.01(d)
Returned drawing ........ccccoceernnenssesssssnenens 608.02(y)
SKELCH ... s 608.02(v)
Printed matter NONSLatULOrY ..........ccccvevererererereeererennens 706.03(a)
Printer waiting.......c.cccoeeeveveceenne. 708.01, 1302.04, 1305, 1300.02
Printing date, declassified materiad ..........cccocvvvrvirenene 707.05(f)
Printing practitioners names on patents..............c.cooeveeneen. 1309
Printing Priority ... esessseeesesssseessesens 1309
Prior art (See al'so Reference)........cocvveeveveeeceninenes Chapter 900
AdMISSIONS 8S....cocueereriiririeeirereeae e 2129
ANAIOGOUS.....c.corereieeerieeieee e 2141.01(a)
Availability asareference.........ocovvevrnneeeerenesennnnn, 2128
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Prior art citation in patent---Pro se applicant

Sec. No.

Examined application filed prior to November 29, 2000
and not voluntarily published (pre PG-PUB or pre

AIPA application).......cccccoevneneneneerereneneas 706.02(a)
................... 706.02(f), 706.02(i), 706.02(k), 804, 1895.01
Examined application filed on or after November 29,
2000 (PG-PUB or AIPA application)........... 706.02(a),
................... 706.02(f), 706.02(i), 706.02(k), 804, 1895.01
Effect of international application publication........ 1895.01
EQUIVAIENLS ..o s 2144.06
Foreign application 8S........cccoceeveveceeenvensesereneeeeenenens 213501
Information reasonably necessary for finding.......... 704.11
International application publication.................... 706.02(a),
......................................................... 1857.01, 2163, 2163.03
Kind COUES......currireeirricerreee st seseneeees 901.04(a)
Level of ordinary sKill........cceeevvenccnveneesereeernns 2141.03
PatentS @S.......cocvveeereneereeereeneneenes 706.02(a), 2126, 2132, 2136
Publicationsunder 35 U.S.C. 122(b).........cc...... 1896, 2136,
.................................................................................. 2136.03
Scope and content Of .........cccvvveeenvenccnsesee s 2141.01
Means liMitations.........cccvereeeirireneeieereseeeeseseeeees 2182
Search (See a'so Search).......oceveenereenerrencrnenns Chapter 900
Statutory Invention Registrations as................ 901.02, 2136
SUItaDIILY OF ...
Well-known in the art
Prior art Citation in Patent..........cccveerverrnerreneeneseeneeeneeeseeenns 2202
CONEENT.....ceeecee s 2205
COpIES Of PriOr @t ...t 2205
English translations..........ccccceeeennnecsssess s 2205
Explanation of pertinence............cooeeeeernenerneerneseenenns 2205
FIOWCQAIS ...
P20 1o PR
Sampleletter......ccovvvrvnrenene.
Service on patent owner
LI 0= {0 1T o
Prior art copiesinex parte reexamination request............ 2218
Prior art filed by protestor.........cccocvveeeennenas 1901.02, 1901.03
Prior art on drawing.........cooeeeeeeversenerneseeneeeneenn: 608.02(g), 2125
Prior art statement ........cccoeeveveeevenecssererseeeens 609, 1893.03(g)
Provisional application
Reissue appliCation..........ccocevverennenenesesinesesesesesesessseens
Prior art used in determining reexamination
FEOUESE. ... e 2244
Prior examiner’saction.........cccveeeveneenenees 704.01, 706.04, 713.01
Priority
Claiming in continued prosecution
F=10] o/ [ Tor= 1 o o SN 201.06(d), 1302.04
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Sec. No.
Foreign application (See also Foreign application).............
............................................................... 20113
Proper identification..........cccccoevevecennevcenesesesssnees 201.14(d)
Formal reqUIrEMEeNtS........cccocvvevereinienenieeseeeeesenens 20114
International application............c.ccreerrenee 1828, 1893.03(c)
Inventor’s certificate........oovrrnnerernereesereseeens 201.13(a)
OVvercoming refErENCE. ......ovververeeeeereressessesesssessesenns 201.15
Patent Printing........ccocoeeeeieesesssssssssssssesssesens 1309
Prior U.S. @ppliCation..........coeeureeeeneereneeneneeneseneeeneeenns 20111
Provisional application ..........cccovevevveseerenenennnen, 706.02
TIME ChAIS ... 2138.01
TimMeTfor filiNg ..o 201.13
Priority document (See also Foreign application).............. 1828
Priority practice.......coevevvereeererenns 201.14(b), 201.14(c), 706.02
Priority Fight ... 201.13
Private use (See also Public USg).........ccoovvvvvrinienne. 2133.03(a)
Proceedings, Termination of............c.ccoveeeunee. 201.11, 711.02(c)
Process of making and product made...........ccccvvereeene 806.05(f)
Processing and retention fee.................. 202.01, 506, 601.01(a)
Processing of reexamination in Technology Center ......... 2233
Product and process of using .........c....... 806.05(h), 2173.05(p)
Product by proCess........oocevvereenenessserenenens 2113, 2173.05(p)
Product of human ingenuity ...........ccccoveeeeveneeeesenesesenenns 2105
Product of NELUre.........ccovvvevevvrcrs s 706.03(a)
Program Management System (PMS) ......ccocccvernerrenerrenenn. 2238
Programs, Computer (See Computer programs or software)
ProlixX ClaiM.......ccccerecceseecsseses e 2173.05(m)
Proof, burden of ... 2112, 2112.01, 2113
Proof, printer Waiting .........ccoueeeeneeneerneeenesesessenenne 1300.02
Proof of authority of administrator
OF EXECULON.....ceeuereacereneireee e iseessseaseses s s sssesssseasenas
Proof of foreignfiling..............
Proof of irreparable damage
Proof of unavailability or refusal to sign..........cc......... 409.03(d)
Proofreading of action.........cccceveeenvenccsseneeeseseeenne 707.08
Proper identification of foreign priority ..........cccovuuee. 201.14(d)
Proper multiple dependent claim..........ccocvveerencrneneen. 608.01(n)

Property rights statement
Contents of ......ccceveereneenenae
Property rightsunder AEC and NASA Acts....... 115, 150, 151
Proprietary interest, Proof Of ...........ooccnenmenenencrnenas 409.03(f)
Proprietary materials (See Protective order material; Trade
secret material)
Pro se applicant (See also Applicant; Inventor)
APPEAl DIIEF ... 1206
Certificate of Mailing.......cccovvveeerrreeirreseersesse s 512




Prosecution--Public searchers

Sec. No.
Change of address.........ccoveeneernieeeneeennas 601.03, 719.02(b)
DEaLN ... 409.01(f)
Duty of diSCIOSUIE........cccevrerererrrerete et 2002.01
Examination of application ...........ccccevveenvrienensnnens 707.07())
EXaminer’ SaCtioN.........ccveuvenererreneeies s 707
INEEIVIBW oot 71301
Legal representation..........coueceeeveeessseseessssssssesseseseeens 401
Telephone restriction practice.......coovvevevevererererereenes 812.01
Prosecution
Closed, application allowable except for forma matters
................................................... 707.07(j), 710.02(b), 714.1
Closed, SeCrecy Order Cases........ovnmninenenesesesesesssseenes
Prosecution after appPeal.........coeveeerrernenerreneereeeneeeneeeens
PIECEMEAL........ocueeecr e
Reopening after allowance...........ccocvveveerrereerernnnn,
Reopening after Board decision..................
Prosecution of Secrecy Order application
Prosecution reopened after court decision.................... 1216.01
Protective order material (See also Trade secret material)........
..................................................................... 724-724.06
SUDMISSION ...t senanens 724.02
011 SRR Chapter 1900
Access by protestor............... 1901.05, 1901.07
Acknowledgment of protest.........cccovvrvvererererenene 1901.05
Certificate Of SErVICE.....coveereeererere e 1901.03
Comments of applicant .........ccovveeevverrererernenereneens 1901.06
COMPIELE ...t 1901.03
Copies of dOCUMENTS ........cccvvveverivireeeririreeeiseseeeeseaeens 1901.03
Filed in reissue where patent isin
INEEIFEIENCE ......cv et
[ =110 1 o P

Improper protest
Information which can be relied on
Involving fraud, good faith, lack of candor or

violation of duty of disclosureissue........ 1901.06, 2013
Multiple papers on same iSSUE........ccoceueeeeneeinannns 1901.07(a)
Reissue application ..........ccovenernreeenseennes 144101, 1901.04
Reissue [itigation .........ocvevereererereseeninenns 1901.03, 1901.04

Requirement for information
Review of adverse decision

Service on patentee or applicant........ccooeeeverrercrrenees 1901.03
Timeliness of Protest..........ovcevevereerereneereneseenenens 1901.04
Trade secret information...........oceveevereerercereenene 724,1901.02
Treatment by eXaminer..........cocovvvvvsenesevesenesesesenens 1901.06
Under RUIE 1.291......c.oeeeereerereeeersenesesesesensesensesensesenes 1901
WhO CaN fil@ ... 1901.01
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Sec. No.

Protestor partiCipation............ccoueereerneeneeerneeensessenenn. 1901.07
Provisional appliCation..........cccoveeveneneeeerenesseenenennens 201.04(b),
Abandonment.........c.cccocoeeervnene. 201.04(b), 711.03(c), 201.11
ALCCESS.....oeieictreete et 103, 104
ASSIGNMENE OF ..o 302.03
Assignment of application claiming benefits of .......306.01
Completeness.......cccoevveeenereeerereseennns 506, 601.01(b), 602
Conversion to 201.04(b), 601.01(c)
Correction of iINVENtOrship ........ooereeereeerneeeenereeneeeeens 201.03
Cover sheet for.....cverrece e 201.04(b)
Data, on filewrapper of........ccccceeveevreceennnne. 202.02, 1302.09
Data, in specification Of .........cccovvrennnenenninesesisenenn, 1302.04
DIaWING.c.coeeeeieeetieesi s 608.02
Effectivefiling date..........ccoevvevverrenrecnne. 601.01(b), 706.02

Filing receipt

Guidelines
Information disclosure statement............ccoveeeerrereecenenen. 609
JOINt INVENLOIS TN ... 605.07
Last day of pendency .......cccceevveveeneseneenesennnns 201.04(b)
Ordering of abandoned..........ccccccevreeennneeneiennnns 905.03
PriOFITY oot 201.04(b), 201.11
REVIVAL ..ot 711.03(c)
Statutory Invention Registration ..........cccccovveeecverenneen. 1101
Small entity StalUS.....ccccveveeeree e 509.03
SPECITICALION......eereecreereerere s 601.01
PTO employee restrictions, assignment ...........cccccevereeeenenens 309
Public accessto reexamination file ..........coceovrnerneerennn. 2232
Public domain (See aso Public use On sale; Disclaimers)......
.......................................................... 2121.03, 2133.03,
........................................................... 2133.03(a), 2145
Dedication to public......ccccvvevecnvenccereeceseee 715, 1490
Public inspection, Application file.........ccocevvvrvrrenvereene, 103
Public inspection of assignMments..........ccocvvervenerrecrreenn. 301.01
Public Law (See aso Statutes)
Public Law 92-34 (Postal EMergency)........ocoeveeeerrreneens 511
PUDIIC LAN 96-517 .....corerereerireerireerireesereeseseesesesesseseneens
Public Law 97-247 .......ccoveverrerereereseereeens
Public Law 98-622.........cccveurenerreerreeereeereieeneeenns
Public Law 103-465
Public Law 106-113
........................ 201.04(b), 201.11, 505, 510, 512, 715, 2501
[ 0o o o] oy T 706.03(a)
Public right to inSpect fil€S ... 103
Public sale (See al'so On sale; Public USE) ........cccccne.. 2133.03
Public search room (See Patent search room)
PUDIIC SBAIChErS.......ocerrcr e 101
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Public use---Ratification of papersfiled

Sec. No.
Public use (See alsOON SAlL)......cvcrveeeereererereeereeenee 706.02(c),
...................................................... 2133.03, 2133.03(a)
Affidavit or declaration..........ccoeverenenenceneeeneneneenens 715.10
ANLICIPALTION.....cocveeeeeeeieiee e 2133.03(a)
Commercia exploitation..........covveeeerreerneerrenns 2133.03(e)(1)
(000010415 (oF= TS T 2133.03(a)
Completion of theinvention..........c.ccceceevveeecrenenee. 2133.03,
............................................. 2133.03(c), 2133.03(e)(1)
Definition Of........cocvcrcrcrec s 2133.03(a)
EVIAENCE......cooeerece e 706.02(c)
Experimental use (See also Experimental USE) ........cccccueunne.
...................................................... 2133.03, 2133.03(¢)
INthiS COUNEIY ....cevivieererereereereeene 706.02(c), 2133.03(d)
Intent to experiment.................. 2133.03(e)(2), 2133.03(€)(3)
Invention 2133.03(c)
Policy considerations............ccocreennnnssnsssnsnnnns 2133.03
Public knowledge or on display ..........ccoevveerrenee 2133.03(a)
SECTECY ouvureeererereseeiresessesesesss e st ssessssssesenssssesens 2133.03(a)
SINGIEUSE.....oeeectetrerse et 2133.03(a)
Control over invention...........ccocveevvessinenens 2133.03(a),
........................................ 2133.03(e)(5), 2133.03(e)(7)
Testing by third party ............... 2133.03(e)(5), 2133.03(e)(7)
Use with expectation of privacy .........ccceceeeeeuennen. 2133.03(a)
Use by inventor or assoCiates.........coouumreenininnnnns 2133.03(a)
Use by independent third parties............cooeeuenee. 2133.03(a)
Public USe proCeedingsS .........couverurereeereressseneresssesesessesnesenees 720
AFFIJAVIES ... 720.01
Final deCiSION .....cccucviircecireecrireee e 720.05
Oral @rgUMENE.......ccereeeereeerieereieesr e sesenseeees 72004
PELItIONS ...t 1002.02(b)
Preliminary handling.........cccoeeeemvenecenencsereee e 720.01
Preliminary hearing........cccoceeeecinnieeisnsseessseenns 720.03
Primafacie Showing........cccoovncncnicnssncnecnenes 720.02
R ECtiONS EftEr ... 706.03(v)
REECLIONS ON.....ocevecce e 706.03(v), 720.05
Testimony
Publication, Defensive........c.ccouenrenenee. 711.06, 711.06(a), 1111
Publication of Statutory Invention Registration............... 1111
Publication date...........ccovveveerrerecerenereseeenn, 706.02(a), 707.05(f)
Publication of abstracts..........ccceeeevvvevecnennns 711.06, 711.06(a)
Publications
Board deCiSIONS........cvueerieeerieeerieeeieesieeeisee e 1213.03
(O 1] 0 TR 707.05(e), 901.06
D= (= o TR 706.02(a)
DeClasSified ..o eees 707.05(f)
NOLICES ...t Introduction, 707.06, 1703
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Sec. No.
Official Gazette (O.G.).....cvverreerriererierereeresineeesseeesnesenens 1703
Orders......occmeeenieneerreeireeseeseneens Introduction, 707.06, 1703
OWn, aSreference......cooveeveveerereseeeenns 715.01(c), 2132.01
Patent and Trademark Office........cccocveeecirrenneee Introduction
Prior art effect of international..................... 1857.01, 2136.03
RUIES ChaNQES ......cveceeirererieireeeie et sessse e 1703
Under 35 U.S.C. 122(b) asreferences.........ouoeveveveeerereveennn.
.............................................................. 1896, 2136, 2136.03
Publishing Division...........cccceeeveeeen. 104, 203.04, 203.08, 508.01,
............................................ 508.03, 603.01, 608.02(0),
................................. 711.01, 711.05, 714.16(d),
...... 724.05, 903.07, 1302.09, 1302.10,
...................... 1303, 1308.01, 1309, 1455, 1611,
................................. 1895.01, 2235, 2283, 2287
PELITIONS ... 1002.02(r)
Pulling abandonments...........cccovvvvvvvvesesssesesesesens 711.04(a)
Q
Quality CONLrol Program.......cocreeerreeerreressersesessesesseeenes 1308.03
Quality reVIieW......cvveereeeerreeereenenns 1302.04, 1308.03, 1456, 1720,
[N reeXamingtion...........ccureeeureeeereereneereeeseeeseeeeseees 2232, 2289
Quayle practiCe.......coveevveveerneseerens 710.02(b), 714.14, 1504
ACLION rECOIING.....coreeirreeerreeerreee s 1705
After final rgfection..........ocveveveeenecneieneeeeeenenes 706.07(f)
Allowance action........ccccceeeeerreenee. 707.05(a), 714.14, 714.15
Claimslater added.........cornrrinencnesnesreeseeeeneeeeens 714.20
Copies Of referenCes........covvneeeneeeneeeeneeenserenens 707.05(8)
Design appliCation ..........cccceeerenerenceneneeneeneeeneeens 1504.03
Examiner’s amendment used instead of ................ 608.01(b)
Formal matters corrected.........cocoevvevvcrnnne. 706.07(f), 812.01

Shortened statutory period..........ccccoeveeeervereceennen. 710.02(b)
Query Printer Waiting..........cccveerveeerneerneeeneennernesesneennes 1306.03
R

Ranges
ANticipation Of ........cccevvceeerrere s 2131.03
ODVIiOUSNESS OF ..ot 2144.05
Ratification of papersfiled
Death Of GttOrNEY ........ccvvreerreecrrerereserereeeseee e 406
Death Of INVENLOT ... 409.01
Signature improper or 1acking........ccccveeeerrereeeennn. 714.01(a)



Real party in interest--Reexamination

Sec. No.
Telegram amendment ..........cvereereerereeneceneeeneeeenseeens 714.08
Real party ininterest.......oocvvevervenenenerereeeneseseenenns 1206, 1208
Reasons for allowancCe..........ccveecveernenneneeneereeene 1302.14
Amendments after final rgjection ..........cccoceeeeeevircrenne. 714.13
APPEEL FECOIT ...t 1213.02
Applicant’s COMMENES........cccruvererrererereserereseseesnenens 1302.14
Failure of applicant to comment on..................
Patent Cooperation Treaty application
Presumption of acquiescence by applicant................... 1302.14
Public use proceedings........cccccvverrererereresenesesesneserenens 720.05
ReEXamMINation ..o 2262, 2287
Recapture
Claimed subject matter........c.ocoveerrerenne 706.02(1)(2), 1412.02
MaELLEr iN FEISSUE.......coeceieeerieeetieeei et 1412.02

Of patent rights
Disclaimed by filing a disclaimer

Waived when SIR published........ccccovrnrnerennenennes
Receipt for Facsimile Transmitted CPA .......ccccooveevnenee. 201.06
Receipt of mail and papers........ccovvveerereveeresennnns Chapter 500

Arrangement of papersin filewrapper.................. 719.01(a)

Depositing COrreSPONAENCE.........c.cvveeeieeereemerreerreernenes 502

Entry of amendments .........cccoceervenrenveneseeneneseneneens 714.18

Filing recaipt......ccccoceevvervuennn,

Office date stamp

Period fOr reply ... 710.01(a)
Receiving Office PCT procedure..........coovvvvrrenesenerenenens 1801

International BUFEAU...........c..ccureeeriereneereeireeiseeiseeereaes 1805
Reciprocal 1egislation..........cocvvmeeneenesesseessesenns 201.13
Reclassification

ClBSSES ...ttt

PaLENES......coeiciercee e

Subclasses

Recognized countries for foreign priority
Recombinant DNA (See a'so DNA; Biotechnology)

SPECIAl SLALUS .....cvcvveceeiereee e naeeas 708.02
Reconsideration in reexamination............c.ocerenecrerenenens 2269
Reconsideration of abandonment................... 711.03, 711.03(c)

Based oninsufficient reply .......cooveevveeveerereneenne 711.03(a)

Based on failure to reply within period ... 711.03(b)
Record of iNterview...... ..o 71301, 713.04
Record room(See File Information Unit)

Record system for reexamination...........cccoecevevenecenrenenens 2235

Recording assignment..........cccocevveveeeeeseneeessenennes 301, 302, 317

Recording change of business name...........cccocceeeevveencninnnne. 314

Recording government interests...........cocveereerneenes 302, 302.07

Recording license agreement..........ococeveeeeerereneeseseresssesnenennes 313
| -77

Sec. No.
Recording of other documents............cccocvvenrerenenee. 313to 317
Recording SecUrity INtEreSt........ccovvvverrereeseereseserereseseenenens 313
Reduction to practice........c.coeeveveveerererennenn. 715.07, 2133.03(c),
........................................................... 2138.01, 2138.05
REEXAMINGLION........cveerecerecreeeee e Chapter 2200
Ot o= o = Chapter 2200
Accesstofile
Action following Board decision..........cccccceeeeinnnas 2278
Address of patent OWNEY .........coererereneceneeerneeenens 2222
AdMISSIONS ..o 2217, 2258
Affidavitsin reexamination .......... 2216, 2217, 2258, 2265
After final PractiCe........coceecveeeceeeeeeeee e 2272
AMENdMENT ... 2234, 2250
Provisions of Rule 1.312 do not apply .....c.cccceu..... 2287
Amendment filed with request.........cccocoevevvevecininenee 2221
Ancillary issues.............
APPEEL.....ociecttee s
APPEE D€ ...
AppealSto COUMS......ovmmmnerrerirennas
ASSIGNMENL .....cveveicieieieieieireee e reaeeas
TO AN EXAMINEN ...
ATLOrNEY OF 8gENE.....c.cievreeeeieieeee e
Name on certificate....
Basic characteristics
CartifiCaLe. .. 2288
Certificate attached to patent CoOpY ......ocovvverereernnn. 2292
Certificate distribution.........ccoeveenernsrenserensneeens 2292
CertifiCate fOrMaL ........oceeeerereeerrereeeeeeee e 2290
Certificate of MailiNg .......cccveeerreeerreenrerreresereseeneees 2224
Certificate of prior reexamination
INGLEr FEQUESL.......ceceeereeecretresecte e
Certificate of service
Citation Of Prior @t ........cocccvveeerreeerrerererrseereseeseeeneeens
Claim NUMBDENTNG....ccrrererrereeereseseeesesesesesesesseeeeens
Claims coNSIEred .........ocuveeineeeireeeereereseeseseeseeeneeens
Claims presented for interference..........cccoeevenea. 2307.04
Clerical handling.........ccoveerreeerneenenersereseeseeeneees 2270
Collateral eStOPPEL......ccoveerererrerirrerereeereresereseseeeeeens 2259
Commissioner’ SiNItiatiVe.........ccoveveereneerenserenseneeens 2239
CONCIUSION ...t 2287
Concurrent ProCeedings...........ceveeeererrereereseereseeneeenes 2282
Conduct of proceedings..........ccccvevereerererrerereseeeeenen. 2254
Consideration Of reSponses.........coeeeevererveerrnnes 2252, 2253
Consolidated proceedings........c.cooveevveesrsenesenssenens 2283
Constructive notice to patent OWNEr...........oceeereeeenee 2230
Content of FEQUESL ........cccevevereerrerereee e 2214
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Sec. No
Copending Proceedings..........couueeeereeerreerreersesessenens 2283
Copy of patent in reqUESL ..........cocvvererererereeerereneenens 2219
Copying Of fll@ .. 2232

Criteriafor deciding request
Decision of Board of Patent Appeals

aNd INLEIFErENCES ......ocveeeeeeecrecree e 2277
DECiSION ON FEQUESL......cceeveeeceeeeireeeee e sseeaseeses 2240
Decision ordering reexamination............cccoeeeeeerereene 2246
DECiSION PrOCESSING ...cevreeererreremrerseserseseeseseesesessseeens
Defective SUbmission ...

Dependent claims...............
Double correspondence
Double patenting.......c.ooeeverereererenseeereseseeenenens

Drawing COrreCtioN.........ccccvuveeeevrrreneeseeesesseessnseeens

Duty Of diSCIOSUNE......cccveeiirerieeeseseesese e
Entry of amendments..........occcvervenncrneneneeeneeenneeenn:
Entry of court decisionsin patent file..........ccoce...e. 2207

Examiner’ s answer
EXpiration of Patent..........cccoveverenernencrnereeneeeneenneeenns
Explanation of prior art
EXtENsSion Of tIME ......c.occvreeeireercerrerseree e

Grounds Of rgECION .......ccueverererrrereseeeresee e
Identity Of reqQUESLEY .......ccceveecerrce e
INaPPropriate PAPErS....cccoveveeererireeresereesesesesesessseenes
RELUrN Of PAPEIS ..ot
INCOMPIELE FEQUESL........veceeeeeeeeeieirereseeereess e
Informal request..................
Informal submission
[Nitial ProCESSING......cveeereeerrererrereerer s
Interference COPENding .......c.ccvvvereerererereseereneenenenes 2284
INtervening NghtS.......eeeeeeenncsessee s 2293
INEENVIBWS IN .ot 2281
INEFOTUCEION ... 2201
Listing Of Prior art........ccoceeeevereenreneseneneseseeseseseeeenes 2257
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Litigation COPending..........cereerneeerneeernersenessesesnenenns 2286
Litigation reVIEW.......ccceeveeeerresceee e 2240, 2287
Mailing of Office actions...........ccceveveveerrerereenerenens 2264
MBI ...
NEW MELLEN ...
Of areeXxamination...........ccveureeeuneeeereesenseseseeseeeneeens
Office action........cccee....
Official Gazette
Notice of certifiCate.......cocuunmmmrnrrrneneerreceeenn. 2291
NoOtiCe Of reqUESL.......cccreereeirereeeee s 2229
Oral NEAINMNG...c.cvevieceereee st 2276
Ordersfor COPIES Of .....ccevvevvrvricrrreesseeessees 2232
Patent CoOpY iN FEQUESL..........couveerreeerreeererereeeeserrenenne 2219
Patent owner’Saddress.........oveceneecneeeeneeseneesenenn. 2222
Patent owner’ s statement..........ccccveveeeererererenereeenns 2249
Patentability review conference........ 2271, 2271.01, 2287
Petition for entry of late papers (revival of terminated
ProCEEAINGS) ..vcvreereererererseeereressseesesesssssseseessssesesessees 2268
Petition from denial ..........cccoovereenecineeneennennereene 2248
Power of attorney, withdrawal............cccocevvvererivenene. 2223
Preprocessing Staff .........covrneeneeernerenereenerseerseens

Printing of certificate
PrIOF @ ..o
Prior art considered.........ccocovveneeerrenecenerennennns
Proceedings.......cccvvreenereennesssee e ssesesseees
Processing in Technology Center................... 2233, 2245
Clerical handling........cccoeeevirieriniiieneniieenescseeseseenns
ProjeCt COUE........ouerieieieerree e
PUDIIC @CCESS.....cooeerecerecrcree e
QUAELILY TEVIBW......cececeeeeeee s
Reasons for allowance
Reconsideration of Officeaction.........ccccceeeeeverenneee. 2269
RECOrd SYStEM ... 2235
Refund if request denied...........cccoeveveerrerennnne 2247, 2248
RegUIALIONS ... 2201
Reissue copending........ccooeeeecneerneeenessnessesesseenns 2285
REECLIONS......coceierireeeereee e 2242, 2258
Reminders

COrrection ProCeSSING ......c.cweerrerereremseremerseesseseens 2231
DECISION......ceereereereeeeree e 2240, 2244
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Sec. No Sec. No
DECISION CrItENia.. e 2242 ADDIeviatures ... 901.06(d)
Denied......coooeveneereneereereereenee e 2247, 2247.01 ADSETACES .o 901.06(d)
During interference........oooveevevecenvesesereee s 2284 Additional.......ccoeeeeereecerece s 707.05(d)
Filing address......ccovveevvnenensnesesessesesese s 2224 AdMISSIONS....ocveiciiieieieieee e resenas 2129
Grante.........oceeeeeeeeeeeeeeeeeeee e 2246, 2247.01 Analogous art ........ccceeeeerrenneas 904.01(c), 1302.14, 2132.05
Guidelines — Portola Packaging Decision............. 2242 Antedating (See also Affidavit) .....cccccovverveene. 715,2132.01
Response to Office action..........ccccveeeerveceeneneceennn, Applications, domestic and foreign........c.cceeeeverereennn. 2127
REVIBW......ceiecirecrrecc e Arrangement in Examiner’s Search files.................... 901.07
Sample letter requesting reexamination Asevidence of iNNErency ........cccovoerreeeererencennnn. 2131.01
oo o= TR Asevidencein multiple reference,
SEAICh....ceceveree s 35U.S.C. 102 rgleCtion.......cccveerrereeeerreresrerrnresenes 2131.01
Second reqUESL........cocveeercreerereenens Assigned appliCation @S ........cccoovvvevvvvessisesesesesenens 804.03
Prior art considered..........cccovuenne. AVEIADITITY ..o 2128
Service of PaPErS.....ccovveveeererenenns Examined application filed prior to November 29, 2000
Special statusfor action.................. and not voluntarily published (pre PG-PUB or pre
Statement applying prior art AIPA application)........ccceeervvunen 706.02(a), 706.02(f),
Statement By OWNET ... 2249 s 706.02(i), 706.02(k), 804, 901.03, 1895.01
StALULOrY DESIS ..o Examined application filed on or after November 29,
SEQY vt 2000 (PG-PUB or AIPA application)........... 706.02(a),
Submission defective or informal..........cce000.. 226602 706.02(i), 706.02(k), 804, 901.03, 1895.01
ATEEr FiNAL oo Between applicant’ s priority date and
Submission not fully responsive.........ccoceeeeuvene. 2266.01 U.S. filingdae......cccoovvvevereerrercenennn, 201.15, 706.02(b)
After final......oceeeeeece e 2272 Borrowing from Technology Center.........ccccoeveunne. 901.08
Substantial new question Citation.......cccocevvevenns 707.05 to 707.05(g), 901.04, 901.05(a)
of patentability ........cccooverreererereceennn. 2216, 2242, 2244 After allowance..........cocoeeeeeeevceeeeenns 1302.12, 1308.01
SUSPENSI ON...oeeeeireeeeeeereeeseeesesessssesesessssssssessssssssessssens 2283 ATter appeal.......cceveveeeerrere s 1208.01
Terminated fileS ... 229 By applicant.........cccccoevurennae 707.05(b), 707.05(c), 1302.12
TICKIEr FEPOIS ...ttt 2235 (0 7= ot 1]0] [T 707.05(g)
Timefor request deCiSiON..........occveeerneremnerrenerreeerenens 2241 Period fOr reply ..o 710.06
Timefor reqUEStiNG.......ccoveeerereeeerreseereses e 2211 Claimsforeign date.........cooveeeevrereeenneneseresesesesenenenns 715.01
Timefor responseto actions...........ccoeeevveveerrerenens 2263 Combination of references...........cocoeeeveveceerereennnne, 706.02())
TIME rEPOIiNG...cccvvvveeeeerrereetri s sssseeens 2238 Copending .....ccccoeeeereeenineeeseeeesenns 706.02(f), 706.02(k),
L L= (= o o T 320,2287 e 706.02(1)-706.02(1)(3), 709.01
I = PR 2237 (0] 01T 707.05(a)
Translation reqUITed.........ccceeeveerevveseesesese e 2218 Cross, hOw Cited ........coceveveccrericersee e 707.05(e)
Untimely filed paper prior to order.........cccoeeverererenne. 2225 Crossreference addition..........ccccceeeeeneeesnennnns 905.02
Untimely filed Papers.........cocoveneeneeneenseessseneenens 2267 Date, determination of..........cccoveeerneerricnneens 707.05(f), 2124,
UNtimely reSPONSES ......cvvveeeeerereceeeneresesesesesssssseseens 2252 2126, 2128-2128.02
Use of transmittal form (PTOL-465).........cccovvevverrene. 2264 Date, exception totherule..........ccoveevervevsenerecsesnenns 2124
Who may filerequest for.........cocvvveevvessnssieenns 2212 Declassified printed matter...........ccccoeevenennenenns 707.05(f)
Withdrawal of attorney during............c.cee.... 402.06, 2223 Defensive publiCations............oeveerereeneneeneneeneeenes 901.06(d)
Withdrawal of power of attorney..........ccceveevevereneas 2223 Design application.........occevveceenvensereneneseesesenens 707.05(a)
Reference (See also Prior art) Disclosure, broad............cccevveeeveneeeenssesesesesse s 2123
A BT g 1=SY o= (< | A 901.04 DrawingSas Prior @t .........ccccceeinennsssssssesssesens 2125
A.P.C. pUBIICELION. ...t 901.06(c) Effect of international application publication........ 1895.01
Abandoned application..........c.cooveerrerreererennens 901.02, 2127 Effective date
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Sec. No.
Patent............... 707.05(f), 706.02, 706.02(a), 707.05(e), 715
Publication.............. 706.02(a), 715.01(c), 2128.02, 1895.01
Electronic publications................. 707.05(e), 904.02(c), 2128
Enabled disClosure ... 2131.01
Enabling, plant genetics ... 2121.03
Enabling, compounds and compositions................. 2121.02
Enabling, apparatus and articles ..........ccoevvevvrernnne. 2121.04
EQUIVAIENES ...t 904.01(b)
Every element rulefor anticipation ...........cccoveervecenenee 2131
Evidencing the meaning of aterm
used in the primary reference.......c.ccoceeevvecennn, 2131.01
Foreign patent........c.c.ccceeunee. 707.05(e), 901.05(a), 901.05(b)
Forfeited application
From interferenCe........ocveneneneneeeseseeseenens
Incorrect Citation..........ocoveeeneeeenee
INOPEFADIITY ..vcveeeecveeeririee s
Internal documents, confidential............ccoocveecrnenee 212801
Joint patent to applicant
and another.........ccoovvveeevececsseenen 715.01(a), 715.01(c)
Listing at allowance...........ccoveeveveevevniencncnnnens 1302.12, 1455
Lost countsininterference.......cocvvneeerreneeeneens 2138.01
Multiple reference rejections under
BEUSC 102...cuireeireireeireieereesesesess e sseeenas 2131.01
Newly discovered after allowance............. 1302.14, 1308.01
Nonanal ogous art
(See also Reference; Analogous art) .................. 2131.05
None cited by examiner..........cccccovveevrevnnne. 707.05, 707.05(a)
(0 07C = o] 11§ 2121
Ordering offiCial CroSS..........covuvernereenerneerseerreerreeeneens 903.06
Overcome
Under RUIE 1.130......cccereireeireeireeereieeseie e 718
Under Rule 1.131 (See also Affidavit)............... 706.02(a),
............................................. 706.02(f), 706.02(k), 715,
............................................ 1302.14, 2132.01, 2133.02
Under Rule 1.132.......cccovevvevereceerennns 706.02(f), 706.02(k),
.................................................................. 716, 2132.01
Overcoming under 35 U.S.C. 119.......ccccovvevecererenenene 201.15
Paper, orally presented........cocvveeeevvenecennerseenenens 212801
Patent........oocureeireereereereese e ....901.04, 2126
Patent, date available ... 2126.01
Patent, Foreign (See Foreign patent)
Patent, official number lacking.........ccccvvevvrerenerirenn 901.04
Patent claiming sameinvention..........ccccceceu.... 715.05, 2306,
.......................................................................... 2308.01
Pending application (See also Application) .............. 901.03
Publication of applicant’sinvention...................... 715.01(a)
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Sec. No.
......................................... 715.01(c), 2132.01, 2133.01
Publication, date available...........ccocvvercneecenecnnee 2128.02
Publication, printed.........ccceveeeevversesseeeeesese s 2128
Publications (See also Application publication)...... 706.02,
................................................................. 707.05(e), 901.06,
.................................................... 2131.01, 2132.01, 2133.01
Published abstracts of application...........ccccceuu... 711.06(a),
........................................................... 2131.01, 2133.01
Rejection over broad disclosure instead
of preferred embodiments..........cccoovvverreererrenenns 2123
Replacement of MiSSING......ccocveeeveveveeneneieerereeienene 901.09
SamMEe aSSIgNEL......ccvvvreerererereiereieeeeeieseeans 706.02(f), 706.02(k),
..................... 706.02(1)-706.02(1)(3), 709.01, 715.01(b)
Selection of pertinent..........ccccovvevecerereseenereeerenenns 904.02
Statutory bar.........ccovveveenenecnenne, 706.02(a), 201.13, 2133.02
Statutory Section t0 USE.......cccvveeevvvevesivesesesnsenenns 706.02(a)
Supply procedure.........coocceeeeee. 707.05(a), 707.05(g), 710.06
Swearing back (See also Affidavit)......ccccevvreeene. 706.02(k),
............................................. 715, 2132.01, 2133.02
THESIS ettt 2128.01
U.S. patent issuing from PCT application................ 1895.01
ULHIEY oot 2122
“Well known inthe art,” supported by..........cc.c...... 2144.03
Reference characters.........ovvvvvvvvvsvsccs s 608.01(g)
Reference to foreign application............. 202.03, 202.04, 901.03
Referenceto prior patent.........c.coeveeevennnne 608.01(c), 608.01(p),
........................................................... 608.01(r), 901.03
Reference to related application (See Crossnoting)
Reference to related application
fOr diSCIOSUIE......ccereeereere e 608.01(p)
Refile application (See also Application; Substitute
F=To] o] o= o o) PSR 201.10
Refunds (See a so Feg; Deposit account) ............... 509, 607.02
Additional invention or species........... 803.03(a), 803.03(b)
Cancaled ClaimS........c.oeuriererereireeeree e 506
Correspondence address...........cocevvevenens 509.03, 2540, 2542
Filing fee...cocoveunnenen. 201.04(b), 503, 506, 601.01, 601.01(a)
International applications................. 1002.02(p), 1819, 1847,
............................................................... 1850, 1864
International searchfee.......ccovveecrnenicenn 707, 1819, 1847,
.............................................. 1852, 1859, 1867
ISSUETEe.....cveercrcieiees 1002.02(c), 1308.01, 1308.03
Maintenancefee........cccouueunee. 2520, 2540, 2542, 2550, 2590
Oral NEAINNG ..o 1209
Reexamination.............cocenreeenne. 2215, 2240, 2247, 2248, 2294
Refund SECLiON.......cooveeureeeerrerereeeereeenes 500.03, 607.02
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Refusal to publish SIR--Reissue application

Sec. No
PELitiON FER....ceceeeeecee e 506.02
Small entity fEe....ovvrrrrrerrererr s 509.03, 2550
Statutory Invention Registration (SIR) .......ccccoveveeenne. 1109
Refusal to publish SIR........ccovvnirr e 1105
Registration, Attorney or agent..........coveeeveeereerreeeen: 402, 1702
Regulations, examiner’s search facilities .........cccooveveeerenenee. 510
Regulations, public search room
Rehearing by Board of Patent Appeals and Interferences......
............................................ 1214.01, 1214.03, 1214.04
Rehearing by CA.F.C. .o 1216.01
Reissue application.........cccccvveceenvencesseseesseseseeens 1401-1470
ACCESS 0. 103, 1430, 1470
Acknowledgment of Protest...........ccoveneenireennennnns 1901.05
Additional information required................. 144201, 1442.04

Additionsunderlingd........c.ocooeevrceeerceereeeeeenes
Adjudication of original patent
AlTOWANCE. ...t

AMENAMENT ..ot
OF draWingS.......cocveveeeerereserresse s essessssens
Amends or corrects original patent ......1400.01, 1402, 1460
Announcement in Official Gazette...........cccoeovreereerrenee. 1430
....................................................................... 1454
706.03(x), 1412.03
Cannot be used to remove terminal disclaimer............. 1490
Certificate of correction............ 1411.01, 1412.04, 1480-1485
Claim, oath requirement ...........ococervereeenesesenereseseeenes 1414
Claim subject to reexamination.............cccceveveereerereeeenns 1440
Claim, sameinvention as original patent.................. 1412.01
Clam fOrmMat........covvererereee e
Claiming foreign priority
Claim tO0 NAITOW. ......ceerieeeriereeireseireesiseee e eeeseessesseseaees
Content.......ccovvvvrrnenererenenes
CONLINUBLTION......c.ceeireiceeirireeeeeeseeee e senseeees
Copending application reference.........cccovveeevvereenennne 1402
Copending reexamination proceedings..........cccoeevvnne. 2285
Correct iNAdEQUACIES..........ceuveverererererereresesesesese s 1402
Court decision involving original patent................. 144201
Deceptiveintention
Declaration..........cccveeeereecereenen.

Dependent ClaiMm........oocerneerrereee e
D1 T 1= oo PR
Divisional application.........cccoeeeeeveennnnnas 1002.02(c), 1451
DIaWINGS...cuveaereerreerreser et sesesseaees 1413
Election Of SPECIES.......cvveverererreree v resesesesesesesesennens 1450
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Sec. No
Error inoriginal patent ..........ccvvvevernecnneenneenes 1401, 1402
EXAMINGLON......cooenieeeieeeeee e
EXPIred Patent........ccccoervevrerrerereeensessseesesssessesesssesenns
Filed during interference
FIlING FEE...eveeitecere s
Foreign priority claim
Fraud.......ccooeveeenecneenneenen.
Groundsfor filing
Inequitable CONAUCT .........coecvreeerneeerrereer e 1448
INitial EXaMINEr FEVIEW........ccucureeeireeereeeee e 1443
Inoperative or invalid, Oath requirement ...................... 1414
INSPECLION....vcveeicieieeeicststsie ettt eaesepeseens 103
INLEITEIENCE....... et 1449.02, 2360
(1 0\V7= 1 (0] 65 g ] o= o 1402, 1412.04
List Of FEFEIreNCES .....cccuveereeerirerreereseree e

Litigation involved
Litigation Protest.......cccooeerrerveeernenessesenesseeeseresesneeens

Maintenance feeson original patent..........c..cce....... 1415.01
New matter

(O 1 o DN

Primary examiner’ SAeCISION.........cceeeereenereenienenns 1004
Offer to surrender Patent..........coveveerereerereneeerneeesneeennens 1416
Official Gazette, Claimto beprintedin .......cccccccovevenneee. 1455
Official Gazette filing NOtiCe.......ccovevveceerereecrereee 1430
OMiSSION Of FEALUNE ......cecureeeeeirireeeeereee e 1411.02
Omissions bracketed...........cocoevvverenrneneenereeereseeens 1453
Open to PUBIIC......ccveeeerereceee e 103, 1430, 1470
Ordering copies of papersinfile.......ecccevvennen 1430

Print of drawing........ccccveeeeernenecinrensssseseseseeees 608.02(k)
Prior art CoNSIderation...........cocveveereneereneereceneeeineee s 1402
Prior art Statement...........ococereneecrrnecisereeseseseeee e 1418
PriOrity COMMECION.......cveveecrreerreer s 1402
PrOtESE ...ttt 144101, 1901
Protest filed in reissue where patent

ISTNINLEITEIENCE. ... 1449
Recapture of matter ..........ccooevevervevcrnenes 706.02(1)(1), 1412.02
REEXAMINGLION ...t 1449.01
Reexamination proceedings copending ..........ccccevuenee 2285
REECHION ... s 706.03(x)
Requirement for information ...........coueeveneeeeneeennes 144204
RESIFICHI 0Nttt 1450
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Rejected application---Rejection

Sec. No.
Return of original patent..........eveeneeeeernenerneerreeenenens 1416
Sameinvention asoriginal patent..........c.cooeeevrenens 141201
Special for examination.............. 708.01, 1441, 1442, 1442.03
SPECIfiCALiON.....ccoeee v 1411, 1453, 1455
Statement, patent not available ..., 1416
SLALULOTY DASIS ...vcveeceeeeireeerereee et 1401
Statutory disClaimer........ccceceveeeereree s 1490
Suit onoriginal patent..........cocvevvveessreesseeeeeieenens 144201
Surrendered patent returned to applicant.................... 1416
Terminal disclaimer................... 1410.01, 1411.01, 1451, 1490
Transfer of original drawing
(Prior practiCe) .....ovvvveveveveveresereresesesesesens
Treatment of protest..........ccovcvveerenen.
TWiCEreiSSUEd ......cvvevreecrreeerreeeereesenene
Two month delay period.........c.ccc......
Rejected appliCation..........ccceeveeeneesseesse s
Rejection (See aso Anticipation; Indefinite claim;
ODVIOUSNESS).....coveeeerererreririressesesesesssssesesssssesessssssessssssssees 706
Abandonment of invention................... 706.02(d), 706.03(s)
Admission by applicant..........c.cceueuene. 706.02(c), 2133.03(c)
After allowance of application..........c.cccuuee.. 706.04, 706.05
.......................................................................... 1308.01
After allowance of claim........cccoovvrnnncniccnicnen, 706.04
After alowance, primary examiner review of ................ 1004
After appeal, New rejeCtion..........occveneeernrreennennnns 1208.01
After termination of interference..........cccovevninenee 2363.03
Against public POliCy.....cccouervevieeernereeerereeeenns 706.03(a)
AGOregation .......cccevveeesveeesiseseessessessessseesseseens 2173.05(k)
Al VAlid grounds..........cccveeerreeeenenenerneneeneeeseeeeseeeens 707.07(g)
Allowed claim by Board of Patent Appealsand
INEEfEIrENCES......c.cereeeeereee e 1213.02
Alternative Phrases.........oveeeveeesseesisssssessnnnens 2173.05(h)
Anticipation (See also Anticipation)..........c.c.c..... 706.02(a),
.............................................. 707.07(d), 2131, 2133.06

Atomic Energy Act

AULhOrShiP .o

Backup rgJeCtions........cccceveveenvenscesesssseesesse s

Bar, Statutory .........ccceveeune. 706.02(a), 2133 to 2133.03(e)(7)

OVEICOMING ...eovrrrrrreerese s 706.02(b)

Board of Patent Appeals and Interferences introduces
.................................................................................. 1214.01

Board of Patent Appeals and Interferences statement on
allowed ClaiM........covrerreerrece s 1213.02

Breadth........c.oocvicicerereee s 2173.04
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Sec. No
Broader than the disclosure...........ocveenecneceneeennee 2173.03
Chemical practice
Markush.......ccocveveeenvesseseneeenens 2173.05(h), 2173.05(0)
Undue breadth....................... 2163.05, 2173.04, 2173.05(h)
Claim presented corresponding to
claim of patent .......coocovevverrenenereererenes 706.06, 2307.02
Claim presented corresponding to
claim of patent, failuretoreply......cccovvevuvenee. 706.03(u)
ClAIMS ettt nates 706
Combination of references.........c.coc...... 706.02(j), 707.07(d),
.......................................................................... 2131.01
Common Knowledge..........cccceeeennnnesniseesienenas 2144.03
Commonly asSigNed...........ccreerrieeerinenseneseneseeneeessesenees 2146
Computer programming CaSeS ........cveeeerereres 2106, 2106.01
Conflicting applications..........cccoeuevuen. 706.02(f), 706.02(k),
...................................... 706.02(1)-706.02(1)(3), 709.01,
.................................... 715.01(b), 804, 804.01, 804.02,
.................................................................... 822, 822.01
Contrasted to ObjeCtion.........ccoovvvceveveceeseree e 706.01
Copending applications, different
inventive entities............ 706.02(k), 706.02(1)-706.02(1)(3)
CUMUIALIVE. ...t 706.02, 707.07(d)
DediCatioN.......ceeuereirecireeeiree e 715, 1490
Defectivereissue oath .........ccouovvevvrvecnnnnns 706.03(x), 1444
Dependent ClaiMm ... 608.01(n)
Derivation of iNVeNtioN...........cccvreneenneeneceneeneeeneeenns 2137
DiSClaiMEe ...t 706.02(k), 710.02(d)
Double patenting (See Double patenting)
Duplicate Claims ........coevveerneerieereese e 706.03(k)
Estoppel, defensive publication..........cccoeeeevereceenne. 711.06
Estoppel, interference.......eevvceeseceescercen, 2363.03
Final (See also Final rgjection)................ 706.07 to 706.07(f)
Foreign application, statutory bar...........c.cccoveeenee 706.02(e)
Form paragraphs used........cccccoceverereneee. 706.02(i),706.02(m)
FOrM USEA ..ot 707
Fraud upon publicC ... 706.03(a)
Frivolous iNVENLION........c.occvreeeireeereere e 706.03(a)
Full anticipation, expression
recommended..........cocoveerrreneenereneenns 706.02(i), 707.07(d)
Function of machine.........cccoovvevnviencniiecccccnne, 2173.05(v)
Functional claim.........coccveernerenernncrnencnnenns 2114, 2173.05(g)
Functional equivalents ..........cccccovvnrennerecnereneenenns 2144.06
Genericclaim.................. 715.02, 809.02, 809.02(a), 809.02(¢)
Genus and SPECIES.......cvvvvvreeeinrerneeinrnnnns 806.04(h), 806.04(i),
.............................................. 2131.02, 2144.08
Ground clearly stated........c.cocoverererenne 706.02(j), 707.07(d)



Rejoinder--Reply
Sec. No. Sec. No.
INACCUMALE ... 2173.03 Product of NaUre........cccveerveeerreeereereseeneeeseeenes 706.03(a)
INCOMPIELE ..o 706.03(c), 707.07()) L (0] O 2173.05(m)
INAEFINILE.....eceeeeece s 706.03(d) Provisional rejection........... 706.02(f), 706.02(k), 706.02(1)(3)
INOPEraliVENESS ...ttt teaeeseeieaeens 2164.08(b) Public sale (See d'soOn
Insufficient diSCIOSUNE .........cveeereceneeeenrecrieeerenas 706.03(c) saleand PUblic USE)........cccveeunecrneecrncrnerene 706.02(c)
Insufficient disclosure, trademark...........cccveeveeeeene. 608.01(v) Public use (See also Public USE).......cccccvueveererennee. 706.02(c)
Interference, eStOPPEl ......ccvveeevverccinveseerereee s 2363.03 Public use proceeding........ccccceeveererenreennn. 706.03(v), 720.05
Interference terminated...........ccccovvvvrnnnen 706.03(v), 2363.03 RaNgES......ccovvvererrrerersireresesenens 706.03(c), 2131.03, 2144.05
International publication as prior art ......... 1857.01, 2136.03 Reissue application
JUdiCial NOLICE......ccereeeeererece et 2144.03 Broadened claims.........cccocevveveeerreneenenns 706.03(x), 2163.05
Language USEed.........ccovuvererrerererrereeenennns 706.02(j), 707.07(d) Defective 0ath........ccccvvvvcnvecccecccce, 706.03(x), 1444
Linking ClaiM......ccccreeinesseeseeesseeeeens 809 t0 809.04 REECIEd......cooceececec e 707.07(d)
Markush, improper .........c.coeeneeeneenes 2173.05(h), 2173.05(0) REPEALEM ...t 707.07(f)
MUITPHCITY oo 2173.05(n) RES JUAICALA. .....cvvrereeee e 706.03(w)
Negative limitation 2173.05(i) Scientific prinCiple ... 706.03(a)
New, after appeal .........ccccovveevvereninnnnnn, 1002.02(d), 1208.01 Secondary CONSIAErations.........cccueeeeeeeseereenesenas 2131.04
New, after final rglection..........ccveneeeneeeenseennernenas 706.07(e) SiNgle MEANS ClaiM........cocerecrreereereeeeeee e 2164.08(a)
NS TV 1T 1 706.03(0), 2163.06 Species and genus..........cocveeeeererennenens 806.04(h), 806.04(i),
Nonelected inVention........c.cceeeeeeeeenneeeennenns 706.03(M) e ————————— 2131.02, 2144.08
Nonstatutory Claim........cccceeceenennnniennnnns 706.03(a), 2107 Statement Of ..o 707.07(d)
Nonstatutory subject matter..........ooevenereenernenas 706.03(a) Statutory bar...........cocvervenee. 706.02(a), 2133 to 2133.03(e)(7)
NoOt based ON Prior @rt ........ccoeeevvereeenereneseerereeeeereens 706.03 Suggested claims not made...........cccovveeeerererenennn. 706.03(u)
NOL INVENLON ...t 706.02(g) TEChNICAL ... 706.03
Not readable on disclosure ..........ccocovvevecccecenennns 2173.03 Trademark or trade Name .........ccccceevvvrevenerenesesenienns 608.01(v)
Oath, defectivereissue.........oooeeeeerecreeeennne. 706.03(x), 1444 Undue breadth .........ccocoeeeeeeeeeereceeeeenee 2163.05, 2173.04
Objection distinguished ..........ccocevverererreneeenrenenens 706.01 Unpatentable over other claim.........cccocvveeeevereneee. 706.02(f),
Obviousness (See also Obviousness) ... T06.02, e ———————— 706.03(k), 709.01
...................................................... 706.02(j), 707.07(d) [ YR (0 o X0 < (=) Rb2a Lo T4
Of claim copied from apatent ..........ccoevereererrercrrenes 2307.02 VBOUE.....coceieriricretreeere e 706.03(d)
Official NOLICE......ccereeeeree s 2144.03 Well knownintheart ........covnevenecnceneeeneenenenn. 2144.03
Old combinNatioN.........cceveeeerrirecierereee e 2173.05(j) RejOINAEY......covvrereeereeiees 806.05(c), 806.05(¢), 809, 821.04
Omnibus claiMm........ccocevvvvvvsssiienens 706.03(d), 2173.05(r) Related inventions.........cccooueeeevicnnne. 802.01, 806.04(b), 806.05,
OMNIDUS FGECLION.......coeeeiererirerreereee e TO7.07(d) e 808.02, 809.03
Overcoming 35 U.S.C. 102 rgection.........ccccceevenee. 706.02(b) Related inventions, SPECIES........cccoevrrerererenereresennenes 806.04(b)
Overlapping applications............ccc....... 706.02(f), 706.02(k), Remailing Office action..........c.cccoceevvevccrenecennnnn. 707.13, 710.06
................................................. 709.01, 715.01(b), 804, Remand by Board
.......................................... 804.01, 804.02, 822, 822.01 AFFIAVIT e
Perpetual motion..........ocoevveeeennesesnseseeseseseees 706.03(a) Amendment
Personal remarks avoided............coceuvveeeerrencneenne, 707.07(d)
Previously alowed claim..................... ... 106,04, 1004
Prima facie case of obviousness............ccocenereenee. 706.02(j)
Printed Matter........cccovveeenneeeerseres s 706.03(a)
PrIOF AT ..o 706.02
Prior art between applicant’ sforeign priority date and
U.S.filing date.......ccovernerernernencrnencrnenes 201.15, 706.02(b) Reopening after court deCiSion..........cvceneeerneeerreeneenn. 1216.01
Product by process........cccovveeeerereeseeeninenns 2113, 2173.05(p) Reply (See a'so Amendment; Period for reply)

INDEX
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Reply brief---Restriction

Sec. No.
After abandonment ..........cocceevrerernennerreeeeeres 71417
After Board deCiSion.........ccvveerencerecenecnnes 1214.01, 1214.06
After final rgjection..........ccccevveeeeeereccenens 714.12, 714.13
Within 2 months........cccveevvvscscessesesseens 706.07(f)
Attorney arguments.........coccevevecererensecrsenens 716.01(c), 2145
(000071011 (=20 714.02t0 714.04
Copying claim from patent not areply .................. 711.02(b)
Election requirement..........ccccceeveerennen. 809.02(a), 809.02(b),
.................................... 818.03(a), 818.03(b), 818.03(c)
FOrmal MEErsS........cccuveerirereereereenee e 714.02
Incomplete.......ccoovvrerreneeceennen. 710.02(c), 711.02, 711.02(a),
.............. 711.03(a), 714.02 to 714.05, 2266.01
INn ex parte reexamination ..........ceeeeeereeerneerseesnenens 2266
Incompl ete, election of specieslacking............... 809.02(a),
....................................................................... 818.03(b)
Incomplete, proceedings not stayed by petition......... 1002
Incomplete, time for completing..........c.c.cu.... 710.02(c), 711,
................................................ 714.03, 2266.01
LALO ettt 711, 71102
Late, EXCUSE.....ccvrerreeeeieieirrsietstseees st ssseaesesenens 710.02(d)
Patentability pointed out............... 706.02(b), 714.02, 714.04
Restart period for ... 710.06
Restoration of canceled matter.................. 608.01(s), 714.24
Restriction requirement...........cocoeeeeeeveeerennns 81810 820.02
Signed by all applicants..........ccouuveeverrerernencrnerernenns 714.01(a)
S22 1001 (0] YK o= oo [T 710.01
REPIY DIIEf .. 1208, 1208.03
Representative capacity ........ccoevererererireenes 402, 405, 714.01(c)
Cannot expressly abandon...........c.coveenereencrnenes 711,711.01
Representative of foreign assignee.........cooveevverveeererenes
Representative of inventor or owner .........ccccee.....
Representative of requester..........coueevnrnnenan.
Representatives of out-of-town attorneys
Request for Continued Examination (RCE)................. 706.07(h)
Comparison With CPA ... 706.07(h)
Conditionsfor filing......ccccceeeieneninesseeessenns 706.07(h)
SUDMISSION FEQUITEMENL ........cveereeerreeeereeeereeeeeeeens 706.07(h)
Suspension Of aCtioN IN.......ccccereernncce s 709
Request for ex parte reexamination
D= o1 To g Wer (1= g = NSO 2242
Notice of request in Official Gazette..........ccoveeverenennes 2229
Requester’ s repreSentative .......coveeeveveceeenesesseserenenens 2213
Timefor filing ...ccceeeeeeerece s 2210, 2211
TIiMEto deCide.....c.oeceerecrereee e 2241
Request form for international application............c.ccoueeee.. 1820
Requestsfor identifiablerecords...........cccoeovvnevrreneenenenne 103
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Sec. No.
Requests for rehearing of Board decision.................... 1214.01,
........................................................... 1214.03, 1214.04
Requirement for information ...........ccccceeue.... 704.10 — 704.14(d),
....................................... 706.02(c), 710.02(d),
.............................. 1504, 1901.06, 2001.06(d),
.......................................... 2122, 2123, 2307.05
After thefirst action on the merits.........ccccvueeeee. 704.11(b)
Authority for requirement...........ocoeeeeeveeeeenerererenerennens 704.10
Consideration of information submitted.............. 704.14(b),
.......................................................... 707.05(b)
Format of requirement............cccoeeveveveneneseseseseesenens 704.14
Relation to duty of disclosure.........ccccoeeeeiennnenas 704.12(a)
Relationship to information disclosure statements.............
...................................................................... 704.14(d)
REPIY 10, 704.12
Elements of acompletereply .......ccocevvererrreene 704.12(b)
TimeE PEriOdS TOr......ceuerecrrecreeree e 704.13
Treatment of anincompletereply ..o 704.12(c)
Scope of requirement...........ooeeeeeerereerernenes 704.11, 704.11(a)
What information may berequired........... 704.11, 704.11(a)
When requirement may be made..............ccoveereneen. 704.11(b)
Requirements must be repeated..........ccoevveveererennene. 707.07(e)
Requisites of the application.........c.cccccevevceenenecsenereeeens 702
ResjudiCcata......cocveverirerererireereneseeeseeens 706.03(w), 707.07(q)
Reservation clause in application............... 608.01(e), 608.01(t)
Residence, Applicant’s .....cccceeeeevererenennn. 605.02, 719.02(b)
Resignation of eXaminer .........cccccceervencsenenscsesesesesenenns 1702
Old CaseS SPECIAl .....c.cuvveverreeieiririeiesieisie et eaeaereseens 708.03
Response (See Reply)
Restriction (See also Election;
Election of species) Chapter 800
ACLION, BXBMINEYS ... 814 to 817
Action after, SPECial ......cccevevereeirerereerreee e 708.01
ACLioN 0N the MENtS.......coveeriereeeeee e 810-810.03
Apparatus and process
OF ProdUCT......ceveeeetereeee e 806.05(€) to 806.05(g)
Application referred to second examiner .............oocveenee 815
BASIS .. 802
Burden, without serious
Claimed subject matter.........ccooveeneeeisneeeeeeeienns
Claimsto divisible inventions added
before aCtion........ccccvveveceivvesesseee e 818.02(a)
Combination and subcombination............coueneenereneereneen.
.......................................................... 806.05(a) to 806.05(c)
CONLINUBLTON.......ceceeiiereeireeeieereresee et eeeees 819
DEfINITION ...t 802.02



INDEX

Restrictions on former examiners--Right of priority

Sec. No.

Distinct invention..........ccoeeeeeeeveeveueneee 802.01, 806, 806.05
Election other than express..........ocvvveenereeenerenes 818.02
Election fixed by action on claim..........cccccoevevecvrnenee. 818.01
Final requiremMent .........cccceeeeeeneeseee s 821.01
Grouped in parent application ...........ocveerreerreenneenns 811.04
IMPrOPET ..ot s 803, 806, 808.02
Independent embodiments...........cceeeeeveneeeas 806.04, 806.05
Independent inventions...........ccccceeeeeinns 802.01, 803, 806,

................................ 806.04, 808.01, 808.01(a), 818.03
INEFOAUCTTION...ecee e 801
Linking claim........cccceeevenececrnnnes 809, 809.02, 809.03, 809.04
Linking claim, traverse of rgjection...........ccccvuvueae 818.03(d)
Markush type claims ........ccveneeenneeenseneerneernenes 803, 803.02
Nonelected claims, treatment of ...........c..c....... 821t0821.03
Nonelected invention...........ccoeneeeeneenn.
Nucleotide sequences
Old combination and subcombination................. 806.05(b),

............................................................................ 820.01
Patentability over prior art..........cceeueeee. 806.02, 809, 809.03
Patentability report, effect ... 807
Petition from requirement ...........c.cccoceueene. 809.04, 818.03(c)
Process and product or apparatus...........cccevevenes 806.05(e),

............................................................... 806.05(g), 820
Product and process of USing........cccoeevvereeninennns 806.05(h)
Product, process of making and using .................. 806.05(i)
Reissue application .........ccccvvrernenseenenesecenenens 1450, 1451
Rejection of nonelected claims. ... 82110 821.03
Rejoinder.......ccooovvvecinnnna

Related inventions.

REQUIrEMENL......co e

Additional........ccococvrennnne.
After election

Shift of invention/species.........covvvevrrereecererene. 819.01

With traverse......cccovvveeeveeeenesennns 818.03(b), 821.01

WithOUL traVerse.......ooeeveneceeinereeeeeeseeeeieenes 821.02
By group where examinable ............ccovenienieeenieneneenens 812
COMPIELENESS.....c.ceceerereeeereeee e 815
Concluding paragraph 817, 818.03(b)
Consult other group.......ccccvevvvvsvveessrenens 812.01, 815
T 0 | 810.03, 818.03
FirSt @CtION ...t 811
Patentability.......ccooveveninccereeee e 810t0 810.03
Petition from........ccccvvevevnieieicceeccces 809.04, 818.03(c)
Reasons for inSisting UPOoN.........ccereeeeeeesnenenenens 808
Rejection on double patenting following............... 804.01
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Sec. No.
Repeated after withdrawal............ccveeneecneecnernenen, 81103
L 0] Y (o 818 t0 818.03(¢)
Review by examiner with at |east partial signatory
AUENOTITY oo 803.01
Submission to TC direCtor.........cceuveverererererenirerenns 804.04
Second reqUIrEMENE........coveeeeererrereerereesreresessseerenens 811.02
SeqUENCES......ocvverererenens 803.04, 2434
SINGIE ClAIM....ccic s 803
Single embodiment ..........cocereeernerenerenersseeeereenne 806.03
SPECIES-GENUS......eveeeererereeeirereeseesesesssssesessensnens 806.04(a)
Species may berelated inventions..................... 806.04(b)
Species of unclaimed genus...........ccocevveverereene. 808.01(a)
Subcombination, Combination ......806.05(a) to 806.05(c)
When made.........coceveeeneennennenereeseeeneees 811, 811.02
WiIthdrawal ..o 819
LK== 0] 110 = 81201
Transitional appliCation...........couevereenereenerreserrererneeene 803.03
Traverse of requirement..................... 818, 818.03(c), 821.01
Restrictions on former examiners.........c.ocoveveeeereeseneereneen. 1702
Restrictions upon employees of Office.......c.cocvvvvrererirenene. 309
Retention of an abandoned application............cooecvecereeen. 601
Retention fee
Retention label
Retroactive foreign filing license.......cccocovvvvvvvvvesesnenene, 140
Return of Papers
Discourteous Matter..........cveeveveereernenes 714.19, 714.25, 1003
Entered on file wrapper......cccoeeeevveveennn. 201.14(c), 719.01
Return of complete application...........cocoevvevvvreseserenenns 601
Return of drawing........ccveerveeerneeeneneneseseneseeneeens 608.02(y)
Return of filing fe.....ccovvveevrecerrrecerenns 506.01, 607.02
Return of incomplete application............ccccceevevecvenne. 506.01
Return of oath....................
Return of patent
Return of post card..........cccoveevvervrrnerneesneneens 503, 1901.05
Returned Office action...........ccvecneeneeeneennesneseereeene 707.13
Review at allowance..........cccccrvnceennencenreeeseseeieeene 1302.01
Review for National SECUILY .........coueuerernererncrnenerreerreeereaeene 115
Review for property FightS........cceeenrencseinesessesereeeeenens 115
Revised statutes (See Statutes)
Revival of abandoned application.............ccceuu.. 203.08, 711.03,
................................................... 711.03(c), 1002.02(b)
Revocation of agent under PCT .........ccocovvveveeerneneseenenenns 1808
Revocation of power of attorney.........cccccecvuene. 402.05, 402.07
Rewritten specification.........cvvvvvsvvesssssesseens 608.01(q)
Ribboned application...........cocveeneeernieenerenersnernenne 602.04(a)
Right of priority (See also Foreign application).............. 201.13

August 2001



MANUAL OF PATENT EXAMINING PROCEDURE
Right of priority, determination by examiner---Rules, Patent (Code of Federal Regulations)

Sec. No.
FOrm paragraphs..........ccveerereeneeenecenieesnseennseeeennenas 201.14(c)
Formal reqUIrements.........cccoeveeeeereneeeenenesesesesesessenerenens 20114
Overcoming areference.........ccoeveeeeverenee. 201.15, 706.02(b)
Papers reqUIred .......ccccceeeeenineeesseseesssseessseeeens 201.14(b)
Timefor filing PAPErS ......ocer e 201.14(a)
WIRSTF="o] o] FTor= 1o o FON 20111
Right of priority, determination by examiner................... 201.15
Right to exclude others.........cccouvevrvivceneniisieneicennes 509.02, 1111,
........................................................ 1601, 2162
Rights, Transfer of patent or application...........cccccvuun... 509.02
RNA (See Biotechnology;
Nucleotide sequences)
Roster of attorneysor agents............ccccuune. 601.03, 1730, 2205
RUleS, 21 CFR 60.3(D).....ceueerenereeerreeerrereenerseesseeeseseeseseeseeeens 2751
Rules, Patent (Code of Federal Regulations).......Introduction
............................................................. App.R
10CFR
810.7 CItEU ...t 140
15CFR
SN T @] (= o TR 1701.01
L ] o OO 1701.01
1526 CItE ... 1701.01
21CFR
312.80-312.88 Cited .....coveueereeererrererrereeseseereeesessesennens 2107.03
37CFR
1.1 ReproduCed .......cvvvcerverereeerereseeereseneeens 608.05, 2224
Cited ..o 501, 1410.01
1.2 Reproduced ........ccooeevveenrnennns 501, 502, 513, 2002.02
Cited oo, 403, 509, 601.03,
...................................... 713.04, 2002.02, 2242
1.3 REProduCEd ......covevereerieerreee s 714.25
Cited oo, 608, 714.19, 714.21,
........................................... 714.25, 1504.01(e)
1.4 Reproduced ................. 410, 501, 502.02, 502.04, 2002.02
(O] 15"s ISV 106, 201.06(c), 324,
.............................................. 401, 402, 509.03,
.......................... 1490, 1820, 1834.01, 2002.02
...................................................... 410, 501, 502, 502.01
.................................................... 500.03, 602, 710.02(¢)
15 Reproduced .........cocovveerenrereeereenen. 502, 714.01(a), 714.07
CIted ..o 1893
............................................... 201.06(c), 201.06(d), 502
1.6 Reproduced .........cccevreeeierneeerenenans 502, 502.01, 505, 509
.................................. 511, 513, 601, 602.05(3)
CItEH oo 120
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Sec. No.

........................................................... 201.06(d), 201.13,
......................................... 410, 502, 502.01, 505, 506.02
...................................................... 509, 509.03, 510, 511
................................................. 512, 513, 607.02, 608.02
........................................... 706.02(a), 714.01(e), 714.02
.............................................. 1805, 1820, 1834, 1834.01
.......................................... 1893.01(a)(1), 1893.01(b)(1)
.............................................. 2133, 2135.01, 2224, 2266

ST (o) N 1) (= [ 410, 501, 602.06, 608.01
1.7 Reproduced .........ooeveevereneeerereseeinenenns 714.03(a), 710.05
(O] 1= [ 201.04(b),201.11
............................................ 201.13, 510, 512, 711.03(c)

Cited oo 201.06(b), 201.06(c)
, 201.06(d), 302.09, 317.02, 324
................................................. 410, 502, 502.01, 502.02
................................................. 500.03, 512, 513, 607.02
.................................................... 609, 710.06, 711.03(c)
.................................................... 714, 714.03(a), 714.22
.................................... 1206, 1805, 1834, 1834.01, 1865
.......................................... 1893.01(a)(1), 1893.01(b)(1)
......................................... 2224, 2265, 2266, 2510, 2515

(10 R 115, 201, 201.04(b)
................................................. 120, 201.13, 509.02, 510

.......................................... 201.06(c), 201.06(dl), 201.13
................................. 317.02, 410, 502, 503, 505, 506.02
...................................................... 500.03, 510, 512, 513
..................................... 607.02, 609, 706.02(a), 1216.01
........................................... 1805, 1834, 1865, 201.06(b)
.............................................. 2133, 2135.01, 2224, 2265
............................................................. 2266, 2510, 2515

(115 D 101, 102, 103, 104,
............................................... 502,03, 706.07(h), 711.04
724,04, 724.04(b), 724.04(c)
............................... 1216, 1216.01, 1216.02,
.......................................... 1430, 1443, 1470




Rules, Patent (Code of Federal Regulations)--Rules, Patent (Code of Federal Regulations)

................................................... 101, 102, 103, 104, 110
.......................................... 201.06(b), 201.06(d), 202.01
................................................. 203.08, 301.01, 405, 506
.......................................... 601.01, 706.03(b), 710.02(c)
.................................................... 711.04, 713.05, 724.04
............................................... 724.04(a), 724.05, 901.02
............................... 1002.02(b), 1213.03, 1481, 1901.05
............................................ , 2127, 2312, 2410, 2410.01
1.15 ReproduCed ........oovveevererecerereseeereseeseenenes 103, 901.03
T ) (=" 201.04(b), 201.06(a)
....................................................... 201.06(b), 201.06(c)
............................................................ 201.06(d), 202.01
......................................... 403, 506, 509, 509.01, 509.02
....................................... 509.03, 601, 601.01, 601.01(a)
...................................... 601.01(b), 601.01(c), 602.05(a)
....................................... 607, 608.01(n), 609, 706.07(h)
............................... 1403, 1414, 1481, 1509, 1893.01(c)
............................................................. 1893.03(c), 1896

.......................................... 201.03, 201.04(b), 201.06(a)
.......................................... 201.06(c), 201.06(cl), 201.11
............................................... 201.13, 201.14, 201.14(a)
............................................... 201.14(c), 201.16, 203.07
......................................... 30101, 307, 409.03, 503, 506
............................................ 506.02, 507, 509.02, 509.03
.......................................... 601.01, 601.01(b), 601.01(c)
...................................... 601.01(d), 601.01(f), 601.01(g)
............................................. 602, 605, 608.01, 608.01(f)
................................................. 608.02, 608.03, 609, 610
...................................... 706.07(a), 706.07(f), 706.07(g)
............................................... 706.07(h), 708.01, 708.02
....................................... 709, 710.01, 710.02, 710.02(€)
.................................................... 711, 711.01, 711.03(c)
............................................ 714.13, 720, 72001, 724.02
.................................................... 724,05, 724.06, 803.03
............................................... 803.03(a), 803.03(b), 817
................................................... 1002, 1101, 1105, 1109
.............................................. 1205, 1206, 1209, 1214.07
................................................... 1306.01, 1308, 141001
......................................... 1441, 1442.03, 1481, 1503.02
......................................... 1504.30, 1893.01(€), 1901.04
................................................... 2068, 2273, 2274, 2276
.................................................................. 2309.02, 2590
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1,19 CIted ovvreseereeeseeeessne 101, 103, 110, 201.13(b), 301.01
............................................. 303, 320, 409.03(j), 509.01
.................................................... 500.02, 601, 601.01(a)
.................................. 601.01(b), 608.01, 608.05(a), 709
.............................................. 1430, 1470, 1901.05, 2435

1.19(D)(2) CHE oo 101, 714.12, 1216, 2273

I Lo 1= I 103, 509.01, 509.02
........................................ 711.04, 719,01, 141501, 1481
.................................... 1490, 1502.01, 2200, 2210, 2212
......................................... 2214, 2215, 2227, 2228, 2229
................................... 225002, 2268, 2501, 2504

1.21 Cited oo 201.03, 202,01, 301.01, 302.06
.................................. 315, 323, 506, 509.01, 509.02
................................ 601.01, 601.01(a), 605.04(c)
................................. 711.03(c), 1481, 1706, 1852, 2260

(6] ='o [F— 503, 509, 509.03, 607.02
................................................... 1002.02(p), 2215, 2240
................................................... 2247, 2248, 2515, 2520

1.27 Reproduced ........cccocevvvvrenererenne. 509.02, 607.02, 821.04

Cited ............ 201.06(a) 201.06(b), 201.06(c),
............................................ 201.06(d), 403, 410, 509.02
....................................................... , 509.03, 2515, 2550,

128 Cited ....cccvvereene. 201.04(b), 201.06(a), 410, 509, 509.03
...................... 714.01(a), 1002.02(p) , 2515, 2520, 2550
1.31 ReProduCed .......cccvvereeenrenneeerereseeeeeseseenens 401, 607.02

1.33 Reproduced ........coovveveveenernnnnns 402, 402.05, 403, 501
.................................................. 601.03, 714.01(a), 2222

CIted oo 120,
.......................................... 201.03, 201.06(c), 201.06(d)
.............................. 201.14(b), 324, 403, 405

506, 509.03, 601.01, 601.03
................................................. 601.05, 603, 605.03, 711
............................... 1111, 1205, 1206, 1303, 2202, 2205
......................................... 2208, 2210, 2213, 2214, 2220
.................................... 2222, 2224, 2239, 2240, 2266.03
................................................... 2267, 2288, 2540, 2542
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1.34 REProdUCE ........occcoreeemrieeeriremrieesineernenas 402, 714.01(d)
(O] (=" IR 104, 201.06(a)
..................................... 201.06(b), 201.06(c), 201.06(d)
...................................................... 324, 402, 402.02, 403
...................................................... 405, 407, 408, 502.03
............................................ 601.03, 601.05, 711, 711.01
........................................... 713.05, 714.01(a), 714.01(c)
........................................................ 1215.01, 1306, 1490

CIted oo 402.06, 1002.02(b)
................................................... 1002.02(g), 1002.02(p)
1002.02(s), 2542

................................................. 403, 509.03, 601, 601.03
.................................................... 601.05, 605, 714.01(a)

1.42 REProdUCEd ........ccoveerereeeeerereseneresesssesesesnenenes 409.01(a)
(O] 1= [ 201.03, 201.06(c), 409
........................................... 409.01(a), 409.03(c), 601.05
................................................. 603, 605, 605.04(a), 715
.......................... 1002.02(p), 1410.01, 1444, 1893.01(¢)

143 Reproduced .........coecevevereneneresininensnens 409.02, 715.04

.................................................... 409.03(d), 60105, 603
............................................ 605, 605.04(a), 715, 715.04
............................................. 141001, 1444, 1893.01(e),

1AL CIEG wovveeeeseeeeee e seesssseese s seesese 1002.02(p)

........................................... 201.03, 201.06(a), 201.06(c)
............................................ 324, 402,07, 402.10, 409.03
...................................... 409.03(a), 409.03(b), 409.03(c)
...................................... 409.03(d), 409.03(e), 409.03(f)
........................................ 409.03(h), 409.03(i), 409.03(j)
............................................ 410, 601.05, 602, 602.05(a)
............................................ 603, 605, 605.03, 605.04(a)
.................................... 1002.02(b), 1002.02(p), 1410.01
.................................... 1412.04, 1444, 1703, 1893.01(¢)

I (o) N 1) = o OO 201.06(c)
148 Reproduced .........cccoeevevevvreerenecrennns 201.03, 715, 715.04
(O] 1= [F 151, 201.03
........................................................ 201.06(a), 201.06(c)
.................................................. 201.06(d), 2137.01, 410
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....................................... 506, 601.01, 601.05, 602.05(a)
.................................................... 605, 605.04(g), 605.07
......................................... 1002, 1002.02(d), 1002.02(€)
................................................... 1002.02(p), 1002.02(q)
........................................................ 1004, 1412.04, 1481

1.51 Reproduced .......coovveeeeereneeererereeneeeens 601, 719.02, 817
Cited .o 201.03, 201.04(b)
............................. 201.06, 201.06(c), 201.06(d), 201.07
......................................... 201.07, 5083, 506, 601, 601.01
.................. 601.01(a), 601.01(b), 601.01(d)

601.01(e), 602, 605, 608.02(b), 1101
1.52 Reproduced .........coveeerneneeerereeeeeeseseenenns 609, 608.01
152 CIted ...t 608.01(a)

...................................... 602.05(&), 605.04(a), 605.08(b)
.......................................... 608.01, 608.01(a), 608.01(b)
......................................... 608.01(m), 608.01(q), 608.02
............................................... 608.03, 608.05, 608.05(a)
................................................... 1410, 1411, 1453, 1481
......................................... 2163.07, 2234, 2250, 2422.03
................................................... 242209, 2424, 2424.01
.............................................. 2426, 2427.01, 2428, 2429

153 Reproduced .................. 201.04(b), 201.06(c), 201.06(d)
................................................ 506, 714, 714.07, 714.22,

(O] (=" IR 101, 103, 104, 201
............................................... 201.03, 201.04(b), 201.06
...................................... 201.06(a), 201.06(b), 201.06(c)
............................................... 201.06(d), 201.07, 201.08
.............................................. 201.11, 201.11(a), 201.14,
................................................ 202.01, 202.02, 324, 402,
................................................ 403, 409.03(h), 409.03(j)
.............................................. 502, 502.01, 503, 505, 506
................................................. 506.02, 509, 509.03, 512
................................. 601, 601.01, 601.01(a)

601.01(b), 601.01(c), 601.01(d)
601.01(e), 601.01(f), 601.01(q)
................................. 601.03, 602, 602.05(3)
......................... 603, 605, 608.02, 608.04(b)
................................................. 609, 704.11(a), 706.02(i)
.................................................... 706.02(k), 706.02(1)(1)
.......................................... 706.07(b), 706.07(h), 707.05
.................................................... 709, 710.02(e), 710.05
.......................................... 711.01, 711.02(b), 711.03(c)
........................................... 711.04, 714.01(e), 714.03(a)
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................................................... 1002.02(b), 1002.02(c)
............................................... 1002.02(c)(3), 1002.02(p)
........................................................ 1002.02(q), 1302.04
.............................................. 1308, 1403, 1410, 1410.01
................................................... 1414, 1430, 1443, 1444
.............................................. 1470, 1481, 1490, 1502.01
.................................................... 1504.20, 1893.01(a)(1)
............................................... 1893.01(b)(1), 1893.03(c)
.................................................................. 1895.01, 1896

(6] (='o [NESE_— 201.04(b), 201.13, 201.13(a)

......................... 201.14(a), 201.13(a), 201.14, 201.14(a)
............................................... 201.14(c), 201.15, 201.16
................................................. 410, 506, 601.01, 601.05
................................................... 1002.02(b), 1417, 1444
......................................... 1504.10, 1893.03(c), 1895.01
................................................... 2265, 2305.04, 2309.02
1.55(8) CIteU ...vuveeeereereiseiseiseenseesseeseesessesssssssssssnenns 2267, 2309
1.55(C) Cited ....cooveereeereeereeereeeerneeenes 724, 724.03, 1402, 2280
1.56 Reproduced .........ccovverereeererereenenns 602, 706.02(b), 2001
.............................................. 2001.01, 2001.04, 2001.05

(O] (=70 [ 201.06(c), 201.11
......................................................... 602, 602.03, 602.05
................................................. 605.07, 609, 610, 704.10
...................................... 704.12(a), 704.12(b), 704.14(a)
................................................ 706.02(1), 706.02(m), 724
.................................................... 724.01, 724.03, 724.05
.................................... 1308, 1414, 1418, 1448, 1504.04
......................................... 1893.03(g), 1901.02, 2000.01
................................................... 2001, 2001.03, 2001.04
......................................... 2001.05, 2001.06, 2001.06(a)
................................................... 2001.06(b), 2001.06(c)
.............................................. 2001.06(d), 2002, 2002.01

........................................................ 2010, 2012.01, 2280

1.58 ReProduced .........ccveervenrereenereseeeseseseneneens 605.08(b)
(O] (=" [ 605.08(b), 608.01

159 Reproduced .......coveeeeuverreeneennens 608.01, 608.05, 724.06
(O] 1= o 503, 719.01
........................................... 724.02, 724.04(a), 724.04(c)
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............................................. 724.05, 724.06, 1002.02(c)

1.60 Reproduced .........ooveevreeeenrenseseneresseenesenenes 201.06(a)
(O] 1= [ 201.06, 201.06(a)
....................................................... 201.06(b), 201.06(c)
............................................... 201.06(d), 201.11, 201.16
............................................... 1002.02(b), 1002.02(c)(3)
.............................................. 1302.04, 1895.01, 2165.01

.......................................... 201.06, 201.06(a), 201.06(b)
....................... 201.06(c), 201.06(d)), 201.11
.......................................... 201.14, 400.03())
............................ 601.01(a), 608.04(b), 609
............................ 707.05, 711.01, 711.02(b)
............................. 1002.02(b) 1002.02(c)(3)

1302.04, 1443, 189501, 2272
.............................................. 201.06(c), 819

.................. 101, 104, 201.03, 201.04(b)

..................................... 201.06(b) ,201.06(c), 201.06(d)

............................................... 201.13, 201.14, 201.14(c)

.................................................. 201.15, 202.04, 2137.01

........................................ 403, 409, 409.01(a), 409.01(F)

............................................... 409.02, 409.03, 409.03(a)

...................................... 409.03(b), 409.03(h), 409.03()

............................................. 409.03(j), 410, 502.02, 506

....................................... 500.03, 601, 601.01, 601.01(a)

...................................... 601.01(c), 601.01(d)), 601.01(€)

........................................... 601.01(f), 601.01(g), 601.03

............................................ 601.05, 602, 602.05(a), 603

....................................... 605, 605.02, 605.03, 605.04(a)

.......................................... 605.04(b), 608.01, 608.01(a)

.......................................... 608.04(b), 706.07(h), 710.02

................................... 710.02(e), 724.06, 1410, 1412.04

................................................... 1414, 1417, 1418, 1444

409.01(f), 409.03(a), 409.03(h)
601.01(d), 601.01(€), 601.01(f)
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............................................................ 502.02, 601.01(a)
................................................. 601.05, 602, 602.03, 603

(o1 1893.01(e)
.................................................... 2301.02, 402, 410, 601

...502.02, 608,01

............................................... 201.06(c)
...................................................... 403, 506, 506.02, 601
............................................... 601.01, 601.01(a), 608.01
..................................... 608.01(a), 608.01(g), 608.01(h)
............................................... 608.01(v), 608.02, 702.01

(1= P 608.01(b), 1826
1.73 Reproduced ............eo.... 608.01, 608.01(b), 608.01(d)

.............................................................. 608.01(a) , 1453

1.74 Reproduced .........cccoeeveveerrerersennnnn. 608.01(d), 608.01(f)
(O] (<o I 608.01(a)

L75 REPrOdUCED ......c.ovceeeerieerieeesieeseeeereeerenns 2173.05(n)
Cited ..o 201.06(c),
................................................. 403, 506, 506.02, 601.01
................................... 601.01(a), 607, 608.01, 608.01(a)
...................................... 608.01(g), 608.01(i), 608.01(m)
....................................................... 608.01(n), 608.01(0)
..................................................... 706.03(k), 2129, 2181

1.76 Reproduced ........ccovveveveverererererenns 1503.03, 802, 601.05
(O] 1=o IS 201.04(b), 201.06
............................................... 201.06(d), 201.08, 201.11
.................................................... 201.14(b), 202.01, 403
................................... 503, 506, 601, 601.01, 601.01(b),
............................................ 601.03, 601.05, 602, 602.01
................................................. 603, 605.02, 605.03, 606
................................................ 608.01(a), 1302.04, 1417
................................................... 1481, 1503.01, 1504.20
................................................... 1603, 1605, 1893.01(¢)
............................................................. 1893.03(c), 1895

177 Reproduced ........ocoverveveeeerereseeinnens 608.01(a), 608.05
(O] (<o IR 310, 601, 608.01
................................................... 608.05, 608.05(a), 714,
............................................................... 714.22, 2422.03
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1.78 Reproduced .........ccoveeerenenrenerereneeeneens 202.01, 804.03,
.................................................................... 822.01, 1481

Cited .o 201.03, 201.04(b)
.......................................... 201.06(c), 201.06(d), 201.07
.................................... 201.08, 201.11, 202.01, 310, 506
.......................................... 601.01, 601.01(a), 601.01(b)
............................................... 601.05, 608.01, 608.01(a)
............................ 706.02(b), 1002.02(b), 1302.04, 1402
.................................... 1481, 1504.20, 1893.03(c), 2302
1.78(8)5 Cited ....coveereeeerreerreeiseerseeereeeseieeseieenas 201.1, 1410
1.79 Reproduced ........ccovveevevevveernnnenne 608.01(e), 804.03, 822
................................................ 608.01(t)

............................. 201.04(b), 201.06(c)
........................................... 403, 502, 502.01
506, 506.02, 601, 601.01

........................................... 601.01(a), 608.01, 608.01(a)
........................................................ 1503.02, 1504.01(a)

1.83 Reproduced .........cccceueuneee. 608.02, 608.02(b), 608.02(d)
(O] 1= 502, 502.01

........................................... 605.08(b), 608.01, 608.01(f)
.......................................... 608.01(v), 608.02, 608.02(a)
...................................... 608.02(b), 608.02(€), 608.02(f)
.......................................... 608.02(p), 608.03, 608.05(a)
......................................... 1002.02(d), 1410, 1411, 1413
.............................................. 1453, 1503.02, 1504.01(a)
.............................................. 1504.30, 1512, 1606, 2234

1.85 Reproduced ..........oocrveeeereenennn. 714, 714.22, 608.02(b)
(O] (=" I 502, 502.01, 601
........................................ , 608.02, 608.02(b), 608.02(p)
710.02, 1504.01(3)
1.91 ReProducCed ..........ccveevenerrereerencereennes 608.03, 710.02(e)

............................................... 608.03, 608.03(a), 713.08
1.93 REPIOAUCED ..o 608.03, 715.07, 715.07(d)
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............................................... 608.01, 608.01(a), 608.05
.................................................... 608.05(a), 714, 714.22

(0= s D 601, 608.01(a)
........................................ 608.01(c), 609, 610, 704.14(a)
..................................... 704.14(b), 704.14(d), 706.07(a)
.......................................... 706.07(g), 706.07(h), 707.05
.................................................... 709, 710.02(c), 719.05
..................... 1208.02, 1308, 1418, 1504.04, 1893.03(q)

201.06(d), 601
....................................... 608.01(c), 609, 610, 704.14(b)
....................................................... 704.14(d), 706.07(g)
......................................... 1308, 1418, 1504.04, 1504.30

1,102 REPIOAUCED .vvvveeeeeeeeeresseerese 610, 707.05, 708.01
CIted oo 201.06(d), 410
........................................ 708, 708,02, 1002.02(s), 1204

1.103 REPIOAUCED ...ovoeeeereeeeresseereee 708,01, 708.02, 709
0= D 201.06(d)
............................................ 506, 601.01, 609, 706.07(h)
.................................................... 709, 714.03(a), 803.03
..................................... 1002, 1002.02(c), 1002.02(c)(1)
............................................................. 1002.02(d), 1003

1.104 REPIOAUCED. ...orreeeeeeeees e 706, 707, 707.05
........................................................ 1302.14, 1852, 2260

Cited oo 702.01, 706, 706.02(C)
................................... 707, 707.05(e), 707.07, 714.01(€)
............................................... 714,02, 714.03(a), 72005
............................................ 800.04, 821.04, 901, 904.03

610, 704.10
.......................................... 704.11, 704.11(a), 704.11(b)
...................................... 704.12(a), 704.12(b), 704.12(c)
............................................... 704.13, 704.14, 704.14(a)
..................................... 704.14(b), 704.14(c), 704.14(d)
................................................ 706, 706.02(c), 706.07(a)
............................................... 707.05(b), 707.07(€), 709
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..................................... 1215,01, 1302.14, 1893.01(a)(2)
.............................................. 2266.01, 2269, 2275, 2281
............................................... 608.01(b), 704.12(c), 706
............................................... 706.07(h), 707, 707.07(a)
707.07(f), 708,02, 711.02(h)
............................ 711.03(c), 71301, 714.02
............................ 714,03, 714.03(a), 714.04
............................................ 714.16, 714.19, 818, 818.03
............................................ 706, 818.03(a)

............................ 706, 706.07, 714, 714.02

Cited ..ovvrrneeen 203.08, 602, 602.03, 609, 706
......................... 706.07(h), 710.02(€), 711.03(c), 714.03
............................................... 714.03(a), 714.12, 714.13
............................................................. 1002.02(c), 1205

1114 REProduCed .......ccccveuerrinenininrssreiesssesnsenenns 706.07(h)
Cited ..o 201.06(d), 324, 609
....................................... 509.03, 706.02(k), 706.02(1)(1)
.......................................... 706.07, 706.07(b), 706.07(h)
............................................... 709, 711.02(b), 711.03(c)
......................................... 1214.07, 1215.01, 1308, 1430
......................................... 1452, 1490, 1502.01, 2001.04
.................................................................. 2266.01, 2271

1.115 ReProduced ... 714.12, 714.13, 714.03()
CIted oo 201.06(d), 714.01(€)
............................................................ 714.03(a), 714.19
1002.02(c), 1002.02(d),

Cited oo 201.03, 201.06(b), 201.06(d)
............................................................. 506, 512, 601.01,
................................. 706, 706.07, 706.07(€)

706.07(f), 706.07(g), 706.07(h)
.................................................... 711.03(c), 714, 714.03
.................................................... 714.12, 714.13, 715.09
.............................................. 1205, 1207, 1208, 1208.01
......................................... 1208,03, 1214.07, 2254, 2260
.............................................. 2266.01, 2272, 2274, 2275
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Cited 605.04(a), 608, 60801, 60804, 714,

714.22, 1302.01
......................................... 1302.04, 1453, 1455, 1503.02
.......................................... 1504.04, 1612, 1893.01(a)(2)
.............................................. 1893.01(b)(2), 1893.01(d)
................................................... 2234, 2250, 2285, 2287

..................................... 608.01(m), 608.01(q), 608.01(S)
.......................................... 608.02, 608.02(b), 608.02(p)
.................................................... 714, 714.01(e), 714.02
.................................................... 714,03, 714.05, 714.13
.................................................... 714.16, 714.18, 714.19

........................................ 201.06(c), 201.06(d), 2422.07
.................................................... 2426, 410, 506, 601.01
.......................................... 605.04(a), 608.01, 608.01(q)
............................................ 702,01, 714, 714.19, 714.20

1127 Cited ... 608.01(j), 1002.02(c)
1.129 ReProduced .........cccoeveeeervenereeinesessesreseneenns 706.07(g)
(O] 1= [ 803.03, 1002.02(c)
.................................................... 706.02(k), 706.02(1)(1)
...................................... 706.07(f), 706.07(g), 706.07(h)
............................................... 711.03(c), 714.13, 715.09
.................................................... 716.01, 803.03, 821.04

.............................................. 1208.02, 1208.03, 1214.01
........................................ 1504.06, 201.06(c), 201.06(d)
.................................. 2275, 410, 706.02(K), 706.02(1)(3)
................................................... 706.02(m), 715, 715.05

1.131 REPIOAUCED .ovvereeerseeeeesseees 718, 804, 804.03, 715

(1L s F 1002.02(c)
.............................................. 1004, 1005, 1208, 1208.02
.............................................. 1208.03, 1214.01, 1302.14
......................................... 1504.06, 201.06(g), 201.06(c)
......................................... 213201, 2133.02, 2133.03(C)
......................................... 2136.05, 2137, 2138, 213801
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................................................... 213806, 2141.01, 2242
................................................... 2058, 2271, 2272, 2275
................................................... 2308.01, 2309.03, 2333
............................................ 324, 410, 706.02, 706.02(b)
........................................ 706.02(f), 706.02(i), 706.02(K)
................................................... 706.02(1)(3), 706.02(m)
........................................... 707.05(f), 714.03(a), 714.13
.................................................... 715, 71501, 715.01(a)
..................................... 715.01(b), 715.01(c), 715.01(d)
.................................................... 71502, 715.03, 715.04

............................ 715,05, 715.07, 715.07(a)
715.07(b), 715.07(c), 715.07(d)

................................. 715.08, 71509, 715.10

.............................. 716.10, 718, 724.03, 804
.................................................... 804.02, 804.03, 904.03

......................................... 1005, 1208, 1208.02, 1208.03
......................................... 1214.01, 1504.01(c), 1504.03
......................................... 1504.06, 201.06(a), 201.06(c)
................................................... 2107, 2107.03, 2132.01
................................................... 2136.05, 2137, 2144.08
.............................................. 2164.05, 2172, 2184, 2258
...................................... 2275, 410, 706.02(b), 706.02(f)
................................... 706.02(i), 706.02(k), 706.02(1)(3)
...................................... 706.02(m), 707.07(f), 714.03(a)
...................................... 715.01(a), 715.01(b), 715.01(c)
.................................................... 715.01(d), 716, 716.01
.................................................... 716.02(e), 716.10, 804
1.133 REProduCed .......ccvvvreeerirerreeerereseeererenas 804.03, 713.01

............................................. 2307.02, 704.14(a), 710.01
.................................................... 711, 711.03(c), 714.03

................................................... 2266, 2266.01, 2421.03
242207, 242701, 608.02(b)
............................................... 608.02(p), 704.10, 704.13
.......................................... 704.14(a), 706.07(h), 710.01
.................................................... 710,02, 710.02(e), 711
............................................... 711.02, 711.03(c), 713.01
............................................... 713,04, 714.01(a), 714.02
............................................... 714,03, 714.03(a), 714.12
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....................................................... 720, 1002.02(g)

1481, 1485, 201.03, 2358

.............................................. 1002.02(f)
................................... 230001, 2340, 2341



Rules, Patent (Code of Federal Regulations)--Rules, Patent (Code of Federal Regulations)

Sec. No.
.................................................... 1002.02(f), 1002.02(0)
..................................................... 2284, 2364, 711.03(c)

1645 CItE .. 1216
1646 Cited ..o 710.02, 710.02(e), 1216
IS SCT O] (o 1216.01, 1901, 2308
1.656 Cited ....oecveeerreerrcereereeireene
1.658 Reproduced

Cited
1.659 Reproduced

Cited
1.660 Reproduced

Cited
1.661 Reproduced

Cited
1.662 Cited ..o
1.663 Reproduced

Cited
1.664 Reproduced

Cited
1.665 Reproduced
1666 CIted ...eeeeeeerereeereeereeeseseeressessesesesessesesseees
L1671 CItE ..o
1672 CIted ..
YT O] (= o TS
G Y (ST O] (o TR
1678 CIte ...
1685 Gt ...t
IS 7 A O] (< o OO
IS T O] (o S
1690 Gt ...t
1.701 Reproduced

Cited .o 1002.02(b), 2710
1.702 Reproduced .........ccoeeeveeereerereenennenenns 2720, 2751, 2730

Cited ..o, , 508.04, 608.02(b)
.............................................. 1002.02(b), 1302.04, 2730

1.705 REProduCed ........cccvuveirierrieinieisiestesesesssssessssseeens 2730
(O] (<o [ 709, 1002.02(h), 2710

1.710 ReProduCed .........ccoeevererreeerereneeerereseeenenens 2730, 2751
Cited ..o 1002.02(b), 2751

1.720 REProduCEd ........ccvvereeerieieisieiererie s 2751
(O] (= o 2751

1.730 Reproduced ........cocceneeeneeeenneeeneennnns 2753, 2761, 2752

l-99

Sec. No

1.740 REPrOAUCEA ......cocvvereerreerreeeree e 2753
Cited .o 501, 1002, 2754, 2751
.............................................. 2752, 2753, 2754, 2754.02
................................................... 2755, 2755.01, 2755.02

1741 REPrOAUCEA ......cocvvreerreerreeereetreeeneiensee e 2754
CIted oo 2751
......................................... 2753, 2754, 2755.01, 2755.02

1.750 REPrOdUCE ......ccververririreinisisssss e sssnsesenas 2755
(O] (o 2755.01
................................................... 2758, 2759, 2761, 2762

1.760 Reproduced .........cocvevereveeerereeeeienrenns 2764, 2755.01
O] (o [P 2751

1.765 ReproducCed ........ccooeeveeeereerennerersereeerennes 2755.01, 2762
CIted .o 2763, 2753

1.770 ReProducCed .........ccocvveveeerrrreneesiessessaesesrenns 2763, 2764
L1775 CIEA oottt 2758
(3 1) = o T 2758
L1777 CIEA ..t 2758
L1779 CIEH ..t 2758
1.780 REPrOAUCE ......ccverveerrirrrrnisissssee s sssnsesenas 2759
1.785 REPrOAUCEA ......cocvvreerreerreeereereeeeee e 2761
(O] (o [FRRRRN 1002.02(b), 2761

1.790 REProdUCEd ........ccoveerereeeeieirecsieeseeee s 2755.02
O] (o [P 2751

1.791 ReproducCed ........cccoeveeeereerernerereereneerennes 2755, 2755.02
1.801 REProdUCET ......cooveveeereerreririrereeseseseseeeseseneenes 501, 2403
CIted .o 1605
................................................... 2163, 2401, 2402, 2403

1.802 REPrOAUCEA ......coccovirreerreerreeereereeeneeesse s 2404
CIted .o 2404
................................................... 2404.03, 2407, 2407.01

1.803 REPrOAUCE ......cecvvreerrririrnisieisesse e sesnsesenas 2405
O] (<o 2405

1.804 REProdUCET ......covoveeererereeirirersesenereeesesesenes 2409, 2406
CIted oo 2163
......................................... 2406, 2406.01, 2407, 2407.01

1.805 REProduCed ........coceererereeirerercererereeeeereseeens 410, 2407
CIted .o 2407
.............................................. 2407.01, 2407.02, 2407.03

1.806 Reproduced ........cccoovevererenees 2411, 2411.04, 410, 2408
CIted ..o 2404.01

1.807 Reproduced ..........ccocevereeeerrerennas 2408, 2411.01, 2409
O] (o [P 2409

1.808 REPrOAUCEA .......coccvvirreerreerreeereesreeeneeeesee e 2410
CIted ..o 2404.01
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Rules, Patent (Code of Federal Regulations)---Rules, Patent (Code of Federal Regul ations)

Sec. No.
1.809 Reproduced .........cccoeveveueererenee 2410.01, 2411.01, 2411

.............................................. 2401, 2402, 2406, 2407.04
................................................... 2411, 2411.01, 2411.02
................................................ 2411.03, 2411.05, 710.02
1.821 ReProduced .........ccoevevereeeereresenererennens 710.02(e), 2422
(O] 1= [ 1002.02(c)(2)
................................................ 1453, 1823.02, 201.04(b)
.............................................. 2401, 2420, 2421.02, 2422
.............................................. 242201, 2422.02, 2422.03
.............................................. 242204, 242205, 2422.06
................................................... 242207, 2422.08, 2424
......................................... 2424.01, 2425, 2426, 2427.01
..................................................... 2428, 2429, 2430, 506
.................................................... 601, 601.01, 605.08(b)
............................................... 608.01, 608.01(a), 608.05

.............................................. 242301, 2424.01, 2424.02

1.824 Reproduced ...........cocvvenreneensenrenenn. 2424.03, 2429, 2425
(O] 1= o 2421.02
.............................................. 2421.04, 242203, 2422.09

1.825 Reproduced .........ccoevevercrrnenee. 2424, 2425, 2429, 2426
(O] 1= [F 1002.02(c)(2)
................................................ 1453, 1823.02, 201.04(b)
................................................... 2234, 2250, 2401, 2420
.............................................. 2421.02, 2422.07, 2422.08

................................................... 1216, 2234, 2239, 2250
.................................................... 2268, 502, 502.01, 509
.................................................... 509.01, 607.02, 706.07
.................................................... 711.03(c), 714, 714.12

RS CTA e D 714.22, 2234

1945 CHEU ..o 2250, 2250.01, 706

R A1 D 706

R Y o1 D 706

(e cC Y1 D 714.12, 706

1,956 CItEU ....oooeoeee oo 706,07, 714.12, 1216
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Sec. No.

.................................................. 2268, 710.02, 710.02(€)
KT RO 1= s P 711.03(c), 2268
1,959 CItE .ovoreeeeeeeeessseeesssesessscessesseeee 711.03(c), 1205
1.977 Cited
1.979 Cited
1.981 Cited
1.983 Cited
1.985 Cited
1.987 Cited
1.989 Cited
1.991 Cited
1.993 Cited
1.997 Cited
211 Cited.....
266 Cited ...
2189 Cited




INDEX

Sale, On--Screening new application for security review

Sec. No.

.................................................. 104, 106, 1412.04, 2560
................................................. 324, 403, 601.03, 704.10
714.01(a), 1410.01
............................................... 324, 1410
......................................... 141001, 1481, 1490, 1504.06
1893.01(e), 201.03, 201.06(d)
................................................... 2287, 2560, 2580, 2590
...................................................... 301, 307, 324, 402.07
..................................................... 403, 400.03(f), 509.03
601.03, 804, 307

............... 1002.02(r)
.................................................. 1309, 1481, 302.08, 307

5.3 ReProduced .........cocoeevverenrenenerereneenens 130, 601.05, 120
Cited ..o 2309.06, 120
5.4 ReProduCed ........ccccoeveeeneensnreessssssssenens 1832, 120
(O] (= o 1002.02(c)(2)
55 REPIrOAUCED ..o eseseeesesenneeens 120, 120
Cited ..o 1002.02(c)(2)
5.11 Reproduced ........ccovvevenevenerersesenisnens 502, 502.01, 140
(O] 1= o T 140
5.12 REPrOdUCED ......ovveeeererecerie e eseesenerennnens 1832, 140
Cited ..o 1002.02(c)(2)
513 Reproduced ........ccceeeereneireneereneenennes 115, 140, 1832, 140
(O] 1= o T 140
5.14 REPrOUCET .....cocvvereeerereeeere s ssesenes 140
CIted ..o 140
5.15 Reproduced .......ccvmeenneenneensesssnenens 1832, 140
(O] 1= o T 140
B5.18 REPIOAUCET .....ocveereeereeeeeri s 140
5.19 REPIOAUCED .....cocvvereerreeeeee et 140
5.20 REProduCed ........ccceeeennnniseeseiessses s sesesenes 140
5.25 REProdUCED .......covveeerreerrierreerreereeee e 140
Cited ..o 1002.02(c)(2)
10.2 CIted ..o 715.07, 1002.02(0)
L0 RSY O = o [T 2205
O X SR ©1] (='o [T 2220, 2222, 403, 401
10.7 CIted ..ot 402, 1002.02(m)
10.9 REProdUCEd ........cccveerveecrrece e 402.01
Cited ..o 1002.02(m)
10.10 ReProduced .........ccoeveereeererereeerenesenereseseeees 401, 1702
Cited ..o 1002.02(m)
l-101

L0122 § @11 = o [T
1040 Cited ..o
1066 CItEH ...ttt
10.130 Cited
10.160 Cited
10.170 Cited
S
Sale, On (SeeOn sale)
Same attorney, interfering
F2To] o or= (o] T 2305, 2309.02
Same invention, Comparing foreign application............. 201.15
Sample |etter on citation of prior art in patent.................... 2205
SANCLIONS.....c.ceeeeerireeer et sss e ssesenans 410
Saturday, effect ontimefor reply.......ccovvevvcevvervcennne, 502, 505,
........................................................ 710.05, 2504, 2506
Scientific and Technical Information
(00 1 10= (5 [ T 901.06(a)
Biotechnology sequence listings.............. 2421.03, 2427.01,
................................................................ 2427.02, 2429
Foreign patents.........ccoeveeernenes 706.02(e), 901.05, 901.05(c),
....................................................................... 903.03, 905.06
HOUIS .t 1730
International applications.........c.cccoveeerecereene 1857, 1895.01
Literature CollECtION.........cccueeeureerireerrereseereeeseeeneieenas 719.05
Location and telephone numMber...........cccocevvvcennenenns 1730
Reexamination litigation search............cccoceeuveneee. 2240, 2286
Translation assistance..........ccccceeevveunne. 901.05(d), 901.06(a)
Scientific principle not patentable ............ccovvverren. 706.03(a)
Scope of claims......ccccovveeeererencenenn, 904.01(a), 2163.05, 2164.08
SCOPE Of ClaSS....ovieeerreece et 903.02(b)
SCope Of reEXamMiNGLiON........c.cvveerreeerreeerreeeerersesee e 2258
Screening new application for security review................... 115,
....................................................................... 706.03(b)
S | 604.01
Foreign appliCation.........ccccvveecnvencesesesesesesesens 602.04(a)
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Search---Sequence rules
Sec. No. Sec. No
NOL FEQUITed........ecreerreeerecereeeei e 604.01, 604.03(a) Searched DOX eNtries. ... 719.05
VENUE. ...ttt bbbt s b 604.02 SECIECY, iNQENETAl ......veeceeereeeerereee e enees 101
S = v 2 T Chapter 900 Secrecy of international applications...........cccccuvvuvvvvrvneee: 120
After reversal by Board of Patent Appeals and “Secrecy Order” application..........cccoeveeeeeerereneenenes 115, 120, 130
LRI R OINCES .o, 1214.04 ATOWANCE.......ceeeiecieeec s 130, 1304
Aidsin Scientific and Technical Information Center Appeal from SeCrecy Order..........coveeneeeeneerencrreneerecereeens 120
(1[0 T 901.06(a) Final FEECHION.......coeeeeeeeeeeeeeereree s 130
ANalOgOUS At AreaS........vvveerreeesenereesensessssesseseens 904.01(c) INtEITEIENCE. ..., 130, 2309.06
AP S e 902.03(e) PrOSECULION......ceeeiceeieeeteee e 130
Cards, subclass definitions..........ccoooeeoeeeeeeeeeeeree. 902.02(b) Review for Ssecrecy order.........iiciiiiinns 115, 140
Claim aNAYSIS......oovvvvvmeessmsmmmssssssssssssssssssssssssssssssssss 904.01 Security, Application affecting................. 120, 121, 130, 140
Computer Secret sale (SeeOn sale)
Databases (See Electronic databases) Security group, applications submitted....................... 120, 121,
Electronic documents................. 502,03, 707.05(€), 904.02(C) e 706.03(b)
FEE, PCT .ooovvvvvvvvveveeeeeesssssssssssssssssssssssssssssssssssssssssssssssss 1827 Security interest in patent, recording (See also Assignment).
ST A 004.02,904.02(8) e
Not to be given for patented inventions................. 1701 Security markings
File wrapper notation ...............cco........ 705.01(a), 719.05, 904 Security screening of new applications...............c... 115, 140
Incomprehensible disClOSUre...........rerreeeeeeeeerene 702.01 Self-addressed postcard (See also Postcard,
In Technology Center, by member of public............. 713.02 SElf-addresSsed ... 503
Informal appliCatioN. ..........ooovveeeeereeerreeeeesnen 702.01, 704.01 Sequence listing (See also Sequencerules).................. 2422.03
INPADOC ..ooovooooveeisnseseseesssssssssssssseseessssssssssssss 901.06(a) Database (See Sequencerules)
IO TEIENCE. ..vvvvvvvvvvevesvsvssssssssssssssssssssssssssssssssssssssnns 2301.01(b) HENA DEHVENY ....ooovvvvevviviissssssssssssssssssssssssns 2422.09
F1T=1 0= SO 502.03, 707.05(e), 904.02(c) Mail box (See a0 BOX, Mall)........covvvviiniiiiniiiinis 2422.09
MECHANIZEA .......oovvmreeeeseessesssesessssssssssssssssesssssens 719.05 SEALEMENES ..ooovvvverresrsrssssssnssinnnns 2422.06, 2422.07
Notesin classification definitions..........cc........cco.. 902.02(a) Sequence rules (See also Biotechnology)........... Chapter 2400
Notesin filewrapper ................. 705.01(a), 719.05, 903.07(a) Amendments to sequence listing and computer
Online database (See also Electronic databases) ............... readabl @ fOrmM.......ococcrnc s 2426
______________________________________________________________ 901.06(a), 902.03(e) Amino acid definition...........cooceveereenenninnienenn. 2422.01
OULTNING c.vovveeveeveeeeeeeeeeesseeeessessassssssssssssssssssssssessse 904.02(a) Applications affected, new applications.................. 242101
Patentability report ...........ooeeeeeeeeeerneeens 705.01(a), 705.01(b) AULNOTIN ottt
o 1O = L1 = ST 704.01 Background information
PrOCEOUNE ......cooeeeeeeeeeeesseeeeeeessssessssssssesenesssssssssees 704.01, 904 BoNAfide replY ...
REDOM w..vvvvvvvvvvvvssssseeeseess s sssssssssssssssssssssssssssesss s 1844 Box Sequence (See also Box, Mail)..........cccevreevreeces 2422.09
Requirements for information..................... 704.11, 704.11(a) Changesto rUIES........oc e 242104
RSt CtiON FEQUIFEMENt........vveeeoreeeeeeeeeesereeeeseesseeens 808.02 Coding regions, depiction Of ... 242302
SCOPE.....oormmmrrrvssssnssssssssssssssssssssssssssssssssssssssssssssssssssnns 2112 Compliance requireMent ..........c.coooocccccvevnenne 2422.01, 2429
Selecting pertinent referenCes ............oocnneeereene. 904.03 Computer readable form
THIC et 306 = [1111C 111 1| R — 2422.04, 2425
Unduly extensive and burdensome....................... 808.01(a), Database........ccccceervvune. 2421.01, 2421.02, 2421.04, 2422.01,
________________________________________ 809.02(d), 818.02(h) s 2422.03, 2422.04, 2423.02, 242402,
Search exchange, United States-Philippines.......cccoccvee... 1711 e, 2424.02, 2425, 2429, 2430
Search NOLES DOX ENLTIES ......vvvvererereresssseseeeeneeenesenneneenes Definitions for nucleotides/amino &cids.................. 242201
Search room, examiner’s use EffeCtiVE Aot 2401, 2420
SEarCh FO0M NOUFS ....ooooreeeeeveveceeeeessssseseeessssessssssnsn Exclusive conformance requirement......................... 242202
Search tools, aUtOMALed............ovvevveevvereresressressons EXtensions Of tIME.......c.ccevevrneerenenesereeneeeeeneeens 2421.03
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Sequences, restriction--Signature

Sec. No. Sec. No
Format and symbolS.........cccovnerrenecenrenennenns 2423, 2423.01 Shift Of @ ECHON......ceoeeeeeeeeeeee e 819
FOrm paragraphs..........oceerereeeeeeresesesesesessseesesesssessenens 242701 Shoes (See al'sO SEarch) .......occvveeeeverecesrseseeerereseeeens 901.07
Hand-delivery of sequence listings and Shortened statutory period (See also Period for reply;
computer readable forms..........ccccevecevnenniinnns 2422.09 Statutory period)......oevvevrveverenenesesesesenenens 710.02, 710.02(b)
Helpful hintsfor compliance...........cccouvvervevcrnencrnecenennns 2429 APPEAL....co s 1206, 1214.06, 1215.04
Informational requirementsfor Date of abandonment...........cccocevverrrnnerneenenenens 711.04(a)
sequence listingsS.....ccoceveeeeennne. 2424, 2424.01, 2424.02 DrawingsS....cccoceceveneeeennenssesessseesesessesenns 608.02, 608.02(a)
Mandatory information items ...........cccceeervuene. 2424, 2424.02 Extension of time 710.02(e), 1002.02(c)
Miscellaneous requirements, information................ 242403 Final rgleCtion.........cooceevervenerrenerneceneenneenne 706.07, 706.07(b),
New appliCationS......ccvcvevinvrieinnersieinnnsisinnneeeenn 282001 s 706.07(f), 706.07(g), 714.13
Noticeto COMpPlY ....cevevveeereieeerereseesirens Informal appliCation.........cceeeeveveceeresesessese s 702.01
Nucleotide definition..........c.coccerrencnnenecerereeeeeene Information disclosure statement............coveeeeerereneeeenenene 609
Numbering of SeqUeNCes.........covcinvvnivniinnernnennn 242302 INLEITEIENCE. ... 2307.02, 2363.02
NUmericidentifiers. ... 24824, 242402 - O8N oo 602.03
Official copy of sequencelisting......cccccevcvveicennennn 242204 QUAYIE o 714.14
PatentIn information.............cocecererenecerenenee 2263, 2265, 2273, 2285, 2286
Presumptions regarding compliance Statutory Invention Registration (SIR) ............... 1103, 1107
Previoudly filed identical computer readable Time limits COMPAred.........ccoevevereeneresrerereseeererenns 710.02(d)
form, referenceto......ovevvevcceseseeeeeee s 242205 Signatory Authority, FUll ... 1004
Replacement of sequence listing and Signatory Authority, Partial..........cccceeevvniievennenencncnesesencenn, 1005
computer readable form...........ooreenecnienseeenernenas Signature
Sample sequence listing .....cccovveenrereeenereeeereseeeees Alteration in specification signed.......c.cccoeveerrerenenn. 603.01
Sampl e statements AMENAMENT ... 714.01
Sanctions for failure to comply Signature improper 714.01(a) to 714.01(d)
Sequenceidentifier requirement..........ccooceverrercrrenees 2422.03 SIgNELUre MISSING ...ceeeeeeeeerreeereeerereesersesessesenns 714.01(a)
Sequence listing requirement............ooveerrereeerereeens 2422.03 Signed by applicant, not by attorney of record
Patent Cooperation Treaty (PCT)............... 1823.02, 1848, 714.01(d)
............................................................................... 2430 Signed by attorney not of record............c.ccceeevrvrnene.... 405
Sequence Presentation ...........enerenerseserneens 2423.03 APPHICANT ... 605.04
Sequences embedded in application text ................. 2422.03 Applicant changes name.......... 201.03, 605.04(c), 719.02(b)
Sequences iN drawings.......cceenreseeesesessesnesennens 2422.02 Applicant, international application...........ccccccvveeenne. 1820
Statement regarding content of paper and computer Applicant unable to Write.........cccceeeecceresnnnenns
readable COPIES.........ouvverrenerreeerierrieeneienns 242206, 2428 Application completeness
Statement regarding new matter...................... 242207, 2428 PN o ol NTos (0] gl 7= o= (=
Summary of reqUIremMEnts..........ccevveveeeresereesesenenns 2421.02 Attorney or agent not of record...........cccceovveverrerecrnnnn, 405
Variants of apresented sequence.........c.cocoevevererenene. 242203 Certification, effect Of.........cccovvvvvvvrs e 401, 410
Voluntary COmMPlianCe........ccveureeereerneenieeensrenseennas 242101 Continued prosecution application ...........cc.c.e..... 201.06(d)
WIPO Standard ST. 25, Appendix 2 Tables Correction Of NAME ......cccvveccerrecer e 605.04(c)
REPrOAUCED.......ocv ettt Divisional application, Omitted.........cccoceeverrrrennee. 201.06(a)
(O] 1= o [ Express abandonment............cccoeeevveienencsienccnnnns 711, 711.01
Sequences, restriCtion .........cverereneeerereneees Facsimile........coovveeeeeeeeee. 502.01, 502.02, 506, 605.04
SEITES COUES ...ttt ssesensenes Full, first or middle name..........cccoevvevenne. 605.04, 605.04(b)
Series of dependent claims Joint appliCations........coeeeevveeeerersseeesese s 605.04(f)
Series, Patent (See Patent: Series) Legal representative.........cooveevenieienenisnsncnssessnnens 605.05
Service of Citation iN PateNt..........coeereeereerneeeneeeeereeeeeenas 1921 Omitted from an application filed
Service of court papers on COMMISSIONEY .........coueveeererennens 1216 under former Rule 1.60........ccooveverrerncererereeenn, 201.06(a)
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Signing, continued prosecution application---Specification

Sec. No.
Required N every paper .......coeeenerernesernenas 402, 502.02
TIHEWIth oo 605.04(e)
Uniformity withname.........c.cccoeoevvecvcvnennas 605.04(b), 1503
Signing, continued prosecution application.............. 201.06(d)
Signing examiner’ sletter........cooovveneeene. 706.07, 707.08, 707.09
Signing fil@ WIapPEN ......ccvereeeeererseseereseseeesesesseeesesennens 1302.13
Simultaneous issue of Patents .......ccccovvevreeerereierrerennens 1306.02
Single meansclaim.........cccoovvevvvressnessesenenns 2164.08(a), 2181
Size of paper (See Paper size)
Sketch of proposed drawing change.........c.cocoeeeeuvene. 608.02(v)
Sketch of subject matter of claims
Small BuSINESS ACE ...,
Small Business AdmINistration ...........cccevveeererenesennenes

Small entity status (See also Fee)
Change of status

Claiming SatUS.........ovueevereverivirereressesese s
Continued prosecution application..................... 201.06(c),
............................................................................... 201.06(d)

DEfINITION ...t 509.02
FOES. ..ttt 509.02
Government organi Zations...........ceeeeeerreerneerreenneens 509.02
I MProper PAYMENL.......cccceeeeereereee e 509.03
Independent iNVENLOX .........cccceveeeeevereseeereee s 509.02
MaintenanCe fees ........oorrrrrnenesseeerereeiens 509.03, 2550
Nonprofit organization............cooeereeeerereeenenas 509.02, 509.03
REFUNG....oee e 509.03
Small bUSINESS CONCEIN ...t 509.02
Statement VErified ... 509.03
Transfer of invention rightS.......cccovenecncnicnneeens 509.02

Soft COPY, Ordering......cccccvuviveereresererereseneresssseeresssssesseees 905.02

Sole inventor appliCation .........cceveeeceneseesesensseseseenens 201.01
Changed from JOINt.........cocoevvevvrrrsr s 201.03
Changed t0 JOINT ..o s 201.03
Changed to other sole inventor...........ccccovveeerrenneens 201.03
Continuation of JOINt.......ccccerverrenrerce e
Continuation-in-part of joint
DivisSion of jOiNt ........coovveereneenecenieene

Soleinventor inoriginal 0ath ..........ccoeeeevvencesnensesereneeeens

Solicitor’s Office (See Office of Solicitor)
Sources of information to disclose.

Special appliCation ..........ccveeerreerereerereereeereeereees
Accelerated examination.............evereeereceneeereeenneenens
Allowable application, except for form.................. 707.07()),
................................... 710.02(b), 714.14, 1301
Appealed appliCation..........ocreeereeeneeeenerernsieeseeeereens 1204
Applicant’sage, health...........cccoovververrccrnenccrrees 708.02
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Manufacture
Petition to make.........cccoeevveevnncncinnenan 708.02, 1002.02(c)
REEXBMINGLTION ...t 2261
Reissue application .........coccevneeerereseeenenens 706.03(x), 1442
Remanded by Board...........ccoeeeeevevcseenenesereeeienne 708.01
Revived appliCations.........ccccvvnenenesesssnnnenns 711.03(c)
SUPErCONAUCLIVILY ....vvcereeereereereeereeeee s 708.02

Specia examining ProCeaUIre ..........ccovvvreeerererneeerereneeenens 708.02

Special Program Law Office (See Office, Specia Program

Law)
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.............................................. 240603, 2407.01, 2407.03
................................................... 2411, 2411.01, 2411.02
.................................... 2411.04, 242203, 2422.08, 2753

....................................... 201.04(b), 506, 601, 601.01(d)

........................................... 601.01(f), 601.01(g), 608.02
35U.S.C. 114 Reproduced .........coccereerreeeereeeereeeenenens 608.03
35 U.S.C. 115 ReProduced ........cccovrvererererenseeerereseeerenenes 602
Cited 201, 201.04(b)

.................................................... 201.06(a), 601, 601.05

................................ 604.06, 605.01, 605.04(a), 1893.01

....................................................................... 1893.01(e)

CIted covveereeeeeeesseeesssen 201.03, 409.03(3)

.......................... 409.03(i), 605, 605.04(a), 605.07, 1402
.................................................................. 1481, 2132.01
............................................................. 2137.01, 213801
35U.SC. 117 Reproduced .............. 409.01(a), 605.07, 804
0= D 409.03(c)

35U.S.C. 118 Reproduced .........oooo..... 409,03, 605.04(a)
(1L s 409.03(b)
.......................................... 400.03(f), 409.03(i), 1412.04

.............................................................. 103, 201, 201.03
.......................................... 201.04(b), 201.06, 201.06(a)
.......................................... 201.06(b), 201.06(d), 201.07
.................................................... 201.08, 201.11, 201.13
.......................................... 201.13(a), 201.13(b), 201.14
...................................... 201.14(a), 201.14(b), 201.14(c)
.................................................... 201.16, 202.02, 202.03
................................................................. 306,01, 502.02
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................................................... 505, 506, 510, 512, 601
.......................................... 601.01, 601.01(b), 601.01(c)
............................................... 601.05, 605.07, 608.01(p)
.......................................... 706.02, 706.02(a), 706.02(b)
..................................................... 706.02(1), 706.02()(2)
................. 709, 710.05, 711.03(c), 1302.04, 1402, 1410
.............................................. 1417, 1444, 1481, 1502.01
.............................................. 1504.02, 1504.10, 1504.20
................................................... 1613, 1810, 1893.03(c)
1895.01, 1896, 2127, 2136.03, 2136.05
................................ 2137.01, 2138, 2138.06
................................ 2163, 2163.03, 2163.05
................................ 2163.07, 216501, 2258
........................... 230102, 2305.04, 2308.01
................................ 2363.03, 2424, 2424.02

35U.S.C. 119(g) Cited ............ 715, 715.07(c), 720, 201.13(b)
IS URSTORN KL (o) N 011 < o I 201.13
35U.SC. 119(¢) Cited ....coovrrrrrenees 201, 201.06(d), 201.04(b)
........................................................................... 201.14(a), 506, 601
.................................. 601.01, 601.01(c), 605.04(a), 1504.10
35U.SC. 120 Reproduced ............... 201.04(b), 601, 1504.20

............................................... 201.03, 201.04, 201.04(b)
........................................... 201.06, 201.06(a), 201.06(C)
............................................... 201.06(d)), 201.07, 201.08
............................................... 201.11, 201.11(a), 201.13
.................................. 201.13(b), 201.16, 202.01, 306.01
............................................ 506, 601, 601.01, 601.01(a)
....................................... 601.05, 602, 605.07, 608.01(p)
.................................................... 609, 706.02, 706.02(b)
.................................................... 706.02(K), 706.02(1)(3)
.................................................... 706.07(g), 707.05, 709
711.02(c), 711.03(c), 711.06

.............................. 719.02, 802, 803.03, 804

.......................................... 121601, 1302.04

........................... 1302.09, 1402, 1410, 1481

................................ 1490, 1502.01, 1504.20
................................................... 1601, 1810, 1893.03(c)
........................................................ 1895, 1895.01, 189
.............................................. 2136.03, 2137.01, 2138.05
................................................... 2138.06, 2163, 2163.03
................................................... 2163.05, 2165.01, 2172
......................................... 2217, 2258, 2301.02, 2363.03
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.............................................. 2424, 2424.02, 2504, 2701 crerereennsesnneeensenensenenenennennens 1009, 2000.01, 2163, 2163.06
35U.S.C. 121 Reproduced ........ccoceveveereeereeerenns 802,804.02 2165.01, 2254, 2258, 2270
Cited 200 2404.03, 2406.01, 2411.01, 2422.07, 2730
..................................... 201.04(b), 201.06(c), 201.06(d) 35 U.SC. 133 Reproduced .........cccoeereueerennenn. 707, 709, 2268

.................................... 201.11, 202.01, 506, 601, 601.01 Cited , 508.04, 513, 706.02(c)
.................................................... 601.01(a), 601.05, 602 ceneermerennenennenneneneneneeennes 110, 710,01, 710.02, 710.02(b)
.......................................... 605.07, 706.02(k), 706.07(0) ceneeneennnn. 110.02(d), 720.02(€), 711.03(c) , 1002.02(b)
.................................................... 709, 711.03(c), 802.01 et 2233, 2254, 2268, 2411.03
.................................................... 803.01, 803.03, 803.04 PRSP o
............................................ 804, 804.01, 804.02, 804.04 35 U.SC. 134 Reproduced .......occveeneeeeneenensereerneennen. 1205
................................................ 805, 806.04(a), 808.01(a) Cited ....coovevveerireinnnn 714,03, 720.05, 1205
.......................................... 808.02, 809.02(a), 809.02(b) ceereernenennnneeneeeneneneenenns 1216, 1701.01, 2273, 2340, 2720
..................................... 809.02(c), 809.03, 809.04, 1481 35U.S.C. 135 Reproduced ........cocceveeereererrenenenennene. 2300.01
................................................... 1504.05, 1504.06, 1601 Cited ... 201, 201.04(b)
.............................................. 1875.01, 1895.01, 2301.02 cereenere e D02.01, 512, 601, 706.02
....................................................................... 2434, 2701 <....1002.02(f) ,1203, 1216.01, 1305, 1449.02
35U.S.C. 122 Reproduced ........ccoveeeereeereenes 101,817,82L.04 s 1504.02, 2131, 2138.01, 2138.02
Cited 101,102 2217, 2258, 2284, 2300.01
.......................... 103, 110, 201.06(b), 201.06(d), 301.01 cereenere e 230102, 2304, 2305, 2306
...................................................... 402, 405, 502.03, 503 et 2300.01, 2307, 2307.02
............................................. 506, 601.01, 610, 706.02(f) rererrenerennteennenessneesnee e 2308.01, 2308.02, 2309
............................................ 706.02(i), 706.02(k), 711.01
............................................... 711.03(c), 711.06, 715.05 ettt 2309.02, 2361, 2363.03
............................................... 724.03, 724.04, 724.04(3) 3BHU.SC. 137 Cited ....ccoeeveeverereeireenee. 150, 711,01, 715.05
.................................. 804, 804.03, 901.02, 901.03, 1001 35 U.S.C. 141 ReproduCed .......cocoeveeerererrerernerenenenenn. 1216
.................................................................. 1002.02(k)(2), Cited ..o 1214.07
........................................................ 1101, 1208, 1502.01 e 1216, 1216.01, 1216.02
.............................................. 1601, 1803, 1895.01, 1896 retreetnere sttt 2203, 2279, 2358, 2361
................................................... 1901, 1901.05, 1901.07 35U.SC. 142 Reproduced ...........cc.uu.......... 1216.01, 2363.03
.................................................................. 2136, 2136.03 Cited ... 1002.02(K) (3)
........................................................ 2304, 2307, 2307.02 35 U.SC. 143 Reproduced ........ccccveeereenenee.... 1216, 1216.01
................................................... 2307.06, 2410, 2410.01 35 U.SC. 144 Reproduced .......cocoeveeereereneeneneinennnne. 1216.01
.................................................................. 2422.04, 2435 CIted o 2358
35U.SC. 122(b) Cited........coneeecee. 706.02, 706.02(a), 1504.02 35 U.S.C. 145 Reproduced ..........covereneereeereeceneecnneeennens 1216
................................................... 1857, 1857.01, 1901.05 Cited ... 1002.02(K) (3)
................................................... 2131, 2136, 2217, 2258 1214.07, 1216, 1216.02, 1701.01
............................................................................ 2300.01
35U.S.C. 131 Reproduced ..........ooeereeerieeerieeereeneseneneenens TOL e 2273, 2279
L1 = T 201, 201.04(b) 35 U.S.C. 146 Reproduced ..........ccoverrvereerreresreererenens 1216
e 601, 704.10, 2000.01 Cited oo 1002.02(k)(3)
35U.SC. 132 Reproduced .........ccocueenee 706.03(0), 706.07(h) s 1216, 2358, 2360, 2361
Cited ..o 201.06(a), 201.06(d) 3B U.SC. 151 Cited ....oceeeerrrecerenene 203.07, 706.07(h), 709,
................ 502.03, 608.01, 608.01(b), 608.01(n), 608.02 TP RTRRRORRY 4 L0 N 4 [0 X0 24 (5]
............................................... 608.04, 704.10, 706.02(c) ceereretneieenstesnstesnstnesssensssessssssnesssnenssneenenees 111.03(C), 1306
...................... 706.03(0), 706.07(g), 706.07(h), 1411.02
.............................................. 1503.01, 1503.02, 1504.04 ettt en s L300y 2208, 2363.03
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INDEX

Statutes--Statutes
Sec. No Sec. No.
35U.S.C. 152 Reproduced ........cccoeeereeerenereenersenesenennenens 307 B Y RSO 21 K O] ' [ 101, 110
35U.S.C. 153 ReEProduCed .........coveerereereeereeereseereeeeneenens 1309 115, 120, 140, 706.03(s), 1001
35U.S.C. 154 ReproducCed .........ccooveveeeeenereeeeeserseseesreens 2101 e ———— 1002.02(c)(1), 1504.02
(O] (o TP 101, 110 35 U.SC. 182 Reproduced .........cccoeveerenenee 901.03, 706.03(s)
......................................................................... 201.04(b) (O] (o TP 7 O |
......................................................... 201.06, 201.11, 301 35 U.SC. 183 Cited .....coverreerrecreeerieereieeneineneennnn. 140, 1101
............................................... 508.04, 601.01(d), 706.02 35U.SC. 184 Reproduced ..........ocevevevevcreerenennnnn. 120, 140
.......................................... 706.02(n), 707.05, 711.03(c) Cited ......coevvveneene.. 706.03(8), 2002.02(c)(1)
....................... 804.02, 1211.03, 1893.03(a), 2141, 2701 35U.S.C. 185 Reproduced ...................... 115, 140, 706.03(s)
........................................................................................................... Cited ....covvvrecrrieeeieecinennnn. 140, 706.03(S)
2710, 2720, 2730, 2751, 2753, 2758 35 U.S.C. 186 Reproduced ..........ccoveerereerencenes 140, 706.03(s)
35U.S.C. 154, former, Reproduced..........cccoevvreeninnnnnn 2720 CIted .o
35U.S.C. 156 Reproduced 35U.S.C. 187 Reproduced
................................................... 2752, 2755.01, 2755.02 35U.S.C. 188 Reproduced
Cited ..o 1002.02(b), 1857, 1857.01 35 U.SC. 201 Cited ....ocvreerreeirerireerereireeireneinas
......................................... 2701, 2720, 2750, 2751, 2752 35 U.S.C. 202 CIted ....cueeeereereeereeereserees e seeeeenes
......................................... 2753, 2754, 2754.01, 2754.02 35U.S.C. 251 Reproduced
.............................................. 2754.03, 2755.01, 2755.02 Cited .................201.06(c), 608.04, 706.03(x)
.............................................. 2756, 2757, 2757.01, 2758 cernereenennenenenenens 1101,1305, 1401, 1402, 1403
............................................................. 2759, 2760, 2761 ceererernenennneeenereeneneneneneenen 1410, 1411, 1411.02, 1412.01
35U.S.C. 157 ReProduCed ........cccoeevermererrereeeresereesennenens 1101 e 1412.02, 1412.03, 1412.04
Cited ..o 201, 201.04(h), B0L e 1414, 1414.01, 1415.01
......................................................................................... 1111, 1513 e 1443, 1444, 1448, 1449.02
35U.S.C. 161 Reproduced .........ccoceeeveerereerensereeereneereenens 1601 e 1450, 1451, 1455, 1490
(O] (= o 1601 et 2012, 2012.01
............................................. 201, 201.06(c), 1604, 1612 cereeneenerene e 2022.00, 2163, 2163.06
35U.SC. 162 Reproduced ............. 804, 1605, 2105, 2403.02 s 2165.01, 2250, 2250.02
(O] (<o EO U 1605 e et 242207
................................................ 601.01(e), 1608, 2403.02 35U.S.C. 252 Reproduced ........c.coeovevereerennennn.. 901.03, 1460
35U.S.C. 163 ReProduced .........ccovvrveeerererenererereenenerenens 1601 101 = [ 1460
(@) = o [T 1601 35U.SC. 253 Reproduced ..........ccoevrveveeerrereennns 1490, 2293
35U.S.C. 164 Reproduced .........ccocvereerereerenseresereneeneenens 1608 O] (o [P 1490
(O] (= o 1608 35 U.S.C. 254 Reproduced ........oovveevereerereenennes 804.02, 1480
35U.SC. 171 Reproduced ........... 1501, 1612, 2105, 2403.02 CIted .o 1480
Cited .............. 101, 201, 201.06(c), 601.01(e) 35 U.S.C. 255 Reproduced ..........ccoverreveerernereseeererennens 1481
................................................... 1101, 1502.01, 1503.02 Cited ..o 20113, 201.14(Q)
.................................... 1504.01, 1504.01(a), 1504.01(b) reereeenesesnntesssssestsesssssssnsessssssnssessssesssnenesnnsesns 1481, 1490
................................................... 1504.01(c), 1504.01(d) 35 U.S.C. 256 Reproduced ............... 201.14(c), 201.16, 1481
......................................... 1504.01(e), 1504.02, 1504.03 Cited .o 1402
................................................... 1504.05, 1504.06, 1512 ceererernere st 20103, 1412.04, 1481
35U.SC. 172 Reproduced .........ccoceeenee 804, 901.03, 1504.02 35U.S.C. 26 Reproduced .........coovveeereeeeneeeennenensenesenenees 602
Cited ....cvevnnee. 201.04(b), 201.13, 201.14(a) CIted . 1893.01(¢)
............................................................. 1504.10, 1502.01 35U.S.C. 261 Reproduced ..........ccoeverveveerererenereneennnn. 301
................................................................ 1504.02, 1504.10, 1504.20 Cited .o 301
35U.S.C. 173 ReEProduCed ........ccveeververerrereeerereereneesnenens 1505 35 U.S.C. 262 Reproduced .........ooeveeeerrerernenens 301, 706.02(j)
Cited ..o 1502.01 35 U.S.C. 267 ReProduCed .........ooereeeereeemneeeeneeeererneernenens 710
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Statutes---Statutes
Sec. No. Sec. No
(O] (= o 1002.02(C)(1) et nnes 2217, 2258
35U.S.C. 271(g) Reproduced ........ccccovrereeerene. 710, 1412.03 35U.S.C. 361 Reproduced ..........ocoveererereeererenenererennens 1805
Cited ..o 1412.03 CIted .o 1801
35 U.SC. 271 CItEd ..t TI01 e 1803, 1805, 1810, 1862
35U.SC.282 Cited ..o, 311, 706, 706.02(j) 35 U.S.C. 362 ReProduced .........occevvrerrererererreneerennenenes 1840
.............................................................. 1412.03, 1701, 2258 Cited ..o 1840
35U.SC. 286 Cited .....ccveeeereeerrernenee 706.02(n), 716.07, 2204 35 U.S.C. 363 Reproduced ..........ccveeneeeeneeneneenens 1810, 1862
35U.SC. 289 CIted ..ot 1101 Cited oo 201.06, 201.06(d), 201.07
35U.S.C. 290 CItEd ..oveeeeeereeerreeereeseseeseseese e 2207 s 201.11, 201.11(a), 506, 601.01
35U.SC. 291 Cited ... 706.02,1449.02 601.01(a), 605.04(a), 706.07(h) , 1504.20
................................................... 1504.02, 2131, 2138.02 1803, 1893.03(b), 1895
................................................................................................................ 1895.01, 1896, 2504
35U.S.C. 292 CItEd ..o 35U.SC.364 Cited ..o esneeenes 1862
35 U.S.C. 293 Reproduced 35U.S.C. 365 Reproduced .........cccovvereveeererenrenenn. 201.13(b)
35 U.S.C. 294 Reproduced Cited .o 201, 201.04(b)
Cited ..o 3L s 201.06(c), 201.06(d), 201.11
35 U.SC. 301 Reproduced .....oocovvvvcvineenennen 710002, 2202 s 201.11(a), 201.13, 201.13(b)
Cited ..o 2202 e 201.14, 201.14(a), 201.14(c)
..................................................................... 202.01, 502.02, 506, 601, 601.01, 601.01(a)
3B U.SC. 302 Reproduced ......coocveeveeennee. 2210, 2240, 2254 e 601.05, 602, 706.02(1)(2)
Cited o F0L, 1216 s 706.07(g), 709, 711.03(c)
.............................................................................. 715.07(c), 803.03, 804.02, 1002.02(p)
........................................................................................................... 1481, 1601, 1893.03(c)
35U.SC. 303 ReProduced ......cccovvvvvvcnninneeneeeeneen 2240 e 1895, 1895.01, 2136.03, 2163
Cited oo 804, 2200 s 2163.05, 2301.02
................................................... 35U.SC. 368 Reproduced ......................201.04(b), 601, 110
............................................................. CIted .o 1832
35U.S.C. 3038 Cited ....coveuereeereerireerereesereeseseeseeese e 35 U.S.C. 371 Reproduced ..........ceneereneerenserenrenennens 1893.01
35U.S.C. 304 Reproduced (1] 1o I 120, 201.03,
Cited ..o 2208 s 201.04(b), 201.06
............................................................................................. 201.06(c), 201.06(d), 201.07
35U.SC. 305 Reproduced ......ccoveeereeenen 2264, 2263, 2285 s 201.11, 201.11(a), 201.13
Cited oo L2202 s 201.14, 201.14(a), 201.14(b)
................................................... 1490, 2209, 2242, 2246 cererenerenerenenne e 201.14(C), 506, 509.01
......................................... 2250, 2254, 2258, 2261, 2265 cereernerennenesne e 00101, 601.01(8), 602
............................................................................... 605.04(a), 608.01(b), 609
35U.S.C. 306 REProduced .....cccovvvcvvvcviincnnennnn 1216, 2295 e 704.10, 704.11, 706.02
Cited ..o 1208, 2273 706.02(a), 706.02(i), 706.07(Q)
35 U.S.C. 307 Reproduced 801, 802, 803.04, 901.03, 1002.02(p)
Cited oo 2280, 2293 e 1803, 1805, 1828
BUSC 3L Cited .o 1205, 2287, 2288, 2295 e 1832, 1850, 1875.01, 1879.03
BUSC. 35CIHED .o 101, 1216, 2201 e 1893, 1893.01, 1893.01(a)
35 U.SC. B CIE ..o 22000 e 1893.01(8)(1), 1893.01(a)(2)
35U.SC. 351 Cited ..o 706.02, 706.02(2) 000 e 1893.01(b), 1893.01(b)(1)
........................................................ 1504.02, 1802, 1853 cerenrennrennnsnensenessnsesneeenenennen 1893.01(0)(2), 1893.01(d)
.............................................. 1857, 1857.01, 2131, 2136 e 1893.01(€), 1893.02, 1893.03



Statutory authority of Commissioner--Submission to Patent Security Group

Sec. No.
................................................... 1893.03(a), 1893.03(b)
................................................... 1893.03(c), 1893.03(d)
................................................... 1893.03(e), 1893.03(q)
................................................ 1895, 1895.01, 1896, 201
.................................................................. 2136.03, 2422
.................................................................. 242207, 2504
35U.SC. 372 CIted ... 1875.01
35U.S.C. 373 Reproduced ........ccccovmeenerennnreeninnenns 1810
(O] (= o 1805
35U.S.C. 374 REProduced ........cccovevvererererenererereenenerenens 1857
Cited ..o, .110, 1857.01
40 U.S.C. 486 Cited.....coovereeereerreeereeireneereeeseieeseeseseesessenens 510
V2 O RS Y O ) =0 S 120
42 U.S.C. 2014 Cited.....ooeverrecrreerreerreeereeeeneeeeeeeens 706.03(b)
42 U.SC. 2181 Cited......coveerererrererrenene ....120, 706.03(b)
42 U.S.C. 2182 Reproduced .........ccccvrereeererernrneninrennrerenennns 150
(O] (o 115, 150, 151,
.................................. 706.03(b), 1002.02(c)(1)
42 U.S.C. 2185 Cited......ooeeveereerreeireeireeireeeneieeeieens 706.03(b)
42 U.S.C. 2457 ReProducCed ..........cccvrererererernrnreierennrnrenennns 150
(O] (o 115, 150, 151,
.................................................... 1002.02(c)(2)
Statutory authority of Commissioner..........ccooveeeerereceenne, 1001
Statutory bar........cccceeeeerennen. 706.02(a), 2133 to 2133.03(e)(7)
OVErCOMING ...eovrverereseereeeeeieeseesss e sesesseaees 706.02(b)
Rule1.130 not available...........cccveneecnrecenieniesereeienes 718
Rule1.131 not available. ... 715
Statutory classes of invention, utility.........ccccceveneeee. 706.03(a)

Statutory disclaimer (See Disclaimer; Terminal disclaimer)

Statutory Invention Registration (SIR)
Defensive publication compared.........cccccceieeenrennnn
EFfECE OF ...t
EXAMINGLION......coeeriirecreereeeeeeieeei s
Provisional application ..........cccevevveevevencernesessesenenens
Publication Of ..........covverrencennecene

Statutory Period) .......c.veereeereeceneeemnneennsennnas 710.01, 710.01(a)
Abandonment for failureto reply.............. 711.02, 711.02(a)

COMPULED.....coeirreiereeereeeesie e 710.01(a)
Date from which period runs...........ccccvveevvrerecenirenes 710.06

l-113

Sec. No.

Date of abandonment............ccveeererneenereeneneeneeenes 711.04(a)

INEEIfEIENCE......coieeeeeee s 2315, 2363

Not extendible ... 710.02(e)

Postal Service EmMergency ......ccoverereressesesesesesesesesesenes 511

Property rights Statement...........ccvevveerereneneeneeeneennsenns 150

REEXaMINGLION ...t 2265, 2272

Secrecy order application.........cccoceevveneenesesseeseseeeens 130

Shortened statutory period (See Shortened statutory

period)

Two periodsfor reply et ......coovvevevreneee. 710.04, 710.04(a)
Stay Of reeXamination..........cccceereeeenrensee e 2285
Stay Of FEISSUE .....cuecirrrree s 2285
Stockholm Revision, Paris Convention (See also Treaties).....

....................................................................... 201.13(a)
Strasbourg Agreement (See also Treaties)........coeveenne. 903.09
Stays considered in litigation...........ccccoeeveeeinceninenenas 1442.05
StayS AeNied........cceieeeieeieee s 1442.05(b)
StayS granted........coveevvereeerrereeeee s 1442.05(a)
STIC (See Scientific and Technical Information Center)
Subclass, list of patent NUMDErS.......cccoveererirrererinene. 902.03(c)
Subcombination

Aggregation and.........cceeeeererereeereneseseseseseeenenens 806.05(a)

Combination and.........ccccoveeuneee 802.01, 806.04(c), 806.05(b)

NOL QENENIC ... 806.04(c)

SPECIES ...t 806.04(b)
Subgeneric Markush claims..........cocooeerrennennennennns 2173.05(h)
Subject matter, NONStALULONY .......ccceveeerrerecreirerereeenne 706.03(a)
Subject matter combinNations.........cccoceevvererereneresereenen. 903.02(b)
Submission of amendment or showing of facts after Board
ECISION....oiiiireere bbb 1214.01
Submission of patents or publications, third party ............ 610
Submission to classification unit

Classification of application.................. 903.08(d), 903.08(e)

Patentability report ........ocoevveeecnrerrerereseseeseseeens 705.01(a)
Submission to Drafting Review Branch

Cancellation of fiQUIeS.........cccevveeevvsssssessiniens 608.02(t)

Rearrangement of figures ..........cccoveencrieenieeennenens 608.02(t)

Return of drawing........cceceevveeecnvencssneseseseeenns 608.02(y)
Submission of prior art by applicant..........ccccoeeeeeee. 707.05(b)
Submission of information by applicant................... 704.12(b),

..................................................... 704.14(b), 707.05(b)
Submission to Patent Security Group

Atomic Energy SECUrity reVIieW .........ccceevevecereerereeesnnens 115

Confidential application or Papers........ccvvvevverererererenns 121

Defense invention SECUrity reVIeW .........oceeneecenneennns 115

Secrecy order application...........ccoveeevereenerensninnnens 120, 130
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Subpoena by court, Application file---Term, Patent

Sec. No

Secret application OF PAPEYS........cewreeerreerreerreesreeeereenes 21

Security determination..........ccooeeveirrereeennereeenenenes 115, 140
Subpoena by court, Application file........ccoooveevevrennas 1216.02
Subpoena of EXaMINEY........ccccvevrenineeesseeeeeeeeeeeens 1701.01
Subscription correspondence address...........ceeen. title page
Substantial new question of patentability................ 2216, 2242
Substitute application (See also Application)

ASSIGNMENT ...t

Copendency 1aCKIiNG........covueieernireeerneerseerneerreeneens

DEfINITION ...t

Does not carry ownership from parent

File wrapper NOtation ..........cccceeeereeeneeseeseseesenns

Reference to parent application

REFIE..e e
Substitute attorney or agent.........ccocecevvereesvereesesesseens

Substitute for missing hard copy
SUDSEItULE 08N ...

SUDSEItULE PAGE. .. .ecerereeeererererree e sesseeesesssssesseees

Substitute specification.......... 608.01, 608.01(q), 714.19, 714.20
Amendment incorporating ...........c.ceveeae 714, 714.19, 714.20
NEW MELLET.......coeeeeeeeieerieieeireeee e

Sufficiency of disclosure affidavit
Suggested claims, Failure to make

Suggested claim made after end
Of StALULOrY PEriod........ooeereeeereecereerreeeer s 2305.03
Suggestion of alowable claims
DY EXaMINEN ... 707.07()), 713.01
Suggestion of claimsfor interference............... 2305to 2305.04
Suggestion of claimsfor interference,
HIME HMIT..co s
Summary of action PTOL-326
Summary of interview..................
SUMMary Of INVENLION........ccreerreeerrereeree e
Sunday or holiday, effect on timefor reply .......ccccoeverveneee. 502,
.................................................................... 505, 710.05
Sunday or holiday, effect on reference....................... 706.02(a)
Supervisory applications eXamMiner .........c.covereeeereeeerneeens 71413
Supervisory patent examiner .................. 705.01, 707, 707.02(a),
....................... 713.01, 708.03, 713.08, 714.05,
.................. 714.13, 714.16, 714.16(d), 714.18,
............................. 812.01, 903.08(b), 1208.02,
.................................................. 1214.07, 2233,
............................................. 2237, 2238, 2248
Petitionsdecided Dy........cccoeenvcienncsneinicinnnnns 1002.02(d)
Supervisory review, Rule 1817 .......cccocovvereceneeenieenn: 711.03(d)
Supplemental aCtioN..........cooveevereneereresnererenens 710.06, 714.05
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Sec. No

Supplemental examiner’ s anSWer ..........c.coceverenee. 1208.03, 1211
Supplemental oath or declaration ...........ccoevveeeenereeenrennens 603
After alowancCe........oceecevvevccnereceereseseens 603.01, 714.16
NEW MELLES ... e 608.04
REISSUE.....ce e e 1414.01

Surcharge for late payment of fees
in international application

Surrender Of Patent ........ccceeeevreierereercreece s
Suspension
Applicant’ SrequUESE fOr.......ccvernerenreee s 709
Decided by......ccoevvvcevviecreeecs, 709, 1002.02(c), 1004
Deferral of eXamination ...........cccvveecnnenesneseneeseneneeas 709
Ex parte prosecution during interference...........c.c.c..... 2315
Not permitted if outstanding Office action..........cc.co..... 709
Of action, because of litigation..........c.cceevevererccrrerenenn. 1213
Of action, by Office...........
Overlapping application
ReeXamination ............o.cveeeeneeenerneneenenns
Request for, iN CPA ...t
Request for, INRCE ...
RUIES ...t
Secrecy order application...........ooveevereerereneeninenenns 2309.06
Swearing back of reference (See also Affidavit)..................
............................ 706.02(b), 706.02(f), 706.02(k), 715
SYMDBOIS, DIAWING ..ot 608.02
T
Technical dOCUMENLS.........ccceuveerenerecee e 901.06(a)
TechniCal rgJECtIONS.........cocrreerreerreeree e 706.03
Technical support staff duties (See Manual of Clerical
Procedure)
Telegraphic amendment ........cccccceveveceinesesseeeree e 714.08
Telephone call, multiplicity rejection...........coveeneee. 2173.05(n)
Telephone NUMDESS ..o s 1730
ATLOINEY ..ot 408, 713.01, 714.01
EXAMINGS ..ottt 707.08
General iNfOrmMation ..........ceeeeeerrencrenrereeeseseee s 1730
USPTO ClOSINGS...coouurerenrerererreseeresnessssessssessessssessssens 201.13(a)
Telephoning of attorney to examiner...........ccceee..... 408, 713.01
Term, Patent ... 201.11, 707.05, 2701
Adjustment Of ........ccovenrrnrrereereerens 2701, 2710, 2730
(€770 0T (S o] T 2730
CONLINUBLTON.......cocueeeiieeireiereiseeereeeeeeseie e 201.07
ContiNUati ON-iN-Part.........ccoeeeeevereeeenereeeeseseeessenens 201.08
Continued prosecution application ...........c.coeneeenne. 2701



Terminal disclaimer--Title report

Sec. No
Deposit of biological material ..........ccouverveernecrrecenennes 2408
DESION ..ottt 1502.01
DIVISIONAL ..ot 201.06
Extension under 35 U.S.C. 156
FDA regulatory review and ...........cccvevereereeenee 2750-2758
Deadline.......ccveenieriereeeeeeseeees 2754.01-2754.03
Duty of disclosure and..........c.cccoevuvvvverrerescrernenns 2762
Interim extension ..........ecoeeenececenen. 2755.01, 2755.02
Specific Products
Animal drugs.......coeeeeeverervenne e 2750, 2751, 2758
Antibiotic drugs......ccoovveveeverecrrenceenn, 2751, 2758
Color additives................ 2750, 2751, 2754.01, 2758
Food additives................. 2750, 2751, 2754.01, 2758
Medical devices..........ccou.... 2750, 2751, 2753, 2758
Veterinary Biological Products..........cccceeeeeeuverecenne,
2750, 2751, 2756, 2758
.................................................... 2761, 2764
....................................................... 2710
............................................................................ 901.05
................................................................................. 20111
.............................. 201.04(b), 201.06,
............................................................... 201.07, 201.08
706.07(g), 803.03
..................................................................... 201.11, 2701
Terminal disclaimer (See also Disclaimer).......c.covevvevcenenee 1490
Avoiding double patenting rejection................... 706.02(k),
......................... 706.02(1)(3), 804.02, 806.04(i)
Certificate of correction and...........c.coccerereneecunenen. 2701, 2720
FOIMEL.......coooeceeerecee e 711.03(c), 1490
In continuing applications
New TD required
Except in CPA
INFOrMal MEMO ...
RCE does not nullify
REISSUE.....cecireeireeereirereeiees
Required for revival
ROULING. ... ettt
Situations where not applicable ..........ccoevveerrenreens 804.03

Withdrawal of

Terminology in application 608.01(g), 608.01(0),

........................................... 706.03(d), 1302.01

Termination of proceedings...........ccoeveveveeene 201.11, 711.02(c)

TESS (Trademark Electronic Search System) ... 1703

TEeSt COMMENLES......ccveeeeieirereeirreeee e 707.07()
Testamentary, Letters (See a'so Administrator or executor)

....................................................................................... 409.01(b)
l-115

Sec. No.
Testimony, EXAMINES .........ccocrrerrerreneeree e 1701.01
Testimony, public use proceeding .......cccovevererereeerenenns 720.04
Tests, comparative (See also Unexpected
FESUIES) vttt ettt nenas 716.02(b)
Third 8CtioN CASES.......couvreerreerreerree e 707.02(a)
Time and Activity REPOIt.......coovevvererrrereeerereneens 1704, 1705
Timefor claiming benefit of earlier application............... 20111
Time for deciding Commissioner
initiated reeXamination..........ccccevereenereneesesesenseeseseeeeeene 2239
Timefor deciding reexamination request............cceevereeeee. 2241
Timefor filing papers, right of priority.........ccccceeuue... 201.14(a)
Timefor filing PELitiONS.......ccocoevvrerererrerer e 1002
Time for requesting reexamination...............coveeeereenes 2210, 2211
Timefor reply (See also Period for reply) ............... 702.01, 710
Timefor reply to action in reexamination............cccccveveeeee. 2263
TIMEIMIT e 710.02, 710.02(c)
For making suggested claims.........ccocveveneeenieenes 710.02(c)
Interference.........ccoeneeneeneneenencrnenns 2305.01, 2305.02, 2321
International search report .........ccoceeeveveeccvvecceennnn, 1844.01
Patent Cooperation Treaty (PCT)......ccccceevnee. 1844, 1879.01
Period fOr rEPIY ... 710
Permanent ink COPY .....oouverreneeenrneseseresesee s 714.07
Preliminary examination report............ccoeeeervverceennnn. 1879.01
Prior art filing.....cccocoeieernesccssssssss e 2204
Reexamination..........ccccoceeeeeeveeeveennee. 2211, 2241, 2263, 2265
Reply tofinal rglection..........coovevveeecrrenccennne 706.07(f)
RESriCtion reqUIrEMENT.......c.coceuevrere s 811
Rewrite claimsfollowing Board decision.................. 1214.06
Shortened statutory period compared to.................. 710.02,
..................................................... 710.02(b), 710.02(d)
Statutory period..........ccceeveveceerenessecnnenes 710.01, 710.01(a)
Transfer of application..........ccooeeervrirevereninereseninnens 903.08(d)
TWO PEriods FUNNING......cvveereeerieerererereeerseerseesseseens 71004
Time period for owner’sstatement.........c.ooveevereceererenenn 2249
TIME rEPOMING.....cuevieeecretrrece e nses 2238
Timeto pay maintenanCe fees.......cccovvrrvrirererinenesesesesenn, 2506
Timely submission of Protest...........coverereeneeereeeeneeennns 1901.04
Title conveyed by assignment.................. 201.12, Chapter 300
Title documents, handling
Title Of INVENTION.......ciiicrrecere e
Change by examiner ...........cocovereneemnieeenseeeneenens
Design appliCation.........ocoeevereeenrencseesereeeseseseeeeens
International appliCation..........cccceevvenccnereneesereseennns 1821
Plant patent application...........ccccecveeennsesssesnenenns 1610
Reviewed at iSSUE........ceeeeeeveeeeeeeeeeeeeeeeae 606.01, 1302.01
B I (= = o o) AR 303, 320, 2287
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Titlesof USPTO Officials---Two periods for reply running

Sec. No.
Titlesof USPTO Officials.......ccuveee. Title Page (reverse side)
Title With SIGNELUre .......c.cvvvereeereeeer e 605.04(e)
Trade secret material..........ooeveiereceneeeneecnereineeneens 724-724.05
Completeness of file Wrapper.........ccovvvvvvvverinennns 724.01
Materials submitted covered
Py 35U.SIC. 122.....oierrereereeeeeeeieene 724.04(a)
Method of SUbMIttiNG.......cccceeeerverrcerercs e 724.02
Office treatment and handling ..........cccecvvrenene. 724.04, 724.06
After publication ... 724.04(a)
Petition to expunge Mmaterials ........cocovvereeveererenererenns 724.05
Reexamination under 37 CFR 1.11(d) 724.04(c)
Reissue under 37 CFR 1.11(b)......ccc..e.. 724.04(b)
TYPES OF ..ttt 72403
Trade secret submission label...........covvevercnencneccnenn 724.02
Trademark and trade name............cccccueuueee. 608.01(v), 706.03(d),
........................................................ 2173.05(u), App. |
Compared to other intellectual property ..........ccoeceveeee. 1512
Trademark Manual of Examining Procedure.............. Foreword
Trademarks, Partial list Of........cccooovvvvvevenccccrenenen Appendix |
Transfer of application
After amendment .........occveerveenennenenere s 903.08(c)
After classification deciSion.........ccccovveeerrerenennne, 903.08(g)
Allowable application...........c........ 903.07(b), 1302.05, 1305
Decision of classification examiner..........cccccvuee. 903.08(f)
Divisible iNVeNtioNS.........coverrnerenrecee e 812
INEEITEIENCE. ...t 2306
INEW..c..eetrete et 903.08(a)
Notification of applicant.........cccccceeeeinneeisenneennns 903.08
Outside Technology Center..........ccouveervercrrerernennns 903.08(d)
Primary examiner’ s authority..........ccocvveevvnerecnnenes 903.08
Procedure........ccooeeeeeverennen. 903.08(a), 903.08(d), 903.08(g)
Secrecy order appliCation........cccevveverererenereserensresesesseens 130
Submitted to classification examiner...................... 903.08(d)
Within Technology Center..........ccoevneeerrerenennne 903.08(d)
Transfer of class or subclass.........cooevnenncnencrecneene 903.05
Transfer of drawing.......c.cceeeeveesvensnninnns 201.06(a), 608.02(i)
Transfer of reexamination...........ccccvvererererensenreneseenenens 2237
Transfer of rightsto patent or application.........c.ccc........ 509.02
Transfer of specification prohibited.........c.cccccoevenneeee. 608.01(t)
Transfer of U.S. patent .......ccccceeiennennnsiniesessesseieenns 903.05
Transitional application (See also Application)
After final practice.......ocvvvenvnccerereeerereeeees 706.07(g)
Genericclam alowable.........ccccvevveceenenccenene, 803.03(b)
Linking clam alowable.........c.ccccoeevvennnnicisinns 803.03(a)
PaLeNt tEIMN.....cocveeeeicieeeeeeee s 2701
RESICtioN PraCtiCe........cvvvereeerererccsrereseeeseseeseeereens 803.03
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Sec. No
Transitional Phrases ... 2111.03
“Characterized BY” ... 2111.03
“COMPOSE Of " ... 2111.03
“COMPIISING” ..ot 2111.03, 2173.05(h)
“Consisting essentially Of”" .........cccovrnnerrnecneennns 2111.03
“CONSIStiNG Of ...t 2111.03, 2173.05(h)
“CONLAINING" ..o seas 2111.03
Tranglation, foreign application or foreign
Priority dOCUMENL.........coiererireeireeeee e 201.15
Trangdationsindex in STIC.......ccccovvnvenrensenerenseeenen, 901.06(a)
Trandator, Patent and Trademark Office................... 901.05(d),
....................................................................... 901.06(a)
Transmittal FEE, PCT ...t 1827
Traverse, answer all Matters ......ocvvvvceivveceerereeeenns 707.07(f)
Traverse, division or species requirement...........coceeveeeeenne 818,
............................ 818.03 t0 818.03(d), 821.01, 821.02
Traverse, rejection of linking claim..........c.cocveenecenee 818.03(d)
Treaties
Benelux Designs Convention (See also
Design patent)........cccceceeeeennnsereeeeenenns 201.13, 1504.10
Budapest Treaty (See also Biotechnology;
MiCroOrganiSMS) ......cccevereeeeerererssneresessnesesennens 901.05(b),
........................................... 2402, 2404.01, 2405, 2408,
.................................. 2409, 2410.01, 2410.02, 2411.01
European Patent Convention.............. 901.05, 1812, 1817.01
GATT ottt 2138.02
Hague Agreement (See also Design patent) .........cccccceeeene.
............................................................. 201.13, 1504.10
Hague Convention.......... 409.01(b), 602.04(a), 604.04, 1820
Inter-American Convention ...........ccveneeeereenenceneneene 20113
Libreville Agreement........cccoeeeeeeveveeeeseneseseseesenens 201.13
NAFTA e 201.04(b), 715, 715.07(c), 2138.02
Paris CONVeNtion .........oeerencrreerneeeneeeneeenn: 201.13, App. P
Patent Cooperation Treaty (PCT)....ccccceevuenee Chapter 1800,
.......................................................... App. Al,App. T
Strasbourg Agreement...........ccceeeeeeeneseeseennns 903.09
UPOV Convention (See also Plant patent) ......... 1612, 1613
Uruguay Round Agreements Act (URAA)......... 201.04(b),
........................................... 715, 715.07(c), 2701, 2132
Trial Voluntary Protest Program..........cccccvveeveveene. 202.02
TRIPS Agreement (Trade-Related Aspects of Intellectual
PIOPEITY ..ottt 1801
TUDEIS ..ttt 1601
Twenty year term (See Term extension; Term, Patent)
Two month delay period in reiSSUES .........coeneeeeneeceneeennnes 1441
Two periods for reply running .......c.ococeeveveeeenereeeenenenns 710.04



INDEX

Type of applications--WIPO Standards

Sec. No
Type of applications (See also Application)........c.cccccvennee. 201
U
Unavailable iNVeNtor...........occveeneerineenensenensireeenenns 409, 409.03
Unavoidable abandonment (See Abandonment)
Unclaimed disclosure, reservation...........ceeeneeen: 608.01(e)
Undelivered mail.........cooceveeneencnncneneneeneeene 707.13,1303.02
Undue breadth rejection...........ccccovevevcurreeennns 706.03, 707.07(g),
.................................. 2164.08(a), 2173.04, 2173.05(h)
Unexpected results (See also Affidavits, traversing rejection)
...................................................................... 716.02 to 716.02(g)
Unintentional abandonment (See Abandonment)
United Kingdom priority document..........c.ccoueeneeernnenen: 201.15
United States Code (See also Statutes) Introduction,
........................................................................ App. L
United States of America, Foreign language namesfor...........
....................................................................... 901.05(a)
Unity of invention.................... 803, 823, 1850, 1875, 1893.03(d)
University or other institution of
higher [€arning.........ccccoceiveccnreee s 509.02
UnNMatChed PAPELS .......cccvireeereeereer e 508.03
Unofficial subclasses and digests........coccveeereeeenienen: 903.02(c)
Unscheduled CloSiNg.......ccocereneneniceenenensssesesseesesseees 201.13
Unsigned amendment............coccevevevneerereserernenens 711, 714.01(a)
Untimely filed paper prior to order
for ex parte reexamination ............ocveeereerneerneeeneeenneeenns 2225
Untimely response to reexamination ...........cccceeeeeevereenens 2267
UPQV Convention (See also Plant patent; Treaties)........ 1612,
............................................................................... 1613
Uruguay Round Agreements Act (See also Treaties)..............
......................... 201.04(b), 715, 715.07(c), 2701, 2132
USEC@IMS ..o 2173.05(q)
Use, Public (See Public use)
USEI PBSS....eeureerrreriserrereesersesesssrsssesesessesesssessssessssssssesssesseneases 510
ULHILY ClaSSES.....cuvvecereeiriesteeseesie sttt sasesss s 902.02
Utility, disclosure in drug cases................... 608.01(p), 2164.06,
.......................................................................... 2164.07
Utility requirement gUidelingS .........ccoceveevnernenceneceniecenieenn: 2107
Legal precedent for.........ocovvvenenenerssereneeennns 2107-2107.03
Relationship of enablement to..........ccceceveerveccrernnne. 2164.07
Utility lacking, rgfection...........ccccvvcevevcrneceneenn. 706.03(a), 2107
Utility model.......coceveeneernnenereenernenenns 201.13, 202.03, 901.05(b)
Utility patent (See also Design patent; Patent; Plant patent)
901.04, 1502.01
................................................................... 707.05(a)
I-117

Sec. No.

Copyrighted material in........ccocovenenecneeeneeennens 608.01(v)
Design patent compared to..........c........ 1502.01, 1503, 1504
........................................................... 1504.01, 1504.05

Double patenting........ccoeeevnererenenenesesesesesesesenens 804, 1504.06
Drawings/ Photographs............. 608.01(f), 608.02, 608.02(2)
ElementS Of ... Chapter 600
Expiration date or term.........ccoeveveevverecrssereenenns 2211, 2250
MaiNteNaNCe fEES ..ot 2506
Period of enforceability.........coovernercenicnicnecneeeens 2204
IS o< ol o= 1] o TR 603.01

Utility required

Vv

Vague and indefinite rejection (See Indefinite claim)

Validity of patent, examiner COmments.........cooeeeeuvereseennnn. 1701
VENUE ...ttt 604.02
Video CONfErenCe CENLET........cocoerrerereerereeeeereree e 713.01
ViIdEO tAPES. ...ttt 71301
Violation of duty of disclosure
Argued in Protest.......cocoveeeenenereesesennnas 1901.02, 1901.06
ViSItOrSt0 OffiCe...c.uvierieeririrererr e 510
W
Waiver
Of confidentiality........ccccceerererernnen 103, 201.06(b), 201.06(d)
Of deficienciesin oath or declaration..........cccccceuveueee. 602.03
Of patent rightS......cccocvverercreceneene 706, 711.06, 1101, 1111
Of rules....ceevecrecreeeiees 201.03, 307, 513, 601, 601.01(a),
................................ 601.01(b), 603, 608.02, 71103(c),
............................................. 803.04, 1002, 1002.02(b),
......................................................... 1481, 1512, 1850,
.................................. 2248, 2265, 2421.01, 2425, 2434
Walk-up CUStomer WindoW..........ccoceeeennnnrenieerssneneesnennns 502
Washington D.C. representatives of attorneys................... 408
When disclosureis made..........coooevereenienenseneceneeceneeennens 2003
Who has duty to diSClOSE........ccovvevcrverccereeeereeeas 2001.01
WIPO ...t seseeees 201.13, 901.04, 1801
WIPO Standards
ST . B 901.05(h), 1851
.......................................................................... 901.05(b)
........................................................ 707.05(e), 901.05(b)
901.05(b), 1851, 2424.03
................................................................... 1823.02, 1848

ST. 25, Appendix 2
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Withdrawal from issue---X series of patents

Sec. No
Tablesreproduced ...........ccuveerereerreernecrreenneans 2422
Cited ..o 242201, 2423, 2423.01
ST Bttt 901.05(b)
Withdrawal from iSSUE.........ccccurrerecrrereeerereeesereseee e 1308
Amendment crossing allowance............ccovenieenneen. 714.15
Claim presented corresponding to
claim of PaLENt ......cccvvveeereee e 2307.03
Commissioner’ Sapproval........covveevveresesesenens 1003, 1308
INtErference PUrPOSES ........covveeeeeereeeseeeersesersesersenns 1308.02
Petition for ..., 1002.02(b), 1002.02(c), 1308
QUAlILY REVIEW......oeecectecereeete st
Refund of fee......oenvncnreecrree
REECION ..o

Suggesting claims for interference
Withdrawal of abandonment (See Abandonment;
Petition)

Withdrawal of 8ppeal..........ccvveirerenecneeneeseseerens 1215.01
Withdrawal of appeal claim..........cccccoevererennne. 1214.05, 1215.03
Withdrawal of attorney (See also Attorney; Power of
ALOINEY) o 402.06, 2223, 2560
Withdrawal of claims
To nonelected invention ............c....... 821.01, 821.02, 821.03
To nonelected species................. 809.02(c), 821.01, 821.02
Withdrawal of final rgjection ...........ccccvevvvvrniinnnnns 706.07(e)
ATLEr QPPEAL ...t 1208.02
Premature final.........ccoveoeevveeeennescsseseeseseneees 706.07(d)
Primary deCides.......ccovvvveineneeeresece s 1004
Withdrawal of holding of abandonment (See also
Abandonment; Petition) ..........cc.cceverreneen. 711.03(c), 711.04(c)
Withdrawal of power of attorney in patent........c.cccceeuenee. 2223
Withdrawal of SIR requeSt...........cccoevvereeererecseerereeerens 1109
Withdrawal of terminal disclaimer...........ccccovveeinnncccnnene. 1490
Withhold from iSsue petition...........cooceveeernereenernenns 1002.02(c)
Witness, EXaMINES 8S.......covvveieeieneeinecreieeeeesesseessenns 1701.01
World Wide Web address.........cvreeineecineeseneeseneeseneeneees 1730
Wrapper (See File wrapper)
Writing, Disclosures must bein.........ooevvevcerenecenne 2002.02
Written description (See also Specification)........coocecvververenne,
............................................................. 706.03(c), 2163
Amendments supported by original
ESCIIPLION ..ot 2163.07
Inherent function, theory or advantage.......... 2163.07(a)
Incorporation by reference.............. 608.01(p), 2163.07(b)
Burden on the examiner ...........ccoooerrenecenereneeinenens 2163.04
Changesto scope of Claims .........coceveeenereenerrencrnenns 2163.05
Circumstances When iSsueS arise........coveeeereneerenees 2163.03
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Sec. No.

Form paragraphs used to rgject ..........ovveveeericenes 706.03(c)
Guidelinesfor complianCe.........covvveerererneereresesererenenes 2163
NEW MELEEN ...t 2163.06
Requirements for compliance..........cocoeevevvrerereriene. 2163.02
Support for claimed subject matter ............cococeeuvennee 2163.01
Corresponding to count in interference.................. 2163.03
Wrong Technology Center, Paperssent to................... 508.01

X
X series of patents (See also Patent)........ccoveeeveerereerenen. 901.04



