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n(iependent, ourse, means noz depend— o
z! (If “distinet” means the same thmp:, then

1f “distinet’ meons semething dif-
o what the
 two words
e comnittees
dification of the
ion 121: “enacts
ith respect to divi-
g a numbf-r, a

; chmdant

ferent, then the question arises
» in meaning bet )

may be. The hﬁarmgs’bef
of (‘ongre:s considering the

' patent laws indica ec

-as law existing pr
sion, at the S‘imﬁil , u
“of changes.” ‘ '

.. The. eport on the hear

asa c}nnge :

ing practice

'md rules:
85 8.0, 121 Dnns onal a
morp mdependent and dist ct

h'h been proper.
for example,
tion thereof asprocess and apparatu
. the practice of the process; as composit

b n which the composition
nd the product made by such pre
ete. Tf Section 121 were intended to di
‘("mnnnqcmpw never to approve division
+ betsween dopendent mventmne, the Word “mde

of them, if the ion to divi i .
re the issuance of vision would he 1mpmper as between
, , - application. Ita divisional dependent inventions, e.g., such as the ones
capplication is “diree solely to sub,l,oct matter ‘de-'" u~ed for purpose of illustration above. Such ;
,’S(‘rnhed and claimed in the original app tion as fileid, . ae (‘19‘111\‘ however, not the intent of Con--
e the Commissioner may diqpense with signing. and exe- gre«s \othmg in the lann'ua,qe of the statute
f:'r‘utmn by the inventor.  The validity of a patom ehnn . *md not}nng’ in the hP'n'mch of the committees
not he gquestioned for failure of the Commissioner to ~indicate anv mrem to r-hann‘e the euhst&ntn‘v ’
require the application to be restricted to one invention. law on thls ub]eet On the contrary, joinder
Rules 141 through 146, “hlch will be quoted . .of the term “distinet” with the term “in-
~under pertinent toplcq, outline Office pmctwe- pendent”, mdxqates lack of such intent. The
slon questxons of restrlctmn. i faw has long been established that (lependem
' inventions (frequently termed related inven-
tions) such as used for illustration above may
e properly divided if they are, in fact “dis-
tinet” inventions, even though dependent.
While in ordinary parlance, two inventions

Meaning of “Independent”.
' “Dlstmct” Nt

35 U.S.C.121 quoted in the preceding section

802.01

states that the Commissioner may require re-
striction if two or more "mdop#ndvnt and dis-

tinet” inventions are claimed in one applica-
tion. In Rule 141 the stafement is made that
two or more “independent and distinet inven-

Rev. 15, Oct. 1968

that are “mdppendnnt“ (i.e.; not dependent)
might also be considered as accurately termed
“distinet”, the converse is not true. Inventions

~that may be “distinct” may be dependent, and
thus the term “independent” could not accu- -




wﬁ“‘*’“ under Title 35
“discretionary with the
’ i ) rtant that

, tion appa y P ; o
against the dangers that previously might have
~ resulted from complianca with an improper -
) ent for restriction, it still remains im-

from the standpoint of the public

. o requirements be made which
atent. sult in the issuance of two patents
patent- for the same invention. Therefore to Igu‘ard :
: rainst thi ibility, the Primary Exam-
sonally review all requirements for

 patentable ¢
bo.

e prior art).
nition the term

rnative for “dependent” in re-
~other than independent

oted that the terms “inde- 804 Definition of Double Patenting
term “double patenting” is properly ap-
ndec  plicable only to cases involving two or more
£y e : _applications and/or patents having the same in-
802.02 Definiti , 1 . ventive entity and where an invention claimed
L ] . in one case is the same as, or not patentably
; Restriction, a generi i es that  distinct from, an invention already claimed.
. practice of requirin ' _ The term “double patenting” should not be ap-
_tinet cr dependent inventi , electio . plied to situations involving commonly owned
tween combination and subcombination inven-  cases of different inventive entities.
tions, and the practice relating to an election  Sole and joint inventors cannot constitute a
between independent inventions, e.g., an election  single entity, nor do two or more sets of joint
7 inventors constitute a single entity if any indi-
. vidual is included in either set who is not also
n Proper [R- ‘included in the other. Commonly-owned cases
S % of different inventive entities are to be treated
: ~in the manner set out in section 804.03. ‘

of species. TN

- 803 Restriction—Whe
| - 20] - e
Under the statute an application may prop- L e -
erly be required to be restricted to one of two  §04.01 Nullification of Double Patent-
~or more claimed inventions only if they are ing 'Rejeétidn ',[R+—20] ;

independent (sections 506.04-806.04(j)) or dis- [ el il S
03(g)). g 35 U.S.C. 121, third sentence, provides that
at two or more claimed  where the Office requires restriction, the patent
osed relationship (ie., = of either the parent or any divisional applica-
“independent”), restriction should be required, ' tion thereof conforming to the requirement can-
and it is not necessary to further show that the  not be used as a refercnce against the other.
~claimed inventions are distinet.  If it isdemon-  This apparent nullification of double patenting
 strated that two or more clnimed inventions  as a ground of rejection or invalidity in such
have a disclosed relationship (ie., “dependent™),  cases imposes a heavy burden on the Office to
gruard against erroncous requirements for re-

then a showing of distinetness is required to
substantinte a restriction reguirement, striction where the claims define essentially the

119 Rev. 20, Apr. 196D



;quent‘]y’ a.nO'w 1C
~ B. Srruations WaEre 35

_ quirements for restriction be
subjects treated in_sections

806.05(g), namely, between
1bcombination thereof, be

6.04 throu

ited to its separate subject.

804 2 Terminal Diéc:laimérr Avéidihé

_ Double Patenting Rejection

iz e
o £ ﬁi;yvolor more cases are filed b’y'ﬁ sin’gj
* ventive entity, and if the expiration dates

disclaimers, two or more patents may properly
be granted, provided the claims of the different
cases are not drawn to the same invention (In re
Knohl, 155 USPQ 586;: In re Griswold, 150
USPQ 804). '

Claims that differ from each other (aside from
minor differences in language, punctuation,
etc.), whether or not the difference is obvious,

are not considered to be drawn to the same inven-

Rev. 20, Apr. 1960

- view of i
- ownership

, Inventive

US.C. 135, it is necessary to

_invention whenever two o

ities are claiming a single

provision of Rule 201(c)

that interferences declared or con-

ave no effect

~the basis for refusing more than one patent is
~ 350.S.C. 102 or 103, and is not connected with

any extension of monopoly. e
- Accordingly, the assignee of two or more '

" cases of different inventive entities, containin
~ conflicting claims must maintain a line of de- .

" marcation between them. If such a lineisnot -

' maintained and one of the cases is in condition

for allowance, claims covering the conflicting
j er should be suggested as provided
being taken to insure that .

such claims cover all the conflicting matter.

_ The assignee should be called on to state which

entity is the prior inventor of that subject mat-.
ter and to limit the claims of the other applica-

tion accordingly. If the assignee does not
- comply with this requirement and presents the

“‘interfering claims in both cases, an interfer-

‘ence should be declared. Attention is directed

_ the patents, granted or to be granted, are the ~ to Rule 208 if there is a common attorney. It
ne, either because of a common issue date or

7 by reason of the filing of one or more terminal

suggested claims are not presented within the
time allowed, rejection should be made on the -
ground of disclaimer as indicated in Rule
203(b). e
If after taking out a patent, a common
assignee presents claims for the first time in &
copending application not _patentably distinct
from the claims in the patent, the claims of the
application should be rejected on the ground

that the assignee, by taking out the patent at

a time when the application was not claiming

od cases unless



phcatwnc
‘the atent zgﬁued

ed to the ]umork
10uld be declared. An
plicant (senior entiiy) as the

zﬁSh"“]d not be accepted witho ions of doubla patent

it is the claimed subject
_matter that is considered and such claimed
subject matter must be compared in order to

determine the questlon of dletmctness or mde- L

;, o pendenee ; ;
= Tn order 1o tice, every |
 action containing a rejection on the ground of ‘306 02 P&tentablhty Not Conslderved“w

 double patenting of either a parent or a divi-
sional case (where the divisional case was filed | ‘For the P“TPOSE of a decision on the question

* because of a Tequirement to restrict, including ~ of restriction, and for this purpose only, the S

 a requirement to elect cies, made by the  claims are ordmar:lyiassumed to be in pmper ,

Office ) must be submitted to the Grou ectc ‘form and patental er the prior art. =

- for approva] prior to mailing. - This's ption, of course, is not contmued
rejection on the ground ie s after the questlon Of restriction is settled and
qhuapproved it shall not be mmled but other;  the questlon of putentablhty of the several
appropnate ﬂCUOH shall be taken : i clauns in view of pnor art is taken up.

80:) Eﬂ'ect of Improper Jomder m‘ 806 03 Single Embodlment,, Clalms :
; Patent [R-16] ; . Defining Same Essential Fea-

35 rq C 121, ]ast sehtence pmwdes “The tures

“’here the clmms of an apphcatmn deﬁne
the same essential characteristics of a single
: disclosed embodiment of an invention, restric-
* other words. under this statute. no patent can  tion therebetween should never be reqmred
be held void for improper Jomder of xmenhons This is because the claims are but different
,’,’clazmed therein. , . definitions of the same disclosed subject mat-
. / , - ter, varying in breadth or scope of definition.
806 Determination of Distinctness or Where such claims appear in different appli-
Independence of Claimed Inven-  cations optionally filed by the same inventor,
tions [R-20] ‘ , e ;dx-closmg ‘the same embodiments, only one
e applwatlon canbea]!owed

The general principles relatm‘g to distinct-

ness or independence are elementary, and may  806. 04 Independem Inventions [R-
be summarized as follows: 20] -
1. Where inventions are mdepc-ndent (e, :

no disclosed relation therebetween), restriction,  Rule 1j1. Different inventions in ome application.
to one thereof is ordinarily proper, sections  Two or more independent and distinct inventions may
RO6.04-%06.04 (1), thongh up to 5 species may be  not be claimed in one application except that more than
claimed when there is an allowed claim generie one species of an invention, not to exceed five, may he
thereto, Rule 141, swtmu& 809.092-%00, “)((‘) specifically elaimed in different claims in one applica-

190.1 Rev. 20, Apr. 1960




Revy, 20, Apr. 1960




usare "de;}en
/ perehgs having
, hich » se

SPECIES ARE TREATE
' F ox,wwnc. Q.mr’rm\

nd pendent invent Rule 141 makes

eption to this, pro
' one apphcatlon 1f

, of the ru]e are maef. ;

Specles, while ueua]h mdependenr may be
related under the particular disclosure. Where
inventions as disclosed and claimed. are hoth
- (a) species under a claimed genus and (b)
related, then the question of joinder must be
determined by both the restriction practice ap-
plicable to election of s s and the practice
applicable to other types of restrictions. If
restriction is improper under either prﬂ.m‘we it
should not be required.

For example, two. different enbmm?vnrmnn:
_usable with each other may each be a species of
_some common_generic invention. ' In ex parte

2 handle bar stem and a specifically different
clamp for a seat post both usable together on
a bicycle were claimed: In his decision, the
commissioner considered both the restriction
practice under election of species and the prac-
tice applicable to restriction between combina-
tion and subcombinations, -

As a further example, species of carbon com-
pounds may be related to each other as inter-
mediate and final product. Thus these species
are nof independent and in order to sustain a
restrietion requirement, distinctness must he
shown. Distinctness is proven if it can he shown
that the intermediate produet is nseful other
than to make the final product. Otherwisze, the
disclosed relationship wonld preclude their
being issued in separate patents.

, : ru}e that‘ :
[ to one of two or-

ﬁlg that up to five

: 1888'(}1); 1
. ‘that a sabecor
- different com

Healy 1898 C.D. 157: 84 0.G. 1281, a clamp for

121

s un}we the same form of joint.

806 M(d) Deﬁmtxon of a Generlcr "

'1llustrated
_res ectlvelv. a_generic claim should read on

ation was not generic to the‘
tions in which it was used.
a claim that defines only the

‘To exempli
e.g., the mechanical structure

subcombmatxon,

~of a joint, is not a generic or genus claim to

two forms of a combination, e.g., two different -
forms of a doughnut cooker “each of which

Claim

In an’ ap lication' l’esentmg three species
or example, in Figures 1, 2 and 3

each of these views; but the fact that a claim
does so read is not conclusive that it is generic.
It may define only an element or subcombina-
tion common to the several species.

It is not possxble to define a generic clalm

with that precision existing in the case of a

geometrical term. In general, a generic claim
should include no material element additional
to those recited in the species claims, and must
comprehend within its confines the organiza-
tion covered in each of the species. ,

For the purpose of obtaining claims to more
tlmn one gpecies in the same case, the generic
claim cannot include limitations not present in
each of the added species claims. Otherwise
stated, the claims to the species which can be
mcluded in a case in addition to a single spe-
cies must contain all the hm}tatmm of the
generic claim.

Once a claim that is determined to be generic
is allowed, the claims restricted to species in
addition to one but not to exceed four addi-
tional species, provided they comply with the
requirements. will ordinarily be obviously al-
lowable in view of the allowance of the generic
claim, since the additional species will depend
thereon or otherwise include all of the limita-
tions thereof.

When all or some of the clmms directed to
one of the species in addition to the first do
not include all the limitations of the generic
clnim, then that species cannot be claimed in
the same case with the other Qpecms, see
809.02(c) (2).
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disclosed embod'n:féms within: Where ge s are allowed, applicant
_scope of definition (and thus may claim in the same application species not
genevic or genus claim). o to exceed five, as rided by Rule 141. Asto
 Species are always the spect erent  these, the patentable distinction between the

- embodiments. . N : ; ecies or betweegx the;‘;’spgexes‘*ami genus 1s not.
" They are usually 51 nd igorously investigated, since they will issue In -
as disé]oséd‘i(Sée”iSf)ﬁ 1ee there is usu-  the same patent. However, the practice sta;ted :
ally no disclosure of relationship therebetween. = 11 06.03 (k) may be followed if the claims
” t that a genus for two different embodi- from the allowed genus enly by subject
is capable of being conceived and de- . N , 1 to be old by citation
~ fined, does not affect t e independence of ‘the | Prio; e e e :

‘embodiments, where case ere. however, an applicant optionally files
ins no di re v com nother application for a different species, or
o ) 1 d but not claimed in a par-

d and first acted upon by the Ex-

ere should be close investigation to

etermine the presence or absence of patentable

ce 80401 and 80402,

Generic Claims Rejecicd
When Presented for First
Time After Issue of Species
[R-18

Where an appli(:#ﬁtﬁhas’ se

: parate applica-
jons for plural species, but presents no generic
‘claim until after the issue of a patent for one
“of the species, the generic claims cannot be al-
lowed, even though the applications were
copending. : : T A

806.04(j) Generic Claims in One Pa?
o ent only [R-18]}
 @eneric claims covering two or more species
‘which are separately claimed in two or more
patents to the same inventor issued on copend-
ing applications must afl be preseat ina single
one of the patents. If present in two or more

recite the mutually exclusive ch
s of such species. o A

806.04(h) Species Must Be P ably
. . . Distinct From Each Other
. , and From Genus
 Where an applicant files a divisional appli-
cation claiming a species previously claimed
in the parent case, pursuant to and consonant pLePs, LTSS

with a requirement te restrict, there should be patents, the generic clzgxms m the later patents
no determination of whether or not the species ~ ar® void.  Thus generic claims In an applica-
claimed in the divisional appliédtim tion should be rejected on the ground of dou-
entable over the species retained in tl le patenting in view of the generic claims of
case. . S . ; ; patenf. DRIy o : :
~ In an application containin claims directed  ong n= ' il e

tn more t]E& five species, th’é'%xnminé‘rshou]d ~ 806.05 l‘"'“‘“d Invemmns [R"'IB];

not require restriction to five species unless he There two or more related inventions are

is satisfied that he would be prepared to allow  being claimed, the principal question to be de-

claims to each of the claimed spe('ics over the  termined in connection with a’ requirement to

_parent case, if presented in a divisional appli- restriet or a rejection on the ground of double

ration filed according to the requirement. Re-  patenting is whether or not the inventions as o
striction should not he rc'squir(-(s if the species  claimed are distinet. I they are not distinct, .

Rev. 15, Oct, 1088 , | 122




(i) beparme e]assnﬁca,tmn’ the
Thm shms's that each ddisti

aggregatlon 13 .an or: 3
or eiemvnt shown by a propri Me ew:planatmn m(‘h Mul)ject
- canbe showr to have formed a separate subject
ation and ag- for inventive eifort'when an explanation in-
e 0 questions of re- dicates a  pecogmition of separate . effort bx
striction or to questlons ouble patenting.  inve . :
~Relative to questions restriction where 2 = (3) ifferent feld of search:
ion is alleged the_« Iaun thereto must : is necessary to search for one of the
to be allo : n distinct subjets in places where no pertinent art
: : ' subject exists, a different field of
is shown, even though the two are classi-
fied together. The indicated different field of
search muct in fact be pertinent to the type of
sub ject matier cmered bv the c]mxm

(‘omblmtmn claims ( other than combination i 8()6 GS(e) Process and Appammg for
‘claims which are also genus claims linking Its Practxee-——Dlstmctness
 species claims) whether allowable, allowed. or ‘ - R 18
not allowed and considered the qub]eot of ’l - [R-18] A
~ proper _restriction requirement should Process and appamtus for its practlce can
~grouped as a separate invention, see 806. ””’(“ ])L shown to be distinet inventions, if either or
Combination claims which under past prac-  both of the following can be shown: (1) that
“tice may have served as a basis for jomming = the process as dazmed can be practiced by an-
claimed” inventions are not considered to e oher materially . different apparatus or by
linking claims. . Likewise rejoinder of re-. hand, or (2) that the apparatus as claimed can

strieted inventions’, shounld any combination be used to practice another and materially dif-
~elaim be allowed, will not be permitted. ferent process.

806.05(h) Old Combination—Novel 806.03 ( f ) Process = and Produect
’ Subcombination [R-18] Made—-l)lstmcmess [R-
Restriction is nrdmarlh not proper betseen 18] :

.tl (](mﬂ]n{mhim (: \fB)tr%lilt th({ t(]*\.am;nex f}m}dL A process and a product made by the process
hpm;e (() 1(5 )dni(n ll:l]l)]’;( ?1:] tﬂh?ee:ff;nn:fem 1)1(0(;:‘11-”?3(; can b shown to be distinet inventions if either
nme]f\, if any, to reside, ex parte Donnell 1923 or both of the tollowag can be shown: (1)
L OD. 51 315 O.G. 295, ( See 290.01. ) = that the process as claimed is not an obvious

a4, 315 0.(r, 5 process of making the product and the process
a3 claimed can be used to make other and dif-
ferent, products, or (2) that the product as
claimed can be made by auothcr and materially
different process.

806.05(c) Criteria of Distinctness for
Combination, Subeombina-
tion or Element of a Com-
ination—Related  Inven-

| tions [R-18] | 806.05(g) Apparatus and Product
it } . Made—Distinctness [R-
To support a requirement to restrict between , : 18]
the claimed inventions of two or more conhina. i
tions; of two or more subeombinations; of two The eriteria are the same as in 806,05 (1) sub-

or more elenients of a combination: of a . stituting apparatuz for process,

193 o Rev, 14, Oct, 1968



d (2) the reasons
therebe '

sign, operation or effect under the «

“the particnlar application under co
(806.04). the facts relied upon for !
clusion are in essence the ns for insi
upon: rextriction. ) except f
“species (treated in the following section) is but

~application conta
808.01(a) Species [R-18]

; Wheré'thére is no disc]&szré of re]akitiof‘xship
between &pecies (see 806.04(b)). they are inde-

datory even though applicant disagrees with

gtinetion between

. that there is a patentable
the species as claimed, see 806.04(} i
the reasons for insisting upon efection of one

clusion that there are claims restricted respec-
tively to two or more different species that are

separate classification. ,
A single disclosed species mt
a prerequisite to applying the provisions of
Rule 141 to four additional species if a generic
elaim is allowed. S
Even thongh the

iminer rejects the generic

the same and thus admits that the genus is un-

patentable, where there is a relationship dis-

cloged between species such disclosed relation

Rev, 15, Ocr 1965

[This situation. except for

rarely presented, since few persons will file an
ining disclosures of independ-

- pendent inventions and election of one'is man-

the Examiner.  Where the Examiner decides.

06.04(h). Thus

species, are the facts relied upon for the con-
~disclosed in the application, and it is not nec-
~ essary tn show a separate status in the art or

st be elected as

claims, and even though the applicant cancels

 an
1

§ restriction.

“should not be required if .

claimed are considersd clearky un-
r each other. In making a re-

3

~ patentable ove
-~ uirement for 5 i
~elaiming )

ould be required prior
_ {1) in all applications
: g claims t 2Cias
no generic claims, and (2) in all applications
Markush claims.

 are present and a generic cla
o multiplicity of s hat an unduly extensive
" and burdensome is required, a require-
‘ment for an electiol
prior to a search .
~ In all cazes whe
“ “allowable, the applicat , ;
indicated ih sections §09.02(b}, (c) or (e). If
" -an election is made pursuant to a telephone re-
‘quirement, the next action should include a full

generie claim.

- present. -

several inventions claimed are related, and such
related inventions are not patentably distinct

If applicant optionally restri
ing may be held. o
“Where the relate
- volve different statutory classes (e.g., process
‘and apparatus for its practice, process and
product made, or apparatus and yroduct made)
and are shown to be distinet under the criteria
of sections 806.05 (e-g), the Examiner, in order
to establish reasons for insisting upon restrie-
tion (see 808(2)), must show by appropriate
explanation one of the following additional
criteria for distinctness: "
(1) Separate classification thereof:
This shows that each distinet subject has at-
tained recognition in the art as a separate sub-
ject for inventive effort, and also a separate
field of seaxch, o
{2y A separate status in the art when they
are elassifiable together:

124

1d reasons advanced leading
_that the disclosed relation
riction, in order to estab-

lurality of species with
‘containing both species claims and generic or
- In all applications in which no species claims -

recites such a

species should be made

_a generic claim is found
1 should be treated as

'808.02 Related Inventions [R-18]
 Where, as dlac]oced in the ﬁpplitzafion, the
as elaimed, restriction is never proper (806.05).
double patent-.

d inventions as claimed in-

and complete action on the elected species as
well as on any generic claim that may be




subjeet. ™ to have formed 1 sepn
subjeet for inventiv effort when an ¢ pbmatmn
indicates a recogmtmn o pamte inventive ef-
fm-t bv invento '

dlstmct eub;eets in p
art to the other subje
of search is sho n,

classified to ;

. ust in favt be pertinent to the

tvpe of subject matter covered by the c¢lain
~ Where. however. the v] 11

" no clear mdlmtmn of separfxtv fut-ure e
cation and field of search, no rea 1
dividing among related invent T
partmn]alh true in the manufacturing arts

" where mamliacturmg processes and the result-
ant product are classified together, e.g. C '
Compounds Class 260. Under these ¢

~_stances, applicant may optxonallv restrict to’

 one, of plural distinet inventions since double

‘patenting will not be held and resimr-tmn w ,]l ‘
,not be required.

‘Where the related mveutmns mvohe com-
binations, subcombinations, elements of a com-
bination, combination and subcombination, or
combination and elements of a combination, the
reasons for insisting upon restriction there-
hetween (see 808(")) are implicit in the show-
mg of distincts sundel‘ the criteria of section

809 Clalms Lmkmg Dlstmct Inven;
‘ tions [R -18}

Where upon emm]mtlon of an apphcahon
containing claims to distinet inventions linking
claims are found, restriction should neverthe-
less be required. Sw 809 ﬂ‘} for doﬁmtmn of

'  linking claims.
. It shonld be noted that a claim drawn to an

aggregation or combination does not Jink elaims
to two or more elements thereof, or to two or
more subcombinations, see section 806.05(a).
A letter inclnding only a restriction requnire-
ment or a telephoned requirement to restrict
(the latter being encouraged) will be effected,
specifying which claims are considered linking.
See 812.01 for telephone practice in restviction
reguirements.
No art will be indicated for this type of link-
mg elaim and no rejection of these claims made.
. A 30.day shortened statutory period will he

st for response to a written requirement.  Sueh

“and subelass,

a proper election.

A basie policy of the streamlin edt ex‘ummng'

program js that the s&cﬂnﬁ iction on the merits

iid be made final. * In those applications
erein & requirement for restriction or election
;ompanied by a complete action on the
erits of all the claims, such action will be con-

tion by the examiner ~§1au]d be made final.

za  requirement for rest riction, there
itation of ‘patents to show separate
‘The separate

; c!aamﬁcahon or utility.
.shou]d be identified by a grouping of

: the chlms with a short de%nptxon of the total

ention claimed in each group,
pe or relationship of each group
ting. the group 1s drawn to process, or

beombination, or to prodmt ete, and
_indicate the classification or separate

of each nroup. as far emmple, by class

“The linking dalms mu,st be etammed Wlth’

“the invention elected and should any linking
~claim be allowed, re]omde-r of the dlv1dod in-
v entmns must be permltted

809.02 _ Generic Claim Lmkmg Species
Under Rule 141, an allowed generic claim

“may link up to ﬁve dlcc-lmed species embraced

thereby. -
The’ practice is stated in Rnle 146:

Rule 136. Election of species. In the first action on
an application containing a generic claim and claims
r-mmcted ~emmtelv to each of more than one species

k embraced thereby, the examiner, if of the opinion after

a esomplete search on the,geneﬁc claims that no generic
claim presented is allowable, shall require the appli-

cant in his response to that action to elect that species
of Bis invention to which his claims shall be restricted
if no generic claim is finally held a)lnwab]e{ Howerver.
if such application contains claims directed 1> more
than five species, the examiner may require restriction
»f the claims to not more than five species hefore taking
any frther action in the case. ‘

The last sentence of Rule 146, that the Ex-
aminer may require restrwtmn of the claims
0 that not more than five species are separately
claimed, is permissive. Tt may be used in ag-

gravated cases of a nm]nphmtv of species,
without acting on generic claims, to narrow
the issues down to five species, But see
~06.04(h).

Rev. 18, Oct. 184k

; ﬁnai pmgmm."
P & Fequirement
ade w&ordmg to ﬁm section maed -amy mchid% :

ered tobean action on the merits and the next -

en preparing. % final «ction in an application
wi ,rg :a_”phcant has tmvemd the restrxctlon s




'»\,/“’ t‘ A

(1) ify generic
no generlc claims are present.
for definition of a gene ‘

(2) Clearly 1denhfv eac

specxes, to whick claims are re
species are preferably Identlﬁe

of figures 1,:2 and 3 h
-1, 1T and T11
~ distinct ﬁgure

eral species, the mechanical means, the

ticular material, or other dlstm;zule ng char-

ated for ;

teristic of the spec
each species identified. TIf the Specit
- be more conv identified, the clznmc may
“be grouped in. dance with the specles to
. which they are restr ‘ ‘

~ to the requisites of _complete 1 spon 8 |
mghts under Rule 14
For generic claim
made and r’t should,,

set for response when a written reqmrement is
. made Wlthout an action on the; merits. Quch

purpose of the sec*o 1d acti

To be complete. a respo ,to a reqmrement
made according to this %ctxo need only inc¢lude
a proper election. .

In those qpphcatlons wherem a requirement
for restriction is accompanied by an action on
all claims, such action will be considered to be
an_action on_the merits and the next action
should be made final. :

The following form par.lgmphs are sug-
gested
“Generic claims . . .
in this application. Applicant is required to
elect. a single disclosed species to which his
claims shall be restricted if no generic claim is
finally held allowable.”
“Applicant is advised that his response must
include, an identification of the disclosed species
~ that he elects consonant with the requirement,
and a listing of all claims readable thereon.
“An argument that a generic claim is allowable,
or that all claims are generic or amended to be

Roev, 18, Oct. 1068

( or in agmvatedf e
cases at least exemplary ones) of the tiésc osed

£ dwclosed g
e‘camples to ldentva‘the sev-

E 809 02(b) Election

** for

~ any subsequent action on the merits end election

of a single species has not been made, A{)phcant -
lowable

(identify) are present

to the single eleﬂted spec
claim _ ‘ddm pecies are writ-

after the eleetmn, applx~  f
\\‘hzc’h are remiabie on th

How Exmmssw

“Applicant is required (1) to elect a smrvle

Exammmg Procedure.”

This may be used instead of the three quoted
‘pqmgraphs in part (3) of this section except
where applicant is prosecuting his own case or

there are other reasons for believing that the :

short form would not be understood.

It is necessary to (1) identify generic claims
or state that none are present, and (2) t¢ v]earh'
identify each cpemes mvolved

[R-18]

When a cl’uvn generic to two or more claimed
species is found fo be allowable on the first or

should be mformed that the claim is a
and generic, and a requirement should be made
that applicant elect a single species embraced by
the allowed grrins unless the species claims are

- all in the form required by Rule 141 and nomore
_than five species are claimed. bubstantmlh_ :
~ the following should be stated:

“Applicant is advised that his response to be
mmpr te must include an identification of the
single, disclosed species within the allowed
genus that he elects and a It stmfr of all claims
readable thereupon. '\pph("mt is entitled to
consideration of claims to not more than four
disclosed species in addition to the elected G]pe-

~cies, awhich species he must identify and list

all claims restricted to each, provided all the
clnims to each additional species are written
in dependent form or othorwme include all the
limitations of an allowed generic claim as pro-
vided by Rule 1417

\ I llowmg text is. ordmm'ﬂv :ufﬁcxem in
.  r mrmg -election of species:

~ ies even though this reqmrement'

7 ;be tra er@ed and (2) to list all claims readable
luding any claims subsequently

Section 808.02(2) Manual of Patent

Requxred——-Ge- .

neric C laim Allowable :

» ARy
b .

1?55
vssﬁ‘w& aﬁ :




;. ~should be added to the Jholding:

~ found to be allowable. and not more than 4
 additional species are clmmed tre'lfmenfshouid .
~ beas fol]ows . : .

allo ed generw

mll specnes embraéed
i /4 c]alms to

_claim is not in the reg
that species should be

from further consideration by the examiner.

The holding should be worde somewhat as fol-

lows: “(‘lmms NN, rected to species
-.. are WIthdm \
11 “case, since @l of the claims to

ot depend upon or otherwise

‘ lf of the limitations of an_allowed

“from further consid-

cady for zséue, an. addl-'

tional paragraph worded som
“This applica
~ tion is in condition for allowance exce
presence of such claims. App]wantlc
date of this letter to amend the
nee to Rule 141 or take other
Failure to take action dur-
t will be treated as authorization
to cancel claims to the nonelected species by
Examiner’s Amendment and pass the case to
issue.. The prosecution of this case is closed
except for consideration of the above matter.”
Claims directed to_species not embraced by
an allowed generic claim should be treated as
follows: Claims are for species not
embraced by aliowed generic claims ______.____
as required by Rule 141 and are withdrawn
from further ronsxderatlon m this case, Rule

142(b).

809.02 ( d) No Species Claims
18]

Where only generic claims are presented no
restriction can be required except in those cases
where the generic claims recite such a multi-
plicity of species that an unduly extensive and
burdensome search is necessary. See section
ROK.01{n). If after an action on mﬂv generie
claims with no restriction requirenient, appli-

cl‘umq inco

R

at as follows

t forthe -
1Ivennone

1

,,:,809 03 Linkmg Clalms,

‘ guﬁgqy;_ .

ore tha,n One
< at; that tamia'

generic cla
tance, even ﬂwngh 1t is ob;eeted e
0T 1V ‘on merely formal grounds, action
the species claims shall thereu on be given
e generic claim were allo /'
~ The treatment of the case -»hou]ﬁ be as 1nd1~

[R—IB]

There are a mlmber of sitnations which arise

in which an application has claims to two or

quirement to restrict the
~would be proper, but prese
~ are one or more claims
ing”
linking together the
~ divisible.-

ventions, so that a re-
_application to one
ed in thesame case
rally
claims) inseparable therefrom and thus
inventions otherwise
Tt should be noted that a claim drawn

more properly divisible

- to an amvregatlon or combination does not link

the claims of two or more elements thereof, or

‘ nf 1o or more eubcomlmmtmns, see 806.05 ( a).

The most common types of linking claims

~ which, if allowed, act to prevent restriction be-
“tween mvenhom t]nt can otherwme be shown to
, be divisible, are:

7 N

Genus claims hnkmg speme@ claims.

Claims to a product defined by process of
making the same linking proper product c]atms
and process claims. '

A claim to the necessary pror'esb of nnkmg a

product lml\mrr proper. process ‘and product
claims. ,

A claim to “meaus for pmrtlcmg a processf
linking proper sppamtus and process claims,

‘Where linking claims exist, a letter including

a restriction requirement only or a telepboned o

requirement to restrict (the latter being encour-
aged) will be effected, qpeclfvmg which olalms
are considered to he lmkmtr :

809. 04 Retennon of Clalms to Non-
Elected Invennon :

Where the requirement is predxc'ued upon
the non-allowability of generic or other type
of linking claims, applicant is entitled to retain
in the case claims to H\P non- elected invention
or inventions, ,

If a linking r]mm is nl]mve(l the Examiner
must therenfter examine species not to exceed
five if the lmkmp; claim is generic thereto, or
he must examine the claims to the none]ovted

Rev. 18, Oct. 1068



‘been finally rejecte
Rule 144,,818.03(0,)

810 Action

In general, wkh
- made, no action «
given.

 requirement to restrict is

‘not necessary to a requirement, it is not
- objectionable, ex parte Lantzke 1910 C.D. 100;

156 0.G. 257. = : L
r, except as noted in 809, if an action
on novelty, it must be given on all

| Usually Defe‘n"ed, e
~ The office policy i - action on
- and patentability until after the requirement is
~ complied with, withdrawn or made final. ~
Ex parte Pickles, 1904 C.D. 126; 109 0.G.
. Ex parte Snyder, 1904 C.D. 242; 110 O.G.
2636 , S e
E
285

810.03 Given on Elected Invention
; ‘When Requirement Is Made
Final Sl o

" Rule 143 last sentence states: “Tf the !‘ﬁduiré?' : ‘ . ’
] e of the subject matterbelongs. 2

ment is repeated and made final, the Examiner
will at the same time act on the claims to the

~ given on the elected invention in the action
making the requirement final. o

811 Time for Mﬁking Reqmremf'nt

Rule 142(a), 2nd sentence: “If the distinct-
~ ness and independence of the inventions be

~clear, such requirement (i.e. election of the in-
vention to be claimed as required by 1st sen-
tence) will be made before any action upon the
merits; however, it may be made at any time

Rev. 18, Oct. 1968

elty and patentability is P!
Chloni . plied (Ex
1588).

. 811.03

_in"a requirement in a parent case, restriction
‘thereamong may be required in the divisional
~case if proper. . :

‘defer action on novelty

x parte Wé§ton, 1911 C.D. 218,173 0G.

roper requirement as

he prosecution, in the frst

therwise as soon as #

 Preceding Requirement

proper at any stage of prosecution up te final

_ action, a second requirement may be made when
it becomes proper., even though there was &

prior requirement with which applicant com-
arte Benke, 1904 C.D. 63; 108 0.G.

 Repeating After Wit
. Proper
Where a requirement to restrict i
thdrawn, because improper, w.
proper at a later stage in the p
striction may again be required.

81104

Together in Parent Case

~ Even though inventions are grouped together

812 :lel‘o‘ Should Make ‘the Require-

ment

" The requirement should be made by an exam-

iner who would examine at least one of the
_ inventions. e o :
: er ordinarily should not require
vestriction in an application none of the .

" elaimed subject matter of which is classifiable
_in his group. Such an application should be
. transferred to a group to which at least some

AEERN

An exam

elected invention.” Thus, action is ordinarily  812.01 Telephone Restriction Practice

~ [R-18]

_ If an examiner determines that a requirement
for restriction should be made in an applica-

tion, he should formulate a draft of such re-

_ strietion requirement including an indication of
those claims considered to be linking and

generic. No search or vejection of the linking
claims should be made. Thereupon, he should -
telephone the attorney of record and ask if he -
will make an oral election, with or without

Eveii After Coixiﬁiiancé With |

rovides that restriction is

P““Pe!' Even ‘Tiigagh Grouped B




Wi am
8 ; _including the
~ date of the election, the attorney’s name, and a
_ complete record of the telephone interview, fol-
* lowed by a complete action on the elected claims
‘including linking or generic claims if present.
©Tf on examination the examiner finds the
elected claims to be all
~was made, the letter should be written on POL~
7 (Examiner’s Amendment) and should in-
lude cancellation of the non-elected claims, 3
tatement that the prosecution is closed and tha
‘notice of allowance will be sent ‘due course.
Correction of formal matte
_situation which cannot be
‘phone call and thus requ
licant should be han led «
- Quayle practice, using PO
“usually be drawin
quiring payment of charge:
Should the elected claim:
in the first action, and
noted, the examiner should inch
a statement under Section 8
making the restriction final a

these woul

“allowable

his action

Vg gkl
and giving appli-
_eant one month to either cancel the non-elected
claims or take other appropriate action (Rule
144). i
" an authorization to cancel the non-elected
claims by an Examiner’s Amendment and pass
the case to issue. Prosecution of this applica-

tion is otherwise closed. - ,
In either situation (traverse or no traverse),
caution should be exercised to determine if any
of the allowed claims are linking or generic be-
fore cancelling the non-elected claims.
Where the respective inventions are located
in different groups the requirement for restric-
_tion shonld be made only after consultation
~with and approval by all groups involved. If
an oral eleetion would eause the application to
be examined in another group, the initiating
~gronp should transfer the application with a
signed memorandnum of the rest riction require-
ment and a record of the interview. The re-
ceiving group will incorporate the substance of
this memorandum in its official letter as indi-
cated above. Differences as to restriction
should be settled by the existing chain of com-

372 98T (- 68 - A

‘allowable and no traverse :

in the above-noted

handled by a tele-

action by the ap-
r the Bz parte

corrections or the like re-

averse was -

{PE.P.,

Failure to take action will be treated as.

129

 exnminers mus
ervisory r

entions—no
lin ns. : ed to show sep-
arate status, separate classification, different
searches, or separate utility. See 809. '

. Application

indi¢a§ing how to

in Section 809.02(a).

As pointed out In ex parte Ljungstro ‘
D. 541; 119 O.G. 2385, the particular limi-
tations in the claims and the reasons why such
to n particular disclosed species should be men-
tioned if necessa ‘make the requirement .

clear., i U e
B. Inventions other than species. It is nec-
‘essary to read all of the claims in order to de- -
_termine what the claims cover. When doing
this, the claims directed to each separate sub-
ject should be noted along with a statement of
" the subject matter to which they are drawn.
This is the best way to most clearly and pre- .
cisely indicate to applicant how the application
should be restricted. It consists‘in'ﬁi&emifying
each separate subject amongst which restriction
is required, and grouping each claim with its
subject. ‘ :
While every claim should be accounted for,
the omission to group a claim, or placing a
claim in the wrong group will not affect the
propriety of a final requirement where the re-
quirement is otherwise proper and the correct
disposition of - the omitted or erroneously.
grouped claim is clear. ‘ : ,
C. Linking clayms.
linking claims should not be associated with
“any one of the linked ‘inventions since such -
_claims must be examined with any one of the
linked inventions that may be elected. This
fact should be clearly stated.

815 Make chuiremen(
[R-18] '
When making a requirement every effort
should be made to have the requirement com-

Complete

Rev. 18, Oct. 1968

es is set forth

limitations are considered to restrict the claims

The generic or other



ke into acmum‘cimm not gmnped, indi--

g their disposition. | e
Linking claims e :
Indieate—(make No xcmm) | o

Statement of groups to whzch lxnkmg' ‘
ﬁﬁassigned for examma«_

~ claims rmw
tion ‘
Other ungmuped claxm
Indicate disposmo ' '
o.g., previously tmeler't@d non%t‘ttu- ,
o . tory, canceled, etc. : i
, e *. Allegation of distinctness o
pa tioular reasons relied : Pomt out facts which show dlstmcmess
er for his h()]du}c' that the inventions Trest the inventions as claimed, don’t
a “or distinet. ; merély state your ‘conclusion that in-
‘ventions in fact are distinct
{1) ‘Subcombination or Flement—
'»‘&ubmmbmatmn or Element i
ch are separately classrﬁed have at-
ained a separate status in the art, or
nvolve different fields of search
(2) COmbmatmnm‘mbcombmatmn or F]e-

whxc the conc]u s ba %hould be given.
The separate inventions should be identified |
ng of the claims with a short descrip-
1 extent of the invention claimed
cifying the type -
; _group as by stating th P
‘ ocess, or to subcombination, or to S The same as { 1) abnve
. prod ct nd should indicate the classifica- =~ ( ‘%) Combmatmn—-—("ambmatmn
~ tion or separate status of each group(,) as for ~ Thesame as (1) above

cexample, by class and subclass. See 80 : ' {4) Process—Apparatus | ,
- Process can be carried out bv hand or

817 Outline of Letter for Restriction by other apparatus o
""" ¢ Demonstrate by Exammers sugges—

v"'_ uons [R—lS] tmn

OR

The statement in 809.02 through 809. 02('(1)’ . Demonstrate apparatus can be ueed in
is adequate indication of the form of letter - other process (rare).
~when election of srecxes is required. : : {5} Process and/or apparatuq——PrOduct
' No outline of a letter is given for other types ~ Demonstrate claimed product can be
g(f: mdependent lmentxonq since they rarely o made by other process (or appara-
cur.
The fo]]owmg outline of 2 Ietter fora require- = . B tu%)xamm er's su sestion ‘
ment to restrict is intended to cover every type ey v gg
of omgmdl restriction requirement between = P oR d
related inventions moludmg thos@ having link- rocess (or apparatus) can produce
ing claims, ‘ o 'D illeg(')::tlzii gﬁ%&:fmg?;f )1mlstmg upon re
OUTLINE oF Lr'rrrn e striction-—For combination, subcombination,
Statement of the requirement i and elements of a combination the reasons are
- Identify each group by Roman numeral implicit in the determination of distinctness,
List claims in each group -~  see 506.05(¢) : '
Check accuracy of numbormg : . Separate cla%lﬁcatmn
}m ﬁ ﬁor "’::::ftc:i""]":;‘q two gr oups  Separate status in the art
ook for omitted clai
Give short deseription of total extont of < Different ﬁe]dfofq‘moh :
the subject matter claimed in each E. h;gﬁlgggn::}lt(klz;‘egfatnwmeas and ( 2,) von
rou 2 by
Po%nt gut critical claims of different ~ sons for insisting “l"’“ restriction, if
scope applicable,
Identify \\hothor combination, subcom- Include paragraph advi ng RS to response
bination, process, apparatus or prod- required.
uct, : Indicate effect of a]lm&am‘e% of linking

Clagsify each group ’clmms, if any present.
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10N; DOUBLE PATENTING

Eztract from Rule 1j2. (a) If two or more inde-
_pendent an:d distinct inventions are claimed in a single
applicatiop. the Examiner in his action shall require
the applicant in his response to that action to elect
_ that invention to which his claims shall be restricted,

this officia! action o called a requirement for re-
striction zlso known as a requirement for division).
If the distinciness and independence of the inventions
be clear, sach requirement will be made before any
“aetion on the merits; however, it may be 1 b any
time before final action in the ccse, at th diseretion
of the Exarminer. : ‘

Election is the desi i ;
one of two or more disclosed inventions that
will be prosecuted in the application.

traverse or compliance.

A response is the reply to each point raised
by the esaminer’s action, and may include a

, 818.01

A traverse of a requirement to restrict is a
statement of the reasons upon which the appli-
cant relies for his conclusion that the require-
ment is in error. ;

To be complete, a response to a requirement
which merely specifies the linking claims need
only include a proper election.

Where a rejection or objection is included
with a restriction requirement, applicant, be-
sides making a proper election must aiso dis-

tinetly and specifically point out the supposed

ation of the particular

131

_ errors in the examiner's rejection or objection.
See Rule 111. o ~

Election Fixed ;kby Action on
- Claims
Election becomes fixed when the claims in an

application have received an action on their
merits by the Office. ‘

R18.01
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_action is given, th
claims for purpose
The claims originall
upon by the Office
the invention electec
sequently preqented
other than that ac

y an applicant. and sub-
aims to an invention
upon should be tre'tted

Genenc Clmme Only—No
Election of qpecles [R-

Where nnlv orenerlc c]aum are, ﬁret presented
and prose uted in an phca ion in which no
electi i ,
and 1pp]1cant later present: cies claims to
more than one species of the invention he must
at that time indicate an election of a single
species. The practice of requiring election of
species in cases with onlv generic claims of the

~ unduly extensive and bur dencom rch type is
set fnrth in. Qectmn 808.01¢ 1) ‘

8]8 02((') By Ophonal Cancellatmn
of Claims

 Where applicant is clmmmg two or more
inventions (which may be species or varions
types of related inventions) and as a result of
action on the claims he cancels rhe claims to
one or more of such inventions. leaving claims
to one invention, and such claims are acted
upon by the examiner. the claimed mvermon
thus acted upon is elected.

818.03 Express Election and Traverse

Rule 143. Reconsideration of requircment. . If the
applicant .disagrees .with the requirement. for. restric-
tion, he may request reconsideration and withdrawal
or modification of the requirement. ziving the reasons
therefor (see rule 111). In requesting reconsideration
the applicant must indieate a provigional election of
one invention for prosecution, ‘which fnvention shall
he the one cleeted “in the event ‘the reguirement he-
The requirement for restriction will he
If the requirement is
1 at the same

comes final.
reconsidered on such a request,
repeated and made final, the examiner wil
time act on the claimg to the invention eiected,

, hen‘ merits determine

has been made..
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: requirement may
out an a,acompany
xulg trm' rse of the reqmrement‘ o

As shown by the ﬁrst sentence of Rnle 143,
the traverse to irement must be complete

he applzécm must make
st _therefor in wrzteﬂg. and he must dis-

d specifically pont out the supposed

errors In the examiner’s action; the applicant

- must re p(md to every ground of objection and

rejection of the prior office action____________

the applicant’s action must appear

hout to be a bona fide attempt to ad-

he case to fir tion. The mere alle-

that the examiner has erred will not

: as a proper reason for such re-
exammatlon or reconsideration.”

- Under this rule, the applicant is required tc
specificaily point out the reasons on which he
bases his conclusion that a requirement to re-
strict is in error. A mere broad allegation that
the requirement is in error does not comply
with the requirement of Rule 111. Thus the

‘required provisional election (See 818.03(b))
becomes an election without traverse.

,818 03(b) Must Elect, Even When ’
Requirement Is Traversed
{R-18]

As noted in the second sentence of Rule 143,
a provisional election must be made even
though the requirement is traversed, :

Al requirements should have as a conclud-
ing paragraph a sentence stating in substance:
“Applicant is advised that his response to be
complete must include an election consonant -
with the 1. quirement, see Rule 143.” :

The suggested concluding statement should
be reworded to fit the fact= of the particular
requirement, e.g.. as in 809.02(a) second form

paragraph nnder (3).

818.03(¢) Must Traverse To Preserve
Right of Petition

Rule 144. Petition from requircment for restriction.
After a final requirement for restriction, the applicant.
in ‘additien to making any-response due on the re-
mainder of the action, may petition the Commissioner
to review the requirement.  Petition may bhe deferred
untit afrer final action on or allowance of claims to
the invention elected, hut must be filed not later than

T

appeal. A petition will not be considered if reconsid-
eration of the requirement was not requested. (See
mle 141
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not a traverse of the requirement to

restnct it is a

averse of a holdmg Of non-
a]lownnce "

allowance of the linking claims only iz an agree-
_ment with the position taken by the Office that
~ restriction is proper if the linking t¥pe claim

is not allowable und improper if thev are al-

lowable. If the Office allows such a claim it is
bound to withdraw the requirement and to act
on all linked inventions. But once all linking
claims are canceled Rule 1} would rot Jpp]g/,
since the record would be one of agreement as
to the propriety of restriction.
 Where, however. there is a traverse on the
~ ground that there is some relationship (other
- than and in addition to the linking type elaim)
_ that also prevents restriction, the merits of the
 requirement are conltested and mot admaitted.

Assume a particalar situation of process and

product made where the claim held linking is
a claim to product limited by the process of
making it. The traverse may set forth partic-
_ ular reasons justifying the conclusior: that re-
~striction is improper since the process neces-
sarily makes the product and that there iz no
other present known process by which the
product can be made. If restriction is made
final in spite of such traverse, the right to
petition is preserved even though alI hnkmw
claims are canceled. ~

818.03(e) Applicant Must Make. His
Own Election
Applicant must make his own election. The

examiner will not make the election for him.

Rule 142, Rule 143, second sentence,

819 Office Generally Does Not Permit
Shift '

The general policy of the Office is not to
permit ‘the applicant to shift to claiming an-
other mvenhon after an election is once made
and action given on the elected subject matter.
When claims are presented which the Exam-
iner holds are drawn to an Invention ather
than elected he should treat the claims as out-
lined in 821.03.

Where the inventions are dem and of
such a nature that the Office compels restrie-
tion, an elechon is not waived even though the
examiner gives action upon the pment.ahxht\
of the claims to the non-elecied inventinn, Ex
parte Loewenbach 1904 C.D. 170, 110 O.G. <57,
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“not shift from claiming

Election combined witl traverwerfthe non-
il ’ ~ permitting a shift. It may

_in the product made, presenting claims to the
_product is not a shift (Ex parte Trevette,
1901 C.D. 170; 97 O.G. 1173).

~ holds invention to be in p
‘Grier, 1923 C.D. 27; 309 O.G. 223).

13, 553 0.G. 3 o

8 9 1 Gﬂiee"’May Waive Election and

Permit Slnft

~ While applicant, as tter of right, iniiy

ing another, the Office is not precluded from

shift results in no additional ork or expense,

~_and particularly where the shift reduces work
as by s1mphfvmg the issues (Ex rte Heri-

tage Pat. No. 2,375,414 decided nuary 26,
1944) Havmg accepted a shift. case is not

abandoned (Meden v. Curtis, 1905 C.D. 272;

117 0.G. 1795).

820 - Not an Election; Pex?missible Shift
~ Where the Office rejects on the ground that

the process is obvious, the only inv ention being

Product e]ected——no shift where ‘examiner
rocess (Ex parte

Genus allowed, apphcant may elect up to

four additional species thereunder, in accord-
ance with Rule 141, this not constituting a
shift (Ex parte Sharp et al.,
2,232,739).

820.01 ONd Combmatlon Clalmed—-

Not an Election
Where an application originally presents

claims to a combination (AB), the examiner
holding the noveliv if any. to reside in the sub-
combination (B) per se (see 806.05(b)) only.

and these claims are rejected on the ground of
“old combination,”
. claims to subcombination (B) of the originally
claimed combination should not be rejected on
the ground of previous election of the combi-

subsequently presented

nation. nor should this rejection be applied to

such combination claims if they are reasserted.
Fmal rejection of the 1ea:sexted ‘old combina-
tion” claims is the action that should be taken.
The combination and :subcombination as de-
fined by the claims under this special situation
are not for
806.05(c).)

820.02 Interference Issues—Not an

distinet inventions. (See

Election
Where an interference is instituted prior to

an applicant’s election. the subject matter of
the interference issues is not elected.
plicant may, after the termination of the in-

An ap-

invention to claim-

‘sp where the

Patent \o ,




terference elect any one of the invent

on-ele spe-
821.01 through

ever, for treatment of claims held
“non-elected without
traverse in applications not ready for issue
(where such holding is not challenged), see

0 be drawn to species |

809.02(c) through 809.02(e). ‘

‘The propriety of a requirement to restrict, if

traversed, is reviewable by petition under Rule

All claims that the Etammer holds are not .

directed to the elected subject matter should be
withdrawn from further consideration by the
Examiner as set forth in section 809.02(c) and
821.01 through 821.03. As to one or more of
such claims the applicant may traverse the Ex-
aminer’s holding that they are not directed to
the elected subject matter. The propriety of
this holding, if traversed, is appealable. Thus,
if the Examiner adheres to his position after
such traverse, he should reject the claims to
which the traverse applies on the ground that
they are not directed to the elected subject
matter. Claims for which no traverse is pre-
sented should be withdrawn under Rule 142(b)
as indicated in the other, above noted, section.

After Election With Travéi-se
[R-17]

Where the initial requirement is traversed, it
should be reconsidered. If, upon reconsidera-
tion, the Examiner is still of the opinion that
restriction is proper he shall repeat and make
final the requirement in the next Office action.
" (See 803.01.) In doing so, the Examiner
should reply to the reasons or argument ad-
vanced by applicant in his traverse. If the
Examiner, upon reconsideration, is of the opin-
ion that the requirement for restriction is im-
proper he should state in the next Office action

821.01

drawn and give an action on all the claims.

If the requirement is repeated and made
final, in that and in each subsequent action.
the claims to the nonelected invention should
be treated substantially as follows:

“Claims _._..__.._.__ stand withdrawn from
further consideration by the examiner, Rule
142(bh), as being for a nonelected invention (or
species). the requirement having heen traversed
in paper No. ______."

~ ate action (Rule 144).

- If the case is ready for allowance efter appeal

Examiner’s Amendment, calling attention to
the provisions of Rule 144.

that the requirement for restriction is with-

~ an invention (or species) nonelected with trav-

erse in paper No. ______.. Applicant is given
one month from the date of this letter to can-

_cel the noted claims or take other appropriate

action (Rule 144). Failure to take action dur-
ing this period will be treated as authorization
to cancel the nonelected claims by Examiner’s
Amendment and pass the case for issue.
The prosecution of this case is closed ex-
cept for consideration of the above matter.”
' en preparing a final action in an applica-
tion where there has been a traversal of a re-
quirement for restriction, the Examiner should
indicate in his action that a complete response
must include cancellation of the claims drawn
to the non-elected invention, or other appropri-
& response to a
final action has otherwise placed the application
in condition for allowance, the failure to cancel
claims drawn to the non-elected invention or to
take appropriate action will be construed as
authorization to cancel these claims by Examin-

er’'s Amendment and pass the case to issue after |

the expiration of the statutory period for ap-
peal. (See 714.13 time for appeal.)
Note that the petition under Rule 144 must
be filed “not later than appesl”. This is con-
strued to mean appeal to the Board of Appeals.

and no petition has been filed. the Examiner
should simply cancel the non-elected claims by

821.02 After Election Without Trav-
erse

Where the initial requirement is not tra-
versed, if adhered to, appropriate action should
be given on the electeg claims and the claims
to the nonelected invention should be treated
substantially as follows:

“Claims stand withdrawn from
further consideration by the examiner, Rule
142(b), as being for a nonelected invention (or
species). Election was made :~/thout traverse
in paper No. ______. ” ‘

This will show that applicant has not re-
tained the right to petition from the require-
ment under Rule 144
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aims to Invemioms ’l‘lut Are No:
Distinet in Plnral Applications of
;Enmy [R—-l'i ]

he treatment of pluml appheat;om of the
-entn'e entity, none of which has become
in Rule 78 as fo;

peudencv in more than one apphcatmn

- See 304 for conﬂlctmg subject matter in two
.apphcatxons, same mventlve entity, one
~assl

o See 305 for conﬁlctmg sub}ect matter, differ-
ent inventors, common ownership. ,

; , , ~ See 706.03(k) for rejection of one claim on
__ invention other than prevmusly clmmed st ld‘ . another in the same application.
be treated as mdxcated by Rule 145 ~ See T706.03(w) and 706. O((b) for res ]udl-‘

~ cata. .
See 709.01 for one application in mterference '
See 806.04(h) to 806.04(j) for species and
genus in separate applications.

, Wherever appropriate, sucl conﬁlctm ap-
tion pres'muslv claimed, the applicant will be required phcatlon s sh 051% bI:\ 1] of r; efi ¢ ]Thls is’ a%h cg-y'
to restrict the claims to the invention previously claimed larly true, where the two or more apphc'ltl ons

I the amendment s entered, subject to 'e““s“‘?“‘.t‘” _are due to, and consonant with, a requirement
and review as provided in rules 143 and 144.  to restrict which the examiner now considers

 The action should take substantlally the fol- o be improper.
_ lowing form: .
“1. Claims ._______ are du‘ected to. k~822 01 Co-pendmg Before the Exam-
~(1dent1fy the invention) elected by __________ iner [R-17] ~ '
(indicate how the invention was elected, as by Tnder Rule 78(b) the pmctice relative to

origin_:gl‘p resentation of claim:r, election with overlapping c]alms in applications copending

(OSWI ;’Pt’) tr}:tverse n p::lper o i before the examiner (and not the resuit of and
anc app lcant.’ as recelved an action on such . nconant with a requirement to restrict, for
claims. | G which see 804.01), is as follows:

L Cla it bbbt A P e Where claims in one application are unpat-
(identify invention, give factual showing of entable over claims of another application of
reasons; WhY- as claimed, it is distinct from = 'he same inventive entity (either because they
elected invention, show separate classification  recite the same subject matter, or because the
or status, etc.. i.e., make complete showing of prior art shows that the differences do not im-

propriety of requirement in manner similar to  part a patentable distinction), a complete
an original requirement). examination should be made of the claims of

Applicant is required to restrict the claims  °Me application. The claims of the other appli-

Y : ('atlon may be rejected on the claims of the one
to the invention previously elected. and thus examined, whether the claims of the one caam-
the claims of group II are held withdrawn ined are allowed. or not.
from further consideration by rhe examiner In aggravated situations no other rejection
by(;?e prior 9]‘30“0"], Rule }42( b).” 1l clai need he entered on the claims held unpatentable
)i course, a complete action on all claims to gver the claims of the other application. How-
the elected invention should be given. ever, any additional claims in the one applica-
Note that the above practice is intended to  tion that are not rejected on the elaims of the
have no effect on the practice stated in 1101.01,  other should be fully treated.
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