enits” Sent
s 01(a) \
TTO2 Actions wh 1% Reqn e the Personal A mtlon

70704 Initial %ntence T
0 g P.R's oo S A0S C:tation of References L
' "'00.01(d)”! - Print Drawings W 05 { ,,‘Copxeﬂ of Cited Referenceq Pronded by
705.01(e) ; o chel e e _ Reference Order Center : ,
705.01(f) Interviews Wfth Awﬂfﬂﬂts e 707,05( b) Referenees Cited By Apphcant
706 Rejection of Cl aims ' i .~ 067.05(c¢) Grouped at Beginning of Letter
i ' : LLUTDT.05(4) Refer nw Cxted in Subsequent Actions
CF0T.00(e) Data '(qud in Cltmg References i P
70’2’.65(!) _Effective Datm nf Dec!a fled Printed
, jections > : _Matter o L
- 706. 03(a)  Nons ; ibject Ma e 70"05(,;) _Incorrect Citation of References
706.03(b)  Bar y Atomic Energy Act Ty ‘?W'OG Citatwn of Decisions, Orders, Memorandnmq
. and Notices e
T "O" 07 Completenens and Clarity
a) Action on Formal Matters -
. , : S ' Requiring New Oath
0603(g) s ; ’ | o : ‘0(_0.(.:) ~ Draftsmans Requirement
. 706.08(hy Vons ,a utory Clau:n T - 707.07(d)  Language To Be Used in Rejections
706.03(1) * Aggregatxon T S S s A 707.07(e) . Note All Outstanding Requirements . ..
706.03(3)  Old Combination . 70707(f)  Answer All Material Traversed =
706.03(1{)_ ,Duphcate Cla:mq‘-‘Double Patenting : : CIT0TA(g) Piecemeal Examination
706.03(1) . Mutiplicity . 707.07(h) Notify of Inaccuracies in Amendment ;
706.03(m) Nonelected TInv on g , . 0.(i) Each’ Clmm To. Be Mentloned in’ Earh
706.03(n) - Correspondence of ('!aim and Dlsclosure ' i . Letter
706.03(0) =~ New Matter . - N Sy "'07 o) State When Claims Are Allowab!e
706.03(p) No Utility . . 70707(k) Numbering Paragraphs o
 706.03(q) Obvious Method . . 70708 Revlew and Initialing by Assistant Exammer
708.03(ry = Mere Function of Machme Q S ' : 707.09 Signmg by Prxmarv or. Other Authorized
706.03(s)  Statutory Bar Sl o . Examiner o
 T06.03(t) Other Asslgned Applic mon o 70710 ~,En‘try ‘
1 706.03(u) Disclaimer ' : © 70711 Date’

706.03(v) After Interference nr Public Use Proceed- LTRA2 ‘Malling
ing , e 76713 Returned Office &ction

706.03(w) . Res Judicata T08 - Order of Examination
708.03(x) Relssue 70801 List of Special Cases
706.03¢{y)  Improper Markush 06802  Petltion to Make Special
_.708.03(z) . Undue Breadth = 70803 Examiner Tenders His Resignation
706.04 Rejection of Prev iously Allowed Clalm T (i) Quspension of Action
708,05 . Rejection After A]!owanm nf Applicntion i 709[01 Oyer]appjng Appucatmns by Same Applicunt '
708.06  Rejection of Claims Copied from I’utmt SR . or owned by Same Assignee !
708.07  Final Rejection ‘ T09.02 Actions F llowxng (‘orreﬂpondence under Rule ;
706.07(a) When Proper on Second Action o 202 , ,
706.07(b)  When Proper on First Action 710 Perlod for Response
700.07 (¢) . Premature o ; 71001 Statutory Period
706,07 (d) . . Withdrawal of Premature 710.01(a) Statutory Period : How Computed
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- T10.02(B)

 71002(c) ity

710.06 \ﬂsce aneous Factors Determining ate
711 Abandonment e
71101 Express or Formal &bandonment ,

711.02 Failure to Take Required Action Dnung Statn- :

',~f71102(a) In mciency of Response o
T11.02¢( b) in 1 Situations Involving Abandonment

TILO2(C)

711.03(d) Examiner's Statement on Petition Relat-
ing to Abandonment

"1104 ‘Disposition of Abandoned Applications

71104{a) ‘Pulling and Forwarding

711.04(b) Ordering Abandoned Files

71105 Letter of Abandonment Received After Appll- i

cation is Allowed

lications
Use of Abstract.s Abbrevlatures and De-
sive ,l‘ications as References
712 Abandonment for Faxlnre to Pay Issue Fee (For-
_feiture) )
T13 - Interviews

711.06(a)

| sEX 01 ',General Polioy, How (‘onduvted
©.713.02 - Interviews Prior to First Official Action
71302 Interviews for “Sounding Qut” Examiner Not :

Permitted
731304 Substance of Interview Must ‘Be Made of
Record

713.05 Interviews Prohtblted or Granted, Special ,

Sltuations
713.06¢ No: Inter Partes Questions Dlscnssed Ex Parte
713.07 Exposure of Other Cases
713.08 Demonstration, Exhibits, Models
713.08 Finally Rejected Application

713.10  Interview Preceding Filing Amendment Under .

Rule 312
714  Amendments, Applicant's Actions
71401 Signatures to Amendments
714.01(a)} Unsigned or Improperly Signed Amend-
ment

Rev. 17, July 1968

CT1412

' "’14 16‘ 'Amendment After Noti

71418

T1108  Abstracts, Abbreviatures and Defen‘nve Pub- | 71419 List of Amendments, Entry Dented

Must Be Fully Responsive

Amendments Not Fully Rmnsim, Action to

‘Gmnp

71407 Amendments Not in Permanent ink
-~ 713,08 ,‘Telegraphic Amenament

714.09
714.10
714.11

71413
71414 Amendments Af
Examimng Group After Allowance

312 : N
"14 16( n) Copied Paten
714.16(b) = Filed mth a M
714.168(c) Additional Claxms
714.16(d) =~ Handling =

- Under Rule 231

'"714.16(e) Entry in Part
71417 Amendment Filed After’the Period for Re- :

sponse Has Expired
Entry of Amendmenis

71420 List of Amendments Entered In Part
714.21  Amendments Inadvertently Entered \o Legal
: . Effect S

714.22 Entry of Amendments, Dlrections for

T14.23 ‘Entry of Amendments. Dlrections {or, Defec-

tive 3
714.24 Amendment of Amendment
714.25 Dnscourtesy of Applicant or Attorney

715  Swearing Back of Reference—-Atﬁdavit Under

Rule 131
.01 Reference Claims Foreign Filing Date

0
.715.01(a) Reference a Joint Patent to Applicnnt and

Another

'715.01.(b) Reference and Applicatlon hnve Common

Assignee

715.01(¢) Reference is Pnblicatlon ot Applicant’s '

Own Invention’

' ,715.02 General Rule as to Generle Claims

71503 Exceptions and Practice Relative to Chemical
Cases

715.04  Who Mny Make Affidavit

715.05 . Patent Claiming Same Inventfon

715.06 Affidavit Under Rule 131 Must Be Removed

Before Interference

Allownnce of m C!a!ms i
714 1.) 'Amendment Mailed Before, but Reeeived fn

Allowance, Rule




pper
R1T.01(b)Y S Prints oo o
717.02 - Date Entered on ‘File Wrapper:
717.02(a) - Statutory. Period ‘Ends O
e day .

. T17.02(h)

17.06 . Foreign Filing Date
T17.07 Related Applicat ns

ner shall ca

U.S.C.131. The C er shall cause an ¢
the application and the alleged

amination to be made of

new invention: and.if on such examination it appears

a patent under the law,

that the applicant is entitled
] tent therefor.

the Commissioner ’shall issue a
'The main conditions precedent to the grant

35 US.C. 101, 102, 108.
702 Reqmsntes of the Application

~ The Examiner should be careful to see that
. the application meets all the requisites set

forth in Chapter 600 both as to formal matters
nd as to the completeness and clarity of the

~ disclosure. If all of the requisites are not .
for neces-

met, applicant may be called upon
sary amendments, Such amendments.  how-

ever, must not inciude new matter.

702.01 Obviously Informal Cases
When an application is reached for its first
action and it is then discovered to be imprac-
tical fo give a complete action on the merits
heeause of the paucity of disclosure, the fol-
lowing procednre may be followed " (1)

reasonable search should be made of the in-
vention o far as it can he understood from the -

disclosure, objects of invention and elaims and
any apparently pertinent art cited: (2) Infor-

malities noted by Applieation Braneh and de-
ficiencies in the drawing should be pointed out

rrangement of ;Pa,pe:rys ix} File 'meper ,

nday or Holi-

of a patent to an applicant are set forth in

: ) T
ailing to define the ir
‘required by 35 U.S.C. 1
A blanket rejection is us! ! ,
~ The Examiner should n pt to point
out the specific points of El)ityin the
specification and claims. Th urden 15 on the
applicant to revise th pplication to render
it in proper form for a con e examination.
 Applicants should make every effort to follow
S. practices and terminology when preparing
filing. If this has not been done,a
‘ompt amendment should be made, avoiding
the introduction of new matter, but putting the

se in proper form. : : o
' to be followed when only
- 608.02(a2) and

‘General Information Concerning
Patents” Sent Instead of “Rulesof
Practiee”

1 Con-,
el S e applicant

handling his own case when the Examiner

- deems it advisable. : o ‘

704 Search
fAfter reading the ;speciﬁcati’:on f:ind,;,,daims, '«

the Examner searches the prior.art.
The subject of searchin '

is 'more fully
“treated in Chapter 900. See 904 through
904.02. The invention should be thoroughly
understood before a search is undertaken.
However, informal cases, or those which can
 only be imperfectly understood when they
come up for action in their regular turn are
also given a search, in order fo avoid piece-
meal prosecution. : e

Previovs ExAMINER'S SEARCH

When an examiner is assigned {o act on an
application which has received one or more ac-
tions by some other examiner, full faith and
credit should be given to the search and action
of the previous examiner unless there is a clear
error in the previons action or knowledge of
‘other prior art. In general the sccond Fxam-
iner should not take an entirely new ap-
proach to the case or attempt to reorient tlll)e
point of view of the previous Examiner, or
make a new search in the mere hope of finding
something. See 7T17.05. '
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ANUAL OF PATENT

; group, i
claims per #e cla fiable
other groa gm - which cla
ter . mt 8 Imm._

groups con
ntability of ce

(PR.) and will be signed _;
aminer in the reportmf group. :
The‘mport if legibly wntten. need not be

, ;tyg‘ed

. Note that. the Patentability Report practwe o
s Guspended except in extranrdmary cn'cum-?
stancea See 105 Ol(e) ~ 2 : :

Instruchons re Patentablhty‘

705.01
' Reports

‘I the prosecutlon of an a) phcatlon under Ll

conditions authorized in the Notice of Novem-
ber 10, 1948, relating to Patentability Reports,
the fol]owmg procedure should: be observed.
When an application comes up for any ac-
tion and the Primary Examiners involved
agree that a Patentablhty Report is necessary,
_the application will be forwarded to the proper
group with a memorandum attached. for in-
stance, For Patentability Report from Gmup
........ as to Claims _.______.
70a.Ol (a) Nature of P. R., Its Use and ~
Disposal '

The Primary E xaminer in the ;:roup from
which the Patentability Report is requested, if
he approves the request, will direct the prepa-
ration of the Patentability Report This Pat-
entability Report will be written or typed on a
memorandum form and will include the cita-
tion of all pertinent references and a complete
action on all elaims involved. The field of
search covered should be endorsed on the file
wrapper by the Examiner making the report.
When an Examiner to whom a case has been
forwarded for a Patentability Report is of the
opinion that final action is in order as to the
referred claims, he should so state. The Pat-
entability Report when signed by the Primary
Examiner in the reporting groun will be re-
turned to the group to which the application is
regularly assigned.

The Examiner preparing the Patentability
Report will be entitled to receive an explana-

Bev, 13, July 1467 64

pmmn that a Pat.
order, he should so

mtab 1ty Repo f .5
he forward-

advise the Prim:
ing group. ‘

DISAGREEMENT AS TO Cmssmxmnow -

Conﬁlct of opinion as to classification i may

"‘be referred to an E\mmmer of CI.:%Slﬁcatlon

for decision.

If the Primary Examiner in the up

~ having jurisdiction of the case agrees with the

Patentability Report, he should incorporate the
substance thereof in his action, which action
will be complete ‘as to all claims.

given a paper number but wiil be allowed to
remain in the file until the case is finally dis-

| posed of by allowance or abandonment, at

which time it should be removed.

DIBAGREEM’ENT oN PA'I‘E\'TABILITY REeroRrT

If the Prlma ‘Examiner does not a«rree'

‘with the Patentability Report or any porhon

thereof, he may consult with the Primary Ex-
aminer responsible for the report. If agree-

~ment as to the resulting action cannot be

reached, the Primary Examiner having juris-
diction of the case need not rely on the Pat-
entability Report but may make his own action
on the referred claims, in which case the Pat- -

_entability Report should be removed from the

ﬁle : ,
" "APPEAL TAKF\"

When an appeal is taken from the rejection
of claims, all of which are examinable in the -
group preparing a Patentability Report, and
the application is otherwise allow able, formal

~ transfer of the case to said group should be
“made for the purpose of appeal only.
“receiving group will take 3ur1sdxct10n of the
application and prepare the examiner’s answer.
‘At the time of allowance, the application may

The

be sent to issne by said group with its clas-

'QlﬁC‘ltlon doh‘rmmvd by the oontro]lmn' claims
~1om‘1mmg in the case,

705,0](})) Sequencé of Examination

In the event that the Primary Examiners
concerned in a P.R. case cannot agree as to the
order of examination by their groups, the
Primary Examiner having jurisdiction of the
case will direet that a complete search be made

The Pat-
, entablht} Report in such a case will not be




pinion the ffer
is exp’edie‘nt,'the'o er.of ses
spondingly medi R , , :
O e , . some Instances
(o) Ba o diwe  examination, o
() Co g i D ity, when specialists on :
bt ' - claimed invention treat the clai
specialty. Ho T, in man
o Examiner can give a co
tion of as good quality
5 total Exmminer time
umed by the use of the
practice. S

ims, and
ould be con-
ntability Report

: - only,
ility Report 1s pever

Group .7 : r%per e
 ‘making the P.R. is entered Exemplary situations where Patwfabﬁlt{
e ' ™ Reports are ordinarily not proper are as fol-

atus of the application in the :
) « Group will he determined on the
basis of the dates in the Group of o rinal

(181 0y

~ jurisdiction. To insure orde rog]

te examina-

reported dates, a timel
furnished to the G

£ 705.01()

~_In Patentabili pot 1aving

ings, the Examiner to n the case is as-
signed will furnish to the roup to which the
case is referred, prints of such sheets of the

- drawings as are applicable, for interference

‘search purposes. That t'his‘ has been done may

~ be indicated by a

port prosecution is ?assed“for issue or becomes

 abandoned. NOTIFICATION of this fact will

AT ONCE be given by the Group having
jurisdictio
submitted a P.R. The Examiner of eac

ance or abandonment on his duplicate set of
prints. At such time as these prints become
of no valne to the reporting Group, they may
be destroyed. :

705.01(e) Limitation as to Use [R-
: 23] '

The above outlined Patentability Report
practice is not obligatory and ‘should he re-

- use of a Patentabi
" (2) Where the ¢
 uct and a process which involves merely the
~“fact that a product

1 notation on the file

n of the case to each,ﬁmul; that
such

reporting Group will note the date of allow- art than the Fxami

ity Report. Then there are also situations v

 complete, ad

Examiner

i .é Report.

laims are related as a_prod-

having certain characteris-
tics is made. The Examiner having jurisdic-
tion of the product can usually make a com-
plete and adequate examination. = : ‘

" (3) Where the claims are related as a com-

bination distinguished solely by the charac-

‘teristics of a subcombination and such sub-
wrapper. . combination per sc. The Examiner having
Wi Lo 0 Coooooo0oooon o jurisdiction of the sibcombination can usually

A "a case that has had Patentability Re- ] ‘ Syt

make a complete and adequate examination.

' Because_of the high percentage of new Ex-
aminers, situations frequently arise where the

Patentability Report would of necessity be
made by an Examiner who knows less about the
iner sceking the Patentabil-

where the FExaminer seeking the report is suffi-
ciently qualified to search the art imself.

In view of these conditions which are ex-

cted to prevail for some time to come, it is
olt to be in the best interests of the Of-
fice to suspend the present TPatentability Re-
port practice. Where it can be shown, however,
that a Patentability Report will save total
Fxaminer time, exceptions may be permitted
with the approval of the Group Director of

Rev, 23, Jan. 1970



_ Is not consldered
~ ble as claimed
 entable will be refected.
~ (b) In refecting claims for want of novelty or for
~ obvionsness, the examiner must cite th be :
~_erences at his com nd.. When a reference

or shows or describes Inventions other than that claimed

plained and each rejected clalm specified.

The standards of:piiténtability, 'appl,ied inthe
 subject to review by the Board of Appeals,

examination of claims must be the same
throughout the Office. In every art, whether it
be considered “complex,” “newly developed,”

“crowded,” or “competitive,” all of the require-
‘ments for patentability (e.g., novelty, useful-
ness and unobviousness, as provided in 35 U.S.C.
101, 102, and 103) must be met before a claim is

The mere fact that a claim recites in

allowed. ,
detail all of the features of aqin‘v'ention (ie.,is

a “picture” claim) is never, in itself, justifica- . i ‘
~ 706.02 Rejection on Prior Art

tion for the allowance of such a claim.

When an application discloses pa]tentable’

subject matter and it is apparent from the

claims and the Applicant’s arguments that the

claims are intended to be directed to such pat-
entable subject matter, but the claims in t eir
present form cannot be allowed because of de-
fects in form or omission of a limitation, the
Examiner should not stop with a bare abjec-
tion or rejection of the claims. The Exam-

iner's action should be constructive in nature

and when possible he should offer a definite
~ suggestion for correction. i

Rev. 23, Jan, 1970

706-01 : Contras‘ed

) S
ble is called a “rejection.” The term “rejected”
must be applied to such claims in the Exam-
iner’s letter, .If the form of' the claim (as dis-

by the applicant, the particular part relied on must be
tinguished from its substance) is improper, an.

designated as nearly as practicable. The pertinence
of each reference, if not apparent, must be clearly ex-"
" between a rejection and an objection is that 2

_ fined strictly to the best available art.  Excep-

- rejected, or objections or re-
anner as after the first

to such Office ac-
rule 133, withor - -
t any amendments after the
ust ordinarily be restricted to
' g guirements wade, ,

dered, and soon

ndicated that the

‘ ) ot ciaims because the sub-

t matter as claimed is considered unpatenta-

“gbjection” is made. The practical difference

rejection, involving the merits of the claim, is

while an objection, if persisted in, may be

~ reviewed only by way of petition to the Com-
‘missioner. oo d
 An example of a matter of form as to which

_ objection is made is dependency of 2 claimona
rejected claim, if the dependent claim is other-
wise allowable. See § 608.01(n). £ :

rt [R-

By far the most frequent ground of rejection
is on the ground of unpatentability in viewof
the prior art, that is, that the claimed matter
is either not novel under 35 U.8.C. 102, or else
it is obvious under 85 U.S.C. 103. The lan-
guage to be used in rejecting claims should be
unequivocal. See §707.07(d). =

Prior art rejections should ordinarly be con-




g ?%’02 i

A 11.S. patent may be a reference ugainst
~application ig af
g ter the filix

nly in terms by : Aded to €
isclose the inventi ] ¥r y of

where the most pertinent It is proper to unse such ¢ o
\ s likely to be antedated by e or an auxiliary reference and such patents L

131 affidavit or declaration. Such rejections »e used together as basic and auxiliary ref-

~should be backed up by the best other art rejec- _erences. This doctrire arose in Alexander Mil-

le. Merely cnmulative rejection burn Co. v. Davis-Bournonville Co., 1926 C.D.

i would clearly fall if the pri-  303; 344 0.G. 817; and was enacted into law

ere not =ustained, should be by 35 U.S.C. 102(e}. It was held appli-
T cible to rejections under 35 U.S.C. 103 by the

6.1 Rev, 23, Jun, 1970




Prio Arg ;

aminer s
 produce’
dgﬁ is ol
1cial notice ca

59 543 O.G. 440. If the ap-
ould eite a reference i

~ The primary object of the examination of an
application is to determine whether or not the

claims define 2 patentable advance over the

his consideration should not bhe
secondary position while undue
empha riven to non-prior art or *rechnical”
rejections.  Effort in examining should be con-
centrated on truly essential matters, minimizing
~or eliminating effort on tech : :
which are not really eritical.

prior a
relegat

“diselosnre, undue breadth, utility. ete.} such re-
jection chonld be stated with a full development
of the reasons rather than by a mere conclnsion
conpled with some stereotyped espression,

Generally =peaking, the inclnsion of (1)
neeative limitations and (2) alternative ex-
_pressions, provided that the alternatively ex-

pressed elements arve basieally equivalents for
the purpose of the invention, are permitted if ne
nneertainty or ambiguity with respect to the
question of scope or breadth of f{m claim is
presentecd, g

The Examiner has the responsibility to make
core the wording of the elaims 15 safficiently de-
finite to resconably determine the seope, Tt is
npplieant’s responzibility to seleet proper word-

nical rejections
h 1. Where a major
tochnieal rejection is proper (e.g., lack of proper

so to state. In re Mal-

an ascertion the Exam- '

‘matter, though seemingly a “manufacture.”

within
101, which permits patents to be
for “any new and useful process, ‘
manufacture. or composition of matter. or any
new and useful improvement thereof. L

100. means process, art «
a new use of a known process, machine, manu-
facture, composition of matter, or material.

its of the
ject matter not patentable under the S
fOHOW,'f ‘ : NNk oy S .

jor art are ex-.

(a) to T06.03(z). IF THE

ANGUAG N THESE
CORPORATE

"Re D3
iained in 7061

JUNDS OF REJECTION.

Nonstatutory Subject Mat.

»f the invention or discovery n
e boundaries set forth by 35 ;
granted only

‘as defined in 35

The term *‘process’ a ; s
yv method, and includ

~ Judieial decisions have determined the Jim-
statutory classes. Examples of sub-
tute

O - PriNnTED MATTER ‘
- For evample, a mere arrangement of print

ed

iz

~ rejected ‘as nof being within  the statutery

67

‘ture.” A shrimp

son. 51 USPQ 413,

classes.

. NaTTRALLY OCCTRRING ARTICLE
Similarly, a thing oceurring in nature, which
is substantially unaltered. is not a “manufac-
with the head and digestive

tract removed is an example. Ix parte Gray-

~ Mgruop or Dorxg BusiNess

Though seemingly within the category of a
process or method. the law is settled that a
method of doing business can be rejected as not
being within the statutory classes.  Hotel Se-
eurity Checking Co. v, Lorraine Co., 160 Fed.
167. | g |
‘SciexTIFIC PRINCIPLE

A scientific prineiple. divorced from any
tangible strueture, can be rejected as not
within the statntory classes, O'Reilly v. Morse.
15 Howard 62, G ‘ L

This subjert matter is further limited by the
Atomir Energy et explained in 706.03 (b)Y,

Rev, 18, Oct, TR
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the same, and shall set

’iﬂm xmmmwr of

U.S.C. 2181a I n matter whi

L , : claim may be written in independent
‘and if in dependent form, it shall

' e limitations of tke claim

the dependent claim.

‘a combination may be

,  terms  “‘atomic en

nuclear material”’ are defin 1on 1
the Act (42 U.S.C. 2014). e
~Sections 151(c¢) an 51(d) (42 U.
- 2181c and d) set up categories of pending a

art thereof, and such ¢ :
ver the corresponding structure, material,
ribed in the specification ‘and ‘equivalents

cations relating to atomic energy that must be .. IS ooy R
~ brought to the attention of the ~Atom aragraph 3 of section 112 has the effect of
 Energy Commission. Under Rule | . ohibiting the rejection of a claim for & com-
~ cations for pat‘ents‘whlc:h disclose or which _bination o ' elements. (or steps) ,on‘thekgmund

isclose, or which purport to disclose, = that the ‘claim distinguishes from the prior art .
mic  solely in an element (or step) defined as a :
ns” (or “step”) coupled with a statement
of fu However this provision of para-
. graph 3 m W‘ays;be.con's_ideredas_subOrdi- iy
to the provision of paragraph 2 that the
- particularly - point out and distinctly
. usefuloran] - claim the subject matter. If a claim be found
~ application 1n fact di ) ©to contain language approved by paragraph 3
~ categories specified ic Energy Act.  such claim should always be tested additionally
~All applications 1 the Patent. Office . for compliance with paragraph 9 and if it fails
are sent to Licensing and Review for screening - to comply with the requirements of paragraph -
by Group 220 personnel, under Rule 14(c), in 2, the claim chould be so rejected and the rea-
order for the Commissioner to fulfill his respon- sons fully stated. S ~ ,
sibilities under Section 151 (dy (42 US.C. ‘Paragraph 3 of section 112 makes no change
2181d) of the Atomic Energy Act. Paperssub-  in the established practice of rejecting claims
sequently added must be inspected promptly by as functional in situations such as the fol-
the Examiner when received to determine  lowing: R
whether the application has been amended to 1. A claim which contains functional lan- -
~ relateto atomic eng‘rgyfund those so'related must  guage not suppoyr,ted by recitation in the claim
be promptly forwarded to Licensing and Re-  of sufficient structure to warrant the presence
view. ey o : ~ of the functional language in the claim. An
All rejections based upon Sections 151(a)  example of a claim of f-%?s character may be
(45 T.S.C 2181a), 152 (42 T.S.C. 2182), and  found in In re Fuller. 1929 C.D. 172; 388 O.G.
155 (42 U.S.C. 2183) of the Atomic Energy  279. The claim reads: e
Act must be made only by Group 220 personnel. A woolen cloth having a tendency to wear .
~a sl : " rough rather than smooth. s L :
706.03(¢) Funetional 2{5 A claim which recites only a single means
See Ex parte Ball et al,, 1953 C.D. 4: 675 and thus encompasses all possible_means for
0.G. 5 In re Arbeit et al., 1953 C.D. 409:  performing 2 “desired function. For an ex-.
677 O.G. 843 and Ex parte Stanley, 121 USPQ  ample, see the following claim in Ex parte
621, L " Bullock. 1907 C.D. 93; 127 0.G. 1580:
_ Seetion 112 of the Patent Act of 1952 con- ~ Tna device of the class described, means for
sists of three paragraphs, which read as fol-  transferring clothes-carrying rods from one
lows: e : position and depositing them on a suitable
The specification shall contain a written description support. R e :

of the invention, and of the manner and process of o LA o
making and using It, in such full, clear, concise, and 706.03(d) Vagug and ]“d“ﬁ““e
¢ any pereon skilled in the art “When the Examiner is satisfied that patenta-

ble novelty is disclosed and it is appavent to

exact terms as to enabl
to which it pertaing, or with which it {8 most rearly

Rev. 1%, Oct. 1068 68




The

essaril justlfy 8 re)ectxon on

he chm is vague and indefin '
lete. In non-chemical cases, a claim may,

%t:neral be drawn as broadly 8s perxmtted by,‘ - 8 |
1 vould  706. 03(f)

rior art. ~ i
e rejection of & claim a :
appear to present no difficulties. On occasion
_however, ¢ ‘deal of effort is required
‘ ng with the claim,
, er’s letter. Although
cooperation with ttorney is to be com-
- mended, undue time sh
~ to guess what the attorn
the claim. Sometmtlﬁs,
prsinrs

constructive in nature and when pos-
ould offer a definite suggestion for
correction. Inclusion of a negatxve tatlon, ,
- such as a “metal, excepting nickel”, may make
 a claim 1ndeﬁmte Expressions ! such a: “an-
hydrous”, “colorless” and “non-poisonous™ have
been allowed _They can be definite and are by
far the least cumbersome way to express the
limitation. The mere inclusion of reference
numerals in a claim otherwise allowable is not

a ground for rejection. But see Ex parte Os-

borne, 1900 C.D. 137; 92 O.G. 1797.

Alternative expresmons such as “brake or
locking device” may make a claim indefinite if

~ the limitation covers two different elements.
- Tf two equivalent parts are referred to such as

: plus ;

be considered proper

Still another way in whlch 8 claim can be in-
definite is where a non sequitur occurs. For
example, a claim is inferential and therefore
indefinite when it recites “said lever” and there
was no earlier reference or no anfecedent in
the claim to a lever. An indirect lLmitation
also affords a ground of rejection as indefinite.
If a “lever” is set forth a.nd later in the claim,
“gaid aluminum lever” is reuted the eclaim is
rejected as indefinite. [R~16]

706.03(e) Product by Process

An article which cannot be descnhed in any
other manner, may be claimed by a process of
making it. In re Moeller, 1941 C.D. 3186, 527
0.G. 559. Applicant must, however, make a

68

,_,;;beswnt trying

E 706 03(3)

tain lon

",706.03(,11) : Nonstatutory : Claim '

“rods oi%a,rs the alternative expmswn may

predmt-by -process
'to one, unless.

it ap-

‘material ;hﬂerences be-

oducts produced by the prmem s
dlﬂ'erent claims. -

Incomplete |

A claim can be rejected as zmmpkte if it

‘omits essential elements, steps or necessary
~ structural cooperative relationship of elements,
_such ommission amounting to a gap between the
_elements, steps or necessary structural connec-
_tions.
ite  Spect to the definition in a claim of matters not

~ essential to novelty or operability than with
. respect to ma.tters,
708. 03(d)

Greater latitude i is permissible with re-

” rntml thereto See also

Prohx

 Claims are re]ected as ;m-olw when they con-
recitations of ummporta.nt
which hide or obscure the invention. Ex parte
Tagan, 1911 C.D. 10; 162 O.G. 538. expresses .

_the thought that very long detailed claims set-

ting forth so many elements that invention can-
not possibly reside in the combination should
be rejected as prolix. See also In re Ludwu:k
1925 C.D. 306; 339 O.G. 393. ‘

' [R-,'

16] .
Some apphcatmns when filed contain an om-' ‘

nibus claim such as “A device substantially as

shown and described.”

Such a claim can be rejected as follows:

Claim ____._ is rejected for falhnf to par-
ticularly point out and distinctly claim the
invention as required in 35 U.S.C. 112,

For cancellation of such a claim by Examin-.
er’s Amendment, see 1302.04(b). ~

706. 03( 1) Aggregatmn

Rejections on the ground of agymgatwn
shouf-:i be based upon a lack of cooperation be-
tween the elements of the claim. Many deci-
sions and some legal writers extend the term
to include old and exhausted combinations
(706.08(j)). Confusion as to what is meant

Bavw, 18, Apr. 1068

also “Prod-

> Claims” (Wolﬁe) 28 JPOS.

etails



LA claim fs ot e, et fanction sic . Hon rejection is us follows:
multaneously. A typewrite ample, s “Claim 1 is rejected under 85 U.S.C
‘wood combination. ~Neither isa claim ar-  being drawn to the old combination vell,
,ﬁy aggregative merely because e which  a battery and 2 switeh connected in series Dy -
do cooperate are set forth in speci tail.  wire conductors. This ‘combination is shown
e R TR . e ~ tobeold b‘y,thepamnttoJones,whichdiscloses S
atio broadly 'the same elements funtionally inter-
,mla,ted'in'the,sam‘e,man.ner;to‘pmdum, ) -
tially the same resuits. The ‘combination of

_claim 1 differs from that shown in Jones in
: , setting;ﬁl)%'txhgspeclﬁ; ';:.he‘ml' ru(ci‘:tion'iof theozh)ag

e al] O 8 - tery itself. Since the latter ‘does not modif
The reference (not a oomb 18t OL ' the action of the other elements recited in the
fer f course) is cited, not o i  claim in any material manner, no new combina-
aim, to anticipate the broad  tion is seen to exist. In re Hall, 100 US.PQ.

bombination set forth in the claim. Moreover, 46; 41 C.C.P.A. 759; 208 F.2d 870; 680 0.G. 5.7
k) Duphcate Claims; Doxuh,le :

~ the cooperation and result between the ele-
ments in the reference mu: be the sam 706.03( ‘
s xtheclmm e . Patenting [R-16]

nade w Tnasmuch as a patent is supposed to be lim-
_ subcombination claims have be d or ited to only one invention or, at most, several
allowed in the same application, or wheth closely related indivisible inventions, limiting
~ other grounds for rejection of the combination  an application fo a single claim, or a single
 claims exist, are not determinative of the pro-  claim to ‘each of the related inventions might
priety of this rejection. The rejection is proper . appear to be logical as well as convenient.
wher a single reference discloses broadly a com- - However, court decisions have confirmed ap-
bination of the same elements functionally co- »licant’s right to restate (i.e., by plural claim-
operating in substantially the same manner to  1ing) his invention in a reasonablg number of
produce substantially the same recults as that  ways. Indeed, a mere difference in scope be-
of the claimed combination. E'x puarte Silver-  tween claims has been held to be enough.
 stein, 125 U.S.P.Q. 238 (Bd. App.). The fact Nevertheless, when two claims in an appli-
that an applicant has improved one element of  cation are duplicates, or else are so close in
a combination which may be per s¢ patentable  content that they both cover the same thing,
_does not entitle him to a claim to the improved  despite a slight difference in wording, it 1s
olement in combination with old elements where  proper after allowing one claim to reject the
the elements perform no new function in the  other as being a substantial duplicate of the
claimed combmation. In re Hall, 41 C.CP.A. allowed claim. Also, it is possible to reject
759. : G , T i one claim on an allowed claim if the differ
Example: An improved ( specifically recited)  only by subject matter old in the art, e lat-
carburetor claimed in combination with a gaso- ter ground of rejection is set forth in the fol-
line engine. A reference is cited which shows ~ lowing pamgmgh quoted from Ex parte
a carburetor combined with a gasoline engine.t - Whitelaw, 1915 C.D. 18; 219 O.G. 1237:
This shows the broad combination to be old. “(laim 54 is not patentable over claim 51
Porh in the reference and in the claimed com- and claims 53, 55 and 56 are not tentable
binuiion, the cooperation between the carbu-  over claim 50 in view of Comstock, No. 590,657, -
retor and engine is the same and the end result  which shows that it is old to employ an engine-
is the same. The claimed combination is an  casing in tools of this character. The claims
improvement over the prior art only because  held patentable are congidered as fully cover-
of the improved carburetor, The carburetor ing applicant’s invention, and applicant can-

Rev. 16, Apr. 1968 70




_ 'This rejection parte
. trma) is usually g,ot. apphied if there are

g faw claims in the application,
te’dtoths

Situations rel&

 follows:

 Where there 18& c0
or more appllcatlons by di

. the a.pphca.mons contaln mtmg clmms,

305 and 80403,

Dom;m PATLN’TING o

: ’conﬂlctmg clmms in dlﬁer-'f :
the’ same mvenhor, one of,

~ ble patent

,entable ove

resuitof & mqmrement
. the Oﬂioe‘ even though
stricti )

706.03(3:)“ o

 When m mvenmr hus two or mﬁm* .
applications for species or for relsted inven-

apter 800, particularly Sections

, 806.04(h), 899 and €22.01 for dou-

r rejections of mventwng net pat-»

ject a divisional ;ai;phwtmn on the parent pat- L
application is filed as a

nt if the divisional
ﬁestnctwn made by )

relates to

Rev. 16, Apr. 1868

requirement for re-

y: gpecies. In re Joyce, 1958

CD.2; 721 0.G. & See also In re Herrick et
al 19:)8 CD 1 72" OG 4whem theCom



~ provided they‘ differ sy
are pot unduly multipl

‘unreasonable in view of the nature and sco
~ of applicant’s invention and the state of the
- art, affords a basis for a

ground of multzplmty A

jection on this

und should include all the claims in the case

inasmuch as it relates fo confusion of the issue.
To avoid the possibility that an application

_ which has beel ected on t
dv ' ' claims may
of Appeals pri an exami
rits of at least some of he

18 Judg
erly define applicant’s
the applicant to select certain
exoeeé)
the merits.

~able in setting the num
_ cant some latitude in ¢
If 2 rejection on multip

r to afford ¢ the appli-

will be rejected on that und.  He should
request selection of a specified number of clmms
for purposes of examination

If time for consideration is requected arrange-

,ela!m may be preaented.‘k
,‘ tisny from each other and

ection on the .

ronnd of un-
pealed. to - '

‘An unrensonable number of clmms that 15",'{ rejection and the

the avent of 8 tmveme of mxd ref

ap“‘lmant, beside: - out tha i
suppased errors of the }gu&tn{meﬁy m}aet&m m

‘greater than the number speclﬁed bY f}"‘

Exammar e ,
1f the re;e«ctxon on m: txphclty 18 adhemd to.
all claims retained included in_such
: aims only will be

their merits. This

additionally examined
icant’s right to have

‘procedure preserves

 the. rejection on multip zclty rewewed by t.he
: Board of Appeals. o

bee also sectmn ¢06'O3( k)

706 03( m) Nonelected Inventmns o
[R-20] !

Q»ee seotlons 821 to §21. 03. See partlculaﬂv
the last pﬂmgmph of section 821 for the neces-

~ sity of rejecting claims, which stand withdrawn

‘be{:ause they are not readable on the elected
species, where apphcant has traversed the

o anm ner’s holdmg

the number specmed for exammatmn on .
}d be reason-

- his invention.
o ty is in order the
i ,'Exammer should make a telephone call explain-

- ing that the claims are unduly multiplied and

ments should be made for a second telephone

call, preferably within three working days.

~ When claims are selected, a formal ‘multi-

plicity rejection is made, mc]umng a complete

record of the telephone intervies, followed by

an aetion on the selected claims.

~ When applicant refuses to comply with the
telephone request, a formal multi licity rejec-

- tion is made. No reference shoulg be made to

the unsuccessful telephone call.

The applicant’s response to a formal multi-
plicity rejection of the E xammer. to be com-
plete, must either:

1. Reduce the number of claims presented to
those selected previously by telephone, or if no
previous selection has been made to a number
not exceeding the number specified by the Ex-
aminer in the Office action, thus overcoming the
rejection based upon the ground of multipheity.
or

D~ 6y - 2

EREE

71

, ‘pondence of Claun
“and Disclosure [R—20]

5 Rule 117. Amemiment and reviafon reguired. The
specification, claims and drawing must be amended gnd
revised when required, to correct inaccuracies of de-
seription and definition or unnecessary prolixity, asd

‘to secure correspondence between the claims, the speci-

fication and the drawing.

Another category of rejections not based on
the prior art is based upon the relation of the
rejected claim to the disclosure. In chemical
cases, & claim may be so brosd as to not be

supported by disclosure, in which case it is
‘rejected as unwarranted by the disclosure. If

averments in a claim do not correspond to the
averments or disclosure in the specification, &

rejection on the ground of maccuracy may be
in order. It must be kept in mind that an

~original claim is part of the disclosure and

might adequately set forth subject matter
which is completely absent from the specifica-
tion, Applicant is required in such an in-
stance to add the subject matter to the specifi-
cation.  Whenever an objection or rejection is
made based on incomplete disclosure, the Ex-
aminer should in the interest of expeditious
prosecution call attention to Rule 118. If sub-
ject matter capable of illustration is originally
claimed and it is not shown in the drawing, the
rlaim is not rejected but applicant is required

Rev, 20, Apr. 19438




re basec on 35 U.8.C.132.
7,06-,03(?‘(/'1'1)",‘_‘,'1?{0; Utility

A :rejectiori on the
cludes th

policy.
is 35

‘A process which amounts

or product is not patentable, An Applicant may
invent a new and useful article ¢ manufacture.
 Once the article is conceived. it often happe

~ that anyone skilled in the art wov
Caware of a method of making it. In such a
case, 1if applicant asserts both article and
method claims, the article claims are allowed
hut the method claims may
dvawn to an obuious method of making the

iy

Los the elaimed article was made. 1t other
words, the rejection is proper if such a person
would he able, upon the basis of his own knowl-
edge. to perform the elaimed iethod merely
fron: Laving the claimed art
or by being told what ingredients it contained.
Note in re Larsen, 40 C.C.P.A. 7115 180 T.S.-
.. 200 292 T 2d 531

oRev. 20, Apr. 19069

A pro ; to nothing more
than an obvious manner of producing an article

uld at once be

be rejected as being

While a rejection on this ground does not re-
quire the citation of art or the allowance of any =~ °
claim. it mnst be apparent to a person ordinar-
akilled in the art, withont reference to any
method disclosure contained in the application,

iele chown to him -,

H nochfa;ppéaring
thod claims are

they define ths

d machine or :

(as_distingu
application) resu

right to a patent.
- Owx Prior ForeieN PaTENT By

Extract from 35 U.8.C. 102. Cond tions Finr patenta-
Kty ; novelty and Ioss of right to patent. A person.
all be entitled to a patent nnless- Lt

. % : =

_{d) the invention was Hrst patented or cansed to:
atented by the applicant or his legal representatives
or assigus in a foreign country prior to the date of the "
~application for patent in this country on an applica--
tion filed more than twelve months before the filing.of :
theé application in the United States. S

The statute above quoted establishes four
conditions which, 1f all are present, establish =
bar against the granting of a patent in this
~ountry & o - : ' e : L

(1) The foreign application must be filed

more - than one yeax_f',before the filing in the

United States. , ‘ i e
(2) Tt must be filed by the applicant, hislegal

representatives or assigns. s L
©43) The foreign patent must be actnally
granted (e.g., by sealing of the papers in Great
‘Britain) befove the filing in the United States
ince foreign procedures ditfer, the act from
Jy it ean be said that the inveniion wag pat-
1, has orcurred. It need not be published.
Girusehwitz ot al., 138 U.S.P.O. 505

s % the meaning of “patented” ns a pplied
ro German procedures, :

{4) The swme invention must be involved.
Tt such a foreign patent is discovered br the
Esxaminer, the rejection is made under 25
178.C. 102(d) on the ground of statulory bar.

The new law only applies to applications
Gled after Junaary 11955, : : (e

72




106.08(v)

, abmitted to Licensing 5
a,,lSwtwm of ',Gmu?

220 unless the
hat the foreign
mted Smtes

, forelga 2pp
the foreign patent t
1102(d) must have !

' rpg ectmn

o 7 06. 03 ( u)* stolalmer

tle without the concurrence of the head of the depart-
nts and the chxef oﬁr'ers of the agenczes who caused

‘odlﬂﬂafiom dmﬂnd
ments or' supp}ememﬁ fr-erwto or. di vlsmns thereot.
- 85 U8.C. IRS. Patent barred for fiting without licenae,
o \'ot\nﬂhmmlmz ’m. n!wr provisions= of aw anx (O
g, “and his s o jegn] representie
‘r'ti\(-s, shall nor recelvea United S m> rsarent for an
invention if that persen. or his suocessors, assigns. or
logal shadl, “withenr  procuring the
license preseribed in zection 184 of this tfitle, have
made, or conzentert 14 or assisted another's making,
applieation in a foreign country for a patent or for the
registration of a wutility ‘model‘ /industrial design, or
model in respect of the.iny idn A United States
patent issued to such gerson fhis SUCCEsOTs, ass'g‘us, or -
legal representatives shall be mvalld ' '

If, upon examining an app )cqhon, the Lx-
aminer learns of the existence of a correspond-
ing foreign application which appears to have
been filed hefore the United States npphﬂatmn
had been on file for six months, and if the in-
vention apparentiv swas made in this country,
he shall refer the application to Licensing
and Review Section of Group 220, ealling at-
tention to the foreign application. Pending
imvestigation of the possible violation, the ap-
plication may be returned to the Examining
Group for prosecution on the merits.  When it
is otherwise in candition for allowance, the ap-

721

sigus,

represetarives

“claims nnt . patenmln\ i

706.03(v)

' OTHER STATUTORY Bms

Further, claims te an invention in pubhc use
or on sale in the United States more than

~ twelve months before the effective UN.S. filing

30 U800

rhte are also l'ejoc-ted IU’Z(b)

706 03(!) Other Assxgned Apphcatlon L |

[R-19]

;As pomted out in kectmn ‘3(}{». ‘1\91m1ment of

|ame m\'emor mav £
* See ~1lso se

[R——19]

Claxms may be rejected on the around hat
applicant has disclaimed the ~u03cct matter -
volved. ‘unh i mer "nmv arise, for emm-
ple. from the applic ' '

(a) to make claims su :
ence with another ‘zpphcafmnnmhr Rn]e 00‘3
section {1101.01(m)), ,

(b) to copv a claim from a patent when sug-
gested by the Examiner, section (1101.02(f) ), or

{c) to respond or nppem wnin.n;the time
limit fixed, to the Ex s rejection of
ne . npxed fmm a patent isec Rule 206(k)

A

mer J.pphea to all
tin “t from the dis-

e. as to the claims

Ia
1=t

claimed subject matter as v
directly involved.

After Interference or Pub-
Hie Use Proceedmg [R-20]

For rejections follm"mg an mterference. see
sections 1708 to 1110, ,

The outcome of pnb]w nse pmmeum,rzq may
also be the basis of a rejection. (See Rule 292, )

{7pon termination of a public use proceedings
nwlndmg a ease also involved in interference,
in order for a prompt resumption of the inter-
ference proceedings, a notice should be sent to
the Board of Patent Interferences notifying
them of the (h&pomtmn of the public use pro-
ceedings.

Reir. 2, Apr. 1060




second application claims.
en making a rejection on res judicala,
tion should ordinarily be msade alsc on the
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 706.03(x) 1
35 U.S.C. 251 fu
issue “enlarging the scop
original patent” unless t
for within two yesr

original patent. Th
cannot be excused.

_ broader In any NS
_original patent, nay be rejectea
" 'as being barred b; ' 951.  However,
“when the reissue. d for within two
years, the Exami  not go into the ques-.
tion of undue delay. . ‘ e

The same section permits the filing of a re-:

‘issue application by the assignee of the entire

interest only in cases where it does not “enlarge

the scope of the claims of the ;'oriﬁinal patent”.

Su ms which do enlarge the scope may
reject ' statute.

A defective reissue . a ground for . N . For example, if rein I

* rejecting all the cla e reissue appli- i 1 selected from the group consisting

;c.atio‘n. See 1401.08. o of A, B, D’isap r limitation t,hen
~ Note that a reissue app jon is “special” = “wherein' R is A, B, C or D" ¢hall also be con-

‘and remains so even if , does no " sidered proper. . o

a prompt response. ' ‘ jecti f a Markush type clai

A rejection o :
on any of the grounds pointed o

70603 (y) Improper Markush Group to the merits and is ap
/ [R—17] : 'f,,:"” o L e \ "S“‘M N
‘Ex parte Markush, 1925 C.D. 126; 340 O.G. o may
839, sanctions, in chemical cases, claiming 3  pes presented a number of examples which, in

genus expressed ,as,:arrf'”gm‘ﬁ°°n‘5istin“ of cer-  the e3 opinion, are sufficiently repre-
tain specified materials. This type of claim 1s tive pport a generic claim and yet a
employed when there is no commonly accepted urt may subse uently hold the claim invalid
generic expression which is commensurate in on the ground of undue breadth. Where this
scope with the field which the applicant de-  happens the patentee is often limited to species
sires to cover. Inventions in metallurgy, re- claums which may not provide him with suit-

_ fractories, ceramics, pharmacy, pharmacology able”b‘:’ tion. 5 Tl

~ and biology, may be claimed under the Mar- “The allowance of a Markush type claim under

 kush formula but it has consistently been held 5 tyye penus claim would appear to be bene-

to be improper to extend it to purely mechani- . g.ial to the applicant without imposing any
cal features or process steps. It is improper to due burden on the Patent Office or in any way
use the term “comprising” instead of “consist-  detracting from the rights of the public. “Suc
ing of”. Ex parte Dotter, 12 USP.Q. 382, 5 syhgenus, claim wouid enable the applicant
Regarding the normally proiubxted inclusion of ¢4 claim all the disclosed operative embodi
Markush claims of varying scope (generic and ot o fFond him 8
subgeneric_for example) in the same case, see
Ex parte Burke, 1934 C.D. 5; 441 O.G. 509.
The use of Markush claims of diminishin
scope should not, in itself, be considered a suffi-
cient basis for objection to or rejection of claims.
However, if such a practice renders the claims
indefinite or if it results in undue multiplicity,
an appropriate rejection should be made. This S Ao
practice with respect to Markush claims of c AR ;
diminishing scope is being continued. | 706',03(?) Undue Bread!h

The materials set forth in the Markush group In mechnnical cases, broad claims may prop-
ordinarily must belong to a recognized physi- erly be supported by a single form of an ap-

73 Rev. 17, July 1968

See also 608.01(p) and 715.03.
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" Rule 118, refection or action.  (
ond or any subsequent. examination or
: n, the rejection or other action may be mt
 whereupon applicant’s response {5 limited to ‘appea
 the case of rejection of any claim (rule 191) or t
. 'amendment as specified in rule 116. Petition may be :
‘ Co oner in the case of objections
involved in the rejection of any
" Response 'to 'a final rejection or
i cellation of, or appeal from the
rejection of, each claim so rejected and, if any claim
sthnds allowed, compliance wit ny requirement or
objection as to form. et

(b) ,Innj\laki‘ng’;ﬁs;ich', final re fon, the : xanﬁne:

shall ) 'qr;stydte]'&l\l'grounds of rre‘jjecﬁo’n',t‘hen”cot;’-k
~ sidered applicable to the claims in the case, clearly
‘stating the reasons therefor. T

" Before final rejection is in order a clear issue
~ should be developed between the Examiner and
_ applicant. To bring the prosecution to as.
~ gpeedy conclusion as possible and at the same
~ time to deal justly by both the applicant and
the public, the invention as “disclosed and

" claimed should be thoroughly searched in the

first action and the references fully applied;
and in response to this action the applicant
should amend with a view to avoiding all the
~ grounds of rejection and objection. Switching

from one subject matter to another in the

claims presented by applicant in successive -
_amendments, or from one set of references to
another by the Examiner in rejecting in suc-
cessive actions claims of substantially the same
subject matter, will alike tend to ‘defeat at-

y DrrFerRexT ExaMiNer |
~ Full faith and credit should be given to the
~ search and action of a previous examiner un-
less there is a clear error in the previous action
or knowledge of other prior art. In general,an
examiner should not take an entirely new ap-
proach or attempt to reorient the point of view
~ of a previous examiner, or make a new search S0 : 2
_in the mere hope of finding something. ~ taining the goal of reaching a clearly defined
" Because it is unusnal to reject a previously  issue for an early termination; ie., either an
allowed claim, the Examiner should point out ‘allowance of the case or a final rejection.
_in his letter that the claim now being rejected While the Rules no longer give to an appli-
- was previous]y allowed. cant the right to “amend as often as the Ex-
' SR e : aminer presents new references or reasons for
706.05 Rejection After Allowance of  rejection”, present practice does not sanction
Application ~ hasty and ill-considered final rejections. The
‘ R o _ applicant who is seeking to define his invention
See 1308.01 for a rejection based on a refer-  in claims that will give him the patent protec-
ence. Chiel . " tion to which he is justly entitled should re-
For rejection of claims in an allowed case  ceive the cooperation of the Examiner to that
which has failed to make the date of a senior  end, and not be prematurely cut off in the

Rev. 17, July 1968 e (s




' prbsééixtioni of hlscase But t

 who dallies in the prosecution of

~ sorting to technical or other obviov
fuges in order to keep the application pend

before the Primary Examiner, can no longe
find a refuge in the Rules to ward off a fin
: }1ejectio’n_; a - E Commia e i

o cuted

ould never lose sight of the

vl

) ﬁ;};!‘aﬁd fair hearing, and that a clear issue
:  applicant and Examiner should be de-
1f possible, hefore appeal is prose-

However, it is to the interest of the

_zpplicants as & class as well as to that of the

4.1

Rev. 17, July 1988

the applicant is entitled .



confer any i-lghf on an ap

Ex parte :

,Jecnon,‘f el Rt ;
f re]ectmn of recor 1 . claims appli
d, and any such grounds re- ce action in those sxtna—f
1181 rejection should be reiter ns where (1) the new application is a con-
Iso be 0193!‘ veioped 10 ,mng np!:hcatwn of, or a substitute for, an
ly earlier application, and (2) all claims of the new
a{) hr-mon {a) are drawn to the same 1mentxon
claimed in the earlier appli
would have been properly fin é)
‘of record in the next Oﬁce action if they
‘ , had been entered in the earlier apphcatmn A
of rejection, fin J€ X - ref T first action final rejectlon in a continuation-in-
such a statement also. : t application is not proper where any claim
~ buttal of an , raised in the appli- | ( sub;ect, ma.tternot presentmthe parent
al is taken in such a : , :

éompleta statement of aminer’s pOSlthD o™ & F al R e
A summary indi final dlspoeltlon B ,“( ) mn ‘ eJ
'clalm 1s decxmble nd ;

o .\m quechon as to prematu

. “The above re1ectlon is made FIINA re]ectlon should be rased, if at all,

- “This is a FINAL rejection”, case is still pending before the Prxmary Exam-

. The Office action first page form POL—-‘3‘>6 ~iner, This is purely a question of ractice,
should be used in all Office actions up to and, ‘wholly distinct from the tenability of the re-
mcludmg final rejections. - © jection. Tt may therefore not be advanced as a

~ For amendments filed after. final re}ecnon. _ground for appeal, or made the basis of com-

 see sections 714 1*' and 714 13 [R—ZO] e plamt before the Board of Appea!s It is re-
' ,,vwwable by pevtlon : o

1 706.07 (a) Fmal Rejectlon, When Cacie .
" Proper on Second Ac!wn | 706 07 (d) Final Re;echon, ‘With-
, _drawal of, Premature

R-22
L ] If on reque-t by ap hcant for reconsidera-
Due to the change in’ practlce as affecting tion, the Examiner finds the final rejection to
final rejections, older decisions on questions of 1.\ been premature, he should mthdraw the
prematureness of final rejection or admission of g, ality of the rejection. | ,
subsequent amendments do not necessarﬂy re-
flect present practice. Under En‘esent practice, 706 07((.) Withdrawal of Final Re-
second actions on the merits shall be final, except t G 1 [R-22]
whero the Examiner introduces a new ground ‘ jection, Genera

of rejection not necessitated by amendment of  See sections 714,12 and 714 13, Amendmeuts
the application by applicant. Furthermore, after final rejection.
second action on the merits in any apphca,tmn Once a final rejection that is not prematme :

will not be made final if it includes a rejection,  has been entered in a case, however, it should
on newly cited art, of any claim not amended  not be withdrawn at the applicant’s re uest ex-

by applicant in spite of the fact that other  cept on the showing of Rule 116. is does
riaims may have been amended to require newly  not mean that no further amondment or ar,
eited art. ment will be considered. An amendment t t
: See section 809.02(a) for actions which indi-  will place the case either in condition for a!
. eate generic claims not allowable, lowance or in better form for appeal may be
: In the consideration of clahins in an amerided admitted,  Also, amendments complying with
case where no attempt is made to point out the  objections or requirements as to form are to be

B0 ©Rev. 22, Oct. 1960




I

‘rejection for the purpose of enterin
ground of rejection; this practice 1s to be
to situations where 2 new of

meets at lea

for entering
mal” gro

351

[R-22]

Estract from Rule 104 (b) The applicant will be -
notified of the examiner’s action. The reasons for any
adverse action or any objection or requirement will

_be stated and such information or references will be
given as may be useful in aiding the applicant to judge
of the propriety of continuing the prosecution of his
application, : v

Tnder the current first action procedure, the
Examiner signifies on the action form POL-326
certain information including the period set for
response, any attachments, and a “summary of
action,” the position taken on all claims.

This procedure also allows the Examiner, in

_the exercise of his professional judgment to

indicate that a discussion with applicant’s
representative may result in agreements
whereby the application may be placed in con-
~ dition for allowance and that the Examiner
will telephone the representative within about
two weeks. Under this practice the applicant’s
_representative can be adequately prepared to
eonduct such a discussion. Any resulting amend-
ment may be made either by the applicant’s

_ Rev. 22, Oct. 1060

© After the's
. is taken in the light of the references found.
. Where the Assistant Examiner has been in the -

707 Examiner’s Letter or Action

~attached to applicant’s

Where applicable, Notice

 Drawings, PO-948 and

Patent Application, PO-15
first action. - G

1 a7i11(:1ude he

: o oxpodite handling
707.01 Primary Examiner Indicates -
~ Action for New Assistant [R-

rch has {Bé‘én completed, action

Office but a short time, it is the duty of the

~ Primary Examiner to go into the case thor-

oughly. The usual procedure is for the As-
sistant Examiner to explain the invention and
discuss the references which he regards as most
pertinent. The Primary Examiner may indi-

_ cate the action to be taken, whether restriction

or election of species is to be required, or
whether the claims are ‘to be considered on
their merits. If action on the merits is to bhe

given, he may indicate how the references are

to be applied in cases where the claim is to be
rejected, or authorize allowance if it is not met
in the references and no further field of search

is known.

707.01(a) Partial Signatory Authority
© [R-22]

Examiners who are delegated partial signa-
tory authority are expected to sign their own
actions with the exception of the following
actions which require the signature of the Pri-
mary Examiner: .

Allowances
Quayle actions




P
- Actions mvolv
section 1101, s‘g
uests for juri mtmn
urposes
. Actions reopening prosecutx
ts for thhdrawal from

vidence ( Rules 131 and 132)

- Suspension of Examiner’s action ,
Reissue cases (d, cisions on relssne oath or
declaration) - o ,

Requeﬁts for an exte

Examiner’s amendments

Raﬁtnctlon requlrements

707 02 Acn,,
Attention of the
~ Examiner [R-20]

There are some questions which existing pr'lc-
tice requires the Primary Examiner to be
sonally responsible for.
fall in this category:

Primary

Third action on any case (sectxon 0T 0'7(a)) '
Action on a case pendlng 5 or more \ears‘

(section 707.02(a)).
Final rejection. :
Initiating an mterference (sectwn 1101.01

(€))-
710.02(e)).

uest. for extensxon of time (secmon

interference looking to the formation of an-
other interference involving that apphcatzon
(section 1111.05).
Decisions on
Rule 231; also, actions taken under Rule 237
(88 1105.02 to 1105.05).

Rejection of a prevmusl) a]lovsed c]alm
(§ 706.04). :

(If applicable to n patentee, see § 1101.02(f).)
Classification of allowed cases (& 903.07).

Holding of abandonment for insufficient
response.

- ofre

Wlnch Req‘ui’re’ the

‘The following acnonsf :

Disposition of an amendment in a case in

interference motlons under :

Proposed re]ectlon of a copled pabent claim.

‘ mine Answers on nppeal (Rule .g

193) 7"Totaa also §1208.01 where a new ground, S

norob]ectmn israised, or a new refer '
, in the &nswer :

For a hst

“to. the Grou’

an ap-.
} t references on

: {and carefu]ly applying them.
The Supem iso

every application which is up for the third offi-
cial action with a view to finally concludmg its

+ prosecution.

" Any case that has been pendin ﬁxe weara
should be carefulI} studied by the Supervisory
Primary Examiner and every effort made to
terminate its prosecution. In order to accom-
phsh this result, the case is to be considered

“special” by the Exammer : '

‘707 04 Initial Sentence [R—22]

The “First Page of Action” form P()L—S?ﬁ
contains an initial sentence which indicates the
status of that actlon, as, “This : xpphcatmn has
heen examined” if it is the first action in the
mse, or, “Responsive to communication filed
* Other papers received, such as sup-

: p]emental ‘amendments, aﬂidavxis, new draw-
~ings, ete., should be separately mentioned.

A preliminary amendment in a new case

" should be acknowledged by adding a sentence

such as “The amendment filed (date) has been
received.” ~

Rev. 22, Oct. 1969

; Primary Examiners areex- .
pected to personally check on the pendency of



to issue wi
where no

.,ted thelr nat!ona)ity‘

and th«e names of the

, ' to ensble the applicant

- to; mentlty the patent‘ . In citing foreign pat-
' ents, ‘the number of pages of spec!

“:;,sheets containing the parts relled upon must be identi-"
fied. If printed publicptions be cited, the author (if
any), title, date, pages or plates, and place of pub-
- ’ncation, or place where a copy can be found, shall be
" glven. When a rejectlon Is brsed on farts within the
'persona! knowledge of an employee of the Office, the
data shall be as specific as possible, and me reterence_
must be supported, when called for by‘ the applicant by

the affidavit of such employee. an '
be subject to contradiction or explanam
davits of the applicant and other pemm

707.05 (a) Coples of C:ted Rcferences‘ G
Provided by Rcference Or-
der Section [R-22] '

opms of cited references {except as noted
helow) are automatically furnished without
charge to applicant together with the Office ac-
tion in which they are cited. Copies of the cited
references are also placed in the application file
for use by the Examiner during the prosecution,
Copies of references which are cited at the
time of allowance, in Ex parte Quayvle actions,

Rev. 22, Oct. 1960 78

(1) ordermg copies
~ (2) microfiiming foreign and other references
supplied by the Exar ,
~tion with one copy of ;
(4) promptly Treturning t

plication file. .

‘aminer should:

- pleted

~10.S. patents.)

~ the Art Unit, the Examiner should have two

prosecutx[ the parent:
isted at ,_I]owance for printin,
T irnished’
(R.O.S.) wh

g in the patent. =
y the Reference
h is in charge of
ted 1].S. patents:

mailing the ac-
reference; and

propnate o
Group the foreign and “other refemnces” and
(5) after mailing, returning ip the
ribbon copy of the mail ~

copy of each reference to

To assist in prov1dmg thls =emce, the Ex-‘ ;

~ (a) Write the citation of the references on"f '
3-part. form PO-892 “Notice of References

‘ ,Clted

(b) Place the original copy of ”—892 in the
file wra(;))%er and give to the clerk with the com-
ce action for countmg and typing as
usual.
(¢) Write the application senal number on
the plastic index tab of a special fo!der Insert

of drawing must be specified, and In m;pm'.t only  into the folder the two carbon copies of PO-

“of the patent be (nvolved the’ particulsr pages and -

892 together with any Foreign an Other Ref-
erences cited in the actlon (Do not enclose any

‘Out Box for

“{d) Place the folder in- the
R.O.8." :
Form PO-SQQ is oompleted and the folder
prepared and forwarded to R.O.S. in all cases
in which a reference is to be provided, regard
less of the type reference cited.

Foreign and Other References are copled and
returned to the Art Unit within 48 hours. If
it is not feasible to release such a reference from

copies made. These copies must be clearly
marked as such. Both copies are m:erted into
the folder for forwarding to R.O.S.

If one copy of a reference is to ‘be used for

two or more actions simultaneously, the folders

involved must be fn%('ened to;_rether with an
explanatory noteon top.

If Special Handling is desired, a “‘;per-lal ’
sticker should be attached to the top of the

folder. _
Jumbo 7.8, Patents will be { urnished to the

applicant, but will not be placed in the appli-




outlined procedure, and |
lowed in correcting an
mailing are found in Ch
of Clerical Procedures. |

~ Applicants, &
adwsedi)tha!}:l, it 1
proper but high
the atent,Oﬂ?oe\

. the first Office action, of any

- printed f'[l)ublication which, in their opinion, may
1 to the Office in its examination of the

e help s exan :
1t is not the intention of the Pat-

application.
~ent Office to rely a subs
y part of the official search, nor

orney

ject 1 ,
or attorney of p
vide a check
facilitate such sea
is advised of gl:
nence before begin
to spend time In

were starting

; Office, if it uses
such art, will not rely 1y way on the fact that

it was cited by the applicant or attorney, but will

 treat it 'in;exa::tzrhe}‘same ‘manner as art dis-
covered in the of

record. Any citation should be selective

art o )
and should avoid unnecessary duplication or

relevance,

~ fully considered by the Examiner, will be part
of the official record, and will be included in
the list of references cited in the patented file
and in the printed patent provided: E
(a) the number of references cited is limited
to not more than five separate items, unless a
satisfactory explanation is given as to why
more than five citations are necessary ; '

(b) one copy of each of the cited references

is submitted ;

(c) a detailed discussion of the references,
pointing out with the particularity required by
Rule 111 (b) and (c), the manner in which the

~ submitted ,
- class on form PO-892. Since the file record will
indicate the presence of the submitted citations, =

n such citations as a substi-

" ences not relied upon.
. furnish copies of any patent for which the class
 and subclass have been omitted on form
. PO-892, or of any Publicationjcited under the

_ heading “Applicant

; , cial search. It is definitely to
the afpli'cant’s advantage to have all pertinent

the inclusion of art of comparatively little

~Prior art cltedby applicants, attorneys',:éf '
agents prior to the first Office action, will be

79

e action, will fill out
th the following ex-
~will enter the sub-

Non-Pat. Cita-

o Cita-
‘tions _ of the citation

ds , ication. In actions where no
. references are to be provided ( Allowance, Ex =

uayle, only applicant submitted refer- -
ed upon}, the Examiner will list the
citations as usual with class and sub-

3

oes not have to point out in'the
ns for the citation of those refer-

Reference Order Section (R.0.8.) Wi]l'ﬁiflylj‘ﬁ?

adin 1 s Non-Pat, Citations.”
‘References cited by applicants, attorneys, or

~ agents under the “Special” Examining Proce-

dure for certain new applications (section . .

708.02) will be included in the list of references =
atented file and printed patent.

cited in the

Where applicant’s submitted citations do not
comply with the above procedures, the paper
containing the citations will not be entered in
the file. The Examiner will not notify applicant
of non-compliance. The references will be cited

“only if relied upon by the Examiner in his ac-

tion. Applicant will not be permitted to with-
draw the paper containing the improperly sub-
mitted citations from the application file. :

All references appearing in Office actions will

~ be listed in the patent under a single heading- e
~ entitled “References Cited”. - ‘

See section 1302.12.

 707.05(c) Order of Lising [R-21]

In citing references for the first time, the
identifying data of the citation should be
placed on form PO-892 “Notice of References
Cited”, a copy of which will be attached to the

~ typed action. No distinction is to be made be-

tween references on which a claim is rejected and
those formerly referred to as“pertinent”. With
the exception of applicant submitted citations
(sections TOT.05(b) and 708.02), the pertinent

Rev. 21, July 1963 -




arentheses, for example
here cnly a pc»rtion of the
y it slone 1s enclosed, as
X. At the time of

, alphabe
those from
(I5.the citation 266 41(4
allowance, when preparing TICRS
- cited by ,ti,m Examiner, the ty% ‘omits all par-
enthetically designated classification data.

v arranged by author (by title,
1is gaven). See section 707.05(e).

707.05(d) Reference Cited i nhren L T
G quent Actions . Inciting foreign patents, the patent number,
SR e Ny ; itation date, name of the country, name of the
- Where an applica n amendatory paper  ootentes and class and subclass (except appli-
refers to a reference which is subsequently cant submitted citations), must be given.

. Foreion PATENTS AND PUBLISHED APPLICATIONS

relied upon by the Examiner, such reference - where references are furnished and

 shall b cited by the Examiner in the usnal (1)’ than the entire diso e

1eet and
and the

citations) ; (2) the
d upoen, the total number
: ets and i re not included, and the
ap{)ropriate columns on PO-892 are left blank.
" In actions where no references are furnished,

(a)) re-

data when

included except for applicant submitted cita-
tions, Ry ' Chiran
var ‘plications and Belgian and Netherlands printed =
: ; , cite them. Note that patents  specifications should be similarly handled. If
~ of the X-Series (dated prior to July 4, 1836)  the total number of sl;eets‘ and pages in any -
 are not to be cited by number. Some U.S. pate; ‘publication to be furnished (other than U.S.
: : i have tan numhe eon patents) exceeds 15, the authorizing signa-
5 gzgiscég the Supe‘an'ésozg }"’Iz:ixnary Elxancxline_&r on
“the patent date of & U.S. patent is after Is required. Applicants who desire a
and the Sective fling date of the patent 35 OPY.Of the complete foreign patent or of the
nung ' portion not “relied on” must order it in the

~ before the effective U.S. filing date of the ap- o v .na. '
plication, the filing date of the patent must be See section 901.05(a) for a chart in which
set forth along with the citation of the patent. foreign language terms indicative of foreign
This calls attention to the fact that the par- atent and “publication dates to be cited are
_ ticular patent relied on is a reference because Es'.ted., 'For‘elgng”language terms indicating
of its filing date and :iot its patent date. Simi-  printed applications, which are to be cited as
larly, when the reference is a continuation-in-  publieations, are keyed to footnote (3) of said
part of an earlier-filed application which dis-  chart. : , ;
closes the anticipatory matter and it is neces- ‘
sary to go back to the earlier filing date, the PusLICcATIONS

fact that the subject matter relied upon was See section 711.06(a) for citation of abstracts,
originally disclosed on that date in the first  gphreviatures and defensive publications. See
application should be stated. o section 90106 (c) for citation of Alien Property
- In the rare instance where no art is cited ina . Custodian publications.

continuation application, all the references cited In citing a publication, sufficient information
during the prosecution of the parent application  should be given to determine the identity and
will be listed at allowance for printing in the  facilitate the location of the publication.  The
patent. See section 707.05(a). data required by Rule 107 (section 707.05) with

larger number should becited. =~

Rev. 21, July 1060 &0

the total number of sheets and pages should be |

Publications such as German allowed ap-




7&7.@5 (e)
cf N

he a{:tmn {there, o
e additional infor-
”Shﬁnld be gi‘«"en. :
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707.%(33 :

o }ﬂz(‘e '0
('onunerce.

Smgei*,’l E. ~ .
~cation Practice in I Hustm NY, Remhald -
- 1558,  Chapter 8, p. 157
~ Patent Searchin
Machinery’s ] 16th ed. N.Y, In- = urp p P .
~ dustrial Press, 1959 p- 15261527, pon prior knos under 35 U.S.C. 102(s)

1959, ; ~the above noted declassified material may bs
(‘a]vert R. Patents ( Patent Law) In E - taken as prima facie evzdence of such pricr
eyclopedia of Chemical Technology, ed. by R'E. knowledge as of its printing date even though

Kirk and D. F. Othmer. N.Y., Interscience  Such material was classitied at that time.
Encyclopedia. Vol 9, 1952, p. qm When so used the material does not constitute

_ an absolute statutory bar and its printing date
| Hme, J. S.  Physical Orga Chemzstrv ; ?;13 be antedated by an ﬂﬂidﬂ‘”t under R“k’“
: ! 1056, p. 81. QD476 H5. : ey

4 Chmate for‘Basxc Chem-,, 707.05(8) Ineorrect Cltntmn of Ref-
R erences [R—Zl]

W"here an error in citation of a mfemnce S e
brougbt to the attention of the Office by appli-
- cant, a letter correcting the error and restarting
I the ongmal pubhcatl oca.ted 0‘1‘51&9 the previous period for response, together with
 the Office, the Examiner should immediately correct copy of the reference, is sent to appli-
~ orders Pg“’wg"l’y of at lesst the rtli())cli relied cant. Where the error is discovered by the E
“ on and indicate - ass and subclass iIn  aminer, applicant is also notified and the period
 which it will be filed. e Office action MUST for ,.espof,’fe restarted. In either case, the Ex-
, dem&ls classar belass. - aminer is directed to correct the error, in ink.
, ever, in citing references anywhem in - in the paper in which the error appears, and
 the application file the titles of periodicals are  place his initials on the margin of such paper.
abbreviated, the abbreviations of titles used in  {ozather with a notation of the paper number
Chexmcal Abstracts and printed in the list of - of the actlon m whlch the citation has been cor-
should be adopted vnth the following excep- Form POL—316 is used to correct an erro- i
tions: (1) the abbreviation for the Berichte der = pegus ecitation or an erroneously furnished '
dentschen chemischen Gesellschaft should be  reference. Clerical instructions are outlinedin
Ber. Deut. Chem. rather than Ber., and (2) ~the Manual of Clerical Prncedures, sectmn i
where & eoum;rjy or city of origin is & necessary 410.C (2) and (3). ' '
part of & complete identification, the country or  Tn any case otherwise nead for issme, in
_ city of origin should be added m paranthm,  which the erroneous citation hns not been for-
~e.g.,J. Soc. Chem. Ind. (London). mally corrected in an official paper, the Ex-
. aminer is directed to correct the citation on an
707.05(f) Effective Dates of Declassx- Examiner’s Amendment form POL-37. i
fied Pnnted Matter , [R— If a FOREIGN patent is incorrectly cxted ‘
21] '

for example, the wrong country is indicated

~or the country omitted from the citation, the

In using declassified matenal as references General Reference Branch of the Scientific

there are usually two pertinent dates to be con-  Library may be helpful. The date and nura-

sidered, namely, the printing date and the pub-  ber of the patent are often sufficient to deter-

lication date.  The printing date in some in-  mine the correct country which granted the
stances will appear on the material and may be  patent.

cltatzon, 38 is the volume num- :
ber 42 tb issue number. 1-95- the page

considered as that date when the material was To correct a citation prior to mailing, either
prepared for limited distribution. The publi-  before or after sending the typed action to
cation date is the date of release when the ma-  Reference Order Section {R.OS.), see the Mo

terial was made available to the public, See Ex nal of Clerieal Procednres, =ee, 10,001,

=] Rev. 21, July 19




wnvem@nt to do so.
. The citation of

_ avoided. ‘

In citing a m
available to the j
published, the

~ and complete data ide
be given. Thus, 8 de
_ Appeals which ha

per No..._.jiooo pages.”

sions found only in patented files should :
1 ubhshed deci-

only when there is n

sion on the same point..
When a Commissioner’s

- Memorandum not yet incorporated into this
mannual is cited in any official action, the date of
the order, notice or memorandum should be
. given. Where appropriate other data, such as
' a specific issue o f the Journal of the Patent

Office :S'oczety or of the Official Gazette in which

the same may be found should also be given.
- 707.07

Completeness and Clantv
- [R-21] :

Rule 1085. C'ompleteneaa of ea-aminer's actlm. The
examiner's action will be complete ag to all matters,
except that in appropriate clrcumstances, such a= mis-
joinder of invention, fundamental defects in the appll-
cation, and the llke, the action of the examlner may be
limited to such matters before further action s made.
However, matters of form need not be ratsed by the ex-

'aminer untll 2 claim 18 found allowable. St

Whenever, upon examination, it is found that '

the terms or phrases of modes of characteriza-
tion used to describe the invention are not
sufficiently consonant with the art to which the
invention pertains, or with which it is most
nearly connected, to enable the Examiner to
make the examination specified in Rule 104, the
Examiner should make a reasonable search of
the invention so far as it can be understood from
the disclosure. The action of the Examiner
may be limited to a citation of what appears to
he the most pertinent prior art found and a
request that applieant correlate the terminology

“Rev. 21, July 1969

- gible to make a reliable s

npt decmon wh%ch is
but whlch has not been

 with art-accepted terminology so that a

listing informalities noted by the
~tion Branch (Form PO-152).

‘and are marked with its

- 707. 07(!)) Requiring New Oath

~ genera}iy accepted m
invention pertains that

; ,%pghcant is therefore requested to provide
a sufficient  elucidation ese terms (or
properties or test data) or correlation thereof

Erope{zi comparlson w lth the prmr art can

emade. ..

A SHORTE\'FD QTATUTORY PE-
RIOD FOR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAY% '

: FROM THE DATE O :

707.07(

rms are plaved in mformal a%phcn ons [
raftsman
(Form PO-948) and the Head of the Applica-
Each of t
forms comprises an original for the file record
and two copies to be mailed to applicant as &
part of the Examiner’s action. They are spe- -
cifically referred to as attachments to the letter
}Japer number. In -

every instance where these forms are to be used
they should be mailed with the Examiner’s first
letter, and any additional formal requirements -
which the Examiner desires to make shou]d be'
included in the first letter. ,
When any formal requirement is made inan
Examiner’s action, that action should, in all
cases where 1t indicates allowable subject mat-
ter, call attention to Rule 111{b) and state that
a complete msponse must either comply with
all formal requirements or speclﬁcal]y traverse G
each requu'ement not complied thh <

R-21}

590 sectinn GU’ 02,

707.07 (¢) Draﬂﬂman 8 Reqmrement
[R--21]
See section 4()7.0;(.;), alSo “sections 608.02 ,

(a), (e), (s).




uminer’s opinion, 8s
pears to be no allow-
atentable in the sub-

~ 'should therefore ,
true where certain claims have b
C. ’ on one ground and other claims

A Pﬁmm |
- grouped to
“ e fhat rejection is equally applicable to all
35 U.S.C. 102 and those based on 35USC.103
claim is anticipated by the reference No ques- .
tion of obyiousness is present. It ~ '

. In taking up an amended case for action the

: , . If ~ Examiner should note in every letter all the
expression “rejected under 35 U.S.C. 102 as requirements outstanding against the case.
clearly anticipated by” is appropriate. . - Every point 1n the prior action of an Exam-

; e O Sl ~ iner which is still applicable must be repeated
35 US.C. 108 (OpviovsNess) or referred to, to prevent the implied waiver

' ’ , ~ of the requirement. = . ‘

" Tn contrast, 35 U.S.C. 103 authorizes a rejec- As soon s allowable subject matter is found,
 tion where to meet the claim, it is necessary to “correction of all informalities then present

modify a single reference or to combine it with should be required. i
- one‘br:more,otgemg %ftgxémfégattlﬂg thalult 31;3 SR s By N :

rejaction is under 85 U.S.C. 103, there should (f) Answer Teay-
: beret. forth (1) the difference 'or’diﬁ'erences in '707'07(f) g A;l::;r All Materiali,: Trav

the claim over the applied reference(s), (2) the erses. e
pro () _modification of theth ap;iliededrefell;
ence (s8) neoessary to arrive at e claimed su . I
ject matter, and (3) an ex?lanation why such  Suspension. thereof requested, the Examimer
proposed modification wou d be obvious. , should ake proper reference thereto in his
| Evee?tm%:f s persons] nature must be  8ction on the amendment. e
avoided. tever may be the Examiner’s ‘Where the applicant traverses any rejection,
view as to the utter lack of patentable merit
in the disclosure of the application examined,
he should not express in the record the opinion

 that the gg:ﬁMm is, or appears to be, devoid

Where the requirements are traversed, or

the Examiner should, if he repeats the rejec-

tion, take note of the applicant’s argument and

answer the substance of it.

' ~If a rejection of record is to be applied to
of patentable subject matter. Nor hould he & new or amended claim, specific identification
express doubts as to the allowability of allowed  of that ground of rejection, as by citation of

in the former letter in

claims or state that every doubt has been re-  the Kt ph ” P
the rejection was originally stated,

solved in favor of the applicant in granting whic!
" him the claims allo " ghould be given.

88 Bev. 16, Apr. 1068



] \

there is an undue multiplicity of
been no siccessful tele-

ion of a limited number :

tion; see 706.03(1);

joinder of imven-

ccessful telephone

pointed out wi
theclaims. = .
' On the other hand, a reje«
of res judicata, no prima f
issue, new matter, or ‘inoperativeness  (not
involving perpetual motion) should be accom-
plished by rejection on all other available

fore found certain ‘ vable. ~ grounds.
e . 707.07(h)

 707.07(g) Piecemeal Examination Notify of Ingecuracies
, VAL e e ) Amendment ’
 [R-16]
Piecemeal examination should be avoided
as much as possible. The Examiner ordi- 707.07(i)
parily should reject each claim on all valid o
_ grounds available, avoiding, however, undue gt 16]
multiplication of references. (See 904.02.) . e w o
Major technical rejections on grounds such as In every letter each clsim should be men-
~ aggregation, lack of proper disclosure, undue  tioned by number, and its treatment or status
‘breadth, serious indefiniteness and res judicata  given. Since 8 claim retains its original nu-
should be applied where appropriate even ghout the prosecution of the case,
though there may be a seemingly sufficient re-  its history through successive ‘actions is thus
jection on the basis of prior art. Where a major  easily traceable. Each action should conclude
~ technical rejection is proper, it should be stated  with a summary of rejected, allowed and can-
with & full development of reasons rather than  celled claims. it ' s
by a mere conclusion coupled with some stereo- ~  Claims retained under Rule 142 and claims
typed expression. " retained under Rule 146 should be treated as
" In cases where there exists 2 sound rejection  set out in 821 to 821.03 and 809.02(c).
on the basis of prior art which discloses the See 1100.02 for tment of claims in the
“heart” of the invention (as distinguished from application of losing party in interference.
~ prior art which merely meets the terms of the ' “The Index of Claims should be kept up to
claims), secondary rejections on minor technical  date as set forth in 717.04.

Each Claim To Be Me'n-i'j' -
 tioned in Each Letter [R—

Rev, 16, Apr. 1068



-~ the apphcatmn,,v
'claxms for the a

m\the applxcatm by
will expedite
ndividu

to be discussed or an mtervxew m'ranged o
fte yped, the Examiner who t, o

i ppl ore it is ren t  tos e action, he should initial the action
 the applicant is unfamiliar with the pr ~above the typed name, and forward to the au-
7 paratmn and prosecution of patent appli . thort sxgnatory Exammer

ALI owwu: Excm A8

When an apphcatlon dtscloees patentabl :
subject matter and it is apparent from the
_claims and the applicant’s arguments that the C yt ,{eongmah s:gned the wor
claims are intended to be directed to such ia amped name of the signer
_patentable subject matter, but the claims in shou appear,o the original opIes, o

their present form cannot be allowed becanse b
i ission of a limitation, 7 7_{10 Entry [R 6]'

p with a bare ob- The ongmal sngned by the authonzed Ex- |

' 'r])?ts rzltc(;!l.olr.lejfgg d be constfrl?:tlvghx; If;a:;n; aminer, is the copy which is placed in the file .
R when lble' he should offer a deBnite wrapper. The character of the action, its paper

, number and the date of mailing are entered in

sugp;feshon or_correction. Further, an Exam- ‘black ink on the outside of the ﬁle wr! pper,'“ .
iner’s su of allowable subject matter under “Con s".

in?y ]u;tl 7 his indicating ﬂ;e possxblle desira-

- Lility of an interview to accelerate early agree- -

mengon allowable claims. . ,"707 11 Date ~ F

 If the Examiner is satisfied after the search The. date should not d when the

has been completed that patentable subject letter is written, but should be stamped on all
matter has been disclosed and the record indi- p]es of the ]e[{pr after it has been slgned‘ o

 cates that the applicant intends to claim such by the authorized si atorv Exammer and the L
subject matter, he may note in the Office action coples are about to {;': mai ed : ,

that certain a s or features of the patent-
able invention have not been claimed and that 707 12 Malhng [R—20]
In cases where no references are to be p

 if properly claimed such claims may be glven
~ favorable consideration. -
" Ifa claim is otherwise allowable but is de- vided by Reference Order Section (R.O.S. ),the :
: pondent on a cancelled claim or on a rejected = copies are mailed by the Group after the orig-
~ claim, the Office action should state that the ~ inal, initialed by the Assistant Examiner and
~claim would be allowable if rew ritten in inde- Slgned by the authorized 51gnaton Examiner,
pendert form. has been placed in the file.
, : In cases where cited references are to be pro-
EarLy Arvowance o Crams -vided, the original and copies after sm'mng are
) . . forwarded by the clerk to Reference Order Sec-
Where the Examiner is satisfied that the  tjon (R.0.8.) for mailing. The file with a copy
prior art has been fully developed and some of  of the action is retameffm the Group. After
the claims are clearly allowable, he should not  the copies are mailed by R.O.8., the ongmal is
delay the allowance of such claims. returned for placement in the hle

85 e RevZOApr 1980



iver them. The Examiner should u:
~ reasonable means to ascertain the corre
_ dress and forward th

T e o S
ho should promptly
records to show the correct status,

with the date of correction. = e F

~ The new order of examination for each Ex-
aminer will continae top priority for those spe-
cial cases having a fixed 30 ot 60-day due date,

Gourtoff, 1924 C.D. 153;  such as Examiner’s Answers and Decisions on

finally successful in de- s egory (for example, reissues,

placed, with the en- fe; ses, cases made special by petition,

. If the od dat- for final conclusion, etc.) will con-

- category, with the first effective

mong normally control-

“Action on those lications in which the

Office has accepted a request under Rule 139 is
~ suspended for the entire pendency, except for

er of ezaminatio ons  purposes relating to interference pro dings

filed in the Patent Office and accepted as complete A under ‘ula,szb) initiated within (5) five

;,plicntlons (ruvles 53 and 55) are asslgyned_ for examina- G ‘earliest effective U.S. ﬁling date.

on to the respective examining divisions having the s i , :

gses of inventions to,‘ ivhlch‘the applications relate. £ G : [R-‘-].G] -

cations will not be advanced out of turn for examina-
tion or for further actlon except as provided by these
~‘rules. or upon order of the Commissioner to expedite
' the business of the Office, or npon a verified showing
_ which, in the opinion of the Commissioner, will justify
.so advancing it. et ' S
" (b) Applications wherein the inventions are deemed
of peculiar importance to some ‘branch of the public
service and the head of some department of the Gov-
_ernment requests immediate action for that reason, may
be advanced for examination. ey
* Certain procedures by the Examiners take
precedence over actions even on special cases.
For example, all papers typed and ready for
signature should be completed and mailed.

‘der in which they have been filed except for those appli-
cations in which the Office has accepted a request
under Rule 189. T
(b) Applications which’ have been acted upon by
-the examiuer, and which have been placed by the ap-
. plicant in condition for further action by the examiner
(amended 'applications) shall be taken up for action
~ tn such order as shall be determined by the Commis-
Each Examiner will give priority to that ap-
plication inhis docket, whether amended or new,
which has the oldest effective U.S. filing date.
Except as rare circumstances may justify Group
Directors in granting individual exceptions,
 this basic policy applies to all applications.

Rev. 20, Apr. 1989 | 86




g ch action for : [ , e

making the case await its turn. : o special may be based on

The following is a list of spe ngement or on | ospective manu-
ced ‘ h is bei for lack of some

t Office publication dated
etitions To Make Appli-
es of this publication

£ the First Assistant

Subject alone to diligent prosecution by the  Petitions to make special may be based on a
_ applicant, an application for patent that has showing that applicant is 65 or more years of
_ once been made special and advanced out of  age or that his state of health is guch that he
~ turn for examination by reason of ruling  might not be available to assist in the prosecu- -
~ made in that particular case (by the Commis-  tion of the application if it were to Tun its
~ gioner or an Assistant Commissi will con-  normal course. SN gl AR
_ tinue to be special throughout i tirecourss Co
of prosecution in the Patent Office, including P L i Araets i B
appeal, if any, to the Board of ‘Appeals; and etitions tlzz"l;as:ds‘)eqa”@ﬁ ntu'xumgh'app s
any interference in which such an application ’(l)'n may ased on an allegation that the
beeomes involved shall, in like measure, be lication contains only claims which have
considered special by all Patent Office official held allowable in an earlier case or claims
concerned. . Iy i ing therefrom only in matters of form
(¢) Applications for reissues (Rule 176). by immaterial terminology. The Examiner
(d) Cases remanded by an appellate tribuna e uested to _make a report st'atmg,;‘whether S
for futher action, ' | the allogution in he petition i el
“ 3 ¥ 1 PR e g o ) ) ! " " >
(0) A caser once taken up, for actipt bY 0D e claims were allowel, bl e FE S the
hould be treated as special by any Examiner, ve been listed in the petition. 211, in “7€
‘ . . opinion of the Examiner, the claims in the ap-

Art Unit or Group to which it may subsequently = ... , e s A
A o G o e ane: ineude ~ Picaion 42, % MRS e o atermine from.

¢ . i = . tele-: e . , -9 . . “e N . :
new transferred as the result of a tele- _ inspection that the application 1s allowable in

phone election and cases transferred as there- St or cubstance or that the clai th
sult of a timely response to any official action.  hatlers of 5% ance or that the claims are oLa-
() Applications which appent 0 11(e1 8 O e Ty vyt (0, mmedite.
with other applications previousily considere: e Py L o
and found to Y)eallowable',' or which it is de- ‘ﬁ‘nal‘actmn, he should reporrt‘t,he fact. ,
manded shall be placed in interference with an Sproran, ExamiNing Proceotre ror CERTAIN
ired patent or patents ( Rule 201). New AP?MCATIONB_"’AOCELERATEP EWNA' '

unex
( g;’ Cases ready for allowance, or ready for TION i '
allowance except as to formal matters. A new a,:rlication may be granted special
(h) Cases w?\ich are in condition for final  status provi ed that applicant (and this term
rejection. : _includes applicant’s attorney or agent) concur-

Rev. 18, Oct. 1968



- proceed according to the procedure set
* forth below; thers is no provision for “with-
drawal” {from this special status.
& pecial examining proce-

ke an electic plication, having been granted
e to the grant of special  specia 15 48 a result of compliance with the
R . requirements out sbove will be taken up by
by applicant at the Examn fore all other categories of ap-
for special statu lications except those clearly in condition for
include an election with  allowance and those ith set time limits, such as
tition and the Office  Ex: nswers, Decisions on Motions, etc.,
d ; iven a complete first action which
. will ine all essential matters of merit asto
- all claims. The Examiner’s search will be re-
stricted to the subject matter encompassed by
the elaims. A first action rejection will set a
‘three-month shortened period for response.
2. During the three-month period for re- .
 sponse, applicant is encouraged to arrange for
'an interview with the Examiner in order to re-
~ solve, with finality, as many issues as possible.
In order to afford ti Examiner time for reflec- -
ive consideration before the interview, appli-
t or his representative shonld cause to be
aced in the hands of the Examiner at least one
rking day prior to the interview, a copy
(clearly denoted ach) of the amendment
that he proposes to file in response to the Exam-
iner’s action. Such a paper will not become a
part of the file, but will form a basis for discus-
rch “sion at the interview. LR
by the inventor, attorney, pr - 3. Subsequent to the interview, or responsive
etc., and listing the field of » by class to the Examiner’s first action if no interview
and subclass, pu ion, chemical abstrac ‘was had, applicant will file his “record” re-
foreign pabten ) . b “sponse. ‘The response at this stage, to be proper,

examination on the
laims drawn to the

: efere  must be restricted to the rejections, objections,
refuted to the subject mat-  and requiremen s made. Any amendment
laims.  which would require broadening the search field
ed discussion of the ref- il be treated asnot a proper response.
C ] ! n_points out, with the ' 4 The Examiner will, within one month from
'Eartlcularlty required by Rule 111 (b) and (c),  the date of receipt of applicant’s formal re-
ow the claimed subject matter is d istinguish-  gponse, take up the application for final dispo-
able over the references. Where applicant indi-  sjtion. This disposition will constitute either a
 cates an intention of overcoming one of theref-  final getion which terminates with the setting
erences by affidavit under Rule 131, the affidavit  of 4 three-month period for response, or a no-
must be submitted before the appiication 18 tice of allowance, - The Examiner’s response to
taken up for action, but in no event later than  any amendment submitted after final rejection
one month after request for special status. ~ should be prompt and by way of forms 327, 303
In those instances where the request for this o 309, by passing the case to issue, or by an
special status does not meet all the prerequisites . Examiner's Answer should applicant choose to
set forth above, applicant will be notified ,‘“’;dj ‘file an appeal brief at this time. - Of course,
the defects in the request. will be stated. The  (here relatively minor issues or deficiencies
application will remain in the status of & new . might be easily resolved, the Examiner may
application awaiting action in its regular tur.  use the telephone to inform the applicant of
In those instances where a request is defective  such. : R
in one or more respects, applicant. will be given 5. A personal interview after final Office ac-
orie opportunity to perfect the request. If per- tion will not be permitted unless requested by
fected, the request will then be granted. the Examiner. However, telephonic interviews
Once a request has been granted, prosecution will e perwitted where appropriate for the

v cach of the reférencés .

Hev. 15, Oct, 1968 88



the Contents" in proper order,

mining Group will mak

oertam that all papers prior to a petition have

e application fil

and/or listed i )
nsideration of yt

¥ ,ardmg it for
>[R~20]

ders hlS x-esxgna-

possible in wmdmg up the old. comphcated cases
_or those with involved records and getting as’

many of his amended cases as possxble ready for
ﬁrml disposition.

in his particular art. it is also advantageous
to the ce if he mdlcates {in pencil) in the
file wrappers of cases in his docket, the field
of searop or other pertment data that he con-
siders appropriate. | ' :

;709 Suspensnon of Acnon [R—20]

~Rule 113. Ruspension of action. - (a) Suspension of

. action by the Office will be granted at the request of
“the applicant for good and sufficient cause and for a

reasonable time specified.  Only one suspension may

“‘be granted by the primary examiner : any further sus-.

pension must be approved by the Commisgioner.

<4 (h) Tf action on an application is suspended when
not requested by the applicant, the applicant shall be

“‘notified of the reasons therefor, '

{c) Action by the examiner may be suspended by
order of the Commissioner in the case of applications
owned by the United States whenever publication of the
invention by the granting of a patent thereon might be
detrimental to the public safety or defense, at the re-
quest of the appropriate department or agency.

(d) Action on applications in which the Office has
accepted a request filed under Rule 139 will he - 8is-
pended for the entire pendency of these applications

Exammer should cations of the same inventor or assignee which

. - McCormick, 1904 C.D. 575; 113 O.G. 2508.
1If the Etammer has cons1derable experience

'710 Perlod for Response

}1 to an mxpendmg Oﬁee aei;zm:a

ner whemas an extension af time

mgm ‘ ‘) is used in
P\)lbhmtmn Program descmbed in. sec

not consxder ex parte, o
questions which
m tnter pan:e.s

the same agphcant or

of N _'parte ones, 1924
; 827.0.G. 681.) F

Because of this where one several apgh': ‘

contain overlappmg claims gets into an inter-

ference it was formerly the practice to suspend

action by the Office on the applications not in
the interference in accordance with Ex parte

Now, partlv in view of In re Seebach, 1937
C.D. 495; 484 O.G. 503 the prosecution of all

_the cases not in the interference is required to

be carried as far as possible, by treating as

prior art the counts of the interference and by

rejections forcing the drawing of proper lines
of dlvxsmn See section 1111 03,

709.02 Actions Fﬁllowin Correspond
ence Under Rule 202 [R——20]

See sectlon 1101 01(1)
[ano]

Ja U 8.0, 13? Time for pmeemting ammcatwm
Upon faihxrv of the applicant to prosecute the appli-
cation within six months after any action therein, of
which notice has been given or mailed to the appiicant.
or within such shorter time, pot less than thirty days.
as fixed by the Commissioner in such action, the appli-
cation shall be regarded as abandoned by the parties
thereto, unless it be shown te the satisfaction of the
(nmmlﬂlmur that sucl delay was unavoldable,

See Chapter 1200 for period for response
when appeal is takov or court review sought.

89 ' Kev. 20, Apr. 1968




ns of a day and applicant’s respo

2 the corresponding day of the month

or any lesser number of ’nths
fter the Office action. '

to an Office action: 6afed

30 is E » on the following February 28 (or 29 .
year), while a response to an

if it is'a lea

Office action dated February 28 is due on Au-

essick, 1930 C.D. 6; 400 O.G. 3. The
soning would apply for any period less

 The date of receipt of a
_action is given by the “Offi date” stamp
which appears on the respo
In some cases the Exami
determine the beginning '
sponse period. For examp )
may write a letter adhering toa final rejection.
in whlch case the statutory response period
 running from the date of the final rejection is
" not disturbed. In all cases where the statutory
- response period runs from the date of a previ-
ous action, a statement to that eﬂ’ect should be
included.

71002 Shortened Statutory Period

and Time Limit Actions

 [R-20]
Fetract from Rule 136. Time less thar stz months.
(ny) An applicant may be required to prosecute his

application in a shorter time than six months. but not
less than thirty days, whenever such shorter time is

deemed necessary or expedient,  1'nless the applicant s
notifted in writing that rezponse is required in less than
six months, the maximum period of six months is
allowed.

Rev, 20, Apr. 1960

y of the max]mg of the Office
“of receipt by the Office of

: y
s response. No 00 gmzance is taken ‘ mexely scannmg the aqtmn can gg.sﬂy see lt. L

gust 28 and not on the last day of August Ex:

equire apph%:nt to respond ¢
pecified date.
actwns and are esﬁ:abhshe

The time limit reqmrement should be typed m '

capital letters where required.

An indication of a shortened time for reply e

minently on the first
P ions in which a shortened
ime for reply has been set so that a personf

Used [R-zo]‘; e

Under the -mthonty glven him by ‘35 US.C.
133 the Commissioner has directed the Exam-
iners to set a shortened period for response to
every action. ' The length of the shortened stat-
utory period to be nsed depends on the type
of response required. Some specific cases of
shortened statutory period for response to be
given are: :

Tmm Davs

Requlrement for restriction or
election of specxps——no claim re-.

Jeeted L .l i ..___. 8§14
To file express abandonment— :

drawmgs transferred.....__ 608. 02(1)

: : Two MoxtHS :

Seg,

Wi mnmg party in termmated in-

terference to reply to unan- .

swered Office action_._____.__ 1109 01

Where, after the termination of an inter-
ference proceeding, the application of the
winning party confains an unanswered Office
action, final rejection or any other action, the
Primary Examiner notifies the applicant of
this fact. In this case response to the Office
action is required within a shortened statutory
period runmng from the date of quch notice.
See Ex parte Peterson, 1941 C.D. 8: 525 O.G. 3.

Ex parte Quayle

When an application is in condition for
allowance, except as to matters of form, such
as correction of drawings or specification, a
new oath, etc., the case will Ee cons:dered

‘These are known 1 as time limit "‘




special, rarely
"~ A shortened’
less than 30 days (

710 oz(e) TimeLimit
uatlons
[R-23]

As =tated in section 710.02,
vides authontv for the Commls.smner to estab-

rcumstancw

33). [R-231

Actions:

‘the Patent Office.
uations in which the
Examiner time limit within which some
| specxﬁed ac should be taken by applicant.
‘Some situations in which a time limit is set are:

proceedings
Rules are

in suggesting claims for interference:

required to make those claims (i. e.. present the sug-

~within a specified time, not less than 30 days, in order
: tbat &n interfex‘ence may be declared.

See sections 1101.01 (j), and 1101. ()lfm/
(b) Rule 206(b) provides: ,

‘Rule 2061b). Where the examiner is of the opinion
that none of the claims can be made, he shall reject the
copied claims stating in his action why the applicant
cannot make the claims and set a time limit. not less

“than 30 days, for reply. If, after response hy the

‘applicant, the rejection is made final, a similar tine
limit ‘shall be et for appeal. Fallure to respond or

Sappeal, ax the case may be, within the time fixed wili,

“"in"the ahsence of a satisfactory showing, be deemed a
disclaimer of the invention claimed.

See section 1101.02(f).
(c¢) When applicant’s action is not full\ re-
responsive to the Office action, the Examiner

BT4-494 O T2

period may not he

Sit-
in ’Whlch Used

35 US.C. 6 pro-

lish rules and regulations for the conduct of  sections 809.02

Among the

(a) A portion of Rule 203(b) provides that

The parties to whom the claims are suggested will be

gested claims 'in their applications by amendment)

90.1

and is submmtinllv R cnmplete re-pﬂnse to the exam-’

'ifiner s action, but cousidq»mti(m of some :matﬁer or com-

(d) In apphcmtxous hled on or after October L
' ant gn en one month or the
eriod, which-

mtssmu of an mlendment n
Office action.
7and 714.03.
r othelwise correct an un-
applicant is given one
rem‘uu er of the set qhtutor},
eris ]onoer ,

L $714.01(a). S
(f) Where an appli ication is otheru ise .ﬂ]mv
able but contains a trav erse of a requirement to
restrict, one month is given to cancel claims to

‘nonelected invention or species or take other

appropriate action. ' See Rules 141, 144, :md'u

and 821.01. :
(g) If there is a defect in the fonnat of a
streamlined continuation application which can
be corrected, apphcant is given one mnnth to

“correct the defect

\ee %d!on 201 07,
710.02(d)

Dlﬂ'erence Between Short-

ened Statutory and Time-
Limit Periods {[R-20]

The distinction between a limited time for
reply and a shortened statutory period under
Rule 136 should not be lost sight of. The pen-
alty attaching to failure to reply within the
time limit (from the suggestmn of clalms or the
rejection of copied patent claims) is loss of the
subject matter mvo‘ved ot the doctrine of dis-
claimer. A rejection on the ground of dis-
claimer is appealable.  On the other hand, a
complete failure to respond within the set stat-
utory period results m abandonment of the
vn'nonpphcntmn This is not appealable, but
a petition to revive may be granted if the dehv
was unavoidable. - Further, where applicant re-
sponds a day or two after the time limit, this
may be excused by the Fxaminer if satisfac-
tonh explained; but a response one day late
in a case ¢ Arrying a shortened statutory period
under Rule 136, no matter what the excuse,

Rev, 23, Jan, 1670




onths’ period, no extension
xtend the time beyond the six montk
C pare,hmvever,‘Rule,135( ¢) and § 714
\ny request under Rule 36 (b
ime for reply to an Office act
: in support thereof
policy the application
onlv a li.nntod evaluat

bsequent to the first r
to respond to a pa

p 14
rded to the Group D

If a request
“duplicate and accompanied b
_ turn-addressed envelope, the Offic ,
_the action taken on the duplicate and

‘promptly in the envelope. Utilization of his

procedure is optional on the part of applicant.
~ In implementing this procedure, the action
taken on the request should be noted on the
original and on the copy which is to be returned.
The notation on the original, which becomes a

Rev. 23, Jan. 1970

for extension

The_running of the first pe

- unans ( n o ;
“copied from a patent and all of ‘these claims

. Group
on is not presentec
should be advised

_ The filing of a timely first response to a final
rejection having a shortened statutory period for

‘response is construed as including a request to
_extend the shortened statutory period an addi-
~ tional month even if previous extensions have

been granted, but in no case to exceed six months

from the date of the final action. (Sec § 714.13.)

71004 Two Periods Running [R- .

- 20]

There sometimes arises a situation where two

‘different periods for response are running

against an application, the one limited by the

regular statutory period, the other by the lim-

jited period set in a. subsequent Office action.
i iod is not sus-

ed nor affected by an arte limited

ion y by an appeal therefrom.
 suggested claims,

‘in an application in which thereisan :

d rejection of record, claims are
are rejected there results a situation where two
different periods for response are runnmg
against the application. One period, the first,

90.2
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1 Ofﬁce;;befoze the expiration of the perxod for
~ response, a new period for response starts from
-the date of the Office letter giving the correct
n ) ] citation. The previous period is restarted re-
day, for taking any ac An; _’ ~ gardless of the time remaining. See section
United States Pats Satur nday.  107.05(g) for the manner of correcting the rec-
‘ ] ord where there has been an erroneous citation.
Where for any reason it becomes necessary
to remail any action (sect 07.13), the action
should be correapondm 1y redated, as it is the
- re-mailing date that establishes the beginnin,
1 : cale s - of the period for response. Ez parz‘e Gourtoff,
“intended.  When tt st day, 1924 C% 153; 3290G 536.
_ ute or by or under ' A supplementary action after a rejection ex-
paying any fee in the Patent Office falls on Saturday plaining the references more explicitly or giv-
* Sunday, or on a holiday within the District of Colum-  Ing the reasons more fully, even though no
~_ bia, the acticn may be taken, or the fee paid, on the  further references are cited, establishes a new
~ next succeeding day which is not a Saturday, Sunday,  date from which the statutorv riod runs.,
or a holiday. - See rule 294 for time for appeal or ‘for If for any other reason an ce action is
commencing civil action. ~ defective in S(ime matter necessary for (;. proper
The holidays in the | 1stnct ‘of Columbia  Tesponse applicant’s time to respond begins
are: New Yle’s Day, January 1; Washing- with ﬂl‘e date of c?rmctlon of such d]efect An i
ton’s Birthday, February 22; emorial Day, ex;zmpe is }:mhac 1ont re%:gtu;g ﬁ ¢ a’m] onda‘
May 30; In ependence Day, Ju]y 4; Labor ,;; eren::l Watch 15 not citec at.all mor alrea Y
; ”D {qﬁrst bggnday ’Il‘!}]m ble{ptember%) V?tfemni Teco
ay, November 11; n ving Da ourt , ; R ,
Thursday in November) é;msgnas &I’)ay De- 11 Abandonment [R—ZO]
cember 25; Inauguratlon Day (January 20, Rule 135. Abandonment for failure to respond within
every four years). Whenever a holiday falls  time limit. (a) If an appliicant fails to prosecute his
on a Sunday, the following day (Monday) is  application within six monthe after the date when the 5
also 8 holiday. Ex.Order 10,358: 17 F.R. 5269.  last official notice of any action by the Office was mafled
- When a holiday falls on a Saturday, the to him, or within such shorter time as may be fixed
recedmg day, Frxdawzls considered to be a holi-  (rule 138), the application will become nhlndoned
day within the District of Columbia and the (b) Prosecution of an application to save it from
Patent Office will he closed for business on that  abandocment must include such complete and proper
day (5 U.S.C. 6103). Accordmg]y, any action actlon as the condition of the case may require. The
or fee due on such a holiday Friday or qaturday admission of an amendment not responsive to the last
is to be considered timely if the action is taken,  official action, or refusal to admit the same, and any
or the fee paid, on the next succeedin day which  proceedings relative thereto, shaill not operate to save
is not a &aturday, Sunday or a hoh% the application from abandonment.
en an amendment 18 filed a d or two (¢) When action by the applicant is a bona fide at-
later than the explmtlon of the pen fixed by tempt to advance the case to final action, and Iz sub-
statute, care should be taken to ascertain  stantlally a complete response to the examiner's action,
whether the last dny of that perlod was Satur- but consideration of some matter or compliance with
day, Sunday or a holiday in the District of  some requirement has been Insdvertently omitted, op-
Columbia, and if so, whether the amendment  portunity to explain and supply the omlssion may be
was filed or the fee pa]d on the next succeed- given before the question of abandonment is considered.

91 Rev. 20, Apr. 1969



o ",Ru 26" an npplicauon;may also be expressly aban-
o doned;'by ﬂllng & written declamtion of abandonment}
'signed by the attomey or agent of tecord e .

 Abandonment may be either of the invention
or of* an a phcatlon This discussion is con-
“ab ndonment of the applzcatxon

wathi Rules 135 and 138, is one whlch is re-
moved from the Oﬁoe docket of' '
through:

1. formal abandgnment

c]udmg an assocmte attomey or agent&a
pointed by the principal attorney or '
and whose power is ofp record); or
2. failure of applicant to take appro
_ action within a specified ti
~ the prosecution of the case. :
Where an applicant, himself, forma

dons an application and there is a corporate as-

_ signee, the acquiescence must be made through
~an officer whose official position is’ mdxcated
See section 608.02(1).

to pay 1ssue fee.

711.01 Express or Formal Aband
‘ment [R-20]

Applications may be expressl
as provided for in Rule 138.
expressly abandoning an ap lication (not in
issue) 1s received, the KExaminer should

acknowledge receipt thereof, indicate whether

it does or does not comply w1th the reqmre-
ments of Rule 138,
If it does comply, the Exammer should re-
spond by using form POT-327 and by checking
: t e appropriate boxes which indicate that the
letter is in compliance with Rule 138 and that
the application is being forwarded to the
\b.m(gnmd Files I'nit, The Examiner’s signa-
ture may appear at the bottom of the formn. If
such a letter does not comply with the require
ments of Rule 13%, a fully explanatory }om’r
should be sent.
In view of the doctrine set forth in Ex parte
Lasscell, 1884 C.DD. 66; 29 .G. 861, an amend-

Rev. 20, Apr. 1069

- forth m sectlon 711 06

Seo sectlon 712 for. abandohment for fallure '

L  caute” his application within the fixed statutory
abandoned
en a letter

s’m.; .

Rule 313 prowdm that ‘an al}owed appllca— b

; tion will not be withdrawn from issue except by

approval of the Commxssvonerq and that after

. the first portion of the issue fee has been paid

. and the patent to be issued has recoived its date
- and number, it will not be withdrawn for any

. Teason except mistake on the p

_ the Office,
because of fraud or illegality in the
r for ) :

paragr: ph of RuI.e 313 precludes givi

0 an express abandonment, the appropri- |
- ate remedy is a petition under Rule 183, show-
o “mg an extraordmary situation where ]ustxce re-

quires suspension of Rule 313.
The Defensive Fublication Program is’ set

711 02 Faxlure To Take Reqtured Ae-
, tion Durmg Statntory Perlod,
[R—20] ;
Rule 135 speclﬁes that an apphcauon be-
comes abandoned if applicant “fails to prose-

period. This failure may result either from
1. failure to respond within t.he statutory

 period, or

2. msufﬁclency of response, ie., fallure to
take “complete and proper action, as the condi-
tion of the case may require” w1thm the statu-
tory period (Rule 135). :
Abandonment by entire fallure to respond
presents no problems.

Nor is there ordinarily any partxcu]ar diffi-
culty when an amendment reaches the Office
(not the Group) after the expiration of the
statutory period. The case is abandoned and
the remedy is to petition to revive it. The Ex-
aminer should notify the applicant or attorney
at once that the application has been aban-
doned by using form letter POI~327. The
proper _hoxes on the form should be checked




axATION oF ?nm(a) “
of the p‘ od maxhng of the Ofﬁce latber Sﬂ@ se::tmns 719’ :

‘ent and (;he Oﬁw action completed.  to 710.08.)

f,":711403(a) Insumewncy of Responee"" -

A onment ,sult_ in a sxtuatmn

e d';end of the statu- pplicant’ is within the statutory

o ,torv penod uuder varymg situations. “Appli- iod but is not fully responsive to the Office

- e Off w1thm the  action. But see section 710.02(c), par (c).
See also sectxon 7 14 02 to 714 04. ,

. 9.1 tev, 20, Apr. 1869



laims from 8 p&?en vl
e Patent Oﬂiee does not

2. A case m beoome abandoned through :

withdrawal of, or failure to prosecute, an ap-
peal to the Board of Appea §§ 1215.01 to
1215.04. - |

8. Likewise it may :
through dismissal of appeal to CCPA. or
civil action, where there was not filed prior to

odm§1214 "
ceadings are termmated after & decz-, ,
the conrt as explamed in §§ 1215, ()5 am! -

3 ’ Rocoamderahon of Holdmg of o

When adwsed of the abandonment of hls, ':
pplication, applicant may either ask for recon-
erahon of such holdmg if he disagrees with

| o 1t on the basis that thern 15 no abandonment 1 in
i fm or petxtmn for Teviv al under Ru]e 137

: 711 03(a) Holdmg Based on Insuﬂi-' |

such dismissal an amendment putting the case -

. in condition for issue or fully responsive to the
~ Board’s decision.

215 05 and 1216.01.

Abandonment results from
peal as required bv}j;

suggested for interfer-
_period for response

§1101 Ol(n)
;Rul'e 8. See §608 02(1)

”7 ll 02 (¢) Termmatmn of Proceed k

/ings  [R-23]

: “Termmatlon of oceedmgs” is an expros—
sion found in 35 U.S .C. 120. As there stated,
a second application is considered to be co-
, ;()endmg with an earlier case if it is filed before

a
I
earlier case.
mter,?reted in this context, to mean “not Iater
than”,
In each of the fo]lowmg sztuatmns, proceed-
ings are terminated:

1, When the issue fee is nat paid and the ag
plication is abandoned for fmlure to pay the
1ssue fee, proceedings are terminated as of the
date the issue fee was due and the application is
the same as if it were abandoned on that date
(but if the issue fee is later accepted, on petition,
the api)hmtxon is in a sense revived). See § 712,

an application is in interference involv-
ing all the claims present in the application as
counts and the application loses the interfer-
ence as to all the claims, then proceedings on
that application are terminated as of the date
appeal or review by civil action was due if no
appeal or civil action was filed.

the patenting, (b) the abandonment of, or
other termination of proceedings in the,
“Before” has consistently been

93

~or not an amendment receive
- character which he has previously held aban-

~ plication but merely a holding that the case was

'711 O3(b)

- Office (not the Examining Group) after the
~ expiration of the period for response and thereis

'fﬁ' clency of Response [R—

he Exammer has no authonty to act
plication in which no action by ap-
the period for re-
%midm as to whether
during sach

period was responsive and a& on a case of such

upon an appl
plicant was taken during
sponse, he may reverse his

.doned. This is not a revival of an abandoned ap-
never abandoned ‘See also §714.03.

Holding Based on Failure
To Respond Wuhm Penod o
[R-23] =

When an amendment reaches the Patent ﬁ'

no dispute as to the dates inveived, no question -
of reconsideration of a holding of nbandonment
can be presented.

‘However, the Examiner and the apphcant
may disagrec as to the date on which the period
for response commenced to run or ends. In this
situation, as in the sitvation involving sufi-
ciency of response, the applicant may take issue
with the Examiner and point out to him that
his holding was erroneous.

711.03(¢) Petitions Relating to Aban-
donment [R-23]

Rule 187. Revival of abandoned application. An ap-
plication abandoned for failure to prosecute may be
revived as a pending application if it ig shown to the
satinfaction of the Commissioner that the delay weas

Rev, 23, Jan, 1970



M'pon\ e
\(rule 137).

& petmnn to revive d(m not
as a determination that the

serve in any wi
~proposed responqe to the Office action
~ pletely responsive. Revived applicatio

forwarded to the Examiner to determine the

of the proposed response. Such

, unnlp]eten,,
‘must be taken up Special. 1f the

applie afl

mmel dotermmes that the response is com-
tly take the case up for
d response is not a com- ¢
st Office. action, the Ex-
ite a letter to the applicant

. specific defects in his

f the propos
plote response to the

e-month time limit Afor

iis response, If the appli
- complete his resp ithin tl
limit, the dpph(‘ n is again

_an abandoned applica-
confused with a petition

from an Ex: caminer’s holding of abandonment.

 Abandonment may result not only from insuffi-
ciency of response but also from entire failure
to respond, within the statutory perlod follow-

ing an Oflice action.

cated on the msuﬂmencv of the response, or
disagreement as to (ontrol]mg dates the peti-
tion from such holdmg comes under Rule 181
and does not require a fee.

Where the applicant .uqmesc(-s in the hold-
ing of abandonment, or where the petition
from such holding is denied, applicant’s only
recourse, so far as concerns the p.u'tlcular case
involved, is by petltlon to revive,

See § 712 fora petltmn for late payment. of the
1ssue fee. ‘

Examiner’s Statement on

711.03(d)

Petition To Set Aside Ex-
aminer’s Holding [R-23]

Rule 181 states that the Examiner “may be
directed by the Commissioner to furnish a

written statement within a specified time set-
ting forth the reasons for his decision upon the

Rev. 23, Jan., 1970

* cordance with the chart in Sectlon 505.E (1) of
the Manual of Clerical Procedure.

“doned Files Umt

“711.04(1;)

Where the holding of alx mdomnent is predl-“ ‘

‘called and wmch hme been marked for pre&emtion i

'tions will not be retume«l .

exphmed: in § 1302.07, a retention label is
to mdmate ‘lpphc‘ttmns not t(; be de- :
.atr‘ yed. ,

 The ﬁl% and drawings of abandoned ap hca- e
tions are pulled warded to the Aban-
doned Files Unit on a bi-weekly basis in ac-

They should be carefully scmtlnlied by the

appropriate Examiner to verify that they are

actually abandoned. A check should be made
of files containing a decision of the Board of
Appeals for the presence ‘of allowed claims to
avoid their being erroneouslv sent to the Aban-

| Ordermg Abandoned Fﬂes
i __23] ,

-‘xhandoned files may be ordeled b} Ex— ,
aminers by sending (through the Messenger
Service) a mmp]efed Form PO-125 to the
Abandoned Files Unit. The name and art unit
of the individual Examiner ordering the file
should appear on the form and the file will be
sent to him through the Messenger Service.
Abandoned files more than ten years old
which have not been marked for permanent
retention are stored in a nearby Federal Rec-
ords Center. Orders for these old files require
at Teast two days for processing. The file should
he returned pmmpt]} when it is no lomre
needed.

Exm:mmn SERVICE

Examiners may expedite service by ordering
abandoned files by telephone (Ext. 3180).




711 95 Iﬁﬂer of Aban 1t Re- An ss abandenment mmvmef after the
e ~ n B8 g the p‘atem to i
S hzh rerened 1t~, te : nnmb@r wil

ecepted w 1fhout , :
i {in Rule »11 (b),: or else a showmg;f ~f
18 ]lhtlf\l!l“ ~uz,pen»,10n of lmle

Rev. 23, Jan. 1870
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Abstract% were prepare ,
‘the Notice of Januar} 25, 194 619
“Each abstract includes a sum

closure o the abandoned 2 application,
' drawings, a fi
u hcahon‘of sucha stm way,,

, ABBREVIATURES
 Abbreviatures were prepared in accor&azme

vith the procedure indicated in the Notice of

October 13, 1964, 808 O.G. 1. Each abbrevia-
ture contains a speclﬁc portlon of the disclos-
_ure of the abandoned application, preferably
- a detailed representahve clmm, and, in applica-

re of the drawmg i

- DEFENSIVE PUBLICATIONS

Rule 139. Waiver of patent rights. An appliamt AV
waive hig rights to an enforceable patent based an'a
pending mtent application by filing in the Patent (rffce
a written waiver of patent rights, a consent’ o the pab-

He, and a declaration of abandonment signed by the

he thnty ’(3{}} month parmd the a pixcmem
ed, but it may not claim the benafit of

ling date of the defensive pi.bhm- -

phcahaé. The Examiner should require

,the cancallation of any claim or statement in-

tended to obtain the henefit of the earlier filing '
date in such cases, objecting to its inclusion on
round of estoppel. '

the
o %e denial or approv al of a request for de"nn-ji o

_ processed promptly for publication

ive publication is made by the Supenlsor} e
- Primary Examin '

JAn apphcatmn ha‘v’mg therem a request for
defensive publication is taken up special by the

Examiner, and if acceptable, the application i 1:;
. the

"i‘, ‘abstract and opening of the application to the

applicant. and the. aes:gnee ‘of record or by t.'ne aarwnev

or agent of record.
k A Defensive Pubhcatlon ngram
An apphcant may request to have an abstract

 of the technical disclosure of his application

¥ published as a defensive publication abstract

the application awaits

tion may ineluded in the program withomt
regard to its filing date. The application is laid

- under Rule 139. The request must be filed while
o flice action and no later’
~_than & months from the earliest effective .S,

filing date of the application. However. any
pending agg]rcatmn awaiting the first Office ac-

. lication of an abstract, an authorization to open the ~'f;'a,1e mamtamed

s complete apphcatlon to inspection by the general pub-. - Tpubhcatlon

public. A request for defensive publicat
: after it has been & oepted by

- No fee is requn'ed for the de'f ‘Mszve pubhca-
tion of an appheation. i ; -
The Defensxv - ‘bhca.tl "

g, if any, are pub-
ubhcatlon Search
Coples, contain
abstract and suita wings, if any, are pro- .

vided for the application file, the Public Search

Room and the Examiner’s search files. L
The defensive publication application files
in the Record Room after

B. Requlrementa for a Statement Requebtmg -
Defensive Publication

An application may be considered for defen-

sive publication prowded applicant files a

request under Rule 139 agreeing to the condi-

‘tions for defensive publication. The statement

1equeetmg ‘publication should: (1) be signed by

 the assignee of record, or by the attorney or

agent of record, or by the apphoant and the as-
signee of record. if any: (2) request the Com-

- missioner to publish an abstract of the disclosure
“in the O.G.; (3) authorize the C‘ommlssmner to

lay open to public inspection the r-omplete ap-

_open for public inspection and the applicant

prowsmna]]y abandons the application, retaisn-
ing his rights to an interference for a limited
period of five years from the ear]lest effertive
U.S. filing date.

plication upon publication of the abstract in the
0.G.: (4) expre\s]v abandon the application to
take effect 5 vears from the earliest U.S. effec-

“tive filing Jdate of said application unless inter-

The defensive publication of an application

precludes a (mmnumg application (divisional,
continuation-in-part, or continuation) filed wun-
der 35 U.S.(\.
henefit of the filing date of the defensively pub-
- lished .1pphc.1tmn unless the continuing appli-
cation is filed within thirty (30) months after

the earliest effective U.S. filing date. Where a
similar application is filed after expiration of

330-817 O - 69 - 3

120 from being entitled to the

95

ference proceedings have been initiated within
that period: and (5) waive all rights to an en-
forceable patent hased on said application as
well as on any continuing application filed more
than 30 months after the earliest effective U S

Afiling date of ~<ud application.

C. Requm)m;ms for Defensive Publication
The Examiner should scan the disclosure of

_the application to the extent necessary to deter-

Rev, 20, Apr. 1069

1sive publication




xaminer if (1) th ‘
ity in the a tpﬁ)llcqtmn or drawings
 the requirements of the statement requestin
fensive publication as described in B abo ~
not been met, or ( e subject matter of the
application is not considered smtable for publi-
‘ catlon because: (a) it ves national security;
. , ising, frivolous, scan-
: dalous, lacking utility, or against public pohcy,
Or c) the dlsclosurc
blication would
of public knowl-

dd amthmg , pub .
generally
made

atters of ‘

I there are defects in ,e Teq
fensive publication which cannot be ¢

by Examiners Amendment, the Fxa
should notify applicant in writing, usually
giving the reasons for disapproval and indi-
cating how corrections may made. Appli-
cant 1s given a period of one (1) month within

correct a defect as required results in non-
nce for defensive publi

tion; ‘and in

r@sumptlon of the _prosecution of the apphca- -
tion by the Office in its regular turn. e
. In those mstan(-es, however, where the sub ;
*;*]ect matter is not suitable for publication. the
- request may be dxsapprm ed by the Examiner
~without exp]anatmn Under’ these circum-
stances, the Examiner’s letter is first submitted
~ to the Group Director for approval. '
Petition may be taken to the Commissioner
from the dlsapprovai of a mquest for defen-
sive publication. o i
Where the r(-quest is ayp‘uend
fective and involves subject matter not con-
sidered suitable for publication, for examplo
advertising, frivolous, lacking utility, etc., or is
clearly anticipated b\ readily available art,
the Examiner should generally examine the
application and prepare a complete Oﬁi«'-e ac-

tion when notifying apphmnt

D. Formal R(qulrements of a Df‘fé"lhﬂ(’
Publication Application

Correction is required by the Exarainer of
informalities listed by the Application Branch
and by the Draftsman before approval of the
request. for defensive publication. ¥rnformali-

Rev. 17, July 1968 96

; mahtxea. A

LICATIO\'

- result in

.rly anticipated "

which to make the necessary corrections. Fail-

tion in view of the request under Rule 139.

“bheing sufliciently clear for reproduction,

: Onlv

mtadt‘on'the Natice of
and defects of the

2 Nctice of Informal
..lew_‘r notifying an ?1P

lities in a request for ;
fpubhc 'tlon should end with the fnllow-'

Zraphns
request for defenswe ublication has
roved in view of the noted infor-

HICH TO MAKE THE

n th sét'p‘emod Will

Failure to respond' :
prose(utmn of the

ons to the abstract Th

~ thority to add to the

of the figure selec

designate a figure of the drawing rmtmg
in the O.G., or to change the selection made
by apphcant by Examiner’s Amendment.
Informalities noted by the Draftsman on the
Notice of Informal Patent Drawings should be

ber of the figure selected for defensive publica-
tion in the O.G. and returns the drawing with
the ﬁ]e to the Draftsman for further conqldera-

Although the selected figure itself must meet all -
the dmwmg standzwds. the Draftsman may
waive requirements as to the remaining figures
which need be formal only to the extent Fﬁf

e
Draftsman will note on the drawing and all
copies of the Notice of Informal Patent Draw-
ngs A;I) proved for Defensive Publication

rected). If the drawing correction requires
authority from the applicant, the Examiner
notifies him in writing that the request under

 Rule 139 is disapproved until authonz%tlon f01
- correction is received.

L. Prepamnon of an Application for Defensive
Publication

After determining that the apphmnon is
acceptable for defensive publication the Exam-

~iner indicates which papers, if any, are to be

entered. Amendments accompanying the request
are not entered until approved by the Exuminer.
If filed after receipt of the request, amend-
ments will be placed in the file, but will not be

‘corrected where appropriate and should be
- handled as follows: The Examiner notes in pen-
~¢il in the left margin of the drawing the num-

f the application is later passed to
issue, all drawi ing informalities must be cor-




- is accepted for considerati

des dpaeesox‘ 2 fa
~jacket for class, subcl ss, clamm
. priority and 1
\ da.fa are appropri
The De

‘ fm!v and is afii; :
on the file jacket wcer 1
Issue and Gazette Brane

%)ubhclung and O.G. citation of the D‘efen@.ne‘

ublication Retention Label.
In the space
“Examined an
“Issue™ is changed to—
aminer before signing. The cler,
is 1ot necessary).
The *“blue issue”
publication applications
u»md manner owopt that 1

e space di
the 'E “;";"

“ ith respect fo the dmmngs the pr; :
is the same as for allowance and the Examiner

fills in the appropriate spaces on the. left mar-

gin, in the Dmftsmans " \ppm\ed st‘unp

-lrea

F. C mmon of ‘Prlor Au'r ina Defensn'
Publication Apphmtmn ' ‘

Since the defensive pubh('ltmn mo«'mlum
makes the disclosure of an application avail-
able to the publ 1ally before it or any con-
- tinuing application 1s ‘patented, citation of
~prior art under Rule 291 ln any person or party
on-in the event ex-
amination is subsequently ducted. Such ci-
tation is endorsed on the file jacket “Contents™
by the Record Room, for the convenience of
the Examiner when preparing - the applica-
tion or a continuing .1pphmt10n r»f such an
application f()!"‘l"l)\\anf’(‘ L

G. Defensive Pubhcatmn .\pphcahun
Interferences

During the five year period fmm its carliest
U.S. effective filing date, interferences may

be declared between defensive publication ap-

phonhonq and other applications and/or pat-

ents in acceordance with existing infer fmvnma ,

rules and procedures.

‘When making the interference search, the
I‘,x.umnm inspects the prints or brief cards
of those defensive publication applications

_ claims would be allowable therein.

""“yylhv defensive publication applic

slo'na.tux'e D

~ forming the applicant that when the issue
- fee is remitted, a disclaimer of the entire term

713:%( )
"Wlm the

pubhmt on & plwa{mn‘
the same subject matter
the allowed claims shoulds

be snggested for interference purposes to_the

ublication application if ﬂxece

ndonment of a defensive pubhcatmn ap-
will be stayed during the period be-

_ginning with the suggestion of claims or the
- filing of claims copied from a patent and ead-
ing with the termination of the interference

proceedings or the mmlmg of a derision re-
fusing the interference.

Termination of the mterferem‘e m favor of
ion ~would

ffective but

ender the express abandonment it

 Amendment all the claims in the case
t those awarded to applicant and sends the
issue. The Notice of Allowance in these
will be accompanied by a statement in-

of the patent to be granted, must be included
in accordance w’th 35 D S. C. 253.

,1]1 06(a) ‘Citation and Use o\f Ab-

stracts, Abbreviatures and

‘Defensive Pubhcauons as,f S

Ref erences [R—l?]

It is lmpormnt that .llRfI acts, abbre\'mtures

and defensive publications (O.G. Defensive
I)ll}‘!}’uul()ll and Defensive Publication Search

Copy) be referred to as publieations winl not
as patents or applications, These prine: d pub-
lieations are eited as prior art under 25 U800
ll*)%l) or 102(b) effective from the date of, a
publication in the Official Guzette. ‘

An application or portion thereof from v.hlr h
a1 absty act, abbreviature or defensive publica-
tion has heen prepared, in the sense that the
application is evidenece of prior knowledge, may
be used ‘as a reference under 35 11.8.C. lf’]"»‘{a)
effective from the wtml date of hhng m the‘

United Srates.

These publu ations nmy be nsed al(me orin
combination with other prior art in rejecting
clanms mder 35 1780, 102 and 103,

Abstracts, Abbreviatnres and l)efensiv» Pub-
Heations ave listed with Other References in the

eitation thereof as follows:

{a) Abstracts and Abbreviatures

Brown, (abstract or abbreviature) of Serial
Noooo oo filed ooy published
TR & X € ST Y | N
hist elassitieation).

Rev, 17, July 1968

o ld not result in the issuance of an enforce-
~able patent. The Examiner cancels by Exam-

* slip is used on defeusne‘
1d is completed in the




(c) Search Copy c‘efensxve pubhca&mn ; (whare
" a disclosure relied on is in the Search COp‘E

‘but not in the O.G. publication) -

'onec, Def. Pub. Search Copv, of ,'berml 5

Noiwiatine (1  filed

______________ ( hst classificatio
(d) Applicationsor dmgnated port n,\,themf

abstracts, abbreviatures and de nsive pub-

. lications
Jones, Apphcatlon Serial No. __
hled » Inid oper

Rule 316 Applwatiou ub
{ssue fee. (a) If the fee speciﬁed in the notice of &
" lowance is not paid within th:ee mo
of the notice the applicatlon vnll
doned. Such an abandoned appucatxon wnll not be
considered as pending before. the Pabent Omce ‘

lb) If the issue fee or pornon thereot speciﬂed in the
notice of allowance is not timely paid but is submitted.
with the fee for delayed payment, within three months

of its due date with ‘a verified showing of sufficient :

cause for t,he late payment. it may be accepted by the

Commissioner  as though no abandonment had ever .

occurred.

Rule 317. Delaved payment of balaowc of the issuc

fee; lapsed. patent.s Any remainmg balance of the
issue fee is to be paid within t.hree months from the

date of notice thereof and, if oot paid, the patent lapses
If this

'balance is not timely paid but is submitted with the

at the termination of the threp-month period

fee for delayed payment, within three months of its

‘doe date with a verified showing of suﬂlcient cause for - ..
the late peyment, it may be ar“cepted by the Cormmis o

sioner as though no lapse had ever occurred.

An application abandoned by reason of fail-

ure to pay the issue fee was formerly referred to

as a forfeited application.

When the three months’ period within which
the issue fee might have been paid has expired,
the file is returned by the Issue and Gazette
Branch to the Examining Group. Certain cler-

Rev. 17, July 1068

for late payment.

rom the date -
' abs 713 lntemews

- 713.01 Gen’eral Policy,

.authority of the Commissioner.

The apphcatlon s abandon
] is later accepted, on petxtlon, the
rewved) During the
ing such abandon-
n the Commissioner

ment, ’lt is possible | ) pet

~ to have the application ssued as a patent. Such
' ,petitmn must be

d by a verified show-

ing of sufficient

accompanied by t oper issue fee and the fee

If such a petition accom-
panied by the required fees is not filed with
he three month period follk

i ; the date of the notxce of'
allowance) and gran ,
5 In this mpect an
that has passed thmugh :

! ‘ appllcatlon that has be-
4 ned the provisions of Rules
35 and 136 in that the latter may be revxved
nder the provmons of Rule 13( o

The per%onal n)pearance of an apphcant,”' 3
attorney, or agent hefore the Examiner pre-
senting matters for the latter’s consnderatlon
is considered an interview. :

How Con-
ducted [R-17] |
Ertract of rule 133. Intert,wws (a)  Interviews
with examiners concerning applications and other mat-
ters pendmg before the Office must be had in the exam-
iners’ rooms at such times, within office hours, as the -
respective examiners may. designate. Interviews ‘will
not be permitted at any other time or place withount the. -
Interviews for the
discnssion of the patentability of pending applications

" . will not he had before the first offic ‘al action thereon:

Interviews should be arrangeq for in advance.
Interviews are permissible on any workmg :

day except during periods of overtime work.
"An interview should normally be arranged

* for in advance, as by letter, telegram or phone
_call, in order to insure that the Primary Kxam- .
_iner and/or the Examiner in charge of the ap-

plication will be present in the Office. When a
second Art Unit 1s involved (Patentability Re-
port), the availability of the second Examiner
should also be checl\ed (See 705.01(f).) An

.2

5e for the late payment, and

ng the abandon-




effective interview, the other party . should
- notified immediately so that substitute arran
made. When a telephone cz

' nd t becomes ev

niner , 3 spec
. Such a call and all other calls origi-
nated by the Examiner may be handled through

the FTS (Federal Telecommunications System)
_ even though a collect. call bad been authorized.

It is helpful if amendments include the complete
' Fhone number with area ode und extension,

bly near the sign .
of an attorney or

ew without any
iner may well Jus-

w at that time,

er’s sug,

justify ing the possibility of an.

terview to accelerate early agreement on allow:

able chlms

tween the Emminer and the 1pphédnt, and

to discuss the issues raised in the Office action.
When it is obvious that the attorney is not so
prepared, an interview should not be permitted.

such be the case, that claims presented for con-
sideration at the interview require further

hesitate to conclude an interview when it ap-

nor when it becomes apparent that the appli-
~ cation requu‘es further amendment or an addi-
tional action by the Examiner.
1t is the duty of the Primary Examiner to
_see that an interview is not extended beyond a
- reasonable period even when he does not per-
~ sonally participate in the interview.
During an interview with an applicant who
is prosecuting his own case and is not familiar
with Office procedure the Examiner may make

suggestions that will advance the prosecution

_given), the exa

“ interview, applicant’s representative should be
~advised that
. agreement

£ allowable 'sub]-ect matter‘m V.
i _ . tion. the exa

| specml
- C‘on51deranon of a filed amendment may be
 had by hand deliveryof a duphcate copy of said

thereby advance the prosecution of the applica- .
tion. Thus the attorney when presenting him-
self for an interview should be fully prepared

The Examiner should not hesitate to state, if

pears that no common ground can be reached .

. 7i301
ithin his disere-

":93‘ simul&neﬁ be J

t one mtemﬁw aftm‘ fmal

]ecuon 09. :
re the ; respon‘;e toa first mmpleve action it
‘a request for an interview or s tele-

at the exam-
iner defer taking any further '

until the attorne ’s' next visit to “Washington
(provided suel

it is not beyond the date
action would normally be
er, as soon as he has consid-
nse, should -grant

when the Of

ered the effect of the 1

such request if it appears i hat the interview or y
~ consultation would result in e\rpedu:mg thecase
i to a ﬁnaiactxon

agreement is reached s a resalt of an

‘amendment pursuant to the
be promptly submitted. If
pares the case for final ac-

er should take the case up as -

If not, the case should await its turn.

the amendm

amendment.

Early communication of the remlts of the
consideration should be made to apphcant- if
requested indicate on attorney” scopx any agree—
ment ; initial and date both copies.

Althougb entry of amendatory matter usu-

ally requires actual presence of the original i
" paper, examiner and clerical processing should

proceed as far as practicable based on the dupli-
cate copy. The extent of processmg wﬂl depend o
on each amendment. '

Et.mr'mnow BY EXAMI\’ER ()'rm Tran Tm: ‘

search and study. Nor should the Examiner Oz Wro Conpvorep THE INTERVIEW

Sometimes the Examiner who conducted the

interview is transferred to another group or

resigns, and the examination is continued by
another Examiner. If there is an indication
that an interview had been held, the second
Examiner should ascertain if any agreements
were reached at the interview. Where condi-
tions permit, as in the absence of a clear error
or knowledge of other prior art, the second
Examiner should take a position consistent
with the agreements previously reached. See
812.01 for a statement of telephone practice in

~ restriction and election of species situations.

Rev. 11, Jan. 1967

e effentive. Jn‘i}; 1, 1984),

) consultation to be initiated by the exam- -
: or where an out-of-town attorney under
sumiar circumstances reqies




i
be spent in mdicatmg the ﬁeld of

ttorne}, searcher or mventor

_poun er of the patent law, nor as a counsellor
for i in iduals. :

er Not Permtted

re sole]y for the purpose of
¢ ut the Examiner, as by a local at-

_out-of-town . attorney,

~when it is apparent that
any agre
tional upon being s
attomey :

, an. mtervmw must always;"
cord in the application, particu-

arly whe' greement between attorney and
‘the Examiner is reached. Rule 133 (second
'paragraph) specifically requires that:
(b) In every instance where reconsideration is re-
quested ‘in view of an interview thh an examiner, a
complete written statement of the reasons presented at

the interview as warranting favorable action must be = . :
- - until the record is clarifie

filed by the applicant. An interview does not remove

" the necessity for response to Oiﬂce actions as speciﬁed 3
“in rules 111, 135. '

This is further brought out by the followmg
Rule:
2. Rule 2. Business to be tramacted in 1writing. Al
. busmess with the Patent Office should be transacted in
writing The personal attendance of appncants or
their atlorneys or agents at the Patent Office Is un-
necesgary. The action of the Patent Office will be based
exclusively on the written record in the Office. 'No at-
~tention will be paid to any.alleged oral promise, stipu-
latlon. or. understanding in relation to. whlch there I8
disazreement or doubt. :

" To insure that any mutually acwptable con-
clusions reached at an interview are understood
by both parties, a memorandum summarizing

Rev. 11, Jan. 1967 .. 98

iew for “Soundmg Out”

‘be reached is. condl- L

oooif allowable for reasons of record, but the Ex-

examiner will be
until pmsecutzon is com
1l not hov‘;'ever,

ently u;mplet,a |
issues resohed

Some Examiners repare, for thei

_formation, informal notes setting forth what

occurred at the intervi These mf%rmal

’ “the notes'f. on 4 lgw
: tamed'mth the

le wrapper by !
o ;,

official part of the record, and should be re-
moved from the file 1f and when the case 18

passed to issue.

EXAMINER TO Cm.:cx For ACCURACY
Apphcant’s summary of what took place at

the interview shou]dl;.ge carefully checked to -
determine the accuracy of any statement at-
tributed to the examiner during the interview.
(a) If there is an inaccuracy and it bears di-
rectly on the question of patentability, it should
be pointed out in the next Office letter. If

_ the claims are allowable for other reasons of

e Examiner should withhold allow-
eans of an Ex garte Quayle action

(k) If the inac-
oes not bear directly on the question
tability, the case may be sent to issue,

aminer should send a letter settmg forth his
version of the statement attributed to him.

An inaccuracy with respect to an argument
presented at the interview; e.g., mciugl';w in
the summary of the interview an argument not
then Y)o resented, should be treated as in (a)’ or
(b) a ‘

713 0:: Intervnews Prohibited or
Granted, Special Situations

Saturday interviews, see 713 01.
Except 1n unusual situations, no interview is
permitted after the brief on appeal is filed or
after a case has been passed to issue.




~ An mtervxew mav be appro ‘befo e dxsbarmd wttorney mgatdm
: plxcant’ s first response when g ine ; be one hich s&i% attor
suggested that allowable subj , li ;

_present or where it will assist ap hcan* inj ently mquested by per~

are of such informal

ngthep O&rmty of contmum§ msecgtmn
- Patent Office employees are orbidden to hold = chaj [ - that there is serious question as to
exther oral or wrxtten commumcaxxon ‘ ;

eTsons. are entztle to any infor-

~ o j Rev. 11, Jan. 1067

98.1



'for concluding action,
ementsl amendment
and bringsitup

/15 Importan i3 oo _ questions ex parte with any of the interested
_sentative may be the only way to save +ia - ehi _ the telephone umber
lication from abandonment. ({De ) ’ be typed on Deci-
seeking the s B other interference

T iy esksoth s, drawings end

, 1L , other pspers, except those necessary in the in-

nnaes e VNG PO TS temw,‘areialmef out of view. See 101.

bin theprmclﬁ; o R , et b :
i

The availsbility of personalkinterﬁews inthe 713.08 Demonstrétibn:," k'Exi.yhiﬁbilts', o :

., for at- ‘The invention in question may be exhibited
juently. m*Was‘hiﬁgton ~ or demonstrated during the interview by a

s more remote, telephone  model thereof which may be sent to the Offico
in may prove valuable. However, pres- Dot to the interview where it is received 1n
ent Office policy places great emphasis on tele- - the model room and forwarded to the group.
hone interviews initiated by the Examiner. 'A model is not to be received by the Examiner
*or this reason, it is no longer deemed neces- directly from the ap%?hcant or his attorney.
sary for an attorney to request a telephone  See 608.03 and 608.03 8). A
interview as specified in the old Optimum Ex- Oftentimes a2 model or exhibit is not given .

amining Procedure memos. See 408. - into the custody of the Office but is brought
: direct]ly into the group by the attorney solely
may be able to suggest minor, probably quickly ction Or COm« U101 g . o
acoeptable changes which would result in AT of the interview. This is permissible.
,alloga.nce.;, I:E;t%zsta e Guestions or. Demonstrations of apparatus or exhibits too -
: , ; o , e & viewed by the Examiner outside of the Office,
and suggest a further telephone or personal. (in Washington) with the approval of the Pri- 0
applicant more ‘time for consideration before  pessing of the demonstration or the reviewing
discussing the points raised. : . of the exhibit is actually essential in the de-
:hqt }lgve 'negoti&tilm:l authority,"drran%elii;énts _in the application, = : ; . ,
ould always include an examiner who does SGad T L
d always Hoge o O s 713.09  Finally Rejected Application
himself with the case, so that suthoritative = Normally, one interview after final rejection
agreement may be reached at the time of the is permitted. However, the intended purpose
: briefly, either orally or in writing. With the
approval of the Primary Examiner, an inter-

The Examiner, by making a telephone call girectls Into the group by O s
suggestions, the C&Hmigrht, state them concisely, large to be brought into the Office may be
interview, at a prearranged later time, giving  mgery Examiner. It is presumed that the wit-

_ For an interview with an ‘does  veloping and clarifying of the issues involved
have such authority, and who has familiarized
interview. and content of the interview must be presented

~ view may be granted if the Examiner is con-
vinced that disposal or clarification for appeal

G‘Rovm"lmnﬁws .
For attorneys remote from Washington who
prefer personal interviews, the grouped inter-

Rev. 15, Jan. 1068




art for determining whethe ,
are allowable sh t be given. ViC
an applicant is not entitled to a greater degree

mf licant 1n the

speclﬁ approval of the Gfoﬁp»M
a sh wmggn writing of extraordin

_preferably éa.
05,05 ( a) for & discussion

16] ,
 An unsigned amendment or one not properly
_ signed by a person baving authority to prose-
- cute the case is not entered. This applies, for
instance, where the amendment is signed by

one only of two applicants and the one signing

has not been given a power of attorney by the
other applicant.

When an unsigned or improperly signed
amendment is received the amendment will be

Rev. 16, Apr, 1968

of consideration in an amendment presented

~ mitted to the
priate action.

‘ntalﬁtsponqe " 5,
problems arising from unsign
rly signed amendments may be disposed
imng in the local representative of the
of record, since he may have the au-
ign said attorney’s name to the
istings ofloca’zérg S i

Signed by Attorney Notof

Recor d . [R-16] i
nendment is fled, signed by an
> power is not of record, he

ed that the amendment cannot

nd similar notification sent to the

if there be one, or to ap-

t is signed"b‘  an attorne
es after th}(’e death of thy&;

Amendi’nent Slgned by Ap-

p“cant But Not by Attor-
~ ney of Record [R-16]
If an amendment si by the applicant
is received in an application in which there
is a duiv appointed attorney, the amendment

“should Fe entered and acted upon. Attention

shonld he called to Rule 35. The customary
two copies of the action should be prepared, one
only being sent to the attorney and the other

direct to Applicant. The notation: “C Fy to
al and

applicant” should appear on the origin
on both copies. ' '

714.01 (e) Power of Attorney to a
Firm
See 402.03, 402.04, 402.04(a).




~ tor In wrlting, snd he
. point out the supposed errors

the applicant must respond to

tion and rejection in the prior
that request be made that ob

on without specifically

the claima patentably

ply with the requirements rai
(¢) In amending B application in response toa
jection, the appiicant must clearly point out the paten
ble novelty which he thinks the cla ‘present in view
of the state of the art disclosed by the references cited
or the objections made. He m )
amendments avold such references or
rules 185 and 138 for time for reply.)

is indicated as necessary to fu her considera-
tion of the claims, or where allowable subject

must either comply with the formal require-

Drawing and specification corrections, pres-
entation of a new oath and the like are gener-
~ ally considered as formal ma )
_ the line between formal matte ‘and those tonch-
ing the merits is not sharp, and the determina-

tion of the merits of a case may require that such
_corrections, new oath, etc., be insisted upon
prior to any indication of allowable subject

natter.
" Rule 119. Amendment

of olaims. The clmmay be:

‘pew claims, or by rewriting particular claims as in-
dicated in Rule 121. The requirements of Rule 111 must
be complied with by pointing out the specific distinc-
tions believed to render the claims patentable over the

clgims and amendments.

An amendment submitted after a seoond ‘ork

subsequent non-final action on the merits which

a 'requireménf -

matter has been indicated, a complete response
C ; , missible
ments or specifically traverse each one not ¢OM- . ohy pe

tters. However,

take sction before the expir .
- If this is done the application should notbsg
amended by canceling particular claims, by presenting held abandoned even though the prescri

references in presenting arguments in support of new

f the applicant meet
ctions of the claims.
ecificaily point. ut the

responsive if it uses paren-
‘brackets, [ ], are called

uirements to restrict are

sponsive, Action To Be T aken
wufficient time remaining in the

licant’s amendment is found

how the  3etion

filed before the expiration of a per-
riod, but through an apparent over- .

sight or inadvertence some point necessary toa S

complete response has been omitted,—such as
an smendmen A

several claim
amendment,—the Examiner, 85 soon 8s he
notes the omission, should req
~ cant to complete his response within a spec
time limit (one month

t or argument as to one or two of
s involved or signature {o the

ire the appli-

) if the period has

~ already expired or not gufficient time is left to

piration of the period.

Seo Rule 185(c). Similarly,
where there is an informality as to the fee in
connection with an amendment presenting addi-
tional claims in a case filed on or after October
25, 1965, the applicant is notified by the clerk
on form POL 319. See 607 and 714.10.

The Examiner must exercise discretion in
applying this practice to safeguard against
abuses thereof. s

period hes expired..

"Ber.l&Apr.lﬂeﬂ

period or set shortened




ase is special. Se Ol 0 e
mnﬁexmrpo%eshme been inserted. .

. Tf there is a traverse of a requirement for

res on. See 8i8.08().

sasable” paper has been used or

nent method of pre ion or

p filed within the tim

~ is made to the time limit othe

the letter that the response must be

‘ ting,

wction but reaches
e supplemental
epared. It need

all portions of the previeus action
ill applicable but it should specify
vhich portions are to be disregarded, pointing
- ‘out that the period for response runs from the
and a time 1 t to furnish er Te- ment of (date) and
s%c;lnse 1f thp_,gto,tutpry:,penod ] red mailed (date)”. .
almost expired (714.03). LT L

ndments Sent to Wrong
| Group ey
Seec 50801,

claims as amended are clearly open to S e
on grounds of record, a final rejectio hy 714.06 Amen
generally bemade. - i

714.05 Exinhiher Should Imme iately
Inspect =

' k714.07"k~kf"~r;‘4';i,1kifcndments Not in Perma— i

~ ment Ink o

Actions by Applicant, especially those filed
near the end of the statutory period. should be - , R s
inspected immediately upon filing to etermine  Raule 52(a) requires “permanent ink” to be
‘whether they are completely responsive ‘to the = used on papers which will become part of the
- preceding Office action so as  record and In re Benson, 1939 C.D. 5; 744
donment of the applica 0.G. 353 holds that documents on so-called
quate, and ient ti nains, “easily erasable” paper violate the requirement.
should ified of defiei ~ The fact that Rule 52(a) has not been com-
warned to complete the respon plied with may be discovered as soon as the
statutory period. See 714.08. . . amendment reaches the examining group or,

‘All amended cases when put on the Exam-  later, when the case is reached for action. In
iner’s desk shonld be inspected by him at once  the first instance, applicant is promptly noti-
to determine: e . fied that the amendment is not entered and is

If the smendment is properly signed  required to file a permanent copy within 1
(714.01). 5 S : ‘ ' month or to order a copy to be made by the

1If the amendment has been filed within the  Patent Office at his expense. Physical entry
statutory period, set shortened period or time  of the amendment will be made from the per-
limit (710). , ' - manent copy. L

If the amendment iz fully responsive. See 1f there is no appropriate response within_
714.03 and T14.04. ' the 1 month period, a copy is made hy the

Rev, 16, Apr. 1968




’(eropnntmg 0
facto

A‘é’

a telegraphic a endment i
the telegram is pla ed in the file but not entere
Ifconfi

due time, the apphcmt is notified that proper -

confirmation is required; otherwise, the tele-
gram will not be accepted as a response to the
former Offic tion.
promptly, the amendment is entered.
-parte eary
The same test as to, e

(See Ex

; "71409 Aincadiicnts
Office Acnon [R—23]

AN amendment filed beforp the first ()ﬁice
~action, ne filed along with the original

the original disciosure. See § 608.04(b).

dwxsmn of apphmt)on Serial No. ________ . filed
and canceling the irrelevant ¢ l alms

should accompany the '\pp'
amendments ‘to the spec

IE((‘I\'('d its serial’ nnmbm .md h]mrr d.m- See
£ 201.06. SR

Ad’dkéd‘ 'in Excess of
[R—-23]

The new Fee Act, effective October 25, ]‘)67
provides for the prosont.ltmn of claims added in
excess of filing fee. On payment of an addi-
tional fee (see § GOT), these exeess claims may be

714. ]0 Claims
Filing Fee

102.1

If he does confirm

, 1913 C.D. 253; 197 0.G. 534.)

npphf-ahon. does not en]m, the status of p.nt of  for a peql may be entered.
complying w ith objections or requirements as
1In the case of Rule 147 (une\ecuted) nppn-, .

~cations, an amendment stating that, “This is a2 accordance

tion, but no other
ation or drawing
shonld he wquo&tod until the .xpphmrum has
the final action. Howerer, one personel infer-
Coviewr by apph( ant muy be enfertained after such
- final action if circumstances warrant. Thus, only

any time after s:im apphcatwn is ﬁied, ¥
ourse, includes the time before the first
provision does not apply in the case

of app] ntwns ﬁi : "befo ‘ ()cmber 25 ," 985

In-
‘ terferenee Proceedmgs [R- .
' 23} '

ndments After Fmal Re-" ey
ction or Acuon - [R-23]

- 'Rule 116. Amendments after final action.” () After
fina) rejection or aetion (mle 113) amendmerts may

:’nts of form which has been made, and amend-
resenting rejected claims in better form, tor

“{e) No ‘amendment can be made as a matter of right
in appealed cases. After decision on appeal amend-
ments can only be made as provided in rule 198, or
to carry into effect 2 recommendation under rule 196.

- Once a final rejection that is not premature
has been entered in a case, applicant no longer
has any right to unrestricted further prosecu-
tion. Thls does not mean that no  further
amendment or argument will be considered.

~ Any amendment that will place the case either |

in. condltlon for allowance or in better form
Also, amendments

to form are to be permitted after final action in
with Rule 116(a). Ordinarily,
amendments filed after the final action are not

~_entered unless approved by the Examiner. See

$§706.07(e), 714.13 and 1207.
The prosecution of an a/)p/mahon before the
eraminer should ordinarily be concluded ovith

one request by applicant for a personal inter-

view after final should be granted, but in ex-

ceptional - circumstances, a second personal
interview may be initiated by the Awamines if

in his judgment this wonld m.ntmm]l\ assist in

placing the application in  condition for

callowance,

Hev, 23, Jan, {470




rst response to a final
ction ed statutory period
for response is

to extend the sl

ap})]ication., i e

during the additional month no appli

attorney initiated interview is permitted. Sin¢
a timely first response to a final rejection 18
~construed as including a request for an exten-
_sion of time, any subsequent request for an
extension of time is considered to be a second
request and must be submitted to the Group

Director.
" An object of this practice’ ) oby]
necessity for appeal or filing a continuing case
merely to gain time to consider the Examiner’s

position in reply to an amendment timely 'ﬁied '

after final :rej{'e(ftioynv Failure to file a
during the shortened statutory period
in abandonment of the application.

Extry Nor A MatTER OF RiGHT

It should be kept in mind that applicant

rejected claims, add new laims after a final
rejection (see Rule 116) or reinstate previously
eanceled claims. , : e

Except where an amendmer merely cancels
claims, adopts Examiner suggestions, removes

issues for appeal, or in some other way requires .

only a cursory review by the Examiner, compli-
ance with the requirement of a showing under
rule 116(b) is expected in all amendments after
final rejection. Failure to properly respond to
the final rejection results in abundonment unless
an amendment is entered in part (§ 714.20, items
Sand $). :

An amendment filed at any time after final

rejection but before an appeal brief is filed,

Rev. 23, Jan, 1970

~In the even

- be promptly ed e
. possible, within the statutory period. The re-

not be arbitrary. The proposed amendment
~should be given sufficient consideration to deter-
mine whether the claim
allowance and/or whether

o obviate the

cannot, as a matter of right, amend any finally -

| nt that the proposed amendment
does not place the case in better form fora hpeal,
nor in condition for allowance, applicant s ould

.

tly informed of this fact, whenever

fusal to enter the proposed amendment should

are in condition for
nd.o r'the issues on appeal
mplified. Ordinarily, the specific deficien-

~‘cies of the amendment need not be discussed.
- 'The reasons should be concisely expressed. For

example, . = - E
(1) theclaims, if amended as proposed, would -
not avoid of the rejections set forth in the
nd thus the amendment
se in condition for allow-
ndition for appeal, :
mended as proposed.

vould a ection on indefiniteness but
ould not avoid the rejection on the references.
he amendment will be entered upon the fili

of an appeal,

*(3) the claims as amended pres

sues requiring further consideration or search, |
~ (4) since the amendment presents additional -

elaims without canceling any finally rejected
claims it is not considered as placing the applica-
tion in better condition for appeal: Ex parte
Wirt, 1905 C.D. 247: 117 0.G. 599.
Examiners should indicate the status of each
claim of record or proposed in the amendment,
and which proposed claims would be entered on

the filing of an appeal if filed in a separate

paper.

~Applicant should De notified, if certain

portions of the amendment would be accep-
table as placing zome of the claims in better
form for appeal or comply with objections
or vequirements as to form, if a separate
paper were filed containing only. such amend-
ments.  Similarly, if the proposed amendment

‘to some of the claims would render them allow-

able, applicant should be so informed. This is
helpful in assuring the filing of a brief con-
sistent with the claims as amended. A state-
ment that the final rejection stands and that the
statutory period runs from the date of the final
rejection is also in order. ' S

Form letter POTL-303 should be used to
acknowledge receipt of a response from appli-

1022




“to clear up minor m

~Any amend

jection should be im

termine whether

-condition for allows
. Examiners

thin five days from

I saches their des :

vhere the amendment reaches the Examit
sk after the expiration of the shortene:
ry period, the Examiner is expect

his action to the clerical force \jl'tlkim;

instances in which an ap 1i
d in condition for allowance ;

it for allowance, applicant sh

01-327.
Such a lette
avoid an unnecessary appeal and ac
guard against a holding of abando
effort should be made to mail tl
_the period for response expires.

a safe-

1f no appeal has been filed within the statu-
d no amendment has

" been submitted to make the case allowable or -

which can be entered in part (see § 714.20). the

tory period for respon

case stands abandoned.
No affidavit or declaratic
sidered 1f presented later the

'spnal intervie

e as by
or amendment, before preparing
ould be notified
- ll')x'ompﬂy of this fact by means of form letter -

important hecause 1t may.

nal unnjess a showing is made
(b). However, if davit
is presented wi
ter final and pric
t should be ent
requiring 2 show

‘noted that

2 Rule 181 petition will not stay
for reply to an Examiner’s action
be running against an application. .
1 1207 for appeal and post-appeal

- For purpeses of conven

rney and the Examiner agree that
endment discussed during a per-
terview would place the application in
condition for allowance, tl

where the :
a proposed

or his local representative will be per-
mitted to hand deliver a corrected amendment
to the Examiner, provided no additi Afees

are required and further that the amendment

is submitted to the Examiner by the end of the

‘next working day following the interview and .
“within the period for response. g s

- The Examiner who accepts these amendments
must date, initial and write “entry approved”
in the left-hand margin of the first page of the

amendment.

_Attorneys may also deliver requests for exten-

sion of time to the Examining Groups.

Rev. 23, Jan. 1970




ction, though the pro:
tlnued as to the formal

Where an amendm nt, even thaagh prep:
by applicant prior to all ot

 the Oﬂice rmtll afte

(e), -

g ' ver, the amendment
3 Oﬂice P

~allowance,
after the

‘ance, it h

~1s received by the Examiner

e same standing in the case as

~ though the notice had not been mailed. Where -

the ¢ as not been closed to further prose-
~as by final r

claims, or by an action allowing all of the
claims, applicant may be entitled ‘to have such
amendment entered even though it mzv be
necessary to withdraw the application irom
issue. Such withdrawal, however. is unneces-
sary if the amendatory matter is such as the
Examiner would recommend for entry under
Rule 312.

As above implied, the case will not be with-
drawn from issue for the entry of an amend-

ment that would reopen the proeerutlon if the

Office action next preceding the notice of allow-
ance closed the case to further amendment,
i.e., bv indicating the patentability of all of
the claims. or by allowing some and finally
rejecting the remainder.

After an applicant has been notified that the
claims are all allowable, further prosecution of
the merits of the case is a matter of grace and
not of nght (Ex parte Quayle, 13535 C.D. 11;
453 O.G. 213). To this extent the practice

filed in the
he mailing out of the notice of

rejection of one or more

‘mailed. the applicatio

pmvai of such Teco! m
Directors. ;
A mpplemental :
amendment under
~After the Noti

th is not treated as anj

le 812, see section 603.01.
of Allowance has been

echnically no longer

- under the ]unf;dxctlon;of ‘the Pumary Ex-
aminer.
Amendments (See sectio

ity to enter Orderﬁ33

ling of the notice of allow-

103

He can however, mzake Examiner’s
802.04) and has au-
mendments submit-

‘the apphcatmn, without forwsudmg to the

Group Director for approval. ,
Amendments other than these neqmre an- :
proval by the Group Director. He also

" establishes Group policy with respect to the
~treatment of Order 3311 amendments. dn-ected .
to trivial informalities which seldom affect sig-

nificantly the vital formal requirements of any
patent: namely, (1) that its disclosure be ade-
quately clear, and (2) that any invention pres-

‘ent be defined with sufficient clarity to form an

adequate basis for an enforceable contract.
Consideration of an amendment under Rule,
312 cannot be demanded as a matter of right.

Prosecution of a case should be conducted be-

fore. and thus be complete including editoriul
revision of the specification and claims at the
time of the Notice of Allowance. However.

~ where amendments of the type noted are shown

(1) to be needed for proper disclosure or pro-

tection of the invention, and (2) to require no

substantial amount of additional work on the
part of the Office, they may be considered and.

1f proper, entry may be recommended by the

Primary Examiner.

The requirements of Rule 111(¢c) (section
714.02) with respect to pointing out the patent-
able novelty of any claim songht to be added or

Rev. 21, July 1569




le 312 was never intended to provide ‘
way for th continued prosecution of appli- T R R
cation after it has been passed for issue. ‘When : endments Under Rule
the recommendation is’ agqinst entry, a detailed 12‘,"‘Hand~lﬁiilg [R—21] R
 statement of reasons is not necessary In.sup- : , e = , 4
. port of such recommendation. ~The simple No R :
statemnent that the posed claim is not obvi-
fly the reason why is
ere appropriate, any one
ons is considered suffi-
( ] rch is required, or
(2} more than a cursory review of the record .
_is necessary, or (3) the amendment would in- " catic ;
~ volve materially added work on the part of the subelass in which t
 Office, e.g. checking excessive editorial changes. has been transferre o another Group after
in the s ' ' the application was allowed, the proposed
 Where ¢ ' dment, file and drawing (if any) are
~ Rule 312 _all of the of dependent nitted directly to said other Group and
~claims, some of the usual reasons for non-entry ue and Gazette Branch notified. If the
~ are less likely to apply although questions of — 2SSIS ant Examiner who allowed the applica-
new matter, sufficiency of disclosure, or undue  tion isstill em sloyed in the Patent Office but not
multiplicity of claims conld arise. in said other Group, he may be consulted about
See sections 607 and 714.16(c) the propriety of the proposed amendment and
foo requireents:’) | i ot

cent that the class and
plication is classified

for ad_ditional Ce 1€ , : p
' ' given credit for time spent in giving it

e A g o .. consideration.. . o il
'714.16(a) Amendments Under Rule The amendment is PROMPTLY considered
" 312, Copied Patent Claims by the Examiner who indicates whether or not
[R—'Zi] s CUT s entry 18 recommended by writing “Enter:
: ‘ 3127, “Do. Not -

0 N Enter” or “Enter In Part”
See section 1101.02(g) for the procedure to  thereon. . . = : s
~be followed when an amendment is received ~ If the amendment is favorably considered, it
after notice of allowance which includes one or . is entered and a notice of entry (POL-271) is
‘more claims copied or substantially copied from ~ prepared. No “Entry Recommended under
oA 'Patent.; T W ~ . Rule 312" stamp is required on the amendment
, he entry of the copied patent claims 1s not . oy on the notice of entry in view of the use of
 a matter of right. See section 71419 item. (4).  form (POL-271). The Primary Examiner
fe“?eesﬁ';g%‘fn(ig and 714.16(c) for additional  j;4icates his recommendation by stamping and
Tequitems signing his name on the notice of -entry form

714.16(b) A (POL-271).

mendment Under Rule 2. Sl
312 Filed With a Motion If the Examiner’s recommendation 15 com-
' , o1 pletely adverse, a report giving the reasons for:
i ’Under Rule 231 [R-21] non-entry is typed on the notice of disapproval
Where an amendment filed with a motion (POL-271) and signed by the Primary Exam-
under Rule 231(a) (3) applies to a case in 1ssue, iner. e :

104
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& PP :
at the amerzdment Was
period and’ t;mmmre

“is important
: v xists between =
the stamp which shows - te of recelpt :
of the mmendment in the Group {° ¥
o stamp) and the stam
“ceipt of the amendment by the
Date” stamp). The latter date, placed‘~

<o tions are proces 'ith 'the:apphcatlons
" delivered tothe & morv Primary Examiner
f01 his review and stmbuzmnm the Examiners.
g Sn - Every mail deli
‘The general rule that an amen ' sereened S
e entered in part. and refused 101 nal acti 1t pemo({)!s run-
_but when, under I 2, ing against the applic amendments :
: , for example, is proposed - hould be 3 ‘ :
ng a plurah? of claims or amendments to = The purpose of this pxoomlure is to ensure
claims, some o which may be entered and some ~uniform and prompt. treatment by the Exam-
not, the acceptable claims or amendments iners of all cases where the ap slicant is await-
should be entered in the case. 'If necessary.  inga reply toa proposed .unems went after final
~ the claims should be renumbered to tun con--  action. By having all of these cases pass over
~ secutively with the claims already in the case. . the: Supmnsor_y Primary Examiner’s desk, he
~ The refused claims or amendments should be  will be made aware of the need for any special
' cance]ed in lead penm] on the amendment. . treatnent, if the situation so warr : For
The Examiner should then submit a report  example, the Supervisory Primary r
~ ( POL-271) mcommendmg the entry of the ac-  will kno\s whet her or not the Exa
~ ceptable portion of the amendment and the non- 'apab}e
entry of the remaining portion together with of monng the case mthm the, equxred time
“his reasons therefore. The claims entered  periods (5 or 8 days; see section 714.13 ) L
“should be indicated by number in this report. cases of this type, the. apphcant )
- Handling is similar to complete entry of a a Patent Office communication i
, Rule 312 amendment. to adequately consider his next a ,
~ If the application was ﬁled on or after Octo- is not allowed. Consequently, the « Iennnl han-
ber 925, 1965, entry in part is not recommended dling will continue to be special when these
,unlesq the full additional fee rex;mrpd, if  cases are returned hy ﬂn' ' '
any, m'compames ﬂw :xmendmont See thns “clerieal sections, ‘
607 and 714 16 c). The amendment or ]etter : placed in the file,
: ~ given its number as a paper in the 1pphoahon, :
714.17 Amtmdment Filed After the Pe-  and ifs character endorsed on. tlxe file wrapper

d for R H E d in red ink.
l[.;) 21(;' esponse " xplre* When several amendmenm are made in an ap-

: plication on the same day no particular order
When an application is not prosecuted

as to the hour of the receipt or the mailing of
within the period set for response and thereafter the amendments can be assumed, bt rrmsxdorn :

© Rev. 21, July 1940



section T14.05. A fter
- special action is required, the a
ts re-examination in regular order.

ndments or other papers filed in cases

 List of Ainendménts, Ent .
o Denied‘ [R=21] .

ﬁjfsiylowing types of amgndix;éﬁts a

Th e

dinarily ‘denied entry:

(a) All

~(b) Allclaims
 exceptions see section
T1420(4)), 0 ol e
(c) Some claims allowed and remainde
finally rejected. See sections 714.12 to 714.14.
‘9. Substitute specification that has not been
required and is not needed. ~ See Rule 125, -
sections 608.01(q) and 714.20. If the Examiner
approves, it may be entered. =~ o
3. A patent claim suggested by the Ex-
aminer and not presented within the time
limit set or a reasonable extension thereof,

ess’ entry is authorizedf by the Commis
ms are generally =

claims ha

unle
_sioner. See section 1101 02(
4. While copied patent clai
admitted even though the case is under final

© rejection or on appeal. under certain condi-
~ tions, the claims may be refused entry. See
 gection 1101.02(g).

B, An unsigned or improperly signed amend-
" ment or one signed by a disbarred attorney or
any person having no authority. Sl
8. An amendment filed in the Patent Office
after the expiration of the statutory period or
et time limit for response, See section T14.17.
7. An amendment so worded that it cannot
be entered with certain accuracy. See section

714.23, : ,

8. An amendment cancelling all of the
claims and presenting no substitute claim or
claims. See section 71101,

9. An amendment in a case no longer within
the Examiner’s jurisdiction with certain ex-

Rev. 21, July 1969

11 An amel
- tionable remar ,
Examiner, brings 1t %

" before the Law Examiner should be promptly
- forwarded to him. L e

ported by the filing fee. See

“viously paid for, and

response to an Office action, and not accom-

: Pa‘%f_ﬁ
. foregoing categories should not be en
 the Examiner at the time of filing, a subse-
_quent sh

_of the amendment.

[ 14.20 Liéﬁ't‘fbfAm«andmkénits Entered in o

- rules, the stri
‘sometimes wor

per containing objec-
in the opinion of the
ithin the condemnation
“submitted to the Commis-
v toward its being returned
ection 71495,
in permanent ink.
“easily erasable

Aial,

on &
ton 71407, o oo
application filed before Qectober 23,

. an amendment filed before the first ac-
increasing the number of claims when the

ould be in excess of those sup-

he section 714.10. i
'14. In'an application filed on or after October

25, 1965, an amendment presenting claims (total
nd independent) in excess of the number pre-

al of clai

‘(a) not accompant
ee required, or . A R
" prior to the first Office action or not m.

(b)

ed‘by«z’,my p‘o‘i;ticmx of the G

pained by the fu!l fee required, or
“(c) the authoriz L e
unt is not in the form of a separate =

(2 easies). b

the 3 ization for a charge,against_a, |
Deposit Account 18
ile amendments

fﬂllmg within ‘any’*ogf the
tered by

wing by applicant may lead to entry

© Pam [R21]

To avoid confusion of the record the general
rule prevails that an amendment should not he
entered in part. As in the case of most other
ct observance of its letter may
k more harm than would result
from its infraction, especially if the amend-
ment in question is received at or near the end
of the statutory period. Thus, ‘ e

(1} An “amendment” presenting an _un-
called-for and unnecessary substitute specifica-
tion along with amendatory matter, as amend-
menic to claims or new claims, should he
entered in part, rather than refused entry in

toto. The substitute specification should be
denied entry and so marked, while the rest of




_ the opinion of the Exa

~ matter is not in itse
fusing entry the '

‘Rule 312, which
pd in other part disap-
tered only as to the approved
n 714.16(¢e) o T
> some claims allowed

' an others finally rejected, where an amend-

106.1

received at or near the close of the
period cancelling the finally rejected

enting one re new ones

e Examiner cannot allow, the amend-
fier the statutory period has ended, is
the extent only of cancelling the
ted claims. Of course, if any of
laims were, in the Examiner’s opin-

Rev, 21, July 1540




' d addmg»"
r,all‘ of which are.

 changes are imited to (1) deletions and/or (2) the f
- addition of ‘no more thn.n ﬁve words in apy one claim '

y in part, | ;
he‘ extent that the‘ kmotlon ‘

mendme tsInadvertcntlvEn--y
 tered, No Legal Effect [R-22]

ly enters an amend-

been entered,

and the same,

o ,actua]]y ma :

legally made. Unless such unautho' ‘

is deleted, suitable notation should be made onf'fi
the margin of the amendatory paper, as “Not

Officially Ente

Ifitisto be ret'uned in the file an amendatorv
paper, even though not entered, should be given
a paper number and listed on the file wrapper
with the notation “Not Entered”. See Rule 3

and § 714.25, for an mstanc-e of a paper whwh

may be returned.

71422 Emry of Amendments, Direc-
tions for [R-22]

Rule 121. Manner of making amendments. (a) Eras-
ures, additions, insertions, or alterations of the Office
fille of papers and records must not,be physically
entered by the applicant. Amendments to the applica-
tion (excluding the claims) are made by fillng a paper
(which should conform to Rule 52), directing or re-
questing that specified amendments be made. The ex-
aect word or words to be stricken out or inserted by safd

renthcticaz expression ,“twice '
g amende& ete., rollowmg the ;

,,k?in the printed patent or are properly part of the

' claimed material and not intended as symbolic of -
ot changes in the pnrticular claim, amendment by rewrit-, ;

ing in accordance with paragraph ( b) of thls rule shall o

' be prohibited.

(e). In rexssue apphcntmm both tbe descripti‘ e por, '

tion and the claims are to be amended as specined oo

paragraph (a) of thigrule. -

The term “brackets” set forth in Ru]e 121 ,‘
means ‘angular brackets, thus: [ ]. It does

- not encompass and is to be dlstmgmshed from
- parentheses (' ). Any amendment using par-

entheses to indicate cancelled matter in a ¢ aim
rewrxtten under Rule 121(b) ma
‘responsive in accordance with

- be held non-
ule. 121(c).

714.23 Entry of Amendments, Direc.
~ tions for, Defective [R-22]

The directions for the entry of an amend- o
. ment may be defective, as, inaccuracy in the =
~ line destgnated or Jack of precision where the
~word to which the amendment is directed oc-

curs more than once in the specified line. Ifit
is clear from the context what is the correct
place of entry, the amendatory paper will be -
properly amended in the Examining Group,
and notation therecf, initialed in ink by the Ex-
aminer, who will assume full responsi bility for
the change, will be made on the margin of the
amendatory paper. In the next Office action
the applicant should be informed of this altera-
tion in his amendatory paper and the entry of

Rev. 22, Oct. 1009




insertion.
However, where a relatlve

~ ment to a previous amendment can be made 1™
easily without causing the amendatory matter.
to be obscure or difficult to follow, such small

-1mendment should he entered.

mrtew Applicants ‘and thelr attorneys or agents

are reqn:red to conduct the!r business with the Patent *
~ Office with decornm 2nd ‘courtesy. Papers presented
~in violation of this requirement will be submitted to
“the Oommlssioner and will be returned by his direct

order. Complaints against examiners and other em-
ployees must be xmde in communlations separate
from other papen. e

If the attorney is dxscourteous in the remarks
or arguments in his amendment, either the dis-
courtesy should be entirely xgnored or the

view toward its being returned.

davit or Declaration Under Rule
131 [R-22]
' Rule 131. Aﬂdavu of prtor fnvention to weroomc
cited patent or pubdlication. '(2) When any claim of
an application is rejected on reference to a domestic
patent which substantially shows or describes but does
not claim the rejected Invention, or on: reference to a
foreign patent or to a printed publication, and the
applicant shall make oath to facts showing a comple-
tion of the Inventlon in this country before the filing
date of the application on which the domestic patent
isgsued, or -bhefore the date of the foreign patent, or
before the date of the printed publication, then the pat-

ent or publication cited shall not bar the grant of a =

patent to the applicant, unless the date of such patent

or printed publication be more than one year prior to

.the date on which the application was flled in this

couontry.

(b} The showing of facts ghall be such, tn charac-
ter and weight, as to establish reduction to practice
prior to the effective date of the reference, or concep-

Rev. 22, Oct, 1060

paper submitted to the Group Dxrer-tor mth n

715 Swearing Back of Reference-Afﬁ- ‘

‘ An pnnteﬁ puhheetmn :
.lpphcant s effective filing date,
patent of prior filing date, wh
closure pertinent to the i '

claim
¥ the Examm‘
xiliary, in the

pplxcatxon L

rejection may be ove

' av mlabie fcr

“declaration under Rule 181,
: “swearing back” of the refenence :
3 Aﬂid 'ts ' f,dedamtlons under R

: the date of the fore n
1 bhcau!gn is Ie& th

ne ear pnor to apph— >

claim the mventmn : ; e
~An affidavit or .declaration under Rule 181is
not appropriate in the following situations: =~
(1) ere reference publication date is
more than one year back of applicant’s effective
,5 date. Such a reference is a “statutory :

bar”,
. (2) Where the reference US. patent c]alms
the invention. See § 1101.02( a2 : ~
(3) Where reference is a foreign patent for

- the same invention to apphcant or his legal
representatives or assigns issued prior to the
filing date of the domestic application on an
application filed more than twelve months prior
to the filing date of the domestic apphcatmn
(4) Where the effective filing date of appli-

~ cant’s parent application or an International
Convention proved filing date is prior to the
effective date of the reference, affidavit or
declaration under Rule 131 is unnecessary and
the reference is not used. See §§ 201.11 to 201.15.

(5) Where the reference is a prior U., S. pat-
ent to the same entity, claiming the same inven-
tion, the %uestlon mvolved is one of “double
patenting.

(6) Where the reference is the disclosure of
a prior U.S. patent to the same party, not co-
pending, the question is one of dedxcatxon to
the public.

Should it be established that the portion of
the patent disclosure relied on as the reference
was introduced into the patent application by
amendment and as such was new matter, the
date to be overcome by the affidavit or declara-

108

‘inven on, is
asareference,

low, by applicant’s ﬁhag of

) ! shows but does not




. wt:on that zs withdrawn and not the
_ence. o

i 715 Ol ' "‘Reference Claims Fore' F

mwm;o

f“txon is the date of the ameadment In rg
~e$ al,, 1935 C.D. 229: 454 O.G. 535,

Tt should be kept in mind that it is

‘mmma ROCEDURZ

" in the United Qtat@s (35 us
:103). Hazeltine Research, Inc. et al. v. Bren-

ing Date [R—"2]

, The eﬂ'pctwe date of a United Stqtes Pate'u
for use as a prior art referemce is not afected
by the foreign filing date to which the patentee

" may be entitled under 35 U.S.C. 119. In re

Hilmer, 833 0.G. 13, 149 USPQ 480 (CCPA

1966) ; Lily et al. v. Brenner, 153 USPQ 95
The reference patent is effec-
tive as of the date the application for it was filed

(C.A. D.C. 1967).

366-679 O-d0—d 108.1

; clauned in a patent issued jointly to S

, 7:{5.01 (a)
192(@) and ’
ner, 824 O.G, 8; 147 USPQ 429; 082 U S 2.)2

- S5 B, Nupreme(‘mu*? 1965).

- 715 o1 (a) Refe;rence a Jomt Patent to -

Apphcant and Atmther
 [R-22]

\Vhen sub]ect matter dlsclosed but not‘ iy
S and an-
other is claimed in a later application filed by

8, the joint patent is a valid reference unless :
~overcome by affidavit or declaration under Rule
131, In re Strain, 1951 C.D. 252; 648 O.G. 5.

Disclaimer by the other patentee should not be

: 'reqmred Butsee § "Ol 06.

Rev., 22, Oct. 196Y



 he is not required to file an

, a.“s: owi
er by applicant himself or
e Lemieux, 1957 C.D.

, ,CO‘-AU'rnro'Rsx:imf‘
Where the applicant is one of the co

a

 ofa publication, cited against his application,

affidavit or declara-
tion under Rule 131. The publication may be
removed as a reference by filing a disclaiming
affidavit or declaration of the other authors. Ex
parte Hirschler, 110 USPQ 384.

715.02 General Rule as to
'r Claims [R-22]

A reference applied against géneric claims

o 71505 Patent

may (in most cases) be antedated as to such

claims by

Generic

; ,37
Jnust Sno ; as the In
losure required by a patent specifica-
ish sepport for a generic}claxm. L
iple 1s well establis in.
i in cases involving comp
‘ osure of a spec
ient to prevent.

»ecies, which species is

antedated by the affidavit or declaration, the
/ ] Stempel 1957 c¢D.

ce is overcome. In re

losing but not claim-

voided by an afidavit or de
131 showing different members of

'Who May Make Affidavit or
e ,,Deplnration [R22]

" A. The Inventor. ;
B. One of two joint inventors

is acéépted :

‘where suitable excuse is given for failure of the

- (.D.95; 462 O.G. 479.

an affidavit or declaration under Rule

131 showing completion of the invention of only

a single species, within the genus, prior to the
effective date of the reference (assuming, of
course, that the reference is not a statutory bar
or a patent claiming the same invention). See,

however, § 715.03 for practice relative to chemi-

cal cases.

715.03 Practice Relative to Chemical
Cases [R-22} '

In chemical eases, where geueric claims have
been rejected on a reference which discloses a
species not antedated by the aflidavit or declara-
tion, the rejection will not ordinarily be with-
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other applicant to sign. In re Carlson et al, 1936

or other party in interest

 C. The Assignee
ible to produce the affidavit

when it is not possi

~ or declaration of the inventor, Ex parte Foster,
1903 C.D. 213: 105 0.G. 261. L

Claiming Same Inven-
[R-22] T

When the reference in question is a patent
claiming the same invention as applicant and
its issue date is less than one year prior to the

. tion

filing date of the application being examined,

applicant’s remedy, if any, must be by way of
Rule 204 instead of Rule 131. The Examiner
should therefore take note whether the status .
of the patent as n reference is that of a PAT-
ent or n PUBLICATION. If the patent is
claiming the same invention as the application,
this fact should be noted in the Office action.
The reference patent can then he overcome only
by way of interference. Note, however, 35
U.S.C. 135, § 110L.02(f).

Rev. 22, Oct. 1969

1shed in cl}emic?ai o

davit or declaration



. \Vhere an applic
declaration under Rule 13

Tuttle, 1940 C.D.:
131 affidavit o d’,

~ reduction to practice prior to the date. of the
_reference, the applicant must also show
diligence in the completion of his invention

_ conception being at a date prior

guage used m 1mpa.xt1
ton to others.” Ez
109; 52 0.G. 309
affidavit or declaration
‘and produce such docum
d exhibits in support the

least the
. effective

©a axhb}e to show conceg:mn and comp etion of

invention IN THIS C U\"TRY” at’

date of the reference. ‘Where there 25 not been

‘from a time just prior to the date of the refer-

The essential thing to be shown under Rule -
ntion and this may be
ry evidence of the fact.
clusions, must be alleged,
, r by evidence in the

~ exhibits accom;gmymg the affidavit or declara-

_ tion. Each exhi it relied upon should be speci
cally referred to in the affidavit or declarat

_ in terms of what it is relied upon to show. For
~ example, the allegations of fact might be sup-

ported by submitting as evidence one or more of

the following:

(1) att sketches,
(2) attached blueprints;
(3) attached photographs:
1) :mttached reproductlons

of nr)té’boo’k' '

(5 ying model: ‘ :

: (6) attached supporting statements by wit-
~ nesses, w here verbal dlSC]OSIl!'(h are the evidence

relied u

JTfthe dates of the exhibits have been n removed
or blocked off, the matter of dates can be taken
care of in the body of the oath or declaration.
 The dates in the oath or declaration may be
“the actual dates or, if the applicant does not

to a specified date. ,
A general allegation that the xmemmn was

completed prior to the date of the reference is
not sufficient. Ex parte Saunders, 1883 (C.D.
23; 23 0.G. 1224.

“If the applicant made sketches he should so
state, and produce and describe them; if the
sketches were made and lost, and their contents
remembered, they should be reproduced and
furnished in place of the originals. The same
course should be pursued if the disclosure was

Rev. 22, Oct, 1069 110

~ence continuously ‘up to the date of an actual

»mdumtlon to przmtxce Rule 131.)

'BY SOME OTHER ACT, such as an actual

 son, ete. In Mergenthaler v. Scudder, 1897
724; 81 O.G. 1417, it was established that con-:
‘ Leptlon is more than a mere vague idea of how
“to solve a problem; the means themselves and

desire to disclose his actual dates, he may merely

allege that the acts referr ed to occurred pm"rfb"f overcome the rejection, his remedy is by appeal -

. from the continued rejection.

 715.07(a) Diligence

‘plicant had been diligent. Ex parte Hunter,

reduction to practice or up to the date of filing .
his application (filing constitutes a comtrurtwe :

A conception of an invention, though evi-
denced. by disclosure, drawings, and even a.
model, is not a complete mventxon under the
patent laws, and confers no rights on an inven-
tor, and has no effect on a subsequently granted o
patent to another, UNLESS HE FOL OWS

IT WITH REASONABLE DILIGENCE

reduction to practice or filing an application for
a patent. Automatic Wei %mg Mach. Co. v.
Pneumatic Scale Corp lelted 1909 C. D 498:
139 O.G. 991. , L

Conceptlon is the mental part of the inven-
tive act, but it must be capable of proof, as by

dmwmgs, complete disclosure to another per-
>D.

their interaction must be comprehended also.
.'The facts to be establish under Rule 131

~are similar_to those to be proved in interfer- |
‘ence. The difference lies in the way in which

the evidence is presented. If applicant disagrees
with a holding that the facts are insufficient to

{R-22]

Where conception occurs prior to the date of

the reference, but reduction to practice is after-

ward it is not enough merely to allege that ap-

1889( D). 218 49 0., 733,
What is meant by diligence is brought out in
Christie v. Seybold, 1893 (‘D 51535 64 OG



~ duction to pmctlce is
The “lapse of time betwee

; ng. grmmds of rejection.

,.mm of an appﬁeatian is rejected on ref-

erence to & domestic patent which substantially shows

or describes but does not. claim ‘the invention, .or on

reference to 'a foreign patent. or to a printed publi-

..cation, or to fncts awvithin the personal anvledge of
an ‘emipioyee of ‘the Oﬂir:e, or when rejected upon

mode or:capability of vperation attnbutedlto a refer-

y ; - ence, or because the alleged invention is held to De
maw be sometunes used to antedate a reference _inoperative or lacking in utility, or frivolous or in-
in lieu of a Rule 131 affidavit or declaration. jurious to public health or morals, affidavits traversing
The part of the testimony to. form the basis these refe bjections may be ,.ece“ed :
of priority ov errthe reference should be pomted o . i e
out. Ex parte Bowyer, 1939 C.D. 5; 505 ' NOTE THA ' RULE 132 IS NOT APPLL
759, , o C&BLE TO A REJ ECTION BASED ON A
' 715.07( 'c') cts Relled Upon Must U.S. PATENT WHICH CLAIMS THE RE-,

Have Been Carried Out in JECTED IVVEN TION.

This Country [R"22] : Tt is the responmb‘lxtv of the Prlmar} Ex-
The affidavit or declaration must contain an _aminer to personally review and decide whether
allegation that the acts relied upon to establish  affidavits or declarations submitted under Rule

the dat prior to the reference were oarrled out 132 for the purpose of traversing grounds of
dn f]l,gp()"nt/,/ See 35(7”@(3 104, reJectlon, are responsive to the re]ectlon and

present sufficient facts to overcome the rejection.
715.07(d) Dlsposnmn of Exlublts This rule sets forth the general policy of the
Submitted as Evidence to

Office consistently followed for a long period
S F R. 22 ~of time of receiving affidavit evidence tra-

upport Facts [R- ] ~ versing rejections or objections, Ex parte

Exhibits, such ns those filed as part of on  Grosselin, 1896 C.D. 39: 76 0.G. 1573, The enu-
affidavit or declaration under Rule 131, that are =~ neration of rejections in the rule is merely
exemplary. All affidavits or declarations pre-

too bulky to be placed in the apphc'mon fileare =
_ retained in the Examining Group untii the case sented which do not fall within or nnder other
is finally disposed of. When the case goes to specific rules are to be treqted or considered as
issue (or abandonment) the exhibits are sent  ialling under thisrule,
to the Model and Receiving Room, notation to Certain leﬁal prmclp]es and standards have
this effect being made on the margin of the been established respecting affidavit or declara-
tion evidence. Some are apphcable to all

affidavit or declaration. See § 608 03(a). -
‘ affidavits or declarations, while others are ap-
715.08 Paswd Upon by;Prlmary Ex- ph(-ah]e.onl_y to partic ular types of aﬂidaw.tf or
aminer [R-22] declarations, as indicated below. The critical
factors and standards are summarized as an
The question of sufficiency of aflidavits or  ajd or gnide to the Examiners in evaluating
declarations undel)Rule 131 should be reviewed gyl affidavits or declarations. Affidavits or
and decided by a Primary Examiner. declarations timely filed (i.e. before final action
715.09 Seasonable Presentatlon . or appeal) shonld be ackno“ledged and com-
[R-22] L monted upon in the action following filing. See
, T07.02. Tf an affidavit or declaration is filed
Aflidavits or declarations under Rule 131 must Ltte and entered {See Rule 1955 similar action
be seasonably presented. Ex parte Berg, 1906  should be taken, ‘

111 : Rev. 22, Oct, 19460




- garded solely

,ythe ia med sub]@"t mat&er wasnot
ffial declarants, do not afford -
1 usness, where the advan-

.ages ! re merely those which would

~ result fron following the teaehmg of the prior

: !:s’of Rule 190 ‘ S
‘its’f or declaratmns muyst set forth

- his

wel,c_rhed mth' care. The affians s or en!arant s
interest is a fartor which may be onsxdered,
but the affidavit or declaration cam isre-.
for that reason. In re McKenna
et al.; 1953 CD 251: 674 0.G. 9; Bullard &
Co. v. Coe, 1945 C.D. 13: 578 O.G. 547, R
. Rule 132 affidavits or declarations ‘may be
“classified in five groups, and such affidavits or
declarations must conform, in addition, to the
established criteria and standards for the group
into which they fall. These gloups 'md the
: 1pplxcable standards are: , s

COMPARATITE Tr:srs OR RESULTS

Affidavits or declarations comparing appli-
cant’s results with those of the prior art must
relate to the reference relied nupon and not other
prior art—Blanchard v. Ooms, 1946 C.D. 22:
5%5 O0.G. 175 —, and the comparison must be
with disclosure identical (not.similar) with that
of the reference. In re Tatincloux, 1956 C.D.
102702 0.3, 964, Otherwise, the affidavits or
declarations have no prolmtne value.

Where the comparison is not identical with
the reference disclosure, deviations therefrom
should be explained—in re Finley, 1949 C.D.
284 624 0.G. 262—und if not explained should
he noted and evaluated, and if significant, ex-
planation should  be wqmred In re Arm-
strong, 1960 C.D. 422: 759 O.G. 4. Otherwise,
the aflidavits or decl: xmrums may be entitled to.
little weight.

Where the comp.mwn shows unexpected re-
sults or advantages. it should he compared with
the application disclosure, since recitals of the -
w]muﬁmtlon are controlling, Abbott v. Coe,

1940 C.D. 13; 512 O.G. 3. In re Rossi, 1957
C.D. 130; 717 () (3. 214, Advantages not dis-
closed carry little or no weight in establishing
patentability.

Affidavits or declarations setting forth ad.

vintages and asserting that «lespm» familiarity
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B tlmt the structure deemed inoperative was seen

erability, are mcuﬂimem In re Perngo 1931
C.D. 512,411 0.G. 544.

natnre that it cannot be tested by known sci-

- fidavit or declaration form are unaceeptable,
“and the only satisfactory manner of overcoming

Te Chilowsky. 1956 C.D. 1553 704 O G

~ Opinion affidavirs or declarations need not be ~

Henrich, 1959 C.D. 853; 747 0.6.793. | '

Omamm'rr oF Arrmmms Da:scmsm

Since it is the Examiner’s duty ﬁ ; ¥pon -
ich he is

the operativeness of any inventio
called upon to examine he is i ‘express

pinion on that question so long as he
gives reasons for his holding with clarity and |

jcompleteneas Therefore, he need not support
every rejection on ing

" ences, affidaviis or decla
~ baum, 84 USPQ 333.

rativeness with refer- =
ahom In re Ouatﬂe-

Affidavits or declarations attempnng to show

in operation by persons who vouch for its op-

Where the invention involved is of such a

entific principles, theoretical arguments in af-

the reJectlon is to demonstrate the operability
by construction and overation of the inv entxon
Buck v. Ooms, 1947 C.D. 83; 602 0.G. 177. In"

I\'opr.n xBquY OF REFERE\CB

: bmce every patent is presumed valid (35
U.S.C. 282), and since that presumption in-
rludes the presumption of operability—Metro-
politan Eng. Co. v. Coe, 1935 C.D. 54; 455 0.G.
3-—Examiners should not express any opinion

on the operability of n patent. Therefore af-
fidavits or declarations attacking the operability
of a patent cited as a reference, though entitled
to consideration, should be treated, not as con-
clusive of the factual matter presented, but
rather as an expression of opinion by an expert -
in the art. In re Berry, 137 USPQ 353. See also
In re Lurelle Guild. 1953 C.D. 310; 677 O.G. 5

given any weight. In re Pierce, 1930 C.D. 34:

390 0.G. 265: In re Reid, 1950 (‘D 194: 635
0.G. 694,

Further, since in a patent it is presumea that

a process if used by one skilled in the art will

produce the pmdnor or result described therein,

~such presumption is not overcome by a mere
~ showing that it is possible to operate within

the diselosure withont obtaining the alleged
produet. It is to be presumed also that skilled
workers would as a matter of course, if they
o not immediately obtain desired results, make




i pem nter.
should not.

mope' bility
to which it wa; not. re ed

operability of the pmess dlsclmed in the refer-
ence for producing the clmmed product, which
product 1S fully disclosed in the reference, the
,l'matter 1s of no conée,

In re Attwood 1908,; L

“r declamtlon presented i

ied upon is inopera-
v he claims presented

apphca,nt st d sh from the all
noperative reference disclosure: therefore the
matter is of Crecelius, 1937
re Perrine, 1940
‘re Ctosby,

asserts th.lt thb reference'
th

- did not intend his device
‘applicant is immaterial
9:691 O.G. 454.

Comsmncmn Succrss

Affidavitsor declaratzons <ubnuttmg evldence

of commercial success can have no bearingina

case where the pqtemabﬂlt\ over the prior art
is not in doubt. In re Jewett et al, 1057 C.D.
420 724 O.G. 225, In re Tmutman, 1‘)(;() C.D.
308; 757 0.G. 556.
\ﬂld-u its

aub)ect matter has mneither significance nor
_pertinence, In re Kulzehe, 1960 C.D. 281; 756

() (3. 288,
Affidavits or dechratmns atrrlbute commer-
cial success to the m\‘entmn ‘described and

a declarations showing uammercnl
~ suceess of ¢ a structure not related to the claimed

1947 ¢

~tion, amendments and all other communications

ﬂmi (b) o

t}w art are not; mymbla to
h the specification  itself

‘ ';Smyth, 1951 C.D. 449; 651

: deciaretxons purport o ex-
ain the disclosure or to interpret. i:hemg

a pendmgapphcatmn are usua]ly not consid-

ppen&uer, 1944 C. D 58" s

per pape er:
are given in the Manual of Clerical mcedures Yl
Papers that do not become a permanent part of
the record should not be entered on_th Con-

1]s for processing ﬁIe Wra

« of the ( ommissioner. (‘ertam oaths |
fabroad are returned but a copy is re-
the file. See § 604. 04(:1)

: Aﬁid‘u it or declaratmn l)'y patentee thathe'f i 1 01(a) HVA’l'l‘angement of Papers in
ed as claimed :

,,?0119 5C.D. o

[R-22]

Untll revision for allowance, the ~pec1ﬁca-

-File Wrapper

* from applicant are fastened to the left side (cen-

“ter fold) of the file wrapper.

‘nication with tbe latest “Mail Room

They are in in-

verse chronological order; that is, the commii-
date is on

. top. A similar arrangement is followed on the
‘ mght side, where Office actions and other com-

~ munications from the Office are fastened,
- cept that the print is always kept on top for.

(ﬂ‘-

- the convenience of the Exammer

claimed or other equivalent indefinite language

have little or no ev 1df=nr tary value. Tn re Trout-

man, 1966 C.D. 808; 757 O.G. 556.

Where aflidavits or declarations show com-
mercial success it must appear that such success
resulted from the invention as elnimed. In re
Hollingsworth, 1958 (.D. 210: 730 0.G. 282,
Otherwise the affidavit or doclmat 1on showing
1= non-pertinent, L

Surrictency oF Discr OSURE

Ahdavits or declarations presented to show
that the disclosure of an appheation is sufficient
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Where amendments are submitted in dupli-
cate, the carbon copy is destroved except where
the duplicate is received within the time pe-
riod for response and the original is late. In
this latter situation both copies are placed in
the file. The “original” (ribbon copy) is en-
tered with reference made to the carbon copy.

If a receipt of any paper filed in the Patent -
Office is desired, it may be obtained by enclosing
with the paper a self-addressed post card iden-
tifving the paper. See § 502,

717.01(b) Prints [R-19]

The prints of the drawing ave fastened in-

side the file wrapper by the Application
Branch, and shall always be kept on top. A
Rev. 22, Oct. 1960
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717 O2(a) Statutory Perlod Ends on
s aturday, Sunday or Holl-"‘

" See§71000
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'lm}c;stsaghtof T
procedure to be
P lication to
pph G

g;lves a dlﬁerentl‘:"
the ﬁle wxll not*

When a new case is recewed in an anmm

ing Group, the classification of the case and the

mit’a}s or name of the Examiner who will ex-
amine it or other assigned docket designation
are noted in pencil in the upper lefthan corner

: of the drawmg (first sheet) and in the des-
. ignated spaces on the file wrapper. These

notations should be kept current. When the

, _apphcatlon is sent 'to issue, the notations then

appearing on the drawing should not be erased.
sev may be useful in classifying an incoming

_continuing application to which drawings may
" have been transferred and in assigning 1t to an

Examiner already famllmr w1th the sub]ect :

e matter




' The preprinted series of claim nun

the Index of Claims by

L ‘ink should be drawn below

- by each amendment. ’
Claims form opposite the number correspond-
to the first claim of each amendment there
should be placed the letter designating the

pearing on the file wrapy
numbers as originally ;
column should be used for the
numbering of the allowed clat
Independent claims should
, enc
_number in red ink. S

A line in red ink should be dr
number corresponding to the num:
_ originally presented. The

below the

wmber corre-

‘sponding to the highest numbered claim added
Just outside the Index of

ing
~ amendment._ L
If the claims are amenc

under Rule 121(b), the original <laim number
should not be stricken from t

322 kT i &

~ initials, all entries

ther of claims
frer. 4 line inred -

_record is important
plication. e

 Ficld of Search [R-18]

nvolving a‘:seé.‘fch,' the Exam-

, on the flap of the file wrap- |

asses and subclasses and publications

searche e date when the search was made
or was brought up to date and the Examiner’s -
e ‘being 'in BLACK INK.
Great care should be taken,
‘to the history of the ap-

7 17’.06*,"1 t‘F‘prteign

n rewritten form

he Irndex of Claims
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 See 201.14(c) and 202.03.

717.07 Related Applications [R-18]
5 The ﬁle"ivr:ippér should identify earlier filed
related application: 202,02 and 202.03.
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