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401 Patent Office Cannot Aid in Selec-
tion pf Attorney  [R-21]

Rule 31. Applicants May Be Represented by Attor-
ney or Agemt. An applicant for patent may file and
prosecute his own case, or he may be represented by
an attorney or.agent authorized to pra(:tice before the
Patent Office in patent cases. The Pateut Oﬂice can-
not aid in the selection of an attorney or agent.

If patentable subject matter appears to bo dl‘«
closed in a pro se application an it is a.pparent
that the applicant is unfamiliar with the pro
preparation and _prosecution of patent npph(-a-
tions, the Kxaminer may suggest to the appli-
cant that it may be desirable to employ a

23

an Office action:

402.07 Assignee Can Revoks 'Power of Attomey of

- any ‘attorney or agent ongmal or associate, will be

“entitled ‘to prosecute the application or from the prin-

Prosecution by Admlnistrator or Executor i
Proof. of Authority of Admmistrator or

,After Administrator or Executor is Die- :

reglstemd patent attorney or agent. The fol!aw- g
ing language is sugge ted for mmrpo ;

 value atent is largély

; dent upon the skillfu preparation of

th ification and claims, a yplicant may

ge;- it desirable to employ t’i] ,

registered patent attorney or agent The

atent Office cannot aid in the selectlon of an s
attornev or agent o e

402 Power of Attorney [R,,{iil]

: Ruie J; Power of attomey or authorization. Before' :

aHowea to ms ot papers or take action of auy k:lnd :

s in any app!icatm or procpeding, 8 vn-itten power of .

attorney or authonzaﬂnn, from the pereon OT DErsons

cipal ‘attorney or agent in the case of an associate

' attorney or ‘agent, must be filed ln that partxcular

application or proceeding.

Usually a power of attorney is made a part
of the petition, see section 601.02. In order that -
this power may be valid, the attorney or agent

ap hointed must be registered.

Vhen an application for patent is filed ac-
companxed by a power of attorney or authori-
zation of agent to a person not registered to
practice before the United States Patent Office,
the Application Branch will send the official

filing receipt directly to the applicant, together.

with an explanatory letter. A copy. of the

“letter will be sent to the person named in the

power of authorization and a copy placed in
the file without being given a paper number.
The name of the unregistered person will not

~ be placed on the face of the file, and the Ex-

aminer will communicate only with the appli-

cant. directly unless and until the applicant

appoints a recognized practitioner. An associ-
ate power of attorney or authorization from
the unregistered person will not be recognized
or accepted. If a request for special recognition
accompanies the application, the Application
Branch will forward the file to the Chairman -
of the Committee on Enrollment,
See aleo section 1702,
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to new powers of att !
with the formation dissolution or reorga,

uthorlzes a substitution,

,that the subsntute attor-

was empow ed to act under the ongmal power
Firm names do not always fully set

forth firm membershlp Questions as to whether

the foregoing conditions have been met may be
referred to the Clerk, Committee on Enrollment.

ixcept as indicated above, no appointment

of a substitute attorney will be accepted unless

it is signed or concurred in by the applicant or
the assignee of the entire interest. In all cases
where the substitute power of attorney is ac-

cepted, the name of the replaced attorney or

firm will be cancelled from the file.

The Clerk of the Examining Group will enter
all proper substitute powers of attorney filed i n
ex parte cases

See section 40".07.
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‘tionally be filed in each application involved.
The prosecution of a case may, however, be con-
tinued in the name of the original hrm. if de-

sired. A mere change of firm name may be
noted in an application regardless of whether

the ﬁrm and duly authorized to

;he firm in addit!on to the firm name,

‘ of the ﬁrm, or (2)'!‘,
an’ mdzvidual member of ¢t
the mgnamm of an individual
ney or agent employed by the

ﬁrm, or (3)

rm and duly

~authorized to sign on behalf of the firm. Under
- (8), above, the name of the firm must appear
~_but may be either written or typed. The name" ,

of the tm:u ma3 be used on the mwmg

Name [R-21]

Where a firm having power of attorney in a.', :
case wishes to change its firm name, due, for ex-

_ample, to the addition of a new member or the
withdrawal or death of one of the members,
application for registration of the firm under

- the new name, must be made to the Commlttee“ :
on Enrollment. The application must be signed
by all living members of the firin mcludmg oth
 those who are leaving the firm and the new
~members, and must be accompanied by the f

‘scribed fee for registrationof afirm.
Notation of change of firm name must

or not authority to substitute another attorney
was included in the om,mn.ﬂ power of attorney.

Tt is enter=d by the Clerk of the Examining

Group M amending the old hx‘m nanie on the
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) the sxg
signature of

istered attor-

402. 04(3)_ Firm of Attorneys Changes‘ i




, appmpmate notificati on is sen
-the Examining Group. ,

associate
as that of

rney : or authorization
f the withdrawal of

revocation of his powe
and the applicant wm be

wer of a.ttorney,
b bhe Clerk of

Revocation of the powe:
attorney revokes powers . granted
other attorneys.
Revocation of the power of attorney be-

comes effective on the date that the revocation -
is RECEIVED in the Office (in contradis-

tinction to the date of ACCEPT—\NCE)

102.06 [R—Zl]

See Rule 36 in section 402 05.
In the event that a notice of wlthdraw'll is
filed by the attorney or attorneys of record,

Attorney Wlthdraws

the file wiil be forwarded to the Office of the '

Solicitor where appropriate procedure will be

followed pertammg to the withdrawal.

402,07 Assngnee Can Revoke Power of
Anorney of Applicant [ R—21]

The a%lgnee of record of the entire interest
can revoke the power of attorney of the appli-
cant unless an “irrevocable” right to prosecute
the case had been given.

Rule 32. Prosecution by azszignee. The assignee of
record of the entire interest in an application for pat-
ent is entitled to conduct the prosecution of the appll-
cation to the exclusion of the inventor.

See Rule 36 in section 402.05.
A power of attorney by the assignee of the

[ N9
e

| ference, no power ©

Whﬂe an apphcatmn is mmlved in inter:
ttomey of any kind
ould be entered i applmatlon b} the
. or revocatzon is re-

ived for an apphcatwn;whxle in interference,
it should be forwarded to the Interference Serv-

- ice Branch because all paruea to the mterferenoe

4«03 Correspondence—-th W h om |

nmqt be notlﬁed

Held [R-21]

Rule 35, Correspo oe hebj mth atlomey When

san attomev or agent shall hare ﬁled his' power of

X 'attomey

_ tions in the case, will be received from him. Doubleﬁ s

; or a:.thori
ndenoe will  be held With him not!ceﬁ, official

letters, and other commumcatmus in the case intended .
" for the applicant will be gent to the attorney or agent’ B
. 2t the address of which notice shall have been given .

in the case, and replies to Office actions, or other ac-

correspondence with an applicant and hn attorney. or

agent, or with two representatives, will not be under- =

taken. If more than one attorney or age'nt be appolnted

‘mrre&mondence will be held Wl(’h the one last appointed‘

unless othprwuse requested.

Rule 35 states that when an attomey has,jiﬁ

.‘been duly appomted to prosecute an appli-

cation correspondence will be held with the

attorney. Double correspondence with an ap-

phcant and his attorney, or with two repre-
- sentatives, will not be undertaken, See c;et*tmns
© 403.01,403.02 and 714.01(d).

In a joint application with no attomey, the
applicant whose name first appears in the
papers receives the correspondence, unless
other instructions are given. All applicants
must sign the responses. See section 714.01(a).

403.01 Correspondence Held With As-
sociate Attorney ' ‘

Where the attorneys bear relation of prinei-
pal attorney and associate attorney, the
correspondence will be had with the associate
attorney unless the principal attorney directs
otherwise. Ex parte Eggan, 1911 C.D. 213;
172 O.G. 1091.

Rev. 21, July 1969




, power of a
2.04(a) for Ch,

 torney and the app

1s up ,
~the Examiner, on'espondenoe is held with the

applicant or assignee who originally appomted
the deceased attorney.

If notification is received from the oﬁioe of
the decreased attorney and the application is up
for action, the Examiner when pre
Office action should add a g)ara.gra,p suc

[1] “In view of the noti

nally appointed the (lu,m,sed aftm-ney) may
appoint a new. attorney.”
~If notificati n of
cipal attorney is re

thut the attorney is deceased, (‘ormspondenre

" Rev. 21, July 1069

- unless it is prom

 office of the attorne ,
_ may be admitted. su ject to future ratification.
that the death of the

rin the o

“death of the sole pnn-'
‘ed from the Attorney’s
Roster or some outside source, there will be no

paper of record in the file wrapper to indicate in the notification.

- ness or. undue delay in mtlheahon should he

rney’s

de source and the ap-
ce, the Examiner =
or ai]ommoe and

d the attor_ne

tified by t
, ‘power has been made
~of record at the time of such ratification.
An amendment signed by an assistant in the

phcant"
or by an attorney

, the latter having died,

It should be observ
principal attorney results in the lapse of power

~ of any associate attorney appomted by him.
Ac cordmgly, an amendment signed by such =

associate attorney and filed after the
of the pnncxpal attorney cannot be e
ted here

dcath

cation of the death .
of the attorney of record, his power is ter-
minated. Applicant (or (mmr/nee if he origi-

ptl ,
amendment - should beentered as’ of the d‘lt(‘
on which the amendment was filed. '

In carrymg out these instructions, Primary
xaminers should not set a definite time

_ within which ratmcntlon must be filed, but the

word “promptly” as used above should be used
The question of prompt-




of the applicati ld b
__he may call the attorney inthe case b
~ and ask him to come to the Office
Washington representatives of out-of-tow
torneys aretke;’i‘c in each Examining Group.

Examiners s ,

one calls through t

e FTS (Federal Telecom-
even though collect calls
zed by the attorney.

ephone calls that may

1t amendment: e the complete telephone

with area code and extension, of the

person with whom the interview should be held,
preferably near the signature. e

In new applications, the tg}gphyoné;, number .
_may appear on the letter of transmittal or in
Aeclaration, next

~ the power of attorney, onth o
to the attorney’s name and address.

409 Death, Insanity, or Uﬁnvailaliilit‘yyiy :

_ of Inventor ok |
If the inventor is dead, insane or otherwise

legally incapacitated, refuses to execute an

2T

ould place all long istance tele-

is strongly recommended

, rom the heirs, admi
scutors or assigns is necessary ( but
9.01(£) ) and also a ratification of

(t
filed

‘conditions applicable to the inven-

th,é invenfhr,: s dead. ‘Ink' case;ofﬁthe' -
r, the legal representative (exe

tor, admini
- sign the PP

_ oath, and apply for and obtain the patent. Where the
‘inventor dies during the time intervening between the
_filing of his application and the granting of a patent
_ thereon, the letters patent may be issued to the legal
‘representative upon proper intervention by him. .
~ One who has reason to believe that he will
_ be appointed legal representative of & deceased
_inventor may apply for a patent as legal rep- .

resentative in accordance with Rule 42. Such

“application will be considered as having
made on the date of receipt of all its required
_ parts, or of the part which renders it com-
~ plete, (Rules 51 and 53) provided proof of
applicant’s authority as legal representative
~ ig subsequently filed. The filing date corre-
~ sponding to said date of receipt will be can-
~celed if another person is appointed legal rep-
resentative. In the latter case, the application

‘Rev. 21, July 1969




o, pphcatlon may be made

~_inventor, as such, if accompa

AL
mte from the court that they are all

muns ratm- or Executor E

g | 11 -
Whenever because of the death of an in-
ventor, the right of applying for and obtain-
. an executor or a,dmmlstmtor, or

executor or administrator desi

prior to the granting of a patenf,
authority of such executor or

should in all cases be made of record in the

Patent Office by filling in the application or
record;n in the assignment records a certifi-
cate o

in_full force and effect. Such certificate shall
be signed by an officer and authenticated by
the seal of the court by which the same was
issued. The authority “of other legal repre-

- sentatives of the inventor must be sxmxlar]y ;

~ established.

Should such certificate of appointment be
~ found to be insufficient for any reason, there
_ may be required to be filed or recorded a cer-
tified and properly authenticated copy of the
letters testamentary or of the letters of ad-

_ministration, in order that the scope of author-
ity of the persons who seek to intervene may ,

be a matter of record in this Office.
- All applications filed by an executor or
administrator are initially referred to the
Assignment Branch to ascertain whether
proper authority has been recorded or “filed
_in the application” (Rule 44) and for suitable
endorsement on the file. If the authority is
insufficient, correspondence is conducted by the
Assxg*lment Branch. When a reply is received
to such correspondence and also in cases where
the executor or administrator intervenes (after
filing) the case should e sent immediately to
the Assignment Branch.

In any case in which the Chief of the As-
signment Branch reports that the anthority of
the executor or administrator of record in the
case is insuflicient, the Examiner will require

Rev. 21, July 1960

ing a patent for an invention devolves upon

new apphcatlon of the deceased mventor
409 01 (4) Excepuon in Some For-

e clerk of a competent court or the
register of wills that his appointment is still

_cution of an application after assignment, dies,

1'409 01 (f ) Inlervennon of Executor

Admmlstrator
Execntor Has Been Dis-
chnrged [R-21] :

When an admmlstrator or executor has per- :
for, his functions and has been discharged
‘ $ desired to make an _application for an

in on of the deceased, it is necessary for the G

“administrator or executor to take out new letters
of administration in order that he may file a

eign Countries [R-21]

The terms “Executor” and “Admlmstmtor P
do not find an exact counterpart in all foreign
countries and the procedure is governed by the
necessity of construing those terms to fit the
circumstances of the case. Hence the person or

~ persons having authority corresponding to that
_of executor or administrator are permitted to

make application as, for example, the heirs in

 Germany. The authority of such persons must

be proved by an approprmte cemhcate

409.01 (e) If Apphmt of Assxgned o
 Application Dies .

Where an. apphcant carrving on the prose-

his administrator may carry on the prosecution
on filing letters of administration’ unless and :
untxl the assxgnoe intervenes. .

Not Compulsory [R-21]

“’hen an inventor dies after filing an appli-
cation the executor or administrator should
intervene, but the allowance of the application
will not be withheld nor the application with-
drawn from the issue if the executor or admin-

istrator does not intervene. ,
o8 S o ; ,




Thie practme is sppheab}e to.
which has been placed in condit
ance or Eassed to issne prier to

the deat of the mve.ntor. See sectxy,
409.02 Insamty or O:he'

Sectxoh 409 01 (b) is also

n application for patent or

after d:llgent eft‘ort the =

application for patent, or cannot be found or reached
after diligent effort, a person to whom the in
has assigned or agreed in wrirmz to assign the inven-
tion or who otherwise shows sufficient proprietary in-
terest in the matter Justifring snech action may make
_application for patent on bebalf of and as agent for
e inventor Such plication must be accompanied
proof ‘of the pertinent facts and a showing that
such action is necessary to preserve the rights of the
" parties or to prevent irreparable damage, and must
state the last known address of the inventor. The
assignment, written agreement to assign or other evi-
dence of proprietary interest, or a verified copy thereof,
must be flled in the Patent Office at the time of filing
the application. The Office shall forward notice of
the filing of the applleation to the inventor at the
address stated in the application. Shonld such notiee
be returncd to the Office undelivered, or shonld the
address of the inventor be nnknown, notice of the
ftiiing of the application <hall be published in the Off-

29

'lnc;amty or other Iegal mcapacntv of an :

~ omitted inventor would

o application

: sequently oin in

eclgmtina of thek o

may gmnt & pate at to the inventor makmg the
appllcation, subject to ./ same rights wmch the
ve had if he hagd been joined.
The. omitied inventor mav &ubsequent!y join in the

" Whenever.a ,yfjoined in an application for
patent as jomt invemtor throogh error, or a joint in-:

. ventor. is pot included in an application through error,

such _error amﬂe withont any deceptive ing ention

he prescribes.
‘35 US.C. 118. F!lmg by othcr than zm‘entor :
‘Whenever an inventor refuses to execute an applica- 7

! tion for patent, or cannot be found or reached after
_diligent effort, a person to whom the inveutqr has as-
. signed or agreed in writing to assign the invention or

who otherwise shows sufficient proprietary interest in
the matter justifving such action, may make applica- .

~tion for patent on behalf of and as agent for the in-

ventor .on proof of the pertinent facts and a showing
that such action is necessary to preserve the rights of

- the. parties or.to prevent irreparable damage ; and the

Commlssioner may grant a patent to such Inventor
upon such notice to him as the Commissioner deems
sufficient, and on compliance with such regulations

as he pre%cribeﬂ

Rule 47(a) and 35 U.8.C. 116 penmt a joint
inventor to file an application “on behalf of”
himself and a joint inventor who “cannot be
found or reached after diligent effort” or who

refuses to sign application papers. Rule 47(b) =

and 35 U7.S.C. 118 allow a person with a dem-
onstrated proprietary interest to make appli-
cation “on behalf of and as agent for” the in-
ventor under the same circumstances. Rule 47
should not be considered an alternative to Rule
12, since the language “cannot be found or
reached after diligent effort” has no reasonable
applieation to n deceased inventor, (Inre Appli-
cation Papers filed September 10, 1954, 703 0.G.
134: See Rule 42 and section 409.01.) How-

ever, Rule 37 does apply to situations where a
legal representative of n deceased inventor can-

Rev, 22, Oct. 1989

ig part, the Commissmner may permit the applica- .-
~tion to be amended &ccordxnﬂ'lv, under such terms 88




it , .
rmit appointment

Rule a7 1 o
ule 47 may apply
USPC W

Schwarz and Pau

by the lication Branch to
» Solicitor for determination

lete
. "a}!.gmu‘gh

ceptance u

Soaton. alleged

application papers is alleges

o? It?,hi"s"‘refusglpn(itlst be specified in the affid
or declaration. Where inability to find or re
an inventor “after diligent effort” is the rea
for filing under Rule 47, the affidavit or declar:
tion should. include the exact circumstances
which are relied upon to establish that a dili-

made under Rule 47(b) and 35 U.S.C. 118, the
papers must also show the necessity for so filin
and must be accompanied by papers establis
ing an assignment or w
assign, or by other satisfact
proprietary interest. o i
Rule 65(b) requires that in Rule 47 applica-
tions the joint applicant in applications under
Rule 47(a) or the person having a proprie
interest in applications under Rul
his relationship to the inven
information and belief, the facts w

>,

ventor is required by Rule 65 to make ;oathf‘br"

declaration to. In applications under Rule
47(b) and 35 U.S.C. 118, in addition, the
petition must request grant of the patent to
the inventor. Also, where a corporation is the
“person” making application ‘un?er Rule 47 (b),
an officer thereof should normally make the nec-

essary oath or declaration and sign the applica-

tion. : :

If papers deposited under Rule 47 are found
to be acceptable, 2 memorandum or letter to that
effect is entered in the file, the application is
given a serial number, and notice 1s normally
sent to the non-signing “inventor designee” at

his last known address. Where the “inventor

designee” has promptly joined in the applica-

_tion by submitting an appropriate Rule 65 oath

or declaration referring to attached duplicate
papers, there is no need to notify him of the
application. The Examiner will act on the Rule
47 application in the usual manner except that
papers filed by an inventor who did not orig-
inally join in the application and papers relat-
_ing to its Rule 47 status will be forwarded with
the file to the Solicitor’s Office for consideration.
The Office of the Solicitor will determine, in

‘Rev. 22, Oct. 1060

- of the application. In re Bernard

~ application and will grant him access to the

gent effort was made. Where the application is

agreement to
“evidence of :

v * . tion to the Solicitor’s Office. The Rule 47 aspect
 of the case will then be reviewed. If 1t appears

wluging the requirement
the oath or declara-

; lication papers on file. This knowi-

‘edge 'msy be demonstrated by reference
in the oati‘or declaration to an attached copy

| 8 0.G. 282
123 USPQ 387. o
' The “inventor designee” may protest s RN
ignation as an inventor and offer evidence to
‘ is position. The Office in such case,
1 allow the “inventor designee”
to make his position of record in the file of the

11 not institute inter partes pro-
ghts
hat

al., ; St

¢ Examiner determines that a B
sa is allowable, he should forward the fil
h a brief memorandum of that determina-

that the originally nonsigning inventor has
joined in the application, or has received notice
‘and not replied 1n any way, the file is generally
returned to the Examiner for allowance without
further Rule 47 correspondence. On the other
hand, if the “inventor designee” has shown some
interest in the case short of proper joinder, he
~may be notified of imminent allowance and
_given a further opportunity to take any action
‘he deems appropriate. Where there has been no -
proper joinder, by submission of an appropriate
"Rule 65 oath or declaration referring to at-
tached duplicate a;pFIication';papers, a patent
on a Rule 47(b) application must be granted to_
the inventor, notwithstanding any recorded as-
signment by the inventor. Hence, it is generally
affviﬁable for an assignee to effect the inventor’s
proper joinder as soon as practicable. In many
instances where the employee-inventor is tem-
porarily unavailable, his joinder papers may
best be submitted before a Rule 47 application
is formally accepted and a filing date receipt is
mailed. Such joinder papers should be filed with
a brief explanatory letter, requesting that they
be correlated with the earlier Rule 47 applica-
tion papers filed on or about a given date. The
submission of joinder papers is not prejudicial
to an earlier filing date under Rule 47, assuming
:uzccg»mmre,of an application under that rule
would otherwise he warranted, The fact vhat the
application was made under Rule 47 will be
indicated in the heading of the patent.
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