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201 Types of Applications

Patent applications fall under three broad
types: (1) applications for patent under 35
U.S.C. 101 relating to a “new and usefnl process,
machine, manufacture, or composition of mat-
ter, ete.”; (2) applwuhom for plant patents un-

_sign patents under 35 U.S

161 and (3) phoatmns for de-

8 171. The first
type of patents are sometimes referred to as
“utility™ patents or “mechanical” patents when
being contrasted with plant or design patents.
'The specialized procedure which pertains to the
examination of applications for design and
plant patents wﬁ be treated in detail in
Chapters 1500 and 1600, reepectuely

201.01 . Sole

An apphcatlon wherein the invention is pre-
sented as that of a single per:on is termed a
sole application. :

201 02 Jomt

A 3omt apphcatlon is one in which the in-
vention is presented as that of two or more
persons.

201.03 Convertlblhtv of Apphcanon

Rule 43. Joint Inventors (Second Paragraph). (b)
If an application for patent has been made through
error and without any deceptive intention by two or
more .[ersons as joint inventors when they were not
in fact joint inveutors, the application may be amended
to remove the names of those not inventors upon fil-
ing a statement of the facts verified by all of the orig-
inal applicants, and an oath as required by rule 65
by ‘the applicant who is the actual inventor, provided
the amendment is diligently made. Such amendment
must have the written consent of any assignee.

The required “statement of the facts verified-
by all of the original applicants™ must mclude
at the least, a recital o% the circumstances, in-
cluding the relevant dates, of (1) the mis-
joinder and (2) the discovery of the mis-
joinder. Without such a showing of circum-
stances, no hasis exists for a conc]uewn that
the dpphoatxon had been made in the names
of the original sole or joint applicant(s)
“through error and without any deceptive in-
tention™, and no foundation is supplied for
a ruling that the amendment to remove the
names of those not inventors or include those
to be added as inventors was “diligently
made.”
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pplication may be
inventors upon filing

Any attempt to effect a second conv

;elther type or to effect both types of conversion,
referred to the

T ovisions of Rule

given application, mus
te Director
. ; to attempt
ance and before issue.

‘When any con

s effected, the file should be sent to the Appli-
atiol records.

, Branch for a revision of i
Adding an inventor’s name on the di wing is

. done

- charge.
 Where a person is added or removed as an
_inventor during the prosecution of an applica-
tion before the Patent Office,
cur upon apphcant claiming U.S. priority in a
foreign filed case. Therefore Examiners should
acknowledge any

e in accordance with the practice

under Rule/’ 45 and include the following state-
ment in the next commumcatxon to apphcant
or his attorney.

_pendent invention, carved out of a

tion or “division’’.

. applicant’ s request and expense. Can-
_ celling a name IS’ ordmanlv done w1thout,~

roblems may oc-.

. Such mventmnimay or uay'
ed in the first appllca on. ,

r in some one or more partlcu-
A detailed treatment of reissu ~w1ll be

A late apphcatlof ' : ,
ending

application and disclosing and claiming only

'subject matter disclosed in the earlier or parent

application, is known as a divisional applica-
Except as provided in Rule

both must be by the same applicant. (See

w.) The divisional application should set
h only that por
s

of the earlier disclosure

considered to be a :
tion, and is not entitled to the ﬁlmg d;
even though the drawings of the ;
utility ap )llcqtlon show the same article as that
in the design a phcatlon. Inre mpbell 1954
C.D. 191; 685 8 "

While a dlvmonal apphcatmn may depart

from the phraseology used in the parent case

there may be no departure therefrom in sub- |

~ stance or variation in the drawing that would
_amount to “new matter” if mtroduced by
amendment into the parent case,. Compare

201.08 ‘md ‘701 11 o

Rule 147 Q’epamte applwatum for invention not
elected. The nonelected inventions, those not elected
after a requirement for restriction (rule 142), may
be made the subjects of separate applications, which
must conform to the rules applicable to original appli-
cations and which will be examined in the same man-
ner as original applications. However, if such an

_application is filed. before the patenting or abandon-

“In view of the papers ﬁled

through error and without any deceptwe in-

actual joint inventor; or included
as a joint inventor w ho was not in fact a ]omt
inventor) and accordingly, this application has
been corrected in complmnce with Rule 45.”
[R-17]

201.04 Original or Parent

The terms original and parent are inter-

changeably applied to the first of a series of
applications of an inventor, all disclosing a

Rev, 17, July 1968

has been found that this application, as ﬁled ~

tention (failed to include __________ asan _ application papers comprise a copy of the original

__ment of or termination of proceedings on the original

application, and if the drawings are identical and the

application 'as filed, prepared and certified by the
Patent Office, together with a proposed amendment
cancelling the irrelevant claims or other ‘matter. sign-
ing and execution by the applicant may be omitted.

Since the language of Rule 147 “prepared and
certified” contemplates that the papers will not
leave the custody of this Office, the request. for
the certified copy should be submitted to this
Office with the other pertinent parts and if the
reqquirements under that Rule are fui]y met, the
application will be given a filing date of the




PucaTION 20106
the i?p!icdﬁbn, but no amend-

%ﬁegx:‘f’which the request and parts are recsived.  may accompany th i no amend-
e “proposed amendment’” s e the  ments to the spec cification or drawing other tha
1 this and cancellation of the other cll!:fms orother

‘ g;miﬁmtlon,'n“Tllis is a division of apr n ,
rial No. __, filed __7, and should be  matter should be requested until the ::ippiioa'-
tion has received its serial number and filing

date. See 201.11 for entry of the reference to
the parent case by Examiner’s Amendment in

sentence of the paragraph following the abstract
except in certain fee exempt app ications (see
607.01) and design applications (see 1503.01).

‘Rule 147 is clearly restricted by its terms to  Rule 147 cases. , - ,
' Note that execution and signing of the divi-

_ divisional applications directed to lected
~ inventions, tYlose not elec i i _ sional case may be omitted, under Rule 147,
for restriction.” It is thus more limi han 3! only if restriction had been required as to the
7.S.C. 121, on which it is based, and applies only claims originally filed. See In re Application
; ivisional applications which are necessitated  Paj ers of Kopf et al., 779 0.G. 290. Since a
by a requirement for restriction in the parent  Rule 147 application must be based on the
case. o ‘ , , parent case as filed and must be directed to
It is further to be noted that a Rule 147 appli- nonelected inventions, the claims which it is
cation comprises (1) a copy of the origin‘a's)a . sought to include in such an application must be
lication as filed, prepared and certified by the  original claims of the parent case and must have
gatent Office and (2) a proposed amendment been present in that case in their original form
canceling the irrelevant claims or other matter. when the restriction requirement was made; but
The sole justification for the use of unexecuted  if that condition is satisfied, it is not material
copies in the divisional application is that their that other claims were ame D r :
su[:ject'matter has alrea(f) been executed in the  Wwere added prior to the requirement so long as =~
parent case. Accordingly, an a plication under RO such amended or added claim is to be
Rule 147 should not, either as filed or by a pre- cluded in the Rule 147 application. -
liminary amendment prior to the time when it . Since Rule 147 is limited by its terms to cases
is accorded a filing date, contain anything what- In which the parent application is still pending
ever that was not present in the parent ap- when the divisional case 1s filed, it is necessary
plication as filed. The Patent Office cannot that all requirements of the rule be satisfied
Padertake, prior to giving a filing date, to de- pr;olr to]_a?;xpdonment or patenting of the par-
cide whether differences between the parent'and ené.app ;119,': ‘llon‘i % d h S
‘divisional case involve matters of substance or | Since  Rule 45 (second paragrap ) permits
1S . VO e oo f_ the conversion of a joint application to a sole,
of form only. It follows that any _proposed it follows ihat a new application, restricted to
- amendments to the divisional application should  divisible subject matter, filed during the pend-
. be withheld until it has received a filing date.  ency of the joint application by one of the
- However, an amendment stating that the Rule joint applicants, in place of restricting and
147 application is a division of the parent case converting the joint case, may properly be

8.1 Rev. 17, July 1068




On discov2ry of th

ation must be diligently filed and the

applic

- burden of establishing good faith rests with

. _the new applicant or applicants.

‘tion the verified statement of facts required
by Rule 45. e : e
For notation to be put on the file wrapper by
the Examiner in the case of a divisional ap-
plication see § 202.02. [R-22] e

201.07 Continuation [R-22]

tion and filed before the original becomes
abandoned. Except as provided in Rule 45,

must

cation, i.e., the continuation should not include
anything which would constitute new matter
if inserted in the original application.

ment of or termination of proceedings on his
course to filing a continuation in order to intro-

establish a right to further examination by the

0 - -

Primary Examiner. , .

For notation to be put on the file jacket by
the Examiner in the case of a continuation ap-
plication see § 202.02.

STREAMLINED CONTINTATION
If the drawings and specification of a new
application are to be identical with those of a
pending application of the same applicant, and
1f the claims are to be directed to the same in-
vention as that prosecuted in the pending ap-
plication, the application papers of the earlier
case, excepting the claims but including the
drawing, may be used in the new case, A re-
quest for the use of cuch papers must be made
and such request will be considered a waiver of
the right to further prosecution of the carlier
application and  will terminate proceedings
therein as of the fling date aceorded the new

TYPES, CROSS-NOTING, AND STATUS OF APPLICATION
n of th ~ application. Tha:streiamlined}mngzinuaﬁon ap-

" (c) There must be filed in the new applica-  date will be accorded but the effective filing date

- tents of an earlier filed application for a stream-

~ below. |

A continuation is a second application for

the same invention claimed in a prior applica-  Eariter copending application:

the agglicant in the continuing application

s the same as in the prior application.
The disclosure presented in the continuation
must be the same as that of the original appli-. =~

At any time before the patenting or abandon-
earlier application, an applicant may have re-

duce into the case a new set of claims and to

201.07

ieation will be considered

ng been filed

rected to the same invention as that p
in the pending application is req .
e will be that appropriate to all the
’ ed in the new case. The
‘TRp ntents of the earlier appli-
cation wi d in the file of the new one
but the Office actions in the former will not be
regarded asactions in the latter and the prosecu-
tion of the new application will be conducted in

 the same ‘manner as if new application ém TS
ing

had been filed.. A new serial number and

will be that of the earlier application. .~
A su%'g%ted format for tramsmitiing a new
set of claims and requesting the use of the con-

lined continuation application is set forth

'REQUEST FOR STREAMLINED CONTINUATION APPLICATION
U~DER COMMISSIONER'S ORpER 824 0.G. 1

Applicant(s)
Serial No. oo o ecoalciaceen

Enclosed are: _
1. A new set of claims. LR T
2. Filing Fee of $._ o= (or*j, to cover—
Total Number of Claims _ - ___________
Independent Claims __iocooooooco -

Please use the contents (specification and drawings)
of the above application in the new application since
it meets all the requirements of the above Commis-
sioner's Order dated February 11, 1866, The specifica-

“tion {and drawings) of the new application are

identical with the earlier application, and the new
claims are directed to the same invention. .

" ““Authorfmtian letter (2 coples) for use of funds in my
Deposit Aceount No, oo or the fling fee of $______..,
to rover— sl :

Total Number of Clalms .ao oo oo o
Independent Clalms _.oocacmiooo v ' .
The streamlined continnation a{:pli.cation
rocedure may not be used when at the time of
Eling the continuation application: él) the
arent application has been allowed and the is-
sue fee has been paid: (2) the parent application
is, or has heen, involved in court action; (3)
the parent application has heen abandoned; or
(1) the parent application is, or has heen, in-
volved in an interference declared prior to the
date of filing the streamlined continuation
application.  If a continnation application hav-
ing one of the above defeets (as determined by
the clerieal personnel as soon as the application

Rev. 22, Oct. 1960




pphica
cant will be
- Failur

view,
. mine that the new case is a proper
- and how to treat the case if it isno
 While the conditions of the strea
 tice require that “the claim
~ to the same invention as th
pending application,” the
claim will be acceptable to preserve a
number and filing date. Claims to the same in-
“vention in continuation cases are claims which

cannot be properly restricted from the claims .
prosecuted in the parent application and are

fully supported by that disclosure.
The Examiner will notify applican

t by'f,

_phone of a defective or unacceptable applica-

tion. Form POL-324 will be completed and
signed by the Primary ‘Examiner in each in-
~stance where a streamlined continuation is de-

date of the form.

-~ When examin

ported by the original disclosure or (2) directed

to an invention ot ‘
- parent case, these claims will be rejected by the
- Examiner on 35 U.S.C.

Rev. 22, Oct. 1060

fective or not accepted and a copy mailed to
- applicant. The defect, if correctible, must be
" corrected within one month from' the mailing

, ing a streamlined continuation
that includes claims Sl) having matter not sup-

er than that prosecuted in the

- during the lifetime of an earlier application by

foctive streaml

e to abandon the

prevent the parent

oned by operation of
nd, in situations where

s awaiting action by the Office,

ill 'be taken while the streamlined
application is being reviewed for

cceptability of its filing date. =

plicant has inadvertently omit-

‘to the parent case in a stream-

! n, as required by 35 U.S.C. 120,
erence may be inserted by Examiner’s
ment if the case is otherwise ready for

llowance (see § 201.11).

All foreign priority information under 35

U.S.C. 119 and continuing application data e

entered on the file

continuation.

A continuation-in-part is an application filed

the same applicant, repeating some ‘substantial

portion or all of the earlier application and

‘adding matter not disclosed in the said earlier

case. (In re

519.) ‘ S T T
A continuation-in-part filed by a sole appli-

‘cant may also derive from an earlier joint

application showing a portion only of the sub-
ject matter of the later application, subject to
the conditions stated in the case of a sole divi-
sional application stemming from a joint ap-

~ plication (§ 201.06). Subject to the same con-
" ditions, a joint continuation-in-part application

132 and 121, respec-

i

may derive from an earlier sole application.

Klein, 1930 C.D. 2; 393 OG. G




“Substitute” to desig:
hich is in essence the

h léy the same a{)zglelx- :

ling of the

‘the demslon,

nt practice does not require a
in the cification reference to the earlier
tlon on the file Wrapper (See

s “Substltute for an-.

; coples
~ Asisexp la
not obtam the

Re-file, though it is sometime:
r the term Substitute
_ If the applicant designates h
“re. file” ang
cation is in fact a duplicate of & former appli-
cation by the same party which was abandoned
prior to the filing of the second case, the Ex-
aminer should require substxtutlon of the
 word substitute for “re-ﬁle,
* term has official recognition.
on the file wrapper that the case is a “substi-
tute” will result in the further endorsement by .

the Assignment Branch of any assignment of
the parent case that may have been made.

\’201 11 Commmty Between Applica-

tions: When Entltled o Filing

Date

- Under cemun clrchmqtances an. apphcatmn
for patent is entitled to the benefit of the filing
date of a prior apnhcqtzon of the same inven-

120, which' contam: a few variations over the
pmctwe prior to Januarv 1. 1953, wh!nh was

statute.

I'nited States. An applwatlon for patent for an -in-

vention disclosed in‘the, manner provided by the first

paragraph of section 112 of this title in an application
previously filed in the Unifed %t'xteq by the same in- .

ventor shall have the same eﬂ‘vrt as to such inven-

tioti, as thoygh filed on the date of the prior. rmplim» '

tion, if tiled before the patenting or abandonment of
or termination of proceedings on the first application
or on an application similarly entitled to the benefit of

"”nt to

PP
the Examiner finds that the appli-

‘siner the former
The endorsement ;

~ abandonment of, or
' proceedmos m the first apphcqhon

~ pending with it if the second apphcatlon is
filed on the same day or before the batenting
- of the fi
_ plication ma
pending before the Examiner, while it is in )
_ 1ssue; or even between the time the fina] fee 5.0

tor. The conditions are specified in 35 U.S.C.

- second application must be filed before the
. abandonment in order for it to be copending
with the first.
abandonment for failure to prosecute (Section
711.02), express abandonment (Section 711 o1y,

not based upon any specnﬁc provlsmn of tho, '

25 U.8.¢. 120. Beneﬂt nf carlwr ﬁlznr/ dfztc in the .-

“tion is revived (Section 711.03(c) ) or a petition.

10,1

' be by the same
~ . The second a phca ‘1011 W In}l }e ml :
. : , T ?‘t"“’

contmumg applc
for a patent f

;ﬁrst _appl
the second application as w
ent to comply with the
graph of 85 U.S.C
- continuing a

pendmg with the first pphcatmn or wi

nilarly entitled to the
» of the first apphcatlon ' ,
ntmumg apphcatlon must contain
fe the prlor apph ,tlon{s) e

) mclude‘a contmumg apnhcatmn of a aole,f
inventor derived from an application of joint

inventors where a showmo' was made that the

joinder involved error without any deceptive ; 
: ‘mtent (30 T_'\C 116) L T

See 901 06

Cormmm cY

Coppndencv is defined in. the clau% whzch*
requires that the second application must be
filed befors (a) the patenting, or (b) the
{c) the termination of

If the first Ellmhon Issues as a patent, it
is suffcient for the second application to be co-

application. Thus, the socond ap-
mayv be filed wwhile the first is stﬂl

paid and the patent issues.
If the first application is abandoned the

The term “abandoned,” refers to .

and abandonment for failure to pay the issue
fec (Section 712). 1If an abandoned apphm- =

fm late p.umc-nt of the issue fee (%n tion Ti2) :

is_granted by the .Commissicner, it hecomes
veinstated us a pending ﬂpwhcmmn and  the

preceding period of abandonment has no effect.
The expression “termination of proceedings™

is new in llw statute, although not new m

Rev. 14, Oct. ,.XMT



ior one, he shou!dfgmarely mll o

) wing language: ,
1is noted that this application ap rs to
_claim subject matter disclosed in applicant’s
Enor wpendmg application Serial No. i

ed in the epecxﬁcn ,
ation if applicant intends to
ate of the prmr applmatlo

: ed copy) dlvm;onal cases,
. thcant, his amendment canceling the non-
. elected claims , should include directions to enter
‘ ‘T}u» is a division of application Serial No.
$ e Jfled J__.__.___"as the first sentence
cation. fohowmg the abstract. Where the applicant -
Continuing apphcatlons include those applica- ,_haa inadvertently failed to do this and the Rule
whlch are called dw1s nuations, - 147 ivisional case is otherwise ready for al-
1€ lowance, the Examiner should insert the quoted
~ sentence by kxaminer’s Amendment. :
" The end of the first sentence of revised Rule
i’ : - 78 states that if the second apphcthon (and by
't e ﬁrst apphcatwn ma con-. vhk ation” is meant the specification) does
e than the second, or the second applica- oritain a reference to the prior application,
ore than the first, and in  the prior ‘application must be referr g toina
(fphcauon is entitled to separate paper filed in the later application.
he lmg ate of the first as to the  This provision is merely for the ﬁurpose of re-
'  quiring the applicant to call the examiner’s
~ attention to the fact that there was a prior ap-
: i phoatmn If the examiner is aware of a prior
The thu‘d requlrement‘of is that = ap lication and mnotes it in an Office action, as
the second (or subsequent) app 1 must  indicated above, the rule is satisfied and the
_ contain a specific reference to the first applica-  examiner should not require the applicant. to
_ tion. This should appear as the first sentence ~ call attention to the prior application. ;
~ of the spemﬁt,atzon following the title and ab-- ~ Applications are sometimes filed with adivi-
stract. In the case of design apphcaomns, it sion, continuation, or continuation-in-part
~ should appear as set forth in 1503.01. view  oath, in which the oath refers back to a prior
_of this requlrement the right to rely on i 3y apphcd.uun If there is no reference in the
plication may be waived or refused by specification, in such cases, the examiner should
?chant by refraining from inserting a refer-  merely rall attention to this fact in his Office
ence to the prior application in the specification action, mtilizing, for example, the language
_of the later one. If the Examiner 1s  suggested in the first pdmgraph of ﬂus sub-
the fact that an application is a contmumg ap- section. : :

Rev. 14, Oct. 1967 L 10.2



erenoegy
pending application
pplications wherein the pe
on is not copending with the
ication but is copending with an1
lication entitled to. ;
g date of the |

~ first a i; :
131 USPQ 162; 3

There isno limit to t
cations through whic
may be traced to obta
date of the earliest of ¢

_ applications. See In
 994: 853 0.G. 17.
A second applic
~ with the first app
called substitutes

to the benefit of the

) h in
filing date of the prior ap-

application.  An applicant is not now required
to refer to such applications in the specification
of the later filed application. If the examiner
is aware of such a prior abandoned applica-
_tion he should make a reference to it 1n an
Office action in order that the record of the
second application will show this fact. In the
case of a “Substitute” application, the notation

to the relationship of the two cases.

If an applicant refers to a prior noncopend-
ing abandoned ap
the manner of referring to it should make it
evident that it was abandoned before filing the
cacond: , re e U

~ For notations
per in the case of continuing applications see

202.02 and 1302.09. ~ i

Waen Nor Extrrren To Benerrr oF Fruine
Date

fatally defective because of insufficient disclo-
sure to support allowable claims, a second a
cation filed as a “continuation-in-part” of the
first application to supply the deficiency is not
entitled to the benefit of the filing date of the
first applieation. Hnnt Co. v. Mallinckrodt
Chemical Works, 83 USPQ 277 at 281 and cases
cited therein. [R-18]

09, is not entitled .

plication and the bars to the grant of a patent
are computed from the filing date of the second -

on the file wrapper is printed in the heading .
of the patent copies and thus calls attention

lication in the specification,
to be b?aced ,ron the file ﬁrap- ,

Where the first application is found to be.
pli-

ion car-

i, continuation, sub-

ginal applica

the original app

‘certain requirements,

ofassignmgnt, .

Und litic
n ; ts, an application for
filed in the United States may be entitled to

" the benefit of the filing date of a prior applica-

inter

~ for a patent for the same invention

.country which afferds sim
" of applications filed in the United States or to citizens
" ‘of the United States, shall have the same effect 8s
" the same application would have if filed in this comn-
try on the date on which the application for patent

.+ country, 'if the application in this country iz fled

tion filed in a foreign country, to overcome an

Th: ditions are specified in the first para-

graph of 35 U.S.C. 119.

Ertract from 85 U.8.C. 119. Benefit of earlier filing
date in foreign country; right of priority. An applica-
on for patent for an invention filed in this coantry
any person who has, or whose legal representatives or
assigns have, previously regularly filed an application
r privileges in the case

for the same invention was first filed in such foreign

* within twelve months from the earliest date on which

such foreign application was filed; but no patent shall

. be granted on any application for patent for an lnven-:

_prior to such filing.

‘tion which ‘had been patented or described o &

printed publication In any country more than one
year before the date of the actual filing of the ‘appli-

eation in this country, or which had been in public

use or on sale in this country more than one year

o The period of twelve months spééiﬁed in this

_ section is six months in the case of designs, 35

USC.172

‘"The conditions'may be listed as follows:

1. The foreign application must be one filed .

in “a foreign country which affords similar

privileges in the
the United States or to citizens of the Un’ikted

- States.” ‘

"9, The foreign application must have been
filed by the same applicant (inventor) as the

~ applicant in the United States, or by his legal
‘representatives or assigns. L

3. The application in the United States must

: be filed within twelve months from the date

11

of the earliest foreign filing in a “pecogmized”
country as explained below.

Rev, 18, Oct. 19458

ns and on fulflling
atent

ng reference or for similar purposes. o

case of applications filed in



inia (1),
3}, Tumsia
183 ion of South
1887, T \frica (1), U.S. Y | Arab Repub-
for the. tion. ), United Kingdom (1), Upper
(). Urngnay (L, P), :
(1), Y‘-‘g‘?ﬂﬂ“lai R

If any applicant asserts the benefit of the
filing date of an application filed in a country

ot on this list, the examiner should inquire to
v change in the
buld be noted that
untry of the foreign S
Ccitizenship of the ..

- enacted to carry out thi
another treaty between tl ed St: , o g
some Latin "American countries which also ~~ IpeNTrTY OF INVENTORS
provides for the right of priovity, and o forcian i inventors of the U.S. application and of
ciprocal leg y’slal{tioﬁ . ‘ . the foreign application must be the same, fora

Nore: Following is a list of countries with ' Tight of priority does not exist in the case of .
respect to which the e ~an application of inventor A in the foreign =
to 1;;‘1"5:35"'U.S.C. 119 has been recognized. The country and inventor B in the United States, . =
anthority in the case of these countries is the  oven though the two applications may be -
International Convention for the Protection of ~ Sricy UY the same party. ‘sowever iae app™
Industrial Property (613 0O.G. 23, 53 Stat. %3 1(;):‘1) mht e toreign g«;;mtry\ may have been
1748), indicated by the letter I following the led by the assignee, or. by the legal represent-
name of the country; the Inter-American Con- a }t‘;edox_' ~‘?g°“t“} the inventor i 1c}% 1 }])er—
 vention relating to Inventions, Patents, De-  pa‘tC 1 SOMO JOTCIZH COURLIES, Tather Lhan
signs and Industrial Models; signed at Buenos , - 0¥ the inventor himself,.but in such cases the .
Aires An 20, 1910 '(20.‘._’0.5? S Stat. name of thq;myentor is usua]l}j given in the
~1811), indicated by the letter P after the name  foreign application on a paper filed therein. An

- of the country; or reciprocal legislation in the indication of the identity of inventors made in

. Partiéulérﬁ.couz’xtl'y indicated by the letter L the oath or declaration accompanying the U.S.

~ following the name of the country. Algeria gl]())ghgggog ;E:)i’nl;le:;xtify ;ﬁg ?’eefm'e’g“~“ll’p]t’i"(’f;;

pQEONAE e Tl eidetox | &iiiainy and stating that oreign applica

: ](310) 3 ';}lfge’}?;” i gl‘;?“i\l"»(tl’, "]‘I'})(I} iﬁ}“:g i“ {(} ;’_ had beel} tiled by the ns:‘signé"_f-‘g Og?in‘- E;Egell rep-

SCamaroon. ( I,), Canada ( 1), %Ientrf} Nt Tesentative, or agent, of the inventor, or on be-

Republic (I), Ceylon (I), Chad, Republic of ]w.(lf t01} ]t}m,mwm,or, as the case may be, 1s

(I), Congo, Republic of&t(Brazzavi@!e; (Iy, ~teceptabie.

Costa Rica (P), Cuba (I, P), Cyprus ,,(I;',
(Czechoslovakia (T), Dahomey (1), Denmark . ) L
(1), Dominican Republic (I, ), Ecuador (P), ‘The United States application must be filed
Finland (T), France (1), Gahon (1), Germany, within twelve months of the foreign filing. In
Federal Republic of (T), Greece (I), Guaternala ~ computing this twelve months, the first day is
(P), Haiti (I. 1?), Honduras (?), Hungarv (1), not counted; thus, if an application was hlo_d
Iceland (I), Indonesia (1), Tran (1), Ireland  in Canada on January 2, 1952, the U.S. appli-
(1), Israe) (1), Italv (1), Ivory Coast, Republic  cation may be filed on January 2, 1953. The
of (I),Japan (1), Kenya (1), Korea (1.), Laos, Convention specifies in Article $C (2) that
Kingdom of (1), Lebanon (1), Liechenstein — “the day of filing is not counted in this
(1), Luxembourg (1), Malagasy, Republic of  period.” (This is the usual method of cotmput-

Time ror Fruine ULS. ArrricaTiON
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_ ing periods, for example the six mon
reply to an Office action dated Janua
ot expire on July 1 but the reply may

~ made on July 2.) If the last day of the twelve
 months is a Sunday or a holiday within the

District of Columbia, the U.S. application 15
time if filed on the next il

day; thus, if the foreign app

on’ September 6, 1952, the U.S. application is

ND STATUS OF APPLICATION

201.13

in time if filed on Sept‘exnbar‘&'“ 1953, since

September 6, 180 was a Sunday and Septen-

. ber 7. 1933 was a holiday. After January 1,
1953, the Patent Office has not received appli-
cations 6n Saturdays and. in view of 35 US.C.

21, and the Convention which provides “if the

last day of the period is a legal holiday, or a
day on which the Patent Office is not open to

_ receive applications in the country where pro-

12.1 Rev, 1%, Oct. 1968



s7 FOREIGON APPLICATION

The twelve months is from
eign filing. If an inventor has fi
‘ecation in France on January 2
application in Great Britain on
a.ng ’ es in the United St

ign phcat:ons if
ﬂmthgrawn,‘ ‘aban-

_conditions and for certain countries only. .
~ Great Britain and a g th ountfe;séia.ve ‘
o system of 2” whereby the filing
dags:)fan'a“p , ‘ ngl 1ged to a later date.
This “post-dating” of the filing date he
plication does not affect the status of the appl
cation with respect to the right of priority; if
the original filing date is more than one year
prior to the U.S. filing no right of priority can
 bebased upon the application.
- If an applicant has filed two foreign applica-
tions in recognized countries, one outside the
year and one within the year, and the later
application discloses additional subject matter,
a claim in the U.S. application specifically
limited to the additional disclosure would be
“entitled to the date of the second foreign ap-
~ plication since this would be the first foreign
application for that subject matter.

ErrecT oF RreHT OF PRIORITY

The right to rely on the foreign filing ex-
tends to overcoming the effects of intervening
references or uses, bnt there are certain re-
strictions. For example the one year bar of
35 U.S.C. 102(b) dates from the U.S. filing
date and not from the foreign filing date; thus
if an invention was described in a printed pub-
lication, or was in public use in this country,
in November 1952, a foreign application filed

13

of, under certain

ate of the ap- ooy

.the date of the application and of the filing of the

and (

12

old law in this respect. Under the new statute,

however, an applicant who wishes to secure the

~ right of prionity must comply with certain
- formal requirements within a time specified. ,
If these irements are not complied with

the right

of priority is lost and cannot there-
after be asserted. The second par:

phof 35

U.S.C. 119 reads:
application for pate

nt. shall . be entitled fo this
riority unless a claim therefor and a certified
he ‘original foreign application, specification
and drawings -upon . which it is based are filed in

' the Patent OfBce before the patent is granted, or ‘at
- such time during the pendency of the application as
Crequired- by the . Commissioner not earlier than six

months after the fling of the application of this coun-:
try.  Suchceztification shall be made by the patent:
office of the foreign country in which filed and show

specification "and other 'papers.  The Commissioner

~may. require a translation of the papers filed if not fn =
- the. English language and -such .other information as

'hedeems DeCcessary. N o -
The requirements of the statute are (a) that
the agg)licant! must file a claim' for the right

original foreign application; these papers must
be fled within & wertain time limit The maxi-
mum time limit specified in the statute is that
the papers must be filed before the patent is
granted, but the statute gives the Commis-
sioner authority to set this time limit at an
earlier time during the pendency of the appli-
cation. If the required papers are not filed
within the time limit. set the right of priority
is lost. A reissue was granted in Brenner v. State
of Isracl, 562 O.G. 661; 158 USPQ 584, where
the only ground urged was failure to file a certi-
fied copy of the original foreign application to

Rev. 22, Oct. 1869

he must also filed o certified copy of the



~ quired by the statute is specified in the

~ obtain the rig
U.S.C. 119 befors the pate
- It shouid be gartic‘;ul

gioner authory
foreign documen
age and such ott
. Before going into the procedure on the
_ of the papers, reference must be made
-~ requirements of the cath or ion
n the oath
any

has been filed

ntry and th

_ 'a%)pli.cation i
forei

f the application
eign applications have.
months of the U.S. filing
quired to recite only the £
‘and it should be clear in the
ign a plication referred t

~ foreign application. ;
~ The requirements for recitation of foreign
~ applications in the oath or declaration, while
__serving other purposes as well, are used 1n con-
. nection with theright of priority. ‘

'201.14(a) Right of P ority, Time for
""" Filing Papers [R-22]

. The time for filing the priority papers re-
second

~ paragraph of Rule 5. - ,

(b} An applicant may claim the benefit of the filing
date of a prior foreign application under. the condi-
‘tions specified in 35 U.S.C. 119. The claim ‘to priority
need -be in no special form and may be made by the
attorney or agent if the foreign application is 're-
forred to in the oath as required by rule 65. The
claim for priority and the certified copy of the for-
eign application specified in the second paragraph of
35 U.S.C. 119 must be filed in the case of interference
(rule 224) ; when necessary to overcome the date of a
reference relied upon by the examiner; or when spe-
cifieally required by the examiner, and in all other
cases they must be filed not later than -the date the
final fee is paid. If the papers filed are not “in ‘the
English language, a translation need not be filed except
in the three particular instances specified in the preced-
ing sentence, in which event a sworn translation or n
translation certified as accurate by a sworn or official
tranglator must be filed.

It should first be noted that the Commis-
sioner has by rule specified an earlier ultimate

Rev. 22, Oct. 1069 14

201.14(b)

~ The main purpbée in amending the ‘sta.t‘u'te, -
to require the filing o

 States patent complete. The Patent Office does

at an earl

- are sFec'iﬁed in the rule as (
. inter
. ba filed within the t

erences in which event t

rence rules, (2) &

o date of & ference relied upon by the exam-
cally required by the

ed periods |

ces, 1t 1S recommended

led as early as possible.
rmits the filing of pri-
d including the date for
fee, it is advisable that
. filed promptly after filing the
Frequently, priority papers are
reg m&erialy pp:;ssnch
le, the failure to include the cor-
“copy, and there is not sufficient
v the defect. Occasionally 8 new
ion may be necessary where the

,ath or declaration omits the reference

to the foreign filing date for which the benefit is
claimed. The early filing of priority papers

would thus be advantageous to applicants in

prose-

" that it would afford time to explain any 1n-

consistencies that exist or to supply any addi-
tional documents that may be necessary. .
Tt is also suggested that a pencil notation o

" the serial number of the corresponding .5

application be placed on the prionity papers. =
Rights of Priority, Papers
, Required [R“,‘22] '

of the priority papers was
of the file of the United

to make the record

not examine the papers to determine whether
the applicant is in fact entitled to the right of
priority and does not grant or refuse the right
of priority, except as described in §201.15and
in cases of interferences. ; o
The papers required are the claim for pri-
ority and the certified copy of the foreign
application. The claim to priority need be in no
special form, and may be made by the attorney

‘or agent at the time of transmitting the certified

copy if the foreign application is the one re-
ferred to in the oath or declaration of the U.S.
application. No special language is required in
making the claim for priority and any expres-
sion which can be reasonably interpreted as




‘clmmmg he be
is accepted

oreign application with

copy of the orig
3 f the forei

gil

certxﬁr'atlon by the pat g

country in which it was fil ertified coptes

ordinarily consist of a copy of the s
~ and drawings of the appli catlon as filed with a
certificate of the foreign
certain mformatxon Ap
nection is not considere

application as filed is required;

- of the foreign patent is sufficient if the certifi-
cation indicates that it corresponds to the ap-
plication as filed. A French dpabent stamped
“Service De La Propnete Industrielle—Con-

- forme Aux Piéces Dé A L/ Appui de La
Demande” and additlonally bearing a signed
seal is also acceptable in lieu of a certified copy

of the French application.

When the claim to priority and the certified
copy of the foreign application are received

, w}ule the apphcatlon is pending before the Ex-
_aminer, the Examiner should make no exam-

ination of the papers except to see that they

correspond in date and country to the apph-

cation identified in the oath and contain no

obvious formal defects The subject matter of

the application is not examined to determine
whether the applicant is actually entitled to
the benefit of the foreign filing” date on the
basis of the disclosure thereof :

DURING INTERFERENCE

atent office giving -
cation in this con-.
“to’ include formal
papers such ‘as a petltmn A copy of the for-
eign patent as issued does not comply since the
‘however, a
copy of the printed specxﬁcatlon and drawing

priority basedon

I’Pl%&tmn Serial No.
nder 35 LS(‘ 119

e

cification ¢

, therefore entitled to the bene-
of date of an earlier filed foreign
apphcatmn, e should direct it to the appli-
cant’s attention in an Office actlon, as in the
followin expmplary language: : ‘
[2] ¢/ thcant is reminded that in order to
be entitied to prmntt based on papers filed in
parent application Serial No. ______ under
35 U.S.C. 119, a claim for such priority must
' be made in this application. - In makmg such

0 ‘claim, applicant may sunply call attentionto =

It pmonty papers are filed in an interfer-

ence, it is not necessary to file an additional

certified c
terference Examiner will place them in the ap-
plication file.

CONTINUING APPLICATIONS, REISSUES

Where the benefit of a foreign filing date is
claimed in a continuing application or in a re-
issue application and a certified copy has been

}gy in the application file. The In-

received in the parent case, it is not necessary -

to file an additional certified copy in the later
case.
for priority may simply call attention to the
fact that the certified copy is in the parent
application. Tnsuch cases the Examiner should
acknowledge the claim with a statement as
follows:

The applicant when making the claim

the fact that a certified copy of the foreign
ﬁ)hcatmn the parent apphcatlon b
P.E.P. 201. 14(b) )” [R—‘ZO] s

201, 14(c) Right of Prlorlty, Practlce ;
: [R—20] -

Before going mto the f)ractlce ‘with respect
to those instances in which the priority papers
are used to overcome a reference, there will

first be described the practice when there isno

occasion to use the papers, which will be in the
majority of cases. In what follows in this
section it is assumed that no reference has
been cited which requu'es Lhe prlouty date to
be overcome , ,

No IRREGULARITIES

i When the papers under 35 U.S.C, 119 are re- =~ '
: celved they are to be endorsed on the contents

page of the file as “Letter (or amendment) and
foreign application”. Assuming that the pa-
pers are regular in form and that there are no
irregularities in dates, the Examiner in the
next Office action will advise the applicant that -
the papers have been received. The form of
acknowledgment may be as follows:

[1] “Receipt is acknowledged of papers sub-

mitted under 35 U.S.C. 119, which papers have

been placed of record in the file.”

This sentence appears on work sheet form

© PO-1002 as statement 3.

15

The Examiner will enter the mformatmn
specified in qeotlon 202.03 on the face of the file

w mpper

“Rev. 20, Apr. 1960




if the appli

) tfrrefer to the

atmg corT
ign pl,_,

i Howe\er, the

tions requn'ed i

,ledge:th' lmg of any fore:gn i L
oath or declaratwn) s

ragraph appears on workrsheet form i

PO—1002 as statement 7.

Other situations requiring some action by the
ol]owmg’, i

Exammer are exemphﬁed f_
ksample letters

: 'Pmom'rr

acknowledged of a certlﬁed
Llelilomniiiallilln , of the
;apphcatlon referred to
laration). If this copy is

ittt Lol Rt

filing date under 35 U.S.C. 119, applicant

should also file a claim for prlonty as re-

quired by said section.”

Nore: Where the accompanymg letter states -

that the certified copy is filed for priority pur-

poses or for the convention date, it is accepted =

as a claim for priority.

 ForeeN ArrricatioNs ALl More THAN A
Year Berore US. Fruve

[4] “Recexpt is acknow]edged of the filing

............ , of a certified copy of the
............ application referred to in the
(oath or declaration). A claim for pnorlty

can not be based on said application, since the

United States application was fi led more than

twelve months thereafter.”

This paragraph appears as statement 6 on
nork sheet form PO-1002.

Rev. 21, July 1960

bemg ﬁled to obtain the benefits of the foreign |

apphi-
led w1thmmt)ha

aim or’prmr"
pecification fil
the instant a
“one year thi

have been ‘placed of record in the file.

date of the ﬁrst file
acknowle

ﬁear in the prmted headmg of the patent

_..------...-..--—l

(dlu eh lmed)

s NCr:Rmm) Cory

[ ] Acknowledgment is made of apphcants'
claim for prxonty based on an application

filed in 2. L .. _C ON _ i . ___l. It is
-noted, however, that applicant has not filed a
certlﬁed copyofthe ______ ———— apphcatlon‘
as required by 35 U.S.C. 119.”

The above paragraph appears as statement
on work sheet form PO-100
The above letters are merely typical ones

which have been used, and any unusual situa-

tion may be referred to the ' Group Director.

APPLICATION IN Issm: ;

The priority papers may be received while
the application is in issue. When the papers

are apparently regular in form and correspond
to the earliest foreign ap(s)hcatlon recited in .

the oath or declaration and this application is
not too old, the Issue Branch ml enter the
papers, acknow ledge their receipt, and make the
notation on the face of the file. If irregular
priority papers are received while the applica-

e nted headmg of the. paﬁent;
. will note the claimed priority date based on-
complete spw;ﬁcatxon, ie., November 1,

948 for such sub}ect matter as was not dlS—

ls ' lmowledged of papers filed
urportmg to comply with

irements of 35 U.S.C. 119 and they

. Attention is dlrected to the fact that the
' ‘date for which priority is claimed is not the
forelgn ap hcat:on, L
in the oath or declaration. =
However the pnonty date claimed which will |




r the Issue fee has been paid,

‘they wi

 were received too late to

 Itis sometimes necessary for t
‘to return papers filed un
either upon request of the appli

eft in the file and the applicant
notified by the Issue Branch that the papers
5 ~should be sent to ¢

~ cellation of the O
- pers have been ente o
. pel ‘to return the papers should be ad-
o the Commissioner of Patents and

et 8 basic 'Nqai?emem of the

applications were filed

r to the US. fling date.

ot been entered in

o secure approval

ir return but they -

 Director for can-
stamps. Where the pa-
in the file, a request for

ar ed to the Group Director for approval.

16.1 Rev. 21, July 1960



- still considere
_continue th
the applican

accurate by a sworn or of
When' the necessary papers are
come the date of the reference, tl
action, if he determines that e applicant is

not, entitled to the priority date, is to repeat

sons why the applicant is not.
titled to the date. If it is determined that he
is entitled to the date, the rejection is with-
drawn in view of the priority date. .~ _

£ the priority papers are already in the file

when the Examiner finds a reference with the
" intervening effective date, the Examiner will

_ study the papers, if they are in the English
language, to determine i
“titled to their date. If the applicant is found
to be entitled to the date, the reference is
simply not used. If the applicant is found not
entitled to the date, the unpatentable claims
are rejected on the reference with an explana-
tion. If the papers are not in the English
language and there is no translation, the Ex-

aminer may reject the
at the same time require an English translation

right to rely on the foreign filing date.

to the priority ' 3 ¢
not yet been 4o

en by
foreign application th

 forth

hefExaminer’s -
US.C. 112, but need only describe the ge

drawings are required.

the rejection on the reference, stating the rea- , ,
‘sidering such provisional specifications, the

considered en-

the a{)_plicant is en-
i

he unpatentable claims and

for the purpose of determining the applicant’s

“same date that it was filed in
untry, and the ‘apglicant is ordi-
titled to any claims based on such
at he would be entitled
o under our. laws and practice. The foreign
splication must be examined for the question
sufficiency of the disclosure under 35 US.C.
192, as well as to de ormine if there is a basis

heclaimssought.
_ Inapplications filed from Great Britain there

may be submitted a certified copy of the British
“provisional specification,” which may also in
‘some cases b ‘
k “completeispeciﬁcution.” " The nature and func-

be accompanied by a copy of the

tion of the British provisional specification is
 deeribed in an article in the Journal .of the

Patent Office Society of November 1936, pages

w10-774. According to British law the provi-
sional specification need not contain a complete

disclosure of the invention in the sense of 35
neral

nature of the invention, and neither claims nor
Consequently, in con-

question of completeness of disclosure is impor-

‘tant. Ifit is found that the British provisional
 specification is insufficient for lack of disclosure,

reliance may then be had on the complete speci-
fication and its date, if one has been presented,
the complete specification then being treated as

a different application.

" In some instances the specification and draw-
ing of the foreign application may have been
flod at a date subsequent to the ling of the

tition in the foreign country. Even thouﬁzh
the petition is called the application and the
filing date of this petition is the filing date of
the application in a particular country, the Jate

" nccorded here is the date on which the specifica-
tion and drawing were filed.

It may oceasionally happen that the U.S.

- application will be found entitled to the filing

dante of the foreign application with respect to

Rev. 15, Jan. 1968




r the 8
of a SUBSTITLU
ion “None” mus

an application ,
patent number and
: : e patent num-
and patent date of the parent case of acon-
uaticn:in?art{ are not ent L
) If the application at hand is & divi-
iC division of 2 continuation

; nm nt Cases s
it involved should be given.
n :

‘ pp],lcatmnz’ ‘was . an application is a conti
~ used in T ' ~of govern- o or more distinct appli
ment,‘erixfloyees:' led withou! under an act  cationshall benoted on the fa
‘dated March 3, 1883, which was amended  anapplication is a continuati
April 30, 1928. 'This act became 35 C.266,  tinuation-in-part, only th
which was repealed October 25, 196 ~ application will be note
 ning with this date, there are no longer any ap- . The status of the parent ;
plications which are exempt from the filing fee  “abandoned” is not written on the e wrapper.

or issue fee. Such applications are not always A service to the public was begun with the issue .
owned by the government. Other applications,  of January 16, 1968, by which the heading of -
not inventions of government employees, may  the printed patent now includes all ident ifying
be assigned to and owned by the government.  parent data of continuation-in-part applica-
See 607.01. f sl tions as has been the practice in continuation,
‘ divisional, substitute, and reissue applications.
Some exceptions may occur, see the last para-
202.01 In Specification graph of this section. Inclusion of this infor-
{ et S con - mation in the heading does not necessarily -
Ses Rule 78(a), Rule 79 and Section 201.11. indicate that the claims are entitled to the bene-
There is seldom a reason for one application  fit of the earlier filing date. The above prac- -
to refer to the application of another applicant tice will not change the procedure with regard
not assigned to a common assignee. Such  to assignments as set forth in the first sentence
reference ordinarily should not be permitted. of paragraph 2 of Section 306 of the MP.E.P.

202 Cross-Noting

Rev. 15, Jan. 1968 18



 the ﬁle w mpper consists of the ¢
cation date (filing date), an if
application and patent
stances, the particular n
plication such as #
Gebrauchsmuste

durmg the ﬁlmg pe-

_to September 1966 contain

separate 5 for the application and patent

~ numbers, and a bo in

for ;]monty
Fi

ewrappe

If the filing dates ¢ 0 several forelgn 1pphca-
tions are claimed (see § 201.15, last paragraph)
and satisfactory papers h ,been received for
each, information respecti ch of the foreign
i)phcatlons is to be ente the face of the
file wrapper. The data of the second foreign ap-
plication is written in t ox below the first.

the patent when it is issued, and the listing in
the Official Gazette, will refer to the claim of

priority, giving the country, the filing date, and
the number of the application (and the patent
number in some instances) in those cases in

“which the face of the file has been endorsed.
~In the case of designs, only the cmmtry and
filing date are to be used. , :

202 04 In Oath or Declaration
[R-22]

As will be noted by reference to § 201.14, Rule
65 requires that the oath or declaration include
certain information concerning applications

: ,does not alter the statu

: An apphcat; ; .
~in the Examining Group and before allow-
. ance,

. action is desgnated as a “re]ected application.
- Its status as a‘

~ response to the

,eck g 1f no claxrn_, allotted responsé permd) or antll it becomes, o

" that, having been acted on by the Examiner.
has in turn been acted on by the aEicant n

The heading of the printed specification of

~ Issue and Gazette Bram-h arran
cally by serm] number. :

203.05 Abandoned

which is removed

orelg }f ne ap?imatmns .
it ' any foreign coun-
or « deciamtmn shcm!d %0 stata, o

179 reqmms th
an original patent for which an a
on for relss has been For t

A “new apphcatlon is one‘that has not yet',;:
received an action by the Examiner. An
amendment filed prior to the first Office Action
of a “r w"’ app]xca-

lrmg lts

contams ‘an unanswered Examiner’s
jected” application continues
as such until acted upon by the applicant in

aminer’s action (wnthm the

abandoned

- 203.03 Amended

An “amended” or “o]d apphcatwn is one

response to the Examiner's action. The appli- .

~ cant’s response may be confined to an election, a
‘traverse of the action taken by the Examineror
may mclude an amendment of the apphcatmn

'203 04 Allowed or in lssue

An “a]lm\ed a p]watlon or an appllcatmn S

[R—22] -

“in issue” is one which, having been examined,
is passed for issue as a patent subject to pa)- ‘
ment of the issue fee.

The files of allowed cases are

gkee(zfrt in the
numerl-
[R—22]

An ubnndonnd ap »lication is, infer alia, one
rom the Office docket of

Rev. 22, Oct. 198D

Its status as an “al-
~ lowed” cases continues from the date of the
- notice of allowance until it is withdrawn from
“issue or until it issues as a patent or becomes .
abandoned, as provided in Rule 316. See § 712.




i proprmte action

...of the case, or |
 fee. (§8 2031}7

~ parts and not accep e
o mcompletc applu at:

.apphcatmn now lnch the;'
not paid within three month
‘of Allowance is abandon

, he issue fee may howe

by the Commissioner within a

three months on a verified sh

cause in which case the pate

' abandonment; had oce

hruca'noxs

The questlon as to apphcants dlhgence in

checking the status of an application is con-
_ sidered in connection with

~ failure to respond to an Office action which i
mailed but not received. For new eg plications
no lack of diligence will be attributed if inquiry

as to the status of the application is received

by the Patent Office within either of the two fol-

lowing periods, whichever expires later:

a. Twenty-one (21) months from the h]mg

date of the application, or =

b. A reasonable period after the Official Ga-
zette indicates that the fili date of the
'oldest new case awaiting action in the

eg to which the application is as-
sn

is more recent than the filing date
- part of the record. The inquiry should be an-

the application.
For amended cases, the ai)phcant will be con-
sidered to have exercised diligence in connection
with a petition to revive an application aban-
doned for failure to respond to a second or
- snbsequent action if i mqmr{)
the application is received by the Patent Office
within six (6) months after the filing of a re-
sponse to which no reply from the Patent Oﬂ‘ice
has heen received.

When an application has been abandoned for
an excessive period before the filing of a petition
to revive, an ﬂ[)pmprmte terminal disclaimer

may be requirec

’

Rev. 23, Jan. 1970

/ from the Co

o gether

~ postcard should be made ou the ’Fﬁstear
~out placing it in an envelope. :
- not count as an action in the case. This predic-

titions to_revive
~ applications which become abandoned through

_not be marked as a “status letter”, or returned

as to the status of _cerning the status of pending applications

the status of ap hcatlo s will be tmnsm'
k‘d Mml anc,

nformatlon, in vie
so info

3 o p
4 made of the probable date of reach-
‘the case for action.” The clerical force i

ng.
~stamps status letters with a stamp provided in
- each Group and submits them to the Examiner -
: haﬂ}xlig urisdiction of the application who fills
int

The original letter of inquiry
o the. correspondent to-
~ The reply to an inquiry

which includes -add , postage-paid

¢ reply

tion of a date is not to be considered as binding
upon the Examiner in making his next action.
In cases of allowed applications, a memo s

. dum should be pinned to the inquiry w

statement of date it was forwarded to the Iss
‘Gazette Branch by way of the Security
iroup, and transmitted to the Issue Branch for
its appropriate action. This Branch will notify
the inquirer of the date of the notice of allow-
ance and the status of the application with
respect to payment of the issue fee and abandon-
ment for failure to pay the issue fee. :
In those instances where the letter of inquiry
goes beyond mere matters of i inquiry, it should

to the correspondent Such letters must be
entered in the application file as a permanent

swered by the Examiner, however, and in a
manner consistent with the provxslons of

Ru]e 14, -
- Inquiries from Members of Congress con-

should not be answered by the Examiner but
should be referred promptly to the Commis-
sioner’s Office for answer with a report as to
when a partlcular case will be reached for
further action on the part of the office.

Another type of inquiry is to be distinguished
from ordinary status letters. When a U.S, ap-
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