1401 Reissue [R-22]

35 U.8.C. 251. Reissue of defective patents. When-
ever any patent is, through error without any deceptive
intention, deemed wholly or partly inoperative or
invalid, by reason of a defective specification or draw-
ing, or by reaso he patentee claiming more or less

missioner st on the surrender of such patent and
“the payment of the fee required by law, reissue the
_ patent for the invention disclosed in the original patent,
 and in accordance with a new and amended application,
" for the unexpired part of the term of the original

application for reissue. e

The Commissioner may issue several reissued patents
for distinct and separate parts of the thing patented,
upon demand of -the ‘applicant, and upon payment of

patents. 1 3 o .

The provisions of this title relating to apolications
for patent shall be applicable to applications for re-
jsgue of a patent, except that application for reissue
may be made and sworn ‘to by the assignee of the
entire Interest if the application does not seek to
onlnrge the scope of the claims of the original patent.

ght to claim in the patent, the Com- . ‘Priority o

patent. No new matter shall be,introducéd into the .

~ application must be accompanied by 2 certified copy of

the required fee for a reissue for each of such relssued

e
pplic to obtain the right
ty under 35 U.S.C. 119 before
as granted. The correction of mis-
entors was held not to be a ground
Ex parte Johnson, 1958 C.D. 22;

Mlay in Rling the reissus should not be ma
A “olaim” for the benefit of an earlier filing

_ date in a foreign countr) “under 35 USC 119

. '

 must be made in a reissue application even
__though such a claim was made 1n the applica-

tion on which the original patent w. granted.

. However, no additional certified copy of the e
foreign application is necessary. The procedure
is similar to that for

“Clontinuing ‘Applica- .

tions” in section 201.14(b). R RO

The heading on printed copies will not be
carried forward to the reissue from the original
patent. Therefore, it is important that the file
wrapper be endorsed under “Claims Foreign

1401.01 Requisites
Rule 171. Application for reissuc. An application
for reissue must contain the same parts required for
an application for an original patent, complylng with
all the rules relating thereto excépt as otherwise pro-
vided, and in addition, must comply with the require-
ments of the rules relating to retssue applications. The g

2n abstract of title or an ordérto: a title repo';-t; to
be placed in the file, and by an offer to s'xurxfender:'the
original patent (rule 178). GO ER

1401.02 By Whom Filed and to
Whom Granted [R-22]

Rule 172. Applicants, aasignecs. (a) Reissue applica-
tions must be signed and sworn to, or declamtmn made,
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~ The Examiner must Inspec
_ title to. determme whether Rule 17

o The notx' -is ent
the original patent and pertinent data
by the é)phc ion Branch. Wh ‘
is granted prosecutlo
o 'El;ccatlon is terminated, it i
. ord Room be informed o that fact by wrlt-
ten memo and the information is applied b

,Record Room onrt,,

1401.04

:xssue must be accompanied by an offer to surrender
the original patent The apphcatlon qhould also be
’nccompamed by the original patent, or if the original
is lost or inncnesmbte, by an aﬂidaut to that effect.
‘The application may be accepted for ‘examination In
the absence of the original patent or the afidavit, but
one. or the other must be supplied before the case Is

allowed. If a reissue be refused, the orlginal patent :

“m be returned to appucant upon his request.

The ex 'munatmn ‘of the reissue application
on the merits is made even though the offer to
surrender, original patent or an .1ﬂ1dav1t or
declaration to the effect that the original is lost
or inaccessible has not been received. but in such
case the Examiner shmlld require thom in the
first action. t

1f applicant requests the return of his pntont
on abandonment of the reissue application, it
will be sent to him by the Mail and Correspond-
ence Branch and not by the Lx.ummng (iroup.

ftev. 22, Oct. 1969 : E 230

e relssue"*', aminat

- drawing before final allowance.

he notlce in. the patente ﬁle ‘

Rule 178 Or:gmal patcnt The application for a re- .

; pvy ent’or 8
S securely mounted by pasting ‘on
' d ot the size reqnired for S

drawing, that, is,
patent are restricted

; pphcant must submit a mount ,
the original drawing or “an order for same”
174 if transfer of the ongmal drawmg '
, iplated. :
Pro ed that no a]teratxon whatsoever is to
‘ m the dramngs, including cancellin
: wings of the origine
lieu of new drawings. -
‘will be
' : (A for Ex- o
by the Dmf, man,» it
iner should disregard this since the i
will be corrected by formal

W hen the reissue case is ready for allowance, a

the file with the mounted copy and the Katented

file and drawing are forwarded to the Applica-
tion Branch for formal transfer of the orlgma.l :
drawing to the reissue case. No formal request .

- from apphcant for such transfer is ner'easary i

See section 608 OZ(k)

1401 06 Form of Speclﬁcahon and
' Clalms [R——22] S

Rule 1 3 Spcmﬁcatmn The: specgﬁcatxon of the re-
issue arrphr‘atmn ‘must inecinde the entire specification

. and daims of the patent, with the matter to be omit-

ted by temue enclosed in square brackets; and any

‘additions made by the reissue must be underlined, 80 .

that the sid and the new speciﬁcatwns and claims may
he readily compared. Claims should not be renumbered

“and the numbering of claims added by reissue should

follow the number of the highest numbered patent
claim. 'No new maiter shnll be mtrodur'ed into the

specification.

Cuat up uoft copies of the original patent,
with each COLU lﬂ\f securely mounte& on a
separate sheet may he used m preparing the
specification and elaims. Tt should be noted
that amendments to the reissne qpplxc'ttmns
shonld not be prepared in this way. In reissue
applie .mnn- both the dw«nptxw portion and




‘example of ¢ )
1‘ tent is foundm Re 23,558

had the right to claim }
New matter may e
_sion of a featum or

pntent to be wholly o 'partly ’inoperatlve or invalid,
and the reasons why..
CUA2) Wben it is clai ed t kat such patent is so in-
operative or invalid “by reason of a defective specifi-
cation or drawing," particularly specx!nng such

defects.
(3) When it is claimed that such ‘patent is mop—

: £e
: phcant or his attorn

o patent was taki

li es . the origlnalf,f

erative or invalid “by reason of the patentee claiming ;

more or. less than he had a; right to claim ' in the

patent, " distinetly specitying the excess or insufficiency

in the claims,
) {4) Particularly specifymg the errors relied upon,
and how they arose or occurred. .

(5) That said errors arose “without any deceptive
intention” on the part of the applicant.

(b) Corroborating afidavits of others may be filed
and the examiner may, in any case, require additional
information or nfidavits mm-emmg the apphcation for

reissue and its object

oath or de('larahon filed under Rule 175 must

bh (8) (4) © ﬂm rule,d :
of a claim in he cmgmal
3 ordinaril

{from a Tack of nderstandmg or knowledge
licant’s attorney as to
l :

situation, which did not exist at the time the

‘out, reissue is, lmproper ;

e oath or declaration is insuffi
de a gr und of r,e],ectlon

w]l the clmms

: 1401 09 Exummatm : 'of Reissue

Rule 176. Ea-amination ofr ssiw ‘An orlgizml clann{ £
if re-presented in the reissue application, is subject to

reexamination, and the entire application wiil be exam-
ined in the same manner as original applications, sub-
Jject to the rules relating thereto, excepting that divi-
sion will not be required. Applications for reissue will
be acted. on by the examiner in advance of other
applications.

Reissue eases are “specnl ? and remam "spe-
cial” even though apphcant does not respond
promptly.

Examination of a xomsue ﬂpphc‘mon in-
volves two aspects, fivst, it is examined in the
same manner as an nrlgm‘ll application and
second, it must be examined for compliance
with the reissue statute and rules. The prose-
cution of the original patent must be carefully
studied for its bearing on the reissue questlom

While an onguml claim is subject to re-

, e\'nmlnahon, the re;ectxon of such a claim con-

The question of the sufficienc y of the reissue

in each case be reviewed and declderl persona]lv

by the annn Examiner. -

The reissue oath or declaration must point out
very specifically what the defects are and how
the errors arose. The statements of the oath or
declaration must be of facts and not conclusions.

An allegation that the specification is insuffi-
cient merely because the claims are too narrow
ordinarily satisfies paragraph (a) (2} of the
rule.

A broadened reissue claim is one  which
brings within its scope any subject matter not

stitutes the rejection of a previously allowed =

claim and must be personally considered by the
Primary Examiner with great care. To be -
effective, a reference must be prior to the effec-
tive filing date of the orlgm.ﬂ patent.

1401, 09(2) Ad]udlcauon of Orngmal

231

Patent

When a reissue apphcatmn is hled the Ex-
aminer should determine whether the original
patent has been adjudicated by a court, The
decision of the court and also other papers in
the suit may give information essential to the
examination of the reissue. The patented file
will contain notices of the filing and termina-
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Pinvention may

| or reissue. However, =
~ where an alleged lac of understandmg by ap-
is based on a new factual




‘the applicant may be re-
lend copies of papers and

ts, or the Office of the Solicitor

may be req ested to obtain them from the court.
The information thus obtained should be care
~ fully considered for its bearing on the proposed

; not require
tion between them or take any othe: on
- with respect to the question of plural inven-
tions. Restriction is entirely at the option, in

application contains claims to an independent

the original patent, these claims may be treated
by a suitable rejection, such as: lack of in-
operativeness of, or defect in, the original pat-
ent; lack of ervor; or not being for matter which
When

he original patent vontains claims to
ins claims to the same species, elec-

though there is no allowable generic claim. If
the reissue application presents claims to spe-
cles not claimed in the original patent, election
of species should not he required, but the added
claims may be rejected on an appropriate
ground which ‘may he lack of inoperativeness
of, or defect in, the original patent and lack
of error in obtaining the original patent, Most
situations require special treatment,

1401.10(a) Divisional Reissue Appli-
cations (N ~

As is pointed ont in the preceding section

the Examiner cannot require restrietion in re-

Rev. 22, Oct. 1069

, particularly when the re-
i w of the

'ital‘igs. Rule 173 (see §1401.06) requ
specification of a reissue application to be

the first instance, of the applicant. If the reissue " the following headin

and distinct invention which was not. claimed in

might have been claimed in the original patent. S e
iy : i ] et Fy . The Examiners should sce that the specifica-
of specics and the reissne applica- tion 1s 1n proper form for the new style of

cies should not he required even . : ,
qa enclosed in heavy brackets, while matter added

by reissue should be underlined. Ali the
claims of the patent shonld appear in the spec-

‘ber of the highest numbered patent. claims

“patent  claims are renumbered in - seguence
]
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et and te parts of the thing
h!:ay demand of the appifcant, and upen

uired fee for each division. Each

nstitutes the subject of 2 sepa-.

ptive. of the pari or parts of the

ted in such ' division; and the drawing
only. such 'part or parts, subject to the .

rules 83 and 84. On fdling divisiona! re-
tions, they shail be referred to the Com-
. b, ' i

ginal patent by prin

by reissue enclosed in heavy

brackets [ J and material added by reissue in
nires the

presented in' a specified form, specifically de-
signed to facilitate this different manner of
printing, as well as for other reasons.
The printed reissue specification will carry
g which will be added by -
theIssue Branch: -~~~
“Matter enclosed in heavy brackets [ Jap-
pears in the original patent but forms na part
of this reissue specification; matter printed
in_italics indicates the additions made by

“reissue.™

printing. Matter appearing in the original
patent which is omitted by reissue should be

ification, with omitted claims: enclosed in
brackets, New claims should follow the num-

and be underlined to indicate italics. The pro-
visions of Rule 173 that claims should not be
renumbered applies to the reissue application
as filed. When the reissue is allowed, any
claiims remaining which are additional to the

starting with the number next higher than the
number of elaims in the original patent, There-
fore, the number of claims allowed will not




~ small, the reissue applicati
for issue’ by putting ,the‘

rinted at ¢
ould include
original

prior to Octo 5, ~

tions in which the patent be 1
granted after October 25, 1965, fee 1s
the same as for original applications. (35
US.C. 41(a)2). el b

14-01.12  Reissue Filed WhllePatent Is

in Interferénce - [R-20]

If an application for reissue of a patent is
filed while the patent is involved in interfer-
ence, that application must be called to the at-
tention of tﬁe Commissioner before any action
by the Examiner is taken thereon. : :

When an application for reissue of a patent
is filed while the
ference, a letter with titling relative to the inter-
ference is placed in the interference file and in
the reissue application file, and a copy thereof
is sent to each of the i
notice of the filing of the reissue application.
See section 1111.08, ,

1402 Certificates of Correction—0Of-
. fice Mistake [R-22] :

25 U.R.C. 254 Certificate of corrcetion of Patent
Offiee mistake, Whenever a mistake in n patent, in-
curred through the fanlt of the PPatent Office, is clearly
disclosed by the records of the Office, the (,Jnmmissit‘vllcr
may issue a certificate of correction stating the fact

and nature of such mistake, under seal, without charge,

t bo recorded In the records of patenis, A printed

2383

patent, nor on motion of the Office, without first noti-

o mrijected patent in liew thereof as amore appropriate
- Mistakes incu

* vious from the context, the Office

atent is involved in inter- -

nterfering parties, giving

arid’obératib!i : 1 ¢
thereafter arisi
issued in such correcte

Sira ertificate o ; un ,
may be issued at the request of the patentee o

signee. Such certificate will not be issued at reg
or Sug'geStion' of anyone ot owning an interest i

patentee (including any assignee of record)
rding him an opportunity to be heard.

( f the nature of the mistake on the part of the
Office is such that a certificate of correction is deemed
inappropriate in form, the Commissioner may issue a

form for certificate of correction, ‘without expense to
the patentee. e i
rred through the fault of the
Office are the subject of Certificates of Correc-
jon under Rule 322. If such mistakes are of
uch a nature that the meening intended is ob-
; may decline
to issue o certificate and merely place the cor-
respondence in the patented le, where it
serves to call attention to the matter in case
any question as to it arises. el
Tetters which merely call attention to errors
in patents, with a request that the letter be

" made of record in the patented file, will not be
: .acknm.vledged.;y Tnless notification to the con-
trary is received within thirty days, it may be

assumed that such letters have been made of
record as requested. SRy

In order to expedite all proper requests, 2
Certificate of Correction should be requested
only for errors of consequence. Tetters mak-
ing errors of record should be utilized when-
ever possible. : o :

Zach issue of the Oyfficial Gazette numeri-
sally lists all United States patents having
Certificates of Correction, The list appears

under the heading “Certificates of Correction

for the week of (date}.”
1402.01 Applicant’s Mistake [R-22]
?’5 ,U.'S.(Y. 255, Cl'ftiﬂrratc of cm‘rfccmm nf appli-
rant'e mistake,  Whenever a ‘mistake of a clerieal or
sypographical nature,” or of minor ~charaeter, which
was not the fault of the Patent Office, appears in a

“ putent and a showing has been made . that such mis-

take occurred in good faith, the Commissioner may,

“upon payment of the required fee, issue a certificate

~Rev. 22, Oct, 1960




is made t| t such mistake occurred n good fai
m may, upon payment of the required fe

~ scope or meaning of the it ‘
35 U.S.C. 256. Misjoinder of inventor. Whenever

a patent is issued on the application of persons as

joint inventors and it appears that one of such persons

_ was not in fact a joint inventor, and that he was in-

_cluded as a joint inventor by error and without any
deceptive intention, the Commissioner may, on applica-
tion of all the parties and assignees, with proof '

facts and such other requirements as may be impos

Joined person from the patent.. - .

Whenever a patent is issued and it appears that a
[erson was a joint inventor, but was omitted by error
- and without deceptive intention on his part, the Com-
missioner mary, on application of all the parties and
_ assignees, with proof of the facts and such other re-
quirements as may be imposed, issue a certificate add-
ing his name to the patent as s joint inventor, .
The misjoinder or nonjoinder of joint inventors shall
not invalidate a patent. if such error can be corrected
as provided in this section. The court before which
such matter is called in question may order correction

of the patent on notice and hearing of all parties con-
cerned and the Commissioner shall issue a certificate.

accordingly, L

“Rule 324, Correction of error in joining inventor.
Whenever a patent is issued and it appears that there
wag a misjoinder or non-joinder of inventors and that
such misjoinder or omission occurred by ‘error and
without deceptive intention, the Commissioner,mnﬁy. on
application of all ‘the parties and the assignees and
satisfactory proof of the facts, or on order of a court
hefore which siuch matter ig called in question, issue a
certifiente ‘deleting the misjoined inventor from the
patent or adding the non-joined inventor to the patent.

The “satisfactory proof of facts required hy
Rule 324 must be of the same type and character
as the proof required to justify converting an

Rev, 22, Oct. (96D 234

_propriate Group or Branch with a

_nication to the person ,
~ Placed in the file and entered thereon under

issue a certificate deleting the name of the erroneously

tion to the person making the request will be

o justify tl e of a certificate of cor-
rection will be made by the Solicitor’s office.
If a report is necessary in making such deter-
mination, the case will be forwarded to the ap
¢ o request that
the report be furnished. If no certificate is
to 1ssue, the party making the request is so

~ notified by the Solicitor’s Office, and the re-

quest, report, if any, and copy of the commu-
aking the request are

“Contents™ by the Solicitor’s Office. The case

ig thengg'etu'n}ed;to‘the patented files. If a cer-
_ tificate is to issue, it will be prepared and for-

warded to the person makin

ﬁ the: request by
the Issue and Gazette Branch.

In that case.

‘the request, the report, if any. and a copy of

the letter transmitting the certificate of correc-

laced in the file and entered thereon under
‘Contents”. : : %

Applicants, or their attorneys or agents, are
urged to submit the text of the correction on a
special Certificate of Correction Form, PO-
1050, which can serve as the final copv for use
in direct offset printing of the certificate of
correction. The request for issuance of the cer-
tificate (together with the fee where the error
is due to applicant’s mistake) should be in a
separate letter accompanied by two copies of

- Form PO-1050 and a self-addressed envelope.

Where the recommended format is used and
approved, one cupy of Form, P0O-1050, duly
certified will be returned to the person making
the request for attachment to his copy of the
patent. This procedure eliminates the necessity
for returning the patent when requesting a
certificate of correction. The other copy of the
Certificate of Correction Form PO-1050 is used
for direct offset printing of copies of the cep-
tificate which are attached to every printed
copy of ‘the patent subsequently sold or
distributed, ; ' ‘




Sat r_ysta]P aza.
ow is a sampl

-, Starting the ¢

\te column as & sentence, and using semi-
colons to separate corrections within sald' :

_column, where possibl

. Two inch space left blank at bottom

ing officer

for signature of
marks.

e. Use of quot
_exact subject mat
rected ; use of double,

'leted or cor—

where the nature of the subject matter is such
that. it is more expedient to print by the direct
image offset technique, e.g., entire sheets of
drawing or pages of corrections, intricate chemi-
cal formulas, etc., Issue and G'wette Branch
will prepare the certificate as heretofore.
Patentee will receive a copy for atta(hment to
his copy of the p‘ltent ,

I'YITED QTATEB '~PATF‘7T OFFICE
(JF‘RTIFI(’ATE OF mrm ('T'm\'
. Dated April 1. 1968

Patent \'o SOEE S
James W. Worth

It is. certified that error appears in the above-
identified -patent and. that mid Letters Patent are
hereby corrvected as shown below :

In the drawings, Sheet ,3,. It’ig. 3,
numeral 225 should he applied to the plate element
attnehed to the support member 207, ( 'nlunm . lines 45
t0 49, the left-hand formula should appear ax follows:

Re

\‘1"\'1171
CF.
Column 10, formula XXXV, that portion of the formuln
reading

enclose the{

mat 18 not ucsed or

' "r'm*f'd

tion of other applications.

CA patenteé, wl)ether of the w hole or any eectional inter-

est therein.. may, on payment of the fee requxred by law,

‘make disclaimer of any complete claim; stating therein

the extent of his interest in such patent. . Such dis-

Of and it shall thereafter be considered as part
£ the ‘original patent to the: e‘tent of the interest

')o‘z;eeeed hy the dwclmmant and by those clalmmz

under -him.

In lIkP manner any pntentee or app]xc:mt mav dis-
claim or dedicate to the public the entire term, or any
terminal part of the term; of the mtem ;rmnted nr to he
r'ranted ‘

Rule - 221. Statutory discleimer in palcnt. A dxs-
claimer under 35 U.S.C. 253 must identify the patent -
and the’claim or claims which are disclaimed, and be
signed by .the person making the disciaimer. who shall
state therein the extent of his interest in the patent. A
disciaimer mnot a disclaimer of a complete claxm or‘;
claims may be refused recordation. - A notice of the
d.sclaxmer is published in the Official Gazette and at-

- tached to the printed copies of the epecxﬂeatlon In

like manner any patentee or applicant may disclajm
or dedicate to the public the entire term, dr any termi-

nal part of the term. of the patent -vrantod or to be
“Rea rule 21 for fee, o

- The exam:mhon as to formal matters is

the reference done by the Issue and Gazette Branch.

~Terminal disclaimers may affect the prosecu-
They are brought
to the Examiner's attention by the Issue and
GGazette Branch which attaches a label to the
file wrapper and forwards the file containing
them to the Examining Group after having a
title wslrch made, on(lm'smg the paper on the
“Contents™ and otherwise insuring that the pat-
ent, if izsued. will be properh headed.

234.1 Rev. 22, Oct. 1969

claimer shall be in wnting, and recorded in the Patent i




in'the county o
- represents that he is (here
f disclaimant and, if he

claimer
allowane

- “'st‘a,t.utory fee.
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