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130202 R Specification
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1302.04 - 'Examiner's Amendments and Changes ..
1302.04(a)  Title of Invention

1302.04(b)  Cancelation of N
1302.04¢(c) Cancellation of
Invention

| 1302.04(d)

1302.04 (‘e )
1302.04(g) :
- 1302.05

1302.06
1302.07

Prior Foreign
U'se of Retention

doned Compani
Interference Search
Notations on File W
Notations on Drawings and
S(Issuey Slip oo s
, Reference to Assignment Branch
1802.12 = Listing of References . " -
180213 . Signing-
1308 - Notice of Allowance '
1303.01  Amendment Received after Allowance
1303.02  Undelivered et
1303.03 . 'Not Withheld Due to Death of Inventor
1304  Withholding From Tssue of “Secrecy Order”

1304.01 - Amendments After D-10 Notice

1305 - Jurisdiction , =t
1306  Publie Law 680 Cases - ,
1307 Change in Classification of Cases Which are in

Issue : BT o

1308  Withdrawal From Issue ,
1308.01 - ‘Rejection After Allowance
1308.02 For Interference Purposes
1300 . Issue of Patent , ~
1300.01 ~ “Printer Waliting"” Cnses
1300.02 . Protest Against Tssue

1302.08
~ 1302.08
1302.10

1302.11

Case,

1301  Substantially Allowable
Special

When an application is in condition for al-
lowance, except as to matters of form, the case
will be considered special and prompt action

221

1302.01 General

~ aminer to make certain that the whole case
meets all formal requirements and particularly
 that the brief summary of the invention and

‘rected and that the’

t
: scci‘Pe of the patent.

Classification

taken to req
See 710.02(b

~for Issue ,
Review of VVDViSc](’)sure

When" an ‘ppli’cz‘atiyon“is, apparent]y ready fbr
llowance, it should be reviewed by the Ex-

the dese ve matter are confined to the in-
vention to which the allowed claims are di-

guage of the claims
finds clear support or antecedent basis in the
specification.  Neglect to give due attention to
ese matters may lead to confusion as to the

requently the invention as originally d'ey-“ ;
scribed and claimed was of much greater scope

Some or much of the subject matter disclosed
may be entirel{ -outside the bounds of the
claims accepted by the applicant. In such case

the Examiner should require the applicant to

modifv his brief summary of the invention
and restrict his descriptive matter so as to be
in harmony with the claims. However valu-
able for reference purposes the Examiner may
consider the matter which is extraneous to the
claimed invention, patents should be confined

in their disclosures to the respective inventions

patented.  (Rule 71.)  Of course enough back-
ground should be included to make the inven-
tion clearly understandable. See 608.01(d)

~and 608.01(e).

There should be clear support or antecedent
basis in the specification for the terminology
used in the claims. Usually the original claims
follow the nomenclature of the specification;

‘but sometimes in amending the claims or in

adding new claims, applicant employs terms
that do net appear in the specification. This
may result in uncertainty as to the inferpreta-
tion to he given such terms. See 608.01(0).

Where a copending application is referrved to
in the specification, the Examiner should as-
certain whether it has matured into a patent
or become abandoned and that faet or the pat-
ent number added to the specification.

Rev. 18, Oct. 3968

than that defined in the claims as allowed.



1302.01(a)

. The claims should
- by Rule 126, and pa
be given to claims <
claims to see
See 6

that the
nd 608

»

: All p'e".’ ci
must be era; ’

1302.01(a) Fee Exempt Applica

. See 6()7.01 fo ';jyy,checki’ng specificatio
~ assure presence of proper stipulation
- applicant. ' e

1302.02 Regnirement for a Re ritt
~ Specification [R-

Whenever interlineations or cancellations
have been made in the specifica ion or amend-
ments which would lead to confusion and mis-

take, the Examiners should require the entire

ortion of sPeciﬁéation affected to be rewritten

' in 608.01(q).

This letter is used whenever an'amﬂiéation "

under final rejection has been placed in condi-
tion for allowance as a result of a communica-
tion from or an interview with applicant.

The date of the communication or interview
which resulted in the allowance and the name

of the person with whom the interview, if any,

was held should he included in the letter.
Immediately after determining that a POL

297 letter is necessary, the letter should be ef-
fected before preparing the application for

allowance. See Ti4.13.

1302.04 Examiner’s Amendments and

Changes [R-18]

Except by formal amendment duly signed or |

as hereinafter provided, no corrections, era-
sures, or interlineations may be made in the
body of written portions of the s seification
or any other paper filed in the app ication for
patent. (See Rule 121.)

Rev. 18, Oct, 1568

tifv a

" The fact that applicant is entitled under 35
 US.C. 120 to an earlier US..
. date is sometimes _overlooked.
“this possibility, the statement that, “This is a
~ division {continuation, cdntinnation-in-part}',

‘hefore passing the case to issue. See Rule 125

' ‘,1302'03 Statils Letter ; _of;'Al]oWabil’ftyy,. ' 1503.01. Any such statements a

1. Misspelled words.
2, ‘Disagmnlen‘t of a noun
semellt oy

character may b

only when

of 1 ropriety. of
.5 Entry of “now Patent No. —.._"
va patent which has been grante
U.S. application referred to by Serial N
mmatical errors.
‘ improper

oY : appiica,f.ibh,'
other than the ones noted above, or of purely

rammatical nature.

effective filing.
To minimize

of Application Serial No. ., filed ______._." ;
should appear as the first sentence after the ab-
stract except in the case of design applications
where it should appear as set forth in Sec.
pearing else-
where in the specification should be relocated.
The clerk indicates the change for the printer

in the appropriate margin when checking new

applications for matters of form. i
Other obvious informalities in the applica-
tion may be corrected by the Examiner, but
such corrections must be by a formal Exam-
iner's Amendment, signed by the Primary Ex-
aminer, placed in the file, and a copy sent to

~ the applicant. The changes specified in the
~amendment are entered by the clerk in the reg-

ular way. , : S

The amendment or cancellation of claims by
formal Examiner’s Amendment is permitted
when passing an application to issue where
these changes have heen authorized by appli-
cant (or his representative) in a telephone or

personal interview. The Examiner's Amend-

‘ment should indicate that the changes were

authorized, the date and type (personal or

~ telephone) of interview, and with whom it was

held.

A change in the abstract may be made by
Examiner’s Amendment.




: : . , o 1302.0¢
" Where a reference to the parent appi ~ ences will be cited as usual on form PO-892, 8
. in;m'othemimiaimwablékul '  copy of which will be attached to Examiner’s
casy or streamlined ¢ ntinuation case has  Amendment fomPOL-87.
advertently been omitied by the apy the = Where an apxﬁlication is ready for issue ex-
insert the required reference  cept for a slight defect in the drawing not
endment (see §201.11).  involving change in structure, the Examiner

may be made by any per-  wiil note in pencil on the drawing the addition
the Patent Office without ¢ teratior pe made. Héﬁ“!viﬁ; also prepare
Co er of an iendment _indicating the
: send the drawing to the
required correction.

R m‘s 4 a It
. will not be supplied to applicant.

222.1 Rev. 22, Oct. 1069



m errors in synt g.
ner% Amendment

. ,prmter . .
Examiners wxll not can
of an amendment whic gu
“claims and, alternatively, pm'pj
their camel]atlon b\’ '
claims are allowed.

’,1302 05 Correctmn gf'

allowance the Exalmner may. cancelz

ously non-statutory claim such as one
device substantially as shown and described.”

. Applicant should be notified of the cancella-
~ tion of the claxm by an. Emmmers Amend-
ment. - :

Non-Elected Invention

Qee 821.01 and R"l 0'7

',1302.04-(d)

(e Lost in (nterferenee
 Ses1109.02.
'1302.04( e) Cancellauon of Rejected

Claims Following Appeal
See 1214.06, 1215.03, and 1215.04.

1302.04(f) Data of Copending Ap-

plication Referred to
Should Be Brought U p to
Date [R-17]

Where a patent application which is ready
for issue refers by serial number to a .S

\ab*mdmw nt
- should wl made

quires correction of the drawing, the Exam-
“iner, before sendi
should attach thereto a slip indicating that the

1302. 04( e) Cancellatmn of Claims tolj

223

pai:m{.,

v is anﬁwmmd 10 cuter t;lm patent
fom:;l Ex&mm&r " egid* ‘

If the appheatm

chould refer to it bv the ongnml‘

""lmmbersfmd 11 Penumbered in the allowed ap-

Where a case ctherwxse ready for jssue re-

the file to the Draftsman,

case is ready for allowance. Slight defects
m'u be corre-“ted on the Etammers initiative

aminer’s Amendment prepared
Correction of some slight defects may lxe
obnated see GO ’«—“\V.mmg of C orregtxon\ .

'1302 06 Pnor Foreign - Apphcahon
see 901 uw and 202.03. ‘

; , e ,1302 07 Use of Retentmn Labels To
Cancellatmn of Clalmf

~Preserve Abandoned Com-
panion Apphcatlons [R-177

l.uln l;u’n Exsept as provided in Rule 11{h}
abandoned applications are likewise not open to public
inspection, except that if an application referred to in
a4 Fnired States patent is abandoned and is available,
it may be inspected or copies obtained by any person
on written reguest, withowt notice to the applicant.
Abandoned applications may be destroyed after twenty
vears from 1heir fiing date, exceept those to which par-
tiendar attenzinn has been valled and which have lwn
marked for presrvation. Abandoned ﬂm:hmh«ma will
not be returied.

Related apphcamons referred to in patem
specifications are preserved from destruction
by a retentinn label (Form PO-150) which 1s
atfached toihe uutsule of the file wrapper. The

Rev, 17, July 1068




cefoffthéf; &
yrovided.

the allow-

;f,_‘perlod has not expired, make no change
 specification of the allowab apphcmxo

p‘hcatmn is ch
s wheﬂm in his

 appropriate

' e wraj ‘
, n the Prmtmg Office and the

ch, anmmerq ‘should
on’the outside of the

Abandoned
If file has been forwarded ﬁll in la,

: send it to Abandoned Files for attachment to
If not forwarded treat the

. the wrapper.
same as pendmg case. Make 'Exami’n’ers

 Amendment, adding “now abandoned in the :

 allowable apphcatmn
Already patented:

No label is required. Tnsert patent num--

ber in specification if not already present.
Formal Examiner’s Amendment not neces-
sary if this is only r-hange :

In issue: : '
Fill in label.  Make no change in the spem-
fication of the allowable application. = Clip
the label to the Serial Register card of the
case in issue. If case in issne is abandoned or

- is withdrawn from issue, it is returned to the
Group, where the Serial Register card is

pulled. The label is attached at this time.

If case in issue is patented, the label is de-
stroyed when the card is pulled. :

Examiners are reminded that only one re-
Thus, if a retention 2y

tention label is necessary.
label is qlread_y resent, 1t is sufficient to merely
add “et al.” to the Serial Number cited thpre(m

[R-18]

issue, the Examiner makes an “interference
search” and notes the date and class and sub-
classes searched in the file wrapper. To do this,
he inspects all the pending prints and drawings

Rev. 18, Oct, 1968

' ﬁ]e wr appe

tains an abstract when sent to i

~of a claim.

Iy inal or reissued
should be selected.

refully and legibly as possible.
Each numeral shoul
mal point should be shown

, proper pmmon

In all instances where the appl' ation con-

‘will be published in the Offi
In these cases

See 608.01(b). -

‘In applications = containing no
Examiners should ordinarily designate but one

‘claim on each invention to be published in the

~Official Gazette in connection with each orig-
The broadest chxm e

When a plurality of in-

atent.

ventions are clalmed in an application, addi-

‘tional claims fo a maximum of ﬁve may be :

designated for publication.

- Spaces are provided on the file w mpper for i
_identifying data of a prior abandoned applica-

tion for which the instant application is a Sub-

stitute, and for the parent application(s} and
prior foreign application(s) meeting the re-

qmrementq of the Statutes.
“The class and subelass and the name of the
: memer which are written in pencil on the file

wrapper should correspond to the classand sub-

class in which the patent will issue and to the

~‘name of the Iwammer prepqnng the applica-

1302.08 Interferenée Search [R—17]

Assummgi‘ that the case is found reads for
v}

tion for issue.

See 202.02 for notation as to parent or prior
7.5, applieation to be plac pd on file wrapper.
~See 202,03 for notation as to foreign patent
application to be placed on file wrapper.

See 1302.13 for mune of Fxaminer,

corresponding  file.
Pl 03¢ ANY mterfer-
e ¥ am er. 1

distinet and any decx-‘, '
3 a4 .

sue, the abstract
Tazette instead

xaminer should
strike throngh the words “Print claim(s)” on'

“the file wrapper.
abstract,

plication for .




in pencil in the
drawing shoul
717.08,

provided by the Draftsm
which he selects for prin
. Gazette and also the ;
f the case. Ordin ~a single figure is
_selected for printing is figure should be

consistent with the portion of the application to

~ als should fill as much of the space provided as
feasible. e j

figure illustrative c
ing the claimed i 10
selected. “Non y be writter
legend for O.G. Fig. and class and snbc
appears within the margin of the drawing, the
 Examiner, should make the notations outside

The only date entéred on the front of ﬂie,

‘drawings 13 the date of mailing of the Notice
of Allowance, which is done by the Issue and

‘Gazette Branch. Under current practice. the

Clerk of the Examining Group does NOT
~ enter any date when the case is “sent to issue”.
See sections 903.07 and 903.07(b) for notation to
be applied to the Issue Classification Slip
(Form PO-270y. .

To ensure that both copies of the slip do not

should affix the entire unit set to the inside left

in the space marked “cross references”. Tt is
not necessary to remove the carhon paper.

Gazette Branch remove the original for use by
Machine Operations Branch and leave the car-
hon copy in the file for use by the printer.

1302.11 Reference to Assignmen't’

[R-20}

The practice of referring certain applieations
to the Assignment Branch when passing them
to issue is no longer followed since title searches
are automatically made in all applientions after
payment of the issne fee.  Sce section 303,

Branch

al official classification

~ be printed in the Official Gazette. The numer-

 ance, the “final review” clerk will verify that

inadvertence, ' m})ed '
ass

become separated from the file, Examiners
flap of the file wrapper by stapling it at the
upper right hand corner, using one stapleonly -~ .~ , S
- 1302.13 Signing [R-18]
The Allowed Files Unit of the Issue and T

printed or stamped name,

tnent

tation of ‘ [
continuing applications where significant prior
art is often of record in the parént ¢ TInthe
rare instance where no art is cited in a continua-

‘tion application, all the references cited durin%
the prosecution of the parent application will -

-~ be listed at allowance for printing in the patent.
~ See sections 707.05 and~,707.05,(a,%';~; ‘

o application for allow-

prep

there is at least one list of references { PO-892)
in the application.  All lists of references are

 maintained in the center section of the file wrap-
. per with the first being on top. ; Al

Tn the first action after termination of anin-

terference, the Examiner should make of record =

in each agplication all references not already of
record which were pertinent to any motions to
dissolve and which were discussed in the deci-
sion on motion. ' Sl :

In any case, otherwise ready for issue, in
which the erroneous citation has not been for-
mally corrected in an official paper, the Exam-
iner is directed to correct the citation by an
Ex’)aminer’s “Amendment. See section 797.05
(). 2T, <

‘Any new reference cited when the case is in

isste, under the practice of section 130201,
- should be added by way of a PO-892. o

The Primary Examiner and the Assistant
Examiner involved in the allowance of an ap-
plication will print or stamp their names on
the file wrapper in place of their signatures.
Each Examiner shall place his initials after his
A Primary Exam-
iner wha prepares an application for issue him-
self prints or stamps his name and initials the
file wrapper only in the “Primary Examiner”
space. A line should be drawn throngh the
“ fgstetant Examiner” box to make it clear that
the ahsence of a name in the box was not an
aversight.

Rev. 20, Apr. 190



.. cant. The notice fshall"specify a sum, constituting the

ance will not bg,,wi']thheld ‘
ventor if the ‘executor or
_intervened. See section

' The notice of allow
‘due to death of the in
administrator has n

om Issue of “Se-

1304 Withholding Fr
crecy - Order” Cases [R-20]

“Secrecy Order” cases are not sent to issue
even when all of the claims have been allowed.
Instead of mailing an ordinary notice of allow-

~ ance a D-10 Notice is sent.  See section 107.02.

. If the “Secrecy Order” in a case. is ‘with-

drawn after the D-10 notice is mailed, the case

should then be treated like an ordinary appli-

cation in condition for allowance. S

1304.01 Amendments After D10 No-
tice [R-20] .

Forqmen!!ments received after D-10 Notice,
see goction 197.02, ‘ '

1305 Jurisdietion {R-18]

Jurisdietion of the application remains with
the Primary Examiner until the notice of allow-
ance is mailed by the Jssue and Gazette Branch.
ITowever, the Examiner may make Examiner’s

Rev. 20, Apr. 1969 226

- of the applica

in three months thereafter.

to the

seotions 1112.04, 1808, and
hasbeengranted.the Patent
tion concerning it except -
S.C. 251

"Once the pate
- no ac

306 Issue Fee [R-20]
8041 {a) 2. l'?‘pr,‘issuiu'g"eachfol'icinal“or' re- .
‘patent, except in deslign;’gages,f;loo;‘in>nddition.’ o
‘for each page (or portion ‘thereof) of specification
printed, and:$2 for each sheet of drawing.. - :

85 U.B.C. 151. I 1t appears that applicant is entitied
to a patent under '

the law, a written notice of allowance
shall be given or mailed to the appll-

tion

issue fee or a portion thereof, which shall be paid with-

Upon payment of this sum the patent shall issue, but
if payment is not timely made, the application shall be
regarded as abandoned. il

Any remaining balance o
within three months from the sending of a notice there-

£ the issue fee shall be paid

‘of, and. if not paid, the patent shall lapse at the ter-

mination of this 'three-month period. In caiculating the
amount of a remaining balgnce. charges for & page or .
less may be disregarded. - R
/1¢ any payment required by this section is not timely

made, but is submitted with the fee for delayed pay- -
ment within three months after the due date and sufli-

clent cause is shown for the late payment, it may be ;

accepted by the Commissioner as though no abandon-
ment or lapse had ever occurred. G

The Patent Offi
tice of estimating t

ce has discontinued the prac-
he number of printed pages
of specification in advance of srinting. Instead,
a Minimum Issue Fee is due three months from
the date of the Notice of Allowance. The amount
of the Minimum Issue Fee is shown on the No- .
tice of Allowance and consists of $100 plus $10
for the first page of printed specification plus
$2 for each sheet of drawing. S
After the patent is printed, if an additional
fee is required, & Notice of Balance of Tssue Fee

Due will be attached to the patent when mailed.
ithin three months

Failure to pay this balance w ;
from the date of the Notice thereof will result
in lapse of the patent, ' '




feation will not be withdrawn from lssue 00

coount of BBy istake or change of _purpose of the
pplicant, his attorney or his agent, nor for the purpose
inventor to provure & foreign patent,
er reasons except mistake on the part
or because of fraud or filegality in the
or for interference. Express abandon-

ppMcation (rule 138} may not be recog-. -

o
_using a Patent ‘ \
h a fee. A statement, in ment of the & ; 1
ment of the mini nized by the Office unless it §5 actually \
‘ ; plic&nﬂs’ o appmpria;w 0@‘?‘“13 m\‘tim‘e to act thereon befor th i
attorney’s deposit accol v be h date of issue. . o .
. balance of t v will be considered If the applicant wishes to have the case
- sufficient anthoriza o make such a payment. withdrawn from issue, he must petition the
~ The above ioned fees will not beaccepted ©  (Commissioner. Withdrawal is permitted only
from anyone other than the applicant, attorney, - for the reasons stated in the role. For with-
agent.or a party in interest as shown by the rec-  drawal procedure by Examiner see section
ords of the Patent Office. L ‘1308.02. £ ULy e :
- 1308.01

_ Change in Cléssiﬁ@ﬁon of fCaéeé |
[R-20]

Rejection After ,'AlldWﬁnce
Which Are in Issue | , Ll

[R-18] ,
See section 903.07 , A claim noted as allowable shall thereafter
b e B be rejected only with the approval of the Pri-

ithdrawal From Issue [R—20] - mary Examiner. Great care should be exer-
e . e ¢l in authorizing such rejection. See sec- .
ule 313. Withdrawal from issue. After the notice tion 706.04. L Lo
nce of an application is sent, the case will - When a new reference is discovered, which -
ithdrawn from issue except by approval of  obviously is applicable to one or more of the.
’ , and if withdrawn for further action allowed claims 1n an application in issue, and
] Office, a new notice of allowance will where a sufficient portion of the statutory pe-
be sent if the application is again allowed. ~ riod for payment of the issue fee remains, the
" When the issue fee or that portion thereof specified ~ Examiner is authorized to enter a letter in-
in the motice of allowance bas been paid, and the  forming applicant of the proposal of request-
patent to be issued has received its date and number,  ing Wit drawal from issue for the purpose of

of éiloﬁ'va

296.1 Rev. 20, Apr. 1969




addressed to the Grou%éDirgggr, re-
be withdrawn

hat the application be withd
for the purpose of applying the new

' ce This letter should cite the refer-

. \ efly state its applica-

tion. T should be su '
reference and the file wrapper. Upon ap-
yroval of this request, the letter is taken to the

ssue and Gazette :Brahc’h‘ and the application

d “Withdrawn” over the name stamp
ials of theﬂiPrimar'fy,Examiner.‘ It s
Lr

~ awaiting action by the Examiner. e Exam-

that the application has been withdrawn from
issue, citing the new reference, and rejecting the
claims met thereby. = :

The letter is given a paper number and

placed in the file. -

proved. the letter requesting withdrawal from
1308.02 For Int,érfér’énce Purposes
o [R-221 L ‘

It may be necessary to withdraw a case from

ence. For the procedure to be followed see
$81101.01(0) and 1112,04,

1309 Issue of Patent [R-22]

The files of allowed cases (not patented files)
are kept in the Issue and (Gazette Branch, ar-
range ,
Issue fee is paid within the time allowed by
Jaw, the file is given a patent number and date.
The file then goes to the Assignment Branch
for examination ns to assignments after which
it is sent to the Government Printing Office
for printing of the specification. A bond

BUTISY (4 {1 EEE

e submitted with the

turned to the Group from which it came:
ithdrawal from the 1ssue is entered on the -
register, and the application is thus restored to .
its former status as a pending application

iner at once writes a letter in the case stating

If the Examiner’s proposed action 1s not ap-

1ssne shonld not he placed in the file, [R-27]

 issue for reasons connected with an interfer-

in the serinl number order. When the

227

h were nade:sp’éciiﬂ '
e *ial Examining Proce-
dure). i s
. Allowed
vears old

‘that are more than five

t req
nce with a copending
iming the same subject

app! ;
_in'a terminated interference.
. Allowed applications in which the appli-
~cant has filed a request in the nature of a
petition setting forth his reasons for ad-

vancing the printing date. e
. Allowed applications ready for printing
~and not covered by anv of the six preced-
. ing categories. The selection of cases in
~the involved category will be by chrono-
~logical sequence based on the date the issue

~ fee waspaid. ‘ S
To ensure that any

special treatment the Examiners should staple
“on the filed wrapper a tag entitled “Special in
Issue and Gazette Branch.” The special tag,
P0-364, may be obtained from the Group
Clerk. The Examiner shall print directly on the
tag the recitation “In Tssue and Gazette
Branch” and the appropriate printing category
outlined above. The application is then for-
warded to Issue and Gazette Branch in accord-
ance with existing procedures.

- The personnel in Issue and (Gazette Branch

will then set the tagged cases aside and make a

notation on all eopies of the Notice of Allow-
ance to be mailed that further processing of
this application will he “special.” '

In eases falling in category No. 6, the request.
must be filed after the Notice of Allowance has
been “received and no later than the.date the
issue fee is paid. The request must he directed
to the Head of the Issue and Gazette Branch.

35 U.S.0. 153. ' How 1issucd. Patents shall be issued
’ in the name of the United States of America, under the

Rev. 22, Oct." 1969

rer  (including  those

, ; application  falling =~
within the scope of the categories outlined
above and identified by numbers 1 1o 5 recelves -




dmg the head of t,he','i

ave been desxgnated

,,L;;Afterb rmtulxg of the specxﬁcatxon the sroof

ment 1 rmt-

P
i ttansnutted, o m-  gral
called on an attached L

medlate attention
and Gazette Branch

ible, be corrected in

clean red mk and initialed or be corrected bv\

_ers amendment. See section 1307 04.

Rev. 22, Oct. 1069

fter ¢ rrec ecki \',' the ayplmatmn
nd proof should be pmmptly retumed to
ae and Ga te Branch. .

' Dlrector and shal! not be entered i in tha ﬁ}e ag :

the apphcatxon to whxch 1t reférs






