him the patent protect ,
~ titled. The differences of opinion on such mat
fers can be justly resolved only by prescribing
~ and following judicial procedures. - 'Where the
~ differences of opinion concern the denial of
" patent claims because of prior art or material
~ deficiencies in the disclosure set forth in the
 application, the questions thereby raised are
~ 'said to relate to merits, ‘and appeal procedure
" within the Patent Office and to the courts has
long been provided by statute. . .
" The line of demarcation between appealable
matters for the Board of Appeals and petition-
' able matters for the Commissioner of Patents
7 should be carefully observec The Board will
versed . not ordinarily hear a question which it believes el
n of Withdrawn Claims ‘should be decided by the Commissioner, and the
" Examiner Sustained in Whole or in Part  Commissioner will not ordinarily entertain a
ng of Prosecution .~ 'petition where the question presented is an ap-
1215 Withdrawal or Dismissal of Appeal ~ pealable matter. However, since Rule 181(f)
sge1so Withdrawal of Appeal -  states that any petition not filed within two
1215.02 Claims Stanclng fm‘gwf’d ;. : " months from the action complained of may be
1215.03 Partial Withdrawal o e ‘ . i . * i L
121508  Dismissal of Appeal e N ghsm;ssgd; as untimely and since R‘ule 144 states
121505  Case Before the Court - - that petitions from restriction requirements
1216 - ‘Appeals to Courts ' ~must be filed no'later than aﬂppe&i, petitionable '
) matters will rarely be present in 2 case by the

121601 To Court of Cu ’ : , /
121602  Civil Suits “time it is before the Board for a decision.

1214.07

stoms ',an‘d Patent Appeals :

209 ' ; Rev, 23, Jan. 1970



Writ of Certiorarl
28 U.S.C.

| Civil Actlon in District
- Court for the District of

145115 U.S.C. 704}

Rule Jo¢ efp :

| Deeision on
Tecomsideration .|
.30 days to request
y reeonslderaﬁ?m
‘Rale 197(b)
!
Decision by Board
of Appeals

Oral hearing, Rule 194, If ‘
muested in brief, Rule

!

!
{
|

Examiner's Answer filed ! Decision by Commissioner
Erereubly within 30 days of Patents : ‘ i
‘ vle 193 ’ i

: i = T
Petition to Commissioner !
Brief and $50 fee must be of Patents, Rule 181 "'~ i o
filed within two months of i 2}
appeal or within perlod e
for - response to action,
Role 182, 35 U.B.C. 41

Notice of appeal to Board
of Appeals and 850 fee
must be - filed - within
pericd for response to
action, Rule 191

|
g Rejectlon : Requlrement, obfection or

e - @11eged ghuse of dlycretion
Primary Examiner's Final Action

Rev. 23, Jan. 1070 = 210

 who is incapacitated.

of the primary

sher, having the Tequisite ability

er-in-chief for pericds not exceeding : ,

in excess of the maximum scheduled rate provided for
neral Schedule of the .
Classification Act of 1949, as amended. The per annum
_rate of basic compensation of each desigbated ex-
' aminer-in-chief shall be adjusted, at the close of the

positions in grade 16 of t!

_period for which he was designated to act as examiner-

" in-chief, to the per annum rate of basic compensation
“which he would have been receiving at the close of

‘such period if such designation had not been made.
If subsequent to the hearing, but prior to the

_decision, a Board member who heard the case .
* becomes unable to participate in the decision for

some reason, the applicant will be given the
choice of having a rehearing or of having a dif-
ferent Board member substituted for the one

Should a member die or otherwise become un-
available (for example, retirement) to recon-
sider a decision, it is the Board’s practice to have

‘the remaining two Board members reconsider
_ the case. However, if there is disagreement con-

- cerning the position of the Board on reconsider-
_ation, a third member may be designated as a

substitute for the absent member.
1204 Administrative Handling [R-
201 ‘ :

Ex parte appealsto the Board of Appeals,
and all papers relating thereto, are forwarded

directly to the Board for docketing. All ap-

{;egl apers, such as the notice of aypeal, appeal
rief and request for extension of time to file
the brief, are first processed, without the ap-




ri
appeals ¢

insure that a 1 records are current, memo-
is. attached to the file

idum form PO-26
wrapper after the no
It is important tha
romptly. ‘completed a
g‘rroupl the ap h )
tion is reopen
ion is ﬁle

ppeal has been filed.

ppeal 's dlscont

Sub]ect alone to dlhgent prosecutxon by the
apphcant,

'nd advanced out of
turn by ‘

de specia
Co Assistant

memorandum be

an application for patent that once

ed continuation ap-  ti
ed

1 refection {rule 118), mey,

nqutredbylaw.awea! rmmtﬁef' S

rits of the invention my be -equired to be
settled before an appeal can be considered ,

An'a.pphcant dlssa ﬁed with the Prlmary

e second or final rejec-

1to the Boar

anuner ’s rejectmn &

mg 11-, ‘

J peal sign
£ld the

tice of appeal must be ﬁ]ed Wlthm the' L

r response set in the last Office action,

s normally three months. The timely fil-

ing of a first response to a final rejection having
a shortened statutory period for nse 1S
construed as including a request to extend
the period for response an additional month,
even if an extension has been prevmualy

granted, as long as the period for response does

Commlssloner for examination will continue to

be special thmghout its entire course of prose-
_ cution in the Patent Office, including appeal,
if any, to the Board of Appeals.

A petltmn to make a case special after appeal
may be addressed to the Board. However, no
such petition will be granted unless the brief
W has been filed and apphcant has made the same

. type of showing

~under Rule 102 erefore, diligent prosecu-
tion is essential to a fav orable decision on a peti-

' txon to make specm.]

1205 Notice of Appeal [R-23]

5 U080 134. Appeal to the Board of Agpeals. An
applicant for a patent, any of whose claims has been
twice rejected, may appeal from the decisfon of the
primary examiner to the Board of Appeals, having
once paid the fee for such appeal.

Eztract from 35 U.K.C. 41, Patent fees. (a) The

Commissloner shall charge the following !ees,:' 6. On
appeal for the first time from the examiner to the

_not exceed six months from the date of the final

rejection. The additional month may be used to
place the application in condition for allowance,
to appeal or to file a continuing application. See
section 714.13. Failure to place an application

in condition for allowance or to file an ap eal ‘

after final rejection will result in the applica

uired by the Commissioner

211

tion becoming abandoned, even if one or more
claims have been allowed unless claims sug-
gested for interference have been copied.

‘The use of Form 41 for filing a notice of ap-
peal is strongly recommended. This form is
reproduced below. Copies for duplication may
be obtained from the receptionist in the lobby
of Bmldmg 3 in the Patent Office. -

Revised Form 41

No'rxcm or Arreai FRoM THE
T0 THE BoARD OF APPEALS

In re application of :

Sertial No.:

For:

Filed: L

Group Art Unit:

To Commissioner of Patents
Sir:

Rev. 28, Jan. 1070
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NDLED CONCURRENTLY -i'

ference p
 tion provided the Primary Exam
wards the appeal certifies, in a me
be placed in the file, that the subj
the interference does not conflict with the sub-

212, section 1103.

1206 Appesl Brief [R-23] =
Rule 192. Appellant’s brief. (n) The appeliant shall.

“within two menths from the date of tbe appeal, or. -

within the time allowed for response to the action

panied by the requisite fee, of the authorities and
arguments on which he will rely to maintain his appeal,

including a concise explanation of the invention which -

should refer to the drawing by ‘reference characters,
and a copy of the claims involved, at the same time
indicating if he desires an oral hearing. Two extre
coples of the brief are required If an oral hearing 18
requested. The Board of Appeals may, for sufficient
cause shown, extend the time for filing the brief to &
date not later than two months after the original ex-

piration date. Any longer or further extensgion must be -
All requests for ex-

sought from the Commissioner,
tenstons must be filed prior to the expiration of the

period sought to be extended.

Rev. 23, Jan. 1970

 of the af

" by the rules, he may fi
fee, to the Board, requesting up toan additional
one month and givi is T
- quest. The

and contain the address to which the response
- is to be sent. 1f sufficient cause is shown and the
petition is filed prior to
~ Clerk of
~ extension not
"thor:i:f' to*irant subsequent. extensions 1s re-
tained by the

ject matter of the appealed claims. See Rule U

' to the day it would have

" the date for submitting a brief, an interference

appealed from if such time is Tter, file & brief, accom- ‘
is declared, applicant’s brief need not be filed

212

susl period of time in which
‘his brief is two months from the date
. However, Rule 192 alternatively

ermits the brief to be filed ‘within the time &

~ lowed for response ¢o the action appealed fro

if such time is later”. H

1 ¢ that applicant finds that he is
ief within the time allotted

file a petition, without any '
) d giving his reasons for the re-
petition should be filed in duplicate

etition: ; - to the expiration of the
nodssouﬂ:t to be extended (Rule 192), the

‘Board is authorized to grant the
in excess of one month. The au-

; “Assistant Commissioner. Addi-
tional time, in excess of two months, will not be
, the Commissioner, unless
extraordinary circumstance are involved. The -
time extended is added to the last calendar day
of the original period, as opposed to being added
n due when said
last day is a Saturday, Sunday or holiday. =~
Tt after an appeal has been filed, but prior to

until two months after either the non-appeal-
able decision of the Patent Interference Exam-
iner or the expiration of the time for appealing
from the Patent Interference Examiner’s ap-
pealable decision, the decision of the Board of
Patent Interferences or from any subsequent
decision of a reviewing court. If a petition for
reconsideration is filed, there is a 30 day appeal

 Jimit, following the decision on petition. In the
~event that a seasonable petition to the Commis-

sioner is filed with respect to the Patent Inter-
ference Examiner's decision, a 30 day period




, ! > the fact that a brief
ust be filed to preserve applicant’s right to the

ppealed claims, notwithstanding ¢

_ or the lat i
knowledgement;

petition for

of an amendment, ev:

ich the Examiner previously -

ated may place one or
condition for allowan

- amendment, disposes of .

, ,;agpea ;) T e
the receipt of a letter from the Exam-
iner stating that prosecution Is sus- :

nded, without the Examiner either

withdrawing the final rejection from
which appeal has been taken, institut-
ing an interference with the subject

application or suggesting claims for

an interference.

~ Although failure to file the brief within the

- permissible time will result in dismissal of the
~appeal, if any claims stand allowed, the applica-
tion does not become abandoned by the dismis-

sal, but is returned. to the Examiner for his

action on the allowed claims. See section
1215.04. If there are no allowed claims, the case

is abandoned as of the date the brief was due.
If the time for filing a brief has passed and

the application has consequently become aban-

doned, the applicant may petition to revive the
application, as in other cases of abandonment,
and to reinstate the appeal ; if the appeal is dis-
missed, but the application is not abandoned,
the petition would be to reinstate the claims and
the appeal, but a showing equivalent to that in

 ingto an appeal, should indicate
* the Group to which the application is assigned,
“the Appeal number and the Serial number.

' When the brief is received, it is noted on the

218

owever, the additional copiss should be sup- -

plied for every appeal since they are of substan-
the Board, even when the

ial assistance to

or

~ appeal is submitted on brief.

‘sake of convenience, t.he"'a)py of the

. claims involved should be double spaced.

The brief, as well as eVeEy,:Othexggapet ;:llat; ,’ i
icate the number of

Board’s records and then forwarded to the
Group where it is entered in the file, and re-
fe'rres to the Examiner. If the Examiner con-

‘siders the brief to be defective under Rule 192,
“he may (1) point out the defect in his Exam-
~iner’s answer or (2) if a bona fide attempt has =
 been made to file a proper brief, he may write =

-~ a letter to the applicant noti?ing him that
“he has 1 month to correct the d &
~ a supplemental brief. If the applicant fails to
~ correct the brief within the 1 month period, the

efect by filing

Examiner will write his answer and indicate
‘the defect. All such letters must be approved by

the Group Director.

" The mere filing of any pnﬁef whutevef'ég-
titled as a brief cannot necessarily be considered

a compliance with Rule 192. The Rule requires
that the brief must set forth the authorities and

~ arguments relied upon and to the extent that it

fails to do so with respect to any ground of

rejection, the appeal as to that ground must be .
~ dismissed. It is essential that the Board of Ap-

peals should be provided with a brief fully stat-

_ing the position of the apﬁlicant with respect to

each issue involved in the appeal so that no
search of the record is required in order to deter-

Rev. 28, Jan. 1970



ing of the : _be incorporated 1
itless or would work xaminer’'s Answer without ezpress ap-
5 11 ' proval % each case by the Group Director. See
section 1005. See section 714.13 for procedure
on handling amendments filed after final action
and before appeal. A e i '

~ Appeal [R-23] ' 1208 Examiner’s Answer [R-23]
To expedite the resolution of cases under final Rule 193. Ezaminer's answer. (a) The primary ex-
iection, an amendment filed at any time after ~ aminer may, within such time as Way be directed by
final rejection but before an a;%fealf,brief isfiled,  the Commissicner, fornish a written statement in. ‘
may be entered upon or after filing of an appeal answer to the appeliant’s brief including such explana-
provided the total offect. of the amendment is  tlon of the invention claimed and of the references and
to (1) remove issues from appeal, and/or (2) grounds of rejection as may he necessary, supplying &
adopt Examiner suggestions. Of course, if the  copy to the appeilant. It the primary examiner shall
amendment necessitates a new search, raises the  find that the appeal Is not regular in form or does not
issue of new matter, presents additional claims relate to an appealable action, he shall sc state and 2 o
without,:canc’elling' a ffcm-resl)onding” number of  petition from such decision may be taken to the Com- e
, finally rejected claims, or otherwise introduces ‘missioner as provided in rule 8. i
. npew issues, it will not be entered. Examiners ~ (b) Theappellant may file a reply brief directed only
must respond to all non-entered amendments  to such new points of argument as may be raised in the
after final rejection, and indicate the status of  examiner's answer, within twenty days from the date
each claim of record or propaSed, inc]udingﬂm ~of such answer. However, if the examiner's answer
designation of claims that would be entered on  States a new ground of rejection appellant may file e
the Aling of an appeal if filed in a separate  a reply thereto within two months from the date of
paper. It should be noted that an amendment such answer; such reply may include any amendment
Flacing a case in condition for allowance will  or material appropriate to the new ground. G
§.5

enterable by the Examiner at any stage priot ' A PPEAL CONFmNCE

AmendmentFllequh or After

to forwarding the answer on appeal. Except : , .
Appealed cases in which the brief has been

where an amendment merely cancels claims ,
and/or ndopts Examiner suggestions, removes filed should be reviewed by conference in the

Rev. 23, Jan. 1970 o o4




w:th hlm

, the Primary Exum« -

rgunwnts of the other

Examine ut it is his respoasibility to make

the fina! decision. During the conference, con-

. sideration shouid be given to the pessibility of

~ dropping cumulative art rejections and elimi-

214.1

o ‘natmg te ch ml re;ectmns of dou'btfal \a!m

Rev. 21, July 1969



_ copy of the claims.

allegaﬁ its in brief and
. should call attention to any errors in applicant’s

, of the ¢ ounds of rejection not
~argued in the Exam s Answer are usually
treated as having been dro ut 1
 sidered by the Board if it desires todoso. The

Examiner skould treat affidavits, declarations -

or exhibits in accordance with Rule 195, report-
ing his conclusions only on those admitted. Any

davits or declarations in the application
swearing behind a patent should be clearly
identified by the Examiner as bein considered
under either Rule 131 or 204. The distinction is
important since the Board of Appeals will usu-

ally consider holdings on Rule 131 affidavits or

declarations but not on Rule 204 affidavits or

declarations.

If the Brief fails to respond to any or all  porate
i Iéo ., Of course, if the Examiner feels that some
 further explanation of the rejection is necessary
_he should include it in the answer but ordinarily ;

_he may avoid another recital of the issues and

grounds of rejection advanced by the Examiner,

the Examiner should simply inform the Board
of Appeals of this fact in his Answer and s;miﬁ{ -

the particular claims affected. Since such lack
of response to any ground of rejection will re-
sult in dismissal of the appeal as to the claims

affected, the claims involved need not be treated

further by the Examiner in his answer. A dis-

missal of the appeal will result if all the claims
' T

“the Examiner’s Answer required

d, but may be con-

umstances for purpose
es coming before the Boart
’demﬁthzd conta

ition super-
on con

Such a sit
‘clear exactly

not hat the
te position is. = Gt

Examiner’s ul

In view of the complete and
development of the issues at the time of final
rejection it is possible to save time in preparing
, : by Rule 193
aking the following steps: = T

‘statement of the grounds of rejection
merely by reference to the final rejection (or a
single other action on which it is based. Sec-
tion 706.07). Only those statements of gmunds o
of rejection as appear in single prior action may
be incorporated by reference. An Examiner’s

 Answer should not refer, either directly or in-

directly, to more than one prior Office action.

‘Statements of grounds of rejection a’gg‘earing i
! § ed single

prior action should be guoted in the answer. The

' page and parsgraph o the final action or other

in actions other than the aforementi

single prior action which it is desired to incor-
‘reference should be explicitly identi-

another elaboration of the grounds of rejection.

. The answer should also include any necessary .

rebutal of arguments presented in the appli-

cant’sbrief if the final action does not adequately

meet the arguments. :

 Rev. 28, Jan. 19‘!0

, difficulties for the



substantially the sa
in other appealed a

been prewously?:decidped by the Board, a memo- .
should be prepared for the Board of
A ng this fact and identifying the '

The memorandum should
bearing the notation

~ randum

"be sealed in an envelo

“CONFIDENTIAL—Board of Appeals” as

well as the name of the a%plicant and the Appeal

 No. and forwarded to t .

the time the Examiner’s Answer is mailed. |

~ When files are forwarded, soft copies and

prints of references fastened therein should not
disturbed. : e .

Director, the Examiner’s Answer s

A form suitable for the gaminer’s Answer
_ is as follows: G
o ~ IN rE APPLICATION OF |
Ser, No. - Before the Board of Appeals
' Appeal No. ccoveee

Rev. 23, Jan. 1970

tion for a clear e

e Board separately at

If an Examiner’s Answer is believed to con- ok 10501 ().
~ tain a new interpretation or application of the
existing patent law, the Examiner’s Answer,
~ application file and an explanatory memoran-
dum should be forwarded to the Group Director -
for consideration. If approved by the Group
, Kould be for-
warded to the Office of the Assistant Commis-
- gioner for Patent Examininiz:forﬁnal approval.

involved in

grounds of rejection.”

rejection or single prior ac- :
Josition of the rejection. If

PoS; ;
‘necessary, description and ‘explanation of the
alleged invention and references to present the
Examiner’s case properly. If pertinent,include
" a statement that this is'a new ground of rejec-

tion.
Res

section 1208.01. B e G
‘For case having 'patent:abfili’ty report see

‘New ;R,eféfence‘,\ Ne'w Objec- -
- tion or New Ground of Re-

. jectionm in Examiner?s?"Answcr e

[R-201

At the time of prepnﬁng,his,fahév#er:fo an

i a}(l:peal brief, the Examiner may decide that he
8

ould cite a new reference, raise a new objec-
tion, or apply a new ground of rejection (new

reference, double patenting, statutory bar or

other reason for rejection) against some or all

" of the appealed claims. The Group Director’s

approval must be obtained prior to writing the
Answer for any new reference or new ground

of rejection or objection incorporated in the

Examiner’s Aﬁswer.

. nseto the allegations and argximyen‘ts m o
the brief not already met by the final rejection.
"If a new ground of rejection is ropised, see



mmm i . ;,Imol,

 After prior appronl‘kbkf theGrou Director  mary Exam}nef?ﬁ desk. Those should then be

_ is obtained, all Answers citing new references or brought to the attention of the Director for his

containing new grounds of rejection or oblgec- review and approval. The Director will stamp
Pri-

tion must be routed over the Supervisory “approv,ed’,’on the file copy of the Answer only ‘

216.1 Rev. 28, Jan. 1970



Whe
n the swer, the
' ixty days within W

a reply. The applicant's rep
e new ground of rojection is con-
. inclu mendment or mate-
G . : , : ‘ ; yund. The Board
~ Answer, depending on ‘circumstances. . of Appea ts discretion may remand the
The hoice of action to be forlowed Wb\ BEpL s e Examiner to consider such amend-
factors as the history of the prosecution, arial. In the event of remand. con-
affected, the importance  sideratio “be limited fo amendments and

tion, the sig " facts pertinent to the new ground of rejection.
nd the nature i ; re new points of argument ‘have been
'For example, If the ref- 1 the Examiner's answer, applicant may

£ within twenty days

Iy better in meeting
tion | such answer. Applicants shou arl
and speci dicate in their reply briefs thy
~ament “raised in the exam
ich said reply briefs are
) does not_permit ne:
atement made 1 ‘
iner’s answer; € nsequentl
iz not restricted to an 2w, X
be refused consideration in [R-211

approved proc e, if the new  1208.02 Withdrawal of Final Rejec-
round of reject: p ‘any claim stand- L ,
ing allowed the pros cution should be reopened. : tion [R-20]

1t is important that the new ground with re- The Examiner may withdraw the final re-
gard to which the Group Director has been  jection at any time prior to the mailing of the
consulted be clearly indicated as such so that  Examiner’s Answer. It is possible that after
the Board of Appeals can readily identify those reading the brief. the Examiner may be con-
applications where the applicant is entitled toa  vinced that some or all of the finally rejected
period of sixty days for reply. Any new :e{er - jaims are allowable. Where he is of the opinion
ence should be cited under the capflon “New that some of the claims are allowable he should
so specify in the Examiner’s Answer and confine

Reference( s).h o : -y
Likewise when a ground of rejection not in+ s arguments to the remaining ré{fected claims.

vplvipg a neW“‘]i‘efgrenge_is{;jaised fOY the first [ he finds, upon reconsideration, that all the re-
time in the Answer after consultation with the ' jected claims are allowable, or where the ap-
Group Director the fact that it is a new ground  plicant in his brief withdraws the appeal as

be clearly indicated, thus: THIS IS A t6 some of the rejected claims and the Exam-

shoulc |

NEW GRQU ND OF REJ ECTION, or some iper finds the remaining claims to be allowable.

equivalent stafement. . S  he should notify the Board of this fact so that
The Examiner’s Answer which includes a2  the appeal may be removed from the records.

new ground of rejection should conclude with  Moreover, the Board should be notified when-
the following paragraph: . Coi _ever the application is withdrawn from ap-
“In view of the new ground of rejection . peal under any circumstance. See sections
applicant has sixty days within which he may 708.07 (¢) to T06.07 ().
file a reply to this Answer. Such reply may In applications where an interference has re-
include any amendment. or material appro-  sulted from the applicant copying claims from
priate to the new ground and may request the patent which provided the basis for final re-

. 217 Rev. 21, July 1969




made by ap-
ed for consi
i deci

y. Although

he Bo: rd, th / out prou ractice, honors re-
auests incinded sl ppeal, the rules
’ | rief and this

require inclusion the br
~would appear to

_ in due course after the mailing of the Exam-

 iner’s Answer, with appropriate delay where

 additional time has been given for the filing of

a reply brief. If applicant fails to confirm

within the stated time (14 days), the appeal is

. on brief in due course. S

Since failure to notify the Board of waiver of
hearing in advance of the assigned date results
in a waste of the Board's resources, applicant
should inform the Board of a change in plans at
the earliest possible opportunity.

" If the time set in the notice conflicts with
~ prior commitments or if subsequent events make

‘appearance impossible, the hearing may be re- .
scheduled on written request. However, post-

ponements are discouraged and will not t
granted in the absence of convincing reasons 1n
support of the requested change.

f applicant has any specia rm}uest, such as
for a particular date or day of the week, this

will be taken into consideration in setting the
cases, if made known to the Board in advance,

as long as such request does not unduly delay

a decision in the case. _
The arguments at the hearing may be pre-
sented by applicant’s attorney or agent if he 18

Rev. 21, July 1060

~ theca

- nology. The time of a hearing may be obtained =

by the Examiners by telephoning the Board of

o be the best procedure to follow.

A notice of hearing, stating the date, the time
and the docket, is forwarded to the applicant

removed from the hearing docket and assigned =
imilarly, after con-
firmation, if no appearance is made at the sched-
uled hearing, the appeal is decided on brief.

:rmitted to present

applicant has been granted
fter the applicant has ma

s forth his position

ect to the issues and rejections of
>plicant may utilize any allotted time
e initial presentation for rebuttal.

,up to two Examiners are permitted

- Appeals about one month after the Examiner’s

Answer, is forwarded. The time should be

if any change has been mad

“checked a few days prior to the hearing to see '

11210 Actions Subsequent to Examin-

~ er’s Answer but Before Board’s
* Decision [R—_20] "

JorspicTioN oF Boaro

~ TUpon mailing of the Examiner’s answer on

appeal, jurisdiction of the case with respect to
the appeal rests exclusively with the Board of

Appeals.  Any amendment, affidavit, or other

Eaper relating to the appeal, filed thereafter

ut prior to the decision of the Board, may be
considered by the Examiner only in the event

the case is remanded to him by the Board for
that purpose. . ‘

Divioep JURISDICTION '

| Where appeal is taken from the final ‘i'ejec-, s

tion of one or more copied claims only, jurisdic-
tion of the rest of the case remains with the Ex-
aminer, and proseci:tion of the remaining claims
may proceed as though the entire case was un-
der his jurisdiction. Also, where the Exam-
iner certifies in writing that there is no conflict
of subject matter, an appeal to the Board of
Appeal may proceed concurrently with an
interference. :

rd of Appealsin

to attend any one hearing as observers, where
se is related to the Examiners’ field of tech- -




218.1

posmvely declded
pplicatior. ‘contain
 decision. Failure
s, gence in this mat
the ~ refusing an _other
they have '

its decxslon

 Rev. 21, July 1669



‘ : ' pr .
,ndment, aﬁidemt o other paper may
« ‘ nsideration as the

Such ap amend-
193{b), will be

amendment afte

; ailing of th ‘
_be considered for entry only i Pp!
malkes the necessary show lmder Rule 195 as

~ to why they were not earlier presented. Au-
~ thority from the Board is not necessary to con-
sider such affidavits. Affidavits filed as a first
response to a final rejection and prio
of appeal should be entered and eons1dered
without a showing as to why they were not filed
earlier. Affidavits filed as a second response to
- a final rejection and prior to a notice of appeal
- should be entered and considered only if accom-
“panied by a proper showmg under Rule 116 (b).
See section 714.13.
~In the case of affidavits filed after the mail-

is without authority to consider the same in the
absence of a remand by the Board. When &
case is remanded to the Examiner for the con-
51derat10n of such affidavits, the Examiner, after
having given such consideration as the facts in
the case require, will return the case to the Board
of Appeals with his Answer on Remand, a copy
of w wh should be forwarded to the upphcant
If such an affidavit is not accompanied by the
showing required under Rule 193, the Examiner
will not consider its merits. 1f the delay in fil-
ing such affidavit is satisfactorily explained, the
Examiner will admit the same and consider its
merits. If this affidavit is accepted as overcom-
ing the reference, or references, used in the final
rejection, and a new reference having a filing

398-817 O - 6% - %

~ Such suspension of action, postponing consid-

~mg of the Examiner’s Answer, the Examiner ;
~ means for avoiding res ]udxcata while relitigat-

_ another applicatior.

“cation at any time prior to the mailing o

219
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‘the Board to wmnnd'
ion with a reque&
decision. Affidavits

(r) T eABoard of Appeals in its decislon.
or reverse ‘the decision of the primary e;- ;

,mineronthatdam.excemasmw '
cifically reversed. =

After consideration of the record mcludmg i

;ag)phcant s Brief and the Examiner’'s Answer,

Board writes its decision, affirming the
" Examiner in whole or in part, or reversing his
 decision, sometimes also settmg forth a new

ground of rejection. = :
On occasion the Board of Appeals has refused

‘to consider an appeal until after the conclu-

sion of a pending civil action or appeal to the
C.C.P.A. involving issues identical with and/or
similar to those presented in the later a,ppefx]

eration of the appeal until the Board has the
benetit of a court decision which may be deter-

ogmzed as sound practlce An # plicant is not
entitled, after obtaining a final g ecision by the
Patent Office on an issue in a case, to utilize the
prolonged pendency of a court proceeding as a

ing the same, or substantially the same leeue in

. An applicant may request that the demsmn
be thhfxe]d to permit the refiling of the a})p;;
the
decision. Up to 30 days may be granted, al-
though the time is usually limited as much as
po»sxble The Board will be more prone to enter-
tain the applicant’s request where the request is
filed early, obviating the necessity for an oral
hearing or even for the setting of the oral hear-
ing date. 1f the case has already been set for oral
hearing, the petition should include a request
to vacate the hearing date, not to postpone it.
In a situation where a withdrawal of the ap-
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minative of the issues involved, has been rec-



tes &
, the applicant, if he elects to pro-
ee( ore the Examiner, must take such
- actl ithin the period for response set in the
Board’s decision, which may not exceed six
ionths from the Board’s decision. See In re ap-
plication filed July 13, 1950 at 693 O.G. 136:
1955 C.D. 3. A shortened period for response
! e Oif thirty days ordinarily is set in the Board’s
Applicant’s ri o amend in _decision. e
 with the recommendation may only od  The applicant may amend the claims in-
within the period allowed for seeking cour **“oived-,or;ﬂvbstltgge n:(iwglmgst%avgd;%e G
evie inarilv sixty day m the date ‘art ~or reasons adauc ‘tne board. X :
rdinarily sixty days from the date of - o Tp ries, 1904 C.D. U55; 110 O.G. 59,
~ Such amended or new claims must be directed
to the same subject matter as the appealed
Board [R-20] e  claims, Ex parte Comstock, 1923 C.D. 82;
Board of Appeals decisions may be published a7 OG 4.0 e L
_in the Patent Office Official Gazetic, if requested gument without amendment of the claims
by the Board or Gr e event that the cted can result only in a final rejection .
. icatior ‘hecc ‘ applicant’s. the claims, since the Ex er is without
n.  authority to allow the claims nless amended

ision by |

_or unless the rejection is overcome by a show-
ing of facts not before the Board. The new
ground of rejection raised by the Board does
not reopen the prosecution except as to that
_subject matter to which the new rejection was
applied. : Donae

Eztract from Rule 196. . Decisions by the Board of g
Appeals . ., (b) Should the RBoard -of Appeals have
kuowledge of any grounds not janvolved in the appeal -

Rev. 20, Apr. 1965




: "'kceseors search. L(}f,:eou
- has specific knowledge of the existence of a

121406

::credxt to his prede— '
if the Exsminer

. particular reference which obvicusly meets

(a) After decision by the ]
shall be returned to tbe pr

the applicant’s right of appeal
further action by the applicant
aminer, as the condltion of.t
carry into effect the, d ecision :

After an appeal to th
. been decided, a copy of the decision is mailed
- tothe apphcant and the origin aced in the
_file. The Clerk of the Board '

on the file wrapper and in the record of appeals,
~and then forwards the file to the anary Ex-

aminer through the pﬂice of the Group Director -

 immediately 1f th
after 30 days 1f th

1214 03 Rehearm and Reconsndera-

xammer 1s reversed, and

Under Rule 197 y request or
rehearing or reconsideration, or modification of
the decision, must be filed within thirty days

that decision is so modified as to become, in

peals 80 states,

~ “No petition for reheamn or reconsideration
.~ filed outside the time specified shall operate to
extend the period of sixty days” for appeal to
the U.S. Court of Customs and Patent Appeals

g limit of Rule 304, Eckey v. Watson, 122
USPQ 35; 1959 C.D. 119. In such a petition an
adequate showmg under Ruie 183 is demanded.

Any soft copies in the file wrapper should
not be removed until the period of reconsxdera-
tion expires.

1214.04 Examiner Reversed [R—20]

A complete reversal of the Examiner’s re-
Le(tmn brings the case up for immediate action
y the Examiner,
The Examiner should never regard such a
reversal as a challenge to make &« new search to

als has ‘Exami

ition for

from the date of the original decision, unless -

effect, a new decision, and the Board of Ap-

or for commencing a civil action, Rule 304. The
( ‘ommissioner may suspend or waive the sixty

220.1

terms of any of the appealed clzims as
- which the Exummer was revermd, he should

be requested to authorize the reopemng of pros-
ecutlon under Rule 198 for the purpoee of
bermg the new rejec 10 ey L

appea laims, and the Board reverses the
r on the remaining appealed claims,
treated as an authorization
It is not nec-

the withdrawal is
to cancel the w:thdmwn claims.

~essary. to notify the applicant of the cancel-

latxon of the w1thdrawn claims.

1214 06 Exammer Sustained in Whole
or in Part {R-20] ,

Eztract from Rule 197, Action Jollowing decision .
. {(¢) When an appesal is or stands dismissed, or
when the time for appeal te the court or review by
civil action (rule 304) has expired and no such appeal
or civil action has been filed, proceedings in the ap-
plication are considered terminated as of the dismissal

" or expiration date except In those applicatiorns in which
claims stand allowed or in which the nature of the .-

decision requires further action by the examiner. If

‘an appeal to the court or a civil action has been filed,
" proceedings in the application are similarly considered

terminated when the appeal or civil action is terml
nated. - g : ,

If the Examiner was sustamed either in
whole or in part, it is improper to notify ap- -
plicant of the status of the case unless asked
to do so. See Ex parte Buchenberg 1924 CD
553327 0.G. 216. :

The time for seeking review of a dec1s10n of
the Board of Appeals by the C.C.P.A. or the
District Court is the same for both tribunals,
that is, sixty days, or sixty days with the ex-
tension provided by Rule 804 in the event a peti-
tion for reconsideration or rehearing is sea-
sonably filed before the Board, or as extended
by the Commissioner. See section 1214.03.
When the time for seeking court review (plus
two weeks to allow for information as to the
filing of an appeal or civil action, if any, to

Rev. 20, Apr. 1969

'apph(mnt withdraws some of thef':y'yf‘" ‘



reach the Examiner) hns passe

 review being sought, the Sxaminer m
up the of - consideration

ation are terminated

ate of the exp
sidered as pending. It is . stam
ed and sent to t ne Ped

g applt

drawn thror
the notation “Board
margin in red ink.

ted matters of form Whicﬁ Cahhot

ithout written correspondence re-

7 the case, the Examiner should take ap-
__ propriate action but Emsecution is otherwise
" closed. A letter such as the following i
Suggested: ’ . : ‘ ‘ ’
“Tn view of the fact that the perioc
ing court review of the decision
of lf‘:e\dppeals rendered (date o !
ired and no further action h

by applicant, the proceedings as
~ c]a,m,ls are considered terminate

Ihe application will be pasééd to issue on

vided the following formal matter(s) is (are)
promptly corrected. Prosecution is otherwise
- closed.” S

~ (Set out formal matter(s) requiring cor-
rection.) '
(Set a thirty day

for response.) e
C. Claims require action. If the decision of

Shortened Statutbfy Period

a reversal of a rejection that brings certain
claims up for action on the merits, such as a
decision allowing generic claims in a case con-
_ taining claims to nonelected species not pre-
viously acted upon, the Examiner wiil take the
case up for appropriate action on the matters
thus brought up, but the case is not considered
open to further prosecution except as to such
matters. : i

D. Rule 196(b) rejection. Where the Board
makes a new rejection under Rule 196(b) and
no action is taken with reference thereto by the
applicant within six months, or such shortened
period as may be set in the Board's decigion.
" the Examiner should proceed in the manner

indicated for situations A, B, or C, depending

Rev. 20, Apr. 1969

_courts until 30 days after the decision on re-
. to consider .

. ® o ation of the time for ﬁlmgcourt
action. The application is no longer con-

claims (identify) which stand allowed pro- aminer in the event no court

the Board is an affirmance in part and includes

od for appeal to the

. to allow time for the Examiner
v amendments and/or evidence
offered to traverse the new ground of rejection.
commendation. Where
endation under R
no action is taken with reference
jeant within the time (fe-
riew, ordinarily sixty days.

manner indicated for sit-
which 1s ap-

tice under situations A, B, C is.
he practice after a decision of the
court: ou d insection 121604~ .
In view of the above practice, Examiners
must be very careful that applications ~which
come back from the Board o “Appeals are not
overlooked because every case, except those in
which all claims stand rejected ' after the
Board’s decision, is up for action by the Ex-
review has been
sought. Conse%;lently, when a file is received
after decision by the Board of Appeals, it
must be examined and appropriate precautions
taken to indicate the presence of allowed
claims, if any. This may be done by Writing
the notation “Allowed Claims™ on “Contents”
of file wrapper immediately below endorsement
“PDecision gy Board”. i
See sections 1216.01 and 1216.02 for proce-
dure where court review is sought. =

1214.07 Reopening of Prosecution

Rule 198. Reopening after decision. Cases which

have been decided by the Board of Appeals will not be

reopened or reconsidered by the primary examiner, ex-
cept under the provisions of rule 196, without the writ-
ten authority of the Commissioner, and then only for
the consideration of matters not already adjudicated,
sufficient cause being shown.

Sometimes an amendment is filed after the
Board’s decision which does not carry into ef-
fect any recommendation made by the Board
and which presents a new or amended claim or
claims. In view of the fact that the prosecu-
tion of the case is definitely closed. the appli-

220.2

the decision, the Examiner




certain cases in which an applicant has sought
review under 85 U.S.C. 141 or 145. This proce-

dure is restricted to cases which 'have*beeﬁ;de-, ~

cided by the Board of Appeals an
- amendable to settlement without th
_ going forward with the court procee
_ petitions will ordinarily be granted
ollowing categories of cases:

1. When the decision of the Boa

f‘;Appea'Is

asserts that the rejection of the c15;inisi5 proper

because the claims do not include a disclosed
limitation or because they suffer from some
other curable defect, and the decision reason-

ably is sﬂgfés‘ti’ve that claims including the lim-

itation or devoid of the defect will be allowable;

2. When the decision of the Board of Appeals

because the recor o
- specified character, and is reasonably

sugges-
tive that if such evidence were presente(f the

- appealed claims would be allowable, and it is
 demonstrated that such evidence presently
exists and can be offered;or .
3. When the decision of the Board of Ap-
peals is based on 4 practice, rule, law, or judicial
recedent which, since the Board’s decision, has
n rescinded, repealed, or overruled.
Any such petition must be accompanied by
“the pro amendment, evidence, or argu-
ment said to justify allowance of the claims.
The petition further must point out how the
case falls within one of the preceding cate-
gories, Failure to do so or failure of the case to
qualify as coming within one of the categories

220.3

1215
121501 Wi

*  Where, after appeal has been , G
fore decision by the Board of Apgmls, -
the period

ef in cases in which revi

der 35 U.S

35 USC. 141,

vill be takentc

er act

oo T B
appropriate. In the case
i

.C. 145, steps willbe

nissal ‘of the action

Withdrawal or Dismissal of Ap

thdrawal of Appeal [R-

flled and
applicant withdraws his appeal after

the application is to be considered abandoned as
of the date on which the apgea,l' was with-
drawn unless there are allowed claims in the

- Where d;letterhbandbhih' the ap lication is

- filed in accordance with Rule 138, the effective
date of abandonment is the date of filing of
‘ DOArd orx . . such letter. e Lo
- asserts that the rejection of the claims is proper
r({ does not include evidence of

1f o brief has been filed within the time per-

mitted by Rule 192 {or any extension thereof} '
and an Answer mailed and applicant withdraws -
-the appeal, the case is return ‘

to the Examiner.
If there are no allowed claims in the case, the
Examiner writes a letter of abandonment.

1215.02 Claims Standing Allowed
[R-20]

If the application contains allowed claims,
as well as claims on appeal, the withdrawal of

the appeal does not operate as an abandon-
ment of the application, but is considered a

withdrawal of the appeal as to those claims and
authority to the Examiner to cancel the same.
An amendment canceling the appealed claims is
equivalent to a withdrawal of the appeal.

Rev. 23, Jan. 1970

for response to the final rejection has expired,



ppeals notlfy' . the apphamt that
ands J [

o ecessary. If claims stand allowed in the ap
f and conse-

! ‘ the fallute to ﬁ] a

as a mthdrawal of the appeal ‘and of any
claim not standing allowed. The application
should be d to issue forthwith when the

file is received from the Board of Appeals.

However, if formal matters remain to be at-

tended to, the Examiner shonld take appropri- -

ate action on such matters, settmg a shortened
period for reply, but the application is to be

con51dered closed to further prosecution except

as to such matters. Note section 1201.
A letter such as the following is suggested:
“In view of applicant’s failure to file a brief
within the time prescribed by. Rule 192, the
appeal stands dismissed and ‘the proceedings
as to the rejected claims are considered termi-
nated; see Rule 197, third paragraph.
“This apphcatlon will be passed to issue on
claims (identify) which stand allowed pro-
vided the followmg formal matter(s) is (are)
corrected. Prosecution is otherwise closed.”
(Set out formal matter(s) reqmmng cor-
rection.)
(Set a thirty day Shortened Statutory Permd

for response. )

1215.05 cgse Before the ‘com [R-
20]

When the case is before the court either on

appeal, 35 11.S.C. 141, or in a civil action under

35 U.S.C. 145, the st status of the application in
the event of a dismissal must be determined
according to the circumstances leading to the
dismissal. In no event will the application be

Rev. 23, Jan. 1970

- after isspeeiﬁedinsscsc 141,

. ings on sach peﬁtie.m shall operate to extend the peﬂod
. of sixty days heremxbove provided The times specified

herein are calendar days. If the last day of the time
speclﬂed for appeal or commenclng a civnl aetion faills

oon ‘a Saturday, 8
“extended to the n
- Sunday nor a holl
terence has taken

" filed notice under 35 U.S.C. 141 that he elects to have.

all further proceedings condueted under 35 tf 8.C..146

Files of cases carried to the'courts either by

'k appeal to the Court of Customs and Patent

Appeals or by civil action in the District Court
for the District of Columbia, are not opened
by the Patent Office to the public. = ~

_ During the pendency of a suit the application
is not under tf\ee jurisdiction of ‘the Examiner:
and any amendment, as one copying claims from
a patent for interference purposes, can be ad-
mltted only under the provzsxons of Rule 198.

1216.01 To Court of Customs and Pat-
ent Appea]s [R-20]

Rule 301 A ppeal to T.5. Court of Custome and Pateﬂt
Appeals. Any applicant dissatisfied with the decision
of the Board of Appeals, and any party to an inter-
ference dissatisfied with the decision of the Board of
Patent Interferences, may appeal to the U.8. Court
of Customs and Patent Appeals. The appellant must
take the following steps in such an appeal: (a) In the
P'atent Office give notice: to the Commissioner and file
the reasons of appeal {see rules 302 and 304) ; (b) in
the court, file a petition of appeal and a certified tran-
script of the record within a specified time after filing
the reasons of aty')peal,,nnd pay the fee for appeal, as
provided by the rules of the court. The transcript will
he transmitted to the Court by the Patent Office on
order of and at the expense of the appellant.

2204




~ place of the hear
parties thereto. The
the ‘court certiﬂ

aparte case the Commis-

ounds of the 5

the poi/nte :
 BUS.

Upon its détér
(‘ommiwiuner a
( )ﬂiw an(l gm ern the furthet proc ee(lings be ¢

Rulc 302. Notice and rca.mns of appeal (1 a Wh

appeal i3 taken w the U 1
“Appeals, the appeuam shnll gh

(‘ommis‘mmer, uml file in the Patent Oﬂice w ithin the,‘ !
easons of appeal specif-,

Ifan nppl ican
of the Board of J beuls and’ desires to
said decision re Hewed on the record, he must

‘220 b

fsmn on the, ppealed claims.

‘the court shall return to the :
te of ‘its pmceedlngs and deelo, :

: ylect som
by the Patent Office marks the conclusion of the

i but un]ess

C " Where
ehearmg, the

Ys the Clerk of the Court forwar ds o" '
certified copy of the Court’s d
‘ This copy is
of the uncertlﬁed copy ﬁrst: i

h fmg”or, passxbly, altered to CO)
nor error. . The receipt of this copy
appeal. ecision of the Court is publxshed 40
pphmtmn becomes a paten
ven access to the application: ‘ﬁle‘

: mself s

l)e( omes record it may of

e nspectod the
45 CCPA 7015 11 UhPQ 140. i
3! rtified copy of the

: Cnurt’q decmon in the a,ppllcatlon file' and
~ returns it to the Primary Examiner.
: hmtnr uses t]w lmcemﬁed ‘copy

The So-

umcated to the o

as a lms;s for

~ Rev. J.‘J Jml 1!7?0” e



. ii!]:e;liitatxron‘ of

- 35U80C. 145

However, if
tended to, t
priate action on suck S
shortened period for reply, bi
15 considered closed to fur

pro-
ettir day
the application

- ceptastosuch matters. 1fallclaimsin the case
- stand allowed after the Court’s decision formal
matters if any should be taken care of and the

cagse passed for issue. , :
3. Remand. TIf the decision of the Court is

on the merits, such as a decision allowing
generic claims in a case containing claims to

non-elected species not previously acted upon.
the Examiner will take the case up for appro-

yriate action on the matters thus brought up,

but the case is not considered open to further

prosecution except as to such matters. A re-

mand by the Court is a remand to the Board

of Appeals and not to the Examiner. The

Examiner me:(x{ only act on the a;()})lication if
t . i

it is remanded to him by the Boar

DisaiseAl. oF APPEAL

After the appeal is docketed in the Court,
failure to prosecute the appeal, as by failure
to print the record or failure to file the brief,
will result in dismissal of the appeal by the
C'ourt; or there may be a dismissal by the Court
at the request of the appellant. The proceed-
ings are considered terminated and the applica-
tion abandoned if applicable as of the date of
dismissal, see section 1215.05,

After dismissal, if no claims stand allowed
the action taken by the Examiner will be the

Rev. 23, Jan. 1070

* ing has taken an appeal to the U.S. Court of Customs
p ‘ party to the in- =

her prosecution ex-  provide . ey i
 85U.8.C. 145. Civil action to obtain patent. An appli-
cant dissatisfied with the decision of the Board of Ap- -

such that it brings certain claims up for action

tion ender 35 U.8.C. 245, 146. (n) Any

isfled with the decision of the Beard of .

¥ party diseatisied with the decision of

_ Appeals, he thereby

- {c) If a def

. transmitted to the U.S. Court of Cus-

e 248,

peals may unless appeal kas been taken to the United
States Court of Customs and Patent Appeals, have rem-

~edy ‘by civil action agrinst the Commissioner in the .

United States District Court for the District of Colum-
bia if commenced within such time after such decision,
not less than sixty days, as the Commissioner appoints.

. The court may adjudge that such applicant is entitled

to receive a patent for his inventiop, as specified in any
of his claims jnvelved in the decision of the Board of

Appeals, as the tacts in the case may appear and such: -
- adjudication shall authorize the Commiseioner to issue
~such patent on compliance with the reguirements of

law. All the expenses of the proceedings shall be paid
by the applicant. R o
If an aﬁaplicant is dissatisfied with the deci-
sion of the Board of Appeals and desires to
have said decision reviewed, within 60 days
after the date of the Board’s decision or 30 days
after the date of a Board’s decision on recon-
sideration, he must file a complaint in the
United States District Court for the District of
Columbia and have the marshall serve a sum-
‘mons on the Commissioner of Patents.
* When a suit under 35 U.S.C. 145 is filed
2 notice thereof signed by the Solicitor of the
Patent Office is placed in the application file.
The file is kept in the Solicitor’s office pending
termination of the suit. When the suit is ter-

220.6

tent Appeals for such gction as may be
e notice of election must be served as
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"

121602
& %!icaticvn to the

a'ansf})gﬂtof” -
atent Appeals,

not require the

o5 fov T e,
of & transcript of the applica-

_ public. . 1
" Files subpoenaed by the Court may be sent
the Court in care of & Patent Office employee

along with a certified copy, under stipulation
ne ] t the copy be retained by the court and the
the trial (28 U riginal brought back to the Office by said

ismissed before coming mployee.
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~ The complaint, however, 13 open to the





