©13101:01(b)  Cc

1101.01¢c) ,
Correspondence l udex‘ Rule 202

How Conducted . .~ o

\70: an Action on the Cnse

When aund When Not \eeded

Approvnl or Disapprox al
aminer . .

o 1101 01{e) .
1101.01(f)
110101 (g)
1101.01¢h)

1161.01 (i)

Fﬂing Date of Senior Party
wggeqtion of Claims
Conﬂmting Parties Have Same Attomey
Action To Be.Made at ’l‘ime of Su

ing Claims

110101 (3)
1101.01 (k)
1101.01(1)

1101.01(m). ”

©wi . Claims
1101.01(n)
ENET “'Response Running Against Case.
1101.01(0)
1101.02 . With a Patent :
Copying Ciaims From a Patent i

1101.02(a) ,

11101.02(b) Examiner Cites Patent Having Filing

3 Date Later Than That of Application

1101.02(¢) .. Difference = Between . Copying - . Patent
Claims and Sugm-stihg C‘mims of an
Application

1101.02(d) Copied Patent Claims Not Identxﬁed

1101.02(e)

to Lam Office Action

1101.02(f ) Rejection of Copied l’utent Claims

1101.02(g)
or Application Is Allowed . g

Remm'lng of .Uﬁd(nlts or I)e(la"anmz~ Be-

- fore Interference

110103

1102 Preparahon of lntcrference Papers and Dech- o

ration’
110201 Pn'pamﬂon of. l'a pers e :
1102.01¢a) In!tial \lemorandum to the Board m' Pa’
_ent Interferences :
110202 Dectaration of Interférence
1103  Suspension of Fx Parte Prosecution, Full or
Partial 8
1104 Jurisdiction of Interference
1105 Matters Requiring Decision by anary Fx
aminer During Interference
1105.01  Briefs and Conxideration of Maotions
1105.02  Decision on Motion To Dissolve
110503 Decision on Motion to Amend or to Add or

Substitute Another Application

leure of Junior Party to 0 rcome :

110001
110902
Limit Set for Makmg Sn‘«r sted 111001

Suggested Claims \Iade xfter Perma for

Application in Issue or in Interfurence

1111105 -
1111.06

Making of Patent ¢laims Not a Response :

sAfter Prosecution of Application Is Cxo:ed .

Interfe nce

Decnsion on \Iotion Reintmg to Ben&z of a ¢
' 13 Appheation Under Rule 231fa} i4) .

Dissolution on I’rimarv Examiners ﬂwn‘

Request Under Rule 237
orm of Decision Letter

of N ‘i Party by Examiner

Entry ‘of Amendmems Filed 'in Conncenon 5
With Mouons : o

Action After Award of Pnonlv
The Win ing Party
The Losing Party

1110, Action After Dissolution
Under Ruie 262(b) '

' Under Rule 231 or 237

Mnsce!hneoua

 Interviews , '

ord in Each Interference Compiete

v lappmg Applications |

““Secrecy Order’. Cases

Amendmenu ‘Filed During Interference

Notice of Rule 231ia) (3), Motion Relating =
to Application Not Involved in Interference

1111.04

1111.07 ~Conversion of Appllcmion me J omt 1o soip
: ‘or :Sole to Joint o
“-1111.08 7 Reissue Applivatmn Filed While i’atpnt Isin
RN Interference :
111109 Suit U'nder 35 U.S.C. 146 by Losing I‘ar\ ‘
1111.10 "Beneﬁt of Fore:gn Filmg Date
1111.11  Patentability Reports
111113 Consultation With Iuterfe-rence Examxmr
111114 . Correction of Error in Joining Inventor -
1312 Lester Formg Used in lnterferencea :

111202 - Suggesting (‘mim-s ;

111203 $nme Attorney or Agent

'«1112.04 7 Requesting Withdrawal From Iw.aue
111205 - Initial Memorandum
111206 Requesting Jurisdiction of \xeplimﬂﬂn :
111208 . Primary Ex =1miner Initiates J}hm!m‘un ,
111210 Denying Entey of Amendment %(kﬁm Fur-'

ther Interference

The interference practxcfa is bused on '35
U.S.C. 135 here set forth:

35 UB.C. 1385 Interfercnces. Whenever an nppli-
catlon is made for a patent which, in the opinion of
the Commisgioner, would interfere with any pending
application, or with any unexpired patent, he shatll
give notice thereof to the applicants, oy applirant and
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fusal by the Pa i e clal oived, a he greatest ca rust therefore be exer-

__the Commission ssue ent to the applicabt | ‘eiged bot search for interfering appli-
_ who is adjudged _ ! judgme cation x the determination of the ques
: her rferene

terference.

westion of the propriety of initiating

in any se is ffected by

nany , ‘2 (iscussion of them here
npracticable. Some circumstances which
an interference unnecessury are herein-

he same as, or for the s
t_matter as, & <
de in any app

th the definition of an in- oted, but each instance must be carefully
re oduced. : ered if serious errors are tobe‘,a,\toided.

ference is a proceeding institu th m should be g‘iVen‘f’thebroadest inter-
determining the question ‘of priority of invention |  which it _reasonably will support,-
' re parties claiming substantially the = bearing in mind the followingz general princi-
: inTention and may S L S e D] '
soon as it is determine

ject matter is claimed. n a pluralit or strained. e ;
~ or in an application and 2 pate ‘ ) Express limitations in the claim should

_(b) An interference will be declared be : not be ignored nor should limitations be read

i 1‘térpre't‘ation‘,, éhou!d“ "n‘ot‘ be

ing applications for patent, or for reissue, ferent  therein to meet the ‘exigencies of a particular
partieswhensuch, applications containicla forisub- ‘Situation.ﬁ S R : o

stantially the eame invention, which are allowable In (1} The doctrine of équiv'\lentc which is
. N 3 L I A o5 il Ny v v § = ¢ A1 L >
the application of each parts, and interferences W' applicable in questions of patentability is not

also be declared between pending-applications for pat- licable in interf og. 4 licati
ent, or for reissue, and unexpired original or reissued ppiea e in interferences, r.e., no app 1cation
patents, of different parties when such applications “should be placed in interference unless it dis-
and patents contain claims for substantially the same closes clearly the structure _‘:au‘-‘d for ?)}" the
invention which are allowable in all of the applica- count and the fact that it discloses equivalent
tions involved, in accordance with th rovisions_of itructure is no ground for placing it In mter-
' (T b R terence. : S :

these rules. B RN , , o : i G L
(c) Interferences will not be declared, nor: contin- (d) Before a claim {unless it SEEY patented

ed, between applications or applications and patents  claim) is ‘made the count of an interference
owned by the same party unless good cause is shewh i should he allowable and in good form. No
therefor. The parties s’ha‘li’:mal.:e knowp”{a‘ny‘aftvd:*ali p(‘nding ‘7133’“' which is indeﬁnite, ambigious
right, title and interest affecting the ownership of oy gtherwise defective shonld be made the count
Cooany application or: patent involved or.egssen[zzlz to:the of an intei‘ferome‘ - : :
- ings. not recorded in the P tent: Office, when. PRI T S e T
proceedings, not recorded in the Patent Office. W~ (o) A claim. copied from a pateut, if am-
an interference is declared, and of changes in xach bimious. should be interpret A in the light of

right, title, or interest. made after the declaration, of siguous; should be Mterpreie n the hight «

: ‘ ¥ e the patent in which it originated.

the interference and before the expiration of the tinge S . ) SR
proseribed for seeking resiew of the decigion in the (f) Since interference hetween enses l‘mvm;,-:
B . | R 4 common assignee b5 not normally. instituted,

. interference. ]
E ey . e o the eases must be submitted to the Assignment
1101 Preliminaries to an Interference Branch for a title veport. Note: Title searches
| [R—~23] o i are aptnnmmcau y madoonly when the Issue Fee

o ; ' is paid. :
() Tf doubts exist us o whother there is an
inferference, an interference should not be

An interference is often an expensive apd
time-consuming proceeding, Yet, 1t 18 neces-
sary to determine priority when two applicants (l(’!(']:l!‘(-cl.
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‘may be p !
status of the respactive
between their filing dat
tions should be in condi
usual circumstane
this if the approvai
‘is obtained. L
- Interferences wil n
pending applications if ther dif
more than 3 months in the effective filing dates

declar 5
, is a difference of

of the oldest and next old 'st"ti{)pliﬁatibzis," in the
) ;

- case of inventions of a simple haracter, or a
difference of more than 6 months i
~ filing dates of the ications in other cases,
_except in exceptiona s, as determined

~ terference is declared, all applications having
" the same interfering subject matte hould be
incluged. . ; ! e

Before taking any sfteps looking to t "

Examiner make certain_that each of
yective parties is claiming sam
e invention and that the claims that

that th
the pr }
patentab

are clearly readable upon the disclosure of each
party and allowable in each application.

It is to be noted that while the claims of two
or more applicants may vary in scope and in
immaterial details, yet if directed to the same

invention. an interference exists. But mere dis-

closure by an applicant of an invention which

he is not claiming does not afford a ground for
- suggesting to that applicant claims for the said
_invention copied from another application that
is claiming the invention.

as expressed in the summary of the invention or
clsewhere in the disclosure, or 1

an essential in every instance.

able in one application is disclosed and claimed
~in another application, but the claime theretn
to such subject matter are either

nonelected or
subject to election, the question of interference
should be considered. The requirement of Rule
201(b) that the conflicting a plications shall

contain claims for substantially the same in-.

vention which are allowable in each application
should be interpreted as meaning generally
that the conflicting claimed subject matter 18
sufficiently supported in each applieation and
is patentable to each applicant over the ‘prior
art.

574494 O TOmmd

 the situation materially di

1 the effective
; o qu\llire,ment' for restriction, applicant traverses
‘and approved by the Group Director. If anin- 1

mation of an interference, it is very essential

" are to constitute the counts of the interference

~ The intention of the
parties to claim the same patentable inventien,

n the claims, 18

When the subject matter found to be allow- “indicative of

The statutory requirement of first inven-
torship is of transcendent imporiance and

165

‘k”":,i"té?ffel:ence‘:f T e ey o
A, Application filed with claims to divisible
nventions I and IL. Before action requiring

riction is made, Examiner discovers another -

having allowed claims to invention I.
he situation is not gltered by the fact that
requirement for restriction had actuall r been
‘made but had not been res yonded to. Nor is
erent if an election
of noninterfering subject matter had heen
‘made without traverse but no action given on
“the merits of the elected invention.
©B. Application filed with claims to divisible
inventions I and II and in response to a re-

e same and elects invention 1. Examiner
gives an action on the merits of 1. Examiner
subsequently finds an application to another
containing allowed claims to invention IT and
which is ready for issue. = Ny
" The situation is not altered by the fact that
the election is made without traverse and the
nonelected claims possibly cancelled. . - -
C. Application filed with generic claims and
“claimed species a, b, ¢, d, and e. Generic claims
rejected and election of a single species re-
quired. = Applicant elects species a, but contin- -
~ues to urge allowability of generic claims. Ex-
aminer finds another application claiming spe-
cies b which is ready forissue.
The allowability of generic claims in the
first case is not a condition precedent to set-
ing up interference. Lo '
~D. Application filed with generic claims and
claims to five species and other species disclosed

~species and have been found allowable.
' The prosecution of generic claims is taken as
an intention to cover all species
diselesed vhich come under the generie claim.
In a1l the above situations, the applicant has
shown an intention to claim the subject matter
which is actually being claimed in another ap-
plication. These are to be distinguished from
wituations where a distinet invention is claimed
in one application but merely disclosed in an-

~ other application without evidence of an in-

tent to claim the same. The question of inter-
ference should not be considered in the latter
instance.  However, if the application disclos-

‘ing but not claiming the invention is senior.

and the junior application is ready for issue.

Rev. 23, Jan. 1970
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another application the disclosure and claims
of which are restricted to one of the unclaimed




onmﬁﬁig ter

Appropriate trans

‘is made. A
rence, further t r m : ;
:ding upen the outcome. ' pect. the AP ons
‘ 2 € ' 2 Serial m mraérsnrmi
 conflictin applications must never ¥
~ - upon drawings or, file wrappers. A :
by different inventors “Prospective Interferences” should be ma
ip claim the s j tained containing complete datn concer
tter that is not p interferences and the pnge |

; nterference ex-
flicting 30 Primary E ,aminer‘m‘u/tf decade;th;a
by reject The. nt Interference KExaminer

1. Where an interference with'd ; 15 
: found to exist, the owner should be req e :
to elect which one of the ¢ yplicatio i:\ﬁ(;z}fle:‘?;{;:dbe;o
placed in interference. . ‘ ch 15 ready
Whenever a'common : :
by different inventors is

assignee of applications
called upon toeliminate
conflicting elaims from all except one app a-

tion under the provisions of Rule 78(b),a copy
of the Office action making this requirem
mmust be sent directly to each of t
er a common assignee i

k‘reqmre.d under pm%nt, S

Jor interference boiween aps
wiry of junior applicant. o

her any questlon of pri ,
ons which appear to in- o

DN th Rule 202. Preparati
yy him for pury plications; preliminary ing
ference with a third party, a copy o ~In order to ascertain whet
action making this requirement must be sent fo . ority arises between applicatior .
the applicants in each of the commonly assigned  terfere and are otherwise ready to be prepared for =
applications. ‘ i E R  interference, any junlor applicant may be called upon -
. R ‘to state in writing under oath or declaration the date
1 101.01’"( ¢) The Inte ference Search and the character of the earliest fact ot act, susceptible
.z [R-—23] T e of proof, which can be retied ,\:xponvw,gmtgbliah convep
o e N “tlon of the invention lunder_cqnammtimn for the por-
" T'he search for interfering applications must  Pose of establishing priority of invention, The atate-
not be limited to the class or subelass in which - ment fled in compliance with this rule will be retained
' ' by the Patent Office separate from the appiication file

it isclassified, but must be extended to all classes t arate fro !
“in or out of the Examining Group which it has  and if an interference is declared will be opened simul-

been necessary to search in the examination of  taneously with the preliminary statement of the party
the application. ' filing the same. In case the junior applicant makes no

Moreover, the possibility of the existence of  reply within the time specified, not Jess than thirty
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Uﬁder Rui m the Commmmner may Te-
ant juuior to another applicant
ing under oath or by making a
the date ami the chamm‘er nf the

166.1

relied upo sh conception of the
tion under consideration. Such affidavit or

fact or act eptible of proof wh!eb':

eclaration does not become a part of the record
nor does any correspondence

¢ affidavit or declaration,
me a part of the mterference .

’ ’x;ierfereme is formed

Rov. 23, Jan. 1970



..(2) It should be s
tions, if any, is read:

along :
pplication 1s entitled to

whether or not th

g subject matter.
¢ applications are own

or are presented by the

posed count should be set out in this letter.

(6) Any other points which have a bearing
on the declaration of the interference should be
stated. ‘

('7) Amendments or other papers filed in
cases held by the Law Examiner bearing on the
question of interference should be promptly
forwarded to him.

should be in

(8) Tetters of submission
duplicate,

1101.01(f) ‘ Correspondence

on the Case
Correspondence ninder Rule 202 is not an
action on the case. Hence. it cannot serve to
extend the statutory period if the case is wwait-
ing action by the applicant.

1101.01(g) Correspondence Under
Rule 2062, When and
When Not Needed [R-
23] ‘

After July 1, 1964, correspondence nnder

Rule 202 was greatly curtailed sinee interfer-
ences between pending applications with more

~ benefit of the filing date of the earlier applica-

not, present in either of the applications. a pro-
~vention prior to the filing date of the senior

esp Under
Rule 202, Not an Action

than six months difference in effective filing

. Correspondence
Rule

: (2, Approval or
Disapprova \’ Ex-

ped” or “Dis-

er Rule ant}erdate the fil-
of the senior applicant, the Law Ex-
;pproves the proposed interference
aminer then follows the procedure
lined in the next section. When a “Disap-
ved” let returned to the Examining
, s;companied by a note to be at-
od to the senior party’s case requesting the

o and Gazette Branch to return the case to

, aw Examiner after the notice of allow-

1 nt.ooe = G

re the junior party, as required by Rule

202, ¢  under onth or declaration a date of a
fact or an act, susceptible of proof, which would'
establish that he had conceived the claimed in-

applicant, the Law . Jxanminer approves the
Examiner's praposal to suggest claims and the
Examiner may then proceed with the prepara-
tion of the cazes for interference.

SEALING STATEMENT

When an interference is to be declared in-
volving applications which had previcusly been
.<:1lbn1ittecll‘ to the Law Examiner for corre-
spondence under Rule 202, before forwarding
the files to the Board of Patent Interferences,
he Examiner should ascertain from the Law
Examiner if any such statement has been liled

and, if go, get thisstatement and forward it with

the files. S
The oath or declaration under Rule 202 be-

comes a part of the interference file in contra-
distinetion to the application file as in the case
of an affidavit or declaration under Rule 131 or
Rule 204 but, like them, is subject to inspection
on the opening of the preliminary statements.

When the formation of an interference be-
fween two parties is necessary, all other appli-
.nts claiming the contested invention should
be placed in the interference irrespective of
their filing dutes or of any dates alleged under
Rule 202, provided there is no statutory bar to
the allowanee of the claims in the other appli-
cations,

Rev, 23, Jan. 1970



d ssar\, for other reasfma), the senior pt rty’s
pplication will be sent to issue as speedily
possible and the conflicting claims of the junior

applicant will be rejected on the patent whe ‘ d s ,nor,.promptly cited to the

_granted. . mrtened pvrxod for response may be 1 AT Tins works an unnecessary hard-
set in the senior party’s case. (See § 710.02(b).) hij ; junior applicant and the Office
After the senior applicant’s application has  sho 1ake every effort to give him action in
been passed for issue, the application is sent f this reference at the earliest possible
to the Law Examiner by the Issue and Gazette  date. To this end, the Examiner bhould keep
Branch in aceordance with a note to effect  in as to the progress of the senior appli-
- attached to the application and 1 ~cation and cite the patent with appropriate
~letter to that applicant urging him nptly ' _the junior appheant 1mmedxateiy :
pay the issue fee, this being done o 5 188 ,
that prosacution of the junior applic . If. at the end of th nrhq suspension.
be promptly resumed, the senior party’s dis- it appears likely that the senior application wilt
closure then. being avm]able as_prior art in  be passed to issue within the next six months.
treating. the claims of the junior application..  aetion on the conﬂlchng claims and claims not
The Examiner may make a supplemental action ,pqtenmbh over the senior party’s case should
_on the junior 'lpphcant s case When the senior  again be suspended for a period of six months.
‘phc‘mts patent issues. .. o , Of course. if the first suspeusion was directed
o to cerrain claims only and the usual action was
I\‘I‘ERIM Pnor EDURE ... given on other claims, it is necessary for the ap-

I ‘ 0 i v lica phcanr to make such 1e=;ponse as is reqmred to
e “?f;“'é'r‘!’ifed "inJ"l’éé’ér i‘é(‘p ‘é‘,‘;’;’i {}ie the action on the other plaime .
: J£. at the end of the first six montha suspen—

following: ,
Where a ]umor party qftu correspondence  Sion. there is no likelihood of the senior party’s

under Rule 202 fails to overcome the Aling date @ pplication being put in condition for allow-
“ance within the next six months and the only

of the senior party, the Examiner when he
reaches the case for action “;ll wnrp 2 lettex ~-unsettled question in the junior party’s case is
the disposition of the claims on which action

.substantmlly as follows: .
~ In view of Rule 202, achon on this case (m. o was suspended, then thv interference chould be ‘
on claims 1, 2, 4. etc.. indicating the conflict- declared. ;
ing claims 'mr3 claims not patentable over the 11 the pmmr application is in issue when the
senior party’s case) is gusppnded for six -~ interference is discovered and. in cmrespond-
ence under Rule 202, the j junior apphumt fails

nionths to determine whether an mte; ference
will be declared {unless these claims are can-  to make the date of the senior party, the junior
, zpphcunon should be withdrawn from issue

celed). At the end of the six months appli-
cant should call up the case for action. o (we “Letter Forms Used in Interferences,”
111 NN} and a letter sent minnnmg him that

The ]etter should include the usual action on
the remaining claims in the case. indicating ﬂm interfering claim or elaims and elaims not
w hqt, if any, claims are .:Hmvnble : patentahle over fho &mnor party $ rase cannot

Rev. 23. Jan. 1670 168




~ he must so state, at the tim

ion: in the same;
; claims are sug- :

the suggested claims
sndment)’ ‘within & speuﬁ
ys, in order that an. interference may. be declared

,']?h failure or refusal of any :appllcant to make any,
the time weciﬁed ghall be

: (¢) Th ggestion of claims for purpo‘
ference

within the time speciﬁed for making the all
(d) "When an applicant presents a clai

 plication (not suggested by the examiner a8’ Speclﬁed“,_ ,
in this rule) which ig’ copied, from ' me'other appli-

cation, either for purpose of

identify the other application. i
Althrmgh the subject of sugg

~ error in finding sup)
~ language is selecte fro
rhe less detailed disclosure

inie not less than 30]

of inter-

L 1 not stay ‘the period for. response to-an
" Office action which may be ‘running again an-appli-
_ cation, unlm the claimg ‘are made by the apphcam

 the claim and

mg clmms is
,trcnted in detail at this point in the discussion
of a prospective interference between appllca- v
tiong, some of the practice here out]med is also

apphcatlons if
phcatmn thh

"1t is not necessary that all the claims of each. ;

party that read on the other party
suggested. :
" representative claims and should be v
" Stated another way, the difference

The counts of the issue

different.
between counts shonld be one not taught by the

prior art, and should have a qxgzmhcant effect

eral, the

in thie subject matter involved.

" broadest patentable claim Whi(‘h s allowable
~ in each case should be used as t

it and additional claims should
unless ‘they. meet the for
£0) materml difference. In dete
broadest patentable count the Examiner

'mmd the use of ﬂpe ifi

e?upph

rmm:mcm of th nter ference

: Tﬁe claims to form the issue of the mterfer- ‘\" o
ence are suggested to all parties wlm have not '

siready made those claims,
Where necessitated by the respecnve d1=- .
ysures, one or more applications may be in-

,“mlved on a vlaun whwh differs from that of
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by the same atts
potify each of sa
or .agent of -this
to the attention

_interests exist, ih

er party or in't
requiring such .rep

Patent Office {nvolvh

they are di

: ) e atten : yne
not called to the fact that two Em%
rties have the same attorney until an actua.

interference is set up and then it is done by

notifying . the Examiner of Interferences as

explained in section 1102.01. 0

1101.01(1) Suggestion of Claims, Ac-

: tion To Be Made at Time
~ of Suggesting Claims

At the same time that the claims are sug-

ed an action is made on each of the applica-

tions that are up for action by the Examiner,
whether they be new or amended cases. In this
way possible motions under Rule 231(a) (2)
and (3) may be forestalled. That is, the action
on the new or amended case may bring to light
patentable claims that should be included as
counts of the interference, and, on the other
hand, the rejection of unpatentable claims will
serve to indicate to the opposing parties the
~ position of the Examiner with respect to such
~ claims. w :

The Examiner is required to inform each
applicant when the interference is declared
what claims in his application are unpatentable
~over the issue. There would seem to be no ob-

jection to, and many advantages in, giving this

‘nformation when suggesting claims.

Where in a letter suggesting claims to an
applicant for interference. the Examiner states
that none of the elaims in the case is patentable
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od -dete

_the claim or claims sugg to him,
hin the time specified, all his claims not pat-
ntable thereover are rejected on the ground

“that he has disclaimed the invention to which
rected. If applicant makes the sug-
- gested cinims later they will be rejected on the
‘same ground unless the delay is satisfactorily
' explained. (See section 706.03(n).)
11101.01(n)  Suggestion of ~ Claims,
" " Suggested Claims Made
Period for Re-
ponse Running Against.

S After

-]
R  Case [R-20]
If suggested claims are made within

may ignore other outstanding rejections in the
application. Even if claims are suggested in

‘an application near the end of the period for

response running against the case, and the time

limit for making the claims extends beyond the
_end of the Egriod,' such claims will be admitted
i

if filed within the time limit even though out-

side the period for response. (usuglly a three

month shortened statutory period) and even

~ though no amendment was made responsive to.

the Office action outstanding ageinst the case

at. the time of snggesting the claims. No por- .

tion of the case is abandoned rovided the ap-
- plicant makes the suggested claims within t e
ed claims
" are not thus made within the specified time, the

time specified. However, if the sug,

case becomes abandoned in the absence of a
responsive amendment filed within the period

for response. - See Ru]e 203(c).

1101.01(0) Suggestion of Claims,

" Application in Issue or in
Interference =

An application will not be withdrawn from

issue for the purpose of suggesting claims for
an interference. When an application is pend-

ny one of the. appiic#ft;ts fail to

' ; the time
specified for making the claims, the applicant




« it may |
it from issue for the ,,urpoee of re

jecting cl imnlied dlscla
resulting from the :
claims, using

When the E ,
claims appearing In issue to an appl
cant whose case is pending before him, ti
in issue will not thdrawn for the p

he suggested cla

,:shi’lll be made in ‘the pending application W']I!‘:ll;- ‘,
: e g

specified by the Examiner.

'tmg claims should be subxmtbed tn‘

p Director for approval.

In either of the above cases the Issue and
notified when the
, SO tha n case the issue fee

Gazette ‘Branch sh
claim is sug
is paid during the time in which the suggested
. claims may be made, proper steps may be taken
to prevent the issue fee from being applied,

he Examiner should borrow the allowed ap-
plication from the Issue and Gazette Branch

and hold the file until the claims are made or
‘This avoids any pos-
sible issuance of the application as a patent,ifw
g wyere,‘snm‘exént to establish priority of invention rela-
© tive to the effective filing date of the patentee. '

~ the time limit expires.

~ should the issue fee be paid. To further insure
against the issuance of the application. the
- Examiner may pencil in the blank space labeled
“Date paid” in the lower right-hand corner of
the file wrapper the initialled request: “Defer
for interference.” The issue fee is not applied

cedure is carried out.
When notified that the issue fee has been re-

_ ceived, the Examiner shall prepare a memo to
. ranch requesting that
deferred for a period of

the Tseue and Gazette B

, ossible interference.
allows a period o

drawn from issue, using form at section 1112.04.

~ involved in interference, to form another inter-

ference, the Primary Examiner requests juris-
diction of the last named applications. To this
—end n separate letter (see form at section 1112.-
06(a)), addressed 1o the Commissioner is writ-

~ to such an application until the foliowmg pro-

60 days to complete any .
action needed. At the end of this 60 day
_period, the application must either be relensed
to the Issue and Gazette Branch or be with-

‘When an application is found having claims
to be suggested to other applications a]ready '

pphcatxbn
rrows fron
f Paten

> inter-
only send
lustrated o

} .fvmgthe inter-

r to the Patent mterfereuce Examiner

w o' i1} take the I?pm riate action. Ako see.
1106.02. [R-19 o

0 02 Wnth a Patent [R-;22]

quobed below deal ,,
r patents. o

Rule 284. !uterference with a patent; amdamt by, .

o junior applmut (2) The fact that one of the parties -

he made'the invention in controversy in this country -
before ‘the ‘etfecuve filing date of the patentee. or that :

{c) When the effective filing date of an applicant is

more than three months subzequent to the effective | '

filing ‘date of the patentee, the applicant, before the
interference will be declared, shall Sle two coples ot,_
aﬁidautq by himsalf it possible, and by one or more

corrobomting witnesses, supported by documentary
Cev idenr-e if. armhxble, each setting out a factual descrip-
tion ‘of acts and circunmstances pexformed or r)bswrved

b\ the- aﬁcxm ‘which collectively: ‘would prima facie

Pl'ltlﬂ(' him 0 an uwtml of prionty with respect to the

ective filing date of the patent. This showing must
ac compamed by an explanation of the basis on which :

o he. helieves that the facts set forth would ov rercome the :
b effective filing date of the patent. Failure to satisfy the -
‘pmvisiom of this rule may result in summary- judg
‘ment against the applicant under rule 228

Upon a
showing of sufficient ‘cause, an affidavit on mformation ‘
and belief as to the expected testimony of a witness

.- whose testimony . is necessary to overcome the mmz

date of .the patent may be accepted in lien of an
affidavit by sach witness. If the examiner finds the cnse
to be otherwise in condition for the declaration of an

17 . Rev. 22 Oct. 1909




- act patent cl

) in lts present form
modified, the
e the broader claim
nd the applicant.

tation is excluded, L
should be a copy

_ the count of the in
_of the modified pa

applxcatxon following th

in Bonine v. Bliss, 1919 .

It has been found that the practice set forth

in Ex parte Card and . 112 O.G. 499, 1904

~ C.D. 383, does not adequatelv take care of all

S sxtuatlons where there is an interference in fact

" between a patent and an pphcatlon but there

are obstacles to: the applxcant Y kmg the exact

patent claim.

In th, :

contains,

be wholl ]
to broaden the claim, the
Ex parte Card and Card

followed

made in the
ce as explained
5:265 O. G. 306.

where the clmm of the patent
material limitation which can
inated or suitably ‘modified so as
ractice set forth in

L ROVVER THAN PATEN’T (‘L.\I\I

_cation, although for ‘the same generic inven-
tion in fact as the pntent claim, is somewhat
narrower than the claim of the patent. Under
such ciremmstances, the applicant should bhe
permitted to copy the claim of the patent
as exactly as possible, modifying it only by
substituting language based upon his own nar-
rower disclosure for the limitation in the patent
elaim which he can not make. In dorﬁxring
the interference, the exact patent claim should

Rev. 22, Oct. 1969

‘responds substantlallv to the inter: erence count

'B. APPLICAI‘IOIN DISCLOWRE

oﬂld continue to be -

- showing, as by asserting that his best evidence
‘Ties outside the exact limit of the patent claim,

A APP LKATION DIS(’LOSURE NAR- ' in declaring the interference, the application

In some cases, the dl%losulm in the appll-

1

‘;'Exnmpies of the pra
lpmcedmg ?aragmph E

bstxtutmg his

range of 10 to %0 in .

di 'qted that th
allv to the interference

ion discloses a Markush gmup of 5
‘ there being no distine-
the two groups.

~ Applicant m ermitted to copy the pzit-l'"‘

pe
‘ent ¢ aim, modlfymg it by substituting his

5-member group for the 6~member group in
the patent claim. '
Interference should be declared w:th the ex-
act patent claim as the count and it should be
indicated that the claim in the application cor-

BROADER THAN. PATEV'I‘ CLAI\{

In some cases, the dxseioeure in the apphca-
tion, although for the same invention In fact
as the patent claim, is somewhat broader than
the claim of the patent. Under such circum-

“stances, if the applicant presents a ccrrespond- .

ing broader claim and makes a satisfactory

¢laim should be used as the count of the inter-
ference and it should be indicated on form PO~

-850 that the count is a modification of the patent
‘claim. If in presenting such a broader claim, the

applicant has not made a showing, he should be
wqum'd to either make a showing in justifica-
tion of excluding a limitation of the patent claim
or to copy the exact patent claim. If the appli-
cant then presents a satisfactory showing, the
application elaim is used as the count of the
interference as explained above. If the appli-
cant w;uea the exact patent claim, the pntem

‘claim in the apphcatmn Sl




with the patent

1wl notion to substitute,
akes a satisfactory showing of
14 r including the sixth member
 la he rierence count, he may be rmitted
isclosure 1 bresent the patent claim modified by substi-
tion in ! uting his 6-member group for the 5-member
interference, ) in the patent claim. L aae
he count of the rference should be redeclared with the
the redecia tion claim as the count and it should be.
1 that the count is a modification of

and it i

that the cl

C. TION DISCLOSURE BROAD-

" "ER IN SOME ASPECTS AND NAR-
RO} "IN SOME ASPECTS THAN
PATENT CLAIMS

the two ranges. L . Some cases may include aspects of both A and
If, in seeking 1 e t " B, above. Such cases should be ap ropriately
makes a satisfactory sh : : _ treated by the same general principles outlined
~ for including the r ‘ Cabove, s e e S B
_and 80 to 90 in the inter] ~ Examples of cases involving mixed aspects :
be declared: S L o

therg li)éing' " &

1. PaTENT Cranss & ’RA:N:’GE 61‘ 10 To 80.

~ Application discloses a range of 20 to 90,
m ek such sub-  there being no distinction in substance between
stitution after the interference is declared on  the two ranges. =~ . oy

the exact patent claim by filing a motion to “(a) The applicant may be permitted to pre-
substitute a count with the broader range sup-  senta clain: which includes the range of 20-90,

ported by a similar showing. ~ and the interference should be declared with a

In either case where the application claim is  count covering the range of 1090, and it should

~ accepted as a 'count,'it"Shou}i)g be indicated in  beindicated that the count is a “phantom” count.

 the interference notices and declaration sheet by writing the word **phantom™ beside the hum-

that the count is a modification of the patent _ber of the patent claim and the application

I e ~ elaim on form PO-830. In such circumstances,

“the Kxaminer must attach a copy of the count

claim. s
If the applicant elects to copy the exact patent. ,
: to the form PO-850.
{b) If the appli

claim, the interference sheuld be declared with s e
the patent claim as the count. s icant presents a claim which
A Ma ‘ oo ncludes the range 20-80, the interferenceshould =
II. Patent Cramvs A Marxusn Grovp OF 5 ' |4 declared with the exact patent claim as the
 Mespers. . count and it shonld be indicated that the claim
~ Application discloses a Markush group of 6  in the application corresponds substantially to
members, including the 5 claimed n the pat- the interference count. However, the applicant
ent, there being no distinction in substance be-  mmy subsequently, if a satisfactory showing is
tween the two groups. - : R ' made, move under Rule 231 to substitute a count
"If there is a satisfactory showing, the inter- - “which additionally includes the range of 80--00.
ference is declared with the application claim  T"pon the granting of such a motion, the inter-
_ having the 6-member group as the count and it ference is redeclared with a count covering the
should be indieated that the count is a modifica-  range of 10-90 and the word “phantom” ap-
tion of the patent claim. -~ pears beside the number of both the patent claim
In the a{mnm of a showing, or if the appli-  and the application claim on the notice of
cant elects to copy the exact patent claim, the redeclaration. el

172.1 Rev. 22, Oct. 1969




the inter may initially be declared with
a “phantom” count including a Markush group
 of all T members claimed in ) nd di
_ closed in the application and this should be indi-

~ cated on form PO-850 by writing “phantom™
11 he correﬁponding patent

bgside,,f

~and ap of the count

™) If the interference is declared with the
~exact patent claim as the count, the applicant

‘made, move under Rule 231 to substitute a count
which includes the 6 member group ‘which he
discloses. Pl
The int
tom" count including a Markush group of all
7 members claimed in the patent and disclosed
in the application and this should be indicated
in the decision on ‘motion by calling attention
to the fact that the count is a “phantom” count.
The redeclaration papers will have the word
~ “phantom” next to the number of the corre-
‘sponding claim. Care :
that the corresponding application claim con-
tains only the 6 member group disclosed in the
application. . e ]

This count
ence . pu

may subsequently, if a satisfactory showmng 1s

provides a situation

which does not restrict either parti' as to any .
the

testimony or exhibits offered as to disclosed

members ineluded in the count.
tom” count is only for

of the cases since it has no basis therein. = Fur-
ther, such a “phantom™ count must be patentable
over the prior art. : ,
The practice outlined above should be re-
stricted to situations where the inventions
claimed in the patent and disclosed in the
application are clearly the same, so that there

is truly an interference in fact.

SO0 O BB 5

in the patent and dis- 0 ormed,
; 5

- broadest ex }  bot]

be indicated by writing (phanto
B ot b

_ count, other than a phantom count
tical to the claims in the cases besi
PO-3850 having no indicator. .

erference is redeclared with a “phan-

should be taken to be sure

ed only for interfer- ; :
‘ " ‘snbstantially copied  from a patent, ‘he. must, at the .

Such a “phan-
/ Jinterference purposes
and cannot otherwise appear as a claim in either

or redeclared in ac-
hould ba submitted

ts and claims
02.01(n) and
on the basis

claim omits an .
ise broadens the
ndicate by wri

‘beside the numb
) Where the application claim is narrower
than the esponding patent claim, indicate
v writing (substantially), (subst.) or (s) be-
ide the number of the 'applmztéon,claim." s
3) Wherethe application claim is broadened
1 at least one respect but is narrower in another

‘respect than the corresponding patent claim, &

“phantom’’ count, to be the issue as to the claims -

must be drafted incorporating the

pressions from both claims and must

m), (Phﬁntgj or
in,

(p) beside the number of th
claims. In this case a copy |
count must be attached to the form. . :
The result of (1) and (2) will be hat an

' t, will be iden

For rejection of copied
section 1101.02(f). , ,
CRule 205, Interference with a patent ; copying claima . -
from patent.

fpat‘ent'; claims see

~application, copies of all the claims of the patent which
“also define his invention and such claims must be

patentable in the application. However, an interfer- | G

ence may be declared after copying the claims exclud-

" ipg an immaterial limitation or variation if suck

immaterial limitation or. variation is not clearly sup-

_ported in the application or if the applicant otherwise b
" 'makes a satisfactory showing in justification tbereof.

{b} Where an applicam presents a ‘elaim copied or

time he presents the claim, identify the patent, give

"wthe number of the patented elaim, and’ specifically

apply the terms of the copied claim to his own dis-
closure, unless the claim “is copied in ‘rasponse to 4

suggestion by the Office. ~The examiner will call to the

Commissioner's attention any instance ‘of the filing of
an- applicatisn or the presentation of an amendinent
copying or substantially copying claims from a patent

“without calling attention o that fact and identifying
“the patent. - i

RBule 206, Interference with a patent; claims improp-
crly eopied. {n) Where viaims are copied from a
patent and the examiner is of the opinion that the
applicant van make only some of the claims so0 copied,

Rev. 22, Oct. 1969

de it on form

I (a) Before an interference will be de-
‘clared with a patent. the applicant must p_reseut"in‘his



atent and |
commonly assigned.  1I
ymon assignment, a rejection as
section 305 should be made if an
o claim in the pending applica-
i is claimed in the

ﬁling: date of the a Fllicaniy is |

months or less later than ‘thatg ‘the pat-
ented application, the applicant must submit an
affidavit or declaration that he made the inven-
‘prior to the filing date of the patent, even
TP " though the re was copendency between the two
from a patent clas-  Applications, Rule 204(b). The affidavit or
sified in another oub. the propriety of de- declmf‘ah'o‘u‘nmybe que l3y persons other than
_claring the interference (if any) 1s decided by the applicant. See section 715.04. :
and the interference is declared by the Group If the effective filing date of the applicant is
where the copied claims woulc be classi.  more than three months later than that of the
fied. In such a case, it may be necessary to patented application, the applicant is required
transfer the application, including the draw- by Rule 204(c) to submit a showing by affi-
ings, temporarily to Group which will - davits or declarations including at least one by
: are the interference. A print of the draw- &, corrohorating witness, and documentarv ex-
ings should be made and filed in the Group hibits setting forth actsand circurastances which
originally having jurisdiction of the appliea- if proven by ,test-!n]nny,‘talgen in due course
tion in place of the original drawings. When would prmwgde,sx;ﬂisimnt hasis for an award. of
claims are copied from a p]m-a‘ﬁtv},f patents priority to him with respect to the effective filing
classified in different Groups, the question date of the patent application. In connection
~ of which Group should declare the interfer-  With a requirement for a showing under Rule
n 904 (b} or {c),orin examining such a showing
submitted voluntarily, the Examiner must de-

ences should be resolved by agreement be-
termine whether or not the patentee is entitled to

tween the Examiners of the Groups con-
cerned, possibly in consultation with the ! ; , R
Directors involved. SO the filing date of an earlier domestic or foreign
S P .. application. A deiterrnhan,tion thi:t a‘k(}iv‘]isiolnal
- 1101.02 Convin : ¥ or continuation relations 1ip is acknowledged in
e (a) ‘ g::g::l & r%l_t_‘;g‘]s From a 4, heading of the patent is sufficient for this
AN L iy purpose as to a parent application thus men-
A large proportion of interferences with a tioned. Tn the case of a foreign application
patent arise through the initiative of an apy li- this determination will not be made unless
ﬁ,ims of a patent which has the necessary papers (Rule 55(b)) are already

on of record in the file, including a sworn trans-

cant in copying ¢
come to his attention throngh citation in an . )
Office action or otherwise. Jation of the foreign application if itisnot m
If, in copying a claim from a patent an the English language. Where the benefit of
wneh earlier applieation is then accorded the

error is introduced by the applicant, the Ex-

Rev. 22, Oct. 1969 , 174



atentee, this.
50 and
interference

determine wh
of affidavit or jec]

: orwarded for.
ferenice. Lack of an explana

: treatedisn ‘lla' y except th if there

p] anutzmn their safficiency should not be quesﬁ |

A _pearwd of iwexity days shouhi

eficiency should be po nted out
: jected on the atent
mlt for response under Rule 203.
If such an allegation is present and the inter-
, ference is atherwme roper, the Exammer mll,

174.1 Rev, 22, Oct. 1069



I the filing date of the p ent precedes the

filing date of the appli ia

not a statutory bar against
‘claims of the i?plication

or declaration under Rule 1:
~ interference proceedings,
US.C. 135, 2d par. and 01.0
the applicant contr verts this statement
_presents an affidavit or declaration under Rule
131, the case should be considered special, one

claim of the patent which the applicant clearly

~ can make should be selected, and an action
" should be made refusing to accept the affidavit

applicant to make the Zelected claim as well as

. 904. In making this requirement, where appli-
cable, the applicant_should
fact that the patentee
earlier effective filing date by virtue of a patent

or foreign appli

an applicant attempts to overcome a patent by
means of affidavit or derlaration under Rule

nd the patent is
| 'r{)glications‘the‘
e rejected o

or declaration under Rule 131 and requiring the

any other claims of the patent which he believes
. find support in his apphcation. If necessary, the
applicant should be required to file the afidavit
or declaration and showing required by Rule oIt ! v
: ‘planation by an affiant having dire

be notified of the

has been accorded an _essary that the exact date of concep

1 * duetion to practice be revealed in the affidavits
; cation. A time limit for response -
 should be set under Rule 203. In any case where :

~effective: ,
* reliance is placed upon diligence, the affidavits .

of Rule 226, and

Po e patentee will re- |

plicant responds the paf
n the agg}hc‘&ni/a copy of the response
and I

| 7) m the Patent Office ,a/cbp{ of
. the original showing (Rule 228) , and will be
~ entitled to present his views with respect
~ thereto. ' S L
4. It is the position of the Board of Patent .
Interferences that all affidavits submitted must.

describe acts which the affiants performed or

observed or circumstances observed, such as
structure used and results of use or test, except
on o proper showing as provided in Rule 204(c).

- Statements of conclusion, for example, that the

invention of the counts was reduced to practice,
are generally considered to be not acceptable.

Tt should also be kept in mind that documentary
oxhibits are not self-proving and require ex-

it is not nec-

of the matters involved. However,
tion or re-

or exhibits if the affidavits aver observation of
the necessary acts and facts, including documen-
tation when available, before the patentee’s
filing date. On the other hand, where

131, even though the Examiner has not made

a rejection on the ground that the same inven-

tion is claimed in the patent, the claims of the -
patent should be examined and, if applicant is.

claiming the same invention as is claimed in the
patent and can make one or more of claims of
the patent, the affidavit or ‘declaration under
Rule 131 should be refused, and an action such
as outlined in the preceding part of this para.
~ graph should be made. If necessary, the require-
ments of Rule 204 should be specified and a

" and documentation should be precise as to dates .
from a date just prior to patentee’s effective
~ filing date. ‘

The showing should relate to the essential
factors in the determination of the question of
priority of invention as set out in 35 USC
102(c). o e
5. The explanation required by Rule 204(c)
should be in the nature of a brief or explana-
tory remarks accompanying an amendment, and

“Rev. 22, Gct. 1840
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as we any
¢h he believes find

ut ‘
] :iﬁc:ty'gzx%eg: ,‘ceoglfd be . stantially ‘copying claims from a patent wi
without interference out calling attention to the fact and 1
9 ant. left to the applicant R ARy S SR e e i
~to determine wheth _wishes to ;’Erll)d can 1101.02(e) Copying Claims From a
copy the claims of the tent. L : Ié?tentolgaakmg of Patent
: g T el - Claims Not a hesponse to
1101.02(¢) Copying Claims From a ‘Last Office Action
: ~ Patent, Difference Be- 5 m’al‘cingf"of éiaims from a pate.ntﬂ when
3:? n. Co[:lymsg Pgt?nt not required by the Office does not constitute a
Llaims an uggesting  response to the last Office action and does not
" Claims of an Application  operate to stay the running of the stattory pe-
Tty - [R22] PR rio’g da(tiing from fh(% mmnswellffed or l: action.
i Ry TR L e he declaration of an inter erence based on
fr;l‘n*;eap;:fet;ie d?fi;'; ggﬁﬁgﬁ:ﬁ;ﬁf;}lahﬁs such c‘]aims;d beg'nmthe expii‘aftio:x 1of the stat-
gesting claims for a prospective interference ?ﬁg’,‘m{’ﬁ,’,‘fg of g"he(’gf;f‘l}t‘g;‘y‘;,el}fgﬁfgr stays.
involving only applications in. the following = o S Ly
respects: ‘ : 1101.02(f Copying Claims From a. '
1) No correspondence under Rule 202 is e () '-pal:zlﬁg Rejeciibn ef
‘conducted with a junior applicant who is to . Ce e(iP , Claims
 become involved in an interference with a pat- e pied Patent Liatme
~ent but, instead, an affidavit or declaration under ey [R- 22] e
REJECTION Nor : A.r-m,tc,\'nns 10 PATENT
. When claims from a patent are made, the

Rule 204 is required.
~ application is tnken up at once and the Exam-

(2) When a quest«ion of possible interfer-
ence with a patent arises, the patent should be

iner may reject such claims in the application
if the ground of rejection is not also applica-

cited, whereas no information concerning the

source of the claim should be revealed when

a claim is suggested for a prospective inter-

ference involving only applications. ble in the case of the patent. Examples of

Rev. 22, Oct. 1960 176



~ CD.
99; Andrews C.D. 176, 93

USPQ 27: In re Tanke et 2 54 C.D. :

102 USPQ 93; Emerson v.

103 USPQ 45; Rieser

6; Stalego et al. v

78,

ner

e in ce on the claim or claims con- -
patentable to a{)plicant,'nt‘eje(:ting ‘the
licant to proceed under

event that he does not

hers, leaving it to app
Rule 231(a)(2) in the

acquiesce in the Examiner’s ruling as to the

~ rejected claims.

Where all the claims copied'frty)km ‘a paten't“

~_are rejected on a ground not applicable to the

 patentee the Examiner sets a time limit for

| - reply, not less than thirty days, and all subse-

‘quent actions, including action of the. Board
on appeal. are special in order that the inter-
ference may be declared as promptly as pos--
sible. Failure to respond or appeal, as the

“case may be, within the time fixed, will, in the
absence of a satisfactory showing, be deemed 2

- setting of a time limit for response to or ap-
‘peal from that action or.a portion thereof, the
‘Examiner should note at the end of the letier

" the date when the time limit period ends and
also the date when the statatory period ends.

~disclaimer of the invention claimed.

“While the time limit for an appeal from the

final rejection of a copied patent claim is usu-
ally set under the previsions of Rule 206, where.
the remainder of the case is ready for final
action, it may be advisable to set a shortened

statutory period for the entire case in accord-

~ ance with Rule 186.. - i «
The distinction between a limited time for
reply under Rule 206 and shortened statutory
period under Rule 136 should not be lost. sight
of. The penalty resulting from failure to reply

_within the time limit under Rule 206 is loss of

the claim or claims involved, on the doctrine of

disclaimer, and this is appeaiuble; while failure
to respond within the set statutory period (Rule

1761

VA R T :
A TT A
2,86 USPQ  4pplica ,
‘establishing an interference and

5 may be

Rule 136 period, no matter
alts in abandonment. How-

e extension of

cant by the Examiner for t

is not copied

 within the time limit set or a reasonable ex-
tension thereof, an amendment presenting it
ereafter will not be entered without the ap-

roval of the Commissioner. . :
- The rejection of copird patent claims some- '

_times creates a situation where two different Sk

periods for response are running against the

. application—one, the statutory period dating

L from the last full action on the case; the =
other, the limited period set for the response .

to the rejection (either first or final) of the

This condition should be

patent  claims.

‘avoided where possible as by setting a short-

ened period for the entire case, but where un-

avoidable, it should be emphasized in the Ex-

aminer’s letter. Rt o
In this connection it is to be noted that a reply
to a rejection or an appeal‘ from the final rejec-

“tion of the patent claims will not stay the run-

lar statutory period if there is

ning of the re
Office action in the case at the

an unanswere

“time of reply or appeal, nor does such reply or

appeal reheve the Examiner from the duty of

acting on the case if it is up for action, when

" reached in its regular order.

‘Where an Office action is such aS,reQUires the

See § T10.04,

 REJFCTION APPLICABLE TO PATENT AND
o - APrLICATION
If the ground of ‘réjec.tioq is applicable to
both the claims in the application and the claims

‘in the patent, any letter including the rejection
must have the approval of the appropriate

Group Director.
Rev. 22, Oct. 1660

ved by the |

is satisfactorily ex-
; approval of the Com-
here the situation de-
: pﬁragmph below exists);but
r Rule 1

tentclalm 1s su%lgested to m; - .
e purpose of



time during the con
of , the Examiner pre
Lo mth Rule 237 and § 1105.05. Pl
tor’s approval must be obtained before fo
ing the form lette §1112.08 and bef
mg the decision on motion.
. The decision on such a motion =lmu

“any comment on the patentability of the claims "'"

- alreadv granted to the patentee See Noxon
. v. Halpert, 128ESPQ481 R

: 1 101 02(g)

An amendment prece ga 'ntentt
. an application not'in issue is usually admitted
* and promptly acte
had been closed to further prosecution as by
~ final rejection or allowance of all of the c]mms
- orbyappeal, such amendment i is not entered asa
matter of right.

An interference may result when an applicant

the re(gectmn in question has been appealed, the
Board of Appeals should be notl ed of the

~may be dismissed as to the involved claims.
ere the prosecution of the apphcatzon is

_ invention distinct from that claimed in the ap-
pllcdatlon. entry of the amendment may be de-
nie

501.) Adzmssmn of the ‘amendment may very

. properl

‘plicant’s disclosure. An applicant may not have

long the prosecution of his case. See § (H 19(4)

AFTER Noncn or ALm'mvcz co

more clmms copied or substantially copied from
a patent is received after the Notice of Allow-
ance and the Examiner finds one or more of the
claims patentable to the applicant and an inter-
ference to exist, he should prepare a letter {see
Tetter Form § 1112.04], requesting that the ap-

Copymg Clalms From a k~
P ;

However, it the case

~left in the file for consideration by the Board
of Interference Examiners. If the interference

copies claims from a _patent which provided the
basis for final rejection. Where this occurs, if

_withdrawal of this rejection so that the appealj' ~ and retained with the interference.
* closed and the copied patent claims relate to an
(Ex parte Shohan, 1941 C.D. 1; 5220.G.

be denied in a closed application, 1f
prima facie, the claims are not supported by ap-

‘recourse to asserting a patent claim which he
hasno right to make asa meansto) reopen or pro-.

When an amendment which includes one or

17

file and the pro
nt to the Group mscbo
mendment}zs recel

OL——"«i uf the entu-e amendment or a portxon
i the amendment (including all the copied
aims) is refused. The following or equivalent
language should be employed to express the

 adverse recommendation as to the entry of the

copied or substantially copied patent claims:
“Entrv of claims ____-
mended because (brief statement of basic rea-

~ sons for refusing interference). Themfore b
~ withdrawal of the a,pphcatmn from 1ssue IS

not deemed necessary'” o

1101 03 Removm of 'Aﬁidav:ts or
. Declaratwns Before Interfer-
. enee [R-22] G
When there are of record in the file, afﬁda- i
vits or declarations under Rule 131, 204(b) or
204{c) ‘they should not be sealed but should be

proceeds. normally, these affidavits or declara-
tions will be remov. ed and sealed up by the Serv-
ice Branch of the Board of Patent Interferences

In the event that there had been correspo nd-

‘ence under Rule 202, this should be obtamed
‘ f}ron;ﬂthe Law Exammer and left { unsea]ed) in
the file '

Aflidavits or declarations under Rules 181 and

204, as well as an affidavit or declaration under
- Rule 202 (which never becomes of record in the

application file) are available for inspection by

~an opposing party to an interference when the "

preliminary statements are opened. Ferrls V.
Tuttle, 1940 C.D. 5: 521 O.G. 523.
The now opene/d afidavits or dec]arations

filed under Rules 131 and 204 may then be re-

turned to the application files and the affidavits

or deciarations filed under Rule 202 filed in the
_interference jacket. , -

1102 Preparation of Interference
Papers and Declaration  [R-22]
Rule 207. Preparation of interferemce papers and

declaration of interference. (a) ‘When an interfer-
ence is found to exist and the applications are In con-

Rev. 22, Oct, 188D



~ the nling uate of sue 'ibr application, the notxces
° 'shan ao state Except as noted ln paragraph {(e) of

times for taking various actions
(1) For ﬂllng the preliminar
by r‘nyle‘ 2;5 an

(2) Fofleach' party
ment to serve & CoOpy tlmreof on ‘each opposing party

rule 215(b), not less than 15 days after the expimnon
ot the time for filing pre]immary statements.

(3) For flling motioi ;under rule 231 not less than
. 4 months from decl :

{(¢) The notices ‘of mtertere e’ Qhall he mrwamm’
by the patent mterference exnminer to ali the partim
in care of their attorneys or agents; a copy of the
- notices will also be sent the patentees in person and, if

assignees D
( d) When the notices sent in the intercd -

are returned to the Office undelivered, or when one of -
the parties resides abroad and bis agent in ‘the United

States is unknown, additional notice may be given by
'pnblicatlon in the Official Gazette for such period of
time as the Commissioner may direct.

(e) In a case where the showing rcquired by rule
204 (¢) Is deemed insufficient  (rule 228) the notice of

panied by an order to show cause by the Board of
Patent Inteferences as provided by rule 228,

Rev. 22, Oct. 1960 : 178

o ,to m', counts &nd

£ bartv witl

' other the junior the latter application should be
__placied direc

t a schedale of

~ Service Branch.

LR ﬁleu a prelu'unary' fstate~ B e
 Esaminer and forwarded with the other .
who also files a prelimmarv statement as required by L :

~ tains in the case of affidavits or declarations of
this nature in earlier applications the benefits of
" which is accorded a party by the Examiner in
the initial meraorandum. Such ca:..es will be
_acknowledged in the Declaration pa

;fand residence of any assignee in the declaration

_the patent in interference has he('n as%lgned to the  applications aud patents involved should be

. mg memor'mdum is set forth below :
- 1102 01 (a) Initial Memorandum to

interference will not set the time gchedale specified
in paragraph (b) of this section but will be accom-

1) That no part: ¢
or as to ot ers, but that
. » making the

terference a ! : r
. (2) That no interference should be ueclared ,
wlncl” interference is’ nott

pplicant puts 1dent1cal s
_applications by virtue of one of
be the senior party and of the

in the interferen
to gain such benefit

r application either by
den of pro b

re 'Redeclaratlon ‘of Interference Nos. 49 63;), ‘

636 49866 1926 C.D. 70.350 0G. 3) '
The Imtml Memorandum and the files to be
volved are forwarded to the Interference
Any correspondence under

Rule 202 should be obtained from the Law

papers.. See: §1101 08. This same practice ob-

“Rule 207(b) requires inclusion o thﬂ mime

notice: Therefore, a recent title report on all the
obtained by the Examiner and forwarded with :
the other papms to the Board of Patent Inter-
ferences.
The information to be mcluded in the mmat- :

‘the Board of Patent Inter-
_ ferences - [R-16]

The mltml memomndum to the Bnard of
Patent Interferences is wrltten on Form PO—,



is Jomt), seri
tive of whet

tinuation- m-part re
- vided on the form for 1nc

:;/part:cularly unportant to hst all apphcatxon

’ _necessary to provide continuity of pendency to

earliest: apphcatmn
A :

*’patentee will not normally'

quirement for a showing under Rule 204. This
should be noted on the form PO-S'SO (see sec-
tion 1101.02(a)). The claims in each case
which are unpatentable over the issue should be
indicated in the blanks provided for that pur-

- the form as for example : ,
Smith G‘:een'

The indication of claims in each case which -

are regarded as unpatentable over the issue is

based on the decisions in Votey v. Wuest v.

Doman, 1964 C.D. 323: 111 O.G. 1627 and Earll
v. Love, 1909 C.D, 56: 140 O.G. 1209 in which
it is held that when an interference is declared

i nefit of a foreign application in the
~ declaration notices unlecs the Examiner has de-
“termined that he is in fact entitled to the benefit
~of such application in connection with the re-

‘pose. - The Examiner also must furnish a table
- showing. the relation of the counts to the claims
- of the respective parties in the area prov1ded in.

‘ Jnnoﬂ
______________ 18 3 2
b R U S R P 5 1.7 78(m)
E TS L Lrdiin 9 15 5
R R 4 11 6(m)

\; he shouid append to

) pplicant a statement that such

specx?yl 2 them by willbe held
to the decisions
n for making st

well m an- mterfe’ ’

' ‘t.he‘part' : -
" iner considers unp entable over the mue, it
- avoids the inadvertant granting of claims to the
' losing party which are not patentable over the
issue, but which are not included therein, and
Cewil) probabiy result m fewe.r nmtlons under'
 Rule231(b). e
In carrym%out the provrszons of Rule 208,
~ Examiners, when forwarding the Initial Mem-
orandum to the Board of Patent Interferences,
will in a separate memorandum, call their at-
tention to cases in which two of the parties are
represented by the ey, in lieu of
_ calling the matter directly to the ¢ ion of
the Commissioner. The Patent Interference
Examiner when mailing out the notices to the
parties and their attorney will advise tl ‘
ties and the attorney that the attorney will not
be recognized further as repmentmg either par-
v in the interference or in the interfering cases
~ unless he shows that he is entitled to continue
_ to represent either or both parties as provided
: bv Rule 208. The Patent Interference Exam-
iner will also call to the attention of the parties
the attorney the requirement of the second e
_sentence of Rule 201 (c). o
In an interference involving a patent, if the
Primary Examiner discovers a reference which,
in his opinion, renders a count obvmus]v un-
patentable, action should be taken in accord~ :
ance with section 1101.02(f). ;
If one or more of the counts are elaims of an
- involved patent modified to be broader than the
corresponding patent claims, the word “modi-
fied” or “substantially” should appear in paren-
“theses after the wrrespondmg claims of the
~ patent in the table of claims. In other situa-
tions: where exactly corresponding claims are
not present in the applications and patent con-
_ sidered to be interfering, see the guides and ex-
‘amples set forth in section 1101.02 as to the
proper designation of the relationship of the
claims to the counts. In any event, where one
of the parties does not have a claim correspond-
ing exactly to the count, the Examiner should
indicate by the word “count” and an arrow
which elaim in the table of counts is to be the
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app cations b5, t
& overlapping
g put into m»"

is a dependent
 dependent on
e claim on which
pen ] founded. Tf necessary
pendent vimm ma be the sole count of an

. e app ications
in the Service Bran :
, cm'ded in a card inde : '

~_ If an application that has been made specxal
‘by the Commissioner becomes involved in an
interference, the interference will be made spe-

applicant. qe'e sectlon 708.01.

, 1103 Suspensmn of Ex Parte Prosecu-
’ tion, Full or Parual [R-20}

: Rule 2/2. Suwenaion of er ‘parte proewuﬁon ,On
deolaration ,;of the interference, ex parte prosecntion
‘of ‘an appllcation is suspended, and amendments and
other papers received during the pendency of the in-
terference will not be entered or mnwtdered without
the consent nf the Commissioner, ext-ept as provided
by these rules. - Proposed amendments directed toward
the declaration of an.interference with another‘mrfv
will be considered to the extent necessary,

concurrently with the interference, on order from ‘or
with the consent of the (‘nmmisﬂlonﬂr i

The treatment of nmendment% filed dunng

an interference is considered in detail in see- '

tions 1108 and 1111.05.

Rev. 20, Apr. 1960

_cial, provided the prosecution of such appli-
~cation has been diligent on thc ypart of the

Ex parte
prosecuticn as to: spe«iﬂad matters may be mntlmwd

d 1111.03.

Jurisdwtfon 07 imerference (@) Upon :

interference is made when

_ the Patent Interference Examiner mails the

tices of interference to the parties. The in-

~ terference is thus technically pending before

‘the Board of Patent Interferences from the
date on ‘which the letters are mailed, and from
that date the files of the various ‘lpph('ants are
opened to inspection by other parties. Rule 226.
‘Throughout the interference, the interfer-
ence papers and ﬂpphc'\tmn files involved are in
the keeping of the Service Branch except at
such times that action is required as for decision
on motions, final hearings, appeals, etc., when

they are temporarily in possession of the tri-

bunal before whom the partwu]ar quest:on is
pending. :
11, mf’ependem of thut mterferenee. action as

o one or more of the applications becomes neces-

sary. the Examiner requests jurisdiction of the
necessary application or applications from the
Commissioner but first forwards the Tetter (or
letters; o the (roup Director for. approval

See wn ion 111105 and Form at section 1112.06
{a). TItismnot forescen that the Primary Exam-

"~mc'r w:?i need to take action for which he re-

quires jurisdiction of the entire interference.
However, if cirenmstances arise which appear to

' require it, the Primary Examiner should request

jurisdiction from the Board of Patent Inter-
ferences.

The Fxaminer never asks jurisdiction of a
patent £le, but merely borrows it if needed, as,




IN‘X"ER?ERE\?CE .

,where the patent 1% m be mvelved in a, new .

mterference._ -

1105 Maters Reqummg Declsum by
Primary Esxammer Durmg Inter-
ference ‘

Rulc )5’1 Motions before the ;rrmwry m-ammcr fmr

Within the period’ uzt in the notice of lmerferen(‘? for

8 mmmn sea*kmg

1501

1165

an intwfeyz‘&zms may - fite

filing mu*ions am‘f part

(1) ’I‘o dissolva? as t;» one or more counts. except c}m
such motion haeed on fa('ts _sought to be established
by aﬁidavits or evidence mxtside of offive records and

 wrinted pubh(atiom Win smt normally bo considered.

and vshen one of the pﬁmes to0 the interference is &

; pment@e* no_matmn to dissolve on thrﬂ ;zv-mmd tkm' :

Rev. 20, Apr. 1960



(2) .To amend ‘the issue by addition ot mbstitution
of new counts Each such motxon must mnmm an ex-

 bemade the baeis of interference
- Complete copies of the contents of

tion, except aﬂidavits under rules 131,

must be served on all other parties and the motxon

must be accompanied by proof of such service.
{4) To be accorded the beneﬁtof an ‘earlier applicn-

tion or to attack the benefit of an earher apphcatlon

which has heen accorded to an opposmg party m the

notice of declaration.

o2, ‘and 204,

of Appeals or by ‘4 court in ex parte proeeedxngs. ‘;

& Requests for reconsxderation will not be entertained L

. ot the time fof ﬁl ng any new prelunmary statements,

-2 patent interference evammer shall redeclare the

' : mterterence or shall declare. such other interferences

(5) To amend an mvolved pp]icatxon bv addmg or- '
removing the names of one or more inven’aw as pm- ,

 vided in rule 45.

“(b) Each motion must contam a fali c:atement of
‘the grounds tberefor ,‘,"‘;d Teasoning in support *here-_’ g
Any opposition to a motion must be fited within

of,
20 days of the explration of .the time set for filing

motions and the moving party mey, if he desires, file
a reply, to such opposition within 15 daya of the date
the opposition was filed.’ 1t n party files a timely

to amend within 20 days of the expiration of the time
.set for filing motions. Service on opposing parties of
an opposition to 2 motion to amend which is based on
prior art must include copies of such pﬁor art, In
the case of action by the primary examiner under rule

237, such motions may be made within 20 days from
the date of the primary examiner’s decision on motion

wherein such action was incerporated or the date of

Zthe communication giving notice to the parties of the
proposed dissoluting of the interference,

(c} A motion to amend or to substitute another

motion to dissoive,-any.other party may file a motion

raised by an applicant,
, pendlng before the Office in intcr partes pro-
ceedings involving the same applicant or party

Cfiled if a party states that he intends to rely ‘on the

as ma be necessary to mclude sald clazms A prelim-
marv statement ‘as to the’ added claims ‘need. not be

original statement and such a declamtxon as to added

‘claims need not be sxgned or sworz to by the inventor

in person. A second time for filing motions will not be
set ‘and sabsequent motions thh respect to matters
which ‘have been ance considered by the pmnarv ex-

aminer will not be considered. ' , ‘

~An interference may be enlarged or dlmm-k

ished both as te counts and applications in-
volved. or may be entirely dissolved, by actions

taken under Rule 231 “Motions before the Pri-

~ mary Examiner"”
- tion at the request of examiner”. The action
may be a substitution of one or more counts,

or under Rule 237 “Dissolu-

the addition of counts or dissolution as to one or
more counts or as to all counts, a change in the
application by addition, substitution, or dissolu-
tion a shifting of the burden of proof, or a con-
version of an applieation by changing the num-
ber 'of inventors. See section 1111.07. Deci-
sions on questions arising under this rule are
made under the personal supervxsmn of the Pri-
mary Examiner.
Examiners should not consider ez parte. when
uestions which are

" in interest. See section 1111.01.

181

QOccasionally the entire subject matter of the
interference may have been transferred to an-
other Group between the time of declaring the
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. OF PATENT EX&MR%N(E Rﬁﬂﬁﬁﬂm

party ﬁhng otion is expected to incor-

; rate his' reasuns ‘with the motion so that an
initial brief is not ‘contem: lated b:;lt}‘x)ough if

days from’ the exp tion of
0tions for filing an opposi
nd the moving party may file

‘within fifteen days of th g edposmon
is filed. If a motion to dissolve is £l by one

party the other parties may file a motion to

- amend within 20 days from the expiration of
~the time set for filing motions and the same
‘times for opposition ar ply brief are allewed

with respect to the ':ﬁl"'g date of the latter' "

After the explratlon of the |
_reply brief, motions filed under Rule 231 are
examined by a Patent Interference Examiner
 who, if he finds them to be proper metions, will
__transmit the case to the Primary Examiner for
consideration of the motions with an indication
of such motions as are improper under the rules
and which should not be considered if there be
any such. No oral hearing will be set. The
Primary Examiner should take up the motions
pmmptly and should render only a brief deci-

sion setting out in addition to the actual grant- :
_ing or denial of each motion only the b'lsl( cor-

clusions as to matters necessary to dlspose of
qlgmﬁcant issues raised by the motion and op-
posmon thereto, or as to Tatters not 20 raised

but which in the opinion of the Primary Ex-

aminer provide basis for denial of the motion.

The Examiner should not undermlm to answer

all arguments presented.

In motions of the types GI}G(ihi‘d be]o“ the
Primary Examiner must consult with and ob-

tain the approval of a member of the Board of

Patent Interferences before mailing the deci-

sion. - Motions requiring such consultation and
approval are:

Motions to amend where the matter of sup-

port for a count is raised in opposxtmn or

the Examiner decides to deny thL motion

for that reason,
Motions relating to the benefit of a puot

application,

Rev. 22, Oct. 1969

al p
eply brief

e for hlmcr a p
“cate in his letter tranamlttmg motions the nec-
‘essity for consultation. If such indication is

':imih ¢ on the gro d nf no mter- ;

n fact, ;
ons to converi an upp‘ucat mn to 8 diﬁ‘er~

ent namber of i

tion or the Examiner decides
. motion for that reason,
Motions to amend seeking to broa
-~ claim and an issue is raised with re*‘-}
. the‘ showi mg in 3u<t1ﬁcatlon

r should arrange a conve
he case of motio
_another application the Patent
xaminer will examine any oppo-
ch may have been filed and if the
f,mght to make the proposed counts
party is raised thereby, he will indi-

not made there will be no necessity for consulta-
tion unless the Primary Examiner from his
tion concludes that one or more
p i ot make one or more of the pro-
posed counts. In this case he should inquire
of the Paten erference Examiner as to which
member to consult,

1105.02

Decision on Motwn To Dis-
solve [R-22]

B} the granting of a motion to dissolve, one
or more parties may be eliminated from the
interference; or cerfain of the counts mav be
eliminated. Where the interference is dis-
solved as to one or more of the parties but at
least two remain, the interference is returned
to the Primary Examiner prior to resumption
of proceedings hefore the g“ttent Interference
Examiner for removal of the files of the parties
Ex parfe action is re-

who are dissolved ouf.

‘sumed as tn those applications and the interfer-

ence is continued as to the remaining parties.
The e parte action then taken in each rejected
application should conform to the practice set
forth hereinafter under the heading “Action
After Dissolution” (section 1110). gee section
1302.12 with respect to listing references dis-
cussed in motion decision,

With respect to a motion to dl%oh ¢ on the
ground that one or more parties cannot make




110502

ts it should be kept in miad  rejection of the interference count to one or
; nt;e’rf;exfe;;;casis,disscived: asto e _parties, the interference ghould be dis-
] from a rejection based thereon. : pro. forma upon that ground, withont =
' the views of other parties in the regard (o the merits of the matter. This agree- .
interference will not be ‘heard. In order to  ment among all parties may be expressed in the
preserve the infer partes forum for considera- motion papers, in the briefs, or in apers di-
_ tion of this matter 2 motion to dissolve on this  rected solsly to that matter. See Buc liv.Ras-
ground should not be granted where the deci-  mussen, 339 O.G. 223; 1925 C.D. 75, and Tilden
sion is a close one but only w re there is clear V. ‘Snodgrass, 1923 C.D. 30; 309 0.G. 477 and.
 basisforit. [ Gelder v. Henry, T UsSPQ223. o ,
- It should be noted that if all par tes A lavits or declarations relat to the dis-
" agree upon the same ground for disso ution,  closure of a party’s application as, 1 y example,
- which ground will subsequently be the basis for. ~ on the matter of operativeness or right to make,

182.1 Rev. 22, Oct. 1969




i substltute Ccoul

_that, 1f the, E\.lmmm gran!

‘the ,ectwe 2 pate
{which is not a. statutory bqr) i
t;h ffective filing dates or tl
he preliminary statements of ¢
he anticipatory effect of that
blication need not be co
at_ this time, but th

t ﬁ'eot that only pmomtv
illary thereto w ill be Lonsuiered

abili f the counta not . .

1 “inter has paasedtlm motion
stage; | rdinary case a motion to dis-
solve may att i
and need not be

TINGZ
(")) :md(

ence other ap-

substitute or involve
I thm]rl ho nomd

plications owned by t

, s A tlme
ties to pr

|
ip their applica peg
a time for all pnrnvs 1o file prf‘l

ments as to the allowed proposed connt

ilnstrative form for thvk(‘ rmpnronwms 15 iven
at section 110506, re m‘uh- hy
some o all of the panuN ; |
wot. the interference i rafori. m"u nHew anter
ference s declaved by the Ptent Iiterfereiice

! Motk %‘.“".

“interference’

ﬂlﬂ&s ~m1\' }w
to addor
‘erence 'md alsata

e time limit o

a (" CeSS

and the motmn un\ be t nsm]ttod b\"

ent Interference E xaminer: if 50 tl.ummtted it

awill bo considered and dec led by ‘the Primary

“Examiner without regard to the question of

whether the moving pazh ‘s case already in the
o «L,!me&- the sub]evt matte; of the

ploposfed claims.
(*ovm:mm\'r E OF ALL PARTIES ‘
. _omx'm'y to the practice which M)tmm when

arties agree mpon the same ground for
colution, the concarrence of all
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[posed count should be granted

¢ is involved, all of the paten :
)phcan' can make must be included
i the m , femn

refuse accepumce of a ommt broader’ tlnn ong
_inal counts solely on the ground. th‘\t 1t dc

~ not differ materially from fhe: : is

- fact the case, and the. ‘proposed
able over the prior art, the
motion to the e\rte

int is patent-
miner should
i %ubshtutm :
adest origina
1] not be limited in -

ry to pa
1s room for a teasonable ;
dlﬁerence of opmlo i
are materially different (or patentably distinet)
. it is advisable to add the proposed claim to the
' Issue mther than to substitute it for the original
~ ill allow the parties to submit
to both counts.
Aﬁidavlts are ocmsmnally oﬁ’ered in ~up}p
~ of or in opposition to motions to add or substi-
tute counts or apphcatmns The practice here
s the same as in the case of affidavits concern-
ing motions to dissolve that is, affidavits relat-

 ing to disclosure of a party's application as, for

xample, on the matter of operativeness or right -

“to make, should not be considered, but affidavits

~ relating to the prior art may be ('on-,zdered bv
‘analogy to Rule 132.

If a motion under Rule 231(a) (2} or (6} s
denied on the basis of a reference whlch is not
a statutory bar, and which is cited for the first
time by the Examiner in his decision, the ie-
. eision may be modified and the motion granted

- upon the hlmg of proper affidavits under Rule
131 in the applieation file of the party involved.
This is by analogy to Rule 237, although nor-
mally, u-quest, for reconsideration of decisions
on motions under Rule 231 will net e enter-

tained. Rule 231(d). These affidavits should
not he opened to the inspection of  opposing
parties and no reference should be made to the
dates of invention set forth therein other than
the mere statement. that the effective date of the
reference has been overcone. s in the case of
other aflidavits under Rule 131, they remain
sealed nntil the preliminary —t.livmonts for the

new counts are opened,
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- ponderance of the evidence.

inan opposx-

on to the motion or the anary Examiner
wishes to deny a motion for that reason al-

has not been raised bvda party.

: to Beneﬁt of a PrxorﬁA plica-
ot ‘n‘Under Rule 231 (a) (4-)

to benefit of a prmr apphoatmn under

g :
'931(a)(4). These may involve shifting

_the burden of proof or merely giv ing a party -

- the benefit of an earlier date which will not
(hange the order of the parties. They may

- result in Judgment or order t
“agaxnst a junior {)art} whose prehmmary state-

ment does not allege dates prior to the earlier
application or, in the case of a junior party, they
may shorten the period for which diligence must

~ be proved or change the burden of proof from

that of beyond reasonable do © 8 mere pre-

If there is doubt whether f.u‘lxex dpph-
cation discloses the invention involved in the
interference, there being a reasonable ground
for denving the party’s right to it, a party
should not be given the earlier record date.
The denial of a motion to shift the burden of
proof does not deprive a party of the benefit
of the earlier application upon which the mo-
tion was based, Ie may have the matter re-

viewed at final hearing (Rule 25%) and he may

introduce ‘that .q)pln.mun as part of lus evi-
dence to be subject to argument by all parties
and to be considered by the Board of Patent
Interferences.  See (neen.n\nlr v. Mark, 1904
CID352: 111 O.GL 2224,

In deciding a motion of this nature, it is usu-
ally advisable first to determine exactly which
counts will be involved in the final redec laration
of the interference. The practice in deciding
the motion should then follow “that set forth

~in the case of In re Redeclaration of Iuterfer-
ences Nos. 49,605

: 40,6361 49,866 1926 C.D.
@3 350 00 3. In accordance with the Iast
stated case, no party in an interference should
be made jllln()l as {0 some couits and senior as
to others, “Therefore, if, in umw!mmg a4 Mmo-
tion to shift the l)m'dm of proof. it is found
that the moving party iz entitled to the henefit
of wur earlier filod application as to some counts
bt not as 1o other counts in the sime interler-
enee, the niotion should be denied,

how cause -

the wnsultatwn ends nd lsa.gmement e
h Fn'st :&‘;sxst- L

. kY




p]ymg thehreference, or reason' o each of the

- counts of the

h@ mot’.nn

‘partim shall e
“have rmt Su?:nx'

Rule 237 cove
on the Priman 3
discovers a reference or other
renders all or part of the courits unpatentable
Two procedures are available under this rale:

First, if the Primary Examiner finds a refer-
ence or other reason for terminating the lntm- L
_AMerence in whole or in part the interference 1s
. before L for determination of a motion, deci-
~ sion on this newly discovered matter “may be

meorporated in the decision on the motion, but

hut : the .

OWIL nmuon 1f lm

reason whicly
o tion and a patent, the applice

rence whic,

onsidering the applicability of
“the count under Rule 237

ion of patenmbxhty, “hlch is mter partes
case of tion to dlssolye. ,rxefs

ie{lnng wﬂl be set. Demsxon is prep

, naxled by tha Priman Emmmer as in the case

~ tention of the Examiner by
“rto the mterference*
“of record by the hx 1

dissolve.
rolving

' a patent and a kapph-
where the Pmmz}n Examiner.

~of patentability of the,
! directed to \oxon v,
.S .PQ 481.
~ If, in an interference mvolvmg W
.xpphcatmn;s, a reference is brought to the at-
one of the parties

ter in his letter to the

‘ Emmmer of Interferences under Ru]e 237

1%5

~Tf. in an interferenee involving an appliea-
¢ calls attention

anticipates the
issue of the interference, the Examiner of
~ Interferences will forthwith dissolve the inter-
ference, and the Primary Examiner will there-
npon reject, the claim or elaims to the applicant
on his own admission of nmlpawm'\lnhl\ with-
ot unnmommg ol r}w pm‘tmmu v of the refer-

to a reference which he states

Rev. i!v. .l:nn,

hat fac't should be made :

W



ke the pendencv of applic
terference proceedings, P
. d to render. dect:

upplemented by
of fact or lav

Diﬁ'erenr grounds u
artlcular acnon, such as.

no right to make ;urgec Inck o
more than one portion of a count and is granted,
_ the Examiner should indicate which pomom
of the count he considers not to be disclosed in
the apphcatxon in question.  The same practice
applies in denying a party. the henefit of prior
ap lication. f
Motions to amend or to subst tute an appli-
cation do not. reqmre any. atement of conclu-
sion if granted but a denial should be supple-
‘mented by a- rent of the conclusion on
5 which denial is ':base(‘.~ Ifan ap lu‘atmn 1810
- be added or substituted and the Examiner has
’ is entitled to the filing date
of a pri plication by virtue of a divisional.
tinuation or continuation-in-part relation-
ft,he dem sion should sostate.

3101‘10\* DEC TSION I«YAMPL’F%

The ‘motion: bv Brown, to dissolve on the
ground of unmtentahﬂn‘v to all parties over
X in view of Y is denied.” The combination of
references proposed in the motion js not con-
sidered obvions,

ground that Jones has no right to make the
ount is granted. It s considered that the
expression .. " s not supported by
the Jomes dizelosire,

The motion by Joues ta substitute propo-sed
fumr 2 for the present count is granted.

pport for

~form~

“staternent

tenee).

The motion by Hmun to dissnlve on t!xfﬁ

Rev. 190 Jou, HGh 186

tﬁi& aettmg times for
present (‘Idl!!h corre-

P ;Qm ¥ as to proposed
gt by amendmeht to

s ﬂrh re.:pect to
£ 2 must be filed in a sealed en-
,he name of the party *‘ihng it

‘and title of the 'nterfﬂrence‘
See also Rule —.'-L(f) second sentence. = A date
for semng preliminary statements will be set
in the notice of edechmtmn 2
stittite 'umt] er mmmonlv
ppllr *‘on by a different inventor is
e “should inclnde a para-
time for the snberitnted party
tﬂtemem in the f()limﬂrm

to F}e a prel‘m,r

Lol lw e.ul,,:tmlteﬂ for
_____ must_file on or before
}nmnarv statement as required
2. in a sealed envelope hearing
3 numher and title of the inter-

by Rnle

his name

ference,
The «l

ol cl(::se with a v.':n,'m,ng
he following ,
ton (Rule 231 (d) second sen-

No recon

The time periods fixed in the decision for
copying al, I proposed counts and for filing
preliminary ments shonld ordinarily be the
same and a period of 20 davs should saffice in
mostcases,  Hovever, where nmiling time is
materially longer, e to the West Cower or for

elgn conntries, or when an attornes nd inven-




- be requested withir
. See § 11

den of proo: L
 After the decision is signed by - , ces whers
 Examiner and the fl roper clerical entry made, dbva ions under Rule 931
the complete interference file is forwarded to . wi v a Patent Interference Examiner,
Interferences for dating and mailing for the  Service Branch. The deci signed by the
Board S B j - Examiner will constitute the auther-
' ' racti apply to the
- interference which may

‘ ‘ : . 110601 Afterl)ecl on Motion
T e G . Various procedures are necessary after de-

" cision on a motion.  The  following general
, - rulesma l;lestated:' l_] - f} R 1 . ;
av : : TV (1) If the total result of the motion decision
have been denied, the consists solely in the elimination of counts, the
counts and for filing preliminary statements

 Jias been set_;;f;this should also be in dieated at the den of proof, no redeclaration '1s necessary.

The motion decision itself constitutes the pa-

m‘l‘f;l‘:lfng;ledlr;’lé;?yand Statement due. - iocoo per deleting counts or parties and is likewise
"Below are examples of entries which should ~ dequate notice of the 5’,‘&““5-* of the burden
" be made in the interference brief in the section of 1?1_'ooff. he motion decisior le i )
 entitled “Decisions on Motion” (Form PO-222) (2) If the motion decision Tesu is I any
in each case involved in the interference: addition or substitution of parties or applica-.

" Dissolved el R S “tions or the addition or substitution of counts,
Dissolved as tocounts 2and 3 then redeclaration 1s necessary. If redecla-
Disolved asto Smith S ration is necessary, _the information falling
(tounts 4 and 5 admitted ot within category (1) 18 also included in the re-

T as should be verified by the Pri-  GeCamuon BIDER The old counts should re-

o : - ~ B tain their old numbers for ease of identification.”

mary Examiner. : R 0% Qi . . ke :
Determination of the next action to be (3) Since all of].th:':ue&tﬁsslarzldléxf?rmafulm :
taken is made by the Service Branch of the ‘concerning an application to be ac.cet or. Sub:
Board. Fxamples of such aetion may be redec- stituted should appear in the motion decision
Jaration, entry of judgment, or setting of time  7F on the face of the “Pl’h%‘,ﬂm“ file no separate
for taking testimony and for filing briefs for communication from the Primary Examiner to
final hearin : ’{R-23] i the Patent Interference Xixaminer is necessury
g, LER) ‘ : or desired. : CH '
The Patent Interference Examiner will de-

1105.07 Petition for Reconsideration - termine whether or not the nonmoving parties

of Deecision [R-23] - have copied the proposed counts which have

~ , e " been admitted within the time allowed and if

Petitions or requests for reconsideration of & they have, he will proceed with the redeclara-

decision on motions under Rule 231 or 237 will  tion. If a Farty ails so to copy a proposed
)

. not be given consideration. Rule 231{d} sec-  count and t )

us will not. be included in nter-
187 B Rev. 23, Jan, 1970

nied.” If a date for copy - elimination of parties or a shifting of the bur-



the fol]owmg eﬁ'ect
terference is decl,

~ ase also, no
statements or motlons Wlll be

se to the interterence Such addition will be done‘ as

a mamter of course by a patent interference emminer.

if no testimony has been taken. If, however, any testi-

‘mony may have been taken, the patent interference
. examiner shall’ prepare and mall a notice for the pro-
posed ‘mew. party, discloging ‘the ‘issue in’ lnterference
and the names and addresses of the interferants and

party and Lis attorney or agent to each ‘of the partles,
%tting a time: for stating any objoetions and at his
discretion a time of hearing on the question of the ad-

mission of the new party. If the’ patent ‘Interference
‘- examiner be of the opinion that the new: party ghould .

be added, he shall prescribe the conditions imposed

appwpr’iate
‘Rule

as to all of the counts. The procedure when

?r testimony has been taken
bly from the procedure when no testimony has

' been taken.
_involve the Primary Examiner but rather af-
fects the action taken by the Patent Interfer
‘ence Examiner.
The Primary B ‘mmmer foxwardc, Form
PO-8350 accompanied by the additional appli-
cation to the Interference Service Branch,

Rev. 23, Jan. 1970

- the parties.

words “Decision Noted" and initialed by him.

of their attorneys or agents, and notices for the inter-
ferants disclosing the name and address of the said ..

upon  the proceedings, : includlng & ‘suspe'nsion if ; ;
: 238 states the procedure to be fo]lowed i
_ when the Examiner finds, or there is filed, other '
- or new applications interfering as to some or

iffers consider-

However, the difference does not

: mgnml mterference tmmtm i
are included in the new one.
act ﬂnt the issue w as in 'mother :
11 Jetters in the

An mterference is termmated elther by dl\-
solution or by an award of priority to one of
In either case the interference is
returned with the entire record to the Exam-

_iner as soon as the declsmn or ]udgmem; has

- become final.
" After the ﬁles have been returned to the'

Exammmg Group the Primary Examiner is

the decision has been noted, such as by the

The interference file is returned to the Service

~“Branch of the Board of Patent Interferences

when the Examiner is through with it. There it -
will be checked to see that such note has been

- made and initialed before ﬁ]mg away the inter-
- ference record. : L

”1108 Entry of Amendmcnts Fxled in

Connectxon With Motmns [R—-,

231 5 |
This section is hmzted to thﬂ dlsposnmn of

amendments filed in connection with motions
in an application involved in mterferenoe, after

: rtho interference has terminated.

The manner of treating other amendments‘
which are filed in an application during the

-eourse of the interference, IS discussed in a

separate section (§ 1111.05).
nder Rule 231(c) an applicant is requzred '
to submit with his niotion to amend the issue

_or to substitute an application, as a separate

paper, and nmendment embodying the proposed

~claims if the elaims are not already in the ap-

plication concerned. In the case of an appli-

~ required to make an entry on the index in the
interference file on the next vacant line that




inte: evence, this
that time but

t in due c ‘
' what extent the amendment has

 be efxtered

o1, be ente : Ty © As a corollary to this l)riiétice? it follo

where prosecution of the win plicati
had been closed prior to the decla

' interference, as by being in conditi or issue,
' that application may not be reopened to further
‘ rosecution following the interference, even
paid in connectl filing of a proposed ough additional claims had been presented =
amendment. wi . be refunded by reason o under Rule 231(a)(2). The interference pro- o
the nonent o ‘ ‘was not such an Office action as relieved
ondition as the doctrine of
_ : motion is ' Quayle, 1935 C.D. 11; 453 O.G. 213.
f',:,,'?‘?’?,de(’ied" SRl ton e s ne Bt t should be noted at this point that, under
amendme ! St b e \ the provisions of Rule 262(d), the termination
1 of an interference on the hasis of a disclaimer,
of the concession of priority, abandonment of the in-

~_If the motion is granted. only in
‘denied as to another part, only so much of | esslo) ty, abandonme :
. amendment as is covered in the grant of the vention, or abandonment of the contest filed by
‘motion is entered, the remaining part being in- an‘:}.pph.can’t operates withput fu?ther action as
- dicated and marked “not entered” in pencil. @ direction to cancel the claims involved from
(See Rule 266.) R T the application of the party making the same.

' ' | S IR ‘ o Rev. 23, Jan. W70



of priority, as an iz

e take ‘ olv he application and a

i nt Appeals, or d rthe ' 1 ~ sis of the rejection, ,

of such appeal. Therefore, the files ~ 1Der forthwith t he application up for

urned to the Examining Group until action. EEe L
sination of the appeal period, f, however, the application of the winning
hea;gmﬁ’, as the case . %a‘rty, contains an unanswered Office action, the

of the Examiner is aute- =~ Examiner at on ‘notifies the applicant of this

h the return of the files, fact and “re%ulms;response toj,t,ﬁe Office action

ties are sub ). vithin a shortened ~period of tw “months

‘running from the date of such noti e Ex

.~ parte Peterson, 1941 C.D. 8; 525 O G.3. This
, ppeals 3 procedure is not to be construed as requiring -
sing y to th rference may the reopening of the case if the Office action
under 3 '146. In a case where - had closed the prosecution before the Exam-

y, and the Office is  Iner.. b o

der.35 U.S.C. 146 _ The following language is suggested for noti-

d, the ! not be returned  fying the winning party that his application

to the Examining Grouj after that action contains an unanswered Office action: .

_has been terminated. The date when the pri- - [1] “Interference No. ____. has been term-

ority decision becomes final oes not mark the  inated

beginning of a statut riod for response by Ex parte prosecution is resumed.

‘the applicant. Se _parte Peterson, 1941 However, this application contains an
CD A5 063, i

SO unanswered Office action.. =~ S
 If an application had ithdrawn from A SHORTENED STATUTORY PE-
jssne for interference and is again passed to RIOD FOR RESPONSE TO SUCH
issue, a notation “Re-examined and passed for = = ACTION IS SET TO EXPIRE TWO
issue” is placed on the file wrapper together MONTHS FROM THE DATE OF THIS

with a new signature of the Primary Exam- LETTER” o o
‘iner in the hox provided for this purpose. . The winning party, if the prosecution of his
‘Such a notation will be relied upon by the _cas’g’:had not been closed, generally may he
Tssue and Gazette Branch as showing that the allowed additional and broader claims to_the
~ application is intended to be. passed for issue common . patentable subject matter. (Note,
and make it possible to screen out those appli- however. In re Hoover Co. Lte., 1943 CD.
cations which are mistakenly forwarded to the 382 453 0.(:. 365.) The winning party of the -
Tssne and Gazette Branch during the pendency - interference is not denied anything he was in
" of the interference. Sl L. possession of prior to the interference. nor has
See section 1302.12 with respect to listi he acquired any additional rights as a resnlt of
erences disenssed in motion decisions. . the interference. Hie case thus stands as it was
e . prior to the interference. 1f the application
1109.01 TheWmningParty [R—20] “was under final rejection as to some of its

' e ovinmng TAary USRS claims at the time the interference was formed,
the Snstimtion‘of‘ﬂm’interforence acted to sus-
pend, but not to vacate, the. final rejection.
by his opponent ji,n‘j'an,,imerfm"o,nva solely in- After termination of the interference a Jetter
volving pending applications. Monaco v, Wat - is written the applieant, as in the case of any
con, 106 U8, App. D.CO142: 270 F.2d 3362 122 other aetion unanswered af the time the inter-
1"SPQ) 56+ In an interference involving a  ference was instituted, setting a shortened pe-
patent where the winning party is an applicant, " piod of fwo months within which to file an

the Offire will not send the applieation to issue appeal or caneel the finally rejected claims.

The winning party may be sent to issue de-
~gpite the filing of a suit under 35 ULS.C. 146

S ML G- G- & ' ‘ O " B B4 Xt Reov, 20, ADF», 1969

by a decision favorable to applicant. )



\ of the party

62(d)). Abandon-

milar result. See
ference counts thus di
, bandoned are acc rding
cancelled e application of the
filing  the : nt which  result
‘adverse judgm N
. Tf the judgmen
thanf,thmg",refé T
graph, the claims
‘ference counts in the ap
 party should be treatec
 Rule 265, which provid
~ “gtand finally disposed of :
tion by the examiner and are no _open to,
ther ex parte prosecution.” Accordingly
pencil line should be drawn through the cla

“Rule 265" should be written in the margin to
indicate the reason for the pencil line. If these

claims have not been cancelled by the applicant
and the ease is otherwise ready for issue, these
notations should be replaced by a Jine n red
“ink and the words “Rule 2657 in red ink ‘before
passing the case to issue, and the applicant
notified of the cancellation by an Examiner’s

~ should be informed that “Claims ( designated

~stand finally disposed of in accordance with
“Rule 265.” T e s
1f. as the result of one or both of the two

~ plication are eliminated, a letter should
Cwritten informing the
claims in his ease have

subject to prosecution, and that the application
~will he sent to the abandoned files with the
next group of abandoned applieations. . Pro:
seedings are terminated as of the date appeal

or roview by eivil aetion was dne if no appeal

or civil action was filed. o

Rev. %), Apr. 1060

‘is received of the

as to which a judgment of priority adverse to
applicant has been rendered, and the words .

issue, unpatent
_ disclosure, or :
- made. :
- for issue, his 7
“restricted to subie
‘sie of the interference.. G i
" Where the losing party failed to get a copy

Amendment. “If an action is necessary in the
application after the interference, the applicant

 order is referred o the
- Examiner w}

preceding paragraphs all the claims in the ‘a‘f))-‘
ol
applicant that all the

heen disposed of. indi-
cating the eiremmstances, that no claims remain

or the , '

of the other case should not be mduded ,mfthé':,’,“n

Office Action. However, a losing applicant’ -

avoid a rejection
re of a winning patentee

may. ection based on unclaimed dis-
closy When ' notice
; ; ling o it under 35
U.S.C. 146, further action thheld on the
lication of the party filing he suit. No let-
" eed be sent.

“of priority is based solely

ight to make, and.

mior party, the claims of
or party. even though the award of

was to the junior party, are not sub-

ot to rejection on the ground

‘through failure to move under Rule
on the disclosure of the junior part;
- (Rule 257). , S

If the losing party’s case was under rejection
_the time the interference was declared. such
rejection is ordinarily repeated (either in full
or by reference to the previous action) and, in
addition, rejections as unpatentable over the

able over the winning party’s

:nder final rejection or ready
o reopen the prosecution 18
ot matter related to the is-

If it

*of his opponent’s drawing or specification dur- .
: Vo : ' . ing the interference. he may order a copy
by numerals), as to which a judgment of pri- ;
ority adverse to applicant has been rendered,

thereof to enabie him to respond to a rejection
hased on the zurcessful party’s disclosure. Such
' Patent Interference
ity to approve orders

s anthor
of this nature. =
Where the reje
the interference.

ction is based on the issue of
there is no need for the ap-

~plicant to have a copy of the winning party’s

drawing. for the jssue can be interpreted in

the light of the applicant’s own drawing as
“well as that of the successful party.

Tt mav be added (hat rejection on estoppel
throngh failure to move under Rules 231(a)
(2) and (3) may apply where the interference

ferminates in a judgment of priority as well as

194

other suitable rejections are




ended by dissoluti  sevti discussed in motion decisions. If the
ver, Rul } now limits  for dissolution are alsoe applicable |
S natte moving parties, e.g., unpatentabili 81
ect matter of the interference,
should, on the return of the files to his Group,
reject in each of the applications of the non-
_moving parties the claims corresponding to the
. counts of the interference on the grounds stated
_in the decision. It is proper to refer to the “ap-
plication of .. . an adverse party in

"I’xitelfferexice _o_.-.) but mneither the Serial

dissolve are ent 1o the ex ent ¢ mo-. No. ‘ SRRt
tions were not denied. ~See section 110, " number nor the filing date of such application .
section 1302.12 with respect to listing references should be included in the Office action.

194.1 Rev. 20, Apr. 1969



~ Dissolution of an interferen:
an abandonment of the co peral
direction to cancel the involved claims
- that party’s applicationﬁ:(RulefQG dj).
If all th ,
 inated in accordance wit
 scribed in the _,;fore%oingé
- fourth paragraph of 1109.02

" When there are two or 1 terfere
 pending in this Office relating to the sume sub-
ject matter, or in which substantially the same

e claims in an application are elim-

“and distinct,

or more interferences

applicants or patentees are parties thereto, in

_order that the record of the proceedings in each

particular interference may be kept separate
“all motions and papers sought to

be filed therein must be titled in and relate only

to the particular interference to which they be- |

* long, and no motion or paper can be filed inany

P

ail interference which relates to or in which 1s

- priority. o FIRERY e
 Under these circumstances, it should be noted
- that, pursuant to the last sentence of Rule
262 (b),‘supra'., the party who abandons the con-
test or the application sfands on the same fool-
ing as the losing party referred to in Section

der Ru’le:'23l or 237

I#, following the dissolution of the interfer-

ence under these circumstances, any junior

: pa‘rtg files claims that might have beex included -
in the issue of the interference such claims

should be rejected on the ground of estoppel.
" The senior of the parties, in accordance with
Rule 257, is exempted f :

“Whers it is only the junior parties to the inter-

ference that have common subject matter addi-

“tional to the subject matter of the interference,
the senior one of this subgroup is free to claim
this common subject matter. Rule 231(a)(3)

now limits the doctrine of estoppel to subject
matter in the cases involved in the interference. -

See 1105.08.

1111.01 Interviews [R-16]

Where an interference is declared all ques-

tions involved therein are to be determined
inter partes. This includes not only the ques-

-~ The Ex

of their actions, so that it will not

1110.02 Action After Dissolution Un-

‘rom  such rejection.

joined another interference or matter sffecting
another interference. S EIE

aminers are also directed to file in
each interference a distinct and separate copy
121 necessary
to examine the records of several interferences

to ascertain the status of a particular case.

This will not, however, apply to the testi-
mony. All papers filed in violation of this prac-
tice will be returned to the parties filing them.

111103 ’Overlappikn‘gApplications i

Where one of several ‘applicatianskof the

same inventor or assignee which contain over-

lapping claims gets into an interference, the

prosecution of all the cases not in the interfer- |
ence should be carried as far as possible, by
treating as prior art the counts of the inter-

" ference and by insisting on proper lines of di-

vision or distinction between the applications.
In some instances suspension of action by the

- Oflice cannot be avoided. ' See 709.01.

Where an application . involved in interfer-
ence includes, in addition to the subject mat-

ter of the interference, a separate and divisible

invention, prosecution of the second invention

~_may be had during the pendency of the inter-
ference by filing a divisional application for

the second invention or by filing a divisional

~ application for the subject matter of the inter-

ference and moving to substitute the latter
divisional application for the application orig-

. Rev. 16, Apr. 1988



subs
all agﬁlicitlons_ contain

o following letter will be sent to all parties:

) conflict with

However, the

ypplication) or (of
your applicstion) does not permit the declara-
. tion of an interference. Accordingly, ac
~ the applications is suspended for so
 situation continues. =
~ applications, an interfer
p%he 1&‘3 should a
_ability of the remaimng

111105 Amondment

~ The disposi , en L
' nection with motions in applications involved
_in an interference, after the interference has
been terminated, is treated in a separate sec-

tion (1108). If the amendment is filed pur-
suant to a letter by the Primary Examiner,
after having gotten jurisdiction of the involved
]pplication or the purpose of sugg‘e,stin%l a
aim ther

a
c .or claims for interference with ano

initiate ‘the seaond interference. . .

 OrHEe AMENDMENTS

When an amendment to an application in-
volved in an interference is received, the’

Examiner inspects the amendment and, if nec-
_ essary, the application, to determine whether

Rev. 16, Apr. 1968 b 106

the claims suggested.

" Claims 1, 2, etc., (indicating the conflicting
tg%)}e over the ap-

| if it relates. ,
like any similar amend

- amendm

 the Commissioner jurisdiction of the applica-
_ tion for the :
_ interference. ) ,
_ quest for jurisdiction to the Group Manager for
_ approval, assuming of course that the existi

_interference is still pending before the Board

party and for the purpose of declaring an :
additional interference, the examiner enters
the amendment and takes the proper steps to

~ application not involved in the interference
' the amendment is placed in the file and marked
“not entered” snd the applicant is informed :

- why it will not be now entered and acted upon. =~

ding or sny. ve M-
en %mpencﬂ
P | ,

ion of the interference, the amendment may
permanently entered and considered as in

‘the case of ordinary amendments filed during

the ez parte prosecution of the case. =
i he amendment is one filed in a case where -
te prosecution of an appeal to the Board
»f Appeals is being conducted concurrently
wi interference proceeding (see 1103), and
ates to the appeal, it should be treated
ent in an ¢

amendment suffic to determine whether,
in fact. it does so. I it does, he obtains from

urpose of setting up the new
e Examiner submits his re-

Patent Interferences. Form at 1112.06(a).
Tf the amendment presents allowable claims

 directed to an invention claimed in a patent or

in another pending application in issue or ready
for issue, the Examiner requests jurisdiction of
the file, as above, setting forth in 11.1.‘_. request the

reason why immediate jurisdiction of the file

~ is required by him, and when the file is re-

ceived, enters the amendment and takes the
proper steps to initiate the second interference.
Where in the opinion of the Examiner, the
proposed amendment does not put the applica-
tion in eondition for interference with another

See form st 1112.10. Where the amendment -

~ copies claims of a patent not involved in the




set. Where the applica
orming the interference was 4
arte prosecution and the di
ion will, prima facie

elaims or wh y Af ere at prior ,
: o ot Bling motions, Stter is treated

nven 28 atter, subject to oppesition..
‘and the applicant will be so informed, giving 1 of conversion papers during
very briefly the reason for the nonentry whether or not accompanied by &
endment. See Letter Form fo ill be treat ; ion under

have been filed.
~ redeclaration will be s in o
_cases on the basis o ision on motions.. =
~_Tf conversion is attem ted after the close of
- the motion period but prior to the ‘taking of -
NZS & any testimony, the Int ference Examiner may. e
ing an ap- oty i etion, either transmit the matt ;
the interfer- at his discretion, eithe nsmit the matter to
os chould at  the Primary Examiner for determination or
written no-  defer consideration t to final hearing for
“determination by the f Patent Inter-
» in said application file. ferences. If transmitted to the Primary Ex-
not , jarily sent to the Group aminer, the matter is treated as outlined in the
, “f])ich. decl: edt ,térf,ere‘nce since the ap- precgding pa,ragra.ph," e ‘ ;
~ plication referred to in the motion is gengrali)y If conversion is attempted after the taking
~ examined in the same Group. However, if the * of testimony has commenced, the Interference
1 ?‘2‘2}:;“?]?:11]fhzoc;)}gle‘l?tg (gxamu’:}ed‘hnd t}l)me same  Fxaminer will generally defer consideration
Froup, orrect Group sho e ascer- ‘ e 1 Lanrin o
tained and the notice fdrwardled to that Group. - of the matter to final hearing for determina-
 This notice serves several useful and essen- o0 by the Board of Patent Interferences.
tial purposes, and due attention must be given . In any case where the Examiner must de-
to it when it is received. First, the Examiner cide the question of converting an application
is cautioned by this notice not to consider er ~ he must, of course, determine whether the le-
 parte, questions which are pending before the  gal requirements for such conversion have
' i heen satisfied. just as in the ordinary ex parte

 Office in inter partes proceedings involving the
same applicant or party in interest.. Second. treatment of the matter. Also as in ez parte
if the application which is the subject of the ‘situations the Examiner should make of record
motion is in issue and the last date for paying . the formal acknowledgment of conversion as
the issune fee will not permit"determmati(m of  required by section 201.03. S A
the motion, it will be necessary to withdraw. A party may ‘oceasionally seek to substitute
the application from issne. See form in section an ap’plicution. with a lesser or greater number
1112.04. Third, if the application contains an ' of applicants for the application originally in-
affidavit under Rule 131, this must he sealed be- - volved in the interference. Such substitution
cause the opposing parties have access totheap- is treated in the same manner as the conversion
- " of an involved application as described above.

plication. ,

ary
and t

‘Rev. 20, Apr. 1968



hen: noti : of the filing of 8
_under 35 U.S.C. 116, further action is
thheld on the application of the party filing
suit. No letter to that effect _be sent.

of the Commissioner.
If an spplication

If a request for the benefit of a reign filing
‘date under 35 U.8.C. 119 is filed while an appl:-
-~ cation is involved in interference, the papers are
_an dppropriate A _ to be placed in the application file in the same
_ titling relative t Vi n  manner as amendments receive during inter-
the interference , O issioner ar . ference, and appropriate action after the
hereof are placed in the reissu ' rmination of the interference.
ailed to the parties to the inte ' ;
‘his letter gives notice of the filing ;
ssue application and generally Ane o B CIRCRIEES
paragraph of the following nature: A party having
: Tication will be o i accorded him in the dec!
IR . file a motion to shift the bu

fﬁihlﬁ a:
1 :

ce, bu will not be passed
e until the final determination of the ASIS
rence, except upon the approval of the

; 11 Patentability Reports
A e - . The question of Patentability Reports rarely
1111.09 Suit Under 35 U.S.L. 234 arises qin “interference proceZding?so butf"th{e
by Losing Party [R-20}] proper occasion therefor may occur in decid-
: o S ST ng motions. If appropriate, Patentability
T‘.Vher} a ]?Smg party to an interference gives . Report practice may be utilized in deciding =
notice in his application that he has fled 2 motions and the procedure should follow as -
civil action under the provisions of 35 T.8.C. closely as possible the ex parte Patentability ‘
146, relative to the interference, that notice B A Y

‘Report practice.

198

Rev. 20, Apr. 1060



y may be able t

he future treatment of the e

Requests for certificates

i involved in interfer-
filed, the matter will be
ervice of the request

199

extent of determining

'n copy of the request on the
Following this 20 days, the
] consider the matter to the

prima facie conforms to applicable law and
policy.

v -

held until the interference is terminated since

evidence adduced in the interference may havea .
~_bearing on the question of ioinder. See also
2140201 e e

oo . 1112 Letter Forms Used in Interfer-
Reqt yrrecting rhe mis-- = oy xSkt gt o

~ joinder or nonjoinder of inventors in a patent . Sl L L
' are referred to the Solicitor’s Office for consid- :
i - Manual of Clerical Procedure which gives de-
“tails as to the stationery to be used. number of
_ copies, typing format and hapdling.

ences sl
‘worms are found in Chapter 600 of the :

Rev. 23, Jan. 1970

whether the request

icy. - During the interference. a copy of any.
- decision concerning the request will be sent to.
; the opposing party as well as to the requesting.
‘fwn:‘wlnciv.\-i]l avoid considerable - ~ party. Issuance of the certificate will be with-



{in Raply Plecte Refer fo The Eollowiag:

EXAMINER'S

NAME @. C. Jones
113 b Juiy 1, 1965 ¢
SR OABT ua T IPRING DATE

,John ihnnﬁi:h et &l

2PECANY S :

STRETCH YARX

r- Evan C. Stone
: Press Building’ : : P i
l_ [ ’Ha’nh’ing'ton',‘n.' c e _J i

Please find belaw c communication

'rhelfolloﬁing clahﬁ(s) 'fo-md'akllowablke,y is (are}'sugggsted

for the purpose of interference:

. APPLICANT SHOULD MAKE THE CLATM(S) BY

(ellow not less than 30 days, ixs;.mlly 45 déys). FAILURE TO DO .50 WILL

BE .CONSIDERED A DISCLAIMER OF THE SUBJECT HATTEk INVOLVED UNDER THE

PROVISIONS OF RULE 203,

 W.C,JONES:pef -
i557~2804

1112.03 Same Attorney or Agent in Applications of Conflicting Interests [R-23]
The following sentence is usually added to the letter suggesting chim " : S L
Attention is called to the fact that the attorrey (or agent) in this application is also the
attorney (or agent) in an ap leation of “auother party and of different ownership claiming
substantially the same patentable invention as claimed in the above-identified application. ‘

ey, 23, Jan, 1970 200




”Respectfuily,'~;u

Examiner

JCWILLIAMS.fwa o

, 3;,;.; 1nterference another party hav1ng made cla1ms suggested :

' to him from this applicatlon e .

b. ... interference, cn the basis of claims
f;(specify) cop1ed fram Pat. No.;f i L oy

'u'interference, applicant havxng made claima suggested to
him, o e

: *rejecting claims g (specxfy) on the imp11ed
disclaimer resulting from fa11ure to make the claims
fsuggested to him under Rule 203 S L L

e, ..;'deciding a motion under Rule 231(3) (3) 1nvolving thia
application, the issue fee having been paid, or, the""
motion cannot be decided prior to the ultimate date for

paying ‘the issue fee.

201 : Rev. 23, Jan. 1970




‘ forwaed 1o the. Grcnp Clerk.

RS INSTRUCTIONS - . Prease ‘4o hot heve this form € rriten.’ Cm!eu ghe &
4 ] he puues seed not be hsted in any ;pecxixc azém. :

0 ‘e low: by hand. {pen and ml:), and

BOARD OF INTERFERENCES. Aa isteriscence is f;',.,_

exist berwees the following cases:

Jcnes et

LAST RAME OF FIRST LISTED “APBLICANTY

al:

SERIAL NUHBER

918,613

FILED Mo, X)ay,)' ; ) -
June 10 1965‘_

Accerded banefit of

SERIAL NURBER 7

LAST NANE OF FlRST LISTED "AS’PL!CAK?’

A FILED ., Day, Vesr}

"y .pst iogils, check und/or fili in Wm .ﬂpb
romm 2. 1Hoz.% B} ‘m

X Afres :efmuzum ofthis? mterfetence this apphcaucm .
wiil e hfid sub;tct [ !unhex examinatisn under Rule
by

16, 12, 13

The ‘aé‘qmag ciaims
held subject to rejection as \m?c‘ea{ab:e aver the

Snith et al. (Pnt ) i

sznm. HUMBER

‘816 322

A FILED '!& D-y. l’ou,

Accorded benellt -l

SERIAL NUMBER

wili be

‘tssge io the event of ans ard of pncz.:y zds225e 10
o applsasl. e !

!1 ugp&c-bh 'dwci’: ‘ond

ermination oi this intedierence, this Apyhcltmﬁ e
Se heid subiect o furthee exsmxruha«n under Rale

‘The fo wr.ag dums ;
[ be keld suhiect to rejection as unpa:en.zbic over. zhz (i

isue i the event of an nvurd uf prmrxzv adverse 10"

appl ‘: ast;

if oppi ::sbh check and/u il in nppupmn' pomgvcphs
homMPEP 1102.01{a) - - i

3.
ms
Ada :e—?ma.:c-n of szs ‘nlfrfen'nce Crhi a;p“cauun,
SERIAL NUMBER, 100 be hem subject so furthes eum,m’ under Rule :
713,042
‘Accorded benefls of “Ewmg Zizims . ks
SEMAL NUMBER - ject To rejection as unpret:u: e omer the
1 issue i be 2 : of an Award of pnm. y adverse to T
- ; ':pplrcanz.1 )
LAST.NAME OF FIRST LISTED CAPPLITANT ll applicable, check and/or fill in uapmpnm poraqtculn
4. i . ‘romlPEP Hﬁzm(a) e
Parker rJgA‘:e: :::mme'vm of this m(crier'ncc. this ;p; ivation
T SERIAL NUNBER i b neid subject to further cxsminetios under P.u{e
N - 65,
668,312 )
13, 14,2
Accorded benefit of The faii :rﬁs4 ciaims 9
will be beil sobiect 10 fejuceion ag nupn eatable cver the

SERIAL NUMBER -

Lissue it the rvsntol an swud of pnun 5. ;.heue g

605,111 pt},l 1 196& apﬂl:nn..
The relotion of the counts to the claims of the respectiva partios (Indicets thosso madiliod) e
) NAMHE OF PARTY. NAME OF FARTY KAME SF PARTY NAME OF PARTY
[ counrs ‘Jones et &l smith et al _Adame parker
' (m) - : 8 i 1 &
2 2. -1 2 R
¥ 3 :{m) L 4 i 3 BN
[ : i
s
[3 . ;
cate nhrer 464 arrsch 1o this form,

Have_ﬂodiﬁcd ¢ ounts pot appeating in any zgpm-uon cyped on & nu

GROUP OATE

330

June 18,

1969

, SIGNATUFE =13 DﬂnﬂlﬂY !XAIMNEN

7«@4%» L %w e

Cluk'u fneeructions:
U 8 petent is invnived, obtain &

:» Resuin ansmittal s

slip PO201 of PO-202 to the Hoard of Appeals.

7

titie te and inciude A copy.

crnw PO-BSE te-as

Rev. 23, Jan. 1970
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niy: cawmsssmwen os PATENTS
it Washmqﬁon Bw 2023

Ly Examiner

. Requesgt for Jurisdiction ;,Applieatlon of
. o " John T. McKibben
 Serial No. 385,963
Knitring Machine
Filed July 1, 1965, o

/‘, Group Dlrector, Group

Jurlsdictlon of the above-entxtled app11cat10n now 1nvolved

in. Interference No., 8;262,aﬁcKibbe§:v.;Tapes, is requested fcr ﬂ,

”the‘purpose‘of '(The Examlner provides reason or indlcates g

'the approptlate item a - d below) ‘>V'_yllyﬂ,

'e,Reepeetfuliy; |

J.WILLIAMS:pcf

(e) Suggestlng clalms thereto for 1nterference with
_ another party and of entering such claims if made, and
wof 1n1tlet1ng such additional 1nterference. e
(b) Enterlng ‘an amendment which puts the applicatxon :fy,'
in condition for another 1ntezference, and of inltlatxng

such other 1nterference. ‘
, (c) Initiating another 1nterference another party
having made clalms suggested to him from this applicatlan.

(d) Entering and taklng action on claims copied from
Patent ‘No, - to : , with which app11-
cant requests an interference. : .

203 Rev, 28, Jan. 1970



iy COMMISSIONER OF PATENTS
. Washington. D.C. . 202 1

in re Intf. No,;98;000

lard

: ﬁndet the rovisions ' Rule 237, your attenfion is called
‘to the foildﬁing patents: ‘

197,520 Jollem 1-1897 214-26
1,637,468 Moran . 4-1950  214-26

;Counts 1 ahd 2 are éonnidered unpete table ' f¥eithér of
these -references for the £0116v1ngbre¢sons:

(The Examiner discusses the references.)

MMWard: pef
Coples to:

John Jones
133 Fifth Avenue
New York, New York 11346

Leonard Smith
460 Munsey Building
Washington, D. C. 20641

PATENTEE  INVOLVED

If one of the parties is a patentee, no reference should be made to the pafent claims nor to
the fact that such claims correspond to the counts. See § 1101.02(£), last paragraph. However,
this restriction does not apply to claims of the application. Language such as the following is
suggested : “Applicant’s claims—-are considered fully met by (or unpatentable over) the—

reference.”

Rev. 22, Jan. 1970 204



ASHINGTON, D.C 20231

[in Reply Please Refer To The Following:

EXAMINER'S -0
NAME L. Green

 July 1, 1965

L SERIAK NG

123 | 521,316

LFILING DAYE

ART UN.} .°

CjGR,

i Ri‘éhard -

7 APPLICANT

chnrlu A Donneuy
123 Main. Street . ..
" ‘Dayton, Chio 65497

”P%eésé find ‘ ommumcahon from ihe EXAMINER in ;harge of ihus oppllcohon

Comm issioner of Po'cnls

The amendment filed 'hés not now beet: :

enteted since it does not place the case .n condition fot another S

1nterference. L

L (Follov wd:h approptiate paugraph e.g., (n) or (b)

be low )

(u) Applicant has no right te make clnims

becnuse (stnte ‘reason briefly) (Ule Hhere npplicuut cannot make .
. claima ‘or mterfetence with another applicltion or vhere appli-f

cant cleatly camot mnke clll.ml of a patent, )

®) Chim - are directed to a species

which is not presently allowable in this cage.

Z.GREEN :ns
557~2802

BT4-494 O-=T0- -5 206 ‘ Rev. 23, Jan, 1970





