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Claims to Inventions That are Not Distinct in

\pplications of Same Inventor
1z Before Examiner :

The subjec of restriction and double patent-
3. and

ing are herein treated under
which became effective January

the revised Rules of Practice tha
tive January 1. 1953.

802
: Rules

sis for restriction and doubl
ing practice is found in the follow
and rules:
35 US.C. 121D
more independent-an ;
in one application, the Coml
application to be res

If the other invention is

sional application which. complies. with the req ire-

~ ments of section 120 of this title it shall be enti

_ the benefit of the filing date of the original application. -
A patent issuing on an application with respect to which
a requirement for restriction under this ‘section has
been made, or on an application filed as a result ‘of
such a requirement, shall not be used as a reference

oither 'in .the Patent Office or in the courts against n
divigional ‘application or against the original.applica-
tion ‘or any ‘patent issued on either of them, if the

divisional application is filed before the issuance of

the ‘patent .on the other application. . If a divisional
ceribed and claimedd in the original ﬂpp]icatibn as ﬁledf
the Commissioner ay dispense with signing dnd exe-
etition by the inventor, The validity of a patent shall
not ‘be guestioned for failure of the Commissioner ' to
require the :lﬁnliv:g:ion to be restricted to one invention.

Rules 141 th}-augh 146, which will be quoted
under pertinent topics, outline Office practice
on questions of restriction.

802.01 Meaning of “lndépcndem”,
“Distinet” i

35 1U.S.C. 121 quoted in the preceding section
states that the Commissioner may require re-
striction if two or more “independent and dis-
tinet” inventions are claimed in one appliea-
tion. In Rule 141 the statement is made that
two or more “independent and distinet inven-

Rov, 1R, Oct. 1965

its use in the
~dundant. If “distinct™ mea

, / , as law existing practice with respect to divi-
Basis for Practice in Statutes and

ng statute “tween which the Commissioner may properly

application ‘is directed solely to subject matter. de-

ions” may not be claimed in one applicati
his raises the question of the subjects as

loner may
oeE

‘course. means not depend-

} eans the same thing, then
he statute and in the rule is ve-
istin ‘ something dif-*
nt. then the question arises as to what the
difference in meaning between these two words

" may be. The hearings before the committees
of Congress considering th

. consl y thi ification of the
patent laws indicate that Section 121: “enacts

jon. at the same time introducing a number
f changes.” ol :

" 'The report on the hearings does not mention
as a change that is introduced, the subjects be-

require division. s
The term “independent” as already pointed
out. means rnot dependent. A large number
subjects between which, in the past, divisi
has' been proper, are dependent subjects, such,
for example. as combination and a subcombina-
tion thereof; as process and apparatus used in
the practice of the process; as composition and
the process in which the composition is used;
as process and the prodnct made by such proe-
ess. ete,  If Sectior 121 were intended to direct
the Commissioner never to approve division
hetween dependent inventions, the word “inde-
pendent” would clearly have been used alone.
If the Commissioner has authority or discre-
tion to divide independent inventions only,
then division would be improper as between
dependent inventions, e.g., such as the ones
used for purpose of illustration above. Such
was elearly. however, not the intent of Con-
gress. Nothing in the language of the statute
and nothing in the hearings of the committees
indicate anv intent to change the substantive
law on this subject. On the contrary, joinder
of the term “distinct® with the term “in-
pendent”. indicates lack of such intent. The
law has long been established that dependent
inventions (frequently termed related inven-
tions) such as used for illustration above may
be preperly divided if they are, in fact “dis-
tinet” inventions, even though dependent.
While in ordinary parlance, two inventions
that are “independent” (i.e., not dependent)
might also be considered as accurately termed
sdistinet”. the converse is not true, Inventions
that may be “distinct” may be dependent, and
thus the term “independent” could not accu-




from the other theg:g?mdar :

ent) ‘means t

_ ship between "he two or more sub;ects disclosed,

" ie., they are unconnected in design, operation
~or neﬁect, e.g., (1) species under a genus which
 _species are not usable together as disclosed or -
~ /(2) process and apgaratus incapable of bel
used in practicing the process, etc. =

The term “dlstmct” means that two or more

sub;ects as disclosed are connected in demgn
operation, or effect, i.e., they are related, for
example as combination and part {ﬁubcombma-*

_tion) thereof, process and apparatus for its

ut are capable of separate manufacture, use

017 sale as claimed, and are patentable over
ach other ( thouﬁh they may each be unpatent- ¢
e prior art). Tt will be noted  ,_.:

able becanse of t

against the d

o ract:ce, process and produc% made, atc. ,  1  ‘mquzrement

musthepermmtad.

. 121 being = discretionary with the
issioner, it becomes very important that
actice under this section be carefuily
, nistered. Notwithstanding the fact that
his section apparently protects the applicant
rs that previously might have
resulted fro wpliance  with an improper
rtant from the standpoint of the public
interest that no requirements be made which
/in the issuence of two patents

erefom to guard

this definition the term “related” is

an alternative for “dependent” in re-
' other than mdependent W

It ed that the terms “inde-
pendent” and “distinct” are nsed in decisions
with varying meani All decisions should
be read careful]y t ,'dete

. intended.

802.02 Deﬁmnon of Restriction

Roctnctlon a ,qenenc term, includes that
practice of requiring an election between dis-
tinet cr dependent inventions, e.g.. election be-
tween combination and submmbmqt.on inven-
tions, and the practice relating to an election -
 between mdependentmventlons.eg an election
of species. , ‘ %

| 803 Restncnon-—When Proper :
20]

 Under the statute an appllcatlon may pmp-
erly be required to be restricted to one of two

R

_ independent (sections 806.04--806.04(j) ) or dls-,
tinct (sections 806.05-806.05(g) ).

If it is demonstrated that two or more clmmed ,
inventions have no disclosed relationship (i.e.,
“independent™), restriction should be required,
and it is not necessary to further show that the
claimed inventions are distinet.  If it is demon-
strated that two or more claimed inventions
have a dizelosed relationship (i.e., “dependent™),
then a showing of distinetness 1s required to
substantiate a restriction requiren:ent,

119

the meanmg e
o "~ plicable only to cases involving two or more

~ applications and/or patents having the same in-

ventive entity and where an invention claimed

- 804.01

or more claimed inventions only if they are

 804 Deﬁmtmn of Double Patentmg '

- [R-20] .
The term “double p&tentmg” is properly ap- .

in one case is the same as, or not patentably
distinct from, an invention galready claimed.
The term *“double patentmg should not be ap-
plied to situations involving commonly owned
cases of different inventive entities. ,
Sole and joint inventors cannot constitute a
single entity, nor do twe or more sets of joint
inventors constitute a single entity if any indi-

 vidual is included in either set who is not also

included in the other. Commonly-ou ned cases

of dlﬁ'erent inventive entities are to be treated

in the manner set out m section 804.03.

Nulhﬁcauon of Douhle Patent- |
ing Rejectmn [R—20]

‘%.) IJ S.C. 121, third sent;ence, provides that
where the Office requires restriction, the patent
of either the parent or any divisional applica-
tion thereof conforming to the requirement can-
not be used as a reference against the other.
This apparent nullification of double patenting
as a ground of rejection or invalidity in such
cases imposes a heavy burden on the Office to
guard against erroncous requirements for re-
striction where the claims define essentially the

Rev. 20, Apr. 1060

restriction, it still remains im-




several pat he
 The apparent nullification ble ] RETS de 1810
_ing as s ground of rejection or invalidity raises hat the p: nmediately if it
many troublesome questions as to meaning and | cea 8 ¢ nly owned with the other ap-
_ situations where it applies. R e ' it

HERE 85 USC. 1 ’ _ ; : : disclaimer is

SrruaTIoNs

(2) The applicant vo files two or

more cases without requirement by the exam-

iner. R n ,

. (b) The t'ch' of the. different ap s  Cases of Different Inventive
tions or patents are not consonant with the L ogmiee Eraal
requirement mado by the Examiner, due tothe ~ potties (R-16]

ct that the cleims have been changed in ma- I view of 35 U.S.C. 135, it is necessary to '

1 m the claims at the time the  determine priority of invention whenever two

Sl e : different inventive entities are claiming a single

a8, n joct 0 inven ept, including variations of the

'g.ner;g or other linking  syme concept each of which would be obvious in

ing claims are subse-  view of the other. This is true regardless of

, g - & ownership, and the provision of Rule 201(c)

Wreze 35 US.C. 121 Arpar-  that interferences will not be declared or con-

: ' ~tinued between commonly owned cases unless

- good cause is shown therefor, A terminal dis- -

claimer can have no effect in thissituation, since
the basis for refusing more than one patent is

'35 U.S.C. 102 or 103, and is not connected with

‘any extension of monopoly.

Commonly Owned

: cons at the prohibition against
holdings of double patenting applies to re-
quirements for restriction between the related
subjects treated in sections 806.04 through
806.05(g), namely, between combination and ; s1on 0 > g :
B eanEhaton erah, obween sobcombim. __ Accoringly. he amiguee of tw0 or mor
tions dlsczlosed 8s us:;ble. ttogethgr, g:tween ~ conflicting claims must maintain 8: line of de-
process and apparatus for its practice, between  ,opqation between them. If such a line is not
process and product made by such process and  nsintained and one of the cases is in condition -
between apparatus and product mgde QY such for allowance, claims covering the conflictin
~_ apparatus, ete., g0 long as the clam in each . sybject matter should be suggested as provided
‘case filed as a result of such requirement are  in Rule 203; care being taken to insure that
limited to its separate subject. . such claims cover all the conflicting matter.
‘ L The assignee should be called on to state which
entity is the prior inventor of that subject mat-
~ ter and to limit the claims of the other applica-
tion accordingly. If the assignee does not
Lo g " comply with this requirement and presents the
T two or more cases are filed by a single in-  interfering claims in both cases, an interfer-
ventive entity, and if the expiration dates of  ence should be declared. Attention is directed
the patents, granted or to be granted, are the  to Rule 208 if there is a common attorney. If
same, either because of a common issue date or  suggested claims are not presented within the
by reason of the filing of one or more terminal time allowed, rejection should be made on the
disclaimers, two or more patents may properly  ground of disclaimer as indicated in Rule
be granted, provided the claims of the different 203 (b). ‘
cases are not drawn to the same invention (In re If after taking out a patent, a commo
Knohl, 155 USPQ 586; In re Griswold, 150  assignee presents claims for the first time in a
TSPQ 804). , copending application not patentably distinct
Claims that differ from each other (aside from  from the claims in the patent, the claims of the
minor differences in language, punctuation,  application should be rejected on the ground
ete.)y, whether or not the difference is obvious,  that the assignee, by taking out the patent at
are not considered to be drawn tothe same inven-  a time when the application was not claiming

804.02 Terminal Disclaimer Avoiding
~ Double Patenting Rejection
: '[R—-;ZO]";; ol

Rev. 20, Apr. 1969 120



_as in the case of pending app
determination in(g?:ates that the
‘the senior entity a rejection unds
1 ( ould be made. If no
~ made and%the;Fatent has issued to the junior
entity, an inte ,
election of the applicant (senjor entity) asth

. first inventor should not be accepted without
' acomplete (not termiral) disclaimer of the con- .

flicting claims in the patent.

~ In order to promote uniform practi very
“action containing a rejection on the ground of

_ double patenting of either a parent or a divi-
sional case (where the divisional case was filed
because of a requirement to restrict, including

disapproved, it shall not be mailed but .other
appropriate action shall be taken. :

805 Effect of Improper Joinder in

Patent  [R-16]

35 U.S.C. 121, last sentence provides: “The
validity of a patent shall not be questioned for
failure of the Commissioner to require the ap-
plication to be restricted to one invention.” In

~be held void for improper joinder of inventions
~claimed therein. o

806 Determinatidh df Disti"ncmes,s or

tions [R-20]

The general principles relating to distinet-
ness or independence are elementary, and may
be summarized as follows: "

1. Where inventions are independent (i.e.,
no disclosed relation therebetween), restriction,
to one therenf iz ordinarily proper, sections
R06.04-806.04( ]}, thongh up to J species may be
claimed when there i= an allowed claim generic
thereto, Rule 141, sertions 809.02-809,02(e).

erence should be declared. An

806.01

_ a requirement to elect species, made by the
Office) must be submitted to the Group Director .
for approval prior to mailing. When the
rejection on the ground of double patenting is

~other words, under this statute, no patent can

Independence of Claimed Inven-

120.1

distinct as claimed, restriction iz
Since, if restriction is required

i inot be held,

ould never

Cdnikparé, Claimed Sﬁbject Mat-
ter .

~In passing upon questions of double ‘patent-‘
ing and restriction, it is the claimed subject

matter that is considered and such' claimed

_subject matter must be compared in order to

determine the question of distinctness or inde-
pendence. : > I :

806.02 Péientability Not Consideryed,’_;

For the purpose of a decision on the question e
~ of restriction, and for this purpose only, the -

claims are ordinarily assumed to be in proper

. form and patentable over the prior art. :
© This assumption, of course, is not continued

“after the question of restriction is settled and
the question of patentability of the several
- claims in view of prior art is taken up.

806.03 Single Embodiment, Claims
- Defining Same Essential Fea-
tures el

Where the clairﬁsbf an applicafioh define
the same essential characteristics of a single

_ disclosed embodiment of an invention, restric-

tion therebetween should never be required.

This is because the claims are but different '
definitions of the same disclosed subject mat-
‘ter, varying in breadth or scope of definition.

‘Where such claims appear in different appli-
cations optionally filed by the same inventor,
disclosing the same embodiments, only one
application can be allowed.

806.04 Indépendent Inventibns [R-
201

Rule 1;1. Diﬁcrent ~invcn!ions ‘in one application.
Two or more independent and distinet inventions may

" not be clnimed in one application except that more than

one species of an invention, not to exceed five, may be
specifically clafmed in different claims in one applica-

Rev. 20, Apr. 1968



tion, provided the application also includes aon aliow-
able clatm generie to sl the claimed spectos and ail the
: h species in excess of one are written in

ule 75) or otherwise include all the

of the generic claim,

It own that the two or more

_ inventions are in fact independent, applicant

should be required to restrict the claims pre-

~ inventions. ¥

‘or exsmple: .
Two different combinatior not disclosed

apable of use together, having different
es of operation, different functions or differ-

ent effects are independent. An article of ap-
parel such as & shoe, and a locomotive bearing
would be an example. A process of painting a

Rev. 20, Apr. 1960 120.2




: 0use al pi‘mof ing a wel  would | - , 806.54(c) Sijheouibipﬂﬁon _Not G
asecond example. _  neric to Combination |
_and apparatus, and the apparatus cannot be used : uation is frequently presented where
~ to practice the process or any pa t thereof. they = two different combinations are disclosed, hav-
are independent. A specific process of molding  ing a subcombination commen fo eack. 1t is
is independent from ayxpoldmgﬁapgammsw}i h frequently puzzling to determine “whether a
~ eannot be used to practice the specific process im pe: gle‘ on two differe combinations

" 3. Where species under a genus are independ- iz generie the LT gy
ent. For example, a genusof pa ips ha T as early recognized in Ex parte Smith

“species differing in the manner in ~which a sec- . 1888 C.I2. 181 44 O.G. 1183, where it was held
tion of the wire is formed in order to achievea  that a su ymbination was not generic to the
greater increase in its holding power. = ~ different ~ombinations in which it was used..
‘ : L  To exemplify, n ciaim that defines only the

- subeombination, e.g., the mechsnical structure
" of a joint, is not a generic or genus claim to
two forms of a combination, e.g.. two different
~ forms of a doughnut cooker each of which
‘utilize the same form of joint. phn

 806.04(d)
" Claim

SpEcies ARE TREATED EXTENSIVELY IN'THE
, Foirowive SecTioNs 0

 The statute %: down the general rule that
restriction may be required to one of two or

more independent inventions. Rule 141 mak
an exception to this, providing that up to five
species may be claimed in one application if ' In an application presenting three species
the other conditions of the rule are met ‘illustrated. for example, in Figures 1, 2 and 3
Dl s ek i respectively. a generic claim should read on
806.01(bh) Species May Be Related each of rhese views; but the fact that a claim
Inventions S does so read is not conclusive that it is generic.

It may define only an element or subcombina-

Species, while usually independent may be  tion common to the several species.
related urider the particular disclosure. Where Tt iz not possible to.define a generic claim
inventinn: as diselosed and eclaimed. are hoth  with that precision existing in the case of a
(a) speries nunder a claimed genus and (b) geometrical term. In general, a generic claim
related. then the question of joinder must he . should include no material element additional
determined by both the restriction practice ap-  to those recited in the species claims, and must
plicable to election of species and the practice comprehend within its confines the organiza-
applicable to other tvpes of restrictions. If tion eovered in each of the species. :
restriction iz improper under either practice it For the purpose of obtaining claims to more.
<hould not be required. g . than one species in the same case. the generic

For example, two different snbeombinations  elaim cannot include limitations not present in
usable with each other may each e a speries of ~ each of the added species claims. Otherwise

some common generic invention. In ex parte  stated. the claims to the species which can be
Healy 1895 C.D. 157: 84 0.G. 1251, 4 clamp for  included in a case in addition to a single spe-
a handle Lar stem and a specifically different cies must contain all the limitations of the
elamp for a seat_post both usable together on ~ generic claim. I it ‘
a bicvele were elaimed. In his decizion, the Once a claim that is determined to be generic
commissioner considered both the restriction s allowed. the claims restricted to species in
practice under election of species and the prac- addition to one but not to exceed four addi-
tice applicable to restriction between combina-  tional sperips, provided they comply with fhe
tion and =ubcombinations, ‘ - requirementz, will ordinarily be obviously al-

As a further example, specics of carbon com-  lowable in view of the allowance of the generic
pounds miay be related to each other as inter-  claim, since the additional species will depend
mediate aud final product. Thus these species  thereon or otherwise include all of the limita-
are not independent and in order 1o sustuin a tions thereof. g :
restriction vequirement, distinetness wnst he  When all or some of the claims directed o
shown. Distinetness is proven if it ean be shown — one of the species in addition to the first do
that the intermediate product is nsefil other  not inchide all the limitations of the generic
than to make the final product. Otherwise, the  claim, then that species eannot he elaimed in
diselosed  relationship would preclude their  the same ease with the other species, see
Leing issued in separate patents, B0.02(er (2}, g

nE Rev. 18, Oct, 1968
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are considered clearly unpamtable‘

h other.

tions of invent1
a single disciosed embodiment (1. a single
species, and thus be designated a ¢ fic spe-
_ cies clasm), or may include two or more of the
~disclosed embodiments within the breadth of
scope of definition (and thus be designated
- a generic or genus claim). &
 Species are always the specifically di
embodiments. D ‘ 5
‘They are uswally but not always independent
disclosed (See R06.04(b)) s

of operation, funetion or effect

. 806.04(f)

Claims Restricted to Spe-
cies, by Mutually Exclusive
Characteristics '

Claims to be restricted to different species
- must be mutually exclusive. The general rest
_as to when claims are restricted respectively to -
- different species is the fact that one claim re-
cites limitations which under the disclosure are
found in a first species but not in a second.
while a second claim recites limitations dis-
closed only for the second species and not the
first. This is frequently expressed by saving
that claims to be restricted to different species.
~ must recite the mutually exclusive characteris-
tics of such species. - ' e

806;04 (h) ,fSI‘)'écies Must Be Patentably
' - Distinet From Each Other
and From Genus ‘

Where an applicant files a divisional appli-
cation claiming a species previously claimed
in the parent case, pursuant to and consonant
with a requirement to restrict, there should be
no determination of whether or not the species
claimed in the divisional application is pat-
entable over the species retamned in the parent
case, e . [

In an applieation containing claims directed
to more than five species. the Examiner should
not require restriction to five species unless he
is satisfied that he wonld be prepared to allow
claims to each of the claimed species over the
parent case, if presented in a divisional appli-
eation filed aceording 1o the requirement;  Re-
striction should not be quirw‘ if the species

Rev. 18, Oct. 106% SRR 192

‘may claim in the same

ent cas

copending.

aminer should group together species consid-

ered clearly unpatentable over each other, with |
the statement that resiriction as
‘species

t required. e
neric claims are allowe
nglimtia ye
d by Rule 141.

 Where

to exceed five. as provided by |
hese, the patentable distinetion

n 706.03(k) may be followed if the claims

AL

om the allowed genus only by subject

1, an applicant optionally files
pplication for a different species, or

< disclosed but not claimed in a par-
‘as filed and first acted upon by the Ex-

aminer. there should be close investigation to

~ determine the presence or absence of patentable .
difference. = See 804.01 and 804.02. : L

© 806.04(i) Generic Claims Rejected

"When Presented for Tirst

Time After Issue of Species

 [R8]

Where an applicant has separate applica-
tions for plural species, but presents no generie
claim unrtil after the issae of a patent for one
of the spezies. the generic claims cannot be al-
lowed, even though the applications were

806.01(j)

. ent only [R-18]

"@Qeneric claims covering two or more species

ich are separately claimed in two or more
patents to the same mnventor issued on copend-
ing applications must all be present in o single
one of the patents. If present in two or more
patents, the generic claims in the later patents
are void. Thus generic claims in an applica-

tion should be rejected on the ground of dou- -

ble patenting in view of the generie elaims of
the patent. S , ‘ G
806.05 Related Inventions [R-18]

Where two or more related ipventions are

being clatmed, the prineipal question to be de-

termined in eonnection with a requirement to
restrict or a rejection on the ground of double
patenting is whether or not the inventions as
claimed are distinet, I they are not distinet,

In making a reqmrement for restriction in
. an application claiming plural spacies, the Lx-

hetween' those

between the
ies or between the species and genus is not
rously investigated, since they will issue in
me patent. However, the practice stated

1own to be old by citation

: Generlc Clalms in One Par




The various I
noted in the fol :
D5(a) Combination or

nt  [R-25]
ganization of whi uﬁc
ment is & part. St e

The distinction between combination and ag-
gregation is mot material to. questions of re-

ombination or ele-

striction or to questions of double patenting.

Relative to questions of restriction where
combination is alleged, the claim thereto mus
be assumed to be allowable as pointed out in

§ 806.02, in the absence of & holding by the Ex- to , : >
aminer to the contrary. When a claim is  search is shown, even though the two are classi-
" fied together. The indicated different field of
“search must in fact be

‘subject matter covered

806.05(c) Process and Apparatus for

found in a patent, it has already been found

basis. R C e
Combination claims (other than eombination
claims which are also genus claims linking
species claims) whether allowable, allowed, or
not allowed and considered the suvbject of a
proper restriction requirement should be
grouped as a separate invention, see § 806.05(c).
Combination claims which under past prac-

claim be allowed. will not be permitted.
806.05(b) Old Combination-

| Subcombination [R-25]
Restriction is ordinarily not proper between

a combination (AB) that the Examiner holds
to be old and unpatentable and the subcombina-
tion (B) in which the Examiner holds the
novelty, if any, to reside, ex parte Donnell 1923
C.D. 54,315 O0.G. 398, (See § 820.01.)

806.05(c) Criteria of Distinctness for
Combination, Subcombina-
tion or Element of a Com-
ination—Related Inven-

tions [R-18]

the claimed inventions of two or more combina-
tions; of two or more subcombinations: of two
or more elements of a combination; of a

tion and Subcombinstion

gregation is an or-

by the Office to be for a combination and not
an aggregation and must be treated on that

tice may have served as a basis for joining
claimed inventions are not considered to be
linking claims. Likewise rejoinder of re-
“stricted inventions, should any combination

‘T'o support a requirement to restrict hetween

| 306.05(s)

combination and subcombination; or a combi-
nation and an element of a combination, the
Examiner must demonstrate by appropriate

of the following criteria for

sification thereof:
each distinct subject has at-

 taineda recognition in the art as a separate sub- @

ject for inventive effort, and also a separate
field of search. e :

 (2) A separate status in
are classifiable together:

‘Even though they are classified together, as

- shown by appropriate explanation, each subject
- can be shown to have formed a separate subject
for inventive effort when an explanation in-
- dicates a recognition of separate effort by
“inventors. S :

(3} A different field of search:

~‘Where it is necessary to search for one of the
distinct subjects in places where no pertinent art
to the other subject exists, a different field of

rtinent to the type of
the claims,

by

‘Its  Practice—Distinctnese '

,-[R‘—18] W

 Process and apparatus for its practice can .

‘be shown to be distinct inventions, if either or

hoth of ‘the following can be shown: (1) that

- the process as claimed can be practiced by an-

other rmaterially different apparatus or by
hand, or (2) that the apparatus as claimed can
be used to practice another and materially dif-

. ferent process.

| 806.05(f) Proccss and Produet

Made—Distinctness [R-
18]

A process and a product made by the process
can be shown to be distinet inventions if either
or both of the following can be shown: (1)
that the process as claimed is not an obvious

~process of making the product and the process

as claimed can be used to make other and dif-
ferent products, or (2) that the product as
claimed can be made by another and materially

different process,

806.05(g) Apparatus and Produet
- Made—Distinetness [R-
25] :
The criteria are the same as in § 806.05(f)
substituting apparatus for process.

Rev. 25, July 1970
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 Patentabilitv ren on of species should not be required if
elz:t?g::‘” ;;ydrgx‘;::t o : the species claimed are considered clearly un-
the practica of resiriction, being desigmed  Patentable over each other. In making a re-
merely to focilitate th ; Ges it juirement for restriction in anr application
which restriction can: ey - claiming plural species, the Examiner should
s : e group ‘togeb] ther species hc;onszde;edhclear!y un-
. oam > L 7 : L ; atentable over each other, with the statement
- m R_efls?ns for Ins’ e " that restriction as between thos species is not
a ammetion ol LG required. R R
. i . L ~ Election of species should uired prior
Every requirement to restrict has two as- - Snouic, be, Tequired b
wt&,%) the reasons (as distinguished from o a search on the merits (1) in ali applications
the mere statement of conclusion) why the in-  fontaming claims to a plurality of species with
ventions as claimed are either independent or ‘no,‘g:;e'ne.rlc'(gloqtlrrlns, and (21) An all (?pp]acatwns
distinet, and (2) the reasons for insisting upon i({):rmﬁlaims. peries fms, ARC ganene or
Festriction therebetyeﬁe]n? © . Inall applications in which no species claims
o _are present and a generic claim recites such a
multiplicity of species that an unduly extensive
and burdensome search is required, a require-
~ment for an election of species should be made
prior to a search of the generic claim. -
sign. operation or effect under the disclosure of =~ In all cases where a generic claim is found
th%npm?teicular application under consideration  2llowable, the application should be treated as
($ 806.04), the facts relied upon for this con- ~ indicated in §%809.02(bj, (c) or (e). If an
clusion ave in essence the reasons for insisting election is made pursuant to u telephone re- .
upon restriction. This situation, except for  quirement, the next action should include a full
species, is but rarely presented, since persons nd complete a"’t“’“ on the elected Species as
will seldom file an application containing dis- as on any generic claim that may be
closures of independent things. \ -

808.01(a) Species [R-25]

Where there is no disclosure of relationship
between species (see § 806.04(b) ), theyareinde-  several inventions claimed are related, and such

pendent inventions and election of one is man- related inventions are not patentably distinct as
datory even though applicant disagrees with  claimed, restriction is never proper (§ 806.05).
the Examiner. Where the Examiner decides  If applicant optionally restricts, double patent-
that there is a patentable distinction between  ing may be held. :

prese

808.02 Related Inventions [R-25]

Where, as disclosed in the application, the

the species as claimed, see §K06.04(h). Thus Where the related inventions as claimed in-
the reasons for insisting upon election of one  volve different statutory classes (e.g., process
species, are the facts relied upon for the con-  and apparatus for its practice, process and

clusion that there are claims restricted respec- product made, or apparatus and product made)

tively to two or more different species that are  and are shown to be distinct under the criteria

disclosed in the application, and it is not nec- of §$8&06.05(e~g), the Examiner, in order

essary to show a separate status in the art or  to establish reasons for insisting upon restric-

separate classification. tion (see § 808(2)), must show by appropriate
A single disclosed species must be elected as explanation one of the following additional

a prerequisite to applying the provisions of  criteria for distinctness: L

Rule 141 to four additional species if a generic (1) Separate classification thereof:

claim is allowed. This shows that each distinct subject has at-
Even though the Examiner rejects the generic  tained recognition in the art as a separate sub-

claims. and even though the applicant cancels  ject for inventive effort, and also a separate

the same and thus admits that the genus is un- field of search,

patentable, where there is a relationship dis- (2) A separate status in the art when they

closed Letween species such disclosed relation  are classifiable together;
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. distinct subjects in

 classified to

(3) - dlﬁerent ﬁeld of searﬂh

Where it is necessary to search for one uf the" o
faces where no pertinent

~art to the other subject exists, a different fe
_of search is shown, even though the two
sther. The indicated i
field ‘of searc
type of subject matter covered y the claims.

‘must in fact be pertinent to the

however, the elass:ﬁcatmn is the same
eld nf search is the same and thereis

ndication of separate future classifi-

nd field of search, no reasons exist for
F ng related inventions.  This is
iarly true in the manufacturing arts
nufacturing processes and the result-

re classified together, e.g. C arbon

© merits of all
~ sidered tobe

- status or classification or utility.

the*mcond mtum ﬁna,i pmgram.
t0 o requirement

need onxy mclude

sic policy of the s lined emmmmg
is that the second n on the merits
> made final. In those applications

: w}wre a‘reqmrenmxt for re;strlctwn or election g

ited by lete action on the
ms, such action will be con-

ion on the merits and the next
action by the Examiner shou!d be made final.

“hen preparing a finul action in an application

where uppheant has trav Prsed the restrlctlon

requirement, see § 821,01, : :
n stating a reqmrement for restrxctxon, the

should be no citation of patents to show separats

~ The separate

_inventions should be identified by a grouping of

_the claims with a short descrxptlon of the total - 5

- extent of the invention claimed in each group,

Under : theoe circum-

ated mventlons 1m0]ve com-

binations, qubcombmatlons, elements of a com-

bination, combination and subcombination, or

combination and elements of a combination, the
reasons for msx&tmg upon restriction there-
between (see § %08(2)) are implicit in the show-

§ 806.05(c).

809 Claims Lmkmg Dlstmct Inven-f

[R-25]

tlons

ing of dlstm(tne 3 under the criteria of

Where upon examination of an apphcat:on' .

containing claims to distinct inventions linking
claims are found, restriction should neverthe-
less be required. See § $09.03 for definition of
linking claims.

Tt should be noted that a claim drawn to an
aggregation or combination does not link claims
to two or more elements thereof, or to two or
more subcombinations, see § 806, ().;( a).

A letter including only a restriction require-
ment or a telephoned requirement to restrict
(the Iatter heing encouraged) will be effected,
pecvamg which claims are considered hnl\.mg

$ 812.01 for telephione practice in re: trlr'tlon
reqmrementq

No art will be indicated for this type of Tirk-
ing claim and no rejection of these claims made.

A 30-day shortened statutory period will be

Such

set for response to a written reqmremem
* for

action will not he an “action on the merits”

- ventions must be permltted

, spec1f} ing the type or l-e]atlom]up of each gronp

stating the group is drawn to process, or
beombination, or to product. etc.,, and -

- ‘shou]d indicate the classification or separate
. status of each group, as for example, by class
‘and subelass.

The lmng claims must be e‘mmmed w1th
the invention elected, and should any Imkmg
claim be allowed, ‘rejoinder of the d1v1ded in-

" Generic Clalm Lmkmg Specles
- [R-25]

Dnder Rule 141, an allowed generxc claim
may link up to five dxsdo:,ed speues embmced

The practw is -tmed in Rule 146:

Rule 146. Election of .speetcs, In the first action on
an application containing a generic claim and claims

809 02

: thereby

restricted qeparateh to each of more than one specles

 embraced thereby, the examiner, if of the opinion after

acomplete search on the generic elaims that no generic

claim presented. is ‘allowable, shall requlre the appli-
cant in his response to that action to elect that species
of his invention to which his claims shall be restricted
if'no generic claim is finally held allowable. However,
if such ‘application ‘contains claims Qirected to more

“than five species, the examiner may require restriction

of the claims to not more than five species before taking

* any further action in the case.

125

The Iast sentence of Rule 146, that the Ex-
aminer may require restriction 'of the claims
s0 that not more than five species are separately
claimed, is permissive. It may be used in ag-
gravated cases of a mulhphcnv of species,

' w:thout acting on generic claims, to narrow
the issues down to five specxes

‘But . see
§ 806.04(h).
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‘mm

| Yy here gene ent, a letter in
cluding only n rest 1

ction requirement o

; : riction requirement or 8 tele-
~ phoned requirement to restrict (the latter being
' d) should be effected. See § 812.01 for

~ encours, d be effectec ‘
~ telephone practice in restriction require:
Action nx follows ghould be taken:

no generic claims are present.  See § £06.04(d)
for definition eric claim. f '
- (2) Clear!

~ticular material, or other distinguishing char-

“acteristic of the species should be stated for

each species identified. If the species canno?

be more conveniently identified. the claims may -
be grou d in accordance with the species to

which they are restricted.

(3) Applicant should then be required to

elect n single disclosed species, and advised as
 to the requisites of a complete re'spoynse’and his

rights under Rule 141,

For generic claims, a search should not be

made and art should not be cited.

made without an action on the merits.

purpose of the second action final program. .

‘'To be complete, a response to a requirement

made according to this section need only include
“a proper election. S
- In those applicat
~for restriction is accompanied by an action on

should be made final. ,

- gested: , ,

“Generic claims . . . (identify) are present
in this application. Applicant is required to
elect a single disclosed species to which his

finally held allowable.”

“Applicant is advised that his response must
include, an identification of the disclosed species
that he elects consonant with the requirement,
and a listing of al]l claims readable thereon.
An argument that a generic claim is allowable,
or that all claims are generic or amended to be

Rev. 25, July 1970

(1) Identify ge ¢ claims or indicate that ~ provided by Rule 141,

identify each (or in aggravated
~cases at least exempinry ones) of the disclosed
“species, to which claims are restpirfed. The .
species are preferably identified as the species
of fipures 1. 2 and 3 or the species of examples
1. IT and TII, respectively. In the absence of
distinct figures or examples to identify the sev-
eral species, the mechanical means, the par-

' requiring elect

“where applicant is prosecuting his own case or

A 30-day shortened statutory,period will be
set for response when a written requirement is
~ Such -

- action will not be an “action on the merits” for -

- any subsequent action on the merits and election

ions wherein a requirement
all elaims, such action will be considered to be  the allowed genus unless the species claims are
an action on the merits and the next action = al ,
~ than five species are claimed. Substantially

“the following should be stated:
. “Applicant is advised that his response to be

The following form paragraphs are sug-" 5

. readable thereupon.

clai be restricted if no generic claim is " 2 e :
aims shall ricted if.-no g ¢ clam ~consideration of claims to not more than four

m
gl

- the claims to each ad
' ten in dependent form or otherwise include all

‘the limitations of an al d generic claim as
~ If claims are added a:
‘cant must indicate which

aieg 1

the election, appii-
re readable on the

owing text is ordinarily sufficient in
pecies: :
red (1) to elect a single
n - thlqugh this requirement

“Applicant
disclosed speci
be traversed and (2
thereon,

ead of the three quoted
) of this section except

there are other reasons for believing that the
short form would not be understood. .~
is necessal (1) identify generic claims
that none are present, and (2) to clearly
‘each species involved. B e

on Required—Ge-
Claim Allowable

~ When a claim generic to two or more claimed

species is found to be allowable on the first or

a single species has not been made, applicant

.0, ,
: /sgou]d be informed that the claim is allowable

and generic, and a requirement should be made
that applicant elect a single species embraced by

“all in the form required by Rule 141 and no more

complete must include an identification of the
single, disclosed species within the allowed
genus that he elects and a listing of all claims
Applicant is entitled to

disclosed species in addition to the elected spe-
cies, which species he muat identify and list
all claims restricted to each, provided all the
claims to each additional species are written
in dependent form or otherwise include all the
limitations of an allowed generic claim as pro-
vided by Rule 141.”




 An examiner’s action subsequent to an ele
tion of species should inclnde a complete ac
tion on the merits of all elaims readable on the

elected species. o
(1) When the generic ¢!
claims not readable on
should be treated substanti f 52
“Claims _.-_ are held to be withdrawn

from further consideration wander Rule 142(b)

as not readable on the elected species.”

»

(2) When a_generic clain 1s _subsequently
found to be allowable. and not more than 4
additional species are claimed treatment should

“he as follows: ,

When any claim directed to one of said addi-

claim is not in the required form, all claims to

from further consideration by the examiner.
The holding should be worded somewhat as fol-
lows: “Claims __._._.__-_ _. directed to species
.__.__.. are withdrawn from further consid-
eration in this case, since 7/l of the claims to
this species do not depend upon: or otherwise
~inelude all of the limitations of an allowed

the case is otherwise ready for issue, )
tional paragraph worded somewhat as follo
should be added to the holding: “This applica
tion is in condition for allowance except for th
presence of snch claims.

claims in conformance to Rule 141 or take other
action (Rule 144). TFailure to take action dur-
ing this perind will be treated as authorization
to c:mc'ell claims to the nonelected species by
Examiner’s Amendment and pass the case to

issue. The prosecution of this case is closed .. 0 "'me 2
~linking proper apparatus and process claims.

 except for consideration of the above matter.”

Claims directed to species not embraced by

an allowed generic claim should be treated as
follows: Claims ____.._____ are for species not
embraced by allowed generic claims ______.__-
as required by Rule 141 and are withdrawn

142(b).
809.02(d) No Species Claims [R-
18] S i

Where only generie claims are presented no
restriction ean be required except in those cases
where the generie c'nims recite such a multi-
plicity of species that-an undnly extensive and
burdensome search i neeessaryv.  See section
80%.01(a). If after an action on only generic
elnims with no restriction requirement, appli-

tional species embraced by an allowed generic -

that species should be held to be withdrawn

generic claim as required by Rule 141.7 When of two or more subcombinations, see 806.05(a).

an addi-

Applicantis given one
‘month from the date of this letter to amend the’

from further consideration in this case, Rule

.application has claims to two or
more properly divisible inventions, so that a re-
quirement to restrict the application to one
would be proper, but presented in the same case -
are one or more claims (generally called “link-

‘ing” claims) inseparable therefrom and thus
~linking  together - the inventions = otherwise
“divisible. It should be noted that a elaim drawn

to an aggregation or combination does not link.
the claims of two or more alements thereof, or

he ‘most common types of linking claims
-allowed. act to prevent. restriction be-
inventions that can otherwise be shown to
e divisible, are: . ” ;

Genus claims linking species claims.

(laims to a product defined by process of -
making the same linking proper product claims
and process claims. RO ‘

A claim to the necessary process of making a
product linking proper process and product
claims. S . L
A claim to “means” for practicing a process

‘Where linking claims exist, a letter including
a restriction requirement only or a telephoned
requirement to restrict. (the latter being encour- -
aged) will be effected, specifying which claims

“are considered to be linking.

80904 ,Retent‘ion ol_" Claims to Non-
: Elected Invention ;

Where the requirement is predicated upon
the non-allowahility of generic or other type

of linking claims, applicant is entitled to retain

in the case claims to the non-elected invention
or inventions. L i ,

If a linking claim is allowed, the Examiner
must thereafter examine species not to exeeed
five if the linking claim is generie thereto, or
he must examine the claims to the nonelected
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, Waltmg or
of the lmkmo'c .' :

ity is not necessary to a r
. objectionable, ex parte
, 156 0.G. 257.

3 until after the requirement 1s

t
o ,comphed with, mthdrzm n or made final.

1888

Ex parte Sm der. ]‘)O
2636 ‘
85Dx parte We:ton 1911 CD 218; 173

2 .

0G.

810 03 leen on Elected Inventmn
, When Reqmrement Is Made
Final ] ,

will at the same hme act on the claims to the
elected invention.” Thns, action is ordinarily
given on the elec rerl invention in the act;on
making the reqmrement final. '

811 Time for “akmg Reqmrement

Rule 142(a), 2nd sentence: “If the distinet-
ness and independence of the inventions be
clear, such requirement (i.e. election of the in-
vention (o be claimed as required by 1st sen-
tence) will be made before any action upon the
merits; however, it may be made at any time

Rev. 18, Oct. 1968

. case if proper..
_Ex parte Pickles, 1904 D 126; 109 G. '

C D 242 1‘10 0.G.

Rule 143 last sentence states . Tf the reqmrp- :
ment is repeated and made final, the Examiner

- 812.01

Precedmg r:qmremem ; ,
che zhe rule provides that restrxctlon 1s[‘

_proper at any stage of prosecution up to final

action, a second requlrement may be made when
it becomes proper, even though there was a

' prior requirement with which applicant com-
~plied (Ex parte Benke, 1904 C.D. 63; 108 O.G.

1088)

811.03 ?‘Rgpéating’}Aft;et Wiﬁhdrawal—f -

Where a reqmrement to restmct 18 mnde and B

ithdrawn, because improper, when it becomes

:proper at a later _stage in the prosecutlon, re-" i
nctmn may agam be requlred A

in a rpqmrement ina parent case, restriction
therearmnong may he reqmled in the dw1510na] ‘

812 Whe Shuould Make the Requlre- |

ment

The requu'emE-H =hould be made by an exam-

Wmer who would examine at least one of the

inventions.

An exammer ordinarily should not require
restriction in an application none of ' the
claimed subject matter of which is classifiable
in his group. Such an application should be
transferred to a group to which at least some
of the subject matter be]ongs

Telephom' Restrlcuon Practlce' o

[R-18]

If an examiner determines that a requirement
for restriction should be made in an applica-
tion, he shouid formulate a draft of such re-
striction requirement including an indication of
those claims considered to be linking and
generic.  No zeavch or rejection of the lmkmg
claims should be made.  Thereupon, he should
telephone the attorney of record und ask if he
will make an oral election, with or without




traverse if desired, after t]

51f1me to. consider the rest

aminer should arra
1 within a reasonable t
n three working days; It ¢
jects to making an oral election, o
spond,  the usual restriction letter will b

reference to the unsuccessful telephone eall.
See 809 and §09.02(a).

a formal restriction requirement including the

, and this letter should NOT contain any

When an oral election is made, the examiner
will then proceed to incorporate into his letter

date of the election, the attorney’s name, anda

complete record of the te]ephone interview, fol-

lowed by a complete action on the elected claims

including linking or generic claims if presen
If on examination the examiner finds t

, ‘ ms to be allowable and no trave

: was made, the letter should be written on POL-

er's Amendment) and should in

ncellation of the non-elected claims, a

statement that the prosecution is closed and that

_anotice of allowance will he sent in due course

Correction of formal matters in the above:noted
“situation which cannot be handled by a tele
. phone call and thus requires action by the ap-

Quayle practice, using POL—326: these would
- usually be drawing corrections or the like re
: qmrmg payment of charges.

~ Should the elected claims be found a
in the first action, and an oral traverse was
noted, the examiner should include in his action
a st‘ltemcm
making the restriction final and giving appli-
cant one month to either cancel the non- 1-elected
claims or take other appropriate action (Rule
144).  Failure to take action will be rreated as
an
4l-nms by an Examiner’s Amendment and pass
the case to issue. - Prosecution of tlm; nppllca-
tion is otherwise closed.

1

11

: ~ plicant should be handled under the Ex parte

owable

nder. Section 821.01, MPE.P,

813 C:tatmn of Art'

finking ~laims.

linking claims.

A Lm} mg (*lamw. No art ‘Wﬂl be uted fnr
B. Iﬁfz’(p(mienf or distinet inventions—no
No art is cited to show sep-

arate status, separate olassrhcatmn, different

eearchew. Gr

authorization to cancel the non- e]w-tedf"

“the ‘omis

In either situation (traverse or no traverse),

caution should hbe exercised to defermine 1f any

of the allowed claims are linking or generic be-

fore cancelling the non-elected claims,

Where the rv-pw-tlve inventions are located
mm different groups the requirement for restric-
tion should be made only after consultation
with and approval by all groups involved. If
an oral election would eause the applieation to
he examined in another group, the initiating
group should transfer the applieation with a
sigrmed memorandum of the restriction require-
ment and a record of the interview.  The re-
~eeiving group will nmmpnr'ue the substance of

this memorandimn in its official letter as indi-
eated ubove. Differences as to  restrietion
~should he settled by the existing chain of com-

3272987 O - 68
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“essary
~termine what the claims cover.
-this. the claims directed to each separate sub-
jeet should be noted along with a statement of
- the subiert

req mstrlctlon

1n' Section 509, 02(

_pointed out in ex parte’L gstrom 190:) '
341: 119 O.G. 2335, the particular limi-
m the clmms and the reasonq whv such

N1t ns’ otizer tlum spemes It 1S nec-
read all of the cl(um~ in order to de-
When doing

matter to which they are drawn.
- This 3 The best way to most clearly and pre-
m:ely m-lu.ate to applicant how the application
should be restricted. It consis entifying
each separate subject amongst which restriction
is requ:rcd and grouping each chum mth its
subject.
While eterv claim should be accounted for,
ssion to group a claim. or placing :

claim in the wrong group will not affect the

¥ el

_propriety of a final requirement where the re-

quirement is otherwise proper and the correct
disposition of the omitted or erroneously
grouped r=hnn is clear. :

C. Linking eclaims, The generic or other
linking rlaims should not be associated wirh
anv one of the linked inventions since such
claims must be examined with any one of the
linked inventions that may be elected. This
fart &*}';rm?d be (f]e.nr]v stated.

815

Make Roqmrement Com p lete
{R-18]

When making a requirement every effort
should e made to have the requirement com-

Rev. 18, Oct. 1968




816
p?zete.

classmab!e in mmthez‘ Uni -h Am- ating S e
ft her A it fo forma tement Of gmups ’ro which lmkmg " S

n that point and such examiner sh render ~ claims may be assngned for examina-

the nNecessary as&tstance. S ‘ . tion
= Other u grguped clmmc

816 Give Reasons for Holdmg of Inde- . Ind!ca
: pendem:e or Dlstmcmess S

prm:nml;lé:i ,nonelm'ted, noncmtu-'
‘ tn s cance ete. -
18] e oo s G Allegnhorl;yof ;O
The pnrhcuhr reasons relied upnn by the . Point out facts which s’how dlshnctness .
Examiner for his holding that the inventions Treat the inventions as claimed, don't

az claimed are either independent or distinet. L merely state your conclusion that in-
should be concisely stated. A mere statement _ventions in fact are distinet

of conclusion is inadequate.  The reasons upon (1) Subcombination or Element—

which the conclusion is based should be given. Subcombination or Element.

The separate inventions should be identified Each are separately classified, have at-
by a grouping of the claims with a short descrip- - tained a separate sta ' che art, or
rion of the total extent of the invention claimed : involve different fields of

in_each group, specifying the type or relation- =~ (2} (‘mnbmatmnu—Subcombl ahon or - Ele-
ship of each group as b\' stating the group i  ment o
drawn to a process, or to subcombination, or t . Thesameas (1) above
product, etc., and should indicate the classifi ””( 3) Combination—Combination
tion or sepamte status of each group, as for - 'The same as (1) above

example, by class and =ubc]ass See 809. -(4) Process—Apparatus 7
: Proce=s can be carried out by hand or

“by other apparatus
- Demonstrate by Exammers sugges-
flon ,~ ,

817 Outline of Letter for Restrict’io.n”
Reqmrement between Dlstmct In-
ventions [R-18] o

The statement in 809.02 through 80‘) 0‘)( d)
is adequate indication of the form of letter other process (rare).
when election of species is required. : (5) Process and/or appamtus———l’rodu

No outline of a letter is given for other tvpes  Demonstrate claimed product can be
of mdependent inventions since they mre]v S ~ made by other process (or appara- o
> The following outline of a lotter £ tus) ‘ i

e following outline of a letter for a require- i

ment to restnoéq is intended to cover everx';1 tvpe By Exammer ;Rsuggestlon :

of original restriction requirement betwween P d ok
related inventions including these having ]mh- rocess (or. apparatus) can pro uce .
S other product (rare) -

ing ¢laims.
: D. Allegation of reasons for msxstmg upon Te-
OvuTLiNt oF LETTER - striction—For combination, sabcombination,
A. Statement of the requirement . and elements of a combination the reasons are
Tdentify each group by Roman numeral ~implicit in the determination of dlstm('tness

I_:l-st claims in each group ~ see 806.05(c)
~ Separuate classification

Check accuracy of numbering
Look for same claims in two groups Separate status in the art

Look for omitted claims - X ,
Give short description of total extent of . Different fields of search
E. ~-mmm.\rv statement

the subject matter claimed in each
) hummarlze (I) distinctness and (2) rea-

OR '
Demonatmte appamtus can be used in

Pm;(f)urr)nut critical claims of different sons for jnsisting upon restriction, if
scope applicable. e
Identify whether nnmhmntmn, suheom- Include paragraph advising as to response
~ bination, process, apparatus or prod- required.
uct Indicate effect of allowances of linking
Classify each group : claims, if any present.
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the appllcar-t in

“that Invention to Whi(h his claims «hail be revtricted .
this oﬁicm} action being called a requirement for re-

‘stnctlon (alsn l\nown as o reqmrement for davi%wn)
1f the distinctness and independence. of th
be ‘clear, such requirement will be. made before any

action on the merits; howevar, it mav be made at any
time before final actlon in. the]case, at the diccretion”j

of the Examiner

Election is the demgnatlon of the particul'u :
closed inventions that

one of two or more
will be prosecuted in the application.

A response is the reply to each point r.used
by the examiner’s action, and m‘t;, mucludfx a
traverse or t'omplumce :

whmh merely specifies the
,(mlv mclude a proper election.:

nventions

131

81801
rse of requirement to restrict is a
5S0RS upon whlch the apph-

jmmplete. a response to 2 reqmrement ,
: mkmw chnm need

Where a rejection or ob;m-tmn 18 mvluded .

: with a restriction x'vequlrement, applicant, be-.
~ sides mnking a proper election must also dis-
tinetly and specifically point out the supposed

errors in the e\‘uumer § l(’](‘(‘tlon or Objetflﬂh .

; ‘\ee Ruio 111

818 OI Flectlon Fxxed by Acnon on
Clalms :

, Flectlon becomes ﬁved When the cl‘umc inan
,'applxcatmn have rec \ed an actlon on. theu" :
‘ ,memts b} the Oﬁice o . : g

Rev, 18, Oct. 1065



818.02 Electi
Election may be
expressly i ‘

: by the first sentence
G e , . the tr‘xverﬂe 02 re ulrement must be con plete e
-wf“here claims to ano her in e prop- - :
erly added and entered in se before an 4 Fln order to be entitled to reexamination
action is given, they are treated as original = or reconsideration, the applicant must make
claims for: purposes of riction only. . request therefor in writing, and he must dis-
The claims originally pr , acted - tinctly and. spc’czﬁcally pownt out the osed
upon by the Office on their merits determine  gprgrs in the exaniiner’s action; the applican
_ the invention elected by an applicant, and sub- g0 pespond to e very ground of objection and
sequently presented eclaims to an invention ,jrﬂemmn of the prior office action_______ ~
other than that acted upon should be tre‘uod and the applicant’s action must a?’}'?em'f
as provlded in:section §21.0% , ~ throughout to be a bona fide aitempt fo ad-
vance the case to final action.  The mere alle-
818 02( b) Generlc Claims Only-—No‘ gation that the examiner has erred will not
Election of Qpecles [R—— be received as a proper reason mrsuch re-
18] - ’ , ,exammatxon or reconsiderztion. ,
) e _+ Under this rule, the applicant is reqmred to
Where only generic claims are ﬁ"f P"eq““tedf~" specifically point out the reasons on which he
and. px'n\ecuted in an application in which no = bases. his conclusion that a requirement to re-
election of u single inventior: has been made, strict is in error. A mere broad allegation that
and applicant later presents species cluims to.  the requirement is in error does not comply
more than one species of the invention he must - with the requirement of Rule 111. Thus the
~at that time indicate an election of a single ‘required provisional election (See 818, Ou(b)}‘
~species. The practice of requiring election of becomes an election mthout traverse. :
species in cases with only generic claims of the

umlu]\ extensive and burdensome %e.u\h t)pe is  818. 03(b) Must ‘Elect, Even When'

set fmrh in section 8OK01¢a b, o Requirement Is Traversed
- [R-18] | |
818 02((') By Opnonal Cancellahon‘ ~As noted in the second sentence of Rule 143.
of Claims i ‘a_provisional election must be made even

though the requirement is traversed.

Where applicant is claiming two or more
All requirements should have as a conclud

inventions (which may be species or various
_types of re]afed inventionst and as a result of m p‘zr‘vn'xph a sentence =t'1tmg in substance:
action on the claims he cancels the claims to “Applicant is advised that his response to be
‘one or more of such inventions. leaving claims  complete must include an election consonant
“to one invention, and suck claims are acted - with the requirement, see Rule 143.”
“upon by the ex'tmmer. the rlalmed mventlon' - The suggested concluding statement should
thus acted upon is elected. . e be reworded to fit the facts of the particular

, , e : " requirement, e.g.. as in 809. 02(a) second form :
818.03 Express Election and Traverse p.lmfrraph\mder (3). ~ :

R:fle 143. Rcconsid?'ah‘on of ,r(‘zquirmncﬁt. If the - 818. 03(‘,) Must Traverse To Pr(-serv
‘ .;:)’ph(ant dlf‘u.zrees'mth' the ‘re?q:arement tﬂr‘rcfistric- o L nght of Petition

ion, he may request reconsideration and withdrawal
or modification of the requirement. ziving the reasons

lfmr' 144, I‘chtlon from requircment for restrietion.
After a final requirement for restriction, the applicant,

therefor (see rule 111).  In requesting reconsideration : L \ . :

. o = in nddition to making any response due on the re-
the applicant ‘must indicate a_provisional election of a0 or e aetion. may petitlon the Commissioner
one invention for prosecution, which invention ghall to review the requirement.. Petition may be deferred
e the one clocted in the event ‘the requirement be- until after final action on or allowanee of claims to
comes final. The requirement for restriction will he thee invention elected, bt must he fled ot dater than
reconsidered on such a requess. If the requirement is -,m,. wal. A petition will nit !‘m eonsidered i reconsid-
repeated and made fingl, the examiner will at the same ration of the reguirement was pot requested.  (Soe
tine act on the claims to the inveution electil, ride 181)
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restrict, it is
allow ance.

gre

t Wlth he ;‘poaltwn‘taken bv the Oﬁiee t}nt .
the linking tvpe eclaim
mproper if “they are al-
: . allows such a claim it is

bound to withdraw the requirement and to act
on all linked inventions ut once all linking
claims are conceled Rule 144 would not apply.
since the record would be one of ‘xcrleement acf
to the propriety of restriction.

Where, however. there is a tm erse on the
ground that there is some relaticnship (other
than and in addition to the linking type claim)
that also prevents restriction, the merits of the
requirement are: contested and not admitted.
Assume a particular situation of process and
product made where the claim held linking is_
a claim to product limited by the process of
maklng it. The traverse may set forth partic
~ular reasons justifying the conclusion that re-
striction is improper since the process neces-‘
- sarily makes the product and that there is no
other present known process by which the
product can be made. TIf restriction is made
final in spite of such traverse, the right to
petition is preser\ed even though all ]ml\mw
claims are canceled.

8]8.03(e) Appbcant ‘\‘lust Make His
' Own Election |

Applicant must make his own election. Th(-
examiner will not make the election for h1m.
‘Rule 142, Rule 143, second sentence.

819 Office Generally Does Not Permn,
Shift

“The «reneral poliey of the Office is not ro
permit the applicant to shift to claiming an-
other invention after an election is once made
and action given on the elected subject matter.
When claims are presented which the Exam-
imer holds -are drawn to an .invention other
than elected he should treat the claims as out-
lined in 821.03.

Where the inventions are. distinet and of
snch a nature that the Office compels restrie:
tion, an v]w'fmn i# not waiverd even thoneh the
examiner gives action upon the patent xhzh!v
of the claims to the non-elected invention. Ex
parte Loewenhach 1904 (.. 170, 110 O, 957,

Rev. 18, Oct. 1945 134

- permitting a shift.

and particularly
. as by simplifying t

170G 1795).
. 820 Not an 'Election: Permissible Shlft:

shift (Ex parte Qh'lrp et ‘1]

1 552 0.6. 3

- Permit Shlft

mnle apphcant. as a malter of rcghf mav
pot shift from claiming one invention to claim-
ing another. the Office is not precluded from
It may do so where the
shift results in no additional work or expense,
where the shift reduces work
he issues (Ex parte Heri-

No. 2,375,414 decided January 26,
. shift. case is not
i's, 1905 C.D. ‘279

tage  Pat.
1944). Having accepted
abandoned (\Ieden V. C

he Office rejects on the mound tha( 5
«»s 18 ol ious, the only invention being
- made, presenting claims to the
- is not a shift (Ex parte Trevette,} _
.D. 170; 97 O.G. 1173). s
- ecte —no  shift where examiner
on to be in process (Ex parte
rier, 1923 C.D. 27; 309 O.G. 223).
Genus allowed, appllcmt may elect up to
additional species thereunder, in accord-
> with Rule 141, this not constituting a
P‘ltent \0

2.232.739).

820.01 Old Combmauon Clanmed——-

Not an Election

Where an apphmhon origi na‘lh pxeqonts
claims to a combination (r\B). the examiner
holding the novelty if any. to reside in the sub-
combmmon (B) per se "(see 806.05(b)) only,

‘and these claims are rejected on the ground of =

“old  combination,” = subsequentiy preqented

claims to subcombination (B) of the originally
“elatmed mmbmatlon should not be rejected on

the ground of previous election of the combi-
nation. nor should this rejection be applied to
such combination claims if they are reasserfed.
Final rejection of the reasserted “sld combina-
tion™ claims is the action that shonld bhe taken.
The combination and subcombination as de-
fined by the claims under this special sitnation
are  not . for distinet inv entions. (‘ﬂ?o ;

ROB.O5(e).)

820.02 Interference lssuwr—-Not an
Election :

Where an interference is institnted prior to
an applieant’s election, ‘the subject matter of
the interference issues is not elected.  An ap- ;.
plicant mayv, after the termination of the in-



ventions, mcludmg claims to !mn-e}ected spe-

are treated as mdicated i 8§ 821.01°
. 821.03. Howe\er, for trestment of =

ns held to be drawn to speczé# non-elected
raverse in ajp (s)hcatlom not ready for

rere such hol
09.02(c) through 809.02(e}.

144

wrthdmwn from
anmmer as- set forth m 3

§ 821.01 through 821.03. As to one o re ¢
such claims the applicant may rraverse the Ex

 the elected =ub39ct m‘ltter
~ this holding, if traversed. is #ppenlable. Thus,
"if the Examiner adheres to his position after
- such traverse. he shoul
~which the traverse appl

matter. Claims for which no traverse is pre-

After Election W!th Travorse
[R- 26]

" .. 'Where the initial lequnemenr tm\'ersed it
should be reconsidered. If. upon rec onqlder‘l-
tion, the Examiner is still of the opinion that
restriction is proper he shall repeat and make
final the requirement in the next Office action.
(See $803.01). In doing so, the Examiner
shou]d reply to the reasons or argument ad-
vanced by applicant in his traverse. Tf the
Exammer upon reconsideration. iz of the opin-

821.01

Jion that the requirement for restriction is im-

proper he should state in the next Office action
that the requirement for restriction is with-
drawn and give an action on all the claims,

If the requirement is repeated and made
final. in that and in each subsequent aetion.
the elaims to the nonelected invention should
‘be treated substantially as follows:

“Claims ___.____ _ stand withdrawn from
further consideration by the examiner. Rule

142(h), as being for a nonelected invention (or

species). the requirement having been traversed

‘an invention (or species) nonelected with trav.

ing 1s not .,mllengnd) .

, "pmptleu of a requirement to resh'mt if
tmversed s re\'le\\.lble Hy petmon undel Rule

_ quirement for restriction,
- indicate in his action that mp
~ must include cancellation c
aminer’s holding that they are not directed to
The propriety of -

ject the claims to
on the ground that
“they are not directed to the elected e_b]e(r
- er’s Amendment and pass the case to issue after
‘the expiration of the period for response.’

sented should be withdrawn under Rule 142(h) , |
: Note that the petition under Rule 144 must

as indicated in the other, above noted. section.

se read for issue,

and has not received a final action, the examiner

~ should treat the case substantially as foilows ~

- #CHai -~ ---_ stand allowed.

ance except for the presence of claims _____ |

erse in paper No. _..___. Applicant is given

Failure to take action dur-
ing this period will be treated as authorization
to cancel the nonelected claims by Ftammer»

Amendment and pass the case for issue.

The prosecution of this case is ciosed ex-

. cept for ml\~ldemt1@1) of the above matter.”
a final action in an applica-

When preparin
1 where them% traversal of a re-
sxaminer should

response

the claims drawn
to the non-elected invention, or other appropri-.

ate action (Rule 144).

ﬁnal action has'

as beea

take appropriate action will be construed as
authorization to cance] these claims bv Examin-

be filed “not later than appeal™. = This is con-
strued to ean appeal to the Bnmd of Appeals.
If the case is ready for allowance affer appeal
and no petition has been filed, the Examiner
should simply eancel the non- -elected claims by
Exaniiner’s Amendment. mllmg atfentlon to
the provisions of Rule 144. ~

821.02 After Electlon Wlthout Trav- .
erse |

'W’here the initial requirement is not tra-
versed, if adhered to. appropriate action should
be given on the elected claims and the claims
to the nonelected invention should be treated
substantially as follows: ,

“Claims stand withdrawn from
further consideration by the examiner, Rule
142(b), as being for a nonelected invention (or
Fleetion was made «ithout traverse

"

SPecies |,
i paper No.o oo

This will show that appheant has not re-
tained the right to petition from the reqguire-
ment nnder Rule 144

Rev. 26, Oct. 1970

. one month from the date of this letter to can-
- cel the noted claims or take other appropriste.
-aetion {Rule 144).

Where a response to 2=~
herwise placed the application =
~ in condition for allowance, the fallure to cancel -
. claims drawn to the non-elected invention orto.




7s?ec1%) nonelected without
No. __.._, these claxmc ha

Added After an Oﬁice ction
[R—-26] o :

C]axms added by amendment followmg ac-’

tion by the Examiner, $§ 818.01, 818.02(a), to

P
should be treated as indicated by Rule 145.

Rule 145. Subaequent presentat:an of clas‘ms for dif-
ferent invention. 1f, after an oﬂice action: on an-ap-
plication, the applicant pre«ents claims directed to an
‘Invention distinct from and indepen ; ;
tion previously clalmed the applics
to restrict the clnims to the inventl
if the amendment is entered, subjeet.
and review as provlded in rn]es 143 and 144

lowing form:

(identify the mventnon) elected by _____.____
(indicate how the invention was elected, as by
ongmal presentation of claims, electlon with
(or without) traverse in paper No. ______, etc.)
and applicant has recelved an action on such
claims. ;
~ IL Claims ... ___
(identify invention, give factual showing of
reasons why, as claimed, it is distinct from
~elected invention, show separate classification
or status, etc., i.e., make complete showing of
propriety of requlrement in manner similar to
~ an original requirement).
Applicant is required to restrict the claims

to the invention previously elected, and thus

the claims of group II are held withdrawn
from further consideration by the examiner
by the prior election, Rule 142( b).”

Of course, o complete action on all claims to
the elected invention should be given.

Note that the above practice is intended to
have no effect on the practice stated in § 1101.01.

An amendment canceling all claims drawn to
the elected invention and presenting only claims
drawn to the non-elected invention should not
be entered. Such an amendraent is non-respon-

Rev. 26, Oct. 1970

but one appllcation pay b

kT a.pphcatlons,
: dbSlgn
an invention other than reﬂouslv claimed, o,

The action should take substantmlly the fo]- :

'p 1 a phcatlons of the
none of which has become

the same party, contain’:
n of such claims from all
required in the absence of-
gson for their retention durlng

good and %umcient

g pendency in ‘more than one apphcntian

See § 304 for conflicting subject matter in  two
same. mventlve entxty, one

See §§ 305 and 804,00 for conﬂ:ctmg subject
matter different mventors, common ownership.
See § 706.03(k) for rejection of one claim on
another in the same application.

bee §§ 706 03 (w) and 706.07 (b) for res judi-

See §709 01 for one apphcatxon in mter- |

 ference,

See §§ 806. M(h) to 806. 04(]) for species and

- genus in separate applications.

Wherever appropriate, such conflicting ap-
frhcatlons should be joined. This is particu-

- larly true, where the two or more applications

& ' ; SN
I Claims __.____ are directed o ... ~ are due to, and consonant, with, a requirement

to restnct which the e:\amlner now consnlers

to be 1mproper

822 Ol C o-pendmg Before the Exam
iner [R—26] ~

Under Rule 78(b) the practice relative to
owerlap;}):ni claims in applications copendmg
before t xaminer (and not the resuit of and
consonant with a reqmrement to restrlct, for
which see § 804.01), is as follows:

Where claims in one application are unpat-
entable over claims of another application of
the same inventive entity because they recite
the same invention, a complete examination

~ should be made of the claims of one application.

The claims of the other application may be
rejected on the claims of the one examined,
whether the claims of the one exmmned are
allowed or not.

In aggravated situations no other re]ectlon
need be entered on the claims held unpatentable
over the claims of the other application. How-
ever, any additional claims in the one applica-
tion that are not rejected on the claims of the
other should be fully treated.






