. 706.03(3)
. 706.03(k)

ing ilon of App

] s re Patentabmty Reports

Nature of P. R., Its Use and Disposal
Sequence of Examination
Counting and Recording P. R.'s
Duplicate Prints of Drawings
70 Limitation as to Use

705.01(f) Interviews With Applicants

706  Rejection of Claims

706.01 Contrasted Wxth Objections

706.02 Rejection on Prior Art :

706.02( a) Establishing “Well Known“ Prior Art
706.03 Rejections Not Based on Prior Art
706.03(a) Nonstatutory Subject Matter
706.03(b) Barred by Atomic Energy Act
706.03(c) Functional

706.03(d) Vague and Indefinite
706.03 (e) . Product by Process
706.03(f)  Incomplete
706.03(g) Prolix
706.03(h) Nonstatutory Claim
706.03(i) Aggregation ,

0Old Combination

Duplicate Claims; Double Patenting
Mutiphcity

Nonelected Inventions
Correspondence of Claim and Disclosure
New Matter '
No Utility

Obrvious Method
"Mere Function of Machine

Statutory Bar

Other Assigned Application
Disclaimer :

After Interference or Public Use Proceed-

ing -
Res Judicata
Reissue

. 70501(a)
705.01(b)
705.01(c)

706.03(1)
706.03 (m)
706.03(n)
706.03(0)
706.03(p)
706.03(q)
708.03(r)
. 706.03(s)

__706.03(t)
706.03(u)
706.03(v)

706.03(w)
706.03(x) R
706.03(y) = Improper Markush Group

706.03(z)  -Undue Breadth

706.04 Rejection of Previously Allowed Claim
706.05 Rejection After Allowance of Application
706.06 Rejection of Claims Copied from Patent
706.07 Final Rejection

706.07(a) When Proper on Second Action
706.07(b) When Proper on First Action

706.07(c} Premature

706.07(d) Withdrawal of Premature

706.07(e) Withdrawal of Final Rejection, General

.01

”(!701(8)

4 tmns

m Enmwfﬂ Letter
Primary Vixand
Aspigtant

amy ;&wm tjor, New

Partinl Blgnator
_Actlons which Require tlw Nmua: Attention
of the Primary Examiner
Cases Up fw m:m Action and th»Year
Initiai Sﬁntenw i
Citation of Referenm
(?oples of cnm References Provided by
Reference Order Section
References Cited By Applicant
Order of Listing
Reference Cited in Subsequent Actions
Data Used in Citing References :
Effective Dates of Declassified Printed
Matter
Incorrect Citation of References

707.02
707.02(n)

707.04
707.05
707.05(a)

307.05(b)
707.05(c)
707.05(d)
107.05(e)
T07.05(f)

707.05(2)

707.08  Citation of Decmons, Orders, Memorandums

707.07(g)

£708.01

and Notices
Completeness and Clarity :
Complete Action on Formal Matters
Requiring New Oath .
Draftsman’s Requirement
Language To Be Used in Rejecting Claims
Note All Outstanding Requirements
Answer All Material Traversed
Piecemeal Examination
Notify of Inaccuracies in Amendment
Each Clalm To Be Mentioned in Each
Letter ' ,
707.07(j)  State When Claims Are Allowable
707.07(k) '\'umbermg Paragraphs
707.08 Reviewing and ‘Initialing by A551stant ‘
Examiner
Signing by Prlmarv or Other
Examiner
Entry
Date
Mailing
Returned Office Action
Order of Examination
List of Special Cases
708.02 Petition to Make Special
708.03 Examiner Tenders His Resignation

707.07
707.07()
T07.07(b)
707.07(c)
707.07(d)
707.07(e)
707.07(1)

707.07(h)
707.07(1)

167.09 Authorized
707.10
707.11
707.12
707.13
708

708  Suspension of Action
+v09.01 = Overlapping Applications by Same Applicant
or owned by Same Assignee
709.02 Actions Following Correspondence under Rule
202
710  Period for Response

61

710.01 Statutory PPeriod
710.01(a) Statutory Period: How Computed
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71002 Shortened Stntntory riod ) d , Not o
' - Actions ‘ . l(d) Amendment Signed by App!icnnt But Not

710.02(1:) Situations in Which T d: Shortened Stat- by Attorney of Record
, ,714»01(e) Powerot;Au" ey to a Firm y L ‘

71004(8) Copying , _ X Amendments Sent to Wrong Group
71005 Period g C y, Sun T .07 Amendments Not in Perm ent Ink
day . : , . .08 Telegraphic Amendment
ous Fac ' .09 - ‘Amendments Before First Omce A('txon
71 Abandonment, e el . . Claims Added in Excess of Filing Fee
711.01 - Express or Formal men . Amendment Filed During Interference Pro-

711.02 Failure to Take Req red Action During Statu- ceedings
tory Period 12 . Amendments After Final Rejection or Action ~ " .

711.02( a) . Insufficiency of Response 7140 - Amendments After Final Rejection or Action,
711.02(b) Special Situations Involving Abandonment ‘ Procedure Followed

711.02(c) Termination of Proceedings e /71414 Amendments After Allowance of All Claims
711.03 Reconsideration of Holding‘of" andonment;  714.15 Amendment Received in Examining Group

Revival - 2 After Mailing of Notice of Allowance
711.03(a) Holding Based on Insumciency of Response f . Amendment After Nor.ice of Allowance, Rule
711.03(b)  Holding Based on Fall to Respond With- , 1z , ,
- inPeriod 714.16(a)  Copied Patent Claims
711.03(c) - Petitions Relatmg to Holdlng of Abandon- 714.16(b) Filed with a Motion Under Rule 231
o _ment : ' 714.16(c) Additional Claims
om 03(d) Examiner's Matement on Petition [ 714.16(d) ~Handling
71104 Dispesition of Abandoned Applications 714.16(e) Entry in Part

71104(8) Pulling and Forwarding . n 271417 Amendment Filed After the Period for Re-
711.04(b)  Ordering Abandoned Files , - sponse Has Expired

711.05 Letter of Abandonment Received After Appli- 71418  Entry of Amendments ’
: cation is Allowed - 714.19  List of Amendments, Entry Denled

711.08  Abstracts, Abbreviatures and Defensive Pub- 71420 List of Amendments Entered in Part
_ lications 714.21 - Amendments Inadvertently Entered, No Legal

711.06(a) Citation and Use of Abstracts, Abbrevia- Effect
tures and Defeng“e Publicatlong as Ref- 714.22 Entry of ‘Amendments, Dil‘ectlons for
_erences 71423 Entry of ‘Amendments, Directions for, Defec-
712 Abandonment for Fa:lure to Pay Issue Fee e tive
713 - Interviews , 71424~ Amendment of Amendment
713.01  General Policy, How Conducted , 71425 Discourtesy of Applicant or Attorney
713.02 Interviews Prior to First Official Action 2 MNE Swearing Back of Reference—Affidavit or
713.03 Interviews for “%ounding Out” Examlner Not Declaration Under Rule 131
Permitted 715.01 . Reference Claims Foreign Filing Date
71304 Substance of Interview Must Be Made of 715.01(a) Reference a Joint Patent to Applicant and
Record Another ,
71305 Interviews Prohibited or Granted, Special 71501(b) Reference and Application have Common
Situations Assignee
713.06 No Inter Partes Questions Discussed Ex Parte 715.01(c) Reference is Publication of Applicant's
713.07. Exposure of Other Cases Own Invention
713.08 Demonstration, Exhibits, Models 715.02 General Rule as to Generic Claims
713.09. - Finally Rejected Application 715.03  Practice Relative to Chemical Cases

713.10 Interview Preceding Filing Amendment Under 715.04  Who May Make Affidavit or Declaration
Rule 312 715.05 = Patent Claiming Same Invention
714 - Amendments, Applicant’s Actions 715.06 “Affidavit or Declaration Under Rule 131 Must
71401 Signatures to Amendments Be Removed Before Interference
714.01(a) Unsigned or Improperly Signed Amend- 715.07 Facts and Documentary Evidence

ment 715.07(a) Diligence
715.07(b) Interference Testimony Sometimes Used
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500 Seasonable P
6 Afidavits or
v tions, Rule 132
717 File Wrapper
71701 Papers inF{

717.01(a) Arrangeme
’717.01(b) Prints

717.02 . Date Entered

717.02(b) Name or Resid

Changed

717.063 . Classification During Examination
717.04  Index of {laims : .
717.05 Field of Search

717.06 Foreign Filing Dates

717.07 . Related Applicatiocns

, 7 v fo . _informalities should be corrected to the extent
,701 ' tsit:ltlutory A hq’_ - ~ that the disclosure is readily understod and the
. gz , be initially examined are in proper
35 U.S.C. 131. The Commissioner shall cause -  for icularly as to dependency, and other-
amination to be made of the application and the alleged ise clearly define the invention. “New matter”
new invention; and if on such ination i ars must be excluded from these amendments since

that the applicant is entitled to a patent unc aw,  preliminary amendments do not enjoy original

‘the Commissioner shall issue a patent t . disclosure status, § 608.04(b). . :
. : . For the procedure to be followed when only

The main conditions o _ the drawing is informal, see §§ 608.02(a) and
of a ,gatent to an applicant are se : . 608.02(b). e
35 US.C. 101, 102,108, - : . SR o

‘ : E : ’ . x“' s o 7 . e .
702 Requisites of the Application 703 ‘ szx:::::l 111[1;.{)-2:-::5:1011 Concerning

' The Examiner should be careful to see that - e

the application meets all the requisites set The pamphle’t, “Ge'nggal Information l_Con-
forth in Chapter 600 both as to formal matters lcern(gl.g Pz;lt.ents . Inay S;“t tol an ]?:pp lcant
and as to the completeness and clarity of the i"m ll_ltg llf ?)‘lm case when the luxaminer
disclosurtle. If'all'%fe the]e1 z(';equisitesf are not  €ems 1t advisable.

met, applicant ma called upon for neces- L

sar;z' aprrlx)endments.y Such amenpé)ments,* how. (04 Segrch [R-25]

ever, must not include new matter.

702.01 Obviously Informal Cases
' [R-25]

When an application is reached for its first
action and it is then discovered to be imprac-
tical to give a complete action on the merits
because of the paucity of disclosure, the fol-
lowing procedure may be followed: (1) A
reasonable search should be made of the in-
vention so far as it can be understood from the
disclosure, objects of invention and claims and
any apparently pertinent art cited: (2) Infor-
malities noted by Application Branch and de-
ficiencies in the drawing should be pointed out
hy means of attachments to the Examiner’s let-
ter (see §707.07(a)); (3) A requirement
should be made that the specification be revised
to conform to idiomatie English and United

After reading the specification and claims,
the Examiner searches the prior art.

- The subject of searching is more fully
treated in Chapter 900. See §$§904 through
904.02. The invention should be thoroughly
understood before a search is undertaken.
However, informal cases, or those which can
only be imperfectly understood when they
come up for action in their regular turn are
also given a search, in order to avoid piece-
meal prosecution.

Previous EXaMINER'S SEARCH

When an Examiner is assigned to act on an
application which has received one or more ac-
tions by some other Examiner, full faith and
credit should he given to the search and action
of the previous Examiner unless there is a clear
error in the previous action or knowledge of
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ttempt o recrlent the
previous Examiner, or

here an apphcatlo pm

one Examining Group, is

or more claims per se classi
~other Groups, which claims

inter se or from the elaims which govern
~ fication of the application in the first Group,
application may be referred to the ot sroup
~or Groups concerned for a report as to the pat-

‘ entablhtv of certain designated claims. This

1n one or more

rt will be known as a Patentability Report ’

( .R.) and will be signed by the Prlmary
aminer in the reporting Group . ,
‘ The report, if legxblv wntten, need: no 'be

te that the Patentablhtv Report practme
is suspended except in extraordinary circum-
_ stances. See § 705.01(e).

70:) 01 Instructions re Patentabnhty |

‘Reports [R-25]

VVhen an application comes up fo‘"

agree that a Patentability Report is necessary,
the application will be forwarded to the proper

Group with a memorandum attached, for in-

stance, “For Patentability Report from Group
as to Clalm<

705.01(a) Nature of P.R., Its Use and

[R-25]

The Prlmar_y Examiner in the Group from
which the Patentability Report is requested, if
he approves the request, will direct the prepa-
ration of the Patentability Report. This Pat-
entability Report will be written or typed on a
memoranduin form and will include the cita-
tion of all pertinent references and a complete
action on all claims involved. The field of
search covered should be endorsed on the file
wrapper by the Examiner making the re rt
When an Examiner to whom a case has
forwarded for a Patentability Report is of the
_opinion that final action is in order as to the
referred claims, he should <o state. The Pat-
entability Report when signed by the Primary
Examiner in the reporting Group will he re-
turned to the Gronp to which the application is

regularly assigned.

The Examiner preparing the Patentability

Disposal

Rev. 25, July 1970

‘contain one

}‘lSlbli’f be referred to a P

ny ac-
tion and the Primary Examiners involved

mgﬂed to avord du hca
Primary Ex 9

rder, he should so

arv Ex mmnr in the forward-

Dzsmmm:h As TO CLASSIFICATIO\’

Conﬂlct of opinion _as to classification may
;lasmﬁer for decision.
If the Primary Examiner in the Group
having jurisdictio the case agrees with the
Patentability Report. he should incorporate the
substance thereof in his action, which action
will be complete as to all claims. The Pat-
entability Report in such a case will nof be
given a paper number but wiil be allowed to
remain in the file until the case is finally dis-
d of by allowance or abandonment, at
which tlme 1t Jlould be removed.

Dis onm!:\"r 0\ PATEVTABILITY REpoRT

nmarg Examiner does not agree
entability Report or any portion

~ thereof, he may consult with the Primary Ex-

~ aminer respopsible for the report. If agree-
ment as to the resulting action cannot be
reached, the Primary Examiner having juris-
diction of the case need not rely on the Pat-

entability Report but may make his own action

_on the referred claims, in which case the Pat-
] entablhty Report chould be removed from the

file.
AprEar TAREN

- When an appeal is taken from the re]ectlon

of claims, all of which are examinable in the

Group preparing a Patentability Report, and
the application is otherwise allowable, formal
transfer of the case to said Group should be
made for the purpose of appeal only. The

_ receiving Group will take jurisdiction of the
~ application and prenare the Examiner’s

Answer. At the tlme of allowance, the apnhca-
tion may be sent to issue by said Group with its
c]acmﬁmtlon determined by the controlling
claims remaining in the case. ,

705.01 (b) Seqnence of Examination
[R-25]

In the event that the Supervisory Primary
Examiners concerned in a P.R. case eannot agree

as to the order of examination by their Gmups.
the Supervisory Primary Examiner having

jurisdiction of the case will direct that a com-

plete search he made

64




EXAMINATION OF APPLICATIONS

of the art relevant to
ferring the case to anothe
‘he Group to which the case
_ be advised of the resu
 If the Supery
the opinion ths
is expedient, t
spondingly m

705.01(c)

order of search should be correQ

~ [R-23]

The forwarding of the application for a Pat-
~_entability Report is not to be treated as a
transfer by the forwarding Group. When
the P.R. is completed and the application is
ready for return to the forwarding Group,
it is not counted either as a receipt or action
by transfer. Credit, howerver, is given for the

time spent. See § 1705.

A box is provided on each file wrapper

headed “P.R. Group ” and the number of
the Group making the P.R. is entered in
neil.
The date status of the application in the
reporting Group will be determined on the
basis of the dates in the Group of original
jurisdiction. To insure orderly progress in the
reported dates, a timely reminder should be
furnished to the Group making the P.R.

Duplicate Prints ’of Draw-
ings [R-23]

In Patentability Report cases having draw-
ings, the Examiner to whom the case is as-
~signed will furnish to the Group to which the
case is referred, prints of such sheets of the
drawings as are applicable, for interference
search purposes. That this has been done may
be indicated by a pencil notaticn on the file
wrapper.

en a case that has had Patentability Re-
port prosecution is passed for issue or hecomes
abandoned. NOTIFICATION of this fact will
AT ONCE be given by the Gronp having
jurisdiction of the case to each Group that
submitted a P.R. The Examiner of each such
reporting Gronp will note the date of allow-
ance or ahandonment on his duplicate set of
prints. At such time as these prints become
of no value to the reporting Group, thev may

he destroyed.

~ 705.01(d)

705.01(e) Limitation as to Use [R-

23]

The above outlined Patentability Report
practice is not obligatory and should be re-

705.01(e)

sorted to only where it will save total Examiner

time or result in improved quality of action
d specialized knowledge. A saving of to-
miner time that is required to give a

_ complete examination of an application is of

g and Recording

65

~claimed invention treat the claims directed to

primary importance. Patentability Report
_practice is based on the proposition that when

plural, indivisible inventions are claimed, in
some instances either less time is required for
examination, or the results are of better qual-
ity, when specialists on each character of

their specialty. However, in many instances a
single Examiner can give a complete examina-
tion of as good quality on all claims, and in
less total Examiner time than would be con-
sumed by the use of the Patentability Report
practice. ‘ ; o e ,

Where claims are directed to the same char-
acter of invention but differ_in scope only,
prosecution by Patentability Report is never
proper.

Exemplary situations where Patentabilit
lReports are ordinarily not proper are as fol-
ows: ~ '
(1) Where the claims are related as a manu-
facturing process and a product defined by the
process of manufacture. The Examiner having
jurisdiction of the process can usually give a
complete. adequate examination in less total
Examiner time than wonld be consumed by the
use of a Patentability Report. : :

(2) Where the claims are related as a prod-
uct and a process which involves merely the
fact that a product having certain characteris-
tics 1s made. The Examiner having jurisdie-
tion of the product can usually make a com-
plete and adequate examination. = ,

(3) Where the claims are related as a com-
bination distinguished solely by the charac-
teristics of a subcombination and such sub-
combination per. se. The FExaminer having
jurisdiction of the suhcombination can usually
make a complete and adequate examination.

Because of the high percentage of new Ex-
aminers, situations frequently arise where the
Patentability Report wonld of necessity be
made by an Examiner who knows less about the
art than the Examiner seeking the Patentabil-
ity Report. Then there are also situations
where the Examiner secking the report is suffi-
ciently qualified to search the art himself.

In view of these conditions which are ex-
?ected to prevail for some time to come, it is
elt to be in the best interests of the Of-
fice to suspend the present Patentability Re-
port practice. Where it can be shown, however,
that a Patentability Report will save total
lixaminer time, exeeptions may be permitted
with the approval of the Group Director of
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05.01(f) . "Ifm'm"views With Applicants .

, 8 ‘iilaltityms where an interview is held on
an application in which a Patentability Report
has been adopted, the reporting Group; may be

_called on for assistance at the interview when
it concerns claims ; by 1
713.10 regarding interviews in general.

706 'Rejectioiif of Clmms [R-23]

Although this part of the lfairiﬁﬁl explains
thei'proceg '

- role in allowing claims
the invention. - , o .

__ Rule 106. Rejection of ¢ a) If the Invention
__ 18 not considered patentable, or not considered patenta-

~ ble as claimed, the clalms, or those considered unpat-

entable will be rejected. o
(b) In rejecting claims for want of novelty or for
obviousness, the examiner must cite the best ref-
erences at his command. When a reference is complex
or shows or describes inventions other than that claimed
by the applicant, the particular part relied on must be
designated as nearly as practicable. The pertinence
. of each reference, if not apparent, must be clearly ex-
_ plained and each rejected claim specified.

 The standards of patentability applied in the

~_examination of claims must be the same

throughout the Office. In every art, whether it
be considered “complex,” “newly developed,”
“crowded,” or “competitive,” all of the require-
ments for patentability (e.g., novelty, useful-
ness and unobviousness, as provided in 35 U.S.C.
101, 102, and 103) must be met before a claim is
allowed. The mere fact that a claim recites in
detail all of the features of an invention (i.e., is
a “picture” claim) is never, in itself, justifica-
tion for the allowance of such a claim.

When an application discloses patentable
subject matter and it is apparent from the
claims and the Agxlicant’s arguments that the
claims are intended to be directed to such pat-
entable subject matter, but the claims in their
present form cannot be allowed because of de-
fects in form or omission of a limitation, the
Examiner should not stop with a bare objec-
tion or rejection of the claims. The Exam-
iner’s action should be constructive in nature
and when possible he should offer a definite
suggestion for correction.

Rev. 23, Jan. 1970

eated by them. See §§ 713 ,t(',)gy |

8 procedure in rejecting claims, the Examiner
should never overlook the importance of his

h pmperly*dgfine ~ action is’ﬁn‘al; o

~ “objection” is made. The practical difference
_between a rejection and an objection is that a
rejection, involving the merits of the claim, is

i mutmﬁed met the search

completed that patentable subject
been disclosed and the record indi-

_ cates that the applicant intends to claim such

subject matter, he may note in the Office action
in aspects or features of the patenta-
ntion have not been claimed and that
i such claims may be given

on, . ,
mination and reconsideration. After
plicant (rule 111) the application will

be reexamined and reconsidered, and the applicant will

ms are rejected, or objections or re-

‘quirements made, in the same manper as after the first

examination. Applicant may respond to such Office ac-
tion, in the same manner provided In rule 111, with or
without amendment, but any amendments after the

second Office action must ordinarily be restricted to

the rejection or to the objections or requirements made,
and the application will be again considered, and so on
repeatedly, unless the examiner has indicated that the

706.01 Contrasted With Objection

The refusal to grant claims because the sub-
ject matter as claimed is considered unpatenta-
ble is called a “rejection.” The term “rejected”
must be applied to such claims in the Exam-
iner’s letter. If the form of the claim (as dis-
tinguished from its substance) is improper, an

subject to review by the Board of Appeals,
while an objection, if persisted in, may be
reviewed only by way of petition to the Com-
missioner. :
An example of a matter of form as to which
objection is made is dependency of a claim on a
rejected claim, if the dependent claim is other-
wise allowable. See § 608.01(n).

706.02 Rejection on Prior Art [R-
23]

By far the most frequent ground of rejection
is on the ground of unpatentability in view of
the prior art, that is, that the claimed matter
is either not novel under 35 U.S.C. 102, or else
it is obvious under 35 U.S.C. 103. The lan-
guage to be used in rejecting claims should be
unequivocal, See § 707.07(d).

Prior art rejections should ordinarly be con-
fined strictly to the best available art. Excep-




TION OF APPLICATION

tions may properly be made, e.g., (1] !
propriety of a 35 U.S.C, 102 rejection depends
on a particular interpretation of a claim; (2)

where the

706.02

A U.S. patent may be a reference against an
pplication even though the patent date is af-

_ter the filing date of the application, pro-

- where a claim is met only in terms by a refer-

ence which does not disclose the inventive co
cept involved; or (3) wh
referetice seems likely
131 -afidavit or de
should ‘be backed up
~tions availabl fere

Terely
thase which would

ere the most pertinent

vided to the filing date of the patent is
rior to the filing date of the application.
t is proper to use such a patent as a basic

~or an auxiliary reference and such patents

 may be used together as basic and auxiliary ref-
~orences. This doctrine arose in Alexander Mi/-
burn Co. v. Davis-Bournonville Co.. 1926 C.I.

6451

303; 344 O.G. 817; and was enacted into law
v 35 U.s.C. 102{(e). It was held apph-
le to rejections under 35 U.S.C". 103 by the
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29 (1965).

patent granted
on in Whlch it 3

to be “well known” or “matters of comm
 knowledge”. If justified. the Examiner should
“not be obliged to s Fend time to produce docu-
mentary proof. I
noterious character that judicial Totice can be
taken, it is sufficient so to state. In re Mal-
colm, 1942 C.D. 589; 543 O.G. 440. If the ap-

licant traverses such a

position.

Failure of the apphmnt fo‘seasonably chal-
as ad-
See In re Gunther, 1942 C.D.

lenge such assertions establishes the
mitted prior art.
. 832:538 0.G.7T44;:In re Che: 'rd 1944 C.D.
. 141: 500 O.G. 196. This applies also to-

tions of the Board. TIn re Selmi. 1946 CD

205: 538 0.G. 503.

Art [R-18]

s The primary object of rhe examination of an
_application is to determine whether or not the
claims define a patentable. advance over the
prior art. This consideration should not be
relegated to a secondary position while undue
emplnqﬁm given to non-prior art or “technical”
_rejections.  Effort in examining should be con-
centrated on truly essential matters, minimizing
or eliminating effort on technical rejections
which are not really critical.  Where a major
techniecal rejection is proper {e.gz., lack of proper
disclosure, undue breadth, utxhtv ete.) such re-
jeetion shonld he stated with a full development
of the reasons rather than by a mere conclusion
coupled with some &formfvped expression.
Generally speaking, the inclusion of (1)
nwrm\o Timitations mri (2) alternative ex-
preqqmns, provided thar the aiternatively ex-
pressed elements ave hasieally equivalents for
_the purpose of the invention, are permitted if no
nuncertainty or ambiguity with respect to ﬂn-
question of scope or breadrh of the claim is
presented.
The Examiner has the rexponsibility to make
sure the wording of the <laims i sufficiently de-
finite to ron«m,nhh determine the seope. Tt is
applieant’s recpons=ibility to select proper word-

,A‘SF G

thye knowledge is of such

rtion ‘the Exam-
ner should mte a refemnce in support of his

525: 591 O.G. 160;: In re Fischer. 1942 CD ,
' i f the statutory classes.

| 706 03 Rejectmns Not Base(i on Prlor :

follow +

aims mdehmto
a claim be re-

Rej ectlons not based on prior. art are ex:
iamed in 706.03(a) to 706.03(z). IF THE
ALICIZED LANGUAGE IN THESE

 SECTIONS IS INCORPORATED IN THE
REJECTION,

THERE WILL BE LESS
CHANCE OF A MISUNDERSTANDING
HE GROU JE("“IO\'

"06 O3(a) Nonstatutorv Sub]ect Mat-

ter,

Patems are not. gr‘mted for '111 new and use-
'ful inventions and discoveries.
matter of the mvenhon or discovery must come

The subject

within the houndaries set forth by 35 U.S.C.

1101, which permits patents to be granted only
. for “any new and useful process. machine,
~ manufacture, or
~_new and usefu

) "posmon of matter, or any
provement thereof. ,
The term “process” as defined in 35 U.S.C.
100. means process. art or method, and includes
a new use of a known process, machine, manu-
facture, composition of matter. or material.
“Judicial decisions have determined the lim-
Examples of sub-
ject matter not patentdbk under the Statute'

vamn \hmn

For example, a2 mere arrangement of printed
matter, though seemmn'h" E‘m'urmf'uturo 18
rejected as ﬂot bemr] wsithin f}u’f statutory
s 25, ST ‘ ,

\’ ATURALLY Occr RRING ARnf LE

Similarly, a thing occurring in nature, which
is -ub~t.mt1‘1‘lh unaltered. is not a "m'muf'w
ture.” A shnmp with the head and digestive
tract removed is an example. Ex parte Gr:n -
son. 51 USPQ 413.

MzeTHOD oF Dorxg Busivess

Thoun’h seemingly within the category of a
process or method. the law is settled that a
method of doing business can be rejected as not
being within the statutory classes. Hotel Se-
eurity Cheeking Co. v. Lormme Co.. 160 Fed.
467.

SCIENTIFIC mecwm:

A scientifie principle. divorced from any
tangible strneture, ean he rejected as not
within the statutory claszes, O'Reilly v. Morse,
15 Howard 62.

This subject matter is further limited by the
Artomic Eneray Act explained in 70603 (hy.

Rev. 15, Ger, 106%




posed by the Atomic Energy Act

tion 151(a) (42 U.S.C. 2i81a) th

part as fohiows: o T
No patent shall hereafter be granted for a
~ tion or discovery which is useful solely in

~ tion of special nuclesr msterial or atomi
_an atomic weapon. .

- The terms “atomic energy’

and “special

nuclear material” are defined in Section 11 of

the Act (42 U.S.C.2014). . ‘
Sections 151(¢) and 151(d) (42 U.S.C.
2181¢ and d) set up categories of pending appli-
cations relating to atomic energy that must be
brought to the attention of the U.S. Atomic
Energy Commission. Under Rule14(c),appli-
cations for patenis which disclose or which ap-
ar to disclose, or which purport to disclose,
inventions or discoveries relating to atomic
energy are reported to the Atomic Energy Com-

~mission and the Commission will be given access

to snch applications, but such reporting does not
constitute a determination that the subject mat-
ter of each application so reported is in fact
useful or an invention or discovery or that such
application in fact discloses subject matter in
categories specified by the Atomic Energy Act.

All applications received in the Patent Office
are sent to Licensing and Review for screening
by Group 220 personnel, under Rule 14(c). in
order for the Commissioner to fulfill his respon-
sibilities under Section 151(d) (42 U.S.C.
2181d) of the Atomic Fnergy Act.  Papers sub-
sequently added must be inzpected promptly by
the Examiner when received to determine
whether the application has been amended to
relate to atomir energv and those so related must
he promptly forwarded to Licensing and Re-
view,

All rejections based upon Sections 151(a)
(42 U7.S.C. 2181a), 152 (42 U.S.C. 2182), and
155 (42 U.S.C. 2153) of the Atomic Energy
Act must be made only by Group 220 personnel.

706.03(e¢) Functional

See Ex parte Ball et al., 1953 C.D. 4; 675
0.G. 5 In re Arbeit et al., 1953 C.D. 409;
677 0.G. 843 and Ex parte Stanley, 121 USPQ
621.

Section 112 of the Patent Act of 1952 con-

sists of three paragraphsg. which read a< fol- -

lows:

The specification shall contain a written degeription

of the invention, and «f the manner and process of
making and using it in sgel full, clear, concise, and
exact ternis ag to #nanhie any person fkilled in the art
to which it pertaing, or with which it is most nearly

Rev. 18, Oct, 1465

nnected, to make and use the same, and shall set
forth the best mode contemplated by the inventor of
carrying out his inven . i

- The specification s act ;
claims particularly pointing out inctly claim-
ing the subject matter which the applicant regards as -

~ bis invention. A claim may be written in independent

ent form, it shall

~.»be construed te include all the mitations of the claim oo
 incorporated by reference juto the dependent claim. =

or dependent form, and if in d

may. ke
expressed as a means or step for performing a specified
function without the recital of structure, material, or
acts in suppoer? thereof, and such claim shall be con-
strued to cover the corresponding structure, material,
or acts described in the specification and equivalents
thereof. = (R L
Paragraph 3 of section 112 has the effect of
prohibiting the rejection of a claim for a com-
bination of elements (or steps) on the ground
that the claim distinguishes from the prior art
solely in an element (or step) defined as a
“means” (or “step”’) coupled with a statement
of function. However this provision of para-
graph 8 must always be considered as subordi-
nate to the provision of paragraph 2 that the

An element in a claim for a combin

~claim particularly point out and distinctly

claim the subject matter. If a claim be found
to contain language approved by paragraph 3
such claim should always be tested additionally
for compliance with paragraph 2 and if it fails
to comply with the requirements of paragraph
9, the claim should be so rejected and the rea-
sons fully stated. N : e
Paragraph 38 of section 112 makes no change
in the established practice of rejecting claims
as functional in situations such as the fol-
lowing: : : -
1. A claim which contains functional lan-
guage not supported by recitation in the claim
of sufficient structure to warrant the presence
of the functional language in the claim. An
example of a claim of this character may be
found in In re Fuller. 1929 C.D. 172; 388 O.G.
279. The claim reads: , L
A woolen cloth having a tendency to wear
rough rather than smooth. LIy
2. A claim which recites only a single means

~and thus encompasses all possible means for

performing a desired function. For an ex-
ample, see the following claim in Ex parte
Bullock. 1907 C.D. 93; 127 O.G:. 1580:

In a device of the class described, means for

‘transferring clothes-carrying rods from one
“position and depositing them on a suitable

support,
706.03(d) Vague and Indefinite

When the Examiner is satisfied that patenta-
ble novelty is disclosed and it is apparent to




me latitude ' er ¢
expression and the aptness of terms should be

_permitted even though the claim language is

_ not as precise aa the Kxaminer might desire.
© The fact that & ciaim is
essarily §

plete. In non-chemical cases, a claim may, in

general, be drawn as broadly as permitied by

the prior art. e S e

The rejection of a claim as indefinite would
appear to present no difficulties. . ,
however, a great deal of effort is required to
explain just what is wrong with the claim,

to guess what the attorney was trying to sey in

the claim. Sometimes, a rejection as indefinite
plus the statement that a certain line is mean-.

ingless is sufficient. The Examiner’s action
should be constructive in nature and when pos-
sible he should offer a definite suggestion for
correction. 8 Tl

Inclusion of a negative limitation, snch as a
“metal. excepting nickel”, may make a claim
indefinite. Expressions such as: “anhvdrous”,

allowed. They can be definite and are by

~ limitation. The mere inclusion of reference
numerals in a claim otherwise allowable is not
& ground for rejection. But see Ex parte Os-

“borne, 1900 C.D. 137; 92 O.G. 1797.
Alternative expressions such as
locking device” may make a claim indefinite if
the limitation covers two different eiements.

If two equivalent parts are referred to such as

“yods or bars”, the alternative expressicn may

~ be considered proper.
Still another way in which a claim can be in-
definite is where a non seqritur occurs. For

indefinite when it recites “said lever” and there
wes 110 earlier reference or mno antecedent in
‘the claim to a lever. An indirect limitation
also affords a ground of rejection as indefinite.
1f a “lever” is set forth and, later in the claim,

rejected as indefinite.  [R-27]
271

An article which cannot be deseribed in any
other manner, may be claimed by & process of

1.is broad does not nec-
. just rejection on the ground that
_ the claim iz vague and indefinite or incom-

n occasion,

when writing the Examiner’s letter. Although
_ cooperation with the attorney is to be com-
- mended, undue time should not be spent trying.

706.03(g) Prolix
“colorless” and  “non-poisonous” have been :
far the least cumbersome way to express ‘the -
the thought that very long detailed claims set-
ting ﬁfoﬂh so many elements that invention can-

' not possibly reside in the combination should

“brake or  pe rejected as prolix. See also In re Ludwick,

example, a claim is inferential and therefore :

“said aluminum lever” is recited. the claim is

706.03(¢) Product by Process [R-

CCPA 932, Applicant must,
wever, make a showing that the product
cannot be described except by referer 1
(:'mgmsv;of ‘making it, In re Drevfus and
Whitehead, 1935 C.D. 386; 24 USPQ 4
Acecordingly both product claims described by

- characteristics and product-by-p
~concurrently presented are incons

le. the product-by-process clais
<l to one, unless it appears

terial diiﬂéiéixces betwe yroducts pro-

3

rocess Claims”

ncomplete [R-27
A claim can be vejected as incomplete if it
omits essential elements, steps or necessary
structaral cooperative relationship of eiements,

_such omission amounting to & gap between the
“elements, steps or necessa

| “structural connec-
tions. Greater latitud ermissible with re-
spect to the definition in a claim of matters not
essential to novelty or operability than with
resnect to matters essential thereto. See also

$706.03(d).

Claims are rejected as ‘proliz when they con-
tain long recitations of unimportant details

- which hide or obscure the invention. Ex parte

Iagan, 1911 C.D. 10; 162 O.G. 538, expresses

1925 C.D. 306; 333 O.G. 393.

706.03(h) Nonstatutory Claim [R-
e "y

1

Some applications when filed contain an om-
nibus claim such as A device st:bstantially as -
shown and described.” .

Such a claim can be rejected as follows:

Claim _____ is rejected for failing to par-
ticularly point out and distinctly claim the
invention as required in 35 U.S.C. 112.

For cancellation of such a claim by Examin-

| - er's Amendment, see § 1302.04(b).

706.03(i) Aggregation [R-27]

Rejections on the ground of aggregation

* should be based upon a lack of cooperation be-

Rev, 27, Jan. 1871

‘the different




" can be avoided by treatmfz aii cimm
clude mere than one element as
! pmenmh!e or unpatentable) if tbe;
cooperation hetween the element
' m-emmmﬁ if there is no coopera
- FErampir of aggreqation: A washin
chine associated with a dial telephone. ,
 Ezample of cld combination: An improved
carburetor claimed in comb‘nan(m with a ga
line engine. °

A claim is not necem%arllv ‘i,qtrmrmhve be-"

canse the various elements do not’ function si-
multaneously.

zood r‘ombmatmn Neither is 2 claim necessar-

ily aggregative merely becauae elements whlch;"

clo cnopemte are set forth in specxﬁc detall

706 03( j) Old Cmnbmat:on {R—«"'?] k

The rejection on the ﬂ'round of r;Zd combfm-‘

tion (synonymous mth “exhansted: combina-

tion”) requires the citation of a reference, but
is treated here because of its relation to agare-
gation. The reference (not a combination of
reforenre-. of course) is cited. not to antici-
pate the claim. but to anticipate the broad
combination set forth in the claim. Moreover,
the cooperation and result between the ele-
ments in the reference must be the same as it
is in the claim.
A rejection on the ﬂround of old combination
should be made whenever roper. . Whether
subcombination claims have been presented or
allowed in the same application, or whether
other gronnds for rejection of the combination
claims exist, are not determinative of the pro-
priety of this rejection. The rejection is proper
when a single reference discloses broadly a com-
bination of the same elements funectionally co-
operating in substantially the same manner to
produce zubstantially the same results as that
~of the claimed combination.  FEw parte Silver-
stein, 125 TSPQ 238. The fact that an appli-
cant has improved one element of a combina-
tion which may be per se patentable does not
entitle him to a claim to the improved element
in combination with old elements where the ele-
ments perform no new function in the elaimed
combination. In re Hall, 41 CCPA 759.
Example: An improved (specitically recited)
earburetor claimed in combination with a gaso-
line engine. A reference is cited which shows
n earburetor eombined with a gasoline engine.
This shows the broad combination to be old.
Both in the reference and in the claimed com--

Rev. 2

A typewriter, for example, isa
~_tion rejection is as follo

~wire conductors. -

~ breadly the same elements funtionally inter-

tery itself. Since the latter does not modify

7, Jan. 1971 70

P uretor
has separate stmus, since entire sabe asses are
devoted to carburetors, claimed as suc
s preferably cited to show the :

See 8‘

reference is
t ,and development

mbmanon re]echons narliv

based on 85 U.S.C. 112 (failure to point out the

vention). The rejection shcmid make it clear
exactiy. what the combination is and why it is
‘thought that any improved element does not
,modzfx ‘the action of the combing tmn
gested form for use in my kmg

*Claim 1 is rejected under 35 U SC‘
being drawn to the old. combination o
Y batterv and a switch connected in
This combination 1
to be old by the patent to Jones which discloses

related in the same manner to produce substan-

~ tially the same results. The combmatlon of

claim 1 differs from that shown in Jones in
setting forth a specific construction of the bat-

the action of the other elements recited in the
claim in any material manner, no new combina-
tion is seen to exist. In re Hall, 100 USPQ
16: 41 CCPAT 370: 680 0.G:5.

508 F. 2d 3

706. O3(k) Duplicate Claims; Double ,

Patentmg [R—27]

Inasmnr-h as a patent is =upposed to be Ilm- :
ited to only one invention or, at most, several
closelv related indivisible inventions, limiting
an application to a single claim, or a single
claim to each of the related inventions mmht
appear to be logical as well as convenient.
However, court decisions have confirmed ap-

plicant’s right to restate (i.e., by plural claim-

ing) his invention in a reasonable number of

ways. Indeed, a mere difference in scope be-

tween claims has been held to be enough '
\evertholess, when two claims in an apph-

cation are duphcateb, or. else are so close in

content that they both cover the same thing,
despite a slight difference in wording, it is
proper after allowing one claim to reject the
other as being a qubstantlal duplicate of the
allowed elaim. Also, it is possible to reject
one claim on an allowed claim if they differ
only by subject matter old in the art. The lat-
ter ;zmund of rejection is set forth in the fol-

A sug-




P

nt apphcatmne of the same mventor, one of

At O chich is assigned, see § 304,
itis old to emplo Where the e inventor has two or_more
 casing in tools of this character. T . applications for species or for related inven-
held patent: as fully cover- s, see Chapter =i pwrhcuhrlv 88 S04
g applicant ‘ 806.04 (h). 822 and 822.01 for double pat-
e(*tlolh of inventions not patentable

This rejection (the ex parte thtelaw d‘
trine) is usually not apphed if there are
~a few claims in the application. . div] onal .lpphcatlon on the paunt p.ltent if
Situations related to that given a re 2s i divisionai application is filed as a result of
follows: = L o ' arequirement for restriction made by the Office
Where there is a ‘commo. i r two  even though the requirement for restriction
or more ﬂpphcatmns by different inventor . relates to species. In re Joyce, 1958 CD. 2
the applications contam mnﬁ!ctmg Lialm.s, 115 USPQ 412. See also In re Herrick et al.,
§8 305 and 804. 0‘3 . . G 1908 C.D. 1; 115 UQPQ 412 where 'he Com-

70.1 Rev. 27, Jan. 1971




g n 1ede in an app ~
more than five species if fh@ Examiner is of
he opinion that the various species :

o sly unpat table over one :

M‘ npl«mv {R-20]

. Rule 75(b). More than '

" provided they differ substan
arc not unduly multiplied. ,

An unreusonable number of claxms, tha* is

unreasonable in view of the nature and sco
of applicant’s invention and the state of the

- .art,
und of multiplicit
g:'gund should mgude
inasmuch as ityre’)ates,:t
To avoid the possibility that an application
which has been re ected! on the
due muitiplicity o clalms may
the Boa

A re}echon on' this

appealed to

-making the rejection on the gronnd of malti-

plicity of claims, specify thg number of claims spec
~which in his judgment is suficient to prop-

erly define applicant’s invention and. requlre

exceed the number specified, for examination on
the merits. The Examiner should be reason-

ing that the claims are unduly multiplied and
will be rejected on that
request selection of a specified number of claims
for purposes of examination.

If time for consideration is requected amnge-
ments should be made for a second telephone
call, preferably within three working days.

When claims are selected. a form'ﬂ ‘multi-
plicity rejection is made, including a complete
record of the telephone mterﬂew. mﬂowed by
an action on the selected claims.
When apphcant refuses to comply
telephone request, a formal multi hcltv rejec-
tion is made. No reference shou]ts’ be made to
the unsuccessful telephone call.

The applicant’s response to a formal multi-
plicity rejection of the Examiner, to be com-
plete, must either:

1. Rednee the number of claims presented to
those selected previously by telephone, or if no
previous selection has been made to a number
not exceeding the number specified by the Ex-
aminer in the Office action, tgus overcoming the
rejection hased upon the grmmd nf multipheity,
or

THe-B1T 70 - B - 2

affords a basis for a rejection on th'"’

of Appenls prior to an examination’
on the merits of at least some of the claims
presented, the Examiner should, at the time of

the applicant to select certain elalms, not to

able in setting the number to afford the appli-.
ecant some latitude in clmmmg his invention.

If a rejection on multiplicity is in order the -
Examiner should make a telephone call explain-

outﬂm

suppom errors of the ma]tny Imtlt?e?eotm is

_made by telepho
has been_ made, select

‘le from ecch other and '

~ Board of Appesls.

he claims in. the case
nfusion of the issue.

ound of un-

und. He should.

| ‘rejectlon and the selected claims oniy wili be
_ additionally examined on their merits.
procedure preserves a

- Examiner’s ho]dmg

required to confirm selection previously
no previous selection
in claims for purpose

. the number of which is not

f the rejection on multlphcxtylsa,dhemdm-':
all chnms retained will be included in such

This
pplicant’s right to have
the rejection on mu}tm zclty rewewed by the

\ee also sectmn 406 03( k)

' "'06 03( m) Nonelected Inventmns

- {R-20]

See eeotlons 891 to 821, 03 See purtlcuia"]y :
the last pamgmph of section 821 for the neces-

. sity of rejecting claims, which stand withdrawn
- because they are not readable on the elected

ies,  where apphcant has tr?versed the

(06 03(n) Correspondence of C'laun
and Disclosure [R-20]

Rule 117. Amendment and revision reqmred The' ;

. specification, claims and drawlng must be amended and
- revised when required, to correct inaccuracles of de-
' ccrnptlon and definition or nnnecessary prolixity, and
to secure correspondence between the claims, tbe speci
: ﬁcation and the drawing.

Another category of rejections not based on
the prior art is based upon the relation of the
rejected cleim to the disclosure. In chemical

" cases, a claim may be so broad as to not be

snpported by disclosure, in which case it is

- rejected as unwarranted by the disclosure. If
_averments in a claim do not correspond to the

with the '

71

~averments or disclosure in the specification, a

rejection on the ground of inaccuracy meay be
in order. It must be kept in mind that an
original claim is part of the disclosure and
might adequately set forth subject matter =
which is completely absent from the specifica-

tion, Applicant is required in such an in-
stance to add the subject matter to the specifi-
cation. Whenever an objection or rejection is
made based on incomplete disclosure, the Ex-
aminer should in the interest of expeditious
prosecution call attention to Rule 118. If sub-
ject matter capable of illustration is originally
claimed and it is not shown in the drawing, the
claim is not rejected but applicant is required

Rev, 20, Apr. 1860




fe in the ginai ‘application is so
: add:,ﬂ, &I i

: laim directed there

n is rejected on the ground that it is d

matter. New matier includes not oi

the addition of wholly unsupported
matter, but also, adding specific _percenta
compounds after a broader original disclosure,
or even the omission of a step from a m
See sections 608.04 to 608. O4(c)

In the examination of ap phcatm‘ fol
~ lowing amendment thereof, the Examiner must
be on the alert to detect new matter. Th
hibition against new matter has been ir rpo-
rated into the patent statute. These rejection!
'lre“based on 35% S. C 132, o

706 03((9) No Uuhty

[R—20]

fraudulent, against public policy. e statu-
tory basis for this t'e]ectmn is 35 US C. 101
See section 608 01 (p) : ,

706.03 (q) Obv:ous Method

A process which amounts to nothing more
than an obvious manner of producing an article
or product i3 not patentable. An Applieant may
invent a new and useful article of manufacture.
Once the article is conceived, it often happens
- that anyone skilled in the art would at once be
aware of a method of making it. In such a
case, if applicant asserts both article and

method claims; the article claims are allowed
_ but the method claims may be rejected as being
drawn to an obvious method of making the

article.

- While a re]ectlon on thxs ground does not re- -

quire the citation of art or the allowance of any
claim, it must be apparent to a person ordinar-
ily skilled in the art, without reference to any
method disclosure contained in the application,
how the claimed article was made. It other
words, the rejection is proper if such a person
would be able, upon the basis of his own know]-

edge, to perform the claimed method merely

~from having the claimed article shown to him
or by being told what ingredients it contained.

Xote in re Larsen, 49 C.C.P.A. 711; 130 U.S.-

P.Q. 209; 292 F. 2d 531,

Rev, 20, Apr. 1969

A re)ectxon on the ground of lack of utzlzty L

includes the more specific grounds of tnopera-
tiveness, involving perpetual motwn rivolous,

'any, novelty and lose ©F right {0 patent.
-shall be entitled to a patent unless——

[R-l6] |

- Britain) hefore the filing in the United States

~ whieh it can be said that the invention was pat-

Another categar) of re}echons not based on
the ‘, ds a basis in some prior act of
' hmh the clmm is

3 102( c), abandonment of
as distinguished from aban-
of s apphcatwn) results in ]oss of
rxght to patent.

WX Pmoa FORE.IGN PATENT ;

Ea'tract from 35 U.8.0. 102, Conditions for patenla-
A person

- ., (3 ‘t',‘ -

(d) the invention was first paténted or caused to

“be mtented by the apphcant or his legal representatives

or assigns ii a_forexgn countrv prior to the date of the
1pplxcation ,for patent in this country on an applica-
tion filed more than twelve months before the filing of
the application in the United States. '

The statute above quoted estabhshes four
conditions which. if all are present, establish a
bar against the o-rantmg of a patem in this
countrv :
(1) The foreign aDpncatlon ‘must be filed
more than one year before the ﬁhng in the
United States.

(2) Tt must be filed by the apphcant, his Iegal .

‘representauve@ orassigns.

(3) The foreign patent must be acmaﬂy ‘
granted (e.g., by sealing of the papers in Great

or, since foreign pmcedmes differ, the act from

ented, has occurred. It need not be published.
Ex parte Gruschwitz et al, 138 U.SP.Q. 505
discusses the meaning of "patented’ as applied
to German procedures.

(4) The same invention must be involved.

If such a foreign patent is discov ered by the
Examiner, the rejection is made under 35
U.S.C. 102(d) on the ground of statutory dar.

The new law only applies to apphc:xtlone
filed after January 1,1953, :




102( d) must have been gmnted before the filing
date in this kcountry, the pro ility
forelgn patent havi

Fom:rew FmNa Wrrnotrr Lice~Nst

S5 US Q. 184. Filing of apphcatfoa in [ore(gu cotm—-'

“try. Except when autborized by a license obumed ,

..from ‘the Commjssxoner a person shail not Ale or cume ;

. or authorize tc be filed in any forelgn country prior to o

six months after filing in the United States an applica-

tion for patent or for the registratlou of a utility model,
industrial design, or model in respect of an invention

made in this country. ‘A license shall not be granted
with respect to an invention subject to an ordsr issued

by the Commissioner pursuant to section 181 of this

title without:the concurrence of the head of the depart—

ments and the chief officers of the agencles wlw cansed
the order to be issued The lcense may be granted .

retroactively where an application has been inadvert-

ently filed abroad and the application does not disclose .
an invention witbin the scope of section 181 of this title.

The term “application” when used in this chapter
includes applications and any modificatfons, ‘amend-
ments, or supplements thereto, or divisions therec!.

85 U.8.0. 185. Patent barred for filing without license,
Notwithstanding any other provisions of jaw aus per-

son. and his successors, “assigns, or legal representa-
for an .

tives, ‘shall not receive a United States ‘patent

invention if that person, or his SUCCRSSOTs, assigns. or -

legal representatives shall, “without - procuring ' the
license prescribed in section 184 of this title, have
made, or consented to or assisted ‘another's making,
application in a foreign country for a patent or for the
registration of a utility model, industrial design. or
model in respect of the inventlou

fegal representatives shall be invalld.

If, upon examining an application, the Ex-
aminer learns of the existence of a correspond-
ing foreign application which appears to have
been filed before the United States application
had been on file for six months, and if the in-
vention apparently was made in this country,
he shall refer the application to Licensing
and Review Section of Group 220, calling at-
tention to the foreign application. Pending
investigation of the possible violation, the ap-
plication may be returned to the Examining
Group for proserution on the merits. When it
is otherwise in condition for allowance, the ap-

721
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706.03( u) Disclaimer

‘A United States
patent issued to such person his successors, asa‘g‘ns or -

f‘phcanun will be s
and Review Sectmn
latter has already re

185, Licensing and Review Sect;mn of
mll request transfer of the apphca-

Orm Smmmnr Bm

Further, c]alms to an invention in pubhc use
~or on sale in the United States more than
‘twelve months before the effective U. S. filing
~ date are a]co re}ected

? 706 03(()‘  Other Assxgned Apphcauou

35 USC. 102(b).

[R-19]

As pomtpd out in section 304, a551gnment of
one of several ov erlappmg apphcdtwns of the
same inventor may glve rise to a ground of
re]ectlon See also sections 305 and ¢06 03(1\)

[R—19]
Claims may be rejected on the ground that

‘applicant has disclaimed the subject matter in-
-volved. Such disclaimer may arise, for exam-
. ple, from the applicant’s failure:

(7) to make claims suggested for interfer-
ence with another application nnder Rule 203,
section (1101.01(m)), '

(b) to copv aclaim from a pntent when sug-.

gested by the Ex xaminer, section (1101.02 (f)),or

(¢) to respond or dppeal within the time
limit fixed, to the Ixaminer's rejection of

claims copied from a patent (see Rule 206(!))‘
" .mdse(tmnllﬂln’(f))

The rejection on dlsc]almer apphes to all

~ claims not patentably distinet from the dis-
claimed subject matter as well as to the clzums

directly involved.

706. 03(v) After Interference or Pub-
_lie Use Proceeding [R-20]

For rejections following an interference, see
sections 1109 to 1110.

The outcome of public use proceedings may
also be the basis of a rejection. (See Rule 292.)

Upon termination of a public use proceedings
including a case. aleo involved in interference,
in order for a prompt resumption of the inter-
ference proceedings, a notice should be sent to
the Board of Patent Interferences notifying
them of the disposition of the public use pro-

ceedings.
Rev. 20, Apr. 1960
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k’ 15& USP. Q 469 pplication claams.

 earlier dec‘amn was 8 demslon of the Board of | en naking a rejection on res ﬁidzcata,‘
Appeals or any of the reviewing courts and = & ‘ 1d orumarﬂy be made a!so on t.he
, when the time for further court. revzew has ex-  basis of ‘ L ; :

Rev. 16, Apr. 1068 2.2




, , b atl 1_ (not a smge campound), it is suﬂicmm o
original atent™ unles the reis s : the members of the group are disclosed in
for within two yea S 1T , e specxlxcwnon to possess at least one prop- -
original patent. This n commeon which is mainly responsible
cannot be excused. This. P“‘)h‘bm‘m h-‘l‘ Emen;, for their function in the claimed relationship,
interpreted to apply to any claim which is = and it is clear from their very nature or from
broader in any respect thamn t TS > the prior art that all of them possess this prop-
~original patent. Such claims may be erty. The test should be applied as liberally
" as being barred by 35 US.C. 25 . as possible. Where a \iarl‘:)\xch expression is
~when the reissue is applied ¥C - applied only to a portion of a chemical com-
~vears, the examiner ‘doc ot go €& Gques- pmmd the opriety of the groupmg is deter-
tion of undue delay. ' L consideration of the compound as
; ' : and does not depend on there being
,ylSnue apphmtmn b\ the ;,n‘ee of the entire 1 commumt;, f properties in the members of
_interest only in cases where it does not “enlarge  the Markush é‘cpleasmn.
'the scope uf tLe claims ¢ : ~ When materials recited in a claim are so
, - related as to constitute a proper Markush group,
they may be recited in the eonventional maaner,
or ‘ﬂtern, vely. For example, if “wherein R
Z ‘iz a material selected from the group consisting
,c‘mon. See § 101 0 . Cof AUB, C and D is a proper “limitation then
Note that a reis pphcatlon is "specnl : ‘w]xer] nRi B, C or D shall :ﬂco be con-
and remains so even if apphc t,does not m.me sidered proper.
a prompt response, gy : A ‘rejection of a \I‘zrlmch type c]mm b'1=ed, :

, . on any of the grounds pointed out above relates
‘ 706.03 ( y) Improper ‘Harkush Group tothe merlts and is appealable. ;
[R-28] , - : SUBGE\TS CLAI"\I

9 ) ‘

83§x P"”'fe “‘”‘kmli, 19-—" ICD 12 6~] 340 O. G A =1tu‘1tmn may ocear in which a p‘ltentee
‘- sanctions, lm che m.""‘ cases, ¢ anmfn % has presented a number of examples which, in
_ genus expressed as a_group ¢ nns1<;tmg 0L CeI" . the examiner's opinion. are sufficiently repre-

tain SP'e‘(’ilﬁeg mq{exm]c This type ]Of claim is . entative to support a generic claim and vet a_
emploxe when there is no commonly ace epred o court may suhaequemlv hold the claim invalid

generic expression which is commensurate in - on the ground of undue breadth. Where this
scope W“h'fhe field which the applicant de- _happens the patentee is often limited to species
sires to cover. Inventions in metallurgy. re- = olaimg which may not provxde lum with suit-
fractories, ceramics, pharmacy, pharmacology “able protection.
and biology, may be claimed under the Mar- The allowance of a \Inrkuqh type claim under
kush formula but it has consistently been held a true genus claim wonld appear to be bene-
to be improper to extend it to purely mechani-  g.i1] to the applicant without imposing any.
| cal features or process ste 5. Tt is ’"'Q"‘”Fe" !0 undne burden on the Patent Office or in any way
- . uge t};e term “comprising’ ‘2“92‘1 of “consist- detracting from the rights of the public. “Such
' ing o Ex parte Dotter, 12 T"SPQ 382. Re- ~a subgenus claim wonld enable the applicant
~ garding the normally prohibited inclusion of 16 elaim all the disclosed operative embodi-
Markush claims of varying scope (generic and ments and afford him ar: intermediate level of

qubgem*nr' for example) in the same case, see R ] ,
p:e) rrnreotmn in the event the true genus claims
Ex parte Burke, 1934 C.D. 5: 441 O.G. 509. shonld be subqequomh held invalid. ~

svThecl"r:P ]f(ifl :\ h,hxl::(]x];]r;:m:(:: éhmllqu]gig The examiners are therefore instructed not
S00pe Shon L not, 10 c.conmcerec a s to reject a Markush type claim merely because
cient hasis for objection to or rejection of elaims. , o e i

or i f G , e e ‘ “of the presence of a true genus claim embra-
However, if snch a practice renders the claims cive thereof. ,

indefinite or if it results in undue multiplicity b
. » ’ . A e 8 H N
an appropriate rejection should be made. This Ree also $§ § 60801 py and 71503,

practice. with respect to Markush claims of
diminishing scope is heing continued. ,706'03(2) Undue Breadth

The materials et forth in the Markush group In mechanieal cases, braad claims may prop-
ordinarily must belong to a romgmzed pb} si-  erly be supported by a single form of an ap-

73 ‘ £ Rev. 28, Apr. 1071
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““than the Disclosure !

- ject in detail.

70684

. paratus or struc

_adequate basis to support

re Sol, 1938 C.D. 723: 497 O.G. 546. This is

because in chemistry it is not obvious from the
-hat other species

_chemical compou vhic

' their properties it must appea an :
cant’s specification either by the enumeration
 of a sufficient number of the members of a
_group or by other appropriate language, that’

ing the desired result

J.P.0.S. 5, by Samuel

lowed Claims

A c]aim[notédns allowable shall th_erea’ftker
be rejected only after the proposed rejection

has been submitted to the primary examiner

for consideration of all the facts and approval
of the proposed action. : '

Great care should be exercised in authorizing

such a rejection. See Ex parte Grier, 1923

C.D. 27: 309 O.G. 223: Ex parte Hay, 1909

C.D. 18; 139 O.G. 197.

Previous AcTiox BY DIFFERENT EXAMINER

Full faith and credit should be given to the

search and action of a previous examiner un-
less there is a clear error in the previous action

or knowledge of other prior art. In general, an

examiner should not take an entirely new ap-

_proach or attempt to recrient the point of view
of a previous examiner. or make a new search

in the mere hope of finding something.

Because it is unusual to reject a previously
allowed claim, the examiner should point out
in his letter that the claim now being rejected
was previously allowed. o ‘ :

706.05 Rejection After Allowance of

Application

See § 1308.01 for a rejection based on a refer-
ence, '

For rejection of claims in an allowed case
which has failed to make the date of a genior

Rev. 28, Apr. 1071

the chemicals or chemical combinations in-
cluded in the claims are capable of accomplish-
The article “Broader

' or requirements
_ claim (rule 181
. action must include cancellation of, or appeal from the =
rejection of, ench claim so rejected andg, if any claim
stands allowed, compliance with any requirement or:

 shall repeat or state all groun

706.04 Rejection of kl"revi‘ou’slny’ Al

_ chould amend with a view to avoiding all the
grounds of rejection and objection. Switching

“amendments. or from one set
~another by the examiner

_applicant who is seek

under rule 202,

0606 Rejection of Claims Copied
" FromPatemt
woro2(f).

le 113. Final rejection or action. (a){f,’oﬁ:‘k:ﬁthe,
guent examination or. considera-

the Commissioner in the cas
t involved in the re f ar
‘Response to a final rejection or

objection &s to fore: : o
(b) In making such “the examiner

tion then con- -

ting the reasons therefor. ;

Before final rejection is in order a clear issue
should be developed between the examiner and
applicant. To bring the prosecution, to as

speedy conclusion as possible and at the same
time to deal justly by both the applicant and
the public. the invention as disclosed and
claimed should be thoroughly searched in the
first action and the references fully applied;
and in response to this action the applicant

ter to another in the
licant in successive
‘of references to
: rejecting in suc-
cessive actions elaims of substantially the same
sabject matter, will alike tend to defeat at-
taining the goal of reaching a clearly defined
issue for an early termination; i.e.. either an
allowance of the case or a final rejection.

" While the rules no longer give to an appli-
cant the right to “amend as often as the ex-
aminer presents new references or reasons for
rejection”, present practice does not sanction
hasty and ill-considered final rejections. The
ing to define his invention
‘n claims that will give him the patent protec-
tion to which he is justly entitled should re-
ceive the eooperation of the examiner to that
end, and not be prematurely cut off in the

from one subject mat
claims ‘presented by app




__prosecution of “his case. But the applicant

~ who dallies in the prosecution of his case, re-

_ before the primary exan

rejection.

4.1

_ The examiner should never lose sight of the

F APPLICATIONS

~ fact that in every case the applicant is entitied

~sorting to technical or other obvious subter-  toa full ard fair hearing, and that a clear issue
~ fuges in order to keep the application pending
can no longer

~ find a refuge in the Rules to ward off a final

_ between applicant and examiner should be de-
veloped, if possible, before appeal is prose-
cuted. However. it is to the interest of the

. applicants as a class as well as to that of the -

Rev. 28, Apr. 1071



STATEMENT OF Gnotmns

ing grounds of rejection of record should be
carefmh reviewed, and ‘any such grounds re-
Tied on in the final rejection should be reiter-

 (single
- ment s pporting the xejectmn

HoWever, where a single previous Oﬁice ac-

tatement of a ground
tion may ref

~ tion contains a complet
eti
ould include

 buttal of ‘any arguments raised in the apph-“'"

~cant’s response. If appeal is taken in such a
case, the Examiner’s Answer should contain a
complete statement of the Examiner’s position.

A summary indicating the final disposition
of each claim i is desirable and aleo a statement

that:

“This 1s.a FINAL rejection™.

mcluding final rejections.

see sections 714.12 and 714.13. [R—”O] ,
706.07 (a) Final Rejechon, When
- Proper on Second Aenon

[R-22]

Due to the change in practice as aﬁ'ectmg
final rejections, older decisions on guestions of
prematureness of final rejection or admission of

subsequent amendments do not necessarily re-

flect present practice. Under present practice,
second actions on the merits shall be final, except
where the Examiner introduces a new ground
of rejection not necessitated by amendment of

the application by applicant. “Furthermore, a

second action on the merits in any application
will not be made final if it includes a rejection.
on newly cited art, of any ¢laim not amended
by ‘applicant in sprte of the fact. that other
claims may have been amended to require newly
rited art,

See section 809.02(a) for actions which indi-
cate generic claims not allowable,

In the consideration of claims in an amended
case where no attempt is made to point out, the

In makmg the final re]ectmn, all outstand-

ated. They must also be clearly developed to
such an extent that applicant may readily judge
. the advisability of an appeal unless a previous -
Office action contains a complete state-  claimed in the earlier a

- would have been properly

case,

“The’ abbve re1ectxon is. m‘lde FINAL s or:

‘The Office action first page form POL-326
should be used in all Office actions up to and ,

For amendments filed after final re]ectlon.'
706 07(d) Final

" tion. the Examiner ﬁu

706.07 (e)

ent: b!e'noveltvg the Exammer should be. on f
rd not to allow such clalms  See ‘

14.0¢. The claims, howeve:
jected if, in the opinion of the

are clear

“-‘7, 07(_) Fmal Re,eeuon,,' When

- Proper on First Actmnk

[R-20]

application (a) are drawn to the same invention
phcation, and. (b)
ally rejected onthe
art of record in the next Office action if they
had been entered in the earlier applicatior. A
first action final rejection in a continuation-in-

“part application is not proper where any claim

includes sub;ect matter not present m the parent '

706. 07 (c) Fmal Re]ectlon, Prema
ture

A.m’t;uestxon as to prematureness of a ﬁnal
rejection should be raised, if at all, while the

case is still pending before the Prlm'u') Esam-

iner. This is purely a question of practice,
wholly distinct from the tenability of the re-

: jection. It may therefore not be advanced as a
ground for appeal, or made the basis of com-

plaint before the Board of Appe"ds

It is re-
viewable by petition. ;

Rejection,
‘drawal of Premature
licant for reconsidera-

the final rejection to
have been premature, hc should mthdmu the

If on request by ap

ﬁnahtx of the re3ect10n

706. 07(e) Withdrawal of Fmal ‘Re-

jection, General [R-22]

- See sections 714.12 and 714. 13 Amendments
after final rejection.

Once a final rejection that is not premature
has been entered in a case, howev er, it should
not be withdrawn at the applicant’s request ex-
cept on the showing of Rule 116, This does
not mean that no farther amendment or argu-
ment will be considered. An amendment that
will place the case either in condition for al-
lowance or in better form for appeal may be
admitted,  Also, amendments complying with
ob]ectxons or requirements as to form are to be

Rev, 22, Oct. 186D

- Theclaims of a new apphcatmn may be finally

re]ected in the first Office action in those s;tua-k

. tions where (1) the new application is 2 con-
tinuing application of, or a substitute for, an

- earlier application, and (2) all claims of the new

'With-' -



- a.llowablef then the final rejection should be
 withdrawn. ‘Occasionally. the fi of a

Jection may be withdrawn in order

new ground of rejection.
Although it is permissible to withdraw .

rejection for the pu

ground of rejection, this practice is to be limited

differences which are shown to be completely
_ obvious.
should be w1thdrawn with respect to. the claim
,or claims involved,
- The practice should n

_tion of subsidiary references, or of cumu
~references, or of references which are merely
‘considered to be better tha:

t be used for apfhca-

for entering new non-reference or so-called “for-
mal” grounds of re]ectlon such as those under

35 US.C. 112,

amendments filed after the ﬁnal re]ectlon are
ordinarily entered

707 Exammer 8 Letter or Actxon
[R—22] o

Eztract from Rulc 104
‘notified of the examiner's action. The reasons for any
adverse ‘action or any -objection or requitemeiit will

of the propriety of continuing the prosecution of hls
applicatlon

certain information including the period set for
response, any attachments, and a “summary of
action,” the posmon taken on all claims.

This pm(edure also allows the Examiner, in
the exercise of his professional judgment to
indicate that a discussion with applicant’s
representative may result in agreements
whereby the application may be placed in con-
dition for allowance and that the Examiner
will telephone the representative within about
two weeks. Under this practice the applicant’s
representative can be adequately prepared to
conduet such a discussion. Any resulting amend-
ment may be made either by the applicant’s

Rev. 22, Oct, 1969

' ’mzed tha
_essary it would be prefefable if they were filed

to convince the Examiner "‘by @ attorney or agent of record, thereby

rejected claims are in fact
in the

W mp ser with a better record, including appli-

 of entering a new
~ attached to applicant’s copies of the action.

to situations where a new reference either fully
meets at least one claim or meets it except for

Normally, the previous rejection .
: :md are to be con51dered as part o
ative

those of record.
Furthermore, the practice should not be used

When a final re]ectlon is withdrawn, all

Sl - oughly.
(b) The appliqqnt"~will be .

, j | pertinent.
be stated and such .information or references will be =
given as may be useful In alding the applicant to judgef

Under the current first action procedure, the
Examiner signifies on the action form POL-326

r ugent or byithe Exa.mmer in an
Amendment. It should be ;

hen extensive amendments are nec-

the professional and clerical workload ‘
atent Office and also providing the file
s for a,llowablhty as reqm bx 2

‘The hst of references mted ap )ears on a sep-
arate form, Notice of References Cited, PO-892,

tice of Informal Patent
“and Notice of Informal

Where apphcable,
PO-
kP()~—15’> are ati'whed to the

The etta::hments lmve the same p: Per number .

the Oﬂice

action. ,
Rephea to Office actmns should mclude the ,

3-dignt Art Unit number to (’\p&.dlte handlmg ,

mthm the Ofﬁce

Prunary Exannner Indlcates e
Action for New Assnstant [R-
20] '

After the search has been Lompleted actlon

707.01

is taken in the light of the references found.
Where the Assistant memer has been in the

Office but a short time, it is the duty of the
Primary Examiner to go into the case thor-
The usual procedure is for the As-
sistant Examiner to explain the invention and
discuss the references which he regards as most
The Primary Examiner may indi-
cate the action to be taken, whether restriction
or election of species is to be required, or

- whether the claims are to be considered on
“their merits.

If action on the merits is to be
gnen, he may indicate how the references are
to be applied in cases where the claim is to be
rejected, or authorize allowance if it is not met
in the references and no further field of search
is known.

707.01(3)

Partial S)gnutory Authonty
[R-22]

Examiners who are delegated partml qxgm-
tory authority are expected to sign their own

actions with the exception of the following

actions which require the qlgnature of the Prl-
mary Examiner: :

Allowances
Quayle actions




“-cu? Arrixcazxomus i

, Fmal m]ect
Actmns or

niners ers on appeal (
1 : eclarations or mod
(§§ 1102.01 () and 1106).
Decisions on interference motions (§ 1103. 06)
Actions it

purposes §§ 1101 01(]))

Actions  involving copxed patent clalms

(§1101.02(f)).
Actions reopening prosecution (§ 1714 O()
Requests for withdrawal from issue (*q 1308).
- Rule 312 amendments (§ 714.16).
Rejection of  prev 1ously allowed
(§ 706.64).

‘ ,Fmal holding of abandonment for lmuﬁiment‘ .

~Tesponse (§ 711.03(a)).

vidence (Rules 131 and 132)
- and 716).
‘Suspension of Examiner’s actlon ( 8 709).

_ declaration} (§1401.08)).
Re?ue)sts for an extensxon‘

, 0) - th
Examiner’s qmendmonts (8 1307 04)
Restriction requu*ements ( § 803 01).

[R-25]

- 707.02

Actions Which Requiré the
Attention of the Primary
Examiner [R—25] ,

There are some questlons which. exxstmg prac-
tice requires the Primary Examiner to be per-
- sonally responsible for.. The follo“ ing. actxons

fall in this category :
. Third action or: any case (§ O; 07(3‘))

Action on a case pending 5 or more yearq

(§ 707.02(a)). ;

“Final rejection (§ 706.07).

Initiating an interference (§ 1101, “1 (c))

First request for extension of time (§ $ 71002
(e)).

Disposition of an amendment in -a case in
interference looking to the formation of an-
other interference 1nvolvmg that application
(§ 1111.05).

Decisions on interference motions under
Rule 231; also, actions taken under Rule 237
(8§ 1105.02 to 1105.03).

Rejection of a previously allowed claim

($ 706, 04).

Proposed rejection of a copled patent flalm

(If (ll)l)]l(.]h]r* ter a patentee, see § 1101.02(f).)
Classification of allowed cases (3 903.07),
Holding of abandonment for insufficient

response (§ T11.04(a)). :

cations

g claims for mterference
~and T06.07(e)).

“elaim

- Rule 131 (, 715.08) and under Rule 132 (§ 716).
Initial review of streamlmed contmuatlon

ctions based on 1ﬂidav1t or. dea,]amtlonf

Reissue cases (deusmns on relssue oath or

02 ":_'707 02 (a) Cases Up for Third Action ,

Suspensxon of Exammer sawtaon (8§ 709) ,

‘Treatment of newly filed : a plication which
obviously fails to comply wi 35 USC. 112
{(§70201).

Consideration of the advxsabxhty of a pat-
_entability report (§ 705.01). , :
‘Requirements for restriction (§ 80‘3 o1y,
Withdrawal of- ﬁna] regectmn ($§ 0604((1)

Al Exammers Ansx rs on a,ppeal (§ 1208).
Note also §1208.01 where a new ground
of rejection 01' objection is raised, or a new refer-
ence is cited, in the Answer.
Decision on - reissue o*‘sth or (ieclamtmn
(§ 1401.08).

Decision: on affidavits or dechmtlonq under

cases (§ 201 O’l,)."

to the (xmup”D nectnre, see §§ 1003 and 100,

and Fiv e-Year Cases
[R-22]

The Supernsory Prxman' Examiners should

' impress their assistants with the fact that the
- shortest path to the final disposition of an ap-

plication is by finding the best references on

the first search and carefullv applying them.
The Supervisory Prlmary Esaminers are ex-

Dected to personally check on the pendency of

every application which is up for the third offi-
cial action with a view to ﬁnalh concludmrr its

prosecution. :
Any case that h'lS been pendmg five years
should be carefully studied by the Supervisory
Primary Examiner and every effort made to
terminate its prosecution. In order to accom-
plish this result, the case i ‘'o be considered
“special™ by the Examiner. S :

707.04 Imnal Semence [R-221

The “First Page of Action” form POI.-326
contains an initial sentence which indicates the
status of that 'uflon, as, “This .1pp]u.1tmn has
been examined” if it is the first action in the
case, or, “Responsive to communication filed
—" Other papers received, such as sup-
plemental amendments, affidavits, new draw-
ings, ete., should be separately mentioned.

A preliminary amendment in a new ecase
should be acknowledged by adding a sentence
such as “The amendment filed (date) has heen
received.”

" Rev. 25, July 1070
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707. 05

= Dunn the exammatmn ofanappl cation the
Exammer should cite apg ropriate prior art
)€

which is nearest to the ject ma,tter defined

in the claims. When such prior art is cited, 1ts“ :

pertinence should be explaired.

All allowed applications shoul contam a

citation of the prior art for printing in the
~ patent. Only in rare instances
. pioneer inventions, such as new cher

pounds, would it be appropriate to send a case :
 to issue with no art cited. In the exceptional case
where no prior art is cited, the Examiner must

write “None” on a form PO*S‘)O and insert it in
the file wrapper. On the allowance of a con-
‘tinuation application where references have
been cited during the prosecution of the parent'
apphcatmn, no additionai cit ,
art is necessary. See § 1302.1:

In all continuing apphca,tmm, the,
apphcahons should be rewewed for per
: prmrart. L

Rule 107. C'station o] referencea

ents be cited, their numbers and dates, the nam&'of ‘

the patentees, and the classes of inventions must be

stated.  If foreign patents be cited, their natiopality -
or country, numbers and dates, and the names of the

. patentees must be stated, and such other data must be
- furnished as may be necessary to enable the applxcant

' to identify the patents ecited. In citing foreign pat-.
ents, in case part only of the patent be ‘involved, the.
particular pages and sheets containing the parts relied
upon must be identified. If printed publications be -

cited, the author (if any), title, date, pages or plates.
and place of publication, or place where a copy can be
found, shall be given. When a refection is based on
facts within the personal knowledge of an employee of
the Office, the data shall be‘as speciflc ag possible, and
the reference must be supported, when called for by the
applicant, by the affidavit of such employee, and such

afidavit shall be subject to contradiction or explana-

tion by the -affidavits of the applicant and other
persons : S

707.05(a) Copies of Cited References

Provided by Reference Or-

[R-22]

der Sectlon

(‘oples of cited references (except as noted

below) are automatically furnished without
charge to applicant together wifh the Office ac-
tion in which they are cited. Copies of the cited
references are alm placed in the application file
for use by the Examiner during the prosecution.

Copies of references which are cited at the

time of allowance, in Ex parte Quayle actions,

k(b) and

~ they had been_
_aprlication arc
stance where

volving
’ - Order Section |

- Cited”.

“usual.

app t in accordance with §§ 707.05
108.02 are not fumxshe(i to applicant
th the Office

ferences cited tion app

application, all the
rosecution of
isted at allowa
This ‘service

or printin,

(2) mxcroﬁlmmg foreign and other references

~ supplied by the Exammer, (3) mailing the ac-
tion with one copy of each cited reference; and

(4) promptly returning to the approprlate

(5) after mailing, returning to the Group the
ribbon copy of the mailed action together with

! ~a copy of each reference to be placed in the ap-
phcahon file.

To assist in pr '1dmg thls semce, the Ex-‘
aminer should :

- (a) Write the cxtatmn of the references on
3-part form PO-892 “Notice of Referencw i

of PO—892 in the' t T

(b) Place the ongx eepy
file wra K‘er and | give to the clerk with the com
p]eted ce a countlng and tvpmg as

(e) Write t

892 together with any Forelgx and Other Ref-
erences cited in the action ( 0 not enclose any

- U.S. patents.)

(d) Phce the folder in the “Out Box for

“R.O.S."

Form PQO-892 is completed, and the folder
prepared and forwarded to R.G.S. in all cases
in which a reference is to be provided, regard-

~ less of the type reference cited.

Foreign and Other References are copied and

"retumed to the Art Unit within 48 hours. If

it is not. feasible to release such a reference from
the Art Unit, the Examiner should have two

~copies made. These copies must be clearly

marked as such, Both copies are inserted into
the folder for forwarding to R.0O.S.

If one copy of a reference is to be used for
two or more actions simultaneously, the folders
involved must he f'ntened together with an
explanatory note on top.

If Special Handling is desired, a “qpemal” ‘

sticker should be atiached to the top of the

folder
“Jumbo U1.S. Patents will be furnished to the

applicant, but will not be placed in the appli-

dditionally, copies of .

, l’matmns if

: cited in the parent
rnished. In the rare in-
cited in a eontmuatxon :

furnished by the Reference =
.0.8.) which is in charge of
* (1) ordering copies of the cited U.S. patents;

Group the foreign and “other references”, and

plication serial number on
_the plastic index tab of a special folder. Insert
_into the folder the two carbon copies of PO—
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wiil be,mqerfed m
mxsstzwreferen f
Structiohs re
mut]uwd prm‘eﬁaw. and the r
lowed in correcting an Oftice action prig
0 of the Manual

:H'(:
not only

,lg«'nt\
,(lervd to be

, f,\pphr mt
vised that it
~proper but highly
the Patent Oftice, in.
- the first Office actin
- printed publication w]
be helpful to the Office in its examination of the
application. 101 the intention of the Pat-
~ent. Office t A =tk citations as a subsri:
tute for all or any part of the official sear
~as an admission by the applicant or attorney
“that the c1ted art is anticipatory of any claim or
3 { fora relectlon thereof. The
object in requesting a citation by the applicant
or attorney of prior art known to him is to pro-
vide a check on the official search and also to

4 separate paper prior 1o

ad-.
desirable that they infhm‘x, ~

of any. prior patent or
n thelrupmlnn. RV

f‘\f'ilimro such searchin that an Examiner wheo

is advised of prior art of a given degree of perri-
nence before beginning his < search does not need
to spend time in considering art which iz ob-
viously less pertinent, but swhich he would have
been required to consider if he were starting
without such advice, The Parent Office, if it nzes
such art, will not relv in any way on the fact that
it was cited by the applicant or attorney, but will
treat it in exactly the same manner as art dis-
covered in the officinl search. It is definitely to
the applicant’s advantage to have all pertinent
art of record, Any cifation shonld be selective

and shonld avoid wnnecessary duplication oy

the inclusion of art of vmnp‘ wativelv lirtle
relevance.

Prior art cited by qpphmntc. attornevs, or

~agents prior to the first Office action. will he
fully considered by the Examiner, will be par
of the oflicial record. and will be included
the list of references cited in the patented file
and in the printed patent provided: :
{a) the number of refercnees eited is Hmited
to not more than tive separate iems, unless i
satisfactory explanation is given as to why
more than five eitations nye necessary
(b) one copy of each of the c‘-ila-«l references
is submitted ;
() a detailed disenssion uf the refereness,
pointing out. with the partienlarity veguived by

PRt

“enter on. PO

comply with the

identifying
placed on form PO-892 “Notice of References
Cited”, a copy of which will be attuched to the
_typed action.

: of prior art are

cordance with the above proced-
mH be mmrporated i the Examiner’s
reference citations, The Examiner will

list of

i
X

hnnttod citat ions, the . i* xam-
to point out in the action the
ration of those references not

prcwoncc of 1l
mer does not L
reasons for the «
relied uy LA T ,
References cited by applicants, ai'mme\';,'m'
agents under the “Special” Examining Proce-
dure for certain new applicarions (§ T08.02) will
be included in the Dist of references cited i in the -
pdt(’lllt‘([ file and printed patent. :
Where applicant’s snbmitted citations do not
ave procedures, the paper -
containing the eitations will merely be placed in
the file. The examiner will nof nrmfv applicant
of non-compliance. The references will e cited

only if relied upon by the Examiner in his

action. Applicant will wot e permitted to with-
draw the paper containing the improperly sub-
mitted citations from the : 1])p11<-m(m file.

Al references appearing i Office actions will
he listed in the ]mrenf under Y smcrle heading
entitled ~References Cited”,

See § 15302.12,

707.05((‘) ‘k‘()rder of Listing ”[R—28]

In citing references for the first time. the
data of the citation should be

‘No distinetion is to he made be-
tween references on which a claim is 1'o]c<~red and
those formerly referred vo as “pertinent”. With

‘the exception of applicant submitted citations

(§§ 707,05 (b and 70R.025, the pertinent fea-
tm‘m of references which are not used as a basis
for rejection. shall be pointed out briefly,

05(d)

Reference Citred in Subse-
quent Actions

Where an applicant in an amendatory paper
refers to o referenee which is subsequently
relied upon by tls: exmniner. such reference
shall be eitedd by the examiner in the nsual
manner,

Rev. 3%, Apr. 1971

the submnted mtqtmns in the S




ails oucemmg;
‘patents and how to ci
of the X-Seri
are not to be cite umber. Some U.S. patents
: numbers thereon. The
: ;mrgernumber :‘muld , :
If the patent date of a US 1
nd the effentwe ﬁhng date of the
ive U.S. filing date of
ing date of the patent must
with the citation of the patent.

'Thlc m]]s attention to ihe fact that the par-

ticular patent relied on is a reference because
which are to be cited as pubixmtm

o foomote M, of aid chan

ing date and not its patent date. S
larly, when the reference is a continua
of an earlier-filed application which dis
he anticipatory matte and it is n
to go back to the earlier filing date. the
fact that the subject matter relled upnn was

~originally disclosed on that date in the. hrxr,,j

application should be stated.
In the rare instance where no art is

continuation 'lpph(-‘ltloh. all the reference- cited

durmg the prosecution of the parent application

will be listed at allowance for prmtmﬂ n t‘xef

patent. See section 707 Oo(.\)
Cnass-R}:msxcx-:s

‘ Official cross-references should be marked
“X7 and unoﬁ‘irml | Cross- references “nxr.”

Fore16x PATENTS AN D Pt'm,mrm \m’mr LTIONS

In cltmg foreign patents, the patent number,
citation date, name of the country, name of the

patentee. and class and subclass must be given.

In actions where references are furnished, and .

- (1) less than the entire,dlsc]osure is rellcd upon,

Rev. 28, Apr. 1671
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son, the total number

1ot included, and the
-%02 are loft blank.

erman allowed ap-
etherlands printed

ap roprzatera mmns on F
“ublications :uc,; as

| '*Qpemﬁmtmm '=hould be sinn]ar]vh‘md]ed I
the total number of sheets and pages in any
publication #¢ be furnizshed (other than UK.

patents) exceeds: 15, the authorizing signa-

ture of the Supervisory Primary F\'umner on
PO-822 is required. Applicants who desire a
of the complete foreign patent or of the
muat nrder it in the

copy o
porrmn unr

. ; 11 ch forexgn «
ge terms mds( tive of foreign patent and

: }mb.li ation dates to be cited are listed. Foreign

anguage terms indicating printed applications.
5, ave keved

Pt BLICATION s

. See 8 .11 OG(a) for cntatlon of abstracts.
, ‘lbbrmnturea and defentu'e publlcannns See
'$901.06(c) for citation of Ahen Propelh, Cus-

todmn publications. .
In citing a publication, sufficient information

should be given to determine the identity and :
~ facilitate the location of the publication.” The
“data required by Rule 107

(§707.05)  with
ecific pages relied on identified together

 with the SCTENTIFIC LIBRARY call num-
ber will suffice. - The ¢all number appears on the

""pme ‘of the book if the book is thick enough
and, in any event. on the back of the title page.
Books on iterlibrary loan will be marked
with the call number of the other library, of
course. THIS NUMBER SHOULD NOT BE
CITED. If the copy relied upon is located

only in the Group making the action (there

may be no call number), the 'lddlfl{)nal infor-
mation, “Copy in Group - should be given.

d citations) ; (2) the




ATIO\' OF AP!‘UCATIONS

i N ' LIBRARY call num
 berwill suﬁice. Tha call n )
~ “spine” of the book if the i
__and, in any event, on the back of the

. Books on mterhbrarv Ioan wxll be marke&

80.1

on identified together .

707.05(e)

thh ﬂw call number of the other libra B of
. THIS MBER SHOULD NOY

py relied upon is located

making the action (there

ma mber}, the addltxoml infor-

atmn, “Copy in Group

should be nger.

Rev. 21, July 196D



_Examples of nonpatent bibliographical cits
' resh Air and Ventila

Singer, T. I \
cation Practice in Indusiry. N.Y., Reinhold
1958. Chapter 8, p. 157-165, by J i

- Patent Searching. T175.85.
_ Machinery’s Handbook, 16th ed. N.Y., In-

. Justrial Press, 1959, p. 1526-1527. TJ15LM3

1959,

~Calvert, R. Patents (Patent Law). In En-

Encyclopedia.
Ees.

- N.Y,, McGraw-Hill, 1956, p. 81. QD476.H5.
Noyes, W. A..Jr. A Climate for Basic Chem-

p. 91-95. Oct. 17,1960. TP1.1418. .

eyclopedia of Chiemiral Technology, ed. by R E.
Kirk and D. F. Othmer. N.Y., Interscience .
Vol. 9, 1952, p. 866890, TP9.

.R. Information and Communi-

_of the

. Nore: In this citation, 38 is the volume num-

numbers.
If the original !
the Office, the Examiner should

- ber, 42 the issue number, and 91-95 the page

publicatioﬁ“ is located outmde i
Smmediately

order a photocopy of at least the portion relied

upon and indicate the class and subclass in
which it will be filed. = The Office action MUST
designate this class and subelass,
enever, in citing references anywhere in
the application file the titles of periodicals are
- abbreviated, the abbreviations of titles nsed in
- Chemical Abstracts and printed in the list of
periodicals abstracted by Chemical Abstracts
should be adopted with the following exce
tions: (1) the abbreviation for the Berichte der
deutschen chemischen Gesellschaft should be

Ber. Deut. Chem. rather than Ber., and (2)

where a country or city of origin is a necessary

part of 2 complet
city of origin should be added In
e.g.,J. Soc. Chem. Ind. (London).

707.05(f) Effective Dates of Declassi-
fied Printed Matter [R-
21]

In using declassified material as references
there are usually two pertinent dates to be con-
sidered, namely, the printing date and the pub-
lication date. The printing date in some in-
stances will appear on the material and may be
considered as that date when the material was
prepared for limited distribution. The publi-
cation date is the date of release when the ma-
terinl was made available to the public, See Fx

parentheses;

ITTI AL - 6% - §

identification, the country or

1

Office of Technical Services, '}kgmmnent,‘ of

707.05 (g)

[arris et al., 70 USPQ 439. If the date
' release does not appear ou the material, this
ate may be determined by reference to the

Comnerce, R :
- In the use of any of the above noted mate-
rial as sz anticipatory publication, the date of

lease following declassification is the effec-
tive dste of publication within the meaning

of Mltl(:l pation predicated
e fnmie‘nps??u.s.c, 102(a)

S o e

' the above noted declassified material may be
taken as prima facie evidence of such prior
~ knowledge as of its printing date even though

such material was classified at that tiume.

 'When so used the material does not constitute

an absolute statutory bar and its printing date

Hine, J. S. Physical Organic Chemistry, 127 be antedated by an affidavit under Rule .

181,

ical Research. In Chem.&Eng.News. 38(42): 707'0')@) Incorrect Citation of,Rgff

[R-21]

Where 2n error in citation of a reference is

2rences

~brought to the attention of the Office by appli-
- cant, a letter correcting the error and restarting
- the previous period for response, together with
.- a correct copy of the reference, is sent to apph-
cant.. Where the error is discovered by the Ex-

aminer, applicant is also notified and the period
for response restarted. In either case, the Ex-
aminer is directed to correct the error, in ink,
in the paper in which the error appears, and
place his initials on the margin of such paper,
together with a notation of the paper number
of the action in which the citation has been cor-
rectly given. See section 710.06. :
- Form POL-316 is used to correct an erro-
neous citation or an erroneously furnished
roference, Clerical instructions are outlined In
the Manual of Clerical Procedures, sectio

- 410.C (2) and (3). o :

In any case otherwise ready for issue, in
which the erronesus citation has not been for-
mally corrected in an official paper, the Ex-

aminer 1s directed to correct the citation on an ,

Examiner’s Amendment form POL-37.

If a FOREIGN patent is incorrectly cited;
for example, the wrong country is indicated
or the country omitted from the citation, the
General Reference Branch of the Scientific
Library may be helpful. The date and num-
ber of the patent are often sufficient to deter-
mine the correct country which granted the
patent. ' L

To correct a citation prior to mailing, either
before or after sending the typed action to
Reference Order Seetion (R.0.L), see the Man-
ual of Clerical Procedures, See. 410.C(1).

Rev. 21. July 1969




conrt decx ons, thp U. S C

n citin ,
Reporter citation should

or Federa

in addition to the USPQ cttanon when 1t"‘ 15‘1

_convenient todoso.
. 'The citation o 'anusenpt decasmns
nne_not avaliab!e to the pubhc 8

' manuscnpt deusaon ;

o the public but which has not been

published, the tribunal rendering the decision
. and complete data 1dennfymg the paper should

~be given. Thus, a decision of the Board of |

A£ peals which has not been published but
~ which is available to the Pubhc in the patented

file should be cited, as “Ex parte _.._, deci-
_sion of the Board of Appeals, Patent No.
Caesils »paper No. ____, ______ pages.”

2 .
“Decisions found only in’ ‘patented files should, . 707. 07 (a) Complete Acuon 0

_ be cited only when thera is no pubhshed deci-
snon on the same point.

manual is cited in any official action, the date of

the order. notice or memorandum should be-

ropriate other data, such as

glven Where ap
P the Journal of the Patent

‘a ific -issue o

0 ce Society or of the Official Gazette in which

the same may be found, should also be given.

707 07 Completeness and Clarlty
: [R-21] 9

Rule 195, Complefeneaa of ezaminer’s action. The

examiner’s action will be completz as to all matters,

except that in appropriate circumstances, such as s

joinder of invention, fundamental defects In the appli-
~cation, and the like, the action of the examiner may be

. limited to such matters before further actlon is made.
" “However, matfers of form need not be raised by the ex-

amiper nntil e claim i found allowable.

Whenever, upon examination, it is found that
the terms or phrases of modes of characteriza-
tion used to describe the invention are not
~sufficiently consonant with the art to which the
invention pertains, or with which it is most
nearly connected, to enable the Examiner to
make the examination specified in Rule 104, the
Examiner should make a reasonable search of
the invention so far as it can be understood from
the disclosure. The action of the Examiner
may be limited to a citation of what appears to
ho the most pertinent prior art fmm([w.md
request that applicant correlate the terminology

Rev, 23, July 1960

with art-accepted  terminology

~ When a Commissioner’s Order, Nohce or
s Memomndum not yet incorporated into this -

~every instance where th
~ they should be mailed with the Examiner’s first

p mmm on of this appli-
cation indicates that the following
ogy {or pmpertxee or units of test data, etc)
. which appear{s) at (%1 ﬂge'(s) . of the
s spmxﬁcatmn is {are) so
nerally sccepted in the a which this
“Invention pert s that it is difficult or unpos ;
sible tomake a reliable search.
; Aptghcant is therefore requested to pmvnde
“a sufficient elucidation of these terms (or
_ properties or test data) or correlation thereof

Eeropezl 4’omparlson mth the prmr art can'
made.” y
A QHORTEXED QT&TUTORY PE-
 RIOD FOR RESPOXNSE TO THIS AC-
‘TION IS SET TO EXPIRE 30 DAYS
FROM THE DATE OF THIS LFTTER ?

Formal

ers [R-21]

Forms are. pla in mformal a
listing informalities ‘noted by the raftsman
(Form PO-948) and the Head of the Applica-
tion Branch (Form PO-152). Each of these
- forms comprises an original: for the file record
and two copies to be mailed to applicant as a
part of the Examiner's action. They are spe-
cifically referred to as attachments to the letter
and are marked with i aper number. In

forms are to be used

letter, and any additional formal requirements
which the Examiner desires to make should be
included in the firsf letter.

When any formal reqmrement is made inan
‘Examiner’s action, that action should, in all

- cases where it indicates allowable sub;ect mat-

ter, call attention to Rule 111(b) and state that
a complete response must either comply with

all formal requirements or specifically traverse

each requirement not complied with.

707.07(b) Requiring New Oath
7 [R-21]

See section 602,62,

707.07(c) Drafisman®s Requirement
[R-21]

See seotion 707. 07 (a)

(a), (e}, (s).

also seetions $0%5.02

terminol-

t from those

so that a -

hcatmns




stbe e
the

openmg Sentév)ce of each groundof rej

indefinite the Examiner should

' in the indefiniteness resides; or if rejected asin-

~ complete, the element or elements lacking should
- be specified, or the applicant be otherwise a
; nsxe:s to what the claim requires to rende’xyj; it

complete.

_In genera rrounc
~ tion is based on prior art under either 35 U.S.C.
- 1020r35 U.S.C. 162 R R

35 USC. 102 (ANTICTPATION or Lack oF
’ " Noveury) .

.85 1.8.C. 102 and those based on 35 U.S.C. 103

~ should be kept in mind. Under the former, the

claim is anticipated by the reference. No ques-
tion of obviousness is present. It may be ad-
visable to identify a particular part of the ref-

clearly anticipated by" is appropriate.
'35 U.S.C. 103 (OrviorsvEss)
~ Tn contrast, 35 1.S.C. 103 anthorizes a rejec-l
tion where to meet the claim, it is necessary ro

modify a single reference or to combine it with
one or more others. After indicating that the

rejection is under 35 U7.S.C. 103, there should

be set forth (1) the difference or differences in
the claim over the applied reference(s), (2) the
proposed modification of the applied refer-
ence(s) necessary to arrive at the claimed sub-

proposed modification would be nbvious.

Everything of a personal nature must be
avoided.  Whatever may be the Examiner’s
view as to the utter lack of patentable merit
in the disclosure of the application examined,
he should not express in the record the opinion
that the application is, or appears to be, devoid
of patentable subject matter. Nor should he
express doubts as to the allowability of allowed
claims or state that every doubt has been re-
solved in favor of the applicant in granting
him the claims allowed.

ch gro e;Ctioy'ryly.““
If the claim is rejected as too broad, the reason’
for so holding should be given; if rejected as.
int out where-

,31‘t}ié most usual ground of rejec-

 The distinction between rejections based on

erence to support the rejection. If not. the -
expression “rejected under 35 U.S.C. 102 as .

ject matter, and (3) an explanation why such

nnd of rojection may
catego ¥ related to a specific section of
statute, section 112 is considered as the more
apt section for old combination rejection than
‘sections 102 or 103, Ex parte Des Granges, 864
oG. 712, o o=
The Examiner should, as & part of the first
. Office action on the merits, identify any claims
- which he judges, as presently advised, to be
allowable and/or should suggest any way in
- which he considers that te?ected claims may be
‘amended to make them aliowable. If the Ex-
aminer does not do this, then by implication it
will be understood by the applicant or his attor-
* ney or agent that in the Examiner’s opinion, as
_ presently advised, there appears to be no allow-
able claim ner anything patentable in the sub-
°t matter to which the claims are directed. :

MPROPERLY EXPRESSED REJECTIONS

An omnibus rejection of the claim “on the
~ references and for the reasons of record” is
stereoty and’ usually not informative and
should therefore be avoided. This is especially
true where certain claims have been rejected
on one ground and other claims on another
- ground. ' s

A plurality of claims should never be
grouped together in a common rejection, unless
‘that rejection is equally applicable to all claims
-in the group. ‘ e

707.07(e) Note All Outstanding Re-
~ quirements :

. In taking up an amended case for action the
- Examiner should note in every letter all the
requirements oulstanding against the case.
“Every point in the prior action of an Exam-
 iner which is still applicable must be repeated
. or referred to. to prevent the implied waiver
of the requirement. '

~As soon as allowable subject matter is found,
“correction of all informalities then present
should be required. .

707.07(f) Answer All Material Trav-
 Where the requirements are traversed, or
suspension thereof requested, the Examiner
should make proper reference thereto in his
action on the amendment. o

Where the applicant traverses any rejection,
the Examiner should, if he repeats the rejec-
tion, take note of the applicant’s argument and
answer the substance of it. S

If a rejection of record is to be applied to
a new or amended claim, specific identification

83 Rev. 27, Jan. 1971




er an Oﬁice act:on, he mponse in addi
aking amendments, eic.) may fre
clude arguments and affidavits to t
rior art cited by the Exa)
how to obtain or dc

which advantages are ur .
of a patent on the al!ege iy nove
ter claimed.

If it is the Examiner's consi
that the asscrted qdvanhg
~ nificance in determinin
~ rejected claims, he should state t}
*hls ‘position in the record, pre
- action following the assemon,
e to such advan By s

j’A ls will also be advised.

ments is illustrated by In re Herrmann et al.;

1959 C.D. 159; 739 OG 549 where the apph-f
cant gged that the subject matter claimed
new and useful results.

produ The court
noted that since Applicants’ statement of ad-
vantages was not Xuestmned by the Examiner
or the Board of Is, it was constrained
to accept the statement at face value and there-
fore found certain claims to be allowable.

707 07 (g) Piecemeal Exammatmn :
- [R27]

Piecemeal examination should be avmded
as much as_possible. The Examiner ordi-
narily should reject each claim on all valid
grounds avallable, avoiding, however, undue
multiplication of references. (See 8 904.02.)
Major technical rejections on grounds such 23
aggrepation, lack of proper disclosure, undue
breadth, serious indefiniteness and res judicata
should be applied where appropriate even
though there may be a seemingly sufficient re-
jection on the basis of prior art. Where a major
technical rejection is proper, it should be stated
with a full development of reasons rather than
by a mere conclusion coupled with some stereo-
typed expression.

In cases where there exists a sound rejection
on the basis of prior art which discloses the

“heart” of the invention (as distinguished from

Rev. 27, Jan. 1871

100 . ot claims for full examination; see § 706.03(1) ;

tions and there has been no successful telephone ’

i petual motion; 1
- 42;1080.G. 1049.

‘However, in such cases, the best prior art readily

Yertmancy [
ying itte

have actually been. conmdered by the

i \*'Enmmer and, if appeal is taken, the Board of
- pointed out without spemﬁcally app

?ortance of answermg such argu-‘ :

5%
recognizing the

agve, is not awm'of an nnprovied .

Tars best accomphshed by i
claims thereof to a partic:
s;matmns 1nclude the foliowin

ts; see § 702.01;

ndue. multlplxcity of o i

) 0 successful tele-
uest for electnon of a limited number.

(3) Where there is a misjoinder of inven-
(}4) for election; see §§ 803, 806.02, 812.01;

Where the disclosure is directed to Be
ote‘ e pafte Payne, 1904 C.D

available should be cited and its

the claims.

perpetual motion) should be accom-
v reJectmn on all other available

involvin
plished
grounds.

707.07(h) Notify of Inaccuracles in

Amendment

[R-27]

See § 714.23. , , J
707.07(i) Each Clim To Be Mexn-
‘ tioned in Each Letter  [R-
27]

In every letter each claim should be men-
tioned by number, and its treatment or status
given. Since a claim retains its original nu-

meral thwuihout the prosecution of the case
its histo sugoemve actions is thus;

easily tmceable. ach action should conclude
with a summary of rejected, allowed and can-
celled claims.

Claims retained under Rule 142 and claims
mtamed under Rule 146 should be treated as
set out in §§ 821 to 821.03 and 809. 02(c).

See § 1109.02 for treatment of claims in the

_ap catwn of losing party in interference.

e In xof(,lumsshou]dbekeptupto
dat(' as set forth in § 717.04.

On the other hand a rejection on the grounds “
_ of res judicata, no prima facie showing for re-
 issue, new matter, or inoperativeness (not




e When, dm'mg e examination of & P
- case, it becomes apparent to the Examiner th
_there is patentable subject matter discl
~the application, he shall draft one o
cleims for the apphcant and indicate -
~ action that such claims would be allowed if
corporated in the application b ; amendmen:
, his practice will expedite prosecution and
i oﬁ'er a service to individual inventors not repre-
sented by a reglstered patent attorney or agent.
Although this pra may be desirable and
rmissible in any case where deemed appro-

n
F applled in all cases where it is apparent that
the apphcant isunfamiliar with the proper pre-
paration and pro on of pafent applications.

- ‘When an
 subject matter an
. _claims and th plicant’s ar,

~claims are intended to be
patentab]e subject matter, but the claims
their
of de:
the Examiner should not stop with a bare ob-
]ectlon or rejection of the claims. The Exami-
‘ner’s action should be constructive in nature
and when possible he should offer a definite
suggestion for correction. Further. an Exam-
iner’s suggestion of allowable subject matter
~ may justify his indicating the possible desira-
bility of an interview to accelerate early agree-
ment on allowable claims.

Tf the Examiner is satisfied after the search
has been completed that patentable subject
_matter has been disclosed and the record indi-
cates that the applicant intends to claim such
subject matter, he may note in the Office action
‘that certain aspects or features of the patent-
able invention have not been claimed and that
if properly claimed such claims may be glven
favorable consideration. .

If a claim is otherwise allowable but is de-

pendent on a cancelled claim or on a rejected

claim, the Office action should state that the
claim would be allowable 1f rewritten in inde-
pende'xt form.

EARLY ALLOWANCF or Cmms

Where the Examiner is satisfied that the
prior art has been fully develeped and some of
the claims are clearly allowable. he should not
delay the allowance of such claims.

. is apparent from the
ments that the

ate by the Examiner, it will be expected to
~to si

. thorize

k dlSC]O% patentable‘i .

irected to such. .

resent form cannot be allowed because
ects in form or omission of a limitation,

- 707.10 Entry [R—16]

107.12

[R—24]

name of the Emmmer who pre-

action will, in all cases, betyped :

ction on the left side. The telephone
w this should be called if the case
‘be discussed or an interview arranged.
After the action is typed, the Examiner who
Yrepared the action reviews it for correctness.
f this Examiner does not have the authority
the action, he shonld initial above the

typed n

All  letters and 1ssues shou]d be; &gﬁed
promptly. . s o

‘The original, signed by the authonzed Ex-
aminer, is the copy which is placed in the file
wrapper. The character of the action, its paper
number and the date of mailing are entered in
black ink on the outside of the ﬁ]e wrapper

: under Contents”

707.1 1 Date

The date should not
letter iz written, but should’ be stamped on all
copies of the letter after it has been signed
by the authorized signatory Exammer and the :
copies are about to be mailed. ;

707.12 Mailing [R-20]

In cases where no references are to be pro-

| vided by Reference Order Section (R.0.S.), the

copies are mailed by the Group after the orig-
inal, initialed by the Assistant Examiner and
slgned by the authorized signatory Etamlner,
has been placed in the file. ‘

In cases where cited references are to be pro-
vided, the original and copies after signing are
forwarded by the clerk to Reference Order Sec-
tion (R.O.8)) for mailing. The file with a copy
of the action is retmno«f in the Group. After

Rev. 24, Apr. 1976

;a,nd forward the action to the‘mx-, o

- gh on]v the origi alv is sagned ‘the word
“Exammer” and the stamped name of the signer
~ should appear on the original and copies.

be typed when the



iner should use every

the correct ad-

that the letter would reach 'ipph("mt

at such new address. If the Oftice letter was
_addressed to an attorney, a letter may be writ-
en to the inventor or assignee informing him
‘of the returned letter. The period running
agaun?t the application begins with the date of

(ExparteGourtoﬁ 19 C 153 :

o he Oﬂ‘ice is not finally successful in de-
livering the letter, it is plaf'ed with the en-
velope, in the file wrapper.

munication from applicant, the case is for-
- warded to the Abandoned Files Unit.

708 Order of Exammahon

Rule 101. Order of ezaminatton.
filed in the Patent Office and accepted as complete ap-
plications (rules 53 and =55) are, assigned for examina-

~tion to the respective: oxamming groups having ‘the -
_classes of :inventions to which the applications relate.

Applications shall be taken up for examination by the
examiner to whom they have heen sssigned In the or-

under Rule 139, .. :
(b} Apphcations “hirh have h«-n aoted upon by

the exammer, and which ‘have been placed by the ap-
plicant in conditxon for further actxrm by the examiner
(amended applications) shall be faken up for action

in such order as shall be determmed by. the Commis— :

sioper.

Ear'h Examiner w1]] give pnontv to thaft ap-
plication in his docket, whether amended or new,
which has the oldest effective U.S. filing date.
Except as rare circumstances may justify Gmup
Directors in_granting individual exceptions,
this basie policy applies to all applications.

The actnal filing date of a continuation-in-
part applieation is used for docketing purposes.
However, the Examiner may act on a continu-
ation-in-part : ]pphr.mon by using the effective
filing date, if he desires,

Whether a given a
7.8, filing date earlier than its actual filing
date iz determined by whether the disclosure of

a parent case adequately supports any claim or

claims of the later case. Examiners are respon-

Rev. 24, Apr. 1970

after .

_ normally controlling pnorltv. & ‘
. All amendment before final re]ectlon should -
 be responded to within 30 days of receipt.

If the period dat-
g from ‘the remtuhnp: elapses with no com-

[R24]
( a) Appllcations -

" der in which they have been filed excent for those appli-
cations in which the Oﬂice has am:epted request

~ be advanced for examination.

pplication has an effective

inetion. If at any

ines that the “effective
y application differs
rds s ow, he should so inform

of Group, who should promptly

ords to show the correct status,

correction..
xamination for each Examiner
: priontv to those special cases
day due _date, such as Ex-
isions on Motions.
e “special” category (for -

: emmple, rem-,ues, interference cases, cases made

ial by petition, cases ready for final con-
¢ us:on, etc.) will continue in this category, with
the first effective U.S. filing date among them

Action on those applications in which the

Office has accepted a request under Rule 139 is
~ suspended for the entire pendency, except for

purposes relating to interference proceedings
under Rule 201(b} initiated within (5) five
Jears, of the earl st eﬂ’ectxve U.S. ﬁhng date.

(a) Appli-‘ e

o catfons wm not be advapced out 'ot turn for examina-
“* .tion or for furtber action except as provided by these
“rules, or upon order of the Commissioner to expedite

the businesq of the ‘Office, or upon a verified showing
which; 1n the’ opinion of the Commlssioner, will justu'y

80 advancing it

(b) Applications wherein the inventions are deemed
of peculiar importance to some branch ot -the. public
service and the head of socme department of ‘the. Gov-
ernment requests immediate action for that reason, may.

Certain procedures by the Exammers take
precedence over actions even on special cases.
For example, all papers typed and ready for

- signature should be completed and mail

All issue cases returned with a “Printer Wait- ;
ing” slip must be processed and returned within
the period indicated.

Cases in which practice requires that the
Examiner act within 30 days, such as decisions
on motion (§1105.06) and ‘Examiner’s answers
(§ 1208), necessarily take priority over special
cases without Qpm*lﬁr time limits.

If an Examiner has a case which he is satis-
fied is in condition for allowance, or which he
is satisfied will have to be finally rejected, he -

~ should give such action forthwith instead of

making the case await its turn.
The following is a list of special ceses (those
which are advanced out of turn for examina-

tion):




iligent
: appl)cant
. once been mnde 1al nnd udv

~ made in that paj

‘ V U
sioner or an '\sem'mt (,ommlssmner) \Wll con- gividual, t

- from some respomlble party, as for example,
“an officer of a
~ dividual has the requxred ava
. 'manufacture;

" becomes involved shall, in like measure. be
congidered cpwm. b} all Pntent Oflice oﬁmalc :
e xmmufactcure1 unless certain that the patent wxll

~ be granted;

tinue to be special
of prosecution in

any interference in which such an application

concerned. ;
(c) Appllcattons for reissues (Rule 1?8)

(d) Cases remanded by an nppellate tribunal

for further action.

Examiner according to its effective filing date.
_should be treated as special by any Examiner,
Art Unit or Group to which it may :subsequentlv
be transferred:
new cases tran:
phone election ¢
sult of ‘a timely response to any official action.

erred as the result of a tele-

with other applications previously considered

unexpxred patent or patents (Rule 201).
(g) Cases ready for allowance, or ready for
a]loquce except as to formal matters.

(h) Cases whic
re]ectmn ‘
(i) Cases pendmg more than five vears.
including those which, by relation to a prior
United States application, have an effective
pendency of more than five years. See
§707.02(a).
See also 83 714. 13 and 1207

708.02 Petition to Make Speclal
26]

New applications ordinarily are taken up for
examination in the order of their effective
United States filing dates. Certain exceptions
are made by way of petitions to make special,
which may be granted under the conditions sct
forth helow,

[R-

P’ g
ation for patent that has
out of

roughout its entire course
e Patent Office, including
nppeal if any, to the Board of Appesals; and -

- pective manufacturer, to manufacture the in-

(e) A case, once taken up for action bv M n quantity immediately upon the allowance of

exemplary situations include -

~attorney or agent) must ﬁle an aﬁida\'xt or' v

d cases transferred as the re- declaration to show:

(f) Applications which appear to interfere

and found to be allowable, or which it is de- |

manded shall be placed in interference with an
: apphcatmn are allowa le.

re in condition for fnal

An appllcatma may made specml on tlle w
nd of prospective manufacture upon the
filing of a petition by the applicant or assignee
alle - under oath or declaration: ; o
1. The possession by the prospective manu-
Jfactm‘er of sufficient presently available capital
(stating approximately the amount) and facili-
ies (stating briefly the nature thereof) to

wvailable ifa patent is granted;
If the Frospecnve man a,cturer is an in-
yere must be a corroborating affidavit

that said in- -

bank, showin
ble capltal to

fla

2. That the prospectlve manufacturel will
not manufacture, or will not increase present

3. That affant obllgates himself or the px o8-

vention, in the United States or its possessions,

“claims or issuance of a patent which will protect
‘the investment of capital and facilities.

_The attorney or agent of record in the appli-
cation (or applicant, if not represented by an

~ 1. That he has made or caused to be made a
' ugh search of the prior art, or
of the pertlnent prior art

all of the rlalms in the

II;‘ " ,\’mn GEMENT

Sub]ect to a requirement for a further show-
mg as may be necessitated by the facts of a
particular case, an ‘application may be made
special becanse of actual infringement (but not
for prospective infringement) npon the filing of
a petition alleging facts under oath or declara-
tion to show, or indicating why it is not possibie
to show; (1) that there is an infringing device :
or product actually on the market or method in =
use, (2) when the device, product or method
alleged to infringe was first discovered to exist;
supplemented by an affidavit or declaration of by
the applicant’s attorney to show, (3) that he has
made a rigid comparison of the alleged infring-

ing device, product, or method with the claims
of the npplwntum, ('4) that, in his opinion, some
of the claims are m;qucstionahly infringed, (5)

that he has made or caused to be made a care-
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ful and thoiou h search of‘the prior art or has
a 00{}11 kxmwla%z f the io d

f the application should not be
submitted unless requested S ' G

~ An application may be mad special upon'p‘. o
cate, that the out traverse, the application will not be further

showing as by a doctor

state of health of the applicant is such that he
-~ might not be available to assist in the prosecu-
.tion of the application if it were to run its
- normal cou ' L e

- An application may be made
showing, as by a birth certificate
cant’s affidavit or declaration, th
cant is 65 years of age, or mo

- V. ENVIRONMENTAL Q

The Patent Office will accord “special® status
to all patent applications for inventions which
- materially enhance the quality of the environ-

- ~ment of mankind by contributing to the
restoration or maintenance of the basic life-
sustaining natural elements—air, water, and
soil.. In order that the Patent Office may im-
- plement this procedure, all applicants desiring
to participate in this program should request
- that their applications be accorded ¥special”
- status. Such
identify the applications by serial number and
filing date, and should be accompanied by affi-
~ davits or declarations under Rule 102 by the
- applicant or his attorney or agent explaining
. how the inventions contribute to the restora-
tion or maintenance of one of these life-sus-
. taining elements. , ;

SpeciaL ExaMiNine Procepure rFor CERTAIN
" New APPLICATIONS—ACCELERATED ExamiNa-
" TION e : o
‘A new application (one which has not re-
ceived any examination by the Examiner) ma
be granted special status provided that appli-
cant (and tm term includes applicant’s at-
torney or agent) : :

(a) Submits a written petition to make
special. ; '

(b) Presents all claims directed to a single
invention, or if the Office determines that all the
claims presented are not obviously directed to
a gingle invention, will make an election without
traverse as a prerequisite to the grant of special -
status. ' :
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.~ If otherwise
. merits will proceed

~ directed to a single invention, and the applica-
- tion will await action in its regular turn. ,

uests should be written, should

~ how the claimed subject matter is distinguish-

~ will be follow

proper, examination on the
-on claims drawn to the

elected invention.
If applicant refuses tom

ake an election with-

'exar_n‘inedat‘ that time. The petition will be
denied on the ‘ground that the claims are not

Divisional applications directed to the non-
‘elected inventions will not automatically be

- given special status based on papers filed with

~ the petition in the parent case. Each such
application must meet on its own all require-
- ments for the new special status. el
_ (c) Submits a statement that a pre-examina-
‘tion search was made, and specifying whether
by the inventor, attorney, agent, professional
~searchers, etc., and listing the field of search
by class and subclass, publication, Chemical
~Abstracts, foreign patents, ete. A search made
by ‘a foreign patent office or the International =
- Patent' Institute at The Hague, Netherlands
satisfies this requirement. =~ .
(d) Submits one copy each of the references
_ deetned most closely related to the subject mat-

ter encompassed by the elnims. : :
(e) Submits a detailed discussion of the ref-

_erences, which discussion: points out, with the
particnlarity required by Rule 111 (b) and (c),

“able over the references. Where applicant indi-
cates an intention of overcoming one of the
references by affidavit or declaration under Rule
131, the affidavit or declaration must be sub-
mitted before the application is taken up for o
‘action, but in no event later than one month
‘after request for special status, .~ .

~ In those instances where the request for this

“special status does not meet all the prerequisites

set forth above, applicant will be notified and
the defects in the request will be stated. The
application will remain in the status of a new

~ application awaiting action in its regular turn.

In those instances where a request is defective

in one or more respects, applicant will be given
one opportunity to perfect the request. If per-
fected, the request will then be granted.

Once a request has been granted, prosecution

will proceed according to the procedure set
forth below; there is no prevision for “with-
drawal” from this special status.




~ requirements set out ad¢

1. The new application.
special status as a result

the Examiner before all ,
hose clearly in condition for
with set time limits, such 2
: ecisions on Motions, et
“and will be given a complete first actiol i
~will include all essential 1r
~all claims. The Examiner’s sear

stricted to the subject matter encompassed by
the claims. A first action rejection will set a

three-month shortened period for response
2. During the three-month period for
sponse, app]xcant is':encouragéd to arrange.

an interview with the Examiner in order te re- -
_solve, with finality, as many issues as possible.
In order to afford the Examiner time for reflec-

tive consideration before the interview, appli-

tegories of ap-

atters of merit as to

cant or his representative should cause to be
placed in the hands of the Examiner at least one
working day prior to the interview, a €opy

88.1

XAMINATION OF APPLICATIONS

denotedkéw suc’h)y"of the ame dmm
proposes to file in response to the Exam-
action. Such a paper will not become a

part of the fils, but will form a basis for discus-
sion at the interview. S '
3. Subsequent to the interview, or responsive
_to the Examiner’s first action if no interview

~ was had, applicant will file his “record” re-
~ sponse. The response at this stage, to be proper.
must be restricted to the rejections, objectiens.

and ‘requirements made.

~Any amendment

which would require broadening the search tield

*will he treated as an improper response.

4. The Examinerwill, within one month trom

the date of receipt of applicant’s formal re-
- sponse, take up the ‘application for final dispo-
sition.  This disposition will constitute eithera
final action which terminates with the setting
of a three-manth period for response, or u no-
_tice of allowance. The Examiner’s response to
‘any amendment submitted after final rejection :
should be prompt and b;r ‘way of forms PO-303

or PO--327, by passing the case to issue, or by an

Examiner’s ,Answer should applicant choose to -
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‘mlahveiy minor issues or deﬁcsemes might be

. ‘easily resolved, the Examiner may t
phone to inform the applicant of such.
QJ J’t
tion wi
the Examiner. H

‘not be })ermuted unless requested by
wever, telephonic rterviey

will be permitted where appropriate for the
purpose of correcting any minor matters w}nch :

remain outstanding.
§ 1309,

T0 \Lsm: b ECIAL

given top priority for pnntmg

Hx\nu\c OF Pm'rn

‘Each petltlon to make speéml regardles of
the ground upon which the petition is based and
is made of record

the ‘nature of the decision,
in the application file, togetfler with the decisio
thereon. The Office that rules on a petitio
is responsible for properly em‘ermg that peti-
tion and the resulting decision in the file record.

The petition, with any attached papers and sup-
iven a -mg!e paper -

porting affidavits, will be:

he tele-

rsonal interview after final Gﬁice ac-"

6. After allowance, “these apphr‘atmna are

‘subpenslon of Office action by the Examiner on
~ hisown initiative, asin §§ 769.01 and 1101.01(i).
. Pmragmph (d) is used in the Defensive Pubh—

finvention by the grunting of a patent thermn might be.
detrimental to the pudlic gafety. or dekense, at the re-

: qustof the apprapriqte depax tment or, agency

accepted a request ﬂled under Rule 139 will be sus-

pended for the entire pendencv of the':e applications

- ‘except for purpoees relating to proeeedings under Rnle

201¢{b). i
Suspensmn of action ( Rule 105) ehould not

~be confused with extension of time for repl\
- (Rule 136).
- of action ‘lpplleq to an 1mpendmg Office action
by the Examiner whereas an extension of time

It is to be noted that a suspension

eply ‘lﬁphes to action by the applicant.
Paragraph (b) of the Rule provides for a

C‘ltlml Proo'ram descrlbed m $ 111 06

number and so entered in the “Contents” of the

709 01 ; Overlappmg Apphcatmns by '

file. The decision will be accorded a separate
paper number and similarly entered. To in-
sure entries in the "Contents in proper order,
the Clerk in the Examining Group will make
_certain that all papers prior to a petition hav
been entered and /or listed in the application file

before for Wardmg it for consideration of the

petmon Note §1002.

nation

Whenever an. Eﬂrmner tenders his resigna-
tion. the Supervisory Primary Examiner should

see that he spends his remaining time as far as

possible in winding up the old complicated cases
or those with involved records and getting as
many of his amended cases as po%tb}e ready for
final disposition.

Tf the Examiner has consxdemb]e expenence
in his particular art. it is also advantageous
to the Office if he indicates (in pencil) in the
file wrappers of cases in his dockef, the field

of search or other pertinent data that he con-

siders appropriate.

709  Suspension of Action [R-24]

Rule 103. Suspension of action. ~(a) Suspension of
action by the Office will be Zranted at the request of
the applieant for zood and sufficient rause and for a
reasonable time specified. Only ‘one susjsnsion may

be granted by the prinmry examiner ; any further sus- -

pension must be approved by the Commissioner.

_are pendmg before the Office in inter partes
~ proceedings mvolvmg the same a

708. 03 Examiner Tenders His Resng- . C.D; 59; 327 O.G. 681.)

Same Assmgnee : [

ffExammers should not con51der ex parte.
when raised by an applicant, questions which

gphcant or
party of interest. (See ex parte Jones, 1924
Because of this where oneybf several appli-
cations of the same inventor or assignee which

~ contain overlapping claims gets into an inter-

ference it was former]y the practice to suspend
~action by the Office on the applications not in
the interference in accordance with Ex parte

McCormick, 1904 C.D. 575: 113 O.G. 2508,
Now, partly in view of In re Seebach, 1937

C.D. 495; 484 O.G. 503 the prosecution of all

the cases not in the interference is required to
be carried as far as possible, by treating as
prior art the counts of the interference and by

_rejections forcing the drawing of proper lines
~of division. ,

See § 1111.03.

710 Period for Response [R-20]

33 U.S.C 133. Time for prosecuting application. .
Upen_failure of the applicant to prosecute the appli-
cation within six months after any action therein, of
which notice has been given or mailed to the applicant,
or within snch shorter time, not less than thirty days,

89 Rev. 24, Apr. 1970




- See Chapfer 1200 for penr;d for 1‘esponse
whexr appeal is taken or court review songht

710.01 [R-24]

Smtutory Permd

" Rule 135. Abandonment for failure to respond wefthin s

“time limit. {a) If an applicent fails to prosecute his

to him. or within such shorter time
(rule 136), the application will become abandoned..

action as the oondition of ‘the Lase may requlre The
admission of an amendment nm; respo
: omcial action, or refusal to ‘admit the

roceedmgq relative thereto, shall not operate to save ’

the application from abandonment. ‘

attempt to advance the case to final action, and is
substantially . a- complete respouse to the examiner’s
action, but consideration of some reatter or compliance
with some reqmrement has been madvertently oniitted,
opportumtv to explain and supply. the
be . given before the ‘question 01' a
= considered. :

(d) Prompt  ratificatiol

donment is

r 'ﬁling, "ofi ‘a correctly

or improperly signed paper.
(See rule 7.) -

~The maximum statutory perlod for response
to an Office action is six months, 35 U.S.C. 133.
Shortened periods are currently used in prac
tically all cases, see § 710. O")(b)

710. 01 (a) Statutory Penod
Computed [R—24]

How

The actual time taken for response is com-
puted from the date stamped on the Office

actmn to the date of receipt by the Office of
applicant’s response. No cognizance is taken
of fractions of a day and d,ppllcant s response

is due on the corresponding day of the month

six months or any lesser number of months
specified after the Office action.

Response to an Office action with a 3 month
Shortened Statutory Period, dated November
30 is due on the following February 28 (or 29
if it is a leap year), while a response to an
Office action dated February 28 is due on May
28 and not on the last day of May. Ex parte
Messick, 1930 C.D. 6; 400 O.G3. 3.

The date of receipt 'of n response to an Office
action is given by the “Office date” stamp
which appears on the responding paper.

Rev. 24, Apr. 1570

sponse pe

application within six months after the date when the
last official notice of any action by the Office was mailed
as_may be fixed

(1) Prosecution -of ‘an application to _save it frrmi‘
abandonment must include such complete and pmperq

to the last ; “

~ cant. may be requlred to respond in a shorter
- period than six months, not less than 30 days,
i whenex er it is deemed "nef‘esslrv or expendi-
_ent”. Some conditions deemed “necessary or

(c) When action by. the applwant is & bena. fide -

( ’qsion may

~limits are set are noted in

signed copy may be accepteti_l';in ,case' of an unsigned
: time limit requirement ~hould be typed in

: 710. 02(b) Shortened Statutorv

every action.

Exammer’s letter does not.

' fwrmma the beginning of a statutory re-

riod. In all cases where the statutory
response period runs from the date of a previ-

ous actmn, a st&tement to that tﬂ‘ect should be
Jincluded. , ,

~'10 62 Shortened Statutory Permd

aml Time Actmns

[R—24]
( Rulv 136 Time less ﬁmm 8iz. mzmths
capt mays be required ‘'to prosecote his

pplil‘ation in a shorter time than six months. but not
less .than thirty davg, whenever such shorter time is

| Lumt

deemed necessary or expedwm. Tnless the applicant is

: n(otxﬁed in writing that response is reqmred in less thao
six months, the m axxmnm pened of six months is
; allowed

Under Rule 136 (35 US.C. 133) an appli-

ex dient” are listed in § 710.02(b). :

n other situations, for anmple, the rejection
of a copied patent claim. the Examiner may
require applicant to respond on or before a
specified date. These are known as time limit
actions and are established under authority of
35 U.S8.C. 6. Some mtmhom in which time
§ 710.02(c). The

capital letters where required. :

An-indication of a shortened time for rep]v
should appear prominently on the first page
of all coples of actions in which a shortened

time for reply has been set so that a person

merelj, scannmg the 'wtlon can easily see it.

Pe-
riod: Situations in Wlnch
Used [R-24]

T nder the ‘luthom’rv given him by 35 U.S.C.
133 the Commissioner has directed the Exam-
iners to set a shortened period for response to
The length of the shortened stat-
utory period to be nsed depends on the type
of response required. Some specific cases of
shortened statutory period for response to be

~ given are:

: L Tmrry Davs
~ Requirement  for restriction or
election of epecm%—--nr) claim re-

Jeeted L.l L - § 814
Two MoxTis
Winning party in terminated in-
terference to reply to unan-
swered Office action.___ . __ - §1109.01




~ ?ylmm

: W’hem, ﬁ
ference pr eeding, the appllca gto ‘cef the
wi i ed Oﬂi% i

" action, final rejection or 3
Primary Examiner 'xouﬁea the applicant
this fact
action is requn'ed within a shortened statutory
~ period running from: the date of such notice.
x parte P 1941 C .

‘Ex parte Quayle L R
- IWhen an ‘apphf“\tmn is.in ‘con‘ditio‘n for
, 1I!owance. except as to matters of form. such
as correction of drawings or s
new oath, ete.. the case will be consldere:
special and prompt action taken to require cor-
- rection of formal matters. Such action should

POL-326 that prosecution on the merits is
closed in accordance with the decision in £z
parte Quayle, 1935 C.D. 11; 453 0.G. 213. A
“two month shortened
sponse should be se

\Inlnphmtv I‘EJe(‘hOl —no other

rejection _____
A new ground of rejection in an
Ex ammel ‘s answer on appeal.

§706.03 (0

§ 1208.01

THREE Mox~THS &

PEer1op For RESPONSE RESTARTED
Incorrzet citation by Examiner—
regardless of time remaining in _ :
original period______________ - § 71006
The ahove periods may be changed under

special. rarely occurring cxrcnmstanoes

A shortened st.mm)l\ )wnod may not be

less than 30 days (35 U.S : 133).
710.02(e¢) T ime-Limit Aections:

' uations m Which Used
[R—-24]

As stated in §710.02, 35 Uq C. 6 prov 1de\
anthority for the Commmqoner to establish
mles and Iegu].ltmns for the conduct of pro-
ceedings in the Patent Office. Among the
Rules “are certain sitnations -in  which ‘the
Examiner sets a time hmxt within which some
specified action should be taken by applicant.
Some gituations in which a time limit is zet are:

(a) A portion of Rule 203(b) provides that
in suggesting claims for interference:

‘The parties to whem the claims are suggested will be
reqginired to make those ¢laimg (i, e, present the sug-
gosted claims in thelr appllcations by amendment:
within a specified time, not Jess than 30 days, in arder
that an interference may be declared.

90.1

In this case response to the Qflice
“than sok,days. for reply.

Siimit shau'

325 0.G.3.

ec1f3c'itmn a

“incinde an indiecation on first page form letter ‘“»rf the period for response ’,\\hiolww” is longer,

V.]uq h reads ¢

atutorv perlod for Te-

To mpond to ‘mv Office action on the merm

- remainder of the permd for response, which.
“ever is longer, to remit any additional fees 1 re-

response to an Office action,

Sit-

) | mzmi ), ead 110101 (i),
Rule 208(b) pmmdmc ,

Pmmed elaims stnting ln hﬁs M‘ﬂ(m w&y e amm

ot mitke the cleims atid st a time ot set loss
18, zz[tm- resprmse by othe
applicant, the rejection is made Anal, & similar thine ‘
e get for appeal.  Fallure to respor A
e'lpﬂ:ﬂ ‘ax th' chEe nwy be, w $thin Tise time fa

in the: aheence of n wti&fmmrv showing, be d@mm a

~diselaimer nr the invention clainmﬂ

e § 1101 ()O(ff

When applicant’s, action i< not ful Iy re
sponsive to the Office action, the Fxaminer
may give applicant one month oy the zﬂmﬁlmim’

i complete his response.  See Rule 135{(‘),
s follows ; :

When “a&etion bv the appﬂmﬁm is 2

Pitlr’ I.?;((')

 Lona fide attempt fo advance the ease to final action,
‘ ;md is substantially a complete response to the exum-

iner's action, hut consideration of some matter or com-

'f'gzz:mw with some requirement has been inadvertently

\uuzted ‘opportunity to explain and supply the omis-
sion may e given lwforﬂ tho qm‘ath\ll ut‘ abmxdunmuxt
is considered. i
See § (14 03. ‘ '

(d) Inapplications filed on or nfrm ()«-tnher
25. 1965, applicant is given one month or the

auired for the submission of an umemlment mn

See 88 607 and 714.03,

{e) To ratify or otherwise mnm‘! an un-
S crned amendment, applicant is given one
month or the remainder of the period for
xJ-pouse, whichever is longer. :

see 271401 (a). :

ifj \\ here an application is otherwise allow-
able but contains a traverse of a requirement to
restrict, one month is given to cancel cliims to

"mmlected invention or species.or take other

nppmprl.nte action. See Rules 141, 144, and
§3809.02(c) and 821.01.

{g) If there is a defect in the fornmat of a
streamlined continuation application which can
he corrected, applicant i given one month to
correct th(, defect. ,

Nxo ’201.0%.

<210, 02(d) Difference Betwoen Qhort-
ened Statutory and Time-
Limit Periods [R-24]

The distinction between a limited time for
reply and a shortened statutory period under
Ritie Bt should not be lost sight of. The pen-

Rev. 24, Apr. 1970




A rejection on the groun

}5
mer is appealable. On the other hand, a

yuplete failure to respond within the set stat-
arory period. results n '
‘entive application. * Thi

“a petition to reviv
“awas unaveidable.  Further, where
sponds a day or two after the time 1i
may be excused by the Examiner if sat
torily explained; but a response one day late
in & case earrying a ~hortened statutory perind
nuder. Rule 136, no matter what the excuse,
results in abandonment: however, if :
in advance extension of the period may
oranted Examiner, provided the exte

8

ion d ond the six months™ period.

&

he Office action. See also

Extract from Rule 136. (b) The time for reply, when
a time less than six months has been set, will be ex-
tended only for good and sufficient cause, and for a
reazonable time specified. ‘Any request for such ex-
tension must be filed on or before the day on which
_action by the applicant is due, but in no case will the
~mere filing of the request effect any extension. Only
one extension may be granted by.the primary examiner

in his discretion; any fli‘fthm-'é:':tension must be ap-.

proved by the Commissioners:In no cuse can any ex:

e _rension earry the date op which response to an action -

"is due beyond six months from the date of the action.

Tt should be very carefully noted that neither
the Primary Examiner nor the Commissioner
“has authority to extend the shortened statutory
. period unless request for the extension is filed

on or before the day on which applicant’s re-

sponse is due. While the shortened perinod may.
be extended- within the limits of the statntory

six months’ period, no extension can operate to
extend the time beyond the six months.
“ ompare. however, Rule 135 (¢) and § V14.03.
.ny request under Rule 136(b) for extension
of time for reply to an Office action mnst state a
reazon in support thereof: nnder the present
poliey the application of the Rule will entail
onlv a Hmited evaluation of the stated reason.
This liberality will not apply to '
(1) any requests for more than one-month
extension, and
(2) second and subsequent, requests for ex-
tension of thne to reply to a particular
Office action.

Rev, 25, Oct. 1970

fac-

~shounld be forwarded
‘ing of the duplicate.

e for action,
for extension a

d accompanied by a stamped re-
* turn-addressed envelope, the O

the action taken on the duplic

person requesting t

request is granted, no further ac

~tion is necessary: when it is denied, a formal

lette‘r]of,;denial, giving the reason for denial,
promptly after the mail-

Request for extension of time may be made by

cgiven and the action taken communicated to

applicant at the earliest practicable time; if an -
_attornev’s copy as well as the duplicate copy.is
“submitted, it 15 sufficient to merely indicate on
‘hoth' copies that the extension will be granted

if the request is timely filed. ‘

For purposes of convenience, a request for
an extension of time may be personally de-
livered and left with the Examiner to become
an official paper in the file without routing
through rhe mail room. The Examiner who ac-
cepts the request for an extension of time will
have it date stamped with the Group stamp,

If the 1.‘(1,1;1:95:{}5);- axtension is not presented

~in duplicate, the applieant should be advised

promptly by way of form letter POL~327 re-
garding action taken on the request so that the
file record will be complete. L

- The filing of a time‘y first vesponse to n final
rejection having a shortened statutory period for
response is construed as including a réquest to
extend the shortened statutory period an nddi-
tional month even if provions extensions have
heen granted, but in no case ta exeeed six months
from the date of the finad netion, (See § Vi4,15,)

710.04 Two Periods Running [R-
24] | f

There sometimes ariges n sitwation whepe fwo
different  periods for vesponse ayve running

902

indicate

Utilization of this

~hand delivery of a duplicate copy of a request
which has been filed. Prompt consideration is




‘an application, the one limited

- regular statutory period, the other by

. ited period set in a subseq e action.

e running of the first pe is not sus-

pended nor affected by an ez parte limited

. time action or even by an appeal therefrom.

~ For an exception, involving suggested claims,
- see §1101.01(n). e

'71‘0.0443) a

Copying Patent
(R-241
~ Where, in an 51]_)[:§liéntinn in which there is an

unanswerad rejection of record, claims are
~copied from a patent and all of these claims
are rejected there results o situation where two
different periods for response are running
against the application. One period, the first,

Claims

swered rejection of record, the other period is

. ‘jection (either first or final), established under
~ Rule 206. The date of the last unanswered
_Office action on the claims other than the
* copied patent claims is the controlling date of
the statutory period, ~(Ex parte Milton, 164
Ms. D. 1. 63 USPQ 132 and Ex parte Nelson,
164 Ms. D. 361, 26 J.P.O.S. 5641  See also
§1101.02(f). St i

710.05

Period Eliding on Saturday.
Sunday or Holiday [Rf-26] :

85 U.5.C. 21. Day for taking action falling on Satur-
day, SBunday. or holiday. When the dar. or the last
day, for taking any action or paying any fee in the
United States Patent Office falls on Saturday, Sanday,
or.n holiday within the District of Columbhia. the ac-
‘tion may be taken. or the fee paid, on the next succeed-

-ing secular or business day. ' IR
= Rule V. Times for taking action; expiration on Satur-
day, Sunday. or koliday. Whenever periods of time
are specified in these rules in days, calendar days are
intended. When the Aay, or the last day, fixed by stat-
ute or by or under these rules for taking any action or
paying any fee in the Patent Office falls oo Saturdey,
Sunday, or on a holiday within the Distriet of Colum-
bia, the action may be taken, or the fee paid, on the
next succeeding day which I8 not a Saturday, Sunday,
or.a holiday. See rule 204 for time for sppeal or for
commencing civil action. :

As of Janunary 1, 1971, the holidays in the
Distriet of Columbia are: New Year's Day,
January 1; Washington’s Birthday. the third
Monday in February; Memorial Day. the last
Monday in May: Independence Day. July 4:
Labor Day, the first Monday in September:
Columbus Day, the second Monday in October;
Veterans' Day, the fourth Monday in October;

91
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 Order 10,358; 17 F.R. 5260.

' the limited period set for response to the re-

the date of receipt. The Saturd
-and/or holiday is also indicated.

| 710.06 Miscellancous Factors Deter-

and this error is called to the attention of the
Office before the expiration of the period for
~ response, a new period for response starts from
- the date of the Office letter giving the correct

710.06
giving Day, the fourth Thursday in

- November; Christmes Day, December 25; In-

auguration Day (January 20, every four years).
“henever a holi ag falls on a Sunday, the fol-
wing day (Monday)} is also a holiday. Ex.
 When a holiday falls on a Saturddy, the

grecedmgday, Frid&y, is considered to be a holi-

~day within the District of Columbia and the

Patent Office will be closed for business on that
day {5 U.S.C. 6103). Accordingly, any action
or fee due on such a holiday Friday or Saturday
is to be considered timely if the action is taken,
or the fee paid, on the next succeeding dey which
is not a Saturday, Sunday or a holiday.

When an amendment is filed &

g , (3:{, or two
later than the expiration of the period fixed by

statute, care should be teaken to ascertain

is the regular statutory period of the unan-  Whether the last day of that period was Satur-
y riod is  day, Sunday or a holiday in the District of

Columbia, and if so, whether the amendment
was filed or the fee paid on the next succeed-
ing day thc’hffi'ysunot’a b‘aturdny,,Sunday‘or‘a, -

~holiday. . g
- An amendment received on such succeeding

day which was due on Saturday, Sunday or a
holiday is endorsed on the file wrapper with
ay, Sunday

Where the citation of a reference is incorrect

citation and forwarding the correct copy. The

previous period is restarted regardless of the

time remaining. See § 707.05(g) for the manner

of correcting the record where there has been

an erroneous citation. i
Where for any reason it becomes necessary

to remail any action (§707.13), the action
~shonld be correspondingly redated, as it is the

re-mailing date that establishes the beginning
of the period for response,  Exz parte Gourtoff,
1924 C.D. 153; 329 0.G. 536.

A supplementary action after a rejection ex-
plaining the references more explicitly or giv-
ing the reasons more fully, even though no

- further references are cited, establishes a new
date from which the statutory period runs.

If for any other reason an Office action is

~ defective in some matter necessary for a proper
_response applicant’s time to respond begins

with the date of correction of such defect.

Rev. 26, Oct. 1970



T wmmx.m PROCEDURE

?ll 01 Expresa or l‘ormsl Abandon-

gie }36) the appllcauon will bemme sbandoned

: by Prosccutlon of an application to save it from
, ;abamianment mnst inelude such complete and prnper
“ aetion as the condlthm of the case may require

proceedings relative thereto, shall not operate to save L

the application from abandonment,

{¢) When action by the applicant Is & hona ﬂde at- '
tempt to advance the cuse to ﬂna) action, and is sub-

stantially a2 complete response"y the examiner’s action.

but consideration of some ma
some requirement has been iuadvertentlv ‘omitted, op-

portunity to explain ard supply ‘the omission may be

given before the question of abandonment is considered. .
: (4) Prompt ratification or filing of a correctly signed
-copy may. be accepted in case of an unsigned or im-

proper!y signed paper.  ( Seerule 7.)

ule 138. B, pms gbandorment. Ana limtion ma
R @ 14 7 . abandonment.

be expressly abandoned by filing in the Patent Office a

- written declaration of abandonment signed by the ap-

~plicant himself and the assignee of record, if any, and
Esxcept ‘as provided in

idertifying the ‘application,.”
“Rul2"262 an appfication may also be-expressly -aban-
doued by filing a written declaration of abandonment
signed by the attorney or agent of record. Express
abandonment of the application may. not be recognized
by the Oﬁce unless it is actually received by appro-
priate officials in time to act thereon before the date
of issue.

Abandonment may be either of the mventl(m
or of an application.
cerned with abandonment of the 1pphcatlon‘
for patent.

An abandoned apphcatlon. m accordance
with Rules 135 and 138, is one which is re-

moved from the Office docket of pendxng cases

through :
1. formal abandonment
~a. by the applicant, himself ( acquleqced in
~ bv the assignee if there be one). or
b. by the attorney or agent of record (in-

cludmgz an associate attorney or agent ap-

pointed by the principal attorney or agent

and whose power is of record) ; or

2, failure of applicant to take appropriate
action within a specified time at some stage in
the prosecution of the case.

Where an applicant, himself, formally aban-
dons an applieation and there is a corporate as-
signee, the acquiescence must be made through
an officer whose official position 1s indicated.

See 8712 for abandonment for failure
to pay issuc fee,

Rev. 268, Oct, 1070

ot compliance with

aaid amendment iz sigmed by the apphc'mt

~ entered- and applicant should Dbe notified as

“explained in $§714.03 to 714.05. But see

This discussion is con-

a letter' “

' ‘expressly abandomng an ap iwatmn {not in
. issus})
,'acknowiedge recezpt thereof, indicate whether
it does or does not comply w:th ‘the requlre-

_received, the KExaminer should

‘ments of Rule 138. ;
If it does comply, the Examlner should re-
Eond by using form POL-327 and by checking
8 appropriate boxes which indicate that the

_letter is in compliance with Rule 138 and that
 the ‘{)phcatxon 15 bem
. A&bu,ll

forwarded to the
oned Files Unit. ‘he Examiner’s sigha-
ture may appear at the bottom of the form. If:

~such a letter does not comply with the require-
‘ments of Rule 128, a fully explanatory etter

should be sent.
In view of the doctrine set forth in Ex parte

Tasscell, 1884 C.D. 6G: 29 OG 861, an.amend-

nient cancehng all of the claims. even though

himself and the assignee, is not an express
Such an amendment is re-
gnrded as non-responsive and should not be

§ 608.02(i) for situation where application is
qbandoned along with transfer of rawmgs to, :
a new appllcatlon

AFTER Vm‘wr 0F ALLOWANCF.

letters of abandonment of allowed applica-
tions are qcknm\]edged by the Issue and
(inzette Branch.

Rule 318 provides that an nllowef{ applica-
tion will not be withdrawn from issue except by
approval of the Commissioner, and that after
the first portion of the issue fee has been paid

and the patent to be issned has received its date

and number, it will not be withdrawn for any
_reason except mistake on the part of the Office,
~or because of fraud or illegality in the appliea-

tion, or for ‘interference. In cases where the

 second paragraph of Rule 313 precludes giving

effect to an express abandonment. the appropri-
ate remedy is a petition under Rule 183, show-
mg an ottmordmarv situation where iustice re-
quires suspension of Rule 313,

The Defensive Publication Program is set
forth in § 711.06.

711.02 Failure To Take Required Aec-
tion During Statutory Period
[R-20]

" Rule 135 spercifies that an applieatiorn he.

comes nbandoned if applicant “fails tn prose-




cute” his a
period L

5 oﬁaﬂum.
period, or
9. insuffiei )
take “complete
~ tion of the case may reqmre” wathm the st
‘ toxz period (Rale 135).
. Abandonment
presents no problems.

Nor is there ordmamlv any part:cular dlﬂiQ ~

;éntu‘e faﬂure ro mpond
‘ . ence near the end of the

- running against the case, see § 1101.01(n).

nd pfoper actnon, as the condi-
: failure to perfect an appeal as required by

71168

. 5 e abandom&

issel of apjeal to CCP.A. or
, where there was not filed prior to,
issal an amendiment putting the cases

ondition for issue or fully responsive to the
ard’s decision. Abandonment results from

_ C.C.P.A. Rule 25. See §§ 1215.05 and 1216.01.

ulty when an amendment reaches the Office .

not the Group) after the expiration of the

- statutory period. The case is abandoned and
© the remedy is to petition to revive it. The Ex-
aminer should notify the applicant or attorney

‘at once that the application has been aban-

‘doned by using form letter POL-327. The
proper boxes on the form shounld be checked
- and the blanks for the dates of the proposed

- amendment and the Office action completed.
The late amendment is endorsed on the file

wrapper but not forma,lly ‘entered. (See

§714.17.)

To pass on questions. of abandonment it is
essential that the Examiner know the dates
‘that mark the beginning and end of the statu-
tory period under varying situations.
cant’s response must reach the Office within the

date stamped on the Office letter. § ‘10

“See
to 710.06.) |

711 02(a) Insuﬁiclency of Response‘

[R-24]

Abandonment may resu]t in a sxtuatmn

t’ ly is within th ifor
where applicant’s reply is within the period for , mg all the claims present in the application as

“counts and the application loses the interfer- L
~ence as to sll the claims, then proceedings on

‘response but is not fully responsive to the Office
actlon. But see § 710, O’(o),par (c). Seealso
8§ 714.02 to 714.04.

| 7 11.02(b) Speclal Sltuatlons Involv-
[R-23]

ing Abandonment

The follomng situations involving questions
~ of sbandonment often arise, and should be spe-
cially noted: ~

1. Copying claims from a patent when not
suggested by the Patent Office does not consti-
tute a response to the last Office action and will
not save the case from abandonment, unless the
last Office action relied solely on the patent for
the rejection of all the claims rejected in that
action,

2. A case may become abandoned through
withdrawal of, or failure to prosecute, an ap-
peal to the Board of Appeals. See 3§ 1215.01 to
1215.04.

382-764 O—T(mmened

- set statutory period for reply dating from the

. earlier ecase.

Appli- ¢

93

: the same as if it were abandoned on that date

‘ fhe application is in a sense revived). See § 712.

kappeal or civil action was filed.

4. Where claims are suggested for interfer-
period for response

5. When drawings are transferred under
Rule 8&5 See” '~6080‘)(1) Y : ‘

. '_711 02 (c) Termmatmn of Proceed

' [R-23]

“Termmatxon of proceedmgs is an expm-
- sion found in 85 U.S.C. 120. As there stated,
_ a second apphcat]on is considered to be co-

pending with an earlier case if it is filed before
(a) the patenting, (b) the abandonment of, or
(c) other termination of proceedings in the
“Before” has consistently been
interpreted, 111 this context, to mean “not later

than”,
~ In each of the followmg mtuatmns. proceed-

fmgs are terminated:

1. When the issue fee is not pald and the ap-

‘ phcatlon is abandoned for failure to pay the

issue fee, proceedings are terminated as of the
date the issue fee was due and the application is

(but if the issue fee is later accepted, on petition,

- 2. If an application is in interference involv-

that application are terminated as of the date
appeal or review by civil action was due if no

8. Proceedings are terminated in an applica-
tion after declswn by the Board of Appeals
as explained in §1214.06.

4. Proceedings are terminated after a deci-
sion by the court as explained in §§ 1215.05 and
1216.01.

711.03 Reconsideration of Holding of
Abandonment; Revival

When advized of the abandonment of his
application, applieant may either ask for recon-
sideration of such holding, if he disngrees with
it on the basis that there is no abandonment in
fact; or petition for revival under Rule 137,
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; npon an application in which no action
phmmt was ta during the period
sponse, he may reverse his mldmg asto
or not an amendment received during

period Was"espope:u and act on a case of such

character which he has previously held aban-

doned. This is not a revival of an abandoned ap-

,phmtmn but merely a holding that the case was
~ never abandoned. %e also § 714.03,

" 711;03(_1;) Holdmg’Ba'

When an amendment reaches the Patent‘
Office (not the Examining Group) after the
expiration of the period for response and thereis

no dispute as to the dates involved, no question

can be presented.
However, the Examiner and the apphcant

situation, as in the situation involving suffi-
ciency of response, the apphcant may take issue
_with the Examiner and point out to hlm that
his holding was erroneous.

 711 03(c) Petitions Relating to Aban-

 donment  [R-24]}

~Rule 13‘7 Revival of abandoned applwaﬁon An ap-
 plication ‘abandoned for fallure to prosecute may.be
revived as a pending application if it is shown to the
satisfaction of the Commissioner that the delay was
. unavoidable. -

of the
unless it has been previously filed, and by the petition
fee. :

2\ decision on a petition to revive an aban-
doned application is based solely on whether a
satisfactory showing has been made that the
delay was unavoidable (35 U.S.C. 133). A peti-
tion to revive is not considered nnless the peti-
tion fee and a proposed response 1o the last
Office action has been received (rule 137).
While a response to a non-final action may be
either an argument or an wmendment under
Rule 111, a response to a final action “must in-

Rev. 24, Apr. 1670

er has no authontv to act ’

“informing him of the specific defects in his

of reconsideration of a holding of ‘1bdndonment .

may disagree as to the date on which the period  one-month limit,

for response commenced to run or ends. In this

A petition ‘to revive an ahandoned ap-.

plication must be accompunied by a verified showing:
causes of the delay, by the proposed response

mellatmn of, or appeal from the m;ec«'
' mm s rejected” under Rule 112,
where a final rejec-

pm;mned _response re-

of a petition to revive

\l or an amendient that

the reject c}azms or otherwise prima

- facie pliwee the application in condition for

allowance. In those situations where abandon-

ment occurred becaunse of the failure to file an

~ appeal brief, the proposed response, reqmred

for consideration of a petition to rev

_include a brief accompanied by the pr ; o

The granting of a petition
serve in any way as a detenmmtzon that the
proposed response to the Office action is com-
pletely responsive. Revived applications
forwarded to the Examiner to determine
completeness of the proposed response. Such
applications must be taken up Special. If the
Examiner determines that the response is com-
plete, he should promptly take the case up for
action. If the proposed response is not a com-

- plete response to the last Office action, the Ex-

aminer should write a letter to the applicant

response and set a oue-month time limit for
applicant to complete his response. If the appli-
cant does not complete his response within the
~the application is again

" abandoned.

‘A petition to revive an abandoned apphca- :
tion should not be confused with a petition

from an Examiner’s holding of abandonment.

Abandonment may result not only from insuffi-

~ciency of response but also from entire failure

to respond, within the shtutorv perlod follcm- :
ing an Office action. '

Where the holding of f1bandonment is predi-
cated on the insufficiency of the response, or
disagreement as to controlling dates the peti-
tion from such holding comes under Rule 181
and does not require a fee.

Where the applicant acquiesces in the hold- :
ing of abandonment, or where the petition
from such holding is denied, applicant’s only
recourse, so far as concerns the particular case
involv Ld is by petition to revive.

See§ T 712 fora petition for late pa,3 ment of the

‘issue fee.

711.03(d) Examiner’s Statement on

Petition To Set Aside Ex-
aminer’s Holding [R-23]

Rule 181 states that the Kxaminer “may be
directed by the Commissioner to furnish a
written stafement within a specified time set-




matte;

copy th
_ ever, the ;
' 'st,atement, g
s clear from the record. Umnless
_such a statement shrm]d not be pmpared

f‘~ 1002.01.

reque&ted lf the issue raised
requested,

, ‘711 04 stposmén

pllcanons [R-23]

. Extract from Rulc 11}. ,Aband applications may
~ ba destroyed after twenty years g
_except those to which particular attention has been

led ‘and which have been
bandoned applications will no

As cxplamed in § 1302.07, a

stroyed

711 04-(a) Pullmg and Fo:' ardmg
‘ [R—23]

The files and drawings of abandoned apphca-: '

tions are pulled and forwarded to the Aban-
doned Files Unit on a bi-weekly basis in ac-
cordanze with the chart in Section 505.E(1) of
the Manual of Clerical Procedure.

They should be carefully scrutinized by the
appropriate Examiner to verify that they are
actually abandoned. A check should be made
of files containing a decision of the Board of

: doned Files Unit.

711.04(b)

[R-23]

Abandoned files may be ordered by Ex-
aminers by sending (through the Messenger
Service) a completed Form P0O-125 to the
Abandoned Flk‘s Unit. The name and art unit
of the individual Examiner ordering the file
should appear on the form and the file will be
sent to him through the Messenger Service.

Abandoned files more than ten years old
which have not heen marked for permanent
retention are stored in a nearby Federal Rec-
ords Center. Orders for these old files require
at least two days for processing. The file should
he returned pmmpth when it is no Inngv
needed.

EXpEDITED SERVICE

Fxaminers may expedite service by ordering
abandoned files by telephone (Ext. 3180),

"Ahandoned Ap- '

n their filing date,

or preservation.

sed to 1nd1cate apphcatmn: not to be de-

Appeals for the presence of allowed claims to
avoid their being erroneousix sent to the Aban-

Ordermg Abandoned Fllcs

106 Dot v A R
_ceived After Applieatmn Is
Aliowed [R—-23] o

Recezpf of a letter of abandcmnent while an

appucqhon is dilowed, is qcknow]edged bv the

Issue and (Gazette Branch.
An express abandonment arriving after the
“issue fee has
‘has received and number will not be
w‘epted with owing of one of the rea-

sons indicated in. 313(b), or else a showing
under Ruie 181 just nng k\bpemmn of Rule
'}1 ) ; 2

711 06 Abstracts. Abbreviatures and
' | Defenswe Pnbhcatmns [R~24}

ABSTRACTS

o Ab%tracts were prepared in accordance mth :

the Notice of January 25, 1949, 619 O.G. 238.

~ Each abstract includes a summmary of the dis-.
- closure of the abandoned application, and in a

: phcatlonq havmg drawings, a_figure of t e,

drawing. The publication of euch qbetmcts was

discontinued in 1953. '

ABBRFVL-\T‘C‘.RES

Abbrenaturcs were prepared in. accordame

~with the procedure indicated 1n the Notice of

October 13, 1964, 808 O.G. 1. Each abbrevia-
ture contains a specific portion of the disclos-
ure of the abandoned application, preferably
a detailed representative eiaim, and, mn applica-
_tions having drawings, a ﬁcrme of the drawing.
The publication of such abore\ iatures was dlS-
continued in 1965. ;

DEFENSIVE PUBLIGATIONS

 Rule 139. Waiver of patent vights. An applicant may
waive hig rights to an enforceable patent based on &
pending patent application b fing in the Patent Office
a written waliver of patent rights a consent to the pub-
lication of ‘an abstract, an anthorization to open the -
complete application to inspection by the general pub-
lie, ‘and a declaration of abamionment signed by the
rapplicant and the assignee nf record or by the attorney
or agent of record.

A. Defensive Pub]imti(m Program

An applicant may request to have an abstract
of the technical disclosure of his application
published as a defensive publication abstract

under Rule 139. The request may be filed only

(1) while a pending application is awaiting the
first Office action or (2) within 8 months of the
earliest effective 1.8, filing date if a first Office
action has heen issued and responded to within
saidd 8 month period. The application is laid

Rev. 22, Apr. 1970

n paid and the patent to issne L




: de %ensue pnbhcah n of m 3
: precludes a ‘tmumg applie

der 35 U {rom being en
benefit of the hlmg‘date of the

shed application unless the ¢

tion is filed within thlrt} (30) mon
the earliest effective U.S. filing date. §
similar apphcatzon i
the thu't

the earlier filing
© tion applicati

 the ground of estoppel.

'he denial or approval of ' equemt or defen-
e auperﬂaorv ‘

~ sive publication is made by
Primary Examiner.
An application having the

processed promptly for. pubhcatxon nf the

public. A request for defensive publicati
“not be withdrawn after it has been .

the Office.
No fee is reqmred for the defens

tmn of an application.

The Defensive Publication Abstr t and;f"a' |
; se]eoted figure of the drawing, if any, are pub-
~ lished in the Official Gazette. Defensive Publica- -

tion Search Copiecs, containing the defens

. Publie Search Room and the Examlrer s ~earch
files.

publication

B Reqmrementq for a Statement Requestmg
Defensive Publication =~

An application may be considered for dpfen-
_sive publieation provided applicant files a
request under Rule 139 agreeing to the condi-
tions for defensive puhhmtmn The statement
wque%tmg publication should: (1) be sigmed by
the assignee of record, or by the attorney or
agent of record, or by the applicant and the as-
signee of rer ord, if any: (2) request the Com-
missioner to publish an ‘abstract of the disclosnre
in the 0.G.; (3) authorize the Commissioner to
lay open to public inspection the complete ap-

Rev. 24, Apr. 1070

filed after expiration of
(30) month period, the application
d, ay not claim the benefit of
date of the defensive publica-
. The Examiner should require

the cance]latlon of any claim or statement in-
tended to obtain the benefit of the earlier filing

. ~ Abstract™ and may contain up to 200 words and
_ date in such cases, objectmg to its mut:]u~ on on

bean expanded version of the fﬂ)stmct requlredf
‘under Rule 72(b). ‘

_ proved

na request for
defensive publication is taken up special by the . fensive publication

Examiner, and if acceptable, the apphvatmn is

‘cation bec

abstract and opening of the application to the
(b) itis conszdered advertising, frivolous, scan-

epted by . ;
: ‘etc., or (c¢) the disclosure is clearly annmpaied

publication abstract and suitable drav.mzﬂ if
any, are provided for the application file, the -

5hould

The defenm'e pubhonhon apphoafmn ﬁles‘
are maintained in the Record Room after

pon p nhcatmn of the abﬁmct in the
ressiy 8l

he applicstion to

rliest 17.8. effec-

p ion unless inter-
e been initiated within
) waive all rights to an en-

. 1sed on said application as
continuing application filed more '
ter the earliest effective (; ’

he application to the extem ne»f'essars to deter-
niine whether it is suitable for publication and
he also should ascertain that the abstract and

the selected figure of the drawing, if any, ade-

quatel reflect the technical disclosure, The ab-
uld be entitled “Defensive Publication

The est for defensive pubhc‘ztmn 15 dleap- o
the Esaminer if (1‘) there i 1s some n-
formality in the application or drawings, (2)
the reqmrpmenta of th ement requesting de-
ribed in B above have
rject matter of the
suitable for publi-
s national security ;

not been met, or (3
application is not consi

dalous, lacking utility, or against public policy,

by l‘e‘tdl]) available art, and publication would
not add anything to the fund of public knowl-
edge (matters of quentabxhtv'me o'enemlly
not considered and no search is made).

If there are defects in the request for de-
fensive publication which cannot be corrected
by Examiners ‘Amendment, the Examiner
notify applicant in writing, usually
roval and indi-

giving the reasons for disappr
> made. Appli-

tmg how corrections may

- cant 1Is given a period of one (1) month within
which to make the necessary corrections. Fail-

ure to correct a defect as required results in non-
acceptance for defensive publication, and in
resumption of the prosecution of the applica-
tion by the Office in its regular turn.

In those instances, however, where the sub-
]ect matter is not suitable for pubhmtlon. the
request may be disapproved by the Examiner
without - ex ;].matmn I'nder  these cireum-
stances, the &' xaminer’s letter is first submitted

_to the Gronp Director for approval.

Petition may he taken to the Commissioner
from the disapproval of a request for defen-
sive publication.

Where the request is appurently fatally de-
feetive and involves subjest matter not con-




i iy

adv ertxsmg

clearly ant .1paed 'y
Examiner should g
plication and. prepare & cor
n When nouf5 mg apphf'ant

i

rectmn is requn‘e' 3
Application Branch

rmalities listed by
and by the Draftsman

omplete Office ac{

@ “aceeptable for defens

“entered. Amendmer
are not entered until approved by the Examiner.

sefore approval of the

request for defensive publication. Informali-

ties of the drawing are listed on the Notice of

Informal Patent Drawings and defects of the
1pphoatmn are noted on the Natice of Informal

Patent Application. A letter notifying an ap-

licant of the informalities in a request for de
ensive publivation should end with the fo]]mv
ing paragraphs:

_“The request for: defen.sw ]‘)
not been approved in view of the noted inf
malities, APPLICANT IS GIVEN ONE
MONTH WITHIN WHICH TO MAKE THE
CORRECTIONS \’E(‘ESS
LICATION.

qpphcatmn in the normal manner.””
Where the heading “Def nsive Publxmtlon
Abstract” has been omitted, it is inserted by

Examiner’s Amendment, as are other rorrec-
tions to the abstract. The Examiner has the au- -

thority to add to the abstract reference numerals
of the figure selected for the 0.G., and to
designate a figure of the drawing for printing
in the O.G., or to change the selection made
by applicant. by Examiner's Amendment.

Informalities noted by the Draftsman on the

Notice of Informal Patent Drawings should be

ubhcatlon has:

ARY FOR PUB-

Failure to respond thhm the sot pmmd will
result in resumption of the proseoutlon of the

(1)

E. Prep.\mtmn of an A

_ments will be plac

R ;,Eih A
¥ fmm tue app? an
ifies him ‘in writing t
ule 139 is disapproved

S Public , ,
After determinin ‘ pphcatwn is
ublication the Emm-
iner indicates whic apers, if any,

accompanying the request

If filed after receipt of the request, amend-

i

entemd unless the subject matter of the amend-
ment. is in respome 0 a reqmrement by the
Examiner.

_ The designated spaces on the face of the h];e
rapper for class, subelass, elaim for foreign -
riority and prior United States application

~data are appropriately completed.

The Defensive Publication Retenhon Label
entifies Defensive Publication Applications
ily and is affixed by the Examiner in the space

~on the file wrapper reserved for the retention
1label. Issue and Gazette Branch complete the
-date of publishing and O.G. citation of the De-

-e Publication Rerention Label.
he spmew ht]ed Prep for Iesue

*and

‘aminer befole slgnm'r (The clerk’s slﬂ'nature

is not necessary).

The “blue . i1ssue™ used on defensiv 9 

h]ll t‘

publication d])p]l(‘dt!ﬁns and is (ompleted inthe

corrected where appropriate and shonld be
handled as follows: The Examiner notes in pen-
cil in the left margin of the drawing the num-
ber of the figure selected for defensive publica-
tion in the O.G. and returns the drawing with

the file to the Draftsman for further considera-
tion in view of the request under Rule 139.
Although the selected figure itself must meet all
the drawing standards, the Draftsman may
waive rerquirements as to the remaining figures
which need he formal only to the extent of
being sufficiently clear for reproduction, The
Draftsman will note on the drawing and all
copies of the Notice of Informal Patent Draw-
ings “Approved for Tefensive Publication
Only™. (If the application is later passed to
issue, /7 drawing informalities must be cor-

96.1

usual manner except that in the space desig-
nated for the Patent Number the Examiner
writes “Defensive Publication™.  Cross refer-

ences are designated only in those subclasses
~ where the Examiner believes the subject matter -

will be of significant interest to warrant it.
With respect. to the drawings the procedure
is the same as for allowance and the Examiner
fillz in the appropriate spaces on the left mar-
gin. in the Draftsman’s “Approved” stamp
area.

F. Citation of Prior Art in a Defensive

“Publication Application ,
Since the defensive publication procedure
mxkes the disclosure of an application avail-
able to the public, usually before it or any con-
tinuing application is patented, citation of
prior art under Rule 291 by any person or party
is accepted for consideration in the event ex-
amination is subsequently conducted, Such ¢i-
tation is endorsed on the file wrapper “Con-

Rm'. 24, Axvr. 1570

in the file. hut will not be




uch an

tion Apphcahon
ferences , ;

vDurm the five war peuod from its 'earheif:]
.8, effective filing date, interferences ‘may

be declared between defensive pubhaatm,, ap;

plications and other applications and/or pat-
" ents in accordance with existing mterfere"}ce,'
- rules and procedures.
~ Examiners search the Defensuc Pubhcation e :
~an abstract, abbreviature or defensive publica-

“tion has been prepared, in the sense that. thejri;,'__ S

Search Copies in the regular patent search

files, when making patentability searchs. Where

~ the claims of a defensue publication applica-

 tion recite substantiallv the same subject matter

as the allowed claims, the allowed claims should
be suggested for interference purposes to the
defensive publication application
claims would be allowable therein.

" ing with the termination of the interference

proceedmgs or the mallmg of a decision re-

fusing the interference.
- Termination of the mterference in favor of

the defensive publication application would

r\ander the express abandonment ineffective but
would not result in the issnance of an enforce-

able patent. The Examiner cancels by Exam-
“iner’s Amendment all’ the eclaims in the case

except those awarded to applicant and sends the
case to issue. The Notice of Allowance in these

cases will be accompanied by a statement in-

forming the applicant that when the issue
fee is remitted, a disclaimer of the entire term
of the patent to be granted, must be included
~in accordance with 33 U.S.C. 253.

Distinct numbers are assigned to all Defen-

sive Publications published after December 6.

1569, for example.
T ' 69 001—

able monthly.
—0.G. volume munber, :
» —Document category, T for
Technieal disclogure,

Defensive Publications are included in sub-
elass lists and subscription orders. The distinet
simbers are used for all official reference and
deximent copy requirements.

A conversion table from the application
«rial number to the distinet number for all
Tk{t«n%nﬂ Publieations published hefore De-
t‘t.,m!wr 16, 1969 appears at 56 )( ).G. ()Ss

Rev. 24 24, Apr. 1970 ’ : ' ’ 9.2

if these/’

“Abandonment of a defensive publication ?p- v ¢lamls under 35 U.S.C. 102 and 103.
'ph(;';"ltxigl‘:‘;tl}} 8? o SZ’;;ZL%‘S{: ngf t},}?ugf; 13;.1 tg: i lications are listed with Other References in the
gi?ng of claims copied from a patent and end- '

Number series, 001-999 avad-'

ive pubhcahons (0 G Defensue, :

1 to as publications and not
cations. These
prior art under 35 U.S.C.

{'310'2("1) or 1@9(!) effective from the date of - e

publication in the Official Gazette. ;, -
An application or portion thereof from Whlch', ‘

application is evidence of prior lmowledge. may
be used as a reference under 35 U.S.C. 102 (a),
effective from the '1ctu.11 date of filing i u‘ the
United States,

These publications may be used alore or in
combination with other prior art in re]ectmg* :

Abstracts, Abbreviatures and Defensive Pub

citation thereof as follows:

(a) Abstractsand Abbreviatures
Brown, (abstract or abbreviature) of Serial

No. .. oy filed ool o ~----, published - i

in_.._...__0G. L S R

v, (]m classification).
(b) The O.G. defensive publication

Jones, Def. Pub of Serial \o Bl A E
ﬁled‘ Cha
0.G. ' Ly , Defensive
Pubhcatlon No. T —, —, (list classifieation).
(e} Search Copy defcnslve publication: (where .

a dls(‘]O‘llll‘G relied on is in the Search (‘op\

~ butnot in the O.(3. publication)

Jones, Def. Pub. Search Copy of Serial

Noo ool , filed e , pub-
lished in ___.____..__. 0G, o ... ,on
________ Defensive Publication No T — —

o list classification).
~id) Applications or demgnatod ortions thereof

abstracts, abbreviatur esan defensive pub-

lications ; :
. ]'ona\, Application Serial No. ... oLliil L
filed . ______ y laid open to public i in- )
spection on __-_-'__________-_'_'.“ as noted at
........... , O.G. __..___.__ (portion of appli-

- mon relied on) (list classification).

712 Abandonment for Failure To Pay
Issue Fee [R-24]

Yule 316, Application abandancd for failurc 1o paey
igaue foe, (a) If the fee specitied in the notice of al-
fowance 1s not paid within three months from the date
of the notice the application will be regarded as aban-

1d Defensive Pubhcatxon Search

rinted pub-




of the three-month ‘period.

. within three months ¢
ed showing or stateme
n of suficient cause for
pted by the Commissioner

An application
ure to pay the issuc fee was formeriy
as a forfeited application. . '

- When the three mo
. the issue fee might
*the file is returned
~Branch to
' pe

by the Issue and Gazette
tions are performed and the file and
are forwarded to the

it: %Vhen the issue fee is not ‘pai_d and the
application is abandoned, proceedings are ter-
minated as of the date the issue fee was due.
The application is abandoned on that date (but

ree month period following such abandon-
ment, it is possible to petition the Commissioner
to have the application issued as a patent. Such
tition must be supported by a verified show-

“accompanied by the proper issue fee and the fee

for late payment.

i
the three month period following the abandon-
ment (six months after
allowance) and granted, such abandoned appli-
cation cannot be revived. In this respect an

" abandoned application that has passed through

" the six months’ period indicated in Rule 316
differs in status from an application that has be-
come abandoned under the provisions of Rules
135 and 136 in that the latter may be revived

] If this
paid but is submitted. with the

’ period within which
ve been paid has expired,
the Examinmg Group. Certain cler- ' ! as r

ERirdaiai ] . ~call, in order o insure that the Primary

Abandoned Files

if the issue fee is later accepted, on petition, the
alpplication is in a sense revived). ~During the
th

_1ng of sufficient cause for the late payment, and

f such a petition accom-
panied by the required fees is not filed within

the date of the notice of . IuX: . 1 ,
. the call should be terminated with an agree-

: éoﬁxplete written sytatementlo‘f,gthereasm presented :
, -at the interview as warranting favorable action must
‘ Ve S .7 be filed by the applicant. An intervis
abandoned by reason of fail- 4.y ‘

referred to

" will not be had before the first official action thereon.

4

~plication will be present in the Ofhice.
‘second Art Unit is involved (Patentability Re-

~ “appointment
~should be kept. Many applicants and attorneys

for the latter’s consideration
erview,

permitted at any other time or place without the
authority of the Commissioner. Interviews for the dis-
cussion of the patentability of pending applications

Interviews should be arranged for in advance.
b} In every iustance where reconsideration is re-
ested in view of an interview with an examiner, a -

‘does not remove
he necessity for response to Office actions &s specified

rules 111,135. S '
Interviews are permissible on any working
: cept during periods of overtime work.
" An interview should normally be arranged
for in advance, as by letter, telegram or phone
xXam-
iner and ‘or the Examiner in charge of the ap-
fice. When a

port), the availability of the second Examiner
should also be checked. (See § 705.01(f).) An
for ~interview once . arrang

plan trips to Washington in reliance upon such

~appointments. When, after an appointment has

been made, circumstances compel the absence

of the Examiner or Examiners necessary to an

effective interview, the other party should be

notified immediately so that substitute arrange-

ments may be made. When a telephone call is

" made to an Examiner and it becomes evident.
that a lengthy discussion will ensue or that the

Examiner needs time to restudy the situation,

ment that the Examiner will call back at a specl-
fied time. Such a call and all other calls origi-
nated by the Examiner may be handled through
the FTS (Federal Telecommunications System) .
even though a collect call had been authorized.

It is helpful if amendments and other papers,

under the provisions of Rule 137. Brenner v.

Ebbert ot al., 157 T"SPQ 609: 398 F. 2d 762:
Certiorari denied, 139 USPQ 799.

713 Interviews [R-24]

The personal appearance of an applicant,

.

such as the letter of transmittal, include the.
complete telephone number with area code and

_extension, preferably near the signature of the

writer. The unexpected appearance of an at-

~torney or applicant requesting an interview
~ withont any previous notice to the Examiner

attorney, or agent before the Fxaminer pre-

HN

may well justify his refusal of the interview
at that time, particularly in an involved ease.

Rev. 24, Apr. 1970



‘nature of the case is such that th 2
: ‘ d clarify spec
derstanding be
-applicant, an
the ‘1ppl :
sentmg him-

pared - ‘

, miedntnlv _prior to
iplete incoming tele-
re of an emex g_rencv

an intervi
phone calls

‘ equire furth
r should the Examiner
terview when it ap-
pe:u'c that no common ground can be reached
or when it ‘becomes apparent that the appli-
ation requires further amendment or an addi-

i ',’part1c1pa n'the interview. \
.*Durmg an interview with an apphmnt who

_is prosecuting his own case and is not familiar
with Office procedure the Examiner may ‘make
ns that will advance the prosecutzor' 3

caqe thxs hes \vhollv mthm his d)‘t

Howed for such’ mtervzewc ‘ .
- Examiners may grant one interview
‘ﬁn‘ﬂ rejection. See §713.09.

includes a request for an interview or a tele-
phone consultation to be initiated by the Exam-
iner, or where an ont-of-town attorney under
similar circumstances requests that the Exam-
iner defer taking any further action on the case
until the attorney’s next visit to Washington
(provided such visit is not beyond the date
when the Office action would normally be
given), the Examiner, as soon as he has consid-
ered the effect of the response, shonld grant
such request if it appears that the interview or
consultation would result in expediting the case
to a final action,

Where agreement. is reached as a result of an
interview, applicant’s rvpx(-q-nr.mw should be

Rev. 26. Oct. 1970

- EXsMINATION BY Ex.

‘ F\ammer shouje

 Where the response to a first oompleta s étfdn i

idment pursuant to the

mptly submitted. If

, the case for finci ac-
iner, s}muld take the case up as
uld await its turn.

ent.
Efu'ly mmmumc ation . of t,he resu1t= of the
~should be made to applicant; if
ndicate on attomev SCOpy any .lgree-
itial and date both copies.
Although entry of amendatory
ally requires actual presence o

matter usu-

proceed as far as practicable based on the dupli-
cate copy. The extent of smg wﬂl depend
on each ftmendment

NE O'rm:R TraN Tae

O~k Wno Coxnc

Sometlmes the Exammer Who conducted the
or
by

hat an interview had ‘been he]d the aecond, :
scertain if any agreements
were reached at the~,- terview. Where condi-
nons permit, as in the absence of a clear error
r knowledge of other prior art, the second

xammer should  take a position consistent

th the agreements previously reached. See
§ 812.01 for a statement. of te]cphone practice in_
estrietion and election of species qltumons

713.02 Intervneus Prlor to Flrst Oi’ﬁ
cial Actlon [R——24~]

“Prior_to ﬁhng no interview is pemutted

‘However, in the Examiner's discretion, a lim-
ited amount of time may be spent in indicating
the field of search to an attomev., searcher or.

: Hl\ entor.

A requeqt for an mtervne\v whether made
orally or in writing, prior to the first Office
action is untimely and will not be acknowledged

if written, or granted if oral; Rule 133(a).

@P\Rcm\c IN Gnov

“Search in the Group Art Unit should be per-
mitted only with the consent of a Primary

Examiner, ‘
Exrouspine PateNt Law

The Patent Office c.mnot act 4% an ex-
pounder of the patcnt law, nor as a con n~«=110r
for individuals. =

: the original
Cpaper, lixaminer and elerical processing should




713.03 ;I'n’t(:rview for
 Examiner Not.
_ Interviews that are solely

“sounding out” the Examiner, as by a local at-

torney acting for an out-of-town

should not be permitted when it

any agreement that w 1

tional upon being sa

attorney. ‘

Sllbstanc‘e‘ of Inte 7
 Be Made of Record

be made of record in the application, particu-
larly where agres _between attornev and

the Examiner is reached. See rule 133(b},

$713.

This is furiher
Rule:

Rule 2. Business to be transacted in writing. All
business with the Patent Office should be transacted in
writing. The personal attendance of applicants
their attornexs or agents at the Patent Office is un-

necessary. The action of the Patent Office wiil be based. g

exclusively on the written record in the Office.. - No at-
tention will be paid to any alleged oral promise, stipu-
lation, or understanding in relation to which there. is
disagreement or doubt. - ‘

To insure that any mutually acceptable con-
clusions reached at an interview are understood
by both parties, a memorandum summarizing

_these conclusions and the significance of any
exhibits considered or demonstrations made
should be prepared in duplicate and signed by
both parties to the interview, and a copy should
be retained by each. The copy retained by the
Examiner will be kept in the application file
nntil prosecution is completed. Such proce-
dure will not, however, relieve applicant of his
re’«:i)onsibi]iry under the second paragraph of
Rule 133. sy

In those cases where an interview is had but
no agreement is reached, the Examiner shouid
place an informal memorandum in the file to
this effect. The memorandum should be suffi-
ciently complete to make clear to others the
issues resolved and/or discussed in the inter-
view. =

Some Examiners prepare. for their own in-
formation, informal notes setting forth what
oceurred at the interview. These informal
notes do not become an official part of the
record. A convenient arrangement is to make

‘OF APPLICATIONS

interview must always

“ be pointed out in the next Office letter. If

brou;éht out by the following ’

71205

the notes on 4 by 6 cards which may be re-
th the file wrapper by means of the

flap. Al notes should be removed

at the time of allowance.

oranda discussed above are not an
part of the record, and should be re-
moved from the file if and when the case is
passed to issue or abandoned.

ExaMINER T0 CHECK FOR ACCURACY

Applicant’s summary of what teok place at

the .interview should be carefully checked to.
determine the aceuracy of any statement at-
“tributed to the Examiner during the interview,
(a) If there is an inaccuracy and it bears di-
rectly on the question of patentability, it should

‘the claims are allowable for other reasons of
record. the Examiner should withhold allow-
' means of an Ex parte Quayle action
] e record is clarified. (b) If the inac-
suracy does not bear directly on the gquestion
f patentability, the case may be sent to issue,
if allowable for reasons of record, but the Ex-
aminer should send a letter setting forth his
- version of the statement attributed to him. -
An inaccuracy with respect to an argument
presented at the interview; e.g., including in
the summary of the interview an argument not
then presented. should be treated as in (a) or
(b) above. . :

713.05 Interviews Prohibited or
Granted, Special Situations
[R-24]

Saturday interviews, see § 713.01.
Except 1n unusual situations, no interview is
permitted after the brief on appeal is filed or
- after a case has been passed to issue.

“An interview may be appropriate before ap-
plicant’s first response when the Examiner has -
suggested that allowable subject matter is
present or where it will assist applicant in judg-
ing the propriety of continning the prosecution,

Patent Office employees are forbidden to hold
either oral or written communication with a
disbarred attorney regarding an application
unless it be one in which said attorney is the
applicant. See § 105.

Interviews are frequently requested by per-
sons whose credentials are of such informal
character that there is serious question as to
whether such persons are entitled to any infor-

Rev. 26, Oct. 1970



- IS N U

~ THORITY FOR GRAN

. VIEW INVOLVING THI
THE APPLICATION.
- Howe terviews be |

erviews may be granted to per- ,
- sons who are known to be the local representa-  of the Examiner should not
 tives of the attorney in the case, even though OF 4

' is not of record in the

' their power of attorn ot of re t
yrticular application. When prompt action
18 important an interview with the local repre-

sentative may be the only way to save the ap- L

(See § 408.)

plieation from abandon . § 408,
e interview is un-

If the person seeki
known to the Examin
sion a copy of the ap
ner may accept his
person named as the at
emf)loyeé of such attorne)

Interviews normally shoul
unless the requesting party has
bind the principal concerned.

The availability of personal intervi

“Conference Period”, which is the time between * Prior to ti ew wnere 1t 1S I €
~ the Supply and Receiving Unit and forwarded

“the filing of applicant’s thorough first response

and a concluding action by the Examiner, for °

~ attorneys resident or frequently in Washington

is obvious. For others more remote, telephone

~ interviews may prove valuable. However, pres- .
~ent Office policy places great emphasis on tele-
phone interviews initiated by the Examiner.

. See §408. , ,

acceptable changes which would result in
- allowance. If there are major questions or

suggg’estions, the call might state them concisely,
an

soggest a further telephone or personal

applicant more time for consideration
discussing the points raised. =~

should always ;in?]ude an Examiner who does
have such authority, and who has familiarized

agreement may be reached at the time of the
interview, : IR .

- Grourep INTERVIEWS :
- For attorneys remote from Washington who

view practice is effective. If in any case there
is a prearranged interview, ith agreement 1o
file a prompt supplemental amendment putting
the case ax nearly ag may be in condition for

- papers. See § 1111.01.

to the Group. A model is not to be r
. the Examiner directly from the ap
“his attorney. See §§ 608.03 and 608.03(a).
. Oftentimes a model or exhibit is not given
~into the custody of the Oflice but is brought
directly into the Group by the attorney solely
: ; ) during the
course of the interview. This is permissible.
Demonstrations of apparatus or exhibits too
- large to be brought into the Office may be
‘viewed by the Examiner outside of the Office,
¢in Washington) with the approval of the Su-
- pervisory Primary Examiner. It is presumed
interview, at a prearranged later time, giving that the witnessing of the demonstration or the
{ afo,.e . reviewing of the exhibit is actually essentialin

~ the developing and clarifying of the issues in-
_ volved in the application.

The Examiner, by m'aking‘,a tc]éphdne call,
 may be able to suggest minor, probably quickly

For an interview with an Examiner who does
not have negotiation authority, arrangements

himself with the case, so that authoritative
- is permitted.
and content of the interview must be
briefly, either orally or in writing.
approval of the Prinary Examiner, an inter-
 view may be granted if the Examiner is con-
vinced that disposal or clarification for appeal
‘may be accomplished with only nominal further
‘consideration. Interviews merely to restate
arguments of record or to discuss new limita-

prefer personal interviews, the grouped inter-

»

6 No Inter Partes Questions Dis-
‘ ~ cussed Ex Parte [R-26]

~ The Examiner may not discuss infer partes
e parte with any of the interested

‘or this reason, the telephone number
‘be typed on Deci-
ther interference

sions on Motions or any

o of Other Cues

; “‘inieryvie'w the k‘Ex'aﬁkxziyner Should'f :
ge his desk so that files, drawings and
ex( thpsfe necessary in the in-

: nxﬁy,~~ ,exhiBited

ior to the interview where it is received in

eived by

for inspection or demonstration

713.09 Finally Rejqctea ; Appllcatlon | e

~ [R-20] , .
‘Normally, one interview after final rejection
However, the intended purpose
resented

Rev. 26, Oct. 1970

rated during the interview by &
ereof which may be sent to the Office

ith the



i ‘and perhaps entailing a discussi
__art for determining whether or not the
" are allowable should not be given. Obvi

an applicant is not entitled to a greater ‘degree

of consideration

- an amendment und
~ demanded as a matter of ri

Requests for interview
- passed to issue should be grante
_specific approval of the Group Directc
“a showing in writing of extraordinary ¢
stances. L LN

rent by applicant. The applicant
er the first examination and

'may amend before or.
action, and also after
ination or reconsideration
when and as specifically

~ See also § 714.12.
714,01

second or subsequent exam-
specified in rule 112 or

[R-26]

To facilitate any telep'}ione call that may be-

come necessary, it 1s recommended that the com-

plete telephone number with area code and ex-

tension be given, preferably near the signature.

Note §§ 605.04 to 605.65(a) for a discussion of

signatures to the application.

. 714.01(a) Unsigned or Improperly
: ; Signed Amendment [R-26]
- ~An unsigned amendment or one not properly

signed by a person having authority to prose-

cute the case is not entered. This applies, for -

instance, where the amendment is signed by

ous only of two applicants and the one signing
has not been given a power of attorney by the

other applicant.

- If copies (carbon or electrostatic) are filed.
the signature must be applied after the copies

are made. § T14.07

“Rev. 26, Oct. 1970

required by the examiner,

Signaturés " "’~\to' R Arynendymeyntksk '

his supplemeh
Sometimes;
roperly si

y calling in the local representative of the

y of record, since he may have the au-
0 ‘s}’%' said attorney’s name to the
: istings of local representatives

attorneys are kept available in

ous Group Directors’ Offices. .

nent signed by a person whose

n to have been removed from the

torneys and agents under the pro-
ule 347 or Rule 348 is not entered.

d unentered amendment are sub-

" Where an amendment is filed, signed by an
attorney whose power is not of record, he
should be notified that the amendment cannot

be entered and similer notification sent to the
attorney of record, if the
plicant,

If the amendment is sigﬁed by an attorney
“not of record and arrives after the death‘ of the - L

attorney of record, see § 406.

714.01(d) Amendment Signed by Ap-
; S plicant But Not by Attor-

- ney of Record [R-16]

- If an amendment signed by the applicant
is received in an application in which there
is a duly appointed attorney, the amendment

should be entered and acted upon. = Attention

should be called to Rule 35. The customary y

two copies of the action should be prepared, one

only being sent to the attorney and the other -
~ direct to Applicant. The notation: “Copy to
applicant” should appear on the original and

on both copies. o

714.01(e) Power of Attorney to a
i Firm [R-26]

See $8 402,03, 402.04, 402.04(n).

tted to the Office of the Solicitor for appro- :
priateaction.

| 714.01(c) Sigmed by Attorney Not of

re be one, or to ap-




_ tlon and rejection in the prior Office’ acﬂon, (except

that request may be made that objectjonn ‘ requlre— :

ments as to form ‘not neceasa farther considera-

. tion of the claims be held in abeyance until allowable
- subject matter is indicated), and the applicant’s action -
m ppeuthroughonttobeabonandeattemptto_

‘advance the case to final action. A general allegation

that the’ aims deﬁne a. patentable invention without
: speciﬂcauyk

patentabl distinguishes them from the references does
‘ h the requirements of this rale.

(c) ln amending an application in response to a re- k

jection, the applicant must clearly poiot out the patenta-

“ble novelty which he thinks the claims present in view

of the state of the art disclosed by the references clited
or the objecﬂons made, He must also show how the

rules 185 and 1368 for time for reply ) ,
In all cases where response to a reqmrement

is indicated as mecessary to further considera-

tion of the claims, or where allowable subject

~ments or =pec1ﬁcally traverse each one not com-
phed with.

entatxon of a new oath and the like are gener-

 corrections, new oath, etc, be insisted upon
prior to any mdlcatlon of allowable sub]ect
matter.

new claims, or by rewriting particular claims as in-

dicated in Rule 121, The requirements of Rule 111 must

be complied with by pointing out the specific distine-
tions belfeved to render the claims patentable over the
references in presenting arguments in support of new
claims and amendments,

An amendment submitted after a second or
subsequent non-final action on the merits which

i onsly acted upon is

 closure. See §706.03({n).

" claim in the manner set fort
~ may be held non-responsive if it uses

'714 03 Amendmentsw Not Fully Re-

ting out how the !anguage of the claims

amendments avoid such reterences or objections. (See ,
~ response must be completed within the time

" donment.

_matter has been indicated, a complete response
must either comply w1th the formal require-

Drawing and spec:ﬁcatlon correctlons, pres- :

ally considered as formal matters. However,
_ the line between formal matters and those touch- .
ing the merits is not sharp, and the determina-
tion of the merits of a case may require that such

Rule 119. Amendment of claims The claims may be '
amended by canceling particular claims, by presenting '

101

to the invention pre-
¢ be held nonrespon-

i T that reason alone. {See Rule 112,
The prompt deveiopment of a clear issue re-
uires that nses of the applicant meet

the obj ectlons to and rejections of the claims, s

'APth!lt should also specifically point out the =~
support for any amendments made to the dis-

to “rewrlte”
in Rule 121(b)
paren-

theses, ( ), where bracketa, [ ], are called

An amendment attemptm

for; see § 714.22.

Responses to reqmrements to restnct are

' ’k:treated under S 818.

 spousive, Actmn To Be Taken '
[R—ZS] , :

If there is suﬂiclent time mmammz in the' :
six-month statutory perlod or set shortened

period when applicant’s amendment is found
to be not fully responsive to the last Office s
action, a letter should at once be sent applicant

 pointing out_wherein his amendment fails to

fully respond coupled with & warning that the ,l

period in order to avmd the quwtlon of aban- o
See § 714.05. L
Where a bona fide response to an Exnmmer’s ey

~ action is filed before the expiration of a per-
~ missible period, but through an apparent over-
_sight or inadvertence some point necessary toa
- complete response has been omitted,—such as
‘an amendment or argument as to one or two of

several claims involved or signature to the
amendment,—the Exummer, ag soon as he
notes the omission, should require the appli-
cant to complete his response within a specified

‘time limit (one month) if the period has

already expired or insufficient time is left to. o
take action before the expiration of the period. =~

_If this is done the application should not be |

held abandoned even though the prescribed

- period has expired. See Rule 135( c). Similarly,
where there i3 an informality as to the fee in

connection with an amendment presenting addi-
tional claims in a case filed on or after October.
25, 1965, the applicant is notified by the clerk
on form POL 319. See §§ 607 and 714.10,

The Examiner must exzercise discretion in
applying this practice to safeguard against
ubuses thereof.

Rev. 25, July 1970



attempt to 8¢
(Rule 135), and |
thority to postpon
 If there is ample time |
. to be filed withip the time perioc
is made to the time for response

note in the letter that the response must be com-
pleted within the period for response dating -

- from the last Office

ment With
Point Out P
[R-25)

case where no attempt is made to point out the

allowed. (See Rule 111, § 714.02.)
An amendment failing to point out

ase may be held to be nonresponsive
nd a time limit set to furnish a proper re-
nse if the statutory period has expired or

exist in hi

‘almost expired (§714.03). However, if the

_claims as amended are clearly open to rejection

genemlly be made.

Inspect ~ [R-25]

near the end of the , I
be inspected immediately upon filing to de-

termine whether they are completely responsive
to the preceding Office action so as to prevent
abandonment of the application. If found in-
adequate, and sufficient time remains, applicant

 ghould be notitied of the deficiencies and
warned to complete the response within the
period. See § 714.03. '

All amended cases put on the Examiner’s
desk should be inspected by him at once to
determine:

If the amendment is properly signed
(3714.01). ,

1f the amendment has been filed within the
statutory period, set shortened period or time
limit (§ 710). ‘
1f the amendment is fully responsive. See
% 714.03 and 714.04.

e
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Ifthecaseiscpecial. See§7080L

. If any matter involving security has been
~ added. See § 107.01. e 2

In the consideration of claims in an amended

tentable novelty, the claims should not be
; ’ the pa e which portions are to be disregarded,
entable novelty which the applicant believes to

_on grounds of record, a final rejection should 71406

Actions by Applicant, especially those filed
riod for response, should

‘0.G. 853 holds that documents on so-called
“easily erasable” paper violate the
* The fact that Rule 52(a) has not

It thecbmgwumde by the amendment war-
rant transfer, See §90308(d).

of a requirement for
Ba).

If “easily e paper has been used or
other non-perm ethod of preparation or
regrodxig‘tidn‘.’ T14.07. e

f applicant has

§707.05(b) and 1302.12. .

If a terminal disclaimer has been filed. See
8§ 508.01, §04.02, 504.03 and 1403.

pplemental actmn xsusuallynece:ﬁary i
amendment is filed on or before the
ate of the regular action but reaches

t ining Group later. The supplemental

action should be promptly prepared. 1t need
not reiterate all portions of the previous action
that are still applicable but it should specify

inting

out that the period for response runs from th% :
mailing of the supplemental action. The ac-
tion should be headed “Responsive to amend-

* ment of, (date) and supplemental to the action

mailed (date)™.

Amen ments Sent to Wrong

 714.05 Fxaminer Should Immediately ~ S°3%8L.
el ' 714.07 Amendments Not in Perma-

menmt Ink [R-25]

i ﬁﬁle 52(a) reqmres“ rmanent inké’ to be
pe

used on papers which will become part of the
record and In re Benson, 1959 C.D, 5; 744

uirement.
n com-
plied with may be discovered as soon as the

~ amendment reaches the Examining Group or,
~later, when the case is reached for action. In
the first instance, applicant is promptly noti-

~ fied that the amendment is not entered and is

required to file a permanent copy within one
month or to order a copy to be mude by the
Patent Office at his expense. Physical entry
of the amendment will be made from the per-
manent copy. ;

If there 18 no appropriate response within
the one month period, & copy is made by the




*ka;"‘parte Wheary, 1913 C.D. 253; 197 O.G. 534.)

en the ron-per-
manence of thef mendment is dxscovered only

Xeroprmtmg or good_carbon copxes on satis-
‘ b But see In re

.good copy is ecepte.ble,
pphed after the «

When 2 te]egr‘lplnc amendment i
the telegram is placed in the file but no
If confirmation of this amendment

signed formal amendment does no
due time, the applicant is notified that proper
“confirmation is required; otherwise, the tele-

‘gram will not be acr-epted as a response to the

If he does confirm

(See Ex

~ former Office action.
‘promptly, the amendment is entered.

" The same test as to completeness of response
_applies to an amendment sent by telegmph as
y to one sent by mml 714 0” :

Before

[R-23]

714.09 Amendments
Oﬂice Action

An 1mendment ﬁ]ed before the first Office

action, even one filed a]ong with the original
application. does not enjoy the status of part of
the original disclosnre, See § 608.04(b). :
In the case of Rule 147 (unexecuted) appli-
cations, an amendment stating that, “This iz a

division of qpp]xmtxon Serial No. ________  filed
~entered unless approved by the Exammer See

$8706.07(e). T14.13 and 1207,

___________ “and canceling the irrelevant ¢ 1aims
should accompany the application, but no other
amendments to the specification or drawing
should be requested until the application has
received its serial number and filing date. See

§ 201.06. :

714.10 Claims Added in Excess of
Filing Fee [R-23]

Tho new Fee Act, effective ()otoher 25. 1965,
provides for the presentation of claims added in
excess of ﬁlmg fee. On payment of an addi-
tional fee (sce § 607), those excess elaims may be

1021

cation be presented after final rejection, or after &ap-
“.peal has been taken, or when such amendment might

First o
. “tion.
‘amendment or argument will be considered.

 for 1 1§)pea1 may be entered.
- complying with objections or
 to form are to be permitted after final action in

provision does not app
tions filed befo '

Amendments After Final Re-

: jecnon or Aetlon [R-23]
mendments after final aetion, (a) After
ﬁnal rejection or action (rule 113) amendments may

be made cancelin" claims or complying with any re-
quirencots of form which has been made, and ameng-

: ments presentmg reJected claims in better form for

n appeal may be admitted; but the ad-
such amendment or its refusal, and any
proceedings reiatwe ‘thereto, shall not operate to ve-

~lieve the application from its conditlon ‘as subject to -

appeal or to save it from abandonme t under rule 135.
- (b) _If amendments touchingy’, e merits of the appli-

rot otherwise be proper, they may be admitted upon a
showing of good and sufficient reasons why they are
necessary and were not earlier presented. :

(¢) No dmendment can be made as a matter of right
in appealed cases. After decision on appeal, amend-
ments can only be made as pronded in rule 198, or

‘to carry into effect a recommendation under rule 196.

~ Once a final re]ectmn that is not premature
has been entered in a case, applicant no longer
has any right to unrestricted further prosecu-
This does not mean that no further

Any amendment that will place the case either
in ‘condition for allowance or in better form
Also, amendments
ulrements as

accordance with Rule 116(a). Ordinarily,
amendments filed after the final action are not

The prosecution of an rzl)plwatmn before the

Ezaminer should ordinarily be concluded with

the final action. Howerver, one personal inter-
wiew by applicant may be entertained after such
finad action if circumstances warrant. Thus, only
one request by applicant for a personal inter-
view after hnal should be granted, but in ex-
ceptional circumstances, a second personal
interview may be initiated by the Ezaminer if
in his judgment this would m.ltona]h assist in
placing the application in mndltmn for
allowance.

Rev. 25, July 1870




prosecution of patent appli
bgaallevmted
1 ’ ,;I il
ponse, claims varying |
ich he beheyes@ze_zs enm

“'en!s A.Iter ]
Action.

NAL Rmnc:rxo ——»Tmu 7R, Jmspovsn .

The ﬁlmg ofa tlmely first response to a final

rejection having a shortened statutory period

for response is construed as 1nclud1ng a request

to extend the shortened statutory period an

additional month, but in no case may the period
for response exceed six months from the date
of the final action. The additional month may
be used to place the application in condition for
allowance, to appeaP
application.
uring the additional month no appllcant or
attorney initiated interview is permitted. Smce
a timely first response to a
construed as mcludm% a requect for an exten-

sion of time, any su
extension of time is con51dered to bhe a second

Dlrector

necessity for ap eal or filing a (-ontmumg case
merely to gain time to consider the Examiner’s
position in reply to an amendment timely filed

in abandonment of the apphcatlon
Extry Nor A MarTER oF RIGHT

It sbould be kept in mind that applicant
cannot, as a matter of right, amend any finally
rejected claims, add new claims after a final

rejection (see Rule 116) or reinstate previously

canceled claims.
Except where an amendment merely cancels

claims, adopts Examiner suggestions, removes
issues for appeal, or in some other way requires
only a cursory review by the Examiner, compli-
ance with the requirement of a showing under
rule 116(b) is expected in all amendments after
final rejection. Failure to properly respond to
the final rejection results in abandonment unless
an amendment is entered in part (§ 714.20, items
3 and 4).

An amendment filed at any time after final

rejection but before an appeal brief is filed,

Rev. 25, July 1970

or to ﬁle a contmumg

nal rejection is

~ would not av oid the rejection on the references.
 The amendment will be entered upon the filing

request and must be submitted to the Group -

uent request for an

An object of this pract:ce is to obviate the

“claims Wlthout canceling any
claims it is not considered as placing the applica-

after final refectlon Failure to file a response  tion in better condition for appeal; Ex parte

during the shortened statutory period resu}ts i

- paper.

sistent with the claims as amended.

nor after filin of ana
tota'l’o ffect of the amgendmemg3 x!::o

 issues for appeal, and/or (2) adopt
suggestions. ,
iso §§ 120? and 1211 '

Ac'm\ BY mewm

the event that the proposed ameﬂdment E

not place the case in better form for a‘)peal 3

in condition forallowance, applicant should =

» promptly informed of this “fact, whenever
ssible, within the statutory permd The re-

sal to enter the proposed amendment should

not be arbitrary. The proposed amendment
should be given sufficient consideration to deter-

'mme whether the cluma are m condltlon for

peal

~are sxmphhed Ordmarxlv'the specnﬁc deficien-

cies of the amendment need not be discussed.

~ The reasons should be concxselv exples~ed For
~example o

1) The claims 1f amended as pi posed
Would not avoid ax’n‘ of the rejections set forth

_in the last Office action, and thus the amend-
. ment would not place the case in condition for ,
éallowance or in better condition for appeal. =

(2) The claims, if amended as ropoeed
would avoid the rejection on mdeﬁmtene% but

of an a;i‘pe,al ,
(3) 'The claims as amended present new is-

'~ sues re%mrmg further consideration or search.

ince the amendment presents additional

(4)
finally rejected

Wirt, 1905 C.D. 247 117 O.G. 599. . :

Exammers should indicate the status of each
claim of record or proposed in the amendment,
and which propoce(s claims would be entered on
the filing of an appeal if ﬁled in a sep'trate

Applicant should be notlﬁed if certain
portions of the amendment \\ouid be accep-
table as placing some of the claims in better
form for appeal or complying with objections
or requirements as to form, if a separate
paper were filed containing only such amend-
ments. Similarly, if the proposed amendment.
to some of the claims would render them allow-
able, applicant should be so informed. This is
helpful in assuring the filing of a brief con-
A state-
ment that the final rejection stands and that the
statutory period runs from the date of the ﬁml

~rejection is also in order.

Form letter POI-303 éhould be used to
acknowledge receipt of a response from appli-

102.2




- “lowan

ant after final re)ectlon where such mpgnse

is prior to filing of a notice of appeal which .
not place the application ion fo
‘This form h

_ applicant of the dispos of the
~ amendments to the claims and of the effect of

__any argument or affidayit not placing the ap-

plication in condition for allowance or which
_could not be made allowable by a telephone call‘

“to clear up minor matters.

Any amendment timely filed after a final re-
300&10:1 should be immediately considered to de-

termine whether it places the application in
condition for allowance or in better form for

appeal.

amendment. reaches their desks. In those situa-
tions where the amendment reaches the Examin

_cation is placed in condition for aillowance as by
_anin interview or amendment, before preparing

it for allowrance, applicant should be notified
- promptlv of this fact by means. of form letter
Such a “letter is Jmportant becau% it may
avoid an unnecessary appeal and act as a. safe-

effort should be made to mail the letter before
the period for response expires.
If no appeal has been filed within the perlod

mitted to make the case allowable or which can

102.3

Examiners are expected to turn in
their response to an amendment after final re-
jection within five days from the time the

er's desk after the expiration of the shortened
statutory permd the Examiner is expected to
return his action to the clerical force within

three days. In &/l instances in which an appli-

‘to the Examiner,

guard against a holding of abandonment. Every

for response and no amendment has been sub-

be entered in part (see §71420), the “case

stands abandoned.

- Tt should be noted that, under Rule lSI(f), '
ie filing of a Rule 181 petition will not stay

. the perwd for reply to an Examiner’s action
. which may be running agzinst an application.
 See $1207 for appeal and post-appeal pro-
_cedure. For after final rejection practice rela-

tive to affidavits or declarations filed under

'frule: 131 and’ 132 see §S 715.09 and 716.

HA\'D Du,n r:m’ OF PAPERS

For purpoces ‘of convenience in t mqe_mses
where the attorney and the Examiner agree that
a proposed amendment discussed during a per-

- songl interview would place the application in
- _eondition for allowance, the amendment may be
left w1t}1 the h\ammer to become an official
paper in the file without routing through the
. mail room, provided no additional fees are re- ¢
- quired. Where the case is under final rejection, =
~ if changes in the proposed- amendment- are

necessary and these changes are not practical

‘to be made by Examiner’s amendment the at-
_ torney or his local representative Wl]l be per-

mitted to hand deliver a corrected amendment
rovided no. additional fees
are required and further that the amendment

~is'submitted to the Examiner by the end of the

next working day following the interview 'md

- within the period for response.

~The Examiner who accepts these amendments ,
must date, initial and write “entry approved”

_in the left-hand nnrgm of the ﬁrst page of the

amendment. ,
\ttorneys may also deh\ er reque~ta for exten- g
sion of time to the Examining Groups.

Rev. 25, July 1970




is a matter of

Under tim ecision Ex Pa
_case have besn
case on the merits is closed even though there
may be outstanding formal objections whic
preclude fully closing the prosecution. '

Amendments touching the merits are treated
in a manner similar to amendments after final
rejection, though the prosecution may be con-

tinued as to the formal mmt'tre:rs° \ee sections

71412 and 714.13.

e Qua le, 1935
G. 213, after all ch}ms ins
allowed the prosecution of the

See sectmn : 607 for additional. fae reqmre-_g

.Amendment Recewed in Ex-

amining Group After Mailing
,[R—f ;

’ f Notice of Allowance,

Where an amendment even though prepared

_status of one filed under Rule 312. Tts entry
race. For discussion of amend-

b'y applicant prior to allow ance, does not reach.
the Office until after the notice of allowance
‘has been mailed, such amendment has the

',amendment under Rule 312, see section 603.01.

on the’ date éf mailing the notice
ance, as set forth in Ex ler.
8056 OG 419 is o |

»

Rule &w Amend: entc after auowam Amendmenm :
after. the notice cf allowanoe of an application will
not be permitted as a matter of right. However, such

_amendments may be;:mtde‘fi,f; filed not later than the

date the issue fee is 'paid on the recommendation of

the primary emminer, approved by the Commiqsinner,

wnhout wi thdmw ing the case from issne.

The Commissioner has delegated the ap-
roval of such recommendation to the Gro

irectors.
A supplemental oath is- not treated as an

After the Notice of Ailowanoe has “been

mmled the application is technically no longer

Lnder ‘the jurisdiction of the Primary Ex-
aminer. He can however. make Examiner’s
Amendments (See section 1302.04) and has au-
thority to enter Order 3311 amendments submit- -
ted afrer Notice of Allowance of an application

~which embodx merely the correction of formal

ments filed under Rule 312, see sections 714 16

to714.16 (e}.
1f, however the amendmem iz filed in the

allowance, but is received by the FExaminer
after the mailing of the nntxr't2 of allow-
ance, it has the same standing in the case as

Office’ prior to the mailing out of the notice of

though the notice had not been mailed. Where

the case has not been closed to furrher prose-
cution, as by final rejection of one or more
claims, or by an action allowing all of the
_claims, applicant may be entitled to have such

amendment entered even though it may be
~ necessary to withdraw the apphnat ion from

issue. Such withdrawal, however iz unneces-
~sary if the amendatory matter is uch as the

Examiner would recommend for entry under

Rule 312.
As above implied, the case will not be with-

drawn from issue for the entry of an amend-
ment that would reopen the prosecution if the
Office action next preceding the notice of allow-
'mce closed rthe case to further amendment,

by indicating the patentability of all of
the claims. or by allowing some and finally
rejecting the remainder.

After an applicant has been notified that the
claims are all allowable, further prosecution of
the merits of the case is a matter of grace and
not of right {Ex parte Quayle, 1935 C.D. 11;
453 0.G. 2155, To this extent the practice

y € .
lu}.
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matters in the specification or drawing, or for-
mal matters in a claim without changing the
scope thereof, or the cancellation of claims from
the application, without forwardmg to the,. ‘
Group Director for approval. :

Amendments other than these reqmre ap-
proval by the Group Director. He also
establishes Group policy with respect to the

treatment of Order 3311 amendments du‘ected

to trivial informalities which seldom affect sig-
nificantly the vital formal requirements of any
patent: namely, (1) that its disclosnre be ade-
guately clear, and (2) that any invention pres-
ent be defined with sufficient clarity to form an
adeauate basis for an enforceable contract.
(‘onszdemtmn of an amendment under Rule

312 cannot be demanded as a matter of right.

Prosecution of a case should be conducted be-
fore, and thus be complete including editorial
revigion of the spectfication and clazims at the
time of the Notice of Allowance. However.
where amendments of the type noted are shown
(1) to be needed for proper disclosure or pro-
tection of the invention, and (2) to require no
substantial amount of additional work on the
part of the Office, they may be considered and,
if proper, entry may be recommended by the
Primary Examiner.

The requirements of Rule 111(c) (section
T14.02) with respect to pointing out the patent-
able novelty of any elaim sought to be added or

Rev, 21, July 1969




f‘_yof the followin

ciosure, tl:he sco ,

clsim, the remarks accompany

 ment must fully and clearly state
Ah;ch relmn

: 'ameaded or ,

~search or exammatmn. { 3 why the claims are

patentable and, (4) why t
presented ;

_port of such
~ statement that the
susly allowa

usually adequate. Where appropriate, an

in. the speclﬁcatlon or claims. - o
~Where claims added by amendmen
Rule 312 are all of the form of depe
claims, some of the usual reasons for non-
~ are less likely to apply although questions
new matter, sufficiency of disclosure, or undu
multiplicity of claims could arise.

fee requirements.

714- 16(a) Amendments Under Rule

[R-21]

~ See section 1101.02(g) for the procedure to
be followed when an amendment is received

-after notice of allowance which includes one or
more claims copied or substantially copied from -

atent.

e entry of the copled patent claims is not

| 'a matter of right. See section 714.19 item (4).

- See sections 607 and 714.16(c) for additional

~ fee requiremonts.

714 16(b) Amendment Under Rule
312 Filed With a Motion
Under Rule 231 [R-21]

- Where an amendment filed with a motion

under Rule 231(a) (3) applies to a case in issue,

Rev. 21, July 1960

ey were not earher‘
i ‘ . fees are

reasons is considered suffi-
r rch is required, or
riew of the mcord :

‘See sections 607 and 714.16(c) for addmoml o

312. Copied Patent Claxms ,

- thereon :

312 Addltlomﬂ Chilns
- {R—-?l] i
. Tf the app}mnm wES ﬁ!ed on or after Octo-
ber 25, 1965, and the smendment under Rule 312

adds dlaims fteral and independent) in excess
of the number

the fuli fep reqmrad Sese section 607 and 35

rsC 41.

Amendmenzs unde ‘Rule 312 are sent bv

 the Mail and Correspondence Branch to the
Issue and Gazette Branch which, in turn, for-

wards the proposed amendment, file, and draw-
ing (if any) to the Group which allowed the

subclass in which the appllcahon is classified
has been transferred to another Group after

the Issue and Gazette Branch notified. = If the

Assistant Examiner who allowed the agphcq
is still employed in the Patent Office but not
id other 8

]tS ent

is recommended by w rltm%,‘l‘Enter
3127, “Do Not Enter or “Enter

If the amendment is fav ombly conszdered it

is entered and a notice of entry (POL~2¢1) is

prepared. No “Entry Recommended under

~ Rule 3127 stamp is requlmd on the amendment

or on the notice of entry in view of the use of
form (POIL~271). The Primary Examiner

mdmatoﬁ his mmmme-nd.mon by stamping and

signing his name on the notice of antry form
(POL-~271).

If the Examiner’s mvommendatmn is com-
pletely adverse, 2 report giving the reasons for
non-entry is typsd on the notice of disapproval
(POL~271) and cigned by the Primary Exam-
iner. = L

sly paid for, additional
“The amendment is nof con-

Nor To BE U’sm) m CO\mUl“JD”PRO\SECCﬁOh " ,:'szdemd by t}m Examiner unless sccompained by
o Bule 312 was never intended to pmwde a S

way for the continued prosecution of appli- ' ; o
cation after it has been passed for issue. When ;714 16(&) Amcnd!nents ”Under Rule
the recommendation is against entry, 2 detalled : E ,

statement of reasons is not necessary in sup-
- recommendation. The simple

application. In the event that the class and

~the application was allowed, the propoeed
amendment, file and dmwmg (if any) are =
transmitted directly to said other Group and

roup, he may be consulted about =
ropriety of the proposed amendment and
given credit for any tune spent in giv mg it

consideration. P
The amendment is PROMPTLY considered o
by the Ewammer who indicates whether or not

Part”




amendment is filed, such amendment shall

endoreed on the file wrapper of the applica-
tion, but not formally entered. The Examin
shall immediately notif _applicant, by

form Jetter POI&%’:’E?, tha'z the amendment was .

the Clerk d ;
- has been admitted;
~ tered it is not official
intil approved by the

roup Director. . -

Seo sections 607 and 714.16(c) for additional -

" The Examiner indicates approval of amend-

ments concerning merely formal martters by
uch amend-
the Group

' writing. “Enter-3311" ther:
~ments do not require submissio

Director prior to entry. See section 714.16. The

o amendments are disapproved either in whole or

o Order 3311.

: 1312, EntryinPart [R-21]

The general rule that an amendment cannot
be entered in part and refused in part should
~ not be relaxed. but when, under Rule 312, an
 amendment, for example, is proposed contain-

the claims should be renumbered to run con-
canceled in lead pencil on the amendment.

ceptable portion of the amendment and the non-

Rule 312 amendment. :

ber 25, 1965, entry in part is not recommended
unless the full additional fee required, if
any, accompanies the amendment, See sections
607 and T14£.16(c). ‘ Ny ,

714.17 Amendment Filed After ‘the: Pe-

riod for Response Has Expired
[R-21] i

When an _application is not - prosecuted
within the period set for response and thereafter

at iment  not filed within the time period and therefore
“for, though actualiy en-  cannot be entered and that the application 1s

Iy admitted aness snd - abandoned. See section 711.02

~their receipt in the Group. It is importaut
" to observe the distin'ct,ionw&)ich exists between
the stamp which shows the date of receipt
“of the amendment in the Group (Group Date”
~ stamp) and the st earing
notice of entry { POL-271) is date stamped and ceipt of the amendment by the Office (“Ofice
" mailed by the Examining Group. If such

in part, they are handled like those not under e , ‘ ,
- : ' ~ _ All amendments received in the clerical sec-
“tions are processed and with the applications

714.16(e) Amendments Under Rule

 ing a plurality of claims or amendments to
_claims, some of which may be entered and some
not, the acceptable claims or amendments
‘should be entered in the case. If necessary,

secutively with the claims already in the case. -
The refused claims or amendments should be
2 ¢ ' treatment, if the sitnation so warrants. For
The Examiner should then submit a report = example, the Supervisory Primary Examiner
(PO1-271) recommending the entry of the ac- )
entry of the remaining portion together with
his reasons therefore. The  claims entered
should be indicated by number in this report.
Handling is similar to complete entry of a

If the application was filed on or aftye[,i',; Octo-

~in red ink.

endments are stamped with the date of

tamp bearing the date of re-

Date” stamp). The latter date, placed in the
left-hand corner, should always be referred to
in writing to the applicant with regard to his
amendment. ' :

delivered to the Supervisory Primary Examiner

for his review and distribution to the Examiners. .

Every mail delivery should be ecarefuily
screenied to remove all amendments responding
to a final action in which a time [)Elin({’:iS run-
ning against the applicant. Such amendments

- should be processed within the next 24 hours.

The purpose of this procedure is to ensure
uniform and prompt treatment by the Exam-

" iners of all cases where the applicant is await-

‘ing a reply to a proposed mnen«;&menr after final
~“action. By having all of these cases pass over
the Supervisory Primary Examiner’s desk, he

will be made aware of the need for any special

will know whether or not the Examiner in each
case is on extended leave or otherwise incapabie
of moving the case within the required time

0

‘periods (5 or 3 days; see section 714.12). In

cases of this type, the applicant should receive
a Patent Office communication in sufficient tine
to adequately consider his next action if the case
is not allowed. Consequently, the clerical han-
dling will continue to be special when these
cases are returned by the Examiners to the
clerical sections,

The amendment or letter is placed in the file,

~_given its number as a paper in the application,

and its character endorsed on the file wrapper

- When several amendments are made in an ap-

~ plication on the same day no particular order
_as to the hour of the receipt or the mailing of
- the amendments can be assumed, but considera-
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onap

ing heid by the
matter Are not en-

. .
Ex ammerg esk, and he is respg)nszlbls £
proper disposal.

. Aﬁer inspection if no immediate
action is required, the application
nation in regular order.

r other papers filed in casés ;
before thy Law;,Exammer should be prompth o

forwarded | o hlm

The follo wmg types of amendments are' or-

"dmanly denied entry:
1. An amendment presentmg an unpate

or otherwise raising a new issue in a case whose

gee rosecution before the Pmnary Exammer has
n e :

losed, as where
(a) All claims have been allowed
(b) All claims have been finally rewcted { fo,r

714.20(4)),

2. Substitute specification that has not been
required and is not needed. See Rule 125,
secnonc 608.01(q) and 714.20. If the memer
approves, it may be entered.

unless entry is authorized by the Commis-
sioner. See section 1101.02(f).

4. While copied patent claims are generally
admitted ever though the case is under final

rejection or on appeal, under certain condi-
tions, the claims may be refused entry. See

section 1101.02(g).

5. An unsigned or 1mproperlv signed amend-

ment or one signed by a disbarred attorney or
any person having no authorlty

6. An amendment filed in the Patent Office
after the expiration of the statutory period or
set time limit for response. See section 714.17.

7. An amendment so worded that it cannot
he entered with certain ace curacy. See section
714.23.

8. An amendment cancelling all of the
claims and presenting no substitute claim or
claims, See section T11.01.

9. An amendment in a case no longer within
the Examiner’s jurisdiction with certain ex-
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The Examiner should imme-
diately inspect the amendment as set forth in_
| and claims.

exceptions see sectlons 71412, 714 13, and

- (c) Some claims allowed and remainder
finally rejected. See sections 714.12 to T14.14.

3. A patent claim suggested by the Ex-k',
aminer and not presented within the time
limit set or a reasonable extension thereof.

; que ,
"~T§us pmctlce of non-entry because of

alleged new matter, however, does not apply

in the case of amendments to he. speclﬁcatmn .
~11. An amendatory paper

tionable remarks that, in the opinion of the

ings it within the condemnation

11 be submitted to the Commis-

‘a view toward its belng retumed

licant. See section 714.25.
mendments not in ?ermanent
me: dments on so-called easﬂy erasable

an apphcatlon ﬁled before October 25,
n amendment filed before the first ac-

increasing the number of claims when the

able claim, or a claim requiring a new search total of claims would be in excess of those sup- e

ported by the filing fee. See section 714.10.

14. In'an application filed on or after October |
25,1965, an amendment presenting claims (total

and mdependent) in excess of the number pre-.
viously paid for,and

(b) prior to t vﬁrst Ofﬁce actxon or not in
response to an Office action, and not accom-
‘pained by the full fee requlred, or U

(c) the authorization for a charge against a

~ Deposit Account is not in the form of a sepamte

paper (2 copies).
ile amendments faihng thlun any of the
foregomg categories should not be entered by

- the Examiner at the time of filing, a subse-

quent showing by apphcant may lead to entry'
of the amendment

714.20 List of Amendments Entered in
Part [R-21]

To avotd confusion of the record the general
rule prevails that an amendment shculd not be
entered in part. As in the case of most other

. rules, the strict observance of its letter may

sometimes work more harm than would result

from its mfractmn, especially if the amend-

ment in question is received at or near the end
of the statutory period. Thus,
(1) An “amendment” presenting an un-
called-for and unnecessary substitute specifica-
tion along with amendatory matter, as amend-
ments to claims or new claims, should be
entered in part, rather than refused entry in
toto. 'The substitute specification should bhe
denied entry and so marked, while the rest of

,“nmg objec- -

mk ; |

“(a) not accompamed by amy portwn of the']
, ‘feerequu'ed or e




o iy
and that any desired chxmges in the origina
specification must be made by speclﬁc amend

ments. See also Rule 123, and section Q.

It may be noted in this connection, }
that the fact that a substitute specifica
the opinion of the Examiner, contains

matter is not in itself 8 proper reaso for re-

fusing entry thereof

106.1

- claims an
- which the Examiner ca
‘ment, after the statutory

finally re;ected clalms

"14.20 :

(2) An lmendmem under Rule 312, whxch’f
in part is
5 vpmgaed, is entered only as to the approved Lo

approved and in other part disap- |

act. Seesecnon 714 16‘(@) -
3 _having seme_ c!aims allowed
ected, where an amend-

: ‘near the close of the
atutory ncelling the finally rejected
pmsezm
- cannot allow, the amend-
: period has ended, is
entered to the extent only of eancelling ‘the
Of course, if any of

' ;the new clanns were, in the Exammers opin-
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(5) In a case having all claims allowed and

 some formal defect noted, where an amend-
ment is presented at ear the close of the

statutory period curing - and adding

- ;

~ one or more claims some or all of which are

__in the opinion of the Examiner not patentable,

- or will require a further search, the procedure =

- ed in ( followed. After the statu- = @
ded, the amendment in such

tered only as to the formal

presented

_matter and to any of the newl
_ claims that may be deemed patentable.
~(6) In an amendm ccompanying a mo-

':,tit:.reldzﬂ 7.in P! 1e amendment is en-
te ent that the motion was

_ granted. See § 1108,

Nore: The Examiner writes “Enter” in ink

“and his initials in th _margin opposite the

 enterable portions. [R-22]

714.21 Amendments Inadvertently En-
~ tered,No Legal Effect [R-22]

' If the clerk inadvertently enters an amend-
-~ 'ment when it should not have been entered,

action is taken as if the changes had not been
actually made, inasmuch as they have not been

legally made. Unless such unauthorized entry
is deleted, suitable notation should be made on
the margin of the amendatory paper, as “Not

Officially Entered”. . S s
If it is to be retained in the file an amendatory
paper, even though not entered, should be given
a paper number and listed on the file wrapper
with the notation “Not Entered”. See Rule 3
and § 714.25, for an instance of a paper which
may be returned. ,

tions for [R-25]
Rule 121. Manner of making amendments, (a) Eras-
ures, additions, insertions, or alterations of the Office

entered by the applicant. Amendments to the applica-
tion (excluding the claims) are made by filing a paper
{(which should conform to Rule 52), directing or re-
questing that specified amendments be mude. The ex-
act word or words to be stricken out or inserted by sald

claimed material and. not ‘intended as symbolic of

- changes in the particular claim, amendment by rewrit-

. ing in accordance with paragraph (b) of this rule shall
be prohibited. Sk | e

 tion and the claims are to be am

such entry is of no legal effect. and the same

714.22 Entry of Amendments, Direc-

flle of papers and records must not be physically  and notation thereof, initialed in ink by the Ex-

107

r by rewriting such cisim with underlining below the
vord or words added and brackets around the word or
' leted. The rewriting of a claim iz this form
strued as directing the cancellation of the

m; hewever, the original claim zumber

‘the parenthetical word “amended” must

be used for the rewritten claim. If a previousiy re-

itten claim is rewritten, underlining and bracketing
will be applied in reference to the previously rewritten
claim “with the . parenthetical = expression = “twice

amended,” “three times amended,” etc, following the

aim pymber.
particular claim may be amended in the man-

for the application in paragraph ra) of

the extent of correctlons in spelling, pune-

particular claims but failing to conform to the provi-
sions of paragraphs (b) and (c) of this rule may be
considered ‘non-respopsive and treated accordingly
¢d) Where underlining or brackets are intended to
appear in the printed patent or are properly part of the

bplicatiohs, both the desériptivie por-
ended as specified in

(e} In reissue a

paragraph (a)ofthisrule.
The term “brackets” set forth in Rule 121

- means angular brackets, thus: [ ]. It does o
- not encompass and is to be distinguished from

parentheses (). Any amendment using par- '
entheses to indicate canceled matter in a claim

~ rewritten under Rule 121(b) may be held non-
_responsive in accordance with

71423

ule 121(c).

Entry of Amendments, Diree-
tions for, Defective [R-22]

The directions for the entry of an amend-
ment may be defective, as, inaccuracy in the
line designated, or lack of precision where the
word to which the amendment is directed oc-
curs more than once in the specified line. If it
is clear from the context what is the correct
place of entry, the amendatory paper will be
properly amended in the Examining Group,

aminer, who will assume full responsibility for
the change, will be made on the margin of the
amendatory paper. In the next Office action
the applicant should be informed of this alters-
tion in his amendatory paper and the entry of

Rev. 25, July 1970

pographical errors. Additional amesd-/ .
manner will be admitted provided the =
el , limited to (1) deletions and/or (2) the
- additien of no more than five words in any one claim.
 Any amendment submitted with instructions to amend




e the amendment as s thus amemled. He will a!so
be informed of the nonentry of an amendment
context leave

where defect:ve dwect ns a

so that no Interlineations or deletions shall
the clause as finally presented.” Matter ca
~amendment can be reinstated only by a sul
' ‘amendment presc-ntmg the canceled mat.ter a8 s

‘ k,g*‘;,lnsertlon. - i
However. where a relatwely small amend-& :

ment to a previous amendment can be made
easily without causing the amendatory matter
_ to be obscure or dxﬂicu to foll

courtesy. Applicants and thelr attorneys or agents

are required to conduct their business with the Patent
Office with decorum and courtesy. . Papers presented
In violation of this requirement will be submitted to
the Commissioner and will be returned by his direct
order. - Complaints against examiners and other em-
ployees must ‘be made tn communications separate
from other papers.

All papers received in the Patent Office should
be briefly reviewed by the clerk, before entry,
sufficiently to determine whether any discourte-
~ ous remarks appear therein. ;

1f the attorney is discourteous in the remarks
~or arguments in his amendment, either the dis-

courtesy should be entirely 1gnored or the
paper submitted to the Group Director w1th a
view toward its being returned.

715 Swearing Back of Reference-Affi-

davit or Declarauon Under Rule

131 [R-25] | L
Rule 131. Affidavit or dectaration of prior invention to
overcome cited patent or publication. . {a) When any
claim of an application is rejected on reference to a
domestic patent which substantially shows or describes
but dees not claim the rejected invention. or on refer-
ence to a forelgn patent or to a printed publication,
and the applicant shall make nath or declaration as to
facts showing a ecompletion “of the ‘Invention in this
country before the filing date of ‘the application on
which the domestic patent issued, or hefore the date of

the foreign putent, or before the date of the printed

publication, then the patent or pubdication cited shall
not bar the grant of a patent to the applicant, unless
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known as “swearing back”

erence coupled with duedmgenee from said date to

subsequent reducﬁon to practice or to the fMling of

' satisfactorily explain ed.

Any pnnted«,pubhcatlon dated pnor to an
applicant’s effective filing date, or any domestic

~_patent of prior filing date, which is in its dis-
~ closure pertinent to the claimed invention, is
. avs ailable f

by the Ex'lmlner asa reference, o
5 in the re]ectxon of the

.Such a regectlo : may be overcome, In certain
instances noted below, by applicant’s filing of
an affidavit or declaration under Rule 131,
of the reference.

Affidavits or declaratmns under Rule 131 may
be used:

(1) Where the date of the forelgn pntent or

prior to applicant’s effective filing date.

(2) Where the reference, a U.S. Patent, with
a patent date less than one year prior to appli-
cant’s effective filing date, shows but does not
claim the invention. '

‘An affidavit or declaration nnder Rule 131 is
not appropriate in the following situations:

(1) Where reference publication date is
more than one year back of applicant’s effective
ﬁlmg date. Such a referenoe is & “statutory
bar.

(2) Where the reference US patent clmms
the invention. See § 1101 O"(a) :

(3) Where reference is a foreign patent for

the same invention to applicant or_ his le
representatwes or assigns issued prior to ‘
filing date of the domestic application on an
application filed more than twelve months prior
to the filing date of the domestic application.
( 4) Where the effective filing date of appli-
cant’s parent application or an International
Convention proved filing date is prior to the
etfective “date of the reference, aflidavit or
declaration under Rule 131 is nnnecessary be-
ranse the refer rence, is nm used See §% 201.11 to
201.15.
(5) Where the referenne is a prior U. S pat-
ent to the same enhty, clalmmg the same inven-
tion, the questxon involved is one of “double

patenting.”

108

that of the pnbhcatmn is less than one year




~ was introduced into the patent

,(!

~ aprior US. patent to the same |

] etquestwn is one of

; be estabisshed that the'po
the patent disclosure relied on as the re

amendment and as such w

~ date to be overcome by the affidavit or declara
_ tion is the date of the amendment. In re W:]hen
et al., 1935 C.DD. 229; 24 TSPQ 210.

It should be kept in mind that it is the re-
jection that is withdrawn and not the refer-, vl

~ When subjec
~ claimed in a patent i ,
~other is claimed in a later application filed by
S, the join patent is a valid reference unless

ence

7 15 Olr Reference Claims Forelgn Fll— g

(ing Date [ R-22}

The effective date of United States Patent
for use as a prior art reference is not affected

by the foreign filing date to which the patentee 3¢ :
may be entltled under 35 U.S.C. 119 Inre

lication by |
matter, the

108,1

AP?%G&T?G‘?E ’2’15.6} (a)
H mmsaa 0G. 13, 149 U‘QPQ&SO (CCPA' '

ily g g
"D. 1967). The refere pamnt iseffec-
s of the date the applma for it was filed

the““bmted States (35 U.S.C. 102(@.) and

eResearch Ine. et al . Bren-",k‘

ed. ]omt]y to S and an-
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CPA 933. 'Dlscl*umer by the other patertee” o
d nc ‘m'requuwed But see § 201 06 ! ‘



 715.01(b

re fact that the reference paten

t does not claim certain subject ma or
tion which claims it s ied

nece of common ownershxp Inre Beck et aI ]

946 C.D, 398; 590 O. G 357 Pleme h¢
24 USPQ 306

- 71:) 01 (c) Reference Is Pubhcatton of
' i Apphcant’s Own Invention
[R-22]

S sta uto bar, '8 re]ectlon on.a
pubhcation may , me by a showing that
it was published either by applicant himself or
in his behalf Ex par !
725 O.G. 4; Ex part Po“ell et al, 1938 C. D
15 489 O(‘ 231

Where the applicaht 1sone of the co-authors

of a publication, cited against his application
he is not required to file an affidavit or decla
tion under Rule 131. The publication ma,
removed as a reference by filing a disclai;
affidavit or declaration of the other autho
p'u'te Hirschler, 110 USPQ 384 ‘

715.02

Claims [R-22]

A reference 1pphed against genenc claims

may (in most cases) be antedated as to such
claims by an affidavit or declaration under Rule

131 showing completion of the invention of only
a single species, within the genus, prior to the

cffective date of the reference (assuming, of

‘course, that the reference is not a statutory bar
ora p.ntent claiming the same invention). See,
however, § 715.03 for practice relative to (hcm:

cal cases. :

715.03 Practice Relative to Chemical
Cases I' R-22] :

been rejected on a reference which discloses u
species not antedated by the affiduvit or declara-
tmn, the rejection will not ordinarily be with-

Amieux, 1957 C.D. 47; ;

' ,,.\ ’lhe Inventor.

: ',“ here snitable excuse is given for failure of the
. other applicant to sign. In re Car]son et al, 1‘)36
0D, 95:462 0.G. 479,

General Rule as to (;eneﬂc ~when it is not possible to produce the affidavit

In :heumnl rcases, where generic claims have

by way of interference.

109

xred by a patent speclﬁca-' -
1t for a generic claim.
"well established in chemi

ases involving compositions of

1 t}mt the disclosure of a species in a cited
ference is sufficient to prevent a later appli-

_cant from obtaining generic claim.” In re
J \teenboch 1936 C.D. 504; 473 0.G. 495.

‘only pertinent disclosure in the
single species, which species is

 antedated by the affidavit or declaratlon, the
reference is overcome. In re 5tempel 1957 C D.
' :’OO. 5170G 886 ‘

S .\met qn ’i‘rm GI-NUS CLAIM

YVhere a claim reciting a Markush group is
‘ re;ected on a reference disclosing but not claim-
ing a specific member of the group, the reference
cannot be avoided by an affidavit or declaration

~ under Rule 131 qhowmg dlﬁ'erent members of
~the group. ,

"71504 Who May Make Affidavit or

Declaranon [R—-22]

B. One of two joint inventors is _accepted

C. The Assignee or other party n mterest

or declaration of the inventor. Ex p‘u‘te Foster,
1903 C.D.213: 105 O G. ‘761 : S

715.05 Patent Clmmmg Same Inven-‘
. tion [R——ZZ]

When the 1eferemc in question is a patent
(lalmmg the same invention as applicant and
its issne date is less than one year prior to the

 filing date of the application being examined,
1pplxumt s remedy, if any, must be by way of

Rule 204 instead of Rule 131. The Examiner
should therefore take note whether the status
of the patent as a reference is that of a PAT-
ent or n PUBLICATION. If the patent is
cliiming the same invention as the application,
this fuct should be noted in the Office aetion.
‘The reference patent can then be overcome only
Note, however, 3
U.S.Co 135, § 110L.020F).

" Rev. 22, Oct. 1900

L.




D. 5; 521 OG. 323, t
eclaration is thrown

arties to the interference. ‘

minary statemen

o "

" ence continuously up to the date of an actual
* reduction to practice or up to the date of filing
his application (filing constitutes a constructive
reduction to practice. Rule 131.) SO

n and this may be

- evidence of the fact.
ns, must be alleged, and
y evidence in the form of
) mpanying the affidavit or declara-
tion. Each exhibit relied upon should be specifi- *
cally referred to in the affidavit or declaration,

~ in terms of what it is relied upon to show. For

example, the allegations of fact might be sup-

the following:

(1) attached sketches;

(2) attached blueprints;

(3) attached photographs:
(4) attached reproductions

entries;
(5) an accompanying model; bt

(6) attached supporting statements by wit-

rted by submitting as evidence one or more of

nesses, where verbal disclosures are the evidence -

relied upon.
If the dates of the exhibits have been removed

or blocked off, the matter of dates can be taken

care of in the body of the oath or declaration.
" The dates in the oath or declaration may be
the actual dates or, if the applicant does not
desire to disclose his actual dates, he may merely
allege that the acts referred to occurred prior
to a specified date. el

A general allegation that the invention was

completed prior to the date of the reference is
not sufficient. Ex parte Saunders, 1883 C.D.

23:230.G. 1224,
“If the applicant made sketches he shonld so

state, and produce and describe them; if the

sketches were made and lost, and their contents
remembered, they should he reproduced and
furnished in place of the originals. The same
conrse should be pursued if the disclosure was

Rev. 22, Oct. 106D 110

~ FACTS and pr

""%:once.ption being at a date prior to the effective

shown under Rule.

~ BY SOME OTHER ACT, such as an actual
~reduction to practice or filing an application for

of notebook

' neither sketches nor

‘but it is claimed that

iciently clear to indicate

: et . AN
definite con Hon of the invention, were made

~ the witness should state as nearly as possible
‘the language used in 1

arting knowledge of
the invention to others.” Ex parte Donovan,
1800 C.D.109;520G.309.

The affidav declaration must state
e such documentary evi-
ce and exhibits in support thereof as are
ilable to show conception and completion of
invention IN THIS COUNTRY, at least the

‘date of the reference. Where there has not been
duction to practice prior to the date of the

ference, the licant must  also show
diligence in the completion of his invention
from a time just prior to the date of the refer-

A conception of an invention, though evi-

denced by disclosure, drawings, and even a o

model, is not a complete invention under the
patent laws, and confers no rights on an inven-
tor, and has no effect on a subsequentl nted
patent to another, UNLESS HE F({

IT WITH REASONABLE DILIGENCE

4 patent. Automatic Weighing Mach. Co. v.
Pneumatic Scale Corp., Limited, 1909 C.D. 498;
1390.G.991. . o
Conception is the mental part of the inven-
tive act, but it must be capable of procef, as by
drawings, complete disclosure to another é)aD-

~ son, etc. In Mergenthaler v. Scudder, 1897 C.
- 724: 81 O.G. 1417, it was established that con-

ception is more than a mere vague idea of how

to solve a problem; the means themselves and =

their interaction must be comprehended also,
The facts to be established under Rule 131
are similar to those to be proved in interfer-
ence. The difference lies in the way in which
the evidence is presented. It applicant disagrees
with a holding that the facts are insufficient to
overcome the rejection, his remedy is by appeal

- from the continued rejection.

715.07(a) Diligence [R-22)

Where conception oceurs prior to the date of

the reference, but reduction to practice is after-

ward it is not enongh merely to allege that ap-
plicant had heen diligent. Ex parte Hunter,
IRR9 (L1, 218 49 OG. 733,

What is meant by diligence is brought out in
Christie v, Sevbeld, 1893 C.I). 515; 64 O.G,

LLOWS




MAMN 0? mmcwmm :

r he is not d:hgent, there

ﬂxgence A man mey be

of the patent jaw E
h}s lwk of actlmt)'_

nly dﬂ
teria cons:deratmn

the eompletion or -

invention and the 131 presented after final rejection will be consid-

k filing o
Merz, 75
131 affidavit

715.07(h) Intertéience Testimony

Somemnes Used [R-25]

In place of an_ aﬁidavzt or declaration the

'716 Aﬂidavus or Declaranons Travers: .
nge;ecuons, Rule 132 [R-25] e

testlmony of the applicant in an interference

m ieu of 2 Rule 131 affidavit or declaration.

526,

715, 07(c) Acts Relied Upon "'Musz

Have Been Carned Out in

in this country. See 35 U.S.C. 104.

715.07(d)
[R-25]

Exhlblts such as those filed as part of an
affidavit or ’declaration under Rule 131, that are
too bulky to be placed in the application file are
retained in the Examining Group until the case

is finally disposed of. When the case goes to
issue (or abandonment) the exhibits are sent
to the Supply and Receiving Unit, notation to
this effect being made on the margin of the
affidavit or declaration. See § 608.03(a).

715.08 Passed Upon by Primary Ex-

aminer [R-22]

The question of sufficiency of affidavits or
declarations under Rule 131 should be reviewed
and decided by a Primary Examiner,

715.09 Seasonable Preaenumon
[R-25]

Affidavits or declarations under Rule 131 must
he timely presented in order to be admitted. Afli-

pose of overcommg & new gro
 reguirement made in the
entered and considered thhout a showing under

before re-f' ;
. Rule 116(Db).

be sometimes used to antedate a reference;_

The part of the testimony to form the basis
of priority over the reference should be pointed

out. Ex parte Bowyer, 1939 C D. 5; 42 USPQ ;
<2 stantially vhorws ‘or describes but does not claim the

‘received.

Disposition of Exlublts"

 sent

~ chvxts an declaratnons’ sublmtted prior! toa ﬁnal

. oonsidered timely. ‘
it &eclaxiatxanpmmta& thh a
rej we '

1 rej:
1 rejection is

No other affidavit or declaratlon under rule‘

ered unless a satisfactory showing is made under
Rule 116(b) or 195.

' All admitted affidavits and declarations are ,
acknowledged and commented upon by the
~ Examiner in his next succeeding action, e

For affidavits or declarations under Rule 1831
' ﬁled after appeal see Rule 19.; and § 1212, ‘

‘Rule 132, AMdavits m-ﬂec!amtwm traversing

. yrounda of rejection. When any claim of an application

is rejected on reterence to a domestic patent which sub-

invention, or on reference toa to ign patent or to a
printed publication, or to facts within ‘the personal
knowledge of an employee of the Oﬂiee, or when re-
iected upon a mode or eapabmty of opemtion attributed

“'to & reference, or because the allegaed mvention is heid

to be inoperative or lacking in utility, or friv olous or in-
jurious to public health or morals, afidavits or declara-
tions traversing these reterences or objections may be

NOTE THAT RULE 132 IS NOT APPLL

- CABLE TO A REJECTION BASED ON A

U.S. PATENT WHICH CLAIMS THE RE-
JECTED INVENTION.

It is the responsibility of the Prlmar Ex-'
aminer to personally review and decide whether
affidavits or declarations submitted under Rule
132 for the purpose of traversing grounds of
rejection, are responsive to the rejection and

present sufficient facts to overcome the rejection. k
This rule sets forth the general policy of the

 Office consistently
of time of recelvmg affidavit evidence tra-
versing rejections or objections, Ex p

followed for a long period

arte
Grosselin, 1896 C.D. 39; 76 O G. 1573. The enu-

~meration of rejections in the rule is merely

exem eglarv All affidavits or declarations pre-

which do not fall within or under other
specific rules are to be treated or considered as
falling under this rule.

Aflidavits or declarations under Rule 132 must
be timely presented in order to be admitted.
Aflidavits and declarations submitted prior to a
final rejection are considered timely.

Bev. 25, July 1970




~sults or advant
plicatmn

' -the

acknowledged and comm ted upon by ’thef‘f

Examiner in his ne ling action.

The following criteria are
 affidavits or declaratlons

e rule 132: ' .
(1) Affidavits or declamtmns must be t;xmelv i e 0
tages nehed upon are merely those which wou]d

‘jk "or seasonably filed to be entitled to considera-
-~ tion. In re Rothermel et al., 1960 C.D. 204: 125

jled must ‘meet the
(2) Affidavits or dec

~ facts, not merely conclusions. In re

1950 CD 105; 84 USPQ 235.
sented in the aﬂidawts or d "

gertment to the rejection. Ix: re Renstrom,
306; 81 USPQ 390. Otherwxser ‘the affi-
davits or declaratlons have no probatxve value.

(3) Affidavits or declarations should be
scrutinized closely and the facts presented

weighed with care. The affiant’s or declarant’s

interest is a factor which may be considered,
but the affidavit or dec]aratxon cannot be dxsre— "

garded solely for that reason. In re McKenna

et al., 1953

FbPQ 359; 147 F.2d 568.

Rule 132 affidavits or declarations may be
classified in five groups, and such affidavits or
declarations must conform, in addition, to the
established criteria and standards for the group
into which they fall. These groups and the
applicable standardsare:

1. CoMPARATIVE Tssm oR RESULTS ;

~ Affidavits or declarations comparing appli-
cant s results with those of the prior art must
_relate to the reference relied upon and not other
prior art—Blanchard v. Ooms, 1946 C.D. 22:
68 USPQ 314; 153 F.2d 651, and the com-
parison must be with disclosure identical (not
similar) with that of the reference. In re Tatin-
cloux, 1956 C.D. 102; 108 UUSPQ 125; 43 CCPA

722. Otherwise, the affidavits or declarations
have no probative value.

Where the comparison is not identical with
the reference disclosure, deviations therefrom
should be explained—in re Finley, 1949 C.D.
234 81 USPQ 383: 36 CCPA 999 and if not ex-
plained should be noted and evaluated, and if

Hev, 25, July 1670

,1949

D. 251; 97 USPQ 348; 203 F.2d
717; Bullard & Co. v. Coe, 1945 CcD. 13; 64

gphcahle to all
mitted xmder

it shou]d be campamd:mth o
‘osure, since recitals of the
Abbott v.

ng pat y.

Mﬁdavxts or declarations settmg forth ad-
s and asserting that despite familiarity
 art, the claimed subject matter wasnot

affiants or declamnts do not aﬁ‘ord '

~ result from following the teaching of the prior
~art. In re Hennch 1959 C’ D 353 1.... USPQ g

»the operativeness of any mveni:lon which he is

~ his opinion on that question so long as

~ baum, 84 USPQ 383.

- Affidavits or declarations attemptmg to show
that the structure deemed inoperative was seen
.in operation by persons who vouch for its op-

C.D. 512, 48 F.2d 965,

Smce it is the Exammer’s duty to pass upon‘f',

called upon to examine he is free to express

he
with clarity and

gives reasons for his holdi

~completeness. Therefore, he need not support
_every. rejection on ino

rativeness with refer-
ences, affidavits or declarations. In re Quattle-

erability, are insufficient. In re Perrigo, 19"1

Where the invention involved is of ':uch a

_nature that it cannot be tested by known sci-
entific principles, theoretical arguments in af-
~ fidavit or declaration form are unacceptable,

and the only satisfactory manner of overcoming
the rejection is to demonstrate the operability
by construction and operation of the invention.
Buck v. Qoms, 1947 C.D. 33; 72 USPQ 211; 159
F.2d 462. In re Chilowsky, 1956 CD 105 168
USPQ 321: 43 CCPA 775,

3. INOPERABILITY OF ann\cr.s

Since every patent is presumed valid (‘35
17.8.C. 282), and since that presumption in-
cludes the presumption of operablhty—Metro- :
politan Eng. Co. v. Coe, 1935 C.D. 54; 78 F2d ‘
199. Examiners should not express any opinion
on the operability of a patent. Therefore af-
fidavits or declarations attacking the operability
of a patent cited as a reference, though entitled
to consideration, should be treated, not as con-
clugive of the factual matter preqented but

neg




- ,gPerrme, 1940 C.D. 465;:
~ Fad1wm

-showing that
he dxsclom
. product. It is

- workers woul

d product, whic

product 1s fully xsc]o»ed in the reference, the
Attwood, 1958

 matter is of no concern. In
- C.D.204:117 TUSPQ 184; 45 CCPA 824.

~ Where the affidavit or declamtlon preseﬁted: -
asserts that the reference relied upon is inopera-.
tive, it is elementary that the claims presented

by applicant must distinguish from the alleged
inoperative reference disclosure; therefore the
matter is of no concern. In re Crecehua. 193

. CO.D. 112; 24 CCPA 1‘3 86 F.2d 399: In

34 (‘(‘PA 701,
 Affidavit or declaration by patent

. did not intend his device to be used as claimed
by applicant is imm erial. In re PIO‘ 1955 C D L

s 104 USPQ 177: 42 CCPA 746.
4 CO\IMER(HL SU((‘Ess
Affidavits or declarations submxttl

of commercial success can have no bearmg ina

case where the patenbablhtv over the prior art
is not in doubt. In re Jewett et al, 1957 C.D.
$20: 115 USPQ 134: 247 F.2d 953 : Tn re Trou

man, 1966 C.D. B0%: 126 I',,I’Q 56: 47 CCPA

 J08,

“are given in the Manual of Clerical

97 COPA 1127; 11 9
InreCro-b\ 1044 D, 35 71 USPQ e

Affidavits or dm l: xmtmns showi ing vommercml
success of a structure nut relnu,d to the rlammd :

di losure of an apphcatmn is sufficient
. are not acceptable to

specxﬁcatxon itself

449; 90

pl "'n‘the dlsdosure ortoi
ending application are usually 1
ppenauer, 1944 (‘ D 587
(‘CPA 1248, . ,

717 Flle Wrappe

71 7.01 Papers in Fxle Wrapper '
[R-22]

Full details for p rocessmg file Wragper papers o

>rocedures.
Papers that do not become a permanent part of

Vrecord sho d not be entered on the “Con-

; el wrapper. No pape

\7 hould ever |

» applicant without specia
. *nmxssxoner Cert‘-m oaths
exe:-uted “abroad. "

' tamed m the ﬁle
: ,17.01 (a)

'(,fntxl revision for allowance. the specxﬁca-

tion, amendments and all other communications
_ from applicant are fastened to the left side (cen-
" ter fo]dg)

of the file wrapper. They are in in--
verse chronological order; that is, the commu-
ation with the latest “Mail Room” date is on
p. A similar arrangement is followed on the
ght side, where Office actions and other com-

munications from the Office are fastened, ex-

cept that the print is always kept on top for
the convenience of the Fxaminer.

Rev. 25, July 1970




, entries are eithor typed or
_the duplicate 'is,rece--ved,witﬁin the pe-  ment 3 address or of attorney are

riod for response and the original is 1 s
this latter situation both coéig:sam placed in

the Clerk of the Group,
; ing canceled but net
The “original” (ribbon copy) is en- Coe s
rence made to the carbor L e
f any paper filed in the Patent  (£¢.UaiD) e or Residence of In-
¢ may be obtained by enclosing . ventor or Title Changed
a self-addressed post card id ' oEY e e
per. See § G Ly ’
‘At allowance, only these papers requir ‘he distinct ‘ ence” 8
- the printer are placed in the left side: s should not be lost sight of.
 seotion) of the fle wrapper.  Section605.04(c) explains the procedureto be
T e S . , ermﬁg Set;?l'ngdth; athc?tmn to
Print , ~ the Assipnment Branch and the App ication
,71’;7.01;(11) , Prm il ranch when Applicant changes name.
q ints of th ing are : pecifically requested by applicant
sitil;h eth%rmﬁtfe Owiap' ?"‘Ei D - idence will not be changed on the file,
Branch. A paper number is assigned by the . xample, if a new oath gives a different
Clerk of the Group. ; L nce from the original, the file ’w‘ili, not
;theﬁ . nd inke he vently 17.03 Classification During Examina.

: When a new case is received in an Examin-
office and their appropri ing Group, the classification of the case and the
: ' : ~initials or name of the Examiner who will ex-
amine it or other assigned docket designation
- are noted in pencil in the upper lefthand corner
of the drawing (first sheet) and in the des-
. ignated spaces on the file wrapper. These
SN AR . . notations should be kept current. When the
If the Examiner notices an error in any of application is sent to issue, the notations then
the data originally entered on the file wrap-  3npearing on the drawing should not be erased.
per, he should have it corrected by the Appli-  They mnay be useful in classifying an incoming
- cation Branch. ; . continuing application to which drawings may
If an error is noticed in the name or ad-  have heen transferred and in assigning 1t to an
dress of the assignee, it should be corrected by ~ Examiner already familiar with the subject
the Assignment Branch. " matter, ' . ~

ta Entered on F ile Wrapper

See also 28 707.10, 717.01.
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numbering o allowe ’ |
Independent ¢laims should be d rnated in

~Claims for ;
‘ing to the first clain

, amendment.

717,

Constan

Claims” foun
per of all a

to date so as to
standing in a case, and o

which the claims arve to.

The preprinted series of clain
i the file wrsg)pe, :
iginally filed

allowed

the Index of Claims by encirclin

number in red ink.

A line in red ink should be

nnber corresponding to the nul

originally presented. Thereafter. a line in red
ink should be drawn below the number corre-
sponding to the highest numbered claim addee
by each amendment. = Just outside the Index of
oppos |

: ach amendment there
should be placed the letter designating the

Ifthee

ms

TE AT Ly o B - 3

riking out ¢ , :
As any claim is canceled a line in

should be drawn through its number.

of é#rch ? [R-18] t . 5

n each action involving a search, the Exam-
iner shall endorse, on the flap of the file wrap-
per. the classes and subclasses. and publications

705 . Fne

- searched, the date when the search was made

or was brought up to date and the Examiner’s

initials, all entries being in BLACK INK.

he number correspond-

_If the clai e amended in rewritten form
~under Rule 121(b), the original claim number
_should not be stricken from the Index of C laims

- 717.0

9

“record is important to the history of:

Great care should be taken, inasmuch as this
cord the ap-
ication. e
06 Foi‘eign Filing

ed App jcations [

The file wrapper should identify eil",t"lier'kﬁled
related applications. See 202.02 and 202.05.
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