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. or Drawings .
608.04(b) By Preliminary Amendment

060804 (c) Review of Examin
Rule 51. Genern:

plications for paten

application. Ap-

- sioner of Patents. A m!hplete nppli(:atibn comprises :
~{a) A petition or request for a patent, see rule 61.

1b) A specification. including a claim or claims (a)

rules 71 to 7T, o o -

© {¢) Anoath ordeclaration, see rule 65. ;
(1) Drawings, when necessary, see rules 81 to 88.
(e) The prescribed filing fee. (See rule 21 for filing

rma,) . e

- GuipeLINEs ForR DrarriNe A Mopber PatexT
ArrLicATION ‘

The following guidelines illustrate the pre-
ferred layout and content for patent applica-
_tions. These guidelines are suggested for the
applicant’s use. e ,

Arrangement and Contents of the Speciﬁcatz'on

The following order of arrangement is pref-
erable in framing the specification and, except
for the title of the invention, each of the lettered
items should be preceded by the headings
indicated. o -
_{a) Title of the Invention. ,
 (b) Abstract of the Disclosure. '
(¢) Cross-References to Related Applica-.
tions (if any). '
(d) Background of the Invention.
1. Field of the Invention,
2, Description of tiie Prior Art.
(¢) Summary of the Invention. .
(f) Brief Description of the Drawing. .
. (g) Description of the Preferred Embodi-
~ ment(s). : '

~ (h) Claim(s).
(a) Title of the Invention: (See Rule
' 72(a;.) The title of the invention should be
placed at the top of the first })aﬁm of the specifi-
cation, It should be brief but technically
accurato and descriptive, ‘

(b) Abstract of the Disclosure: (See Rule
72(b), and section 605.01(b).)

(¢) Cross-References to Related Applica-
tions: (See Rule 7% and section 201.11).

(d) Background of the Invention: The
specification should set forth the Background
of the Invention in two parts:

(1) Field of the Invention: A statement
of the field of art to which the invention
pertains. This statement may include a
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_to the Commis

_ing(s) as set forth in Rule 74.

bodiment(s) of the invention as required in
Rule 71. The description should be as short and
specific as is mnecessary to adequately and
- accurately describe the invention. ,

(2) Description of the Prior Art: A para-

~ graph(s) describing to the extent practi-
cal the state of the prior art known to
the applicant, including references to

specific prior art where appropriate.

Where applicable, the problems involved
applicant’s invention, should be indi-

cated. , \ T :
(e) Summary: A brief summary or general

statement of the invention as set forth in Rule

- 73. The summary is separate and distinct from

the abstract and is directed toward the inven-
tion rather than the disclosure as a whole. The

summary may point out the advantages of the

invention or how it solves problems previously
existent in the prior art (and preferably indi-

~ cated in the Background of the Invention). In

chemical cases it should point out in general
terms the utility of the invention. If possible,

the nature and gist of the invention or the
inventive concept should be set forth. Objects

of the invention should be treated briefly and

only to the extent that they contribute to an

understanding of the invention, ;
(f) Brief Description of the Drawing: A

reference to and brief description of the draw-

(g) Description of the PreferredE'mbo’dz'-
ment(s): A description of the preferred em-

Where elements or groups of elements, com-
pounds, and processes, which are conventional
and generally widely known in the field to
which the invention pertains, form a part of
the invention described and their exact nature
or type is not necessary for an understanding
and use of the invention by a person skilled in
the art, they should not be described in detail.
However, where particularly complicated sub-
ject matter is involved or where the elements,
compounds, or processes may not be commonly
or widely known in the field, the specification
should refer to another patent or readily avail-
able publication which adequately describes
the subject matter.

(h) Claim(s): (See Rule 75.) A claim may
be typed with the various elements subdivided
in paragraph form. There may be plural inden-
tations to further segregate subcombinations
or related steps.

Reference characters corresponding to ele-
ments recited in the detailed description and

in the prior art, which are solved by the




order of scope so that the :ﬁfst claim present
is the broadest. Where separate species are
claimed, the claims of like species should be
grouped together where ible and physically
separated by drawing a line between claims or
groups of claims. (Both of these provisions may
not be practical or possible where several species
claims depend from the same generic claim.)
~ Similarly, product and process claims should
be separately grouped. Such arrangements are
for the purpose of facilitating classification

and examination. ‘ o
The form of claim required in Rule 75(e) is

particularly adapted for the description of

improvement type inventions. It is to be con-

sidered a combination claim and should be

drafted with this thought in mind.

In drafting claims in accordance with Rule
75(e), the preamble is to be considered to posi-
tively and clearly include all the elements or

steps recited therein as a part of the claimed

combination.

Oath or Declaration

(See Rule 65.) Where one or more previously
filed foreign applications are cited or mentioned

in the oath or declaration, complete identifying
data, including the application or serial num-
ber as well as the country and date of filing,
should be provided.

THE APPLICATION |

The petition, specification, and oath or dec-
laration must be in the English language and
must be legibly typewritten, written or printed
in permanent ink. See Rule 52 and § 608.01.

he parts of the application may be included
in a single document, and an approved single-
signature form may be used.

Determination of completeness of an appli-
cation is covered in § 506.

The petition, specification and oath or dec-
_laration are sccured together in a file wrapper,
bearing appropriate identifying data including
the serinl number and filing date (§ 717).

- §201.07.
be Design application

~ plication (

601 Petition

_where in the application.

. specification and oath or declaration, otherwise it must
" be signed by the petitioner. ' a

34.1

601.02

Rule 147 Division applications § 201.06.
Streamlined Continuation  applications

~ Reissue applications § 1401.
hapter 1500.
_Plant applications, Chapter 1600. :
- A model, exhibit or specimen is not required

as part of the application as filed, although it

may be re(ﬁlired in the prosecution of the ap-
ules 91-93, § 608.03). '

Rule 59. Papers of complete application not to be
returned.” The papers in n complete application will
not be returned for any purpose whatever. If appli-
cants have not preserved copies of the papers, the
Office will furnish coples at the usual cost.  See rule
87 for return of drawing. ~ j

See, however, § 604.04(a). [R-25]

[R-22] |

Rule 61. Petition. (a) The petition must be addressed
to the Commissioner of Patents and request the grant
of a patent. The residence, and post office address of the
petitioner must appear in the petition if not stated else-
The petition need not be

separately signed when part of and attached to the

(b) The power of attorney or authorization of agent
may be incorporated in the petition. :
Petitioner’s or applicant’s post office address

is discussed in § 605.03.
~ The petition need not be dated.

601.01. ‘Amendment of Petition
[R-22]

Those portions of the petition other than the
post office address (see §605.03) may be
amended by the attorney. ‘

601.02 Power of Attorney or Author-
ization of Agent [R-22]

The attorney’s or agent’s full post office ad-
dress (including ZIP code number) should be
given in every power of attorney or authority
of agent. The telephone number of the attorney
or agent may also be included in the petition.
The prompt delivery of communications will
thereby be facilitated.

Usually a power of attorney or authorization
of agent is incorporated in either the petition
or single signature form. (See §§402 and
605.04(a).
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602 Ongmal Oath or Dechmnon

Rtlc 635. Statement of Appliam . (a)(1) The ap-
plicant, if the inventor, must state that he verily be-
lieves himself to be thev,origiml and first inventor or

7 iachine, manufacture, com-
. position of matter, or improvement thereof, for which
he solicits a patent: that he does not know and does
not believe that the same was ever known or used
in the United States before his invention or discovery
thereaf, and shall state of what country he is a citizen
and where he resides, and whether he is a sole or joint
inventor of the invention claimed in his app
every original application the apphcant m
state that to the best of his knowledge and beli
vention has not been in public use or on sa
United States more than one year prior to i plica-

tion or patented or described in any printed publication :

in any country before his invention or more than one
¥ear prior to his application, or patented in any foreign
country prior to the date of his application on an appli-
cation filed by himself or hi legal representathes or
assigns more than twelve. months ;,prior to his appli-
cation in this country. He shall state whether or not
any application for patent on the same invention has
been filed in any foreign country, either by himself
or by his legal representatives or assigns. If any
such application has been filed,” the applicant shall
name the country in which the earliest such application
was filed, and shall give the day, month, and year of its
filing; he shall also identify by country and by day,
month, and year of filing, every such foreign applica-
tion filed more than twelve months before the filing of
the apphca tion in this country

(2) Thig statement (i) must be subscribed to by the
applicant, and (ii) must either (a) be sworn to (or
affirmed) as provided in Rule 66, or (b) include the
personal declaration of the applicant as prescribed in
Rule 88. See Rule 153 for design cases and Rule 162
for plant cases. .

(b) If the application is made as provided in Rules
42, 43, or 47, the applicant shall state his relationship
to the inventor and, upon information and belief, the
facts which the inventor is required by this rule to

state.

(c) An additional statement may be required if the

application has not been filed in the Patent Office within
a reasonable time after execution of the original state-
ment.
Rule 68. Declaration in Liew of Oath. Any docu-
ment to be filed in the Patent Office and which is re-
quired by any law, rule, or other regulation to be under
oath may be subscribed to by a written declaration with
the exception of testimony relating to interferences and
other contested cases covered by rules 271 to 286. Such
declaration may be used in lieu of the oath otherwise
required, if, and only if, the declarant is on the same
document, warned that willful false statements and
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_ must set forth in the body of the

etatem ts made of his own knowledge are true and
that all statements made on information and belief are
believed to be true
18 U.KR.C. 1001. 8 atcnmtts or cntries yenemuy
Whoever, in any matter within the jurisdiction of
any department or agency of the United States know-
ingly and willfully falsifies, conceals ‘or covers up by

- any trick, scheme, or device a material fact, or makes

any false, fictitious or fraudulent statements or repre-
sentations, or makes or uses any false writing or docu-
ment knowing the same to contain any false, fictitious
or fraudulent statement cr entry, shall be fined not
more than $10,000 or xmprisoned not more than ﬁve
vears, or both. '

A Rule 68 Dec]aratxon need not be rlbboned

to the other papers, even if signed in a country

ted States. When a Declara-
tion is used, it is unnecessary to appear before
any official in connection with the ma mg of the
Declaration. It must, however, since it is an
integral part of the agphcatlon, be maintained
together therewith. ted forms for dec-
larations are located in t% back portion of the
“Rules of Practice” booklet.

fereign to the

' ﬁeetatute, 35 US.C. 25, the Commissioner
has

n empowered to prescrlbe instances when
a written declaration may be accepted in lieu

~ of the oath for “any document to be filed in the

Patent Office”.

The filing of a written declaration is accept-
able in lieu of an original application oath that
is informal.

The applicant must state that no forelgn ap-
plications have been filed, if such is the case.
If all foreign apphcatlons ‘have been filed
within twelve months of the U.S. filing date,
he is required only to recite the first such
foreign application, and it should be clear that
the foreign application referred to is the first
filed foreign application. The applicant is
required to recite all foreign applications filed
more than twelve months prior to the U.S.
filing. Tt is desirable to give the foreign serial
number as well as the filing date of the first
filed foreign application, especially if the inven-
tor’s name will not appear in a certified copy of
said foreign application.
The single signature forms mentioned in
§ 605.04 (a) includes the oath or declaration.
An oath or declaration which refers to appli-
cant as “the petitioner” need not contain
applicant’s name in the body thereof.

In the oath, the jurat must be filled out, and
the word “sole” or “only” must appear if there

34.2



1gmal first and j ]o 't,mven-‘
&,B et

’as he fact%~

in many states mcludmg Alabama, Louisi-
ana, Maryland, Massachusetts, New Jersey, New

York Rhode Island, South Carolina and \'lr- ’

_ ginia need not be xmpressed with a seal. ,
If a claim is presented for matter not orlg-
inally claimed or embraced in the original
_statement of invention in the speclﬁcatlon a
‘supplemental oath is requlred Rule 6( § 603

602.01 Oath Cannot Be Amended

The wording of an oath or declaration cannot
be amended. If the wording is not correct or if
all of the required affirmations have not been
made or if it has not been properly subscribed
to, a new oath or declaration must be required.
However, in some cases a deficiency in the oath
or declaration can be corrected by a =upp1e-
mental paper and a new oath or declaratxon is
ot necessary.

For example, if the oath does not set forth
evidence that the notary was acting within his
jurisdiction at the time he administered the
oath a certificate of the notary that the oath

was taken within his jurisdiction will correct

the deﬁclency See §§ 602 and 604. 02

602.02 New Oath or Substntute for
Original [R-25]

In requiring a new oath or declaration, the
Examiner should always give the reason for the
requirement and call attention to the fact that
the application of which it is to form a part
must be properly identified in the body of the
new oath or declaration, preferably by giving
the serial number and the date of hlmgz This
is done in the first action by means of attach-
ment Form P-152 (see § 707.07(a)). ,

Where neither the original oath or declara-
tion, nor the substitute oath or declaration is
complete in itself, but the two taken together
give all the required data, no further oath or
declaration is needed.

152 (ses §707.0

point out, maki f atts :
. (a) ), every 'deﬁclency in a
declaration or oath and require that the same be

remedied. However, when an application is
_otherwise ready for issue, an Examiner with

full signatory authonty may waive the follow-

. ing minor deficiencies:

. A delay of somewhat more than five weeks

_ plus mailing time in filing after the time

~ of making the declaration, or the time of
_execution in the case of an oath.

. Residence of an applicant if a post oﬁce
address is given. ,

. Mulllor deficiencies in the execution of an
oat ;

. Minor deficiencies in the body of the oath
where the deficiencies are self-evidentl
cured in the rest of the oath, as in an oat.
of plural inventors couched in plu lural terms

except for use of “sole” for “joint,” par-

ticularly where “sole inventors” is as-
_serted. In re Searles, 164 USPQ 623.

If any of the above are waived, the Examiner =~

should write in the margin of the declaration or
oath a notation such as “Stale date of declara-
tion (oath) waived; apphcatlon readv for 1ssue”

’ and initial.

602.04 Forelgn Executed Qath
[R-25]

An oath executed in a foreign country must
be properl_} authentlcated See § 604 and Rule

602.04(a) Foreign Executed QOath Is
Ribboned to Other Appli-
cation Papers [R-21]
Eztract from Rule 66. (b) When the oath is taken
before an officer .in a country foreign to the United
States, all the application papers, except the drawings,
must be attached together and a ribbon passed one or
more times through all the sheets of the application,
except the drawings, and the ends of said ribbon
brought together under the seal before the latter is
affixed and impressed, or each sheet must be impressed
with the official seal of the officer before whom the
oath ig taken. If the papers as filed are not properly
ribboned or each sheet impressed with the seal, the
case will be accepted for examination but before it
is allowed, duplicate papers, prepared in compliance
with the foregoing sentence, must be filed.

Note that a Declaration in Lieu of Applica-
tion Oath (Rule 6%) need not be rlbboneJ to the
other papers. Tt must, however, be maintained
together therewith.
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The time ela
tion of the oat
date of the ap

or declaration the filing
compliance with Rule 65(c). I

‘able time has elapsed, the E 1

for a new oath or decla.ratmn.'

tutes a reasonable time is a

in the particular case. (Five weeks plus time
of transmission in the mails was considered
reasonable under the circumstances of Ex parte
Heinze, 1919 C.D. 67; 265 O.G. 145). The
“Notice of informal Patent Application™ attach:
ment form PO-152 is used to notify applicant
that his oath or declaration is stale.’

If no date of execution appears, applicant is
requn'ed to file either a new oath or declaration
or a certificate from the notary giving the actual
date when the oath wastaken.

602 05 (a) Oath or Declaration in  Di-

vision and Continuation
~ Cases [R-25]

Where the date of filing the apphcatlon is
not the date that determines the statutory
twelve months’ period, as in divisional and
continuation cases, it is immaterial, so far as

concerns the acceptablhty of the oath or decla-
ration, how long a time intervenes between the

execution of the oath or declaration and the
filing of the application.

When a divisional application is 1dent1cal
with the original application as filed, signing
and execution of the oath in the divisional case
may be omitted. (See Rule 147, § 201.06.)

Ina streamlined continuation application, the

oath or declaration of the parent application
can be used. Therefore, signing and execution of
a new oath or declaration in the streamlined
continuation is not required. See § 201.07.

603 Supplemental Oath or Declaration
[R-25]

Rule 67. Supplemental oath or declaration for mat-
ter not originally claimed. (a) When an applicant pre-
sents a claim for matter originally shown or described
but not substantially embraced in the statement of
invention or claim originally presented, he shall file
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_ a supplemental ocath or de
lication should be checked for :-

uestion of judg-
ment to be determined by all the circumstances

ation to the effect that
the subject matter of the prommd amendment was part

. ey  ofhis inmm that he d
d between the date of execu-
' ‘scribed,ih ¥ pﬁnted pnbllcation in any country hefore

nvention or discovery thereot. or more than one
year before his application, or in pnblic use or on sale
the United States for more than one year before the

_ date of his application, that said invention has not

- been patented in any foreign country prior to the date
of his _application in this country on an application filed
by himsself or his legal representatives or assigns more
than twelve months prior to his application in the

tates. and has not been abandoned. Such sup-
plemental cath or declaration should accompany and
properly identify the proposed amendment, otherwise
the proposed amendment may be refused consideration.

(b) In proper cases the oath or declaration here re-

- .quired may be made on informatlon and belief by an
applicant otber than inventor

Rule 67 requires in the su plemental oath
or declaration substantially al{) the data called
for in Rule 65 for the original oath or declara-
tion. As to the purpose to be served by the sup-
plemental oath or declaration, the Examiner
should bear in mind that it cannot be availed
of to introduce new matter into an application.

603.01 Supplemental Oath Filed After
~ Allowance [R-25]

Since the decision in Cutter Co. v. Metro-
politan Electric Mfg. Co., 275 Fed. 158, many
supplemental oaths covering the clalms in the
case have been filed after the case is allowed.
Such oaths may be filed as a matter of right
and when received they will be placed in the
file by the Issue Branch, but their receipt will
not be acknowledged to the party filing them.
They should not be filed or considered as
amendments under Rule 312, since they make
no change in the wording of the papers on
file See § 714.16.

604

Administration or Execution of
Oath [R-21]

Extract From Rule 66. Officers authorized to ad-
minister oatks. - (a) The oath or affirmation may be
made hefore any person within the United States au-
thorized by law to administer oaths, or, when made in




: before whom the oath or amrmation is made in this‘ k~. .
;.;countrv is not provided with a seal, hiz official charac-

_ter shall be_ established by competent evidence, as by
s certificate froma
‘proper officer having a seal. .
See section 602. O4(a) for forelgn executed
oath.

604.01 Seal [R—21]

When the person before whom the oath or
affirmation is made in this country is not
vided with , his official character shalil be
established by competent evidence, as by a cer-
tificate from a clerk of a court of record or
other proper, officer having a seal, except as
noted in section 604.03(a), in which situations

no seal is necessary. When the issue concerns the
authority of the person admmxstermg the oath,

the Examiner should require proof of author-
ity. Depending on the jurisdiction, the “seal™
‘may be either embossed or rubber stamped. The
latter should not be confused with a stamped
legend 1nd1catmg only the date of expiration of
the notary’s commission.

See also section 602.04(a) on forexgn executed
oath and seal. In some jurisdictions, the seal of
the notary is not required but the official title of
the officer must be on the oath. This applies to

~Alabama, California (certain notaries), Lou-
isiana, Maryland, Massachusetts, New Jersey.
New York, Ohio, Puerto Rico, Rhode Island.
South Carolina and Vi xrgmla.

604.02 Venue [R-21]

That purtion of an oath or affidavit indicat-
ing where the oath is taken is known as the
venue. Where the county and state in the
venue agree with the county and state in the
seal, no problem arises. If the venue and seal
do not correspond in county and state, the
jurisdiction of the notary must be determined
from statements by the notary appearing on the
oath, or from the listing at section 604,03,
Venue and notary jurisdiction must correspond
or the oath is improper.  The outh should show
on its face that it was taken within the jnrisdie-

of a court or ‘record or otber :

- Louisiana

g aﬁw or naury Thxs

r in the venue or in the

, Otherwise, a new oath, or
tificate of th ry that the oath was
within his jurisdiction, must be required.

Ex parte Delavoye, 1906 C.D, 320; 124 O.G.
26; Ex parte Irwm, 1928 C.D. 13 367 O.G.
701,

The followmg language may be used in an
Office action where the venue is not shown:
[1] The oath in this application lacks the
, statement of venue. To correct this defect, ap-
_plicant is required to furnish either a new
oath in proper form, identifying the applica-
_tion by serial number and date of filing, or a
certificate by the odficer before whom the
nn%mal oath was taken stating that he was
within his ]unsdutlon when he administered
that oath. ~
Where the seal and venue differ the appro-
priate statement on the “Notice of Informal
Patent Application” form PO-152 should be
checked. ~

604.03 Notaries and Extent of Juris-
 diction

The extent of the jurisdiction of the notarles :
in the various states is given below.

COUNTY ONLY

: Texas
Mississippi

VARIABLE JTURISDICTION

(See ‘explanator’y patagraplls below)

Missouri (e)
Nebraska (a)
Ohio (f)
Tennessee (g)
Virginia (h%’
West Virginia (d)

Alabama (a)
Florida (b)
Hawaii (c)
Iowa (d)

Kansas (e)
Kentucky (d)

STATEWIDE
All other states

(a) Alabama and Nebraska notaries are ap-
pointed for connties and for state at Jarge.

ib) Florida notary commissions are cus-
tomarily for state at large but may be restricted
by commission to less than the state at large,

(¢) In Hawaii it is generally limited to the
judieial eireuit.

¢y In lowa, Kentucky and West Virginia it
is Hmited to county for which appointed, but
notary in any county ay qualify and aet as
notary in any other countyv.
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3(a) ; ,
() The jurisdiction of Kansas and Missouri
notaries is coextensive with county of appoint
ment and adjoining counties. , .

(f) In Ohio,notaries other than a&orn by
appointed by the Governor for a term of

and ha\tr:dpower to act only in county for which
 appointed. An attorney or any person certified
by a judge of the court of common pleas of the
county in which he resides as qualified for the
duties of official stenographic reporter of such
state, may, however be commissioned for the
entire state. The extent of jurisdiction is stated
near the notary’s signature. .
(g) Tennessee notary publics commissioned
in one county may file in county court of any
other county and thereupon may exercise the
fun of his office in such other county. In
such cases, however, notary must attach to his
certificate a statement that he is qualified in the
county in which he acts. Notaries at large are
commissioned by the Secretary of the State.
Notagy’s signature must indicate that he is so
qualified. Special seal is prescribed by the Sec-
retary of State. . ‘

(h) In Virginia, notaries are limited to city
or county for which appointed except that
notary for city may act in county or city con-
tiguous thereto, and a notary for a county may
act in city contiguous thereto. Notaries may be
appointed for two or more counties and cities or
for the state at large. '

The notary does not have to state when his
commission expires but if he does so state, the
oath should be inspected to determine whether
or not the notary’s commission had expired at
the date of execution of the oath.

604.03(a) Notarial Powers of Some
Military Officers

Public Law 506 (81st Congress, Second Ses-
sion) Article 136: (a) The following persens
on active duty in the armed forces . . . shall
have the general powers of a notary public and
of a consul of the United States, in the per-
formance of all notarial acts to be executed by
members of any of the armed forces, wherever
they may be, and by other persons subject to
this code [Uniform Code of Military Justice]
outside the continental limits of the United
States:
(1) All judge advocates of the Army and
Air Force;
(2) All law specialists:
(3) All summary courts-martial;

(4) All adjutants, assistant adjutants, act-
ing adjutants, and personnel adjutants;

(5) ANl commanding officers of the Navy
and Coast Guard;
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cates and le

"tioslsfof’t'he armed forces or
_ (d) The signature without seal of any such

of his office, shall be

~ of the United States. Rule 66, section 604. This

() Al staff judge advocates and legal offi-

cers, and acting or assistant staff

gal officers; and , ~

) All other persons desi%mted by regula-
y statute.

judge advo-

person acting as notary, together with the title
prima facie evidence of

his suthority.

604.04 Consul [R-21]

When the oath is made in a foreign country,

“the authority of any officer other than a diplo-

matic or consular officer of the United States
authorized to administer oaths must be proved
by certificate of a diplomatic or consular officer

proof may be throngh an intermediary; e.g., the
consul may certify as to the authority and juris-
diction of another official who, in turn, may cer-
tify as to the authority and jurisdiction of the
officer before whom the oath 1s taken.

604.04(a) Consul-Omission of Cer-
tificate [R-21]

Where the oath is taken before an officer in
a foreign country other than a diplomatic or
consular officer of the United States and whose

_ authority is not authenicated, the application

is nevertheless given a filing date for purposes
of examination. The Examiner, in ﬂis first
Office action, should note this informality and
require authentication of the oath by an ap-
propriate diplomatic or consular officer. The
following language is suggested in requiring

o ‘authentication of an oath:

[1] “The oath is objected to as being informal
in that it lacks authentication by a diplomatic
or consular officer of the United States; Rule
66(a). This informality can be overcome only
by forwarding the original oath to the appro-
priate officer for authentication if applicant
wishes to preserve his original filing date, Ap-
plicant should therefore request return of the
oath for this purpose. Such request must be
accompanied by an order for a copy of the
oath to be retained in the file until the prop-
erly authenticated oath is returned. After the
oath has been authenticated, it should be re-
turned promptly to the Patent Office.”

At the time of the next Office action the
request for return of the oath, together with
the application file and the copy of the oath,
is submitted to the Group Director. If the
request is approved by him, the oath will be
returned to the applicant by the Examining
Group.




_ PARTS,

_ The filing bf;a declaration by the af hmnt ;
in lieu of an authentication of the original oath

cannot be accepted since the authentic

essential to preserve the original filing date.

604.05 Consular Fee Stamp |
All papers executed on or after June 28, 1955,

that formerly required the consular fee stamp,
are a,cceptable,without; such stamp.

38. 1

RM AND CONTENT OF APPLICATION

604.06

60406 By Attorney in Cme’

language of Rule 66 and 35 US.C

115 is such that an attorney in the case is no

longer barred from administering the oath as
notary. The Office presumes that an attorney
acting as notary is cognizant of the extent of his
authority and jurisdiction and will not know-

Rev. 21, July 106D



hibits the administering 3 tor (
ney in the case and hence the old till a . | | ,
lies 1 Co 8 A ne 605.02 Applicant’s Residence

reqnxmment.

, the law holds ; place of residence (not to be con-
Toper a Jor the  fuse is Post Office address) can be fur-
the applicat;  ni by the attorney. In the case of an ap-
plicatio plicant who is in the U.S. Army or U.S. Navy,
Te a statement to that effect is sufficient as to
_residence. For change of residence see
8§ 717.02(b). . '

When the post office address is supplied but

~_ the residence is omitted, the post office address

_ is presumed to be the city and state of his resi-
denc]e. Appl‘icanii shouliz1 be so not-ief('lled by usl;
ing la ge similar to that su on wor:
shget ?gll'rlnagle)O#IOOQ, which stgt%?t

[1] “Applicant’s residence has been omitted
_ from the papers. The city and state of his

post office address will be presumed to be the

city and state of his residence. If the above
is mcorrect, applicant should submit a state-
ment of his place of residence no later than at
the time of payment of the issue fee.” ~

If both the post office address and residence

are incomplete, not uniform or omitted, the

605 Applicant [R-24]

Rule 41. Applicant for patent. (2) A pa
applied for and the application papers must be signed
and the necessary oath or declaration executed by the
actual inventor in all cases. except as provided by rules

42,43 and 47 See rule 147.

__(b) Unless the contrary is indicated, the word “ap-
plicant” when used in these rules refers to the inventor.

. Joint inventors who have a for a patent, or to
the person mentioned in rules 42, 43, or 47 who has
applied for a patent In place of the Inventor.

Eztract from Rule }5. Joint inventors. - (a) Joint

_inventors must apply for a patent jointly and each
must sign the application papers and make the re-
quired oath or declaration: neither of them alone, nor

P0O-152 should be used.

“Notice of Informal Patent Application™ form

less than the entire number, can apply for a patent
for an invention invented by them jointly, except as
provided in rule 47. -

For convertibility from a joint to sole or sole
to joint application, see § 201.03.

Rule }6. Assigned inventions and patents. In case
the whole or a part interest in the invention or in the
patent to be issued is assigmed, the application must
still be made by the inventor or one of the persons
mentioned in rules 42, 43, or 47. However, the patent
may be issued to the assignee or jointly to the inventor
and the assignee as provided in rule 334.

This section concerns filing by the actual in-
_ ventor. If filed by other, see § 409.03.

Note
Streamlined  continuation  application,
§ 201.07. Disposition of application by in-
ventor, § 301.  Inventor dead or insane, § 409.

605.01 Applicant’s Citizenship

The statute (35 U.S.C. 115) requires an ap-
plicant to state his citizenship. Where an

Applicant’s Post Office Address
[R-24] o

~ Applicant’s post office address means under
" Rule 61 that address at which he customarily
receives hismail. The post office address should
include the ZIP Code designation.

The object of requiring applicant’s post of-
fice address is to enable the Office to communi-
cate directly with the applicant if desired;
hence, the address of the attorney with in- -
structions to send communications to applicant
in care of the attorney is not sufficient.

If the post office address is entirely omitted
it must be supplied by a letter over the appli-
cant’s own signature. Where, however, having
given complete data as to his residence, the
applicant identifies his post office address only
by street and number, it is assumed and so
accepted, that the city and state of his resi-
dence are the city and state of his post office
address.

Any amendment of the post office address re-
quires the signature of the applicant himself.

605.03
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t ;,ppylicam’s
Name [R-24]

nature. The application must be
in person. The signature of the oath

i1l be accepted as the signature othe

the oath or de

The signing and execution by the applicant

of certain Divisional and Streamlined Contin-
uation applications may be omitted. Rule 147,
§8 201.06 and 201.07. o
NorE: Signature to response see §§ 7114.01(a)
to (e). g " |
- 605.04(a) Signature Form
| [R-24] -

The single signature form should be exe-
cuted only when attached to a complete appli-
cation as the last page thereof. Such forms

~are shown as 16 and 16a in the List of Forms in

the Rules of Practice booklet. ' f

605.04(b) Full First Name Required

[R-24]

All applications which disclose the full first

and last names with middle initial or name,
if any, of the applicant at any place in the
a%plicat-ion papers will be received and con-
sidered as a sufficient compliance with Rules
57 and 76 of the Rules of Practice.

When the full first name of the applicant
does not appear either in the signature or else-
where in the papers the Examiner will, in
the first official action, require an amendment
over applicant’s signature supplying the omis-
sion, and he will not pass the application to
issue  until the omission has been supplied
unless a statement be filed over the applicant’s
own signature setting forth that his full first
name is as signed or what is in fact his full
first name.

No affidavit should be required.

Rev. 24, Apr. 1970

Sigmluré and

~ the printer takes the name frc
the file wrapper, the middle name or initial
should be added thereto in red ink. '

7 requires “full names”. The full firet

name must appear somewhere in the papers as
; 5 it s

filed. Otherwise, appropriate
written with

" Tn the first Office letter, call attention to the
lack of uniformity and request information

__over the applicant’s signature as to the correct

form of his name, together with any necessary

endment. . S
‘applicant, in reply, gi

the middle name or ini

by any instructions to am ;

name, the reply may be interpre

tion to cancel the middle name or

the application. It is necessary however, that

_ such surplus portion of the name, if it appears

printed on the drawing, should be removed
therefrom. This can be done by the Office

draftsman.: ... ar
If applicant gives the name with the middle

~_name or initial, interpret the reply as a direc-
~ tion that the middie name or initial is to be

nted patent. As
from the face of

used in the name on the

_If applicant fails to answer the request and
the case is otherwise ready for issue, prepare
an Examiner’s Amendment indicating that the
name on the drawing has been corrected to
correspond with the signature or signatures.
have the Draftsman correct the drawing, and
pass the case to issue. This cannot be done if

there are inconsistencies in the signatures of the

same applicant. :

There should be uniformity notwithstanding
that lack of it is not sufficient to affect the
validity of the patent. ' ,
When the name on the file wrapper is cor-
rected, the file should be sent to the Application
Branch for correction of its records.

605.04(c) Applicant Changes Name
[R-24]

In cases where an applicant’s name has been
changed after his application has been filed
and the applicant desires that the patent when
issued carry an endorsement as to the change
in his name, he must submit a recording fee
accompanied hy either an affidavit signed with




v\mmmg Group.
{Ie by t!u Ass

file is qent to the Apphc-ttlon‘

a change in their records and if
he applic
by the Application Branch to the Assignment

‘Branch for a change in. 1581gnment

. f the apphcant is unab

 as affixed to the appli
to by a witness. In the
notary’s signature to the
'1uthent1cate the mark.

60;).04(:»:)

1ﬂiclent to

ture

It is permlselble for an applicant to use a
title of nobility or other title, such as “Dr.”
~in_connection with_his signature. The tlt]e
will not .lppear in the printed pfltent

: 605.04(f) Signature on Joint Appli—
cations—Order of Names
[R-24] '

ion is aqsxgned it will be forwarded

In those instances where 'the ;emt :1pphcrmt<s ‘
‘ ,amte oaths or declamt ions, the order of

mths or. deﬂ’lamtmm appear.n the ap- '
DETS lmie«s a dxﬁeren! order is

60a M(g) When ’V&me Is (' orrected

Send to Applucatlon ‘
*Braneh [R-24] '

“ hen the name is cmrected by amendment

_or the order of the names is (han%d the file
- should be sent to the .\pphvatmn

ranch for:

~_correction of the name in its record When

" the name is c]nngect. see

: 60;) 04(h) ngnatnre to Drawmg

$605.04(c).

[R=24]

‘ Rule‘sz. Signature to dmwmg ngnatures are not

5 k,i-equirerl on the drawing it it accompanles and is re- e
" ferred to in the other papers of the application, other-

May Use Title Wuh Slgna-

- signature and numcs
-or -the name of the applicant. and signature of the

wise the drawing must be :xgned - The drawing may S
‘be t:ﬂned by the applicant in° pprcon or have the name = .
“of the apphcant placed thereon followed by the sig

‘nature of the attorney or agsent as such. :

Extract from I‘ulv 84, Drmwrings.  (h) Lr)r‘atton o!
The signature of the appHcant,

attorney or agent, may be placed in the lower right-
hand corner of each sheet within the marginal line,

or. may he plmed below the itmer mﬂrginal line,

The ugnature when' piaced on the dr'uvmg, ,

~ should never cross the marginal line. The sig-
- nature on the drawing must not be inconsistent

Tt is not essential that the names appear in

tho same order in the signatures to the petition,
specification, onth or declaration, and drawing.
The order of names of joint patentees in the
heading of the patent is taken from the order
in which the typewritten names appear in the
original oath or declaration accompanying the
application papers. Care should therefore be
exercised in selecting the preferred order of the
typewritten names of the joint inventors, be-
fore filing, as requests for ~nb~m[nent shifting
of the names would entail changing numerous
records in the Office. Since the particular
order in whieli the names appear is of no conse-
quence insofar as the lf';."l]] rights of the joint
applicants are concerned. no rh.mrroe will be

~ the application.

with the other signatures and typed names in
foreover, it cannot include a
middle name if the other signatures include .
only a middle initial consistent therewith, It
can, however, include initials for the first and
middle names.  Drawings filed without the in-
ventor's name thereon, will have the name
apphed in pencil by the Mail Branch.
‘When the drawing is signed by the inventor
in person the name of the attorney is not per-

“mirted to appear thereon.

The drawing may he qlgnpd bv the appli-

" cant, attorney, or agent in person after the

41

drawing has been filed. The signature need
not be dated. Prohibition against changing
name of the attorney on drawing is discussed

Rev, 27, Jan. 1971




X P ~
;~t1ve of the mventor, the speci!

the usual “I have found,” the wordmg should
be “it was found,”

For prosecution b,y admmzstmtor or execu-

tor, see § 409.01(n).

mtlorl: should mformatwe value in

not be written in the first person. Instead of supplied by the applicant, the

- change the title by Exammer 'S Amen

» specification, !litm i

;""rMay Requnz-eﬂhange, ,
[R-27]

s not descnptwe of the m-f

' » the Examiner should require
the substzmtmn of a new title that is clearly
indicative of the invention to which the claims

ore directed. This may result in slightly
lo r titles, but the loss in bravxty of title
be more than offset by the gain in its

Jf a satisfactor ht]

searching, etc. :
xaminer may

or after al}owance.. o

“For m)mcutmn by hexrw,see §§ 44)9 Ol(a) and 0

'409 01(d
_incapacitated inventor, see § 409. 02,

For pmaecutlon by other than i m\ entor, see

. §409.03,

605.05(a) Slgnature of Legal Repre-
~ sentatlve ear

If the drawing is signed by the legal repre-

sentative it must follow this form:

‘ John A. Jones, deceased, '

; by Mary A. Jones, Admnmstmtnx
The other signatures must ezther be in the

above form or:
Mary A. Jones
Administratrix of Estate of
John A. Jones, deceased.

If the di‘amng is signed by the attorney thls :

form must be used:
~John A. Jones, deoewed

by Mary A. Jones, Admxmetrntnm |

by William A. Smith, Atty.

If the specification hears the signature of the

5 admlnmmtor or executor hut omits the matter,
“administrator of the Estate of John Jones,
deceased,” the matter can be added by amend-
ment.
ment if the case is other\vte ready for issue.

605. ’06 Filing by Other Than Inventor :

[R-24]
- See §409.03,

606 Title of Invention

Rule T2(a). The title of the invention. which should
he as short and specific ns possible, should RPPCRT 2% a

Rev, 27, Jan. i!Wl i

For prosecutxon by reprecematn-e of Iegqlly,,%

~will be accomphshed“bv placlng an e
o doszgnated box on the Notice of Allowance form

~ file wrapper.
- be prepared for

'607‘

required only a basic filing E

~ the Fee Act, effective Octobe 25, 1965, per-. - .
taining to claims precented after an apnhfatmn
s filed, does nint apph ?o thec;e apphnalmnq
See S 71410, '

0 tice:

The Examiner may make the amend-

and entering thereunder the title as changed by
the Examiner wh u!d i
Howerver, ifa an tam’ Amendmmt must

title will be ine rp ated. *herem b

i fR—-m]

Apnhcatmms filed hﬂfo Ok'tr}i}er zo, 1965 «
- That part of :

Filing Fee

Applications filed on or nfter October 25,
1963, are =ub}ect to the fo]lowmg fees and prac- o

“"nén filing an application, o lmsm fee of ’*G.)

entitles applicant to present (10) elaimsinclud-

ing not more than (1} in independent form. If
claims in excess of the above are included at
the time of filing, an additional fee of $10 is

~required for each independent ¢laim in excess

of wne, and a §2 fee for each claim in excess of

ten {10) cinims (whether mdepondeni or de-‘

pemlen Joooo
Upon submission nf an amondumnt ( w)wﬂwr

entered nr not) affecting the' vlamh, pay nient

of the following additional fees | is vegu! ired in

a pending apph- ation:

indexing, cla ifying,

mn t}'e face of the S

£ reasgns any change in




' m:meﬂtwn m&h ° smbsaeqjmt

ﬂm such ci

ims are cance!ed
ent amompanvm the papers con-
ting the separate uppucatmn un er Rule
47 eanceling claims from the certified copy will
be effective to diminish the number of claims to

The Apphoa’ :
- toaceept all appli stherwise zw‘eptah e
- if the basic fee of ibmitted, and if the
~ deficiency is no more than~“%25 of the required

f'ﬁlmg fee, and to require payment of the de-
hir aatated period upon notification

: ﬁmenc}

for an aeiwn bv the fa
' is payabie.. :

Ame dmen S

: 3t
o readv‘fpaid for, not a
S 1 fee due, will 1
 in part'and '1ppl.c'mt:
amendments filed in reply to an Oﬂi

will be regarded as not responsive thereto and

tha p‘*antlce set forth in § 714.03 will be followed.
Tine additional fees, if any, due with an

' amendment are calculated on
claims (total and: mdm*endent\ which would be

; amerdment of a claim, unless it chqnces a de-

ty];? do not require any additional fees,
o

, r purposes of detormmmg the fee due the
Patent ()ﬁuce, a claim will be treated as depend i
. ent if it contains reference to one other claim

in the apphcatxon A claim determined to be

fee paid reflects this determmat:on

Any claim which is in dependent :{orm but

 which is so worded that it, in fact is not, as for

the claim on which it dopcnds, will be required

depending on such a dependent claim will be
similarly required. 'The applicant may there-

upon azmend the claims to place them in proper

dependent form, or may redraft them as inde-
pendent claims, upon pasmen* of any neces~-
sary additional Tee.

After a requirement for rmh*wtmn, non-
elected claims will be included in determining

~eral’s Opnuon B-111,648 also gb
-~ the same date o =

basis of the

present, if the amendment were entezed The

_provisions prev iously
; payment of the i issue f

| 607.02 Retumablhly of Fees

pendent claim te an mdependent nlalm. and the
replacement of a claim by a claim of the same

~ are referred to the Refund Unit of the Finance |
dependent by this test will be entered if the

exa ]ple it does not mclude every hrmmtlon of
a

. to be canceled as not being a proper dependent.
claim; and cancellation of any further claim

: i)e considered in ea!vuldtmg tlm ﬁhn«P fees to_k L

aid. - ;

 The addltmnai fees, 1f any, due. w;th an
amendment are required prior ‘to any consider-
ion of the amendment by the Examiner.
ney paid in con
)posed amendment will not be refunded
reason of the nonentry of the amendment.
Amendments a ffecti mg the claims cannot serve 5
he basis for granting any refund. '
rms 51 ‘md 52. located n tne b‘lck of t

‘,_emured fee Coples of these forms as
fmm the Correspondence and Mail

rom the receptionist in the lobby

[ the P‘ltent Office. [R—’b'!

[R-22]

. There were two tvpes of Fee Exem‘pt‘appli-
itions: (a) those filed under 35 U.S.C. 266,
repealed as of October 25, 1965 and (b) those
filed under a ruling of the Comptroller Gen-
rog'ited as of

1963, thele are no" :
ﬂuch are exempt from
Applications filed

iling fee under the
m;eﬂ’e«{-t are subject to

befox‘eﬂucﬂﬁfe with

Al queatxons pertaining to the return of fees

Branch of the Budget and Finance Division. |

~ No opinions should be expressed to attorneys or
applicants as to whether or not fees are return-

ablein partmuhrcaqea , |
608 ?Disclpsure[ﬁ-zz] .

In return for a patent, the inventor gives as
consideration a complete revelation or dis-
closure of the invention for which he seeks
protection. All amendments or claims maust
find basis in the original disclosure, or they
involve new matter. Applicant may rely for
disclosure upon the specification with original
claims and drawings, all as filed complete. See
Rule 118 and § 608.04.

Rev. 28, Apr. 1071

on with the filing of




01 Specification
de 71, Deiailod

with which It Is most nearly

ed, to make and use the same. o

Ah) ‘The spérriﬂrﬂtitm must set forth the preéise in-

;\ienlion for which .a patent is sollcited, in such wmanne
as to distinguish it from other inventions and from

what is old. It must describe eompletely a specific: k

emhodiment of the process, machine, manufacture.
composition of muttter or improvement invented, and
must expiain the mode of operation or pfincip}e when-
ever applicable,  The best mode contemplated by th
ventor of carrying out his invention mustt
(¢) In the ecase of au improvement. the specific

must particularly point out the part or parts of the
prb(-ess.' machine, manufdacture, or gmnpusirion of ‘mat-
ter to which the improvement relates, and the descrip-

tion should be confined to the specific nprovement and.
to such parts as necessarily cooperate with it or as mayx

he necessary to a complete understanding or descrip-
tionof it. © . ' ; '

Certain cross notes to other

the attorney’s docket number should be re-
quired to be cancelled. See Rule 78 and § 202.01.

Rule 32. ‘Lang‘uayge,' ‘paper, writin‘y‘ margins. (2}

‘The petition, specification, and oath or (le('lzlmtion must

be in the English langnage. All papers which are 0. i

hecome a .part of the permanent records of the Patent
Office must be legibly written-or printed in permanent
ink. : :

{b) The specification and claims, and also p‘apers

Csubsequently filed, must be plainly written on but one .
side of the paper. A wide margin must be reserved ‘on

the left-hand side and on the top of each page and the
lines must not be crowded too closcly together. “Tegal
paper, & to 8% by 1234 to 13 inclies, typexvﬁ;ten and
double spaced with margins of one and one-balf inches

on the left-hanad side and top Is deemed preferable.

The pages of the specification, including the ciaims,
should be numbered consecutively, starting with ‘1, the

numbers heing placed in the center of tho,lmtfom mar- -

gins., Typewritten or printed papers suitable for use
by the Office may be required if the papers originally
“filed are not correctly. legibly and clearly written,
(¢} Any interlineation, erasure or canceilation nr
other “alteration made before the application was

slgned and sworn to, or declaration made, shonld bhe

“elenrly referred to in a marginal ante or footnote on
the same sheet of paper. and initlaled or signed and

Rev. 28, Apr. 1071

~ paired due to abrasion or aging of the printed
" material during examination and ordinary han-
~dling of the file. It may be necessary to require
that legible and permanent copies be furnished
at later stages after filing, particularly when

related applica-
tions may be made. References to foreign ap-
plications or to applications identified only by

_preparing for issue. SR

" Some of the patent application papers re-
ceived by the Patent Office are copies of the
‘original. ril:bon copy. These are acceptable if.
. in the opinion of the Oflice, they are legible and

_coating so that erasures can
may not provide a “permanent” copy. Rule 52
(a). If a light pressure of an ordinary (pencil)

sich fact. (See

; ‘ cpedi-
_handled by the ( , page numbers
be placed at the center of the bottom

“of each page. It is a common practice and
« commendable one, to consecutively number all
n f each page (and the lines of each

op margin of at least 1'% inches

ved on each page to prevent
ation of text when the papers are
‘ a file wrapper. .

ake every effort to fls

ations in a form that is clear and
The Office may nc:ceﬁ)t for filin

apers of rednced quality but will

eptable copies be supplied for

further processing. Typed, mimeographed,
- xeroprinted, multig phed or non-smearing
carbon copv forms "of reproduction - are
' acceptable. e G .
© Legibility includes ability to be photocopied
‘and. photomicrographed so that snitable re-

_prints can be made.. This requires a high con-
trast, with black lines and a white background.

Giray lines and/or a gray background sharply

reduce photo reproduction quality. Legibi ity

f some application papers may become im-

permanent. , o PR
' The paper used must have a surface such that

called “Easily Erasable™ pﬁ‘mr having a special

eraser removes the imprint, the Examiner

order a copy of the specification and rlaims to

incorporation in the file. It is #of necessary to
return this eopy to applicant for signature.

See in re Benson, 1959 C.D. 5; 744 0.G. 353. :
Reproductions prepared by heat-sensitive, hec-
tographic or spirit duplication processes are

also not satisfactory.
As stated in Rule 52 the specification as well
as petition and oath or declaration must be in

the English language.

amendments may be written therein ink. So-

e made more easily -

shoiild. as soon as this becomes evident, notify.
_applicant that it will be necessary for him to

be made by the Patent Office at his expense for




The spectﬁcafm
glish that a 'ﬁ

Th reqmrement t}mt the spemﬁmtmn mutt '
is not satisfied by

be in the English langu
: spec ion in a fﬁrelgn
ianguageﬁf' ogether w1t]h [ SW “translation
thereof. In re Incomplete \pphcatmn. 6
The c;pemﬁ(“mon doe not require a date.
If a newly filed app.lc t
disclose an invention with thP clarity reqmred
bt

d be ;'eqmred See § 702.61.

cification is never returned to ap-

phcant under any circumstance. he should re-

tain a line for line co

each page. In amend
applican

reSw mberg. 129 USPQ 364

; 608 01 (a) Arra, ‘kement of Apphca- ,

uon

[R-22]

: Rule 47 4rranqcmr*nf 0f appln'atmn

ing the application:

iy (a) Txtle of the invention: or.an mtrmlur:tor_v por- o
. tion stating the name, citizenship. and residence of the

applicant, and the title of the m\(ntmn mar be used
(b) Abstract of the disclosure.”

(¢) Cross-references to reliated apph(a?mns if any.

(d) ‘Brief summar\ of the invention. .
‘(e) Drief domnptmn of the qeveral vww‘- of the
drawing, if ;here- aredraw ings. i

- Reissue p.\tent spc-vzﬁc ation, § 1

obviously fails to

3, revision of the apphcatxon i

ereof, each line, pref-
erably, having been ¢ nsecatively numbered on
g, the attorney or the

insertions, r‘anve‘lhtmns, or
ing the page and the line. :
" Rule 52((') re]atmg to interlineations and
“other alterations is strictly enforced. See in

'508 Ol(b) Abstract of the. Dlsclosure

“The follow-
ing order of arrangenient should be ob~erred in fram- .

-of the Disclosure”.
““enable the Patent ()fﬁ(t’ and the pubhc generallv to
~determine guickly from 2 CUrsory mspﬁnnn the nature
“and gist of the tec lmi(nl disclosure. and the abstract
s.shall not be. uxed fnr mtmprvtmz th« -cope of the_~

Nou:

, Dea,xgn pﬂtont qpeciﬁt‘atmn. §I"03 01.
Plant patent specification, §1605.
401.06.

 The followi ing order of armngement is pref— L
- erable in fmxmng the spemhmnon and, except
forthe. title of the invention. each of the lettered

‘ hould be pleceded hv the headmg‘; E
indicated. ‘ i
(a) Title of t‘lm Invention.

(b} Abstract of the Disclosure.

(¢) Cross-Deferences to. Relmed Apphca-

'nonq (if any).

{d) chl\gmund of the Im entlon

1 Field of the Invention. =

2, Descrlptmn of the Prior Art.
(e Summary of the Invention.
- (f) Brief Description of the Drawing. o
(g) De%cvlptwn of the Preferred Fmbodl-' i

ment(q) ;

(h) Cimm(a)

[R-22]

, Ruzc 72(b). A brief abstract o:,tne technical dis-
“closure in the specification must be set forth immedi- L
ately following the title and preceding the disclosure

ina ~eparat9 mragmph under the heading * ‘Abstract
. The purpose of the abstract is to

(‘I'um~

In all cases \\]nr'h lack an ‘1b~rmrt the
e\ammer n the hrst Oftice ‘utmn chould re-

Rev, 28, Apr. 1971



stract to appear im

- the invention and preceding
separate paragrap.
stract of th

'nder current practice, in
__the application contains an a
to issue, the abstract will be
Official Gazette instead of a cla

es of Practice in Patent Cases re-

ch application for patent include
sclosure, Rule 72(b).

t of a patent abstract should be
able the reader thereof, regardless
familiarity with patent docu--
ain quickly the character of the

r covered by the technical dis-

subject m ‘ 2

- closure and should include that which is new

_ in the art to which the invention pertains.

~ The abstract is not intended nor designed for

. use in interpreting the scope or meaning of the
~ claims, Rule72(b). .~ .~ . .

Content

A patent abstract isa concisé statement of the
_ technical disclosure of the patent and should
__inelude that which is new in the art to which the

invention pertains. L L
If the patent is of a basic nature, the entire
technical disclosure may be new in the art, and
__the abstract should be directed to the entire

disclosure. '

ment in an old apparatus, process, product, or

technical disclosure of the improvement.
In certain patents, particularly those for com-
 pounds and compositions, wherein the process
~ for making and/or the use thercof are not
_obvions, the abstract should set forth a process
for making and/or a use thereof. ;
If the new technieal disclosure involves modi-
fications or alternatives, the abstract should

366670 Owlilomromead

ue, the Examiner
‘is an adequate and
t3 of the disclosure .

line ¥ he guidelines. The
changed by ﬁ:’:*Emminer’s
hose instances where deemed

- for comp rad
ghe‘compound or composition should

Tf the patent is in the nature of an improve-

composition, the abstract should include the
~ on allowance of the applica
“bility of the Examiner.

or speculative applications of the inven-

tion and should net compare the invention with

e the priorart.
‘ V?hete applicable,
> foliowl

bstract should include

‘a_process, the .
and design details of

i ‘ap&?,\mtus should not be given. . o
- With regard particularly to chemical patents,

: unds or compositions, the general
‘nature of ¢ : \
be given ns well as the use thereof, e.g., “The

ds are of the class of alkyl benzenesul-

ureas, useful as oral anti-diabetics.”
nplification of a species could be illustra-
bers of the class. For processes, the

, reagents and process conditions

',ﬁia be stated, generally illustrated by a

single example unless variations are necessary.
' Language and Format

the range of 50 to 250 words. form and

such as “means” and “said,” should be avoided.

 The abstract should sufficiently describe thedis-
~ closure to assist readers in deciding whether

there is a need for consulting the full patent
text for details. e e

- The Ianguaigeshoiﬂd'bé clear and conciseand
‘should not repeat information given in the

title. It should avoid using phrases which can
be implied, such as, “This ﬁisclosure concerns,”
“The discipsurie “defined by this invention,”
“This disclosure describes,” ete.
. Responsibility , ;
- Preparation of the abstract is the responsibil-
ity of the applicant. Background knowledge of
the art and an appreciation of the applicant’s
contribution to the art are most important in
the preparation of the abstract. The review of

“the abstract, for compliance with these guide-

lines, with any necessary editing and revision .
tion 1s the responsi-

Sample Abstracts

_ A heart valve with an annular valve body de-
fining an orifice and having a plurality of struts

forming a pair of cages on opposite sides of the

orifice. A spherical closure member is captively

Rev. 22, Oct. 1060

: (1) if a machine or apparatus,

 The abstmct should be in i‘sarrative formand
~generally limited to a single - ar%%mph within
o

legal phraseology often used in patent claims,




= pen positi
valve by providing an inwardly conve
~on the onﬁce~deﬁmng
~ annular rib is formed in a channel aro

~ overlappin &
“made fro paperboard havmg an extremeh
r&rooﬁr}xig th g

hm coat moxstu

14 ‘unpact on the
vint of the bo

one ‘surface po

; , e i)osure to h;
point. Under such conditions
to soften rmoplastic coating

for cooling devices.

Amides are produced by reactmg an ester of
_a carboxylic acid with an amine, using as cata-

lyst an alkoxide of an alkali metal. The ester
is ﬁrst heated to at least 75° C. under a pressure

of no more than 500 mm. of mercury to remove

~ moisture and acid gases which would prevent
the reaction, and then converted to an amide
without heating to initiate the reaction.

608. 01 (c) Bacermmd of the Inven- .

tion [R-21]

The Backzround of the Inventxon ordmanly: -

comprises two parts:

(1) Field of the Invention: A statoment of

the field of art to which the invention pertains.

This statement may include a paraphrasing of

the applicable U.S. patent classification defini-
tions. The statement should be directed to the
subject matter of the claimed invention.
~ (2) Description of the Prior Art: A para-
graph(s) describing to the extent practical the
state of the prior art known to the applicant,
“including references to specific prior art where
appropriate. Where applicable, the problems
involved in the prior art, which are solved b

SeealsosectxonGOSOl(a)
Rev 22, Oct. 1000

~ invention is

be equally applicable to numerous p

ion of the bond by absorption into
as a heat smk mthout the need

the applieant’s invention, should be indicated.

46

8 ‘ ,bhc, and more L
especially those inte the particular art S
to which tie invent f the natureof
the invention, the summary sho 25
_ to the specific invention being claimed, in con- :
- tradistinction to mere generalities whxch wouldf -
m <

is, the subject matter of the m% :

| in one or more
: ntences or paragraphs. Stereo-
typed general staiements that would fit one
case as well as another serve no useful pu smse .
‘and may well be required to be cancel :

. surplusage, and. in the absence of any illumi-

_ nating statement, replaced by statements that

; "7 “ are t}c}ilrectly in pomt as. apphcable exclusxvely:k o

“han o

mmary, if propeﬂy wmtten to

‘ xact nature, operation and purpose

"of the invention will be of material assistance @
in aiding ready underetandmg of the patent

- in future searches. See section 905.04. The brief
summary should be more than a mere state-

ment of the objects of the invention, which
_statement is also permissible under Rule 73.

 The brief summary of invention should be

- consistent  with the subject matter of the

claims. Note final review of apphcatmn and
prepatation for 1ssue, sectlon 1302 '

608 01( e) Reservauon Clauses Nol {
Permxtted S

_ Rule719. Recemtion clauses not permmed A res-, -

~ ervation for a future application of snbject matter dis-

- closed but not claimed in a pending application will
not be permitted in the pending application, but an
applimt!on disclesing unclaimed subject matter may

" contain a reference to a later filed application of the

same applicant or owned by a common assignee dls- L

closing and clalmlng that mbject matter.

608.01( f) : Bnef Deucrnpnon of Draw-

Rule 7j. Reference to drawings. When there are
drawings, there shall be a briet description of the




PARTS, !’ORM AND OONTENT 0! APPLICATION

! _ seription of the“drawmg. that all ,
‘used are referred to, and tha al needed sec-

; ,tmn hnes are used

 608. 01 (g) | De!alled D“‘ nptmn‘ fI ‘

ventlon R 22],

A detaﬂed descrmtlon of the 2
drawings follows the general statement of in-
vention and brief description of the drawings.
This detailed description, required by Rule 71,

~ section 608.01, must be in such partlcuhrxty as
to enable any person skilled in the pertinent art
_ar science to make and use the invention without

involving extensive esperimentation. An ap-
plicant is ordinarily permitted to use his own
terminology, as long as it can be understood.

Necessary grammatical corrections, however,

should be required by the Examinper, but it
must be remembered that an examination is
not made for the purpose of securmg gram

matical perfection.

‘The reference characters ‘must be properly‘

applied, no single reference character being

- used for two different parts or for a given part
“In the latter

and a modification of such part.
case, the reference character, apphed to the
“pgiven part.” with a prime affixed may advan-
tageously be applied to the modification.

Every feature specified in the claims must be
illustrated, but there should be no superﬂuous !

: 1llustratmns. e

The description isa d!ctxonary for the claims

and should provide clear support or antecedent
basis for all terms used in the claims. See
Rule 75, sections 608.01(i), 60901(0), and
1302.01. : ,
 Norg.~

~Completeness, .so(-tlon 608, Ol(p)

608 01 (1) Claxms

~ strued to inciude all the limitations of the claim

608.01(i)
.01 (b) Mode of Opmtion of In-

~ vention [R-21] .

The best mode devised by the inventor of

ca out his invention must be set forth

in the description. Current practice is to ac-
?ﬁ?s an operative example as suﬁcxent to meet

‘ t. ,
2 ( mplete data vecessarv :
) aration and use of at least ons ex-
mple of the invention should be presented.
‘Norz —Completeness, section 608,01 (p)

[R-22]

Rule 75. Claim (c) (a) The speciﬂcation must con» :

ade with a clalm particuiarly pointing out and dis-

'cﬂy claxmxng the subject matter which the applicant ,
rmrd« as his invention or diw-overy : Sl
(b) More than one claim may be pre.sented provided - -

 they differ substantially from each other and are not
- undoly maultiplied. e '

{¢) When more than one cizim is presented the)‘ g
may be placed in dependent form in which a claim
may refer back to and further restrict s single preced-
ing claim,  Claims in dependent form shall be con-

mcormmted by reference into the dependent claim.
(d) (1) The claim or claims must conform to the
mvention as set forth in the remainder of the epeciﬁca- e

tion and the terms and phrases used in the claims must

find clear support or ‘antecedent basis in the descrip-
“ tion so that the mean,ing of the terms in the claims may -
" 'be ascertainable by referenee to the description.

(2) See rules 141 to 147 as to claiming different
inventions in one applicntion e

. (e}, Where the nature of the case admits, as in the
case of an improvement, any ‘independent claim should

contain in the following order, (1} & preamble com- -

prising a geneml description of all the. elements or
steps -of the claimed combination which are conven-

as the new or zmproved port!on L
Nore

\umbermg of Claxms. § 608.01(3 )
Form of Claims, § 608.01 (m)

Rev. 22, Oct. 1969

tional or known (2) a phrase such as ‘“wherein the -
 improvement cowprises,” and (3) those elements. steps
and/or relationships which constitute that portion of
‘the claimed combination which the npplicant conslders ~




| Depenc
Exammatmnm
Clmms in excess

- prosecution. When claims aie canceled, thé remmuing"

~claims must not be renambered ‘When claims are

added except. when presented in ac(ordance with Rule
, 1"1(b), they must be numbered by the npplicanx con--
“zecutively beginning with the number next following =

the highest numbered  claim previously  presented
{whether entered or notj.
ready: for allowance, the exammer, it necessam will re-
_number the claims consecatively in the order in which
they appear:or in such order as mav have been re-
"quested by applicant : :

SC 112 requires tha f,t
shall particularly point out -ar
_claim the subject matter which

L his invention.  The portion of the applieation

in which he does this forms the claim or
claims. This is an important part. of the ap-

w‘nch protectlon is granted

 608.01(1) Original Claims |
~ In establishing a disclosure, apphcant may
_rely not only on the specification and drawmg
as filed but also on the or:gma] claims if their
content justifies it.

mg or described 1n the specification is claimed
in the case as filed, anc?e

itself constitutes a “clear disclosure of this sub-
fect matter, then the claim should be treated on
its merite, and requirement made to amend the

‘matter.  The claim cghould not be attacked

ifieation. It is the drawing and specifica-
tion that are defective: not the claim.
Tt is of course to be understood that this dis-
rlosure in the claim must be sufficiently specific
and detailed to support the necessary amend-
ment of the drawing and fspecxﬁcatmn

608.01 (m) Form of ﬂmms - [R-22]

While there is no set statutory form for
claims. the present Office practice is to insist
that each claim must he the object of a sen-

- equwulent

o ]ei:ter and ends wi

When the application is

: drawmgs may

~ includes, at the time of ﬁlmg ornolater thanthe =
first response, claims varying from the broadest

‘to which he believes he is entitled to the most
detat]ed that he is willing to accept.

plication, as it is the definition of that for'

‘Where subject matter not shown in the draw-
_species claims depend from the same generic

such original claim

drawing and specification to show this subject

either by objection or rejection because this
subject matter is lacking in the drawing and

6%.0? (n}‘ ,

h “1 (0? wa} e!azm” {or the
at the time of allowance, the
queted terminology is not present, it is inserted
by the Clerk. Each claim begins with a capitsl
itha period. Periods may not
the claims ex
1 may be t

printed patent copies will follow

used but printin

pense m
complex claim formats.

_Reference characters correspcndmg to ele-

ments recited in the detailed description and the

ments in the claims. The reference characters,
however, should be enclosed within parentheses
so as to avoid confusion thh other numbers or
characters which may appear in the claims. -
The use of reference characters is to be consid-

~ered as having no effect on the scope of the

clauns ‘
Many of the d1fﬁcu1t19> encountered in the

' pm-ecu*mn of patent applications after final

rejection may be alleviated if each applicant

~ Claims should preferably be arranged in or- "

~ der of scope so that the first claim presented is

~ the broadest. Where separate species are =
‘claimed, the claims of like s -

grouped together where possible and physically =

separated by drawing a line between claims or
groups of claims. f Both of these provisions
may not be practical or possible where several

claim.)  Similarly, product and process claims
should he separately grouped. Such arrange-
ments are for the purpose of famhtatmg clasm- -
fication and examination. %
The form of claim required in Rule 75( e) is
particularly adapted for the description of im-
provement type inventions. It is to be con-
sidered a combination claim. The preamble of
this form of claim is considered to positively
and clearly include all the elements or steps re-
cited therein as a part of the claimed combina-
tion.

See Re]er'txons not based on Prior Art
§ 706.03. :

608.01(n) Dependent Claims [R-22]

Rule 75(c), reads as follows:

When more then one clalm iy presented they may
be placed in dependent forn in which a claim may refer

Rev. 22, Oct. 1960

¢t for ab-
1 with the
ents subdivided in paragraph form.
ay be plural indentations to further
ombinations or re]ated steps. In

; difficulties or ex-
_prevent the dup lcatmn of undulv e

used in conjunction with the
recitation of the same element or group of ele-

cies should be i



this Rule does not apply to p
claims. o e :

A dependent \
2. The product of ¢}

- A dependnent»clafi:}n&éa
1CR.Te1erS __to two or more preceding
th ermining whether there is ' aclaim reading ﬁsf&ﬁ%&vs

true dependent relationship. Such acceptance  »" 7 o200 specified
does not, however, preclude a subsequent hold- - .;q 4) in which ... 5
/ing by the Examiner that a claim isnot a proper 55 yi0t permitted, Such a claim disguises the

1 ny claim Whicl} isin depend- ;. number of claims, since it is in reality two

in claims 5 or 6 (or,

Rty , ,“Ct is ‘~"c1aim‘s.57It is also alternative.
; ilot,tai or fefh I ude S8 However, a series of dependent claims is per-
b’eml ation &’ : b‘; e W missible in which a dependent claim referstoa
u;;e('."él:iﬁi c";’;l‘&ec anitsalh o i pxiecedmg gl‘aim ‘1~\‘v_hic , in turn, refers to an-
, oy B e R Bl ‘other preceding claym. . . o ‘ By
Wil ;,giafi"m(i}fﬁgdmg‘; ‘i’;‘zguqi}r.%e S Solicant ima A claim which depends from a dependens
 thereupon ameﬁdri(ll]e claims to place them in claim should not be separated therefrom by any -
roner dependent form. or mav redraft them as claim which does not slso depend from said
‘gldge endgi claims upt;n pav('rilent of any neces.  _Jependent” claim, It should be kept in mind
' 'sal'ylzidditional fee. e A that 8 dependent claim may refer back to any
A i A  preceding independent claim. These are the
An essential characteristic of a proper de- precedmg. en el e et : !
pendent claim is that it shall include every gﬁli{ngeszxggtju;gs mﬁ;fﬁ ‘ICt tﬁe{fﬁﬁieq;elif;}g ,
limitation of the claim from which it depends 4 73 geners i PQPGOEE 01‘(.) 1 s
(85 U.S.C. 112) or in other words that it shall © 3 0Re ).
not conceivably be infringed by anything which
would not also infringe the basic claim.” Thus, HIECTE ,
for example, if claim 1 recites the combination If the base claim has been cancelled, a claim
of elementi_ "i b, c ‘},ﬂd “;.-1,“, Cl}‘“? reclt}glgdthe ~which is directly or indirectly dependent thereon
structure of claim 1 in which « was omitted or  should be rejected as incomplete. If the base
- replaced by ¢ would not be a proper dependent  -laim is rejected, the dependent claim should be

d. §

should not be change

‘Resecrion axp OBJECTION

claim, even though it placed further limitations 43 jccted fo rather than rejected, if it is otherwise

- on the remaining elements or added still other  sliowable, = = ' g
elements. o f e s Examiners are reminded that a dependent
The fact that n dependent claim which is oth-  .135m is divected to a combination including

erwise proper might require a separate search
_or be separately classified from the claim on
- which it depends would not render it an im-
proper dependent claim, although it might  sp exactly as if it were presented as one inde-
result in a requirement for restriction. pendentelaim.

_The fact that the independent and dependent Dependent claims should be carefully checked
claims are in different statutory classesdoesnot,  «when claims are ‘renumbered (Rule 126).
in itself, render the lfziltter Oilmprope]r.‘ T?us, }:f , : e *
claim 1 recites a specific product, a claim forthe  ¢ng Y O Rads Clas Y
method of making the product of claim 1 in a '01(0) ‘Basm-'fo]g Clal-m .Termmol
particular manner would be a proper dependent ~ Ogy in Description
claim since it could not be infringed without in- - [R-22]

The meaning of every term used in any of

fringing claim 1. Similarly, if ¢ aimfl recites]a
method of making a product, a claim for a prod- .
gl ’ {) be a  the claims should be apparent from the de-
seriptive portion of the specification with clear

nct made by the method of claim 1 coule

proper dependent claim. On the other hand, . b : .
disclosure as to its import, and in mechanical
cases it should be identified in the descriptive

tf elaim 1 recites a method of making a sperified
portion of the specification by reference to the

product, a claim to the product set forth in claim
- product might be made in other ways. Note, drawing, designating the part or parts therem

everything recited in the base claim and what is
recited in the dependent claim. It is this com-
bination that must be compared with the prior

I would not be a proper dependent claim if the

Rev. 22, Oct. 1009 ~ . 48



tb which the 'tetmzapplies A term md , m the
claims may be given a special meaning in the

description. No term ray be given a meaning

_repugnant to the usual meaning of the term.
- Usually the termmology the or
_cleims follows the nomenciat:
- cation, but sometimes in amending the
“or in adding new claims, new terms are nt
duced that do not appear in the specification.

‘The use of a confusing variety of terms for

the same thing should not be permitted.

New claims and amendments to the ‘claims"

already in the case should be scrutinized not
only for new matter but also for new terminol-

: ‘While an applicant is not limited to the

. nomenclature use
_yet whenever by amendment of his claims, he
departs therefrom, he should make appropriate

amendment of his specification so as to have =

therein clear support or antecedent basis for

the new terms appearing in the claims. Thisis

necessary in crder to insure certainty in con-
struing the claims in the light of the specifica-
tion. Ex parte Kotler 1901 C.D. 62: 95 O.G.
2684. See Rule 75, sections 608.01(i) and

: Completenyeysjs [R—-22] i

- Newly filed applications obviously failing to
disclose an invention with the eclarity required
are discussed in section 702.01.

‘A disclosure in an application, to be com-
_plete, must contain such d‘éscription and details
as to enable any person skilled in the art or
science to which the invention pertains to make
and use the invention.

“While the prior art setting may be men-

the essence of the invention, must be described
‘in such details, including proportions and tech-
niques where necessary, as to enable those per-
invention. R

Specific operative embodiments or examples
of the invention must be set forth. Examples
~ and description should be of sufficient scope as

to justify the scope of the claims. Markush
claims must be provided with support in the
disclosure for each member of the Markush
group. Where the constitution and formula of
a chemical compound is stated only as a proba-
bility or speculation, the disclosure is not suffi-
cient to support claims identifying the com-
pound by such composition or formula.

A complete disclosure should include a state-

ment of utility. This usually presents no prob-
lem in mechanical cases. TIn chemical cases.
~varying degrees of specificity are required.

“uniform

in the application ag filed, tended to guide patent Examiners and patent

tion of patent law principles, recognizing that
_ other agencies of the Government have been
' assigned the responsibility of assuring con-
- formance to the standards established by statute
for the advertisement, use,

tioned in general terms, the essential novelty,

sons skilled in the art to make and utilize the

48.1

w to make the com d
position. Incomplete teachings may not

_ or
11 be completed by reference to subsequently filed

‘ plications.

GumeLines For CONSIDERING DISCLOSURES OF

- Urnrry v Drue Cases
These ‘;'%uidélines, are set down to _’prdv:ide

handling of applications disclesing
drug or pharmaceutical utility. They are in-

applicants as to criteria for utility statements.
They deal with fundamental questions and are
‘subject to revision and amendment if future
‘case law indicates this to be necessary. o
The following two basic principles shall be
followed in considering matters relating to the
adequacy of disclosure of utility in drug cases:
(1) The same basic principles of patent law
which apply in the field of chemical arts shall
be applicable to drugs, and G
(2) The Patent Office shall confine its exam-
ination of disclosure of utility to the applica-

sale or distribution
of drugs.? L

A drug is defined by 21 U.S.C. 321(g)

The term “drug” means (A) articles
rvecognized in the official United States
Pharmacopeia, official Homeopathic Phar-
macopeia of the United States, or official
National Formulary, or any supplement
to any of them; anily (B) articles intended
for use in the diagnosis, cure, mitigation,
treatment, or prevention of disease 1n man
or other animals; and (C) articles (other
than food) intended to affect the structure
or any function of the body of man or other
animals; and (D) articles intended for use
as a component of any articles specified in
clause (A), (B), or {C); but does not
include devices or their components, parts,
or accessories, .

In addition, compositions adapted to be applied
to or used by human beings, e.g., cosmetics,
dentifrices, mouthwashes, etc., may be treated
in the same manner as drugs subject to the con-
ditions stated. ‘

Any proof of a stated utility or safety re-
quired pursuant to these guidelines may be

LIn ve Krimmel, 48 CCPA 1116, 202 F.2d $48. 130 USPQ

215; In re Harlop ct al, 530 CCPA 780, 311 F.24 249, 135
VRPQ 419,

Rev. 22, Oct. 1550



:atos,”

incorpx
be subse
when

its own
utility a

112, will ¢
and information from the Secretary of Healtl

fpend nt decisions on quest;:bns
0 use under 35 1.8.C. 101 and

Education, and Welfare as authm'ized by 21

U.S.C. 8372(b), when necessary.
In accordance with the basic
forth above, the following procedures shall be
followed in examining patent apphcmons in
the drug field with reg'\rd to d

mg to ut'dltv. et
; 2 U.SC’ 101

available form,? not merely for further invest
gation or research but commercial availability
is not necessary. Mere assertions such as “thera-
peutic agents "3 “for pharmaceutical pur-
poses,” * “bmlogxcal 1ct1v1ty,”5 “intermedi-
and for making further unspecified
preparations are regarded as insufficient.

If the asserted utility of a compound 15
helievable on its face to persons skilled in the

togive adeq1mte support for rejections for lack

of utility under this section.” On the other hand,
“ineredible statements® or statements deemed

unlikely to be correct by one skilled in the
art® in view of the contemporary knowledge
in the art will require adequate proof on the
_part of applicants for patents. =~ -

Proof of utility under this section may be
established by clinical or in vire or in vitro =
data, or combinations of theae. which would be -

convincing to those skilled in the art.?> More
partlcularlv if the utility relied on is directed
solely to the treatment of humans, evidence of
utility, if required, must generally be clinical
evidence,’* although animal tests may be ade-
quate where the art would accept these as
appropriately. r-orrelated with human utlhty 1

3 Brenner v. Manson., 383 L' 8.519. 148 USPQ 6

aCt. In re Lareng et al.. 49 CCPA 1247 '-'0‘5 F 2d 875 134
I'SPQ 312: of. Exr parte Brockmann et al., TSP

“In re Dirdnch, 50 CCPA 1335, 318 F"d 946 138 I'SI’Q

128,

tIn re Kirk et al., 54 CCPA 1119, 153 USPQ 48; Ex porte
Lankam, 133 USPQ 108,

s In re Joly ¢t ul., 54 CCPA llo') 153 USPQ 45 In re Kirk
ct al, 54 CCPA 1116 : 153 I'HPQ

T In re Gazare, 34 COPA 1524, 1 ;-l USPO 92

8 In re Citron, 51 CCPA 852325 F.24 245, 139 1ISPQ 516:
In re Ober ¢qrr, 2% COCPA 749, 115 F.2d 826, 47 USPQ 445 ;
I'r parte Mogre ¢f 2l , 128 USPQ &

$Tn re Ruskin, 58 CCDA 872, 254 F.2d 305, 145 URPQ 221 ¢
In re Pottier, B4 Cl‘PA 1203, 163 TISPQ 407 ; In re Novek
ot al, 49 CCPA 1283, 366 F.24 024, 134 USPQ 335, See also,
In ve Trome, 52 COPA B34, 340 F.2d $74, 142 U SPQ A51.

W in re Trons, 52 CODPA 088, 540 V.20 024, 144 USPQ 351
L& prarte Paackall, %8 TEPQ 121 L'» (m' te Pewnell ot nl., D0
[ ¥ Kl'u 86 Kz parte Yerguson, 117 USPQ 229 Lx parte Tim.
wmis, 190 URIPQ 551,

it Er parle Timenls, 123 UEPQ I3

1Bin ve Hartop ¢f al., 50 CCPA TR, 311 17.24 249, 135
I'8PQ 419 ; Ir parte Hurphy, 144 USPQ 134
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ntinue to avail itself of assistance

certain topi ‘

rmclpla; eet : :
- clinical proof.

~ conditions of:’u

Utlhtv must ‘be definite and in currently : ;
_in those eases where adequate reasons can be

_advanced by the Examiner for believing that

art in view of the contemporary knowledge in

the art, then the burden is upon the Examiner ticularly .

An the art to which it pertains .

same,
" \mhm it a connotation of how to use, and/or

~admini 1<tmtlon are contemplated, Section 1

tion ‘of human uhhty, or
on of animal utility,!¢ oper-
,éa tm*t ammals is

m}eg miatmg to the treatment of humans. For
xample, compositions whose properties are

nerally predictable from a knowl ‘of their
I ch as laxatwes, -aptacids and

prepamtmns, reqmre h&tle or no

“Although absolute safety is not necessarv to

1sc]mums reht— . meet the utlhtv requirement under this section,

a drug which s not sufficient]y safe under the
0 c‘fx;hm% it is said be be
satisfy the utility require-
oof of safety shall be reqnired only

“unsafe, and shall be accepted if it
ab!hhes a reasonable prohablhty of sa.fet.v. ‘

USC’ 112,

A mere statement of uhhty for pharmaco-
logical or chemotherapeutic purposes may ra,lse
a question of compliance with Section 112, par-
.. as to enable any person ckﬂled
. . to use the

If the statement of utility contains

the art recognizes that standard modes of

satisfied.”” If the use disclosed is of such nature

‘that the art is unaware of successful treatments
~with chemieally analogous compounds, a more

complete statement of how to use must be sup-

fphed than if such analogy were not present.’
It is not necessary to specify the dosage or

method of use if it is obvious to one skll]ed in

the art that such information could be obtained

without undue experimentation.’’

With respect to the adequacy of disclosure
that a claimed genus possesses an asserted
utility 1‘91)1'fasentatwe examples together with
a statement applicable to the genus as a whole
will ordinarily be sufficient if it would be-
deemned likely by one skilled in the art, in view
of contemporary kuowledge in the art, that the
claimed genus would Ppossess the asserted

1 Cf, Blicke v. Treves, 44 CCI’.\ ?53 241 F.24 718, 112
USPO 472 Tu re Arimmel, 48 CCPA 1116, 202 F.240 948%, 130

CUSPQ 215 In re Dodson, 48 CCPA 1125, 202 F.2d 943, 1?0

USPQ.2
1'SP¢) 637,

238 : Inre llm-hfnm, 'i“ (‘CP‘\ 1141, 342 F.24 <0,
W In re Bergel ot al., a8 ‘CCPA 110" 2‘)" .24 953, 130

TSP 208 : Ex parte Melvin, 155 USPQ 4

13 Er prrty Harrigon of al, 120 USPQ 172 ; Exr paric Lewin,

1140 USPQ 79

lefn re - Hartop ot nl, 50 CCPA 780, 311 F.2d 248, 135

T'SPN 419,

WO In re Johnsow, 48 CCPA 733, 282 F.2d4 370, 127
T RI"Q 216 In re ITitehings cf al., 52 CCPA 1141, 342 F.24 80,
144 TISPQ 6437,

W In e Mourca ot al., B2 (‘CP.\ 1363, 345 F.2d 595, 145
USPQ 452 In re Schmidt ct al., 54 CCPA 1577, 1533 USPO

549,




thase appliestions sdm
: or ol

ific porticns of
lication.
is filed with a complete dis-

- * closure, essential material may be cancelled by

;vill, constitute

they belong.

: - In the case of mixtures
- an ingredis
-~ methods of

drug, whether ol

T 0lC A Spec
should ordinarily . forth, whic

_include the organism treated. In appropriate = ce

~ cases, such an example may be inferred from =
the disclosure taken as a whole and/or the
knowledge in the art (e.g., gargle).

, Where the claimed compounds are capable
of several] different utilities and one use is ade- -
. quately described in accordance with these
. gmidelines, additional utilities will be Investi
gated for compliance with Sections 101 and 112,
only if not believable on their face to those of
ordinary skill in the art in view of the con-
temporary knowledge of the art. Failure to
meet these standards may result in a require-
ment to cance] such additional utilities.* '

I~xcorpoRATION EFERENCE
An application for a patent may incorporate
“essential material” by reference to (1) a United -
States patent, or (2) an allowed U.S. applica-
.tion, subject to the conditions set forth below.
“Essential material” is defined as that which is
ecessary to (1) support the claims, or (2) for
-+ adequate disclosure of the invention (35 U.S.C.
-112). “Essential material” may not be incorpo-
rated by reference to (1) patents issued by for-
~ eign countries, to (2) nonpatent publications, or.
to (3) a patent or application which itself in-
corporates “essential material” by reference.
Nonessential subject matter may be incor-
porated by reference to (1) patents issued by
“the United States or foreign countries, (2) prior
filed, commonly owned U.S. applications or (3)
nonpatent publications, for purposes of indicat-
- ing the background of the inventior. or illustrat-
ing the state of the art. '
. The referencing application must include (1)
an abstract, (2) a brief summary of the inven-
tion, (3) an identification of the referenced
patent or application, (4) at least one view in
1% [n re Gppennuer, 31 CCPA 1248. 143 F.24d 974. 62 USPQ
207: In re Carallits e al., 48 CCPA 711. 252 F.24 357, 127
TISPO 202 : In r¢ Carallito et al., 48 CCPA 720, 252 F.24 363,
127 USPQ 208 : In re Schmidt, 45 CCPA 1140, 203 F.2d 274,
130 USPQ 464 - Im re Cavallitn, 49 CCPA 1335 306 F.24 505,

3 (;SPQ 376 : In ve Burrey, 54 CCPA 855, 270 F.24 349, 151

1 55, 3
\f " 724 In ve Lund ¢t al., 54 CCPA 1261, 153 USPQ 625.
x p
1

b

arte ILankam, 121 USPO 223 Ez parte Moore ¢t al.,
SPQ & In re Citron, 51 CCPA 'K52,-325 F.24 248, 119
P%!’ 51 CCPA 1114, 328 F.2d 1016,

o uEs

28 U

1
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216 Iw re Gottlieb et al.,
S4PQ 8635,
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- If an application i !

" terial by reference to a U.S. patent or & pending .

~and commonly owned allowed U.S. application
_for which the issue fee has been paid, applicant

- will be required prior to examination to
‘the Patent Office with a «

- the fee paid, applicant will be
- examination to amend the d ;
~ referencing application to include the material
- incorporated by reference. The amendment must

amendment and the seme material substituted
by reference to & patent or a pending and com-

~monly owned allowed application in which the

has been paid. The amendment must
anied by an affidavit or declaration

d by the applicant or his attorney o

record stating that the material can
m the application is the same material -
been incorporated by reference. -

necorporates essential ma-

raish

material together with an affidavit or declara-

tion executed by the applicant or his attorney or ,
agent of record stating that the copy consistsof
- the same material incorporated by reference in
the referencing application. However, if a soft =~
opy of a U.S, patent is furnished, no affidavit
- or declaration is required. ‘ i

cop

If an applicationf~in90rpor§gt& essential ma-

- terial by reference to a pending and commonly

owned application other than one in issue with

uired prior to
irsﬁosure of the

be accompanied by an affidavit or declaration
executed by the applicant or his attorney or
agent of record stating that the amendatory
material consists of the same material incorpo-.
rated by reference in the referencing appli-
cation., o S Sy
The filing date of any application wherein
essential material is incorporated by reference
to a foreign patent or to a publication will not

- be atfected because of the presence of such refer-

ence. In such a case, as well as any other case -
which is not entitled to incorporate essential

~material by reference, the applicant will be re-

quired to amend the disclosure to include the
material incorporated by reference. The amend-
ment must be accompanied by an affidavit or
declaration executed by the applicant, or his
attornev or agent of record, stating that the
amendatory material consists of the same ma-
teria] incorporated by reference in the referenc-
mg application. e

Reliance upon a copending application by a
different inventor may not ordinarily be made
for the purpose of completing the disclosure.

Rev. 26, Oct. 1970

opy of the referenced



qneml hled applications cann
to estfbhsh apg:mst‘ cti reductlon to pmc-

Caneeled text in the speelﬁeatxm or & can-

. celed claim can be restored cnly by presenting
- the cancelled matter 2s a new msextmn.
'Rule 1, § «14.24. ‘

See

i 608 01() Usein Suhsequent Appllca- .

Sn ,tmxte - or Rew'ritten v
Specification [R-26]

Rule 125. Substitute epecification. If the number or
nature of the amendments shall render it difficult to
consider the case, or to arrange the papers for 'rintlng ‘

. or copyling, the examlner may muire the entire speci-
fication or claims, or any part thereof, to be rewritten.
A substitute specification will ordinariiy not be ac-

‘unless it has been required by the examlner

specification is sometimes in such fau]tv
i t a new specification is necessary,
pecifications cumber the record and
require’ additional reading, and hence should
not be reqmred or accepted except in extreme
A substitute specification that:fhas not. been
required, and is not needed is not‘e"tered bee’

§ 714.20.
New matter in amendment see § 608 04
Apphcatlon prepared for i issue, ‘see § 130‘7 02.

’60;8’.01 (q)

60801(1') Derogatory Remarks '
, About Prior Art in Speci-
ﬁcatlon

- The apphcant may refer to the genera] state
of the art and the advance thereover made by
his invention, but he is not perm1tted to make
derogatory remarks concernmg the mventlome

of others.

Rev. 28, Oct. 1970 48.4

- subject matter
f("pendmg application will not be pemutted in

o parts are later supph

tmn [R-26]

or a future ap hcaewn of
Josed but not claimed in a

A reservauo

he pending application. Rule 79, § 608.01(e).
‘While a specification cannot be tmneferred

to another application, except to a streamlined
~ continuation application (see §201.07}, draw-
~ ings may be transferred from a prior applica-
- txon to a later case by the same mventor, note

$§ 608.02(i) to 608 O'Z(k)

608 01 (u) Use of Formeriy Filed In-
~_complete Application
[R-26]

" Parts of an mcomp]ete ’apphcatlon whlch
have been retained by the Office may be used as
part of a complete ap eA)hoatlon if the missing

See §§506 and 506.01.
.01 (v) Trademarks and Names
. Used in Trade [R—26]

The expressxons “trademarks” and “names
used in trade” as used below have the follow-
ing meanings:

Trademark: a word letter, symbol or device
adopted by one manufacturer or merchant and

cf to identify and distinguish his product
from those of others. It is a proprietary word
pointing dxstmctly to the product of one pro-
ducer.

Names Used in Trade: a nonproprietary
name by which an article or pmduct is known




- nerally ‘used
o tha product of one p

tify a single arﬁeie or producxx e

producer..

- Names used in trade are pernnmble in pat-

ent applications if: .
(1) Their munmgs are established by
~ precise and definite to be made a part of a
claim, or
(2) In thls cmmtry, their meanir gs are well

known and satasfacton]y dehned in the htem- '

ture.
(,ondmon (1) or (2 m ,
time of hlmg of the comple e apphcahan. L

'l‘momunxs

The relatxon:hxp between a trademark and
the product it identifies is sometimes indefinite,
uncertain and arbitrary. The formula or char-
acteristics of the product may change from
time to time and yet it may continue to be sold

~under the same
- cations, ever,

_ product should be set forth in positive, exact,

_ intelligible language, so that there will be no

_uncertainty as to what is meant. = Arbitrary

trademarks which are liable to mean dlﬁerent” :

. things at the pleasure of manufactum's d t

' constitute such langua : e
 However, if the p1 nct to w‘uch the trade-
_;mark refers is otherwise set forth in such lan-
. guage that its identity is clear the Examiners
_ are authorized to permit the use of the trade-
mark if it is distinguished from common de-
scriptive nouns by capitalization. If the trade-
mark has a fixed and definite meaning it con-
stitutes sufficient identification unless some
physical or chemical characteristic of the article
or muterial is involved in the invention.  In that
event as also in those cases where the trademark
has no fized and definite meaning, ldentaﬁcnhon ~

necessary.
The matter of sufficiency of diselosure must

be decided on an individual case by case basis.

In re Metcalfe and Lowe, 161 USPQ 7R9: 869

0.G. 691.

introduced by amendment it must be restricted
to the characteristics of the produect known at
the time the application was filed to avoid any
question of new matter.

If proper identification of the product sold
under a trademark, or a product referred to
only by a name used in trade, is omitted from
the specification and such identification is
deemed necessary under the principles set forth

49

‘may be permltted :
: ) 'supported by satisfa
accompanying dehmtwn ‘which is suﬁclently _ ing that th

nite meanings is permissible in ?atent ap-

idemark. In patent specifi-
ment or ingredient of the .

by scwnhﬁc or other oxpl'matory langmage IS ,

Where the identification of a trademark is

e otherwise dehned,
the procese of its manafacture
h smendments must be
ry showings establish-
1re or process of manu-
uct @8 set forth in the
‘the tlme of filing of

pongh’ rh the use trademarks having defi-

phcauons, the proprietary nature of the marks
should

prevent their use in any manner which might

“adversely affect their validity as trademarks.
 The Examiner should not permit the use of
~ language such as “the product X (a descrip-
tive name) commonly known as Y (trade-

~mark)” since such lan{;u

: tter

ge does not bring
fact that the is a trademark.

out th
ach as “the product X (a descrip-

~ tive name) sold under the trademark Y i1s
permlsmble. »

The use of a tradem‘rk in the title of an

_application should be avoided as well as the

use of a trademark' coupled with the word
“tvpe”' ie., “Band-Aid type bandage.”

- The owner of a tradema k may be 1dent1ﬁed
in the speclﬁcatlon .

Examiners should send a copy of all trade-

 mark misuse complamt ]etters to the editor of

thismanual.
See appendix T for a partlal hsfmg of trade-
marks and the partlcular goods to which they

apply.
608.02 Drawmg [R-21]

. 85 U.8.0. 118. Drawings. When the nature of the case -
admits, the applicant shall furnish a drawing. :
Rule 81. Drawings required. ‘The applicant for pnt-

~ ent is required by statute to furnish a drawing of his
invention whenever the nature of the case admits of
©it; this drawing must be filed with the application.

Illustrations facilitating an understanding of the in-

‘vention (for examplé, ﬂow sbeets in uaes of processes,
and diagrammatic views) may also be furnished in

the same manner as drawings and may be required by
the Office when considered necessary or desirable.
Rule 84. Standards for drawings. The complete draw-
ing is printed and published when the patent issues,
and a copy Is attached to the patent. This work is done
by the photolithographic process, the sheets of draw-
ings being reduced about one-third in size. In addition,
a reduction of a selected portion of the drawings of
ench application is published in the Official Gazette,
It is therefore necessary for these and other reasons

Rev. 26, Oct. 1970

be respected and every effort made to




e pure white paper of a thickness correspo '
: hree-p!y bristol board The surtaoe

i perm

must be used for pen a wings to s;ecure perfectly black

space of not less than 1% in
the heading of title, name,
will be applied snbeequentiv
style.

be avoided wherﬂ-ve«: it is powsible to do so. i
(d) Hatchmg and shading. (1) Hatching sbouid be

made by oblique parallel lines, which may be not less -

-‘than about one-twentieth inch apart.
(2) Heavy lines on the shade qnde ot object‘z qhould

i be used except where they tend: to thicken the work ~
. .and obscure reference characters.’ The  light should

come from the upper left hand corner at an angle of

: '45°. Surface delineations should be shown by propetf

: shading, which should be open.

... (e) Scale. The acale to which a drawing ls made
: ought to be large enough to show the m(-(-hanism with-
‘out erowding when the drawing is reduced in repro-
duction, and vlews of portions of the mechanism on a
lnrger scale should be used when necessary to show
detalls ciearly : twao or more sheets should be used if
one does not give sufficient room to accomplish this end,
but the number of sheets should not be more than is
necessary.

(f) Refcrenee characters, The different views should
be cons('cutlvoly numbered fgures, Reference numerals
(and letters, but numerals are preferred) must be
plain, ‘legible and (,amtuily formed, and not be encir-
cled. They should, if possible, measure at least one-

Rev. 21, July 1969

~larger than, the reference characters

grouped aroun :
distanoe ﬁle clom point where timre is .

te trom the wotk. The same part of an
ing in more than one view of the -
) deaignated by the same char-

or where labeled represe tions are
'empioyed ,to ill e com'entxonal elements. 'Arrows
may be required, in proper cas%, to show ‘direction of
movement. The lettering ‘should be 2s large as, or

(h) - Location of sigrature and namcs The signature
of the appiicant or the name of the applicant and sngna-,,
ture of the attorney or agent, may be placed in the

“lower right-hand corner of each sheet within the mar-.
ginal line, or may be placed below the lower marginal

" line,

(i) Views. The drawing must contain as many ﬂg-'

ures as may be necessary to ‘show the mvention the

ﬁguree should be consecutively x.umbered if possxble‘ ‘
in the order in which they appear The ﬁgureq may be
plan, elevation, section, or petspective views, and de-

tail views of portions or elements, on a larger scale if

necessnrv may also be used. Exploded viewa, with the

‘separated parts of the same, fgure - embraced by a-
bracket, to show the relationship or: order ot assembiy

of various parts are permissible Wken neceesarv, a
view of 2 large machine or device in its ontirety may
be broken and extended over several sheets if there
is no loss in facility of understanding the view (the
different parts should be identified by the same figure

mimber hut tolltrwed by the letters, a, b. ¢. etc., for each '
part). The plane upon which a sectional view is taken
should be indfcated on the general view ‘by_a broken
line, the ends of which should be designated by nuiner-
als corresponding to the figure number of the sectional
view and have arrows applied to indicate the direction
in whleh the view s taken. A moved position may be

50




B Awangamem'of views. A
sheet must stand in the same di

'side 'I'he space for a heading muet thenk be He ;
at the right and the gignamres p!aced at the left, occ
_pring the same space and position on the sheet as in

. pencil notations of ¢

Mtsd dmwmgs but are. ﬁM

oned files and drawmy in the

its, Retnm of

, ignature to the
section 605.04(h}. For
ification and pame or

ing,
drawing is trea

. mitials of assistant Examiner to be placed on

the upright views and being horizontal when the‘shee,t £
is held in an upright position. One figure must not be
| 608, 02(b).

placed upon another or within the outiine of another
(k) Figure for O[Ilcial Gazeite. The dmwing should

as far as possible, be 8o planned that one of the vxews ,
will be saitable for publication in the Oﬂicial Gazette ‘

ag the illustration of the invention.

(1) Ertrancous wmatter. An agent’s or nttomev £
stamp, or address. or other ettraneowz matter, wm not
.- be permitted ‘upon the tace ot a dmwing

: withont the margi
_ invention and identifying indicia, to distingui

~ other drawmgs filed:
' vlo'w the lower margin

stme lime may be placed k

(m) Transmission of drau-inm Drawings transmit-' o

ed to the ‘Office should be sent flat, protected by

transmisison in a suitable mailing tube ; but must never

sheet of heavy binder’s board, or may be rolled for '

. 'be folded. If received crea:ed or mutilated new draw- ..

ings will be required. (See rule 152 for-design draw-
. ings, 165 for p]ant drav.ingc nd, 174 for reissue
‘dramngs ) ; ; o o
-.Rule 86. Dmfl.sman to make d’rau‘mgs

(a) Applx~

'cants are advised to: ‘employ competent draft«men to

“make their drawings.

(b) The Omce may furnish the drawings at the ap—
plicants expense as promptly . as its draftsmen can
make them. for applicants wheo cannot otherwise con-
“ venlently procure them. (See rule 21.)

A booklet “Guide for Patent Draftqmen
available from the Superintendent of Docu-
ments, U.S. Government Printing Office, W ash-
%;)n, D.C. 20402, price 30 cents.
, sign patent dmwmgs Rule 152, section
1503.02.

Plant patent drawings, Rule 165, section 1606.

Reissue application dmmngs, sections
608.02 (k) and 1401.05.

Each sheet of drawing must bear the “Ap-
proved” stamp of the Draftsman before the
application is allowed.

The Record Section of the Patent Reference

Branch has charge of the drawings in patented

cases, Canceled sheets, however, are not re-
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il

fore the apphcant n s
 Doubtful cases are referred to the Group
- Director for decision as to the need for such a
“drawing. It has long been the practice to
~accept & process case (that is, a case having

“tions where drawings are usually not consid-
: ened essential for a filing date are:

‘the article claims.

drawmgs see section T17.03.

The filing of a divisional d@ée,,under the

provisions of the second sentence of Rule 147
{unexecuted case), does not obvzate the need
for formal Bristol board drawin Ordi-
narily, prmts of the original forma
suffice for etammataon See secnon

AmchTIONs ‘Fn.m, Wrmou'r Duwmcs

Apphcatlons filed thhout drawmg are ini-
tml]y inspected to determine whether or not

a drawing, under the statute, is necessary be-
be given a filing date.

only process or method claims) which is filed
without a drawing. The same practice has been
followed in composition cases. Other situa-

I Ooated articles or products. Where the
n resides solely 1n coating or impreg-
_conventional sheet, e.g., paper or
cloth, or an article of known and conventional

: c‘zaracter with a parncuhr composition, the
- application containing claims to the coated or
- impregnated sheet or article, unless significant

details of structure or arrangement are in-
volved in the article claims.
I1. Articles made from a partzcular ‘mate-

. rial or composition. Where the invention con-

sists in making an article of a particular mate-
rial or composition, unless significant details
of structure or arrangement are involved in

ITI. Laminated  structures. ~ Where the
claimed invention involves only laminations of
sheets (and coatings) of speclﬁed material un-
less significant details of structure or arrange-
ment (other than the mere order of the layers)
are involved in the article claims.

IV. Articles, apparatus or systems where
2ole distinguishing feature is presence of a par-
tiewlar material. Where the invention resides
solely in the use of a particular material in an

Rev. 21, July 1060

drawmgs L




 case in condition

~ formal requirement

acceptance of an applicat
ing does not preclude the E

_requiring an illustration in the form of a

' drawing under the second sentence of Rule 51.

In requiring such a drawing, the Examiner
should clearly indicate that the requirement

is made under the second sentence of Rule 81.
not to state that he is doing
nature of the case admits™ of
it might give rise to an erro-
ression as to the completeness of the
| when filed. Examiners making

and be careful n

applicat

sach requirements are to specifically require, as

a part of the applicant’s next response, at least

an ink sketch or permanent print of any draw-

ing proposed in response to the requirement.

even though no allowable subject matter is yet

indicated. This will afford the Examiner
early opportunity to determinee the sufficiency
of the illustration and the absence of new mat-

Rev. 21, July 1969

n

'are never accep

and white photographs

- of photographs) printed on sensitized paper in
lieu of India ink drawings, to illustrate inven:

the event of a final determination that there
thing patentable in the case, the sketch and
orization for entry will not be forwarded to
 Drafting Branch. R e

 Puorocrarns

early, Photogrﬁphs are not dfawinéé ;

_ Photographs are not acceptable for a filing

date nor for any purpose except as exhibits

~unless they come within the special categories

set forth in the paragraph immediately below.

. Photolithographs of photographs and phoio-

graphs mounted on. proper size Bristol board
le. See In re Taggart et al,

1957 C.D. 6; 725 O.G. 397 an

The Patent Office is willing to accept Black
photomicrographs
ther reproductions

(not photolithographs




i appmprxate apphcatxon

 tions which are
or adequately de
restricted to
line structu
textile fabrics

photogra hs or photoxmcm-
the invention more clearly

~ graphs must sh
than they can be
~and othe
 ing drawi
- Such photograph:s
made on photographxc

com ly with th

~ lowing characterlstlcs w 1c

ognized in the photographic
weight paper Wﬁ:h a surface de;

smooth ; tint, white. :
If the drawmgc are mformal but may

admitted for examination purposes the Drafts-
man indicates on 3-part form, PO-948, what the
informalities are and whether they can be cor-
rected or whether new drawings are required. |
In either case the drawings are accepted as satis-
fying the requlrements of Rule 51. The draw-
fi , are then returned

ings, after bei
to the Applicat
form PO-948 is a

to which Branch

Nomwmc Arrmcu"r

pphcants (see § 707.07(a)) in the first Office

b action of the conditions which render the draw-
~ ing informal, and when indicated, that such

~ drawings can be corrected so as to be acceptable,
because of their execution unless the necessity

Draftsman.

insisted upon.

Other Wlse, the action should state:

“Applicant is advised to emp]oy the serv-

ices of a competent patent draftsman out-
side the Office, as the Drafting Branch of

the Patent Office does not have the facilities

at the presmt time, for preparing new
: drawings”.

‘This procedure, by avoiding a fruitless roque.st
to have the Drafting Branch prepare the new
drawing, will promote earlier issuance of the

patent.

‘Examiner should 1
" the event that any of the followmg
s m&de by the Draftsm

India ink dmwmgs ‘

or insertion in the

he Examlners are dlrected to advise tlle"

-quire additiona drawmgs for the purpose of

~ but will not, in any case, require new drawings

therefor shall ha\e been mdlcated by ther'

As soon as allowable subject matter is found,
the requirement for new drawings should be
‘Before writing the action, the
Draftsman should be consulted to ascertain if,
at that time, the new drawing could be prepa.red :
by the Patent Office on request and, if so, the

estimate of cost should be included in the action. - 608 02 (a) New Draw mg—'When Re- y

form
cepted by Apph

_producible.

apphcanons filed ﬂor to Janual
t the draw
_appear in

iner’s opinion to be of a waivable nature, should

. consult the Draftsman to ascertain whether the
. objection(s) can be waiv ed,mstead of reqmrmg '
- applicant to make correction: ,

(1) Lead lines too long';l :

" (2) Heavy shade hnes_reqmred

(3) Hauhmg required.

(4) Lines rough and blurred.

(5) Pale lines (if the prmts indicate the ]mes
reproduce sufficiently).

(6) Poor. (1
acce table

The following

if dmwmg is otherwzse,

‘jectmns if made by the

Draftsman must be corrected and cannot be

waived:

(1) Space for headmg requn-ed
(2) Ink drawings required.
(3) Paper undersize.

@) Signature on wrong end of ahee!;

- (5) Insufficient margin.
, (6) Borderlme not in ink.

© ADDITIONAL ILLI'STRATIO\'

'If there 1s only one ﬁgure, it should not be
designated “Fig. 1.” The Examiner may re-

illustrating the disclosure.
When a necessary additional ﬂluztratlon is
small and may be added to the drawings on

~ file, an additional sheet of drawing should not

be required, but the Examiner will ask that the
proposed illustration be shown in a sketch,
which showing will be transferred to one of the

‘sheets of the drawings. g =
For the handling of additlonal duphcate. 01',‘ o

substitute drawings, see § 608.02(h}. [R—-25]

qmrcd [R-25]

Puo'ropnm'rs A8 Drawixgs

To e'(pedxte ﬁ‘mg, apphcants sometimes sub-
mit uﬁrplu-atlons' with Ehotoplmts in lien of
dmmnfgs ‘Such applications are ac-
cation Branch for filing only,

provided the p

A

ter POL~1094 that formal drawings, in com-
pliance with rule ¥4, together with a comparison
foe of ten dnllum. are required within two

Rev. 25, July 1070

Jectzonﬁ; |
the Exam-

hotoprints are readable and re-
pplicant is notified on form let-



) | N
(i ﬁ the event the

' nished, the application becomes abandoned after
expiration of the two-month period referred to

‘in form letter POL-1084. The Grou clerk
prepares a letter of abandonm the Ex
- aminer is not credited with a dis o
If the formal drawings are timely file

Exgminer""s:omggﬁfés the drawings when
- amines the app e '

ication.

New applications with photoprim:'s in lieu of

. xew ap
drawings are identified by a pink “Sp
84" tag on the file wrapper. e 7

f o The drawing must
10 of ¢ ifon specified in the
claims. However, conventional features disclosed in the

_ description and clsims, where their detailed illustration

is not essentis! for a proper understanding of the inven-

' tion, should be illustrated in the drawing in the form of

graphical drawing symbol or a labeled representation
labeled rectangular box). i
Wken the invention consists of an imiprovement

| ‘machine the drawing must when possible
xhibit, in one or more views, the improved portion

ected from the old structure, and also

" The Draftsman is the judge of draw

e execution of the same, and the arrange-  there
t of the views thereon, while the Examiner = 15

, iciency of the showing.
‘upon receipt application,

_ are sent from X
~ spected by the Draftsman. If satisfactory, he
~ stamps on each sheet “Approved by Drafts-
‘man.” See also § 608.02. ~ S

Rule 85. Informal drawings. The requirements of
rule 84 relating to drawings will be strictly ‘enforced:

by the Office upon applicant’s request and at his ex-
~ pense. (Seerule2l.) Sl L
_In instances where the drawing is

_the prosecution can be carried on without the

why the drawing is objected to, and that the

only (see § 7 "07(a)). To be fully responsive,
an amendment must include a request for draw-

inF corrections when there is an indication of
allowable subject matter. See Rule 111(b). -

608.02(c) Drawings or Print Kept in

Examining Group [R-25]

The photocopies of the drawinis must alwaﬁrs
be kept on top of the papers on the right of the

‘moved during prosecution.

No application should be sent to issue or to
the Abandoned Files Unit nnless the original -

drawing, if any, accompanies it.

Rev. 25, July 1970

Application Branch to be in-

608.02(b) Informal Drawings [R-

© seription of the specification and that the
‘reference characters are properly applied, no

A drawing not executed in conformity thereto ‘may be . 3 g ot X i
5 . single reference character being used for two

admitted for purpose of examination. but in such case
the drawing must be corrected or a new one furnished,

as required. The necessary corrections will be made ' fication of such part. 'Every feature covered

is such that

corrections, applicant is informed of the reascns -

drawing is admitted for examination purposes

file wrapper so as to be visible upon opening
the wrapper and easily detached. This photo-
,cogy (or “print”) is placed in the drawing

cabinet when the corresponding drawing is re-

structural detail that is of

e to be described should be
g. (Ex parte Good, 1911

ner Determines

eness of Drawings

ee to it that the fig-
~in the brief de-

ures are correctly ‘descri

different parts or for a given part and a modi-

by the claims must be illustrated, but there
should be no superfluous illustrations. .~

© 608.02(f) Modifications in Drawings
_ Modifications may not be shown in broken

lines on figures which show in sclid lines

_another form of the invention. Ex parte
 Badger, 1901 C.D. 195; 97 O.G. 15%.

 All modifications described must be illus-

‘trated. or the text canceled. (Ex parte Peck, o
1901 C.D. 136; 96 O.G. 2409.) This require-

ment does not apply to a mere reference to
minor variations nor to well-known and con-
ventional parts. ’ :

608.02(g) ustration of Prior Art

Figures showing the prior art are usually un-
necessary and should be canceled. Ex parte

" Elliott. 1904 C.D. 103; 109 O.G. 1337. How-
‘ever. where needed to understand applicant’s

invention. they may be retained if designated
by & legend such as “Prior Art.”

w, so much oniy of the old structure as
show the connection of the invention




M.M(i)

: “eanceled !n the prier applica«
iution must be accompanied by a

OF APPLICATI()N

leiter requesting the transfer of the dmwlucs, ‘which

& .'the same time substitute or addltl:)ﬁ%l sheets
- of drawings are filed and such drawings have
not been transmltted to the Examlmng Group,

the docke in the 3

'{'mg was not received. In the next commumca- :
" tion of the Examiner the applicant is notified
if the drawings have not been received. .
- Additional and substitute drawings are routed -
through the Drafting Branch where any defects
_be noted. If there are none,
“APPROVED BY
ch drawings are
it should be kept
D” stamp applies
~ uality of paper, lines rough
other deta
Examiner should not overlook such factors as
new matter, the necessit r the additional
sheets and consxstency with r sheets. Clerks
_ will routinely “enter” allzaddxtlonal and sub-
itute sheets on the file wrapper. 1f the Exam-
iner decides that the she should not be
entered, a}E licant is so informed, giving the
reasons. ge entries made by the Clerk will
be marked “(N.E.)”. :
If an additional sheet of drawmg is con- =
SIdered ‘unnecessary and the original drawing
requires alterations which are taken care of in
the proffered additional sheet, the latter may
be used in lieu of the usual sketch re uired in
making the correction of the original rawmg
For return of drrm ing, see § 608. 07( y).

608.02(i) Transfer of Drawings From ¢
Prior Apphcatlons [R-
- 25]

Rule 88. U 8c of old drawmgs If the drawings ofa

- new application are to be identical with the drawings
~.of a previous application of the applicant on file in
“the Office, or. with part of such drawings, the old draw-
fngs or any sheets thereof may. be used if the prior
* “application is, or is about to be, abandoned, or if the

fexecution. The

’ drawmgs from any application except where

 express abandonment ( ule 138) must be filed
together with a showing why the proposed ac-

~ canceled sheet of drawin
sent to the Abandoned Files ¥Tnit.
. celed sheet is available for a
‘another application direct
matter.

s!zould be completely identified.

. Transfer of all drawings from a first
apphcahon to another mll be made on
the first appucatmn has been abandoned.

&'
nly after

MITTED Arrmmuox

N EWLY S

' 'The tranﬂfer , rziwmgs to new]y sunmltted

apphcahons ‘that have not been forwarded to.
the Examimng Cmu¥ will be effected by the
E A,pphc'ltzon Branch ift L
‘wise entitled to receive a filing date. Thetrans-

he application is other-

fer of the drawings between applications under
Rule 88 is processed in the Examining Groups

- if the later filed application has been forwarded
to the Examining Group. A new application
filed without drawings but havmg arequest for

wings from a pending applica-
ompanied by a written declara-
nment under Rule 138. Inorder
such an abandonment may

as to become effective only after the

the drawings has taken place. The

continuing application is given the date of the

abandonment of the parent application. Since

‘the drawings will be transferred from the

transfer o

earlier apphcatxon to the new application as of

the filing date of the new application, it is not

' necessary to submit or order photoprmts for the

new application.
The above practice applies to transfer of

the issue fee has been paid, in which case an

tion was not taken earlier. See Rule 313.

being transferred is not
§ 608.02(u).
When an application becomes a patent any
then in the case is
Such ecan-
pplicant’s use in
to its subj ect
It follows that, except as provid
Rule 174, drawings prmted in a patent may not

be trnn%fem‘ed to a subsequent case,

changed. See o

Rev. 25, July 1970

The name of the attorney on the dmwmg,




~case, the canceled sheet o

' 'fffor erastre of the “C

: 608 02(1\) Transfer of Draw;ngs to

Tn the ense of a! 'npphcan

Nﬂdmmnw and  descriptive matter E)ertmnmg
( he parent
sheets of drawing

‘thereto have been canceled from t
~ may be withdrawn and used as the crlo'mql
 drawing of the divisional case. The sheets in-
volved should be taken to me Dr‘zftmn' Branch

, per %t'\mp

[R-23]

Relssu

Ina reissne applxcatx

original or patented drawin

eissue applica-
P \pplication is ready
°d no change whatever. even so
ing of a reference chamcten
of an obvi ious error, is made in
I thele is to be any change
n tho drz n\mtr, a new dmwm«r fm
must be filed.
it there is more than one sheet of or:«vmal

drawing, a required change on any sheet will
_ preclude the use of the original dmwn‘lgb which

must be kept in the con(thon existing at the
time of issue of the o gxml mtent  See

3 1301.05.

Transfer of the dmwmw is made as set furﬂl

the prmts of the If'm 2608, i)"l!),nomnon thereof bemg entered on

mav be nqed fm - tho h!e wr .lp])(‘l nf me mwm.x] app.w.\tum

Rev, 28, Jan, 1850



| P \ sketch
filed to be part of the record a Y
the date of their receipt in the Office an

their appropriate plaper numbe

The print bein
~ record should not be mark

60802(n) “D*p
- ability Report Cases |

In Patentabllltv Report cases having draw-
ings, the ‘Examiner to whom the case is as-
sigmed obtains a duphmte set of prints of
the drawing for filing in the Group to which
the case is referred.

port prosecution, is passed for issue or  becomes

by the Gmup having jurisdiction of the case

the date of allowance or abandonment on his
duplicate set of prints. At such time as these

prints become of no value to the reporting

Group, they may be destroyed.

608.02(0) Dates Entered on Drawmg

The Mail Branch stamp and the “Corrected™
stamp applied by the Drafting Branch are im-
pressed on the back of the drawings.

Rev, 28, Jan. 1870

_b} a legend assoe
CL...Sub...."

When a case that has had P’ttentublhtv Re-

of the drawings of a
be made only under the supervnsxon of or by
the Chief Draftsman,

abandoned, notification of this fact is given

to_each Group that submitted a P. R. The

Examiner of each such reporting Gmup notes Fermnted unless required by an Examiner’s

Vsketches filed after the requirement by the
Examiner, or with the recﬂ uest of the appilcant
or his 'xttome) receive th

of the Examiner before the case is sent to the
Chief Draftsman. ~

ment of Drawing, §

g of the Not
y the Issue and

- Approval of the Drafting Branch is mdma*ed '
ted th the,“OG ig.

i ink showing pro-
the record, must be

‘:tuta drawingq wm not ordlnarily be ad-
ny -case unless required by the Office.

—Correction is deferrable, see § 608.02
» rmctmn at allowance and 1ssue, see
nd 1302.05. '

gure may: be remctated &n
3 ould be made to the specification
ddmg the brief description if a canceled hgum )

L 15 reuhtated

| ‘ 608 O2(q) Condltlons

Precédeht to
Amendment of Drawmg
[R-—23]

Correctlon and alteratlons in the dlsclosure S
ending apphcatmn may

No alterations as above mdmated will be
tter in each case, or proposed in writing by ‘

{)phcant or his attorney. In either case the
terations or corrections as indicated in the

e written approval

Nore. ---—stposxtmn of Orders for Amend-
G08.02(x).




ing Gmup
the cost of cozrectmg the drawin,
ing new drawings will be ret
Draftsman only long enough to
cost of the work. .
If the Examiner approv
~ correction of a drawing for
is requested he will note his a
order for the estimate, attach the ordex to the

V"per irr the top rig

ot 6
~done ;
_enclx figure and its legend with 2 red ink
 line. \o ortion ﬁf the figure itself should be

» Clerk in the Examining Group who

The words “CANCEL
amendment directing
substitute sheets
it d ink within the
ne. Cancelation of an entire sheet of draw-
- done by stamping the words “CANCEL
Et cornel of the dmwmg

ithin the marginal line.
When the cancelation of some of the figures
'  sheet of drawings has left the re-

‘nce}atlon or
Eed should be

igures with an martlatlc arrangement,, :
he’ C’}uef Draftsmen should be consulted as to

~ whether the remaining figures should be trans-
ferred to other sheets already in the case o

shown in additional drawings. Ca

iemx.m.m hcrm‘e e

outside of the file and have the Docket Clerk e

of the Grou

_to the Draftsman. The Draftsman will note
‘the estim

~ drawing. If the application is not up for,
tion the Draftsman sends the eetlmate : the
Applicant.
the Draftsman does not send an estimate, but

the Examiner should include the estimate in.

the next aftmn
When giving

Examiner should inform the applicant that no
correction will be made until a claim is found
to be allowable. If specifically requested by
the applicant, the drawing wiil be corrected
whether or not a claim is allowable.

If an application is ready for allowance ex-
cept for a correction required by the Offi cial
Draftsman, such as in a case where the lines
are rough and blurred, the Examiner will ascer-

tain (b) calling Ext. 5227) whether or not the

attorney in the case has a Deposit Account, If
there is no such account, the Examiner will

obtain an estimate of the cost of this work fmm

the Draftzman even thongh applicant has not
Tncluding the
~ or a blueprint with the changes indicated in
pencil. may he inked in by the Office Drafts-
man at applicant’s request and at his expense.

-~ requested  such  an  estimate,
estimate in the final requirement for covree-
tion of the drawing may avoid prolonging the

prosecution.

on the order and also o ;;the;

*:'kattornevs su
;mqke it appear that ‘thelr names were 1ﬁresent

If the application is up for action ~ when_the

an estimate in a case where no
allowable subject matter has been found the

characters, designations of figures, or inking
over lines pale and rough, a print or pen-and-
ink sketch showing such changes in red ink
must be filed. Ordinarily, broken lines may
he changed to full without a sketch,

rward the file and dmwmg, ol

“ rmn.f: u{)on the dmwm

sequently appouﬁéd s0 as to
drawings were originally filed,

p jes also where a draw-
| from one case to another

Drawmg Changes Whlch
[R-23] -

Require . Sketches

W hen changes are to be made in the drawing
itself, other than mere changes in reference

Sketches filed by an applicant and used by

'the draftsman for correction of the drawing
‘will not be returned.
Sohein

All such sketches must
ink _or permmanent. prmh
A pencil sketch that is otherwise .lcceptnblo

Rev, 23, Jan. 1970




for the X
~ As a guide to the E
_ corrections are 1Ilustrat1ve of those
- thus be made:
1. Adding tw or three reference chnmctere ~

'f'or nents
nals (Quahty of peper bemgf ,
" 3. Removing superfluous matter, e.
and ordinal where all but one ﬁgure ave been

f'Adeng or reversmg dl

Changing Roman Numerals to Arablc NuQ |

i "’merals to agree with s ‘ i
6. Adding section lines or brackets where*, ,

- easily executed.

zﬁcatmn

7. Making SImple chang&s
name (not his SIgnature)

8. Changing lead lines.
9. Correcting misspelled legends.

In the event that several dlﬁ'erenf kmde of
changes are required or any of the listed
changes are time consuming. an Ex‘unlners

Amendment should not be made ,
,608 02(1:) Dlsposmon of Orders for

Amendment of Drawmg

[R-23]

Where the ordered correction of the drawmrr

warded to the Draftsman provided there is an

the Draftsman is attached to the outside of
the file and the Examiner writes on said let-
ter “Qpproved”, with the date of approval and

Rev. 23, Jan. 1970

 the Office Draftsm

Inventor s,

allowable claim or there has been a specific
request by applicant that the drawing be cor-
rected regardless of whether or not a claim has
heen allowed (8 608. 02(s). \pplmant s letter to

k pgmpnute. a “S -
h and blurred lmes
ner should at that

‘ecessary to carry

essenger envelopas’

drawing has been

amps the letter to

,f ck of the drawing

CTED and returps the case to the
ner.

VEW mex\c,s Pmm m’ PATEN’T Omcr-: '

hgs have been required in
ggd have been prepared by -
hey are not sent to the
applicant for his si ature buf a copy (print)
m for The name of the
on the dmwmgq by

penﬂmg ﬂpphmtxo

llc'mon isin condl-

In , . apy
tion for allow , the. apphmtlon can be sent
 to issue 1mmedlate!\ fnfter the drawma is
prep‘lred ‘ : : ~

Conxsc'rm\ \To-r Armzovr.n o

Where the correction is not approved for
example, because the proposed Yhanges are er-

~ roneous, or involve new matter or (althomrh
~ otherwise proper) do not include all necessary
corrections, the case and request for correction

of drawing are not sent to the Draftsm'm The

‘Examiner’s reasons for not approving the cor-

rectlons to the drawing should be set forth

~in the ()ﬁice actlon

. 60802(y) Return ‘“of Drawmg [R-

23]

Rule 87. Retum of drawmgs (a) The dmwings of

an accepted application will not be returned to the ap- ‘

in a case up for action by the Examiner is ap- P"“’m except for signature.

proved, the application and drawing are for-

A photographle print is made of -the dmwing of an

: 1r~c~epted appllcation

If there is an accepted drawmg in the case,’i" A

_other drawings (except those originally filed)
that have been finally denied admission will be
_ returned to the applicant only at his request.

Such a request must be filed within a reason-
able time; otherwise the drawing may be dis-

~ posed of at the discretion of the Commissioner.




|   ‘608 (}3 Models, Exhibxts, Spccmi ne

Rule 91, MModela not yeﬂemim reqmred azx. part of
\(odele were once 'eqnix-ed in
all cases admitting a model, as a part of the xpplica-f
tion, and these models became a part-of the record of

npplamﬁon or parmf

the _patent. Such models are no longer generany re-

quired (the descrlption of the invention in the specmg
cation, and the drawings, must: he suﬂicxentlr full .and
complete, and :capable of being under‘:tood, to disclose

the invention without the aid of-a’ “model Y, and will

not be admitted uniess speciﬁcally called for.

Rule 92, Model or exhibit may be reqmred A 1nodel,

~nation of the appl!cation

tiveness of a device.
device is questioned. the applicant must estab-
lish it to the satisfaction of the Examiner, but
he may choose his own way of so doing.

A physical exhibit, not to be part of the case.

,, ,dangerous L
Rule 93. S'peczmena When the invention relates to
a composition of matter, the applicant may be requiret

" tion or experlment

~ hibits and Specnmens

[R-23]

All models received in this Office.
forming part of an application. or filed upon
request from the Examiner, must be received
from the Snpph and Receiving Unit and not
~ from the applicant or his agent. '
~sary that all models should he taken to the
Supply and Receiving Unit for proper record-

ingin nrdm‘ that they may be located under sub-

=equent. inquiry and for final :hsp(mtmn The
I,x.umm-h should, therefore, refuse to wopt

: ’of the application.

. to be
‘ ca‘se, it may be sent to the Supply and Receiv-

working model, or other ph:ysxcal exhibit, may be re--.
quired if deemed necessary for any purpose on exami-

With the exception of cases mvolvmg per-
petual motion, a model is not ordinarily re- .

quired by the Office to demonstrate the opera-
If operativeness of a

"‘;ls genem]ly not.refused e\'cppt \vhen bnlh or.

';,.111d taken away by the attorney at the end of

to furnish specimens of the cemposition, ‘or of jts in-.

gredients or lntermpdmtos, fm the purpose of lnspec o Rule 95, Copics of exrhibits)

"other physical exhibits will not ordinarily be furnished

608.03(a) Handling of Mo&els. Ex.

' 608.04- New Matter

whether

It is neces--

o inventors or attorneys. \{odeh
‘ mwed, and entemd in the records of

ance w:ih the oﬂicml
its filing shall be entered on the ﬁle wmpper
When an exhibit or model is rec&xved itw vill
wwarded from the Supply and Recmvmg :
_to the Examining Group. A Iabel showing
v’s name and address should be attached

o ‘to*th mode] or exhibit so that it can be returned s

i rosecation of case. If exhibit is too large
t in the Group during prosecution of

Dmt with Instructions to indicate whether

. e\ ibit is to be held or returned to sender.

" Rule 94. Return of model.s exhibits or specimens.

;i\Iodeh exhibits, or specxmens In applications which

‘have become abaudoned ‘and also in other applicatmns ;

~on conc-lusion of the prosecutlon, may be returned fo
the qppllcant upon demand and at his expense, unless
it be. deemed necessary that they be preserved in the

Sueh ‘physical exhibits in contested cases may. .
If not -

Office..
he. returned to the parties. at their expense.

" claimed within a reasonable time, they may be dlsposed o
_of at the discretion of the Commissioner.

When a model is to be returned a letter

‘should be written to applicant by the Exam—;gr;y -

ining Group stating that it is being returned
‘under separate cover and the Supply and Re-
ceiving Unit should he omrh' nohﬁed to
return the model. o
Nore: ——quposmon of exhlblts which are
part of the record, § 715.07(d).

sented to the Office for purposes of interview

the interview. Nee §713.08.
- Note—Plant \pemmens, S 1607, Rule 166.

(‘opies of models eor

by the ()mf-e, and any model or exhibit in an applica-
tion or patent shall not be taken from the Office except
in the custodyr of an emploree of the Dffice \peciall\'ﬂ
authorwod by the Commissioner,

[R-23]

Rule 118. Amendment of disclosure.  In original ap-

' pllcxitinns, all amendments of the drawings or specifi-

cations, and all additions thereto, must conform to at
least one of them as it was at the time of the filing of
the application, -Matter not found in either, involving
a departure from or an addition to the original disclo-
sure, cannot be added to the application even though

“supported by a supplemental oath, and can be shown
‘or cmimed only in a separate application.

Rev. 23, Jan. 1970

Models, exhibits and specimens nmﬁ be pre- '



content justifie
While amendments to th
_claims involving new ~
~ entered. such matter is’
from the descriptive portion of the s
tion, and the claims aifected are rejectexd

A “new matter” amendment of the drawing
is ordinarily not entered. Neither is an addi-

tional or substitute sheet containing “n
ter” even though stamped APPROYVE

 Draftsman and provisionally entered
(Clerk. See § 608,02, W

fatter by Prelimi-

ary Amendment  [R-22]

sometimes fled along witl
Lo Suchi idment

T w matter may |

R.a4(e).

Norn—New
- $1401.07. New n
tion, § 714.20.

 Claims or

Matter not in the original

claims or drawings is usually new _matter.
Depending on circumstances such as the ade-

quacy,df the original disclosure. the addition of

inherent characteristics such as chemical or
physical properties, a new struetural formula
or a new use may be new matter. See Ex parte
Vander Wal et al, 1956 C.D. 11: 705 0.G. 5
(physical properties). Ex parte Fox, 1960 C.D.

Rev. 23. Jan. 1970 60

in_Original

" Holding of New Matter

 Where the new matter is confined to amend-
ments to. the specificati
aminer’s requirement fo
way of petition. B

‘review of the Ex-

‘cancellation is by
here the alleged new
matter is introduced into or affects the claims,

 thus necessitating their rejection on this
oround, the question becomes an appealable

ne. and should not be considered on petition

‘even though that new matter has been intro-
duced into the specification also. Rules 181
and 191 afford the explanation of this seem-

ingly inconsistent practice as affecting new

- matter in the specification.






