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1701 Exammers Not To Express Opm-
ion on Vahdny Nor esnfy as
Patent Experts [R—21] ;

Inasmuch as public pohc does ot permit
Examiners to decide, as judge
Office, questions upon which they have been
retained to give opinions as expert witnesses
in patent cases in the courts, every Examiner
who shall testify as an expert in a patent case
pending in any court will be dismissed, unless

1703 ,'
1704
1765
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compulsion by competent judicial authority,
and without retainer or preparation.
Congress, in 35 U.S.C. 282, has endowed.

‘a_presumption of validity. Public policy de-
mands that every employee of this Office re-

U.S. Patent. The question of validity or in-
validity is exclusively a matter for the courts
_to determine. Each member of the Examining
Corps is cauntioned to be especially wary of any
inquiry from any person outside the Patent
Office (including any emplovee of another
government agency), the answer to which
might indicate that a partxcular patent should
not have been issued.

Whenever an Examiner is asked or sub-
poenaed to testify in a suit concerning a pat-

ent, trademark registration, or application for

mther, he is directed to report that fact im-
mediately to the Solicitor, :

ges in the Patent

he shall have so testified mvoluntamh, upon

cand Agents,

~ every patent granted by the Patent Office with

e undertakes - (1)
smanner in the prosecutien of any application pending

frain from expressing to any interested person , :
~inoany examining group during his period of service

any opinion or view as to the invalidity of any

M séellanéo s

Exammers are cautloned agamst an..mnng

uiries from any person outside the Patent
O% ce as to whether or not a certain reference
was considered and, a fortiori, whether or not
a claim would have been allowed over that
reference. This applies to anything in the
patented file, mclmfmg the extent of the field

 of search and any entry relating thereto, The
 record of a patented -
~ Practitioners can be of material assistance in
“this regard by refraining from makmg such in-
quiries of membe-rs of the Examining Corps.

file must speak for itself.

Answers to inquiries of this nature must of

5 necessity be refused, and such refusal should be
corsidered neither discourteous nor an expres-

sion of opinion as to vahdlty , ,
Also, Examiners are reminded that, in view
of the long established policy of the Patent
Office to refuse to permit members of the staff
of the Patent Office to testify in patent suits,
they should, before allowing an application, de-

“termine that the written record is accurate and

‘ r°omplete

1'02 Restrlctlons on Examnxers Re-
' s:gnmg From the Office [R-24]

F.z-rracf from Rule 341 Rcmstratr(m of Atlorneys .
(Z) Former (‘J‘GJ]:”’I(‘IS No person who'
has served in the examining rorps of the Patent Office’

Lowill bee re;,hter(»d after t@rmmanon of his services, nor,

if regmteied before such service, be reinstated. unless =
not to. pro~ecut9 or aid in any .

therein; and ( 2) not to preparo or prosecute nor o .
assist in am manner in the prepamtwh or Prosec atm'ik :
of any ‘application of another flled within two years

“after the date he left such group, and assigned to such
group, without the specific autherization of the Com-

missioner. - Associated and related classes in other
groups may be reqiired to he included in the under-
taking or designated classes may be excluded., In case

applicatton for registration or reinstatement is made o

after resigintion from the Office, the applicant will not
b pegistered, or reinstated, i he has prepared or
procecated, as assisted in e prepiration or proseo-
tion of any such aplication as indicated in this para-
(Bee further §8 US.C0070.

S04,

uraph.
moe also §
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" sne publications

. xstmtnons issu
h :atent t‘xe

following inform
(1) the name

n '( 6) the paiem number, (0D the tzsle

tion, (8) the number of claims, (9).
by class aqd sqbcla&

the U.S. classifieation
 (10) a selected figure o
except in the case of a p
stract of the d:sclosure. :
sification, (13) 7.8

if any. In the case of a reissue patent there
published the additional data of the numbe

application; and in the case of a demgn paten‘
the term of the patent.

The Official Gazette also includes an illus-

tration of each trademark publ
sition, a list of trademarks regis
trademark information. demsmns m ‘patent and
trademark cases rendered by the courts and

the Patent Office, notices of patent and trade-

~ mark suits, indexes of patents, disclaimers filed.
- Certificates of Correction issued, list of patents

mation such as orders. notices, chauges in rules,

" sions in interferences, tie condition of work in
- the Office, disbarment and reglstratlon of at-
torneys, and notices to parties not reached bv

mail.

The patent and trademark decisions mclnde'

in particular those of the United States Court
of Customs and Patent Appeals, the T'.S.
Supremo Court, and the U.S. Court of Ap-
. peals for the District of Coiumbia Circuit, and
selected decisions of the. Commlssmnel of
Patents and Board of Appeals. These decisions
constitute such important statements of the Jaw
that the notice and decision section is sep-
arately printed in leafler form and is distri-
buted to the Examiners.
- An annual subseription to the Official
(Gazette costs $78 (%20 additional for foreign
mailing). Single copy £1.50.

The following parts of the Gazette may be
purchased independently of the remainder of
the publication. They are issned on the same
late us the Gazette.
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Lthe mp, o

0 f work in eac
eration, Azmnai subscn%mon $10 (2.5

ailing) ngle copy *’)f}
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1704 Reeords Kept in

p:zv'en? apphc‘mon data, if
any,and (14) forugn priority application data,

Groups [R-21]

The prmc.pal record:, kept in th Examining

roups are two sets of cards, Form P0-205

hich are a  numerically and Form
those awaltmg action are
:uranged by individual Examiners, Each card
contains data . concerning the applications that
have been assigned to the Groups, identified by
name of apphcant, title of invention, serial
number and filing date. Notation of attorneys
is also made.

tion is entrusted or the assigned docket desig-
nation and the class and subclass considered
most pertinent for examination, the successive
actions taken, and finally the mtentmg or
abandonment or transfer of the case.
Miscellaneous records are also kept rehtmg
to matters such as cases on appeal, cases in-
volved in interference, patentab'hfv report
cases temporarily in or out of the Groups,
cases involving classification questlons and ap-
phcatlons or refersnces charged out. ; ' :

1705 Examiner’s Work Report and
~ Actions To Be Counted Thereon

[R-21]

All reporting of Examiner’s production,
docket, and time activities is on a bi-weekly
basis r'orreepnndmg to the period covered by the
Time and Attendance Reports, PO-516.

Data Processing Branch makes the following
reports for each art unit.:

Examiner’s Bi-Weekly Docket. Activity Re-
port, PO-290--This report covers  infor-
mation regarding the new and amended appli-
cations awaiting action. The information Is
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Each set of cards also shows the
name of the Examiner to whom the examina-




under Rale 312, and

of imdividual ases
 indiviial e

‘ oLt :
The oldest dates of the Group reported
be advanced except as the actions are
 The following only are counted as tu o
1. Regular actions in new and s .
cases, B ke 1706 Disclosare Do
2. One action for each applicatio i sl o L 5
 consists only in suggesting claims fo ~ The Patent Office accepts and preserves, for
~ ference and one for each application in declar- 8 limited time, “Disclosure Documents” as evi- -
DR G P ey SR U I Sl dence of the dates of conception of inventions.

NSWers ( peals. . - A paper disclosing an invention and signed
9 jons on motions . bythe iix}l?rentor or?n%entors may be forwarded
8] rs advising of ent ry of ' to the Patent Office by the inventor (or by any
~ amendment after final action.. .~ one of the inventors when there are joint in-
7. Letter advisin applicant that express  ventors), by the owner of the invention, or by the
- abandonment has taken place and the file will  attorney or agent of the inventor(s) or owner.
be sent to the Abandoned Files Unit in due Tt will &retaine'd for two years and then be de-
o e . stroyed unless it is referred to in a separate
tion or redeclaration of an inter-  letter in a related patent application within two
By “regular” action is meant rejections, in- The Disclosure Document is not a patent ap-
cluding requirements for restriction; letters or plication, and the date of its receipt in the
allowsnces by the Examiner as the result  Patent Office will not become the effective filing
of the examination of a new application or  date of any patent application subsequently
the reconsideration or reexamination of an  filed. However, like patent applications, these
amended application; requirements for formal  documents will be kept in confidence by the
changes or corrections; actions of the Exam- Patent Office. - e e

_ iner applying or carrying into effect final de- This program does not diminish the value of

 cisions 1n interference, either on motionsor on the conventional witnessed and notarized rec-

priority; actions on cases remanded by an  ords as evidence of conception of an invention
appellate tribunal for reconsideration in view but it should provide a more creditable form o ,
of affidavits or proposed further amendmentsby evidence than that provided by the popular
appellants. Where more than one amendment practice of mailing a disclosure to oneself oran-
~ is filed in any case before it is reached for other person by registered mail. o

consideration of the first of such amendments, _ CoxtenTorDis cLosURE DOCOMENT

only one action will be counted in connection
with all such amendments. ~ Although there are no restrictions as to con-
The following should not be counted as ac- tent and claims are not necessary, the benefits
tions: Examiner’s Amendments; supplemental afforded by the Disclosure Document will de-
actions citing additional references or correct- pend directly upon the adequacy of the dis-
ing the data of references of record; letters closure. Therefore, it is strongly urged that the
acknowledging receipt of communications (new  document contain a clear and complete explana-
or supplemental oaths, orders for corrections of tion of the manner and process of making and
drawings, etc.), which do not bring the appli-  using the invention in sufficient detail to enable
a person having ordinary knowledge in the field

_cation up for action; letters stating that the ! 1
Notice of Allowance will be sent in due course of the invention to make and use the invention.

and answers to petitions to revive or to make =~ When the nature of the invention permits, a

%45
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The Disclosure Document must |

. written matter or drawings on paj
- thin, fiexible material, such as line
- drafting material, dimensio
- folded io dimensions not to ex 1
inches. Photographs also are accepta
page should be numbered. Text a

-machines.

panied by a

a separate.

entor, stut

by the Pa Offic
. fying number and date of recei
L u:sx;l]?cate request will be returned in the self
addressed envelope together with a netice indi-
cating that the Disclosure Document may be
relief upon only as evidence and that a patent

protection is desired. The i
may take the following form: :

ment Program, and that they be preserved for
a perlod of two vears.” , .

- Disrosrriox

in the Patent Office for two years and then will

made in the next official communication or in

it is desired to have the Patent Office retain the
Disclosure Document beyond the two-year pe-
riod, it is not
a patent application.

~ ACKNOWLEDGMENT

When a paper referring to u Disclosure Doc-
ument is filed in a patent application within

Rev. 28, Oct. 1970

duction with commonly used office copying

T ks‘)isclosure Document is noted with the paper
“number of the acknowledgment. The returned
~memo or copy is stapled to and retained with
the original paper in the file wrapper referring
: ] - to the Disclosure Document. ' '
application should be diligently filed if patent Sy
nventor's request .
' - A fee of $10 is charged for filing a Disclosure
- Document. Payment must accompany the Dis-

“The undersigned, being the inventor of the
_ closure Document when it is submitted to the

disclosed invention, requests that the enclosed

papers be accepted under the Disclosure Docu- ""z,fl"zivtem; Office.

The Disclosure Document will be preserved

be destroyed unless it is referred to in a separate .
letter in a related patent application filed within " Disclosure Document mast usuallv al tab
the two-year period. The Disclosure Idocument ;7 }S07031re LJocunent must usually a'so estab-

may be referred to in a se{;amte letter filed in -

separate letter from the Patent Office. Unless

uired that it be referred to in

_should be sufficiently dark to perm p o

¢ the Disclosure Docu

dicating tha 15clo it will
¢ ~be sent to the applicant by

ained shoul

r in the application file referring to the

FeE

WaRSING To INVENTORS
The two-year retention period should not be

~ considered to be a ‘\‘graéeg’mriml” during which

the inventor can wait to file his patent applica-
tion without possible loss of benefits. It must
be recognized that in establishing priority of in-

- vention an affidavit or testimony referring to a

 lish diligence in completing the inventicn or in
a pending application by identifying thQ.DQC:,"-"fj”;';k“ﬁh“ the patent application since the filing of
ment by its title, number, and date of receipt.

Acknowledgement of receipt of such lettersis

‘the Disclosure Document.
Inventors are also reminded that any public
quse or sale in the United States or publication of

~ the invention anywhere in the world more than
' one year prior to the filing of a patent applica-

tion on that invention will prohibit the granting

~of a patent on it.

If the inventor is not familiar with what is
considered to be “diligence in comgleting the
invention™ or “reduction to practice” under the
patent law, or if he has other questions ahout
patent matters, the Patent Office advises him to
consult an attorney or agent registered to prac-
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tiated a continuing
results in c:
e mnvention

 correspondin
ity is filed ,
are sent to the Ger-

fter the first action on the
S. Patent Office re-

merits. Conversely, the U.
- ceives a list of references cited by the German
examiner in his action on an application filed

origin application).

 The Office of Patent Serk\'iceysk,gprimarily' |
~ through the newly set up Foreign Exchange
- Section, is responsible for processing all matters

. in connection with the exchange grogram in co-
~ operation with the Examining Groups.

171001 US. Origin
IR
* The German Patent Office will identify Ger-

cation for patent in the U.S. for the same in-
vention, and request a search report from the

designated by them as Form B, which gives the
serial number of the U.S.
~ the Application Number o
application. . :
" The Foreign Exchange Section of Special
- Services receives and processes the forms.
 Where the application has been disposed of or
- has already received an action on the merits, the
Foreign Exchange Section will prepare from
~ the files the list of citations for the German
office. If the U.S. application has not yet been
acted on, a printed Notice is placed in the inside
left section of the file jacket to advise the Ex-
aminer and the Examining Group that the
search results will be furnished Germany when
the action is written. This Notice also contains
information to assist the Group in handling
such cases. S

2481

ning U.S, prior-
-origin applica-

first in Germany and later in the U.S. (German

Applications

~In addition to t! ; .
cases already pending are included in the pro-

man applications which refer to a prior appli-  gram. The F “xchange i
identify and locate applications in the Group,

U.S. This request is on a printed sheet (blue),

application, and
the German

_time before the case is to be reached for action.

if the application is bei

' !h'the first action, the clerk wil

gn Exchange Section.

".S. application which refers

slication for the same in- =

h results are requested by
V ion when the U.S.
in' Application

, identifying the U.S.

is complet

assist the Group in handling the application is
inserted in the left inside section of the file

he 'neywly filed applications, ke
am. - The Foreign Exchange Section will

insert a copy of the Notice in the file, and send a

which there is a prior filed German applica-
tion but which has not been marked b plgcmg
therein the Notice, he may in his own discretion
request the German search results through the
Foreign Exchange Section, if there is sufficient

The search report, on Form P0O-952 (Form
A), when received from (Germany, together
with copies of any references cited, will be for-
warded to the Examining (Group to be placed
in the file, by the Foreign Exchange Section.

Normally, the search report is expected to be
received before the U.S. application is reached
for action in regular course. If it is not in the
file of the application when it is reached for ac-

_tion, an inquiry may be made of the Foreign

Rev, 26, Oct. 1870

@ place on the Notice and

-and German . and for-
. warded to the German Patent Office. At the
same time, a Notice containing information to

jacket to advise the Group that search results =
. may be expected. ik T

request for search results on P(O-952 to the
- German Patent Office. . B
~ If the Examiner notices an application in




pplication in the
oss the appli-
aner and examine the

Ftion (ex-

: es ea 4 Plcatmns)% :

f of
sidered, and if periinent, cited ar / he ¢ ding riginally filed
“usual manner. References shoulc _in the United s. The earlier filed applica-
‘merely because they have been listed by t ion must be fully identified; and, in applica-

~'man Patent Office.. -~ LA ns without a cla fPﬁOtity,’ac‘ertiﬁedpoo v

As indicated in the joint repor lished at  of ! ier filed U.S. application must be sub-

838 0G 1225-6, May 23, 1967, an exchangeat t ‘mitted to the Philippines Patent Office. In addi-
_present time cannot completely replace the nec-  tion, applicant must also agree that all amend-
essity for each office to conduct its own search. = ments to his U.S. application will also be made
In particular, . with respect to his application filed in the Phil-

tent which issued sfter the . filing  ippines. Wl el e

' i il AnT . Inthe U.S. Patent Office, applicant will regu-

_larly file two copies of each amendment, one

~ that rman sumal ~ copy must be marked “Copy for Philippines

_have searched such patents, assuming v Patent Office.” Upon termination of prosecution
~ had reached Germany. Hence, particular ‘the U.S. Patent Office shall remove all copies
. tention should be paid to searching recent U.S.  so marked from the U.S. file and promptly for-
_patents. Also, the German examiner searches  ward the same to the Philippines Patent Office.
according to a classification system developed ~Election forms for,partiitfation”in‘this spe-
along principles somewhat different from the cial program must be signed in duplicate and
U.S. classification, and references in related or  simultaneously accompany the application to be
analogous arts are not used to the same extent - filed in the Philippines.
as here. G N ~Upon receipt of properly filed notice of elec-
In recording the field of search on the file  tion, the Philippines Patent Office will notify
jacket, the Examiner should indicate in the  the U.S. Patent Office of the election by for-
usual manner those sub-classes in which he has  warding one copy of the election forms to the
made his usual search; where he has found it =~ U.S. Patent ce. The Philippines Patent
necessary to make only a partial or updating  Office will defer action on the Philippines appli-
search, the listing of the sub-classes thus cation pending receipt of information as to the
searched should be so marked. ; ?jigmsition of the application by the U.S. Patent
- The search report and the Notice are removed Office. If no such information 13 received by the
from the file when the application is dls}?osed - Philippines Office within a reasonable amount
of and retained in the Foreign Exchange of time from the date of filing in the Philip-
Section. L f pines, the Philippines Office may, either on its

r i own initiative, or at applicant’s request, inquire
1711 U.S.Philippines Search Ex.  2s to the status of the U.S. application and, if
 change [R-21] '

~ desired, proceed with its own independent ex-
The United States-Philippines search ex-

~aminstion. ,

~ Upon disposal of the application by the U.S.
change program involves patent applications
filed in the United States which are subse-

Patent Office, appropriate information will be
2462

sent to the Philippines Patent Office which will

Rev. 26, Oct. 1870




by the las
~ Office will then make their own

~action based upon the ms 8s amw .
. the U.S. Patent Offic rforming whate
checks desired and search for co ndin,
e olicati ' ively, the Philip-

cause why
on should not

1 avenues of

: Patent
_ tion in the customary manner and in the usual

‘copending applicat

25 & matter of information, since

zre inapplicable in the Philip-

W’};exé ’ pplication driginafbs mthe Phil-
_ ippines Patent
the U.S. Pater

Itis

savings in time and expense of prosecution to
U.S. applicants. e :

inter-

ice and is subsequently filed in
Office, o similar procedure as
consonant with U.S. Law will

Tt isbelieved that this program will facilitate
the handling of U.S. origin applications filed in
‘the Republic of the Philippines resulting in a

] L ~improve the quality of the patents granted by
~ Election forms for participation in this spe- o :

1246.3

| nvﬁﬁibh' from The
on, Office of Patent

The program involves patent appl led
in one count;z ‘which are subsequently followed
by corresponding applications filed in the other.
The profmm,o rates as follows: =
The applicant files an application in the Us.
ce which then processes the applica-
time sequence. , ,
If the applicant later files an application in

Sweden claiming the priority of the U.S. appli-

 cation, the Patent Office of Sweden notifies the
. U.S. Patent Office of this filing by forwarding
~ a request for a list of the references cited by the

merits. aa
Where the application originates in Sweden
and is subsequently filed in the U.S. Patent
Office, a similar procedure is followed whereby
the U.S. Office requests and the Swedish Office
supplies a list of references cited by the
Swedish examiner. N
_This program, which involves only the fur-
nishing of listings of references cited, could

U.S. Examiner in the first office action on the

each office.
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