'Appea! Brief i '
Amendment Filed With or After Appeal
Exammer s Answer 5

120801
U TAnswer

120802 . Withdrawal of F’mal ReJectmn

1209 Oral Hearing

1210 Actions "s'ubsg-quent !o Exammers -‘\nswer But ]

i Before Board’s Declsm -
1211' ‘Remand by Boar: er Amendment,
. 1212 Remand by Board t Consnder Aﬂidavnts
3213 Decision by Board : ,
121301 Mmmendations of Board
1214 ’Actlons following Decision by Board
11214 01 New _Ground of Rejection
121402 Procedure after Decision o :
121403  Rehearing and Reconsxderatzon
121404  Examiner Reversed '
11214.05  Cancellation of Withdrawn Clalms
1214.06
121407 Reopening of Prosecution
1215 Withdrawal or Dismissal of Appeal
1215.01  Withdrawal of Appeal
121502 Claims Standing Allowed
121503 - Partial Withdrawal
121504  Dismissal of Appeal
121505 - Case Before the Court
1216 Appeals te Courts
121601 = - To Court of Customs and Patent Appeals
121602 - Civil Suits

New Ground of ReJc-vtmn in - Exammers

Examiner Sustamed in Whole or in ‘Part‘

209

| 1200 Appeal

. 1201 Iutroductwn

[R——23] |
The Patent Oﬂice in admmntenng the Pat-

_ ent Laws makes many decisions of a discretion-
- ary nature, which the applicant may feel deny
~him the patent protection to which he is en-
~ titled. The differences of opinion on such mat-
~ ters can be justly resoived only by preseribing

and following Judlcmi procedures. Where the

_ differences of opinion concern the denial of e
‘patent claims because of prior art or material
‘deficiencies in the dnsclosure set forth in the
:Zapphcatzon, the questions thereby raised are
- said to re

~ within the Patent Office and to the courts has

long been provided hy siatute.

late to merits, and appeal procedure

The line of demarcation between appealable

~matters for the Board of Appeals and petition-

able matters for the Commissioner of Patents
should be carefully ohserved. The Board will

_ not ordinarily hear a question which it believes

should be decided by the Commissioner, and the
Coramissioner will not ordinarily entertain a
petition where the question presented is an ap-
pealable matter. However, since rule 181(f)

~states that any petition not filed within two
months from the action complained of may be

dismissed as untimely and since rule 144 states
that petitions from restriction requirements
must be filed no later than appeal, petitionable

matters will rarely be present in a case by the

time it is before the Board for a decision.
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[R—20]

3BT S C 7, provides for & Board of Appeals

R - as follows: ~

upreme Court " U.8.C. 7 Board of &ppmia The examiners-in-

, o R o e . chief shall be persons of competent legal knowledge

Writ of Certlorarl | Wit of Certiorari | ang gientiﬁc ability. The Commissioner, the assistant

S28U.S.C 2101 ;28 U.S.C 1254 ,missioners, and the examiners-in-chief ‘shali -con- -
— l e o e : mxte a Board of Appeals, which on written appeal 3

to Court of Cus--1 . | Appeal to '
nd Patent Appeals | ]
35.U. S C. 111

28 U s C lk"el : e exammers upon apphcations for patents.
.7 shall be heard by at least three me

' SR " of Appeals, the members: hearing

Civil. 'Action fn Distriet | “designated by the Commmsmner. The Board of Ap-

33}‘5,3,5‘;' ??e Distriet of | peals has sole power to grant rehearings.

'35 0.8.C: 145;——;51;30 704? ) Whenever . the Commxsqoner ‘considers it necessary
/ iy to mamtain the work of the Board of Appeals current,
O R ol he may designate any patent examiner of the primary

- examiner grade or higher, having the requisite ability,
0 serve as examiner-in-chief for periods not exceeding
(x months each.  An examiner' 50 demgnated shall be

37 days to flle appeal
Rule 304

!
:
:
i

‘ 80 darys to file appenl
f Rule 304

Decigion on.
! reconsideration

Lot

posmons in grade 16 of the Genoml Schedule of the
: Classiﬁcat‘on .&ct of 1040 ac amended. The per annum

[}

'

! 30 days to request
reconsideration
- Rule 187(b)
|

| Decision by Board

hlef shall be adjusted at the olose of the ,
rznc. for which he was deezgnated to act as examiner-
in- chxef to the per annnm rate of basic compensation
which -he would ‘have ‘been receiving at the close of
ﬁuch perm(l if such designation had not been made. :

If;su‘mequent to the hearing, but prior to the
ecision, a Board member who heard the case

- becomes unable to participate in the decision for
me reason, the applicant will ba given the
| ‘of Patents - choice of having a rehearing or of having a dif-
: - ferent Board member substltuted for the one

- of Appeals
}

‘: Oral hearing, Rule 194, {f ‘
; re«%uested in ‘brief, 'Rule ;
19 : i . 3

L.
t

¢ Examiner's Answer filled
i preferably within 30 days
; Rule 193

' Declston by Commiséiobet :

el e

! .
i ; i . Petition to Commheioner e thol 1 moapautabéte% i be
| Briefand $50 fee must he | of Patents, Rule 181 | hould a member die or otherwise become un-
i Bled within two months of | : . - - .
bt of within pariod | - ~available ( ifor’_g!gmple retngment).to recon
for FeBponse to action : sider a decision, it is the Board’s practice to have
. v N ") o2 3 . e .

’ , : the remaining two Board members reconsider
: , ey the case. However, if there is disagreement con-

2'{0:3{513;‘;11?21?(:1] *25’?,“:*&:;‘1 N - cerning the position of the Board on reconsider-
; Ius & o w n: : . o i4 », S ¢

B or Temonse in ’ ation, a third member may be designated as a_
- actlon, Rule 191 i s substitute for the absent member.

! A 1204 Administrative Handling [R-—y

{ : ;
Rejection ; ¢ ‘Requirement, objection or
y i alleged abuse of discretion ! 28]

er'e Final Action
Ex parte appeals to the Board of Appeals,
and all papers relating thereto, are forwarded
to the examining group for docketing. All ap-
peal papers, such as the notice of appeal, appeal

brief and request for extension of time to file . :

f Primary Exam
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. appi:catpn are transferred
h oard of Appmi

l‘oﬂowmg times: ' :
1) After 2 mnmhs from the oxammers an-

~ swer, plus mml roon
gmmu{ of rejection” ha
the examiner’s
en tuneh ﬁ!ed

,pln:s mail mmn time. whero no new g1 ound

of rp_,oct'nn has been indieated in the ex-
Answer: :md no reph bnuf has

Caminer’s

heen timely filed.

After a supplemontal examiner's answer
“hias been maﬂod in reph toa tzmel} replv
hrief. .

4) After the examiner has rinined ths
he will not prepare a supplemental ex-
aminer’s answer’ in respense to a nmeh
reply brief. ' "

The clerk in «lmrﬂe of }‘md!m«" ’lppmlk n
the examining group is solely reqponmbie for
completion of all phases of appeal clerical pro-
cedure. A1l communications from the Board and
all sigmed Office communications relating to ap-
peals from the primary examiners shou]d be
given to the group appeals clerk. ,

To insure that all records are enrrent, memo-,

randum form 1’0—767 15 "attached to fhe file

wrapper when it is remanded by the Board of

Appeals. It is important that this memorandum
be promptly completed and forwarded by the
group if the application is allowed. the prosecu-
tion is reopened, a streamlined continmation ap-
plication is filed or if the appeal 13 dh('onhnued
for any other reason. :

C omplete clerical m"trur-hrms -lppe‘\r in
Chapter 700 of the Manual of Clervieal
Procedure.

If the brief is not filed mthm the time des-
ignated by Rule 192. the clerk will notify the
applicant that the appeal st'mds dismlswd

“SpecraL” Cask

~ Subject alone to diligent prosecution by the
applicant, an application for patent that once
has been made special and advanced out of

turn by the Commissioner or an Assistant

Commissioner for examination will continue to
be special throughout its entire course of prose-

cution in the Patent Office, including appe-ll. |

if any, to the Board of Appeals.

A petition to make a case special after tlw ap-
peal has been forwarded to the Board of Ap-
prals may be addressed to the Board. However.
no siuch petition will be granted unless the brief

| 1‘205

time, if a ‘fnew

s Answer and no repl\ bru £

ey

Appeals for review of the examiner’s

has been ﬁ!ed and p!l \nt !mu
type of showing |

v the Commissioner
diligent prosecu-

nizaimr ruje
: decseum on a peti-

[R;:zs] ;

35 U.8.0. 134, Appeal m the Roard of lppm!e in,k

, Noticé of ‘*'Appeal

* appiicant for a patent. any of whose claims has been
Twice rejected, may appeal from the decision of the
primary examiner to the Board of \m)ﬂls h.u'mg e
snie pud,tho fer. for cuch appeal. o

Ertract from 35 US.C. j1. Patent feea. (a2} Thé '
u»mmisxioner shalt (!mrge the following fees: 6. On

appeal mr the first time from the examiner to the
Brsard of Appeals. wﬂq in addition, on mmg a hnef in .
: qv.mrt of tho appeal, £50.

{a) Fverv '

Bulr I‘H ippml to Roard of ~lm)( al*

amzhmmt for Fi patent or for reissue of a patent any

f the claims of which have been twice rejected, or who

zz:xﬁ- héon given. a fina} l‘PJ?"thﬂ {rule 113}, way. apen

‘ihi- parment of ﬂw fee required by iaw. amma‘ froia the

decision of the prmmr\- examiner t¢ the Board of - 1p~ o

peais wirhin the time aliowed for response.
by The appeal must 1rlvnhf\ the rajocted claim or

Jaims appealed, and must be signed hy the applicant

or his duly authonzed attume\ or agent (%ee form

e B xeept as othor'.\ ixe prov xded M' mlu 206. appeal
whey t.;iwn nm«t he’ takeu from the rejection of all ;

Celaims under re,w(tmn which 'lpphmnt proposes tn‘
K"'ht(‘\t_ ;
Db morlts ‘of the mu-lm(m may be required. to be

Questmns relating to matters not affecting

srttled lvefnre .m ,mpe.al can be considered.

An qpplmam dlssm%ﬁed with the primary
ctﬂﬂl]]l(‘!‘ s decision in the second or final rejec-
tion of his claims may appeal to the Board of
S rejection
by filing & notice of appeal, signed by the appli-
cant or his attorney, and the required fee of $30.

The notice of appeal must be filed within the
period for response set in the last Office action,
which is normally three months. The timely fil-

“ing of a first response to a final rejection h'n'mg

a shortened statutory period for response 1s
araxurrued as including a request to extend
the period for response an additional month,
even if an extension has been previously

' granted, as long as the period for response does

it ewoed six months from the date of the final
m jection, The additional moenth may be used to

place the application in condition for allowance,

to *xppeal or to file a continuing application, See
£ 71413, Failure to place an apphcatlon in con-
Aition for allowanee or to file an appeal after
final rejection will resnlt in the application be-
~oming abandoned. even if one or more claiins
nave been allowed exeept where elaims sug-
ze~ted for interferenve have been copied.
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for duplication may

receptionist in the lobby

gud argmments on which he wiii m“iykto nalucain

cal, fncluding a conclse explanation of the -

the Patent Office.
\ Reriséd Form 41

NOTICE OF APPEAL FroM ~THE PRIMARY
T¢ THE BOARD 'OF 'APPEALS

ExXAMIXER

n‘of:

The item (s) checked beivw are appropriate:
1. {3 An extension of time to respond to the final
rejection was grant I e

for __.._. months(s)

2. {7 A timely response to
been filed, as provided”

3. {J Fee $30.00: ‘

[0 Enclosed .

in 841 0.G. 1411,

1 Not required (Fee 'paid in prior appeal.)
{] Charge to Deposit Account No. ___.___._ S

(One additional copy of this Notice is
enclosed herewith:) S

Signature (Rule 191¢(b) ).

Post Office Address (to which
correspondence is to be sent).

Marrers HaxpLep CoxcrvrrENTLY WiThn
: APPEAL

Rule 208 permits partial appeal in cases where

there are both finally rejected claims copied
~ from a patent and other elaims not ready for ap-
peul. See §§ 1210 and 1101.02(f). =

Ex parte prosecution of an appeal under rule

191 may proceed concurrently with an inter-
ference proceeding involving the same applica-
tion provided the primary examiner who for-
wards the appeal certifies, in a memorandum to
“be placed in the file, that the subject matter of
~the interference does not conflict with the sub-
ject matter of the appealed claims. Sce rule
12,1103,

1206 Appeal Brief [R-28]

Rule 192. Appellant's brief. (a) The appellant shall,
within two months from the date of the appeal, or

Rev. 28, Apr. 1071

" vention which shonld refer to the drawing by refer-

' requisite fee, within the time allowed, the appeal shall
- stand dismissed. . S

. during sai
©1215.02. :

'fyxvnyai fejection has -

121(b).

ence characters, and a_copy of the claims involved,
it the same time indicating if he desires an oral hear-
ig. Upon a showing of sufficient cause, the Commis-
er may g xtensions of ;
niay delega

' ent Office officials ‘the approval g
- requests for extensions must i
piration of the period sought to

‘(1) On failuré to file the brief. accompanied by the

" YWhere the brief is not filed, but within the pe-
riod allewed for filing the brief an amendment

- is presented which places the case in condition
~ for allowance, the amendment may be entered

since the a$;31iCati011 retains its pending status .
1 pegiod. See §§ 1207, 1215.01 and -

~ The copy of the claims ‘Vrequired' in the brief
should be a clean copf’ and should not include
any brackets or underlining as required by rule

T ror Fiuine Arpesr Brier

" The usnal period of time in which applicant
~ rmust file his brief is two months from the date

of the appeal. However, rule 192 alternatively
permits the brief to be filed ‘within the time ai-
lowed for response to the action appealed from,

“if such time is later”.

In the event that applicant finds that he is

unable to file ‘a brief within the time allotted

by the rules, he may file a petition, without any
fee, to the examining group, requesting addi-
tional time (nsually one month), and giving his
reasons for the request. The petiti(m should be -
filed in duplicate and contain the address to
which the response is to be sent. If sufficient
cause is shown and the petition is filed prior to
the expiration of the period sought to be ex-
tended (rule 192). the group appeals clerk is
authorized to grant the extension not in excess
of one month. The group directors have au-
thority to grant subsequent extensions. Addi-
tional tinie. in excess of two months, will not be
granted. unless extraordinary cirenmstance are
involved. The time extended is added to the last

“ealendar day of the original period. as opposed

to being added to the day it would have been due
when said last day is a Saturday, Sunday or
holiday. -

If after an appeal has been filed, but prior to
the date for submitting a brief, an interference
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alable decision, the deci
atent Interferences or fro
cision of & reviewing court.
T8c tion is filed, there i
limit following the d n on
' event that & season: ition to the Commis-
. sioner is filed w 3 ‘to the Patent Inter-
‘ference Examiner’s decision, a' 30 day period
_begins with the mailing of the decision on the
petition. See §2 1109.01 and 1109.02. ‘
after abandonment for failure on the part of
" the applicant to make appropriate action after
~final rejection, applicant has two months, from

tive decision on the petition; in which to file his
With the exception of the i

ion of an

o
&

inarily will be dismissed if the brief 1s not

. erly granted.

- Attention is directed to the fact that a brief

‘appealed  claims,

stances such as: , : ,

(1) the possibility or imminence of an in-
terference im*o]vini; the subject appli-
cation, but not resnlting in withdrawal
of the final rejection prior to the brief’s
duedate; : :

(2) the filing of a petition for supervisory
actionunderrule 181; S

{3) the filin

notwithstanding circum-

of an amendment. even if it

is one which the examiner previously

has indicated may place one or more
claims in condition for.allowance, un-
less the examiner, in acting on the

appeal:

(4) the receipt of a letter from the exam-
iner stating that prosecution is sus-
pended, without the examiner either
withdrawing the final rejection from
which appeal has been taken, institut-
ing an interference with the subject
application or suggesting claims for
an interference. -

Although failure to file the brief within the
permissible time will result in dismissal of the
appeal, if any elaims stand allowed, the applica-
tion does not become abandoned by the dismis-
sal, but is returned to the examiner for his

& petition to revive under rule 137 is rm;uix:ed.
See § 1215.04. However, the $15 fee for reviving

. Likewise, when an application is revived  before the petition will be considered on its

" the mailing date of the Commissioner’s affirma-

interference or the suggestion and timely copy- :
of claims for an interference, the appeal

- filed within the period provided by rule 192(a)
~ or within such additional time as may be prop-

must be filed to preserve applicant’s right to the

amendment, disposes of all 1ssues on

213

ction on the allowed claims. Se: § 1215.04. If

_are no sllowed claims, the case is aban-
ed as of the date the brief wasdue.
the time for filing a brief has passed and

, fi ' féi plication has consequently become aban-

doned, t

- application, as in other cases of ahzndonment,

~ and to reinstate the appeal: if the appeal is dis-

. missed, but the application is not a andoned,
" the petition would be to reinstate the claims and

the applicant may petition to revive the

the appeal, but a showing equivalent to that in

an application is not required in the latter case.
In either event, a proper brief must be filed

merits, - SR : :
Where the dismissal of the appeal is believed
to be a mistake resulting from inadvertence,

filing a petition, pointing out the error, may be

sufficient.

" A $50 fee is required when the brief is filed, 35
1.S.C. 41, rule 192 provides that the appel-
lant shall file a brief of the authorities and

- arguments on which he will rely to maintain his
‘appeal, including a concise explanation of the
- invention which should refer to the drawing by
~ reference characters, and a copy of the claims

involved, at the same time indicating if he de-

. sires an oral hearing. Rule 192(a) requires the

submission of three copies of the appeal brief.
" For sake of convenience, the copy of the
claims involved should be double spaced.
The brief, as well as every other paper relat-
ing to an appeal, should indicate the number of
the group to which the application is assigned

~and the serial number. ,

When the brief is received, it is forwarded

~to the group where 1t is entered in the file, and
‘referred to the examiner. If the examiner con-

siders the brief to be defective under rule 192,
he may (1) point out the defect in his exam-
iner’s answer or (2) if a hona fide attempt has
been made to file a proper brief, he may write
a letter to the app’])icant notifying him that
he has 1 month to correct the defect by filing
a supplemental brief. If the applicant fails to
correct the brief within the 1 month period, the
examiner will write his answer and indicate
the defect. All such letters must be approved by

the group director. ;

e mere filing of any paper whatever en-
titled as a brief cannot necessarily be considered
a compliance with rule 192. The rule requires
that the brief must set forth the authorities and
arguments relied upon and to the extent that. it
fails to do so with respect to any ground of
rejection, the appeal as to that ground must be
dismissed. It is essential that the Board of Ap-
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on. The fact that apphcant 7

; £r
not pmtxf‘ a failure to point out to the. Board
tlm reasons for tlmt belief. .

m ¥y no conv wmm. In the f()nner

-\pphcant must tra
jection set forth in rhe mni w}e(
- argument at the
-uleﬁmem'v in the brief, Ignoring or acquiescing
in any re]er'tmn, evel » based upon formal
matters which could be cur
amendment, will invite a di
as to the claims affected.
the claims, the proceedi
sidered terminated
“missal. - Accordingly, a
thereafter will not be co
plication on appeal.
relies on some reference. lie is expected to pro-
vide the Board with at least one copy of it.

Yof the appeal
“involves all of
ase are col-

pplication  filed
ling with the ap-

Once the brief has been filed. a petition to
_snspend proceedings may be comsidered on'its
merits, but will be granted only in exceptional

cases, such as where the wr;trng of the exam-

iner’s answer would be frmtlc

a hardship on the applicant. -
For reply brief see § 1208.01.

1207 Amem]menl Filed With or After
Appeal [R-28]

provided the total effect of the amendment is
to (1) remove
adopt_examiner suggestions. Of course, if the
amendment necessitates a new =earch, raises the
issue of new matter, presents additional elaims
withont caneelling a corresponding mimber of
finally rejected claims, or otherwize introduces
new 1ssues, it will not he entered. Examiners
must respond to all non-entered amendments
after final rejection, and indicate the status of
each claim of record or propozed, ineluding the
designation of claims that would be entered on
the filing of an appeal if filed in a separate
paper. It should be noted that an amendment
placing a case in condition for allowance will

Rev, 28, Apr. 1971

und to be clearly improper does

and the pr(-wmmon of argu-

ing wiil not remedy 'ueh‘ ' the appeal, bu

by subsequent

e of the dis-

Tf in his Lrief, ; {)ph( ant

“each case by the group divector.

or would work

bt the Compissioner,
: S Canswer to the appellant's brief including such explana-

To expeditc the resolution of rases under final o

rejection, an amendment filed at any time after

final rejection but before an appeal brief is filed,

may be entered upon or after filing of an a ppea]‘

e issnes from appeal, and/or (2)

dopts . amn,er suggaseemus, removes
ppeal, or in some other way re-
uires cm?v a_cursnry review by the examiner,
mpﬁ.anc& with the rec uirement of a showin
under rule. 116(b) will be expecmd of a
amendments after final rejection. If after ap-
been taken, a paper is presented which
learly places the application in con-
lition for allowance, such paper should be en- -
red and a notice of allowability (POL—.‘%’:)'
promplty sent to upyh an
Iu accordance with the e, t'he, brief
o the claims and to the
s they appeared at the time of
: may, of course, withdraw
. from consideration on ‘appeal any claxms or is-
sues us desired by applic ,
A timely filed brief will be refe ,red to the
examiner for his consideration of its propriety
as tothe appeal isst d for preparation of an
S examiners answer e brief is proper and
the app]icatw i 15 not allowable. The exam-
iner’s answer will normally be of the shortened
- type referring to and relyving on the final action;
it may withdraw rejection of claims or any obo

e md of the case

joetmn or requiremnent as desired by the exam-

iner. . Note §1201.  Nonew ground of rejection
or ohje(,tmn should be ineorporated in the ex-
aminer’s answer without erpress r/pprora? n
See § 1004,

See § 71413 for procedure on handling amend-

- ments filed after final action and before appeal.

1208 Examiner’s Answer [R-28]
Rule 193. Eraminer’s answer. (a} The primary ex-

,lqmmer may, within sich txme as may be directed by
furnish ' a . written statement in

tion of the invention claimed and of the reforences and
sgrounds of rejection a5 mmay be necessary, supplying a
copy to the appeliant. - If the primary examiner shall
find thatr the appeal i< not regular in form or floes not

_relate to an appealable action. he shall so state and a
petition from such decision may be taken to the Com-
missioner as provided in rule 181, ' ,

{bj The appellant may m» a reply brief dlrt"(‘?(‘ll only

to such new points of argument ss may be raised in the
examiner's answer, within twenty days frow the date
of sueh answer.  However, if the examiner’s answer
states g new zround of rejection .\ppvllqm may file
a reply thereto within two months from the date of
stiehanswer: such reply gnay include any amendment
or material appropriate to the new ground.

~Arpear, CONFERENCE
Appealed eases in which the brief has been
filed should be reviewed by conference in the

214




© aration of the

group, those participating being (
examiner, {2) the examiner cha

miner’s answe

_other examiner, knoy
sufficient experience |

consideration of the merits of the issues on

appeal.

Where the primary examiner has, himself.
examined an application and made the final

214.1

1208

rejection a conference relative to such a case, if
,,/, ap{wa]ed, is discretionary with him.

1f a conference is held, the primary exam-

iner should weigh the arguments of the other

examiners buz it is his responsibility to make
the final deeision.  During the conference, con-

ideration should be given to the possibility of
dropping cuniulative art rejections and elimi-

. nating technical rejections of doubtful value.
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o place lus in
aminer who pregamd
thus: ABC (conf.). Thi
 necessarily, concurrence wlth the posm n
in the answer. .

If the examiner charrred with the responsp

~ bility of preparing the .\nswér reaclies the con-
ve forw: arded;’

n that t
and ‘the prima
ference is held.

ppeal 911011}(1

brelmrum the answer, the examiner -
ake certain that all. amendments 1{) :
y

* proved for entry have in fact been physically
wil in the ap phv-ltmn

f the appesl.
tnrn o tae group any application in which ap-
proved .lmendmonts have not been entered.

ANSWER

The examiner should fm'msn the a,ppllc'lnt'

. with a writfen statement in answer to the ap-
phicant’s brief within 2 months after the filing
of the brief.

The answer dmuld mntam a response to the

allegations or arguments in the brief and

should call attention to any errors in apphc'mt S

~ copy of the claims. Ground~ of rejection not
argued in the examiner’s answer are usually
treated as having been dropped. but may be con-
sidered by the Board if it desires to do so.  The
examiner should treat affidavits, declarations

or exhibits in accordance with rule 195, report-
ing his conclusions only on those admitted. Any

affidavits or declarations in the application
swearing behind a patent should be clearly

identified by the examiner as being considered -

under either rule 131 or 204, The distinction is
important since the Board of Appeals will usu-
ally consider holdings on rule 131 affidavits or

declarations but not on rule 204 affidavits or

declarations,

If the brief fails to respond to any or all
gronnds of rejection advanced by the examiner,
the examiner should simply inform the Board
of Appeals of this fact in his answer and specify
the particular claims affected. Since such lack
of response to any ground of rejection will re-
sult in dismissal of the appeal as to the claims
affected, the claims involved need not be treated
further by the examiner in his answer. A dis-
missal of the appeal will result if all the claims
are invo}wd and the Board concurs in the ex-
aminer’s conclusion.

Because of the practice of the Patent Office
in entering amendments after final action un-

“jrrare not the cla
fnal rejection.
‘claims or amended versians of the finally re-

This is important
to insure that the claims considered by the

Board are the same as those forming the basis
“The clerk of the Board will re-

“with an uncrystallized lscl!e ‘and without the' '

'islevelnpmenf of the issues
“rejection it is po~~1ble to save time in preparing
ﬂw examiner’s

:\ taking the followi ing steps:

nces for purpose of ap-
ng before tlw erd of

'lhev are ﬂther enhre’iy new

The new claims or fi-
tmended freqnenﬂ)

éd chxmf;, or both,
' ,ed clmma as

examiners answer to tll(' hnal rejection
tutement of his position would leave the
B(mrd insofar as the new claims are concerned,

benefit of the examiner’s view, which comph-
cates the task of l'endermg a decision.

It also frequently happens that anp examiner
will state his pesition in the answer in a manner
thar represents a shift from the position stated
'n t‘le final rejection without indicating that the
(. stated position uperqodes the former. Such
a situation confuses the issue and likewise poses
difficulties for the Board since it is not clear

exactly what | the e\mmnels ulnmate posi-
tion is.
In view of the complete 'md t]mmutrh

s at the time of final
answer required by rule 193

A. Examiners may incorpora‘e in the answer
their statement of the grounds of lEJPLthll‘
merely by reference to the final rejection (or a
~mgle othe1 action on which it is based,

- §706.07). Only those st.uements of gloum
of rejection as appear in single prior action may

be incorporated by reference. “An examiner’s

answer should not refer, either dirvectly or in-
dirertly, to more than one prior Office action.
Statements of grounds of rejection appearing
in actions other than the aforementioned single
prior action should be quoted in the answer. The ,

- page and par wnph of the final action or other

single prior action which it is desired to incor-

porate by reference should be explicitly identi-

fied.  Of course, if the examiner feels that some
further explanation of the rejection is necessary
he should melude it in the answer but Ol'dm‘ll‘l]}
he may avoid another recital of the issues and
another elaboration of the gronnds of rejection.
The answer should also include any necessary
rebutal of arguments presented in the appll-f
cant’s brief if the final action does not (1dequarelv

meet the arguments,
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‘however,

ation in the answer if he
sent properly and effec-

ively his ¢ oard of Appeals.

brief, and should expressly withdraw any re-
jections not adhered to.

_even though any rejection not repeated and dis-

 cussed in the answer may be taken by the Board

as having been withdrawn. A
The Board anthority fo regnapd ‘A case
to the examiner for a fuller description of the

claimed invention and, in the case of a ma-

chine, a statement of its mode of operation. In .
certain cases where the pertinence of the ref-

erences is not clear. ihe Board may call upen

the case of 'mu!t‘is]e rejections of a cumnlative
" nature, the Board may also remand for selec-

tion of the preferred or best ground. The

most pertinent art has not been cited. :
All correspondence with the Board of Ap-

peals, whether by the examiner or the applicant

must be on the record. No unpublished decisions

which are unavailable to the general public by -

reason of 35 U.S.C. 122 can be cited by the
examiner or the applicant except that either
~ the examiner or the applicant has the right to
cite an unpublished decision in an application
- having common ownership with the application
“on appeal. T :

prints of references fastened therein should not
be disturbed. I :

If an examiner’s answer is believed to con-

tain a new interpretation or application of the
existing patent law, the examiner’s answer,
application file and an explanatory memoran-
dum should be forwarded to the group director

* for consideration. If approved by the group
director, the examiner’s answer should be for-
warded to the Office of the Assistant Commis-
gioner for Patent Examining for final approval.
A form suitable for the examiner’s answer
is as follows:

 POL-84
Ix rE ArrrLiCATION OF
Sgr. No. __.__.__
glled ......... Before the Board of Appeals
For o oo
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 claims ..

e L) A cor :

. pears on page -
- any claims a

The exan rie, should reevaluate his position rectly reprodu

n the light of the arguments presented in the

This should be ‘done

the examiner for a further explanation. In

Board may alse remand a case to the exam-
iner for further search where it feels that the

~listing o

- When files are forward’ed,]‘soft copies and

ii.la
appealed claims ap-
plicant’s brief.” (If.
hey. should be cor-
d 1 . answer in clean copy
without any underlining or brackets as required
by rule 12i(b}y. oo
‘Statement as to any ground of rejection not
argned or responded tn by applicant and the
particular claims affected by such lack of
response, o o
“The references ¢

record relied on are:

“New References” See $1208.0L.

to other papers for this information. In citing
non-patent references, the current location of
the reference should be specified by class and .
subclass or, if not classified, the particular loca-
tion in the Office where a copy can be found. In

- addition, the citation should specify the precise

page or ¥:‘lgesfof the reference relied on.  Omit
references not involved in the appeal.)
“Statement of the grounds of rejection.”
Reference to final rejection or single prior ac-
tion for a clear exposition of the rejection. If
necessary, description and explanation of the

‘alleged invention and references to present the

examiner's case properly. If pertinent, include
a statement that this is a new ground of rejec-
tion. ‘ I
‘Response to the allegations and arguments in
the brief not already met by the final rejection.
If a new ground of rejection is raised, see

§ 1208.01. e

For case having patentabili-ty ‘report see
§705.01(a). R

Request by the examiner to present argu-

ments at the oral hearing.

1208.01 New Reference, New Objec-
~tion or New Ground of Re-
jection in Examiner’s Answer

{R-28]

At the time of preparing his answer to an
appeal brief, the examiner may decide that he
should cite a new reference, raise a new objec-
tion, or apply a new ground of rejection (new
reference, double patenting, statutory bar or
other reason for rejection) against some or all
of the appealed claims. The group director’s

. (The examiner’s answer niust cite all refer- =~
‘ences relied on in the appeal and cannot refer




MAL ‘ o : 1203'01

approval must be obtained prior to writing the  containing new grounds of rejsction or objec-
snswer for any new reference or new ground  tion must be routed over the supervisory pri-
of rejection or objection incorporated in the  mary examiner's desk. These should then be
examiner’s answer. brought to the attention of the director for his

. After prior approval of the group direc ~review and approval. The director will stamp
_ isobtained, all answers citing new referencesor  “approved” on the file copy of the answer only
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by the printer in case of issuance as !
The Board will return to the group
office any answer containing (1)

¥ cited reference (for any purpose) or
new ground of rejection, where such an-
o s not bear an approved stamp,
.~ In order to introduce a new ground of re
ion it is necessary either to reopen the ex
parte_pr

answer, depending on existing circumstances.

_ The choice of action to be followed will depend

 such factors as the history of the prosecution,

, t € ted. For example, if the ref-
" erence is basic and materially better in meeting

" all of the claims, reopening of the prosecution

and making the action final would ordinarily
bls approved. Should applicant desire to have
the.
must file a new appeal (without fee) and a new
brief (without fee). On the other hand, if the
new reference anticipates some but not all of the
claims or supf)lies a minor lack in art already
relied on, inclusion of the new ground in the

examiner’s answer would normally be the

approved procedure. Of course, if the new

ound of rejection applies to any claim stand-

ing allowed the prosecution should be reopened.

It is important that the new ground with re-
gard to which the group director has been
consulted be clearly indicated as such so that

the Board of Appeals can readily identify those

applications where the applicant is entitled to a
period of two months for reply. Any new refer-
ence should be cited under the caption “New
Reference(s).” ;

Likewise when a ground of rejection not in-

volving a new reference is raised for the first
time in the answer after consuitation with the
group director the fact that it is a new ground
should be clearly indicated, thus: THIS IS A
NEW GROUND OF REJECTION, or some
equivalent statement.

The examiner’s answer which includes a
new ground of rejection shouid conclude with
the following paragraph:

“In view of the new ground of rejection
applicant has two months within which he
may file a reply to this answer. Such reply
may include any amendment or material ap-
propriate to the new gronnd and may request
remand to the examiner to consider such

_ new

. in the examin

rosecution before the examiner or to
“include the new rejection in the examiners

Anamendment limited to ¢l

~ and specifically indicate in their reply briefs the

ard review the examiner’s action, he

217

 amendment or material. Prosecution other-
wise remains closed. Frilure to respond to the

. ,%mund of rejection will result in dismis-
~gal of the appeal of the claims so rejected if
said failure to respond is construed as an
aciquiescence in this rejection.” : e
- RerLy Brixr
und of rejection is raised
er, the applicant, un-
) h hs within which
he may file a repiy ] pplicant’s reply,
insofar as the new ground of rejection is con-
erned, may. inc “any amendment or mate-
rial appropriate to the new ground. Considera-
‘tion ‘will be limited to amendments and facts
“pertinent to the new ground of rejection. .
; ] 2 new ground of
rejection is entitled to entry. Ex parte Abseck

~der Rule 193(b) has't

 the number of claims affected, the importance ~ etal, 133 USPQ411.

‘of the new ground of rejection, the significance
" of the new reference and the nature of the re-
- sponse to be expec

~Where new points of argument have been
raised in the examiner’s answer, applicant may
file a reply brief within twenty days from the
date of such answer. Applicants should clearly

new points of argument “raised m the exam-
iner’s answer” to which said reply briefs are
directed. Rule 193(b) does not permit general
rebuttal of each statement made in the exam-
iner's answer; consequently a reply brief which
is not restricted to answering “new points” may -
be refused consideration in toto. :

If the examiner desires to respond to a reply
brief, he should furnish his supplemental ex-
aminer’s answer within one month after the
filing thereof. ‘

1208.02 Withdrawal of Final Rejec-
tion [R-28] :

The examiner may withdraw the final re-
jection at any time prior to the mailing of the
examiner’s answer. It is possible that after
reading the brief, the Kxaminer may be con-
vinced that some or all of the finally rejected
claims are ailowable, Where he is of the opinion
that some of the claims are allowable he should
s0 specify in the examiner’s answer and confine
his arguments to the remaining rejected claims.
If he finds, upon reconsideration, that all the re-
jected claims are allowable, or where the ap-
plicant in his brief withdraws the appeal as
to some of the rejected claims and the exam-
iner finds the remaining elaims to be allowable,
he should pass the case to issue. The Board
should be notified whenever a remanded
application is withdrawn from appeal under
any circumstance. See §§ 706.07(¢) to 706.07
{e). :

In applications where an interference has re-
sulted from the applicant copying claims from
the patent which provided the basis for final re-
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Rule 184 Hearing,
has been made by
.m&igmxd l‘m umsif n ar ihe
r hmring. ] dm of heati

ereol "ne-n m tlw

time mdn_ ng

Rule 192. If no uquekt has wen maulv h\ lp-

plicant, the appeal will be as igned for constd-

~ eration and decision. Rule 194, That is, the (lnm-
- sion will be rendered on the hrief. oo

~ should dll ear in the first paragraph of the br wi
~and should be set out prommentlv ‘ ~
A notice of ho‘lrmz:. stating the date, the tnue

within the stated tire (14 davs), the appeal is
on brief in due course. hmnlml\, after ‘con-

uled hmrmg, the appeal is decided on bricf.
Since failure to notify the Board of waiver ()f
hearing in advance of the assigned date resu'ts
in 0 waste of the Bonrd's resources, applicant

“the earliest possible opportunity. ,

If the time set in the notice mnth(h witls
prior conmitments or if subsequent events make
appearance impossible, the hearing may be re-
scheduled on written request.. Hmwwr post-

1in

ponements are disenuraged 'n-rl will not be

granted in the absence of conv ineing reasons in j

support of the requested change.

} f applicant has any spec jal request, such a
for a particular date or day of the week, llns
will be taken into consideration in setting fhe
cases, if made known to the Board in advanee,

as_long as such request does not undnly «]o].w
a deecision in the caze.
~The arguments at the hearing may he pre-
sented by applicant’s attorney or agent if he is
dnly authorized of record prior to the heari ing,
in accordance with rule 34 1f a firm has a writ-

ten power to act in the case, compliance with

rile 346 is required.
Usually a half hour iz allowed for applicant to
explain his position. Rude 194, If applicant be-
Heves that additional thne will he necessary, a
request for such time shonld be made well in

Rev. 28, Apr. 1571

“not used in the initial prvuentan!m for rebuttal.

Prefernbly, the request for oral - hmrm"" y
days prior to the hearing to see if any change:

and the docket, is for warded to the 1pph<ﬂnf '
‘in_due course. If applicant fuils to confirm

removed from the hearing docket and assigned

firmation, if no appearance is made at the sched-

“should inform the Board of a ¢ h.nur(- in me- at

sideration in
nal decision
be granted

emher S

e 58 IO!‘

he applicant has i
ner will be n]lowed

thh re-pevt to t stues and rejections
record. Apphecant may utilize any allotted time

e permitted
rs, where
ﬁeld of tech-

Currentiv. up fo two examiners
to .ttteml any nue hmmm as ol

e zumm'r h\ telophomn«r the Bonrd otv'-
: about one month after the appeal is
1. The time should be checked a few

forw ard

The examiner’s vequest for an
hould appear in the lust para-
aminer’s answer.

has been made
oral lwunw,
graph 0‘( hh ex

1210

\vlmne bulrsequom to Examin-
er’s Answer but Before Board’s
‘Deci;-tion | [R-28]

SJeRispre rm\' or BnARD

“The .lmxlu ation file and jurisdiction of the

application are transferred from the examining
groups to the Board of \ppu.nls at. one oi the
following tines:

l) After 2 wonths from the (\ammcr s an-
swer, plus mail room time, if a “new
~ground of rejection” has been indicated in
the o\'nmnvr s answer and no reply brief
fias been timely filed. :

2} After 20 davs from the examiner’s an-
swer, phn- nutil room time. where no new

Cground of rejection has been indicated
in the sxaminer’s answer and no 1'(-1)1\
~brief has been timely filed,

S 3y After a sup p]vmvnt.ﬂ examiner's answer
has been nailed in reply to a timely uph
hrief.

1) After the examiner has determined that
he will not prepare a supplemental ex-
aniner’s abswer in response to o timely
reply brief. :

Any amendment. aflidavit, or otler paper

relating to the appeal, filed theyeafier but prior

to the deeision of the Board.may be conzidered
by the examiner only in the event the case is

renianded to hini by the Board far that purpose.




, : ~ ABANDONMENT OF APPEAL
i > : L : 1 2 : by : g Ty : pRAE S
| Where appeal is taken from the final rejec- To avoid the rendering of decisions by the
_tion of one or more copied claims only, jurisdic-  Board of Appeals in applications which have al-
 tion of the rest of the case remains with the ex- ready been refiled a reamlined continuations,
e e et daime “applicants shonld promptly inform the clerk
aminer, and prosecution of the relnaining CIaliz  of yhe Board in writing as soon as they bave
may proceed as though the entire case was Un- pocitively decided to refile or to abandon an
fl(‘r his Jurisdiction. Also,:, wher ’ the exam-  application containing an appeal awaiting &
iner certifies in writing that there is no conflict  decision. Failure to exercise appropriate dili-
of subject matter, an appeal to the Board of  ger n this matter may result in the Board’s
~ Appeal may proceed concurrently with an  refusing an otherwise proper request to vacate
‘interference. e - its decision. S e

218.1 Rev. 28 Apr. 1971
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1211 Remand by the kBoard’

, There i isng obhga‘
comxder new or a

Sweet, 1943 C.D. 535
1124. A proposed am

ration, or other paper may by

give. 1¢
rule 193( ,
_an amendment after final reJectlon.

1f the proposed amendment is in eﬁ&ct an
abandonment of the appeal, as, by canesling.
the appealed elaims, ather claims being present

which are patentable in the opinion of the f:‘i»
aminer, the amendment should he entered a

the clerk of the Board ;

[R-28]

Afiduvits or declaruhons after nppeal.

or Declaratnons
Rule 195,

case. haq been appeaied sill not be admitted without a

not ‘e rlier presented.’

__appeal but before the mailing of the examiner’s
_answer will be considered for entry only if
the applicant makes the necessary showing
under rule 195 as to why they were not earlier
presented. Authority from the Boarc

tions.  Affidavits or declarations filed after a
final rejection and prior to a notice of apjeal

Board of Appeals. the examiner is without au-
thority to consider the same in the absence of
a remand by the Board. When a case is re-
manded to the examiner for the consideration
of such affidavits or declarations, the examiner.
after having given such consideration as the
facts in the case require, will return the case to
the Board of Appeals with his answer on re-
mand, a copy of which should he forwarded to
the applicant. If sneh an affidavit or declara-
tion is not accompanied by the showing required
under rule 195, the exaniiner will not consider
its merits. If the delay in filing such affidavit

‘or declaration is satisfactorily explained. the
examiner will admit the same and eonsider its
merits.  If this affidavit or declaration is ac-
cepted as overeoming the reference, or refer-
ences, used in the final rejection, and a pew
reference having o filing date prior to the

: : *ified in order that thp :
case may be remm'ed 1:om the Bo‘xrd’: amket

1212 Remand To Consnder Aﬁdavts

Affidavits, declarationsor exhibits submitted afzer the

showing of . gzood and sufficient reasons why they were .
, ~applicant’s brief and the examiner’s

Affidavits or def-lamtmns filed with or after

~ground of rejection.

1% nOt
necessary to consider such affidavits or declara-

are handled as p"ovxdcd in §§715.09 and T16..
In the case of affidavits or declarations filed
.lfter the application has been forwarded to the

 date :of invention establmhed in t&w record,

Dpublication d
prwr to the applwa t’s filing date. iz
may be substituted for the one

vercome without therehv reopening the case

o further prosecution nefm'e the examiner,
x parte Bowyer, 1939 C.I). 5: 42 USPQ 526.
It is not the custom of the Bosrd to remand

eclarations offered in connection
for reconsideration of its de-
s or declarations submitted for
rpose, not remanded to the examiner,

are cbxmdered onix as arguments. In re Martin,
1946 C\D. 1802 69 [’s}?u 15: 33 CCPA 842,

1213 Decisien by Board [R-20]
Ertract of Rule 198. Decision by the Board of
Appedals. - {(a) The Board ot‘A’ppeals. in its decision,

“may sfirm or reverse the decision of the primary ex-
“aminer in whole or'in part on the grounds and on the

clafing \peuﬁeu by he exnminvr The: aﬂirmam-e of
the rejecuon of a a:la:m on:any of the grounds speeified
constitutes a gpnenl afirmance of the decision of the
primary exmipiner on that claim,’ e:u-ept as to wny
gmund spe('xﬁ(.ms reversed o

“After consideration of the 1‘0001‘d mcludma
answer,
the Board writes its decision, ‘lﬂzrmnw the
examiner In whole or in part. or rev 01‘-111" his
decision, sometimes also setting furth,a;,new'

‘On ocension the Board of Appeals has refused
to consider an appeal until after the conclu-
sion of a pending eivil action or appeal to the
C.C.P.A. involving issues identical with and/or
similar to those pw«ented in the later Jppeal :
Such suspenzion of action, postponing consid-
eration of the .lppe.ll nntil the Board has the
benefit of a-court decision which may be deter-
minative of the issues involved, has heen ree-
ognized as sound practice. An .1pph(-'1m is not
entitled, after obtaining a final decision by the
Patent Office on an issue ina case, to utilize the
prolonged pendency of a court l)r«)vepdm;r as a
means for avoiding res judieata while relitigat-
ing the same, or substantially the same issue in
another application.
An applicant may request tlnf the decision
he \\nhlwld to pe: mit the reliling of the appli-
cation at any tr:o prior to the mailing of the
decision. Up to. -;() days may be granted, al-
though the time is usually limited as much as
prmxhh- The Board will he more prone to enter-
tain the applicant’s request where the request is
tifed early, obviating the necessity for an oral
hearing or even for the setting of the oral hear-
ing date, I the ease has already been set for or: al
hearing, the petition shoukd ichude a request
to vacate the hearing date, #nf to postpone it,
In o sttuation where a withdiawal of the ap-
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Wy
denjed.
o Since rev
committed ute
are properly reviewt
cxtent of determining whether
error or abuse of discretio
, made by the Board on
in its discretion will not be d
- tion. Thus, for example, the.
to whether it has employec
rejection will not be set aside on j
inion i nd to be clearly tnwitrrs

said opinion 13 Tan ;
1213.01 Board

fou

Recommendations of .
\ [R-20] SN
ff'Eitract of Rule 194 D('r'i.vinn’by the Roard of Ap-
_peals. . . . (¢) Sheuld the decision of the Board of
Appeals include,gn]exmicit‘stntemem: that a claim may

be allowed in amended form. applicant shail have the
- right to mend in cou{gtmity’fw!tp such statement,
~_which shall be binding on the primary esaminer in the
' absence of new refrrences ‘or grounds of rejection.

" If the examiner knows of references or rea-
" sons which were not before the Board, such a
favorable recommendation is not binding upon
him. Likewise, any change in a favorably rec-
ommended claim other than the amendments
recommended would tend to destroy the force
of such recommendation. Ex parte Young, 18
‘Gour.24:31. i e B
~ In the absence of an express recommenda-
tion, a remark by the Board that a certain
feature does not appear in a elaim is not to.
be taken as a recommendation that tle claim
be allowed if the feature is supplied by amend-
ment. - Ex parte Norlund, 1913 C.D. 161 192
0.G. 989. i, . i
Applicant
~with the recommend
within the period a
review, ordinarily sixty
the Board’s decision. -

1214 Actions Following D
Board [R-28] '

~ Board oi Appeals decisions may be published,
if requested by the Board or group. In the event.
that the application has become abandoned,
zmp{)hcunt-‘s permission s sought ~prior to
publication.

1214.01

‘s right to amend in conformity
ation may only be exercised
Howed for seeking court
days from the date of

ecision ' by

New Ground of Rejection
[R-25]

Extract from Rule 194, Decigions by the Board of
Appeals .. . (b)y Should the Board of Appeals bave
knowledge of any grounds not involved in the appeal

Rev. 28, Apr. 1971 220

t

o before “the primary, examiner and have. the case Te-.
“gonsidered by the Board of Appeals upon the same
record before them. Where request for such recon-

gro

AL Arequest for reconsider
must be filed within thirty days

- By proceeding in thi

1955 C.D. 3. A shortened period for response
lOf t.,hll'ty days Ol‘dlllal‘ﬂ}’ |S~Set n the Boardfs
' decision. T e : ‘

vhich, in the opinivn of the prima
additinnal ground for rejection sta
sion. - The applicant may waive such reconsideration

sideration is made the Board of Appeals shall, if nec- -
essary, render a Dew decision which shall inelude all
m:x:yf waive retfnnsideratidu by the Board of Appeals
and treat the decision, including the added grounds

for rejectivn given by the Board of ‘Appeals, as g final

‘decision in the case.

ation by the Board
from the date
of the decision, the period set by rule 197(b).
s manner the applicant
waives his right to further prosecution before
the examiner. In re Greenfield, 1930 C.D. 531:
5 USPQ 474, BTN
B. Where the Board’
moves the examiner’s rejection
more ctaims and substitutes an
rule 196(b), the applicant, if he clects to pro-
ceed before the examiner, must take such
action within the period for response set in the
Board’s decision, which may not exceed six
months from the Board's decision, See In re ap-
plication filed July 13, 1950 at 693 0.G. 136:

s decision completely re-
as ‘'to one -or
ew one under

The applicant may amend the claims in-
volved. or substitute new claims to avoid the
art or reasons adduced by the Board. Ex
parte Burrowes, 1904 C.D. 155; 110 O.G. 599.
Such amended or new claims must be directed
to the same subject matter as the appealed
claims, Fx parte Comstock, 1923 C.D. 82;
317 O.G. 4. '

Argument w
so rejected can resnlt only in
of the claims, since the examiner
authority to allow the claims unless amended
or unless the rejection is overcome by a show-
ing of farts not before the Board. The new
ground of rejection raised by the Board does
not reopen the prosecation except as to that
subject matter to which the new rejection Was

applied.

ithout amendment of the claims
a final rejection
is without

unds upon which a patent is refused. - The applicant e




1214. 02 Prorpdure After Dpcn;mn
(R20] %

I.a'tract fmm Rule 197, -h'mn follmrmg d’cmsmn
(a) After decision Ly the Board of Appeais, the case
xhall be retunrned to the primary examiner. subject to
the applicant’s right of appeal or cther rm-ieu'. for such
further action by the applicant or by the primary ex.
aminer,.as the c(mdmon nf the case X
"arrymzo effect the decision. ,

on the file wrapper and in the record of ; appeals

~ aminer through'the office of the group director

after 30 d'n~ 1£ the examiner is affirmed.

tlon : [R—-20]

Under rule l‘h, any request or petition f01
rehearing or reconsideration. or modification of

the decision, must be filed within thirty days
from the date of the original decision, unless
that decision 1s so modified as to become, In
~effect, a new decision, and the Board of Ap-

peals so states, :

“No petlt'(m for rehearing or rec nnsldemtlon
filed outside the time spuzﬁed shall operate to
extend the period of sixty days™ for appeal to
the U.S. Conrt of Customs and Patent Appeals
or for commencing a civil action, rile 304, The
Commissioner may snspend or waive the sixty
rl av limit of rnle 304, Eckey v. Watson, 122

USPQ 5; 1959 C.D. 119. In snch a petition an
adequutte showing under rule 153 is demanded.

Any soft copies in the file wrapper should
not be remaoved until the pormd of reconsidera-
tion expires.

12114.014 Examiner Rcvcrscd [R-28]

A complete reversal of the examiner's re-
jection brings the ease up for immediate action
hy the examiner :

The examiner ~luml(l never regard such a
reversal as a challenge to make a new search to

220.1

equire, to

~After an appeal to the erd nf Appefds has
~ been decided. a copv of the decision is mailed
_to the applicant and the original p'aced in the
file. The elerk of the Board notes the decision

.md then forwards the file to the DIIMArY ex-

~immediately if the examiner is rveversed; and

mm‘

ed the Cxalmh.

A
shouid give full faith and ‘eredit to lns preda-
Ceessor's search.

- Of course, if the examiner
has ~pec;l:v knowledge of the existence of a
particular reference winch obviously meets the
terms of any of the appealed claims as to
“Inch the examiner was reversed, he should
¢ matter to the group: dmectm' for
on to reopen prosecution under rule
, the purpose of msternm the new
re stion.
Al wquo\ by the examiner to the Board of
Appeals for reconsideration of a decision, must
be approved by the gronp director and must be
forwarded to the office of the Assistant (‘om- :

~nu~.~10uo1 for Pllem L\.mmmw

1214.05

C ance]lalmn of Wlthdrawn'
Claims [R-20]

_ Where an apphcant withdraws some of the
A;.pedie(! claxm~. and the Board reverses the
examiner on the rvemaining appealed claims. =
the withdrawal is treated as an authorization
to cancel the withdrawn elaims. - 1t is not nec-
essary to notify the applicant of the cancel-

: _Lmon of the \\lthdmwn claims.

1214 05 Rehearing and Reconmdera-';

12 11. 06 Examiner Sustained in Whole
or in Part [R-25]

F‘.z‘[raci from Rule 297 Action following decision
{¢) When an. appeal ds or stonds dismissed, or
rhon the time for appeal to the conrt or review by
civil action {rule 304) has expired and no such appeal
or cml ‘action has been filed, proceedings in the ap-

“ Plication are considered terminated as of the dismissal

or expiration date exeept in those applications in which

clzims stand allowed or in .which ‘the nature of the
decision requires further action by the examiner. If
an appeal to'the court oF a civil action has been filed,

procecdings in the npnl‘i(nt'mr are sbiuilarly considered

terminated w ‘wu the appea) or ¢civil nctlon is termi-
nated. : . .

If the c\qmine was  sustained either in
whole or in part, it is improper to notify ap-
plicant of the status of tLe case unless asked

to do s0.  See Ex parte Buchenberg 1024 C.D.
55:3270.G. 2186,

The time for seeking review of a decisicn of
the Board of Appeals by the C.C.P.A. or the
Distriet Court is the same for both tribunals,
that 15, sixty davs, or sixty dayvs with the ex-
rension provided by rile 304 in the event a peti-
tion for reconsideration or rehearing is sea-
sonably filed before the Board, or as extended
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e Commis e §i2
 the time for seeking court
two weeks to allow for information as to tie
ﬁflixj‘% of an appeal or civil action, if any,

~reach the examiner) has passed without suc:
review, being so he

eration. The situations
ise will involve one or more of the
following six circumstances: S
A, No claims star ,
ings in the application are terminated as of the
date of the expiration of t
action.  The application is no longer con-
sidered as pending. It is to be stamped
 abandoned and sent to abandoned files without
notifving applicant. .

~not required to file a response. Thee
takes the case up and passes it to issu
claims which stand allowed "
~ should be drawn through the refus
“the notation “Board Decision” w
margin in red ink, el .l

1f uncorrected matters of form which cannot
be handled withont written correspondence re-

main in the case, the examiner should take ap-|

propriate action but prosecution is othe
closed. A letter such as the following

suggested : i !
: “In view of the fact that the peri

seeking court review of the decision by the
Roard of Appeals rendered (date of decision)

has expired and ro further action has been
taken by applicant. the proceedings as to the
rejected claims are considered terminated :
see rule 197(c¢).” o

claims (identify) which stand allowed pro-
~vided the following formal matter(s) is
{are) promptly corrected. ‘Prosecution is
otherwise closed.” L

{Set ont formal matter(s) requiring cor-
rection.) el

Period for response.)

C. Claims require artion. Tf the decision of

the Board is an affirmance in part and incindes

a reversal of a rejection that brings certain
claims up for action on the merits, such as a
- decision allowing generic claims in a case con-

taining claims to nonelected species noft pre-

viously acted upon, the examiner will take the
case up for appropriate action on the matters
thus bronght up, but the case is not considered
open to further prosecution except as to such
matters. -

D. Rule 196(b) rejection. Where the Board
makes a new rejection under rule 196(b) and
no action is taken with reference thereto by the
applicant within six months, or such shortened

Rev. 28, Apr. 1071 -

miner must take
tion, but also enters a new ground of rejection
‘under rule 196(b), the filing of ¢ request for
reconsideration on the affirmed rejection w};}l '

 vourts until 30 days aft

he time for filing court

dfying applicant Z?aw(’d- The apphcant 1S 196((3) and no ac
, miner thereto by the app

mitted for court review, ordinarily sixty days

> - court outlined 1n § 1216.01.

“The application will be passed to issue on

(Set a thirty day Shortened Statutory |
. “Decision

If 3nard ‘sustains the examiner's rejos-

B

defer the end of the period for appeal to the
er the decision on '
consideration, to ailow time for the examiner
to consider any amemn
offered to traverse the uew ground of rejection.

E. Rule 196(c) recommendation. Where the
Board makes ommendation under rule
1 is taken with refere
ant within the time per-

from the date of the decision, the examiner
hould proceed in the manner indicated for sit-
jons A, B, or C, depending on which is ap-
ypriate ta the case. See §1213.01. SR
F. Appeail dismissed. The appeal hasbeen dis-
missed for failure to argue a ground of rejec-
tion involving all the appealed claims. See
‘The practice under situations A, B, and C is
similar to the practice after a decision of the

In view of the above pmcticé,.‘examin?rs
1st be very careful that applications which
come back from the Board of Appeals are not.

~ overlooked because every case, except those in

which all claims stand rejected after the
Board's decision, is up for action by the ex-
aminer in the event no court review has been

" songht. Consequently, when a file is received

~after decision by the Board of Appeals, it
must be examined and appropriate precautions =
taken to indicate the. presence of allowed
claims. if anv. This may be done by writing '

the notation “Allowed Claims” on “Contents”
of file wrapper immediately below endorsement
vy Board”. T R

See $£121601 and 1216.02 for procedure
where court review is sought. = o
1214.07 Reopening of Prosecution
~ [R-25] o |

Rule 198, Reopening after decigion. Cases which
have been decided by the Board of Appeals will not be
reopened or reconsidered hy the primary examiner, ex-
cept under the provisions of rule 196, without the writ-
ten authority of the Commissioner, and then only for
the ¢ongideration of matters not already adjudicated,
sufficient cause being shown.

Sometimes an amendment is filed after the
Board’s decision which does not carry into ef-
fect any recommendation made by the Board

2202

nents and/or evidence




cant clearly ‘
ment entered as a matter of rig

if the amendment obviously places the case in

condition for allowance, the ¥
iner should endorse on. tl

mitted. and mth the concurrence of the group .

_director, the amendment will be entered.
Where the amendment cannot be ered, She
cxaminer should write to the applicant noti-
fying him that the amendment cannot be en-
tered and stating the reason why.
should never be made to appear arbitrary or
capricious. -
" might be used:

“The amendment hlerl Lol nfter ’,the:_

Board’s deci Nlon is refused entry because the
prosesution is closed and the new claims (o
cl‘nms as amended} raise new lssues w
require further consideration or search.”
In the event that elaims stand allowed

issue. -

qmce October 16, 1969 the (‘ommlssmner ha: o

entertained petmom under rule 198 to reopen

certain cases in which an applicant has sought

review under 35 U.S.C. 141 or 145. This proce-
dure is restricted to cases which have been de-

cided by the Board of Appeals and which are

~amenable to settlement without the need for
going forward with the court proceeding. \ut}
petltl()lh will ordinarily be granted only i in the
following categories of cases:

1. When the decmon of the Board of Apreals
asserts that the rejecrion of the claims is proper
hecause the claims do not include a disclozed
limitation or becanse they suffer from some
_other curable defect, and ‘the decision reasorn-
ably. is suggestive that claims including the lim-

itation or devoid of the defect will be .lllr)wab}e T

2. When the decision of the Board of Appeals
asserts that the rejection of the claims is proper
“because the record does not include evidence of
a specified character, and is reasonably sugges-
tive that if such evidence were presented. the
appealed claims would be allowable, and it is
demonstrated that snch evidence presently

c-st and can be offered; or
5. When the decision of the Board of Ap-

peals is based on a practice, rule, law, or judicial -
precedent which, since the Board’s decision, has

been rescinded, vepealed, or overruled.

Any such petition must be accompanied by
the proposed amendment, evidence, or argu-
~ment. said to justify allowance of the claims,

220.3 , Rev. I8,

“unless it

‘The refusal

A letter such as the followmn ;

case under the conditions set forth' in § 1"14.06" '
‘(paragraph B), the case should be pasaed toi,_;‘
e proposals.__ ‘

ggﬁhiv h'mmmgg within one of the categories
will dsually censtitute basis for denying the
petition. In any event, no cass will be ‘veopened

or the consideration of maiters not
' ed, and suﬁ‘clent canse has

e Commi%mner s
as been sought :

under 35
145 ecase. : y
_In the case of an appeal ander 35 [’.k C. 1—11
lf the petition is granted, stei)s will be taken to :
request the court to remand the case to the Pat

~ent Office and if so remanded the proposed
‘amendments. ev ademe, and arguments will be
“entered of record in the : application file for con-

sideration, and further action w ill be taken by

- the Board of Appeals in the first instance or by
- the examiner as may be appxopnnte In the case
~of eivil action under 35 U.S.C. 145, steps will be

taken for obt.umntr dismissal of the action
without pre;udxce “to co nelderatmn ~of the

Wnthdrawal or D:smxssal of Ap-

1215
peal~ , S
1215. 01 thdrawal of Appeal t‘R;'
: Zo] ,

Where, after 'lppe.\l has been filed and be :
fore decision by the Board of Appeals, an

applicant withdraws his : appeal after the period

for response to the final rejection has expired,

- the application is to be considered abandoned as -
~of the date on which the appeal was with-
_ drawn unless there are allowed vlmmi in the

case.

Where a Jetter aband«mmg the 1 .appllcation is
filed in accordance with rule 138, the effective
date of qb'mdomnont is the date of hhng of
such letter,

If a brief has been filed within the time per-
mitted by ride 192 (or any extension thereof)
and an answer mailed and applicant w ithdraws
the appeal. the case is returned to the examiner.
If there are no allowed elaims in the case, the
examiner writes a Jetter of abandonment,

To avoid the rendering of decisions by the
Board of Appeals in applications which have
already been refiled as streamlined continun-
tions, applicants should promptly inforn the
clerk of the Board in writing as soon as they
have positively decided to wtile or to ahandon
an application containing an appeal swaiting

Apr. 1971

80 or faxlum of t.he case tn,




authority to the ex :
“An amendment canceling the appeales
equivalent to a withdrawal of the
1215.03 Partial With
withdrawal of the a
claims on sppeal oper
‘those ¢laims from the cas (
_tinues as to the remaining cla

~drawn claims will e canceled by
Cexaminer when neeessary w
~tion by the applicant.

© 1215.04 Dismissal of Appeal [R-28]

claims stand allowed the applieation is con-
sidered as abandoned on the date the brief was

stand allowed in the application, the faiiuve

to file a brief and consequent dismissal of the

. appeal is to be treated as a withdrawal of the
_ appeal and of any claim not standing ailowed.

- The application should be passed to issue forth-

with. ,

However, if formal matters remain to be at-

tended to, the examiner should take appropri-

ate action on such matters, setting a shortened

period for reply. but the application is tn be
considered closed to further prosecution except

as to such matters, .~ Note § 1201
A letter such as the following is suggested :

- *In view of applicant’s failure to file a
‘brief within the time preseribed by rule 192,
the appeal stands dismissed and the proceed-
ings as to the rejected claims are considered
terminated : see rule 197, third paragraph.

“This applieation will be passed to 1s=ue on
claims (ident’fy) which stand allowed pro-

Rev. 28, Apr. 1971

“according to the circumstances leading to the

. alone.

""'121‘6 ""Apypeals, to Courts

~ If no brief is filed within the time prescribed
by rule 192, the appeal stands dismissed by
operation of the rule.  The letter (forn: POI-.
333) notifying the applicant that the appeal
stands dismissed is not an action in the caze and
does not start any period for reply. 1f no

o ference has taken an appeal to the U.S. Court of Cus-
1 .1t‘a:uns_und Patent Appeals and ‘an adverse party has
 filed notice under 35 U.8.C. 141 that he elects to have

I 35 U7.8.C. 141, or in a civil action under
5 U1.S.C. 145, the status of the application 1n
the event of a dismissal must be determined

dismissal. In no event will the application be
considered abandoned as of a date prior to the
date of the dismissal by reason of the dismissal

[R-20]
Rrulcsoli. Time forr appeal or civil action. ‘Thé time for
filing :the “notice.and .reasons of appeal to the V.S,

('c-u:t“of,Cuist(:ms‘an(l Patent Appeals (rule 302) or
for commencing a civil action (rule 303) is sixty days

‘trom-the date of the decision of the Board of Appeals

or the Board of Patent Interferences. If a petition for.

" rehearing or reconsideration is filed within thirty days

‘:‘l’ff(,'l‘ the date of the decision of the'Bo:/ird of Appeals
or Board of Patent Interferences, the time is extended

~to thirty daFs after action on the petition. No petition

for rehearing or reconsideration filed outside the time
specified herein after «uch decision; nor any proceed-

‘o ings on such petition shall aperate to extend the period

dll(?- ,.\'f) hOtiﬁ(.‘ﬂﬁ()ﬂ m\ﬂm applir:um that'the. of sixty days hereinabeve provided. The times specitied ,

~ application is abandoned is necessary. If claims  herein are calendar days. If the last day of the time

Cspecified for appeal or commencing a civil action falls -
“on a-Saturday, Sunday, or legal holiday, the time is

extended to the next day which is neither a Saturday,
sunday nor a boliday. 1f n defeated party to an inter-"

all further proceedings conducted under 35 U.8.C. 146
(ruie 308(c) i, the time for filing a civil action there-
after is specified in 35 U.8,C. 141 e
Files nf eases earried to the courts, either by
appeal to the Court of Customs and Patent
Appeals or by civil action in the District Court
for the District of Columbia. are not opened
by the Patent Office to the public. e
During the pendency of a suit the application
i« not under the jurisdiction of the Examiner:
and any amendment, as one copying elaims from
a patent for interference purposes, can be ad-
mitted only under the provisions of rule 108,

220.4




~Rule 301 Appeal 1o U8, O
“Appeals, Any appiicant i
of ‘the Board of Appeals, an
ference dissatisfied with
Pntent klntetferences, m

~ Putent: Oﬂ‘ice gno nnt:cn to the !
: the reasona of appeal {see rul

Le transmitted to the Court by th
order of and at the expense of the appellant.
3G U.8.0.141. Appeal to Court ('ukmma and Palent

“Appeals. An applicant dissatisfied w m; the deuslon of

the Board of Appeals may: &ppeql to the United statev.
Court of Customs and Patent \ppealw the—ebv waiving
his right to proceed tmder section 145 of this title. A
pnrty to an interfersnce Jdissatisfied with the decigion
of the bnard of patent interferences on the question of
1)r!0r1tv may :xppeaz to' the United States Court of
 Customs and Patent Appeals, but such appeal sh‘;q_ll he
~dismissed if any adverse party to such interference,

Cwithin twenty days afrer the .mpelhnt has ﬁled notice ;

of appea] '1cmrrlmg to section 142 of th1= tule files

notice with : the (nmmlﬁsmner that he. e!?rts m liave.

all further promedmgs conducted as prov uled in sec-
“ition 146 of this title. Thereupon the :umeihnt shall
“have thlrtv days ther@.:ft(-r within w hl(h to file a civil
action under section 146, in default of which the de-
cision . appealed - from shall gnvern the - further
prooeedmgq in the caze, :

35-U.8.C. l”. Notice of appeal. Wben an appml is
taken to the United States Court of {'ustoms and Patent
Appeals, the appellant'shall give notice thereof to the
Commissioner, and «hall file in the Patent Gffice his
regsons -of appeal, specifically set forth in “rltmg
within_such time after the date of the decision ap-
pealed from, not less than sixty dars, as the €
sinner appoints, :
85 U.S.C. 143. Procecdings on appral. The t:nited
States Court of Customs and Patent Appeals shall, be-
fore hearing sneh appeal, give notice of the time and
Place of the hearing to the Commissioner and the
parties thereto. The (,ommlssmner shall transmit to
the court certiflerd copies of all the necess: ity wriginal
papers and evidence in the case specified hy the nppel-
lant and any additional papers and evidence specified
by the appellee and {n-an ex parte case the Commis-
stoner shall furnish the court with the gronnds of the
decision of the Patent Office, in writing, totching all
the points lnmlvm} by the reasons of appwal.

35 U.S.C. 144, Docigion en appeal, The Unitid States
Court of Custornis and Patent Appeals, on petition, shal)
hear midd determine such appeal on the evidenes prd—

220.5

“time specified in rule 304

notice and reason
, , e fee o
providerd l'»,v the ruIefs of the (rOUrt. The t'an\scnm‘“ ﬂl '

nt Office on_ ‘of the Board of Appeals and desires to have

‘toms and Patent Apy

“ommis-

zovern the mrther pmeedinﬁq in the case,

Rule 302. No!ice and recsons of epprel. {a}When an
appeal is taken to the 1.8, Court of Customs and Patent
Appeals. the appellant. shall give notice thereof to the
Commissioner, and file in the Patent Office, within the
is reasons of appeal specif-
ically ‘set forth iz .

ib) In mterferencm and other contested cases, the
ust be %tved‘as provided in rille"

Ifan apphmnt s dlc%atl-ﬁed wrtn the decmon

said decision reviewed on the record, he must
ﬁle 2 *Notice of Appeal” in the Patenr Office, -
mthm 60 days after the date of the Board's
decision or 3 's from a decision on recon-
sideration, in order to have the Court of Cus-
als consider his appeal.

When the Office of the Solicitor receives the
notice of appeal, it 'wknowledn*eq receipt of the
notice and requests that an order (called prae-
cipe) be filed within 20 days. The order or
praecipe states the exact papers to be certified
which forms the tmnscrlpt of 1ecoul that is
transmitted to the court.
The transeript of record. petition and $15. OO '

~fee must be filed in the court within 40 days

(exclusive of Sundays and legal holidays) from

“the date upon which said “\ntu-e of Appeal”

was filed: provided the Commissioner does not
extend such time.

The appeal is docketed in the Court if the
petition. transeript and fee are timely filed.  If
not timely filed, there is no specific order of
dismissal bv the Court but the rules of the Court
restore jurisdiction to the Patent Office. If no
claims stand allowed proceedings are consid-
ered terminated on the last day the petition,
transeript and fee were due isince up to this
day the case was alive and applicant could take
some .mtmn) Ex p'u'te Vossen, 1967 C.D. 29;

155 USPQ 109,

Afrer restoration of § ]m isdietion to the Patent
Office the action taken by the examiner will
be the same as set fortli in the paragraphs under
*Action Following Deciston by Court”™ helow.

After the conrt has heard . and decided the
appeal. a copy of the decision is sent to the
Patent Office and one to the applicant.  Where
the 1pph~m( files a petition for rehearing, the
Court’s ruling thercon is emnmunteated to the
Office and to the ; applicant by the Clerk of the
Conrt,

Finaliy, the Clerk of the Court forwards to
the Oflice o certified copy of the Court’s deci-
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 gion on the appesied claims. This copy is
" duplicate of the uncertified copy first fo
- warded, unless modified as a resu ¢ of the pet

~ rect some minor error.
by the Patent Office marks the conciusmn of the
appeal 'The decision of the Court is published ;
but unless the apphcation ~omes a patent, th
‘public is not given access to the aj

itself. Since a transcript

becomes a part of the court record

course be inspected’ there by anyon
Mosher, 45 CCPA 701: 115 TSPQ 146.

returns it to the primary examiner. The So-
licitor uses the uncertified copy as a basxs for
pubhcahon of the decision. :

ACTm\ Fom,owx\(; Dmsm\ BY COURT

case stand rejected, proceedings on the a
tion are considered terminated on the date of
receipt of the Court’s certificate and the appli-
cation is not open to bubcequent amendment
and prosecution by the a (thcant
catlon is no longer considered pending.
. Some claims allowed. If some claims in

the case stand allowed. either by reversal of the

Office decision by the Court or by having been
allowed by the examiner or the Board of
Appeals, proceedings are considered terminated
as to the rejected claims. Action by the appli-

cant canceling the rejected claims is not con-

sidered necessary. The examiner will pass the
case for issue forthwith on the allowed claims,
~the applicant being advised of such action.
The rejected claims may be rcanceled by the
examiner with an upproprlato notation on the
‘margin, to avoid confusion of the printer.
However, if formal matters remain to be at-
tended to, the examiner should take appro-

priate action on such matters, setting a 30 day

- shortened period for reply, but the dpphcntmn
is considered closed to further prosecution ex-
cept astosuch matters.  If all claims in the case
stand allowed after the Court’s decision formal
matters if any should be taken care of and the
case passed for issue.

3. Remand. TIf the deeision of the Court is
such that it brings certain claims up for action
on the merits, such as a decision allowing
generic claims in a case containing claims to
non-elected species not previously acted upon.
the examiner will take the case up for appro-
priate action on the matters thus brought up.
but the case is not considered open to further
prosecution except as to such watters, A re-
mand by the Court is a remand to the Board

Rev. 2%, Apr. 1071

2 wzammer may only
it is 'remanded !:o him b fthe Bour

tion for rehearing or, possibly, altered to cor-
The receipt of this copy |

_ ar the request of the ‘mpe!lant
- ings are considered termmated and the applica-

The Solicitor enters the certified copy. of the
Court’s decision in the application file and

1216 02 Cwll Smts

‘Rule 203, Civil action under 35 U.S.C. 145, 136. (a) Any
,ap*»kmuf digsatisfied with ‘the Qeeision of the Board of

1. Al r]:ums rejected. If all claims in the
plica-

‘The appli-

3

35 v \C ]4)

pals and not to ﬂm exammer. The
1 the ap hcwtlon 1§

appea] as by failure
or failure to file the brief,

esult in dismissal of the appeal b the o

urt’; or there may be a dismissal by the Court
‘The proceed-

rion abandoned if applicable as of the late of

o eh:,-_.mls\al ses § 1215.05.

“After dlbmmsal. if no c]iums «tand aﬂowed'

"me action taken bv the examiner will'be the =

same as set forth in paraﬂ'raph 1 above;if claims
sand allowed the action is accordance with
paragraph 2.

[R-25]

‘Apsseals, and any party dissatisfied with the decision of

" the Board of Patent 1nterferences, may, instead of ap-
o pwahng to the U.8. Court of Customs and Patent AD-
Lo pegls (rme 301), ‘have remedy. by civil actxon under

35 U8.C, 145 and 146 _respectively. ‘Such civil action
130234 he commenced within the tlme <peciﬁed in rule

by If an apph(ant in an ex pnrte cuee ha.s taken’
an appe.ll to the U.S. Court of Customs. and Patent

“Appeals; he thereby waives bis nght to pm(eed under ,

) If'a ‘defeated party to an mterference prcweed-

“ing uas takenian amwnl to the U.8. Court of Customs *

and Patent Appeals. and any adverse party to the in-

Cterference ‘shall, within ‘twenty days sfter the appel-

lant shall have filed notice of the appeal :to the court
{eale 302), file notice with the Commissioner that he
elevts to have all: further proceedings condducted as
provided - in 35 \U.S.C. 146, certifled copies of such

motices w 1]1 be transmitted to the U.8. Court of Cus-

roms - and Patmn “Appeals fnr such action as may be
necessary.. The notice of election must be served as
provided in role 248, :

33 I7.8.0. 145, Civil action to obtain patent, An appli-
can? dissatisfied with the decisxion of the Board of Ap-
peals may unless appeal has been taken to the United
Srates Court of Customs and Patent Appeals, have rem- .
edr by civil aetion against the Commissioner in the
nited States Distriet Court for the District of Colum-
bia If commenced within such time after such decision,
not tess than sixty days, as the Commissioner appoiunts.
The eourt may adjudge that such applicant is entitled
toy receive a patent for his invention, as speeified in any
of ni= claims involved in the decision of the Beoard of
Appe-nis, ar the facts in the case may appear and such
affwiication shall nuthorize the Commissioner to issue
suck patent on complianee with the reguirements of

220.6




a suit under

a notice thereof signed by
Patent Office is placed.
‘termination of the suit.

minated. a statement in
position of it by the Co

g the final dis-
placed on the

the U.S., Court of Customs and Pate

“publie. e Y i
~ Files subpoenaed by the Court may be sent
to the Court in care of a Patent Office employee
_along with a certified copy, under sti

~original notice by the Solicitor and the appli-.
~ catlon is returned to the :exammer,”x_vh'ose ‘
‘subsequent procedure is the same as his action

, - 1216.02
wing appenl, described in §1216.01. If
act date when proceedings were ter-

1 is material, it may be ascertsined by
(%Ex}:rmg,at the Solicitor’s office. o :

~ The applicant ordinarily furnishes to the
~ court a certified copy of the file wrapper and

ontents at the time of the trial (28 U.S.C.
T44). If the suit 1s dismissed before coming
_tr;al, no disclosure of the aYpl ation to the
slic necessarily results.  Unlike an {»peai 1o

- ;Ppealsa .

the filing of a civil action does not require the

 immediate filing of a transeript of the applica-.
, ~tion. The complaint, however, is open to the
The file is kept in the Solicitor’s office pending ' L fmal ~

n the suit is ter-

pulation.

that the copy be retained by the court and the

original brought back to the Office by said

employee. P
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