'Decision on Motion Relating to Benefit of: a
Prior Am)lieatmn Inder Rule u31(.1)f-1‘s'
tion un I’rmmrv F\aminer s Own

o uest Under Rale 237
:l-‘orm* of Decision Letter -
, 0= 7 Petition for Rec deration of Decmun -
'How Conducted T ; -Redeclaration and Additiozal Imerferences
\0( an Action on the Cuso . e s 110600 .\fter Deci*" -0 e
1106802 f Enxm“nnwr, n
1107 ‘ ile Subse-
1101.01(1) , Connection
110101 ()

1101.01 (k) A : :
1101.01(1) t Time The Losing Party

X ing Claims ‘ ‘ : ton ‘After Dissolution
1 110101¢m) Time Limit Set for Making ested 111061 Under Rale 262(b) :
o !laxms L Co e 3 70111002 Under Rule 231 or ‘.’.3-»

1101.01in) S s ', ' ' Period, _ 1111 Miscellaneous ,

, s 11111.01  Interviews ,
‘11().1.01(0) Appindtiml in: Issue or in Int(rference 1111.62 - Record in Each ‘n,erferenoe (‘omplete
110102 With a Patent i 0111108 f()\'erlﬁppmg' Applications -
'1101.02(a) Copying Claims Froma Patent S 11104 “Secrecy Order”

1101.02(b) anmmer Cites Patent Havmg Filing “1111.03. A.mpndnmmq Fi ;During Interferon( ¢ :
: Date Later Than That of Applieation 111.06 - Notice of ‘Rule 231(a’}(3) - Motfon Rehting

1101.02( ¢ ) Difference Between Copying . Patent to Amﬂl(‘atl"n Not Involved in Interference
‘ Claims ‘and mmgeg[mg ("humq of an ‘(‘mn ersion of Application Fxnm Ioint to .wole

“Application e .or Sole to Joint :
1101.02(d) - Copied Patent Claims \ot Idﬁntxﬁod issue Application Filed W!llle l‘ﬂtont Is In’ ,

1101.02(e)  Making of Patent Claims Not a. Re‘xponse' terference '
g to Last Office Action. : uit Under 33 U, 14(‘ by Losmg I"uh

110102¢f)  Refection of Copied Patent Claims o ;11;;:;‘ : :f":wﬁ: luifl i'm;zgw l fling Date
1101.02(g) “After Prosecution of Application Is (,loaml, o ! atentabllity Xeports

or Applicatlon Is Allowed : ; 1111:13 . Consultation W‘ith Interference P\ammor
110103 R(-mmlmz of AfBdavits or Dw iaratium Pp- #3111, 14‘ Correction of Error in Joining Impnror :
e S ey 1112 Letter Forms Used in lnterferem-es '
, fore Interference , , = 5
10 P D l o 111202 Qnggestmg Claims

1102 Preparation of l’nler erence Papers and ecla- o 03 Same Attorney or Agent .
ration - 111204 Requesting Withdrawai From Issue iy
110201  Preparation of Papers ! 1 (4 Initial Memorandum g

116201¢a)  Initial Memorandum to the Board of Pat- 206 Requesting Jurisdiction of Amﬂuatmn :

o ent Interferences : : *‘gjlll)m-. Primitry Examiner Initiates “Dissolation

1109202 . Declaration Of_l nterference . 111210 " Denying Eutry of Amendment Seck(m: Fur-

1103 Quspemuon of Ex Parte Proseculum, Full or " ther Interference :
Partial , b

1104 Jurisdiction of lnlerference i The interference pmctlce is based on 35
1105 Mauers Requiring Decision by Primary Ex. 17.S.C. 135 here set forth

aminer During Interference 35 1"8.0. 135. Interfercnces. Whenever an appli-‘,
1105.01 - Briefs and Consideration of Motions cation ix made for a patent which, in the opinion of
1105.02  Deciston on Motion To Dissalve the Commissloner,” would interfere with any pending
110503 Deeision on Motion 1o Amend or to Add or application, or with any unexpired patent, he shall
sSubstitute Another Application give notice thereof to the applicants, or applicant and .~
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‘ %mmmg the same subject

tes are close enough

- reasonable possibility
licant to ﬁie is noi the first

: '1 both i in the & sm:’ﬁ for interfering appli-
',s and in. the defermination of the ques-
1 interference should be

titute cancellation of the
pamm 'md notice thereot'

propnetv cf nntntmg
1 ai’fected* v

26 nmn; hlctm's that £
is impracticable.  Scme 1‘1!‘(‘11!n§f‘1]1(‘9“< which
render an interfercnce unnecessary are herein-
after noted, but each instance must be carefully
considered if rious errors are to be avoided.
In determining. \methex an interference ex-
a claim should be given the broadest inter-
ficm" wh i{‘h" it rmﬁnmbly will quhport

erference zmd'
Rule 201. D

'l,f,same patentab]e m»ontion and mnv be' imtztut@d ne nles PERE ,
soon s it is determined ﬂmt eommon pateumme sub- ‘a) The mtexpl etatmn ‘ shou]d not  be

‘Express hmn‘at}rms in the claim should
d nor <hould hmltntmns be read
t the exigencies of a partmuhr

) The doctrme of equwalents “hwh 1=
: p'mpnmb]e in questions of p'xtenfahlhtv is not
: 1res, 1.e., NO .lpph( 'mnn?‘

patemm of d ffmem pdrtma, when such dpph(atmm

ontmn r-Mims fnr \Jb\t’lrltld"\ the sam.: Tt
nt and the, act that it rhsc!ows eqmvnlem

__stracture is no gmnml fov' ph('mn’ it in n‘tex-
these rules, ,‘ : e fﬂrenc
(e Interferences mn ot he dee {(d) Before a’ elaim fmﬂmc it is a patented
ined, '.WIW(‘PH appllcattons or upph(ﬂtlons and patenh y '1“m) 38" quo the ('nu‘nt Of an mterference
owned by the same party unless good cause Is shows s a}muld he q]}mm}ﬂp nd in good form. No
therefor. The parties shall m-'k" kﬂ(’““ any, and all - pending elaim which is indefinite, ambiguous
“““f title and interest affect] or otherwme defective -?‘mﬂd bo made the count

~of an interference.
(e} A claim mpwl from a p'ltent. if am-
i guous, should be interpreted in the light of -
the patent in which it originated. o

(fy Sinee mtozfm ence ety ween cases h.nmfr L
+ conunon assighee is not normally mstltuted
the rages must be submitted to the .\sslgnment
Branch for a title report, Note: Title searches
are antomatically made only when the Tssue Fee

‘an ,merft»renux is dm-arul, :uui of. vh.mg(*s in:
ight, title, or mterest made after the docluml
,the interference nml before the expiration of: lhv time
“'preserited for seeking review ‘of the decision ln the
mterfe'enr*f'

1101 Pr’eliminﬂieé to an Interference
[R-23]

i+ paid.
An interference is often an expensive apd () Tf doubts exist a5 to whether therve s an
time-consuming proceeding.  Yet, it is neces-  nterference. an nterference should not be
sary te determine priority when two applicants — declared.
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rative situations where
_ the Examiner should take action toward insti-
~tuting interference: = ; :
A, Application filed
inventions I and IL

 claims to divisible
nventions 1 a Cefore Qctlon requiring -
restriction is made, Examiner discovers another

pending applications if there is
more than 3 months in the effective filing dates
of the oldest and next oldest applications, in th
case of inventions of a simple characte
difference of more than 6 months in the effect
filing dates of the applications in other cases,
except in exceptioxlaF ‘

same interfe;
included.
' Before takin

_subject matter shonld be

are clearly readable upon the disclosure of ‘each
- party and allowable in each application.

or more applicants may vary in scope and in

invention, an interference exists. But mere dis-

~ suggesting to that applicant claims for the said
“invention c'ogled from another application that
~is claiming t

~ as expressed in the summary of the invention or
_elsewhere in the disclosure, or in the claims, is
~ an essential in every instance. :

in another application, but the claims therein
to such subject matter are either nonelected or

should be considered. ¢ requirement of Rule
at the conflicting applications shall

hich are allowable in each application

~ that the conflicting claimed subject matter is

art.  The statutory requirement of first inven-
torship is of transcendent importance and

“made bu

difference of  the situa

the

sitnations, as determined
__and approved by the Group Director. If an in-
‘terference is declared, all applications having

: g any steps looking to the for- ~which is resdy for issue.
 mation of an interference, it is very essential
~ that the Examiner make certain that each of .
~the prospective parties is claiming the same’
_ patentable invention and that the claims that
" are to constitute the counts of the interference ! ecles a, b - A ,
' ~rejected and election of a single species re-
 quired. Applicant elects species a, but contin-
" ues to urge allowability of generic claims. Ex-
~ aminer finds another application claiming spe-

“claimed species a, b, ¢, d,and e. Generic claims

It is to be noted that while the claims of two

immaterial details, yet if directed to the same

~ closure by an applicant of an invention which
he is not claiming does not afford a ground for -

r the invention. The intention of the
_parties to claim the same patentable invention,

When the subject matter found to be allow-
able in one application is disclosed and claimed

subject to election, the question of interference

aims for substantially the same in-

should be interpreted as meaning generally

sufficiently supported in each application and
is patentable to each applicant over the prior

having allowed claims to invention I.
The sifuation iz not altered by the fact that

a requirement for restriction hai actually been
! “had not been responded ¢5. Nor is

; n materially different if an election

of noninterfering subject matter had been

~ made without traverse but no action given on
 the merits of the elected invention.

 B. Application filed with claims to divisible
inventions I and II and in response to a

_quirement for restriction, applicant trav
‘the same and elects invention I. Examiner

gives an action on the merits of 1. Examiner

“subsequently finds an application to another

containing allowed claims to invention II and

The situation is not altered by the fact that
the election is made without traverse and the
nonelected claims possibly cancelled. .

C. Application ‘gﬁed with generic claims and

cies b which is ready for issue.
The allowability of generic claims in the
first case is not a condition precedent to set-

ing up interference.

- D. Application filed with generic claims and
~claims to five species and other species disclosed

but not specifically claimed. Examiner finds
another application the disclosure and claims .

~of which are restricted to one of the unclaimed
species and have been found allowable.

- The prosecution of generic claims is taken

* indicative of an intention to cover all species
“disclosed which come under the generic claim.

In all the above situations, the applicant has

~shown an intention to claim the subject matter

which is actually being claimed in another ap-

plication. - These are to be distinguished from
situations where a distinct invention is claimed
in one application but merely disclosed in an-

other application without evidence of an in-
tent to clalm the same. The question of inter-

ference should not be considered in the latter

instance. However, if the application disclos-
ing bnt not claiming the invention is senior,

“and the junior application is ready for issue,

Rev. 23, Jan. 1870



0 g
, 1p where the controlli ing mterfermg claim
would be classified. Appropriate transfer of one
\pplications is made. A fter termination
of the interference, further transfer may be
neceasary depending upon the outcome. s

Where apph ations by dlﬁ'erent mventors but

of common ownership claim the same subject
matter or subject mattert iat is not patentably ‘

_differsnt :—
I. Interference tberebetween is normally not

Elimination of conflicting claims from all ex-
cept one case should usmli} be required, Rule
78(h). The common assignee must determine
_the application in which the conflicting claims

n $804.03. - ¢
interference with a third partv

exist, the owner should be reqmred "

placed in interference.

by different inventors is called upon to eliminate
onflicting claims from all except one apphca-

nde1 the provisions of Rule 78(b), a copy
f the Office action making this requirement

Whenever a common assignee is required un-

~_applications owned by him for purpose of inter-
ference with a third party, a copy of the Office

apphcatlons

[R-23]

The search for interfering applications must
not be limited to the class or subelass in which

heen necessary to search in the o‘mmnmtmn of
the application,
o \Imom er, the possibility of the existence of

‘ - Rev. 27, Jan. 1971

_ possible - mterferences and the page and line of
 this book should be referred to on the respective

instituted since there is no conflict of interest.

are. properh' placed. Treatment bv rejection

Whenever a common ds~1gnee of apphc'mous :

1 101 Ol ( d) Correspondence ;U n d er

must be sent’ directly to each of the apphc'mts.‘

~der Rule 201(c) to elect one of the conﬁmnng ¢

action making this requirement. must be sent to
the Apph(':mts in each of the mmmmﬂ\ as lgned '

”llOl 01(c) The Interference Qeareh: "

“it is classified. but must he extended toall classes
in or out of the Examining Group which it has

166

here the Ex-

pmmutum.
e finds the
laiming the sa
1 it expedient to te in
ings at that time, he s :
ﬂxe posstbie mterference as,

reserved for class and subclass designatic
His notations, however, if made on the file
wrapper or drawings, must not be such as to

give any hint to the applicants, who may in-
spect their own applications at any time, of
\ date or identity of a supposedly 1nterfer~

ing applmqtmn. Serial numbers or filing dates
-of conflicting qpphcatxons must never be phced ‘
~ upon drawings or file ‘'w mppers, A book of
~ “Prospective Interferences” should be main-

tained containing complete data concerning

file wrappers or drawings. For future refer-

ence, this book may include notes as to why

prospective mterferences Wwere not ‘declared.
In determining whether an interference ex-

ists, the Primary Examiner must decide the -

question. The Patent Interference Examiner
_ may, however, be consulted to obtain his advice. =~
T ’lyhe Group Director should be consulted if it
" is believed that the circumstances justify an

interference between applications nelther of
which is read} for allowance. :

Rule 202 [R—23]

- C 0rre~pondence under | ‘Rule 202 may be
necessary but is seldom requlred under present

fpracuce. , .
~Rule 208. Preparatmn for mterfprence betwem ap-

plncatmm, preliminary . mqwry of ‘junior npplicant.

interference, any junior applicant may be calied upon

= to state in wnting under.oath or declaration the date

and the character of the earliest fact or act, susceptible
of proof, which can be relied upon to ‘establish concep-

‘tion of the invention under consideration for the pur-
‘pose of establishing priority of invention. The state-

ment filed in compliance with this rule will be retained
by the Patent Office separate from the application file

‘and if an interference is declared will be opened simul-
" taneously with the preiiminary statement of the party

filing the same. In case the junior amﬂleant makes no
reply within the time specified, -not less than thirty

T nore ap-
ention ang

In order:to. ascertain. whether any question’ of pn- ’
ority arises hetween .mphcations whtch appear to in-..
terfere and are otherwase ready to be prepared for




days, or if the earliest date alleged is mmumfto the

_ filing date of the senior party, the interference ordi-

_narily will not be declared.

o Under Rule 202 the Commi:\éimnez-‘mayfire-
~ quire an applicant junior to another applicant

_ to state in writing under oath or by making a
_declaration. the date and the character of the

166.1

110091(d)

'f"ea_r\iieﬁ fa'(;t or act, susceptible of prdof, which

can be relied upon to establish conception of the
invention under consideration. Such affidavit or

~ declaration does not become a part of the record
 in the application, nor does any correspondence
 relative thereto. The affidavit or declaration,

however. will become a part of the interference
record, if an interference is formed.

Rev, 23, Jun. 1976



n preparing cases for mbml‘;smn to the asso-
ate solicitor for rule 202 corespondence and in

tention should be given to the following points:
(1) The name of the examiner to be called

on the form.

'txons, 1f any, is ready for allowance.

(3) I an application is a division or con-

of an earlier one. this fact should be
If it is a_continuation-in-part, this
long with a statement

plication is entitled to the
e earlier applica-

tinuati
stated.
should - be " indicate:
whether or not the
bcneﬁt of the filingy d
“tion for the conﬁxch

b}éct matter.,
3 ,’bv t_e same as xgnee. or are preée te

(3) Onlv “the broadest clalm p opﬂsgi

mtelference or, if various ‘lspee& of an iz x'en-

ny other pomts whlch have a bearin,
aratlon of the mte1 ferenoe should

the que*tmn of mterferencz, should be prom ptlv
forwarded to him.

(8) Letters  of submission
duplicate.

~should be in

1101.01(f) Correspondfnce ‘Under
‘Rule 202, Not an Action
on the Case

Correepondence under rule 202 is not an
action on the case. Hence, it cannot serve to
extend the statutory period if the case is await-
ing action by the applicant.

1101.01(g) Correspondence Under
Rule 202, When and
When Not Needed [R-
23]

After July 1, 1964, correspondence under
rule 202 was greatly curtailed since interfer-
ences between pending applications with more
than six months difference in effective filing

subsequent treatment of the cases involved, ut-

r a conference should be given as m(hcared,

(2) It should be stated which of the .mphc*n-
. the carbon copy to the examining grou

4) If two or more applications: re wned’
' - tached to the senior part

“establish that he had conceived the elaimed in-
.. vention prior to the filing date of the senior
- applicant, the associate solicitor approves the
- Exanminer’s proposal to suggest claims and the

167

,he associate :sohcu‘or will st*amp the letters
Examiner either “Approved” or “Dis-

approved.” as the case may require, and return

1f the earliest date alleged bx &:e junior
party under Rule 202 fuils to antedate the fil-
ing date of the senior applicant, the associate
solicitor: disapproves the proposed interference
and the exaniner then follows the procedure
outlined in the next section. When a “Disap-
proved” letter is returned to the examining
group it is accompanied by a note to be at-
s case requesting the
Issnie and (Gazette Branch to return the case to
the associate solicitor after the notice of allow-
ance 15 sent.

Where the junior party, as required by rule
202, states under oath or declaration a date of a
fact or an act susceptible of proof, which would

Examiner may then proceed with the prepara-
tion of the cases for interference.

. SEALING STATEMENT

“hen an interference is to be declared in-
volving applications which had previously been
submitted to the associate solicitor for corre-
spondence under rule 202, before forwarding
the files to the Bowrd of Patent Interferences,
the Examiner should ascertain from the associ-
ate solicitor if any such statement has been filed
and, if so, get th:s statement and forward it with
the files.

The outh or declaration under rule 202 be-
comes a part of the interference file in contra-
distinction to the application file as in the case
of an affidavit or declaration under rule 131 or
rule 204 but, like them, is subject to inspection
on the opening of the preliminary statements.

When the formation of an interference be-
tween two parties is necessary, all other appli-
cants claiming the contested invention should
he placed in the interference irrespective of
their filing dates or of any dates alleged under
rule 202, provided there is no statutory bar to
the allowance of the claims in the other appli-
eations.

Rev. 28, Apr. 1871




PROCEDURE

examiner’s letter is a suspension of
the entire case, the case should be

e examiner's calendar at the date V.. .
d of the six months period and ‘ .
lerk’s cards and, if applieant
e case, the Examiner should
. : A s the senior party’s patent will soon
st date alleged by a junior party there is no period for response run-
“his avit or declaration under rule 202 ning against the applicant and the case should
fails to overcome the filing date of the senior  ngr be permitted to remain indefinitely among -
party and if the interference is not to be de- the files in the examining group. P
clared (note that an interference might be It sometimes happens that the application of
_ necessary for other reasons), the sentor party’s  the junior party is 1ot amended and nothing
_application will be sent to issue as speedily as else occurs to bring it to the attention of the
possible and the conflicting claims of the junior  examiner, and that the patent te the senior
applicant will be rejected on the patent when  party issues and is not promptl ‘cited to the
granted. A shortened period for response may be  junior party. This works an unnecessary hard-
set in the senior party’s case. (See § 710.02(b).)  ship upon the junior applicant and the Office.
 After the senior applicant’s application has  should make every effort to give him action in
_been passed for issue, the application is sent = view of this reference at the earliest yossible
to the associate solicitor by the Issue and Gazette  date. To this end, the examiner shou d keep
Branch in accordance with a note to that effect  informed as to the progress of the senior appl-
attached to the application and he writes a  cation and cite the patent with appropriate
letter to that applicant urging him to promptly = comment to the junior applicant immediately
pay the issue fee, this being done to the end - afrer its i1ssue. = L S
that prosecution of the junior application may ~  If. at the end of the six months’ suspension.
“be promptly resumed, the senior party’s dis- it appears likely that the senior application will .
closure then being available as prior art in = be pas 'd to issue within the next six months,
treating the claims of the junior application.  artion en the conflicting claims and claims not.
The examiner may make a supplemental action patentable over the senior party’s case should
on the junior applicant’s case when the senior  again be suspended for a period of six months.
applicant’s patent issues. . Of course. if the first suspension was directed
: to certain claims only and the usual action was
. given on other claims. it is necessary for the ap-.
_plicant to make such response as is required to
the action on the other elaims. = =
; , If. at the end of the first six months’ suspen-
Where a junior party after cyorr‘esponﬂe‘nce | sion{'rhe.re is no likelihood of ﬂ.:‘en‘ senior party’s
under rule 202 fails to overcome the filing date  pp:iication ‘being put in condition for allovw-
of the senior party, the examiner when he  ance within the next six months and the only
reaches the case for action will write a letter unsettled question in the junior party’s case is
' ~ the disposition of the claims on which action

substantially as follows: L e

. ti0 Lo wae suspended. then the interference should be

~ In view of rule 202, action on this case (or Telan %’ ,d“.}« the interterence s d be ;
on claims 1, 2, 4. etc., indicating the conflict- Aeclared. o S

ing claims and claims not patentable over the If the junior application is in jssue when the

interference is discovered and, in correspond-

genjor party’s case) is suspended for six ; : ed ar : ond-
months to determine whether an interference  ence under rule 202, the junior applicant fails
 to make the date of the senior party. the junior

will be declared (unless these claims nre ean-
celed). At the end of the six months appli-  application should be withdrawn from issue
cant should call up the case for action. . (see “Letter Forms Used in Interferences,”
The letter should include the usual action on £ 1112.04) and a letter sent informing him that
the remaining claims in the case, indicating  the interfering claim or claims and claims not
" patentable over the senior party’s case cannot

:  InTERrM ProcEDURE
In the meantiﬁje'thé junior p:irty’s a.pplicn-"
tion will be treated in accordance with the
following: ' ' e

what, if any, claims are allowable,

Rev. 28, Apr. 1871




and advising app cant to ccall the
_action at the end of thg i::x mon

tion mor nterference bet:ceen ap-'
me for mterfererwe (a; :

;’ phcmwm, suggestion ‘
Before the declaration of intt erference, it must be de—

termined by the examiner that there is eommon
~ subject matter in

- subject: to the determination of the guestion of. pri-

e parties.

It, should be nateﬁi az this pomt that if an

‘applicant copies a cltum from another appli-

the cases ot the wspective
- parties, patentable -to each of the respective parties, o

lication ; except that, in cases whem, owing te-

he nature of the disclosures in the reepmtive applica
- tions, it is not possible for ail applicatmns to pwperiy

' ‘common ‘invention, an interference B,
thh the approval of the Commissi
-count - representing the interfering su ject matter '
claim differing from the cormpondmg claim’ ‘of
-or more of the interfering applications bv an

; teria] limitation or variation. ~
(b) When the claims of two or more apphgat;c.ns

ﬂer {n" phraseology, but relate to~ eubstantiauv'the
same -patentable . subject matter, the ‘examiner shall,
lt ‘has been determined that an interference should

; declared suggest to the parties . such claims as are

: net:essary to cover the common invention in the same
E language The partles to whom the claims are sug-

cation without suggesti

ther application.™

‘The question of what claims to suggest to Qt,hek
pplications is one of great im-

erfering a
portance, and ailure to suggest such claims

- will define clearly the matter in iss

Jority. Claims in the same lariguage, to form the counts ¥ canfus on ami to prolongatmn of the

of th 'interterence, must be present or be presented in

~ While it is much to be desired that

'suggested (which are to form the issue of the

interference) should be claims ialready

" in one or the other of the

, ,c)sums cannot be found in

- which satisfactorily express the

/ necessary to frame a claim or claims

* already presented or framing one for suggestion

all the applications and clearly expressing the

interfering subject matter and suggest
them to all parties. Whether selecting a claim

_to all parties, the Examiner should keep in mind

 that where one application has a less detailed
- disclosure than others there is less chance for
~ error in finding support in all applications if
language is ‘selected from the apphcatwn thh ;

gested will be required to make those claims (i. e., pre-

‘sent the guggested claims in their applications by

5 amendment) within a specified time, not less than 30

days, in order that an interference may be declared

The fallure or refusal of any applicant to make any.
claim  suggested within' the time specified, shall ‘be’
taken without further actlon as a disciaimer of the.
invention covered by that claim unless the time -be

.extended,

cation, unless the claims are made by the applicant
within the time specified for making the claims.

(d) ‘When an applicant presents a claim in his ap-
plication (not suggested by the examiner as speéiﬁed
in this rule) which is copied¢ from some other appli-
cation, either for purpose of interference or otherwise,
he must so state, ut the time he pr&%nts the claim and
identify the other application.

‘\lthough the subject of su;zgestmg o’lanmcs is
treated in detail at this point in the discussion
of a prospective interference hetween applica-
tions, some of the practice here outhined is also

(¢) The suggestion of claims for purpose of inter- .
. “ference will not stay the period for response to &n
Office action which ray be running against an appli--

to material difference.

the less ‘detailed disclosure.

different.

in the subject matter involved. In general, the
broadest. patentable ¢laim which is allowable
in each case should be used as the interference
count. and additional claims should not be sug-

gested unless they meet the foregoing test as
In determining the

broadest patentable count the Examiner should
avoid the use of specific language which im-
poses an unnecessary limitation. Claims not
patentably different from counts of the issue are

rejected in the application of the defeated party

after termination of the interference.

The claims to form the issue of the interfer-
ence are suggested to all partles who have not
already made those claims.

Where necessitated by the respectwe dis-

~closures, one or more applications may be in-

160

volved on a claim which differs from thax of

Rev. 20, Apr. m

ion by the Examiner,

 Rule 203(d) requires him to “so state, at the
_time he presents _the claim and zdentifv the

It is not necessary that all the ol(ums of each;
party that read on the other party’s case be
suggested. The counts of the issue should be
representatlve ‘claims and should be materially
, Stated another way, the difference
“between counts should be one not taught by the
prior art, and should have a significant effect




itute a i@m&l m;ectum of the elammg

expiration of the period

the gested claims, if n
: ﬁ;‘éégi the Exam:ner should :

 the apphcatmn.

aving mme -attorney.
“two or more parties

Whenever it shall be found

whose Interests appear to be in conflict are represented

fby the same attorney or agent, the examiner shall
natify each of sald prmcxpal parties and the attorner
or. agent of this fact, and shall also call the matrer.
to the attention ot the Commissioner.,  If conmct‘ng:
interests exist, the same attorney or agent or his asso-
ciates will not be recoguized to represent either of
"--parties whose interests are in conflict withcnt

, cation shoul ‘be. gv‘
, ,at- the time claims are st Ven
- claims are suggested to only one party. Nota-
- ‘tion of the persons to whom this letter is mailed -
- should be made on all copies.  (See section
 1112.03.) The attention of the Commissioner
‘is not called to the fact that two conflicting
parties have the same attorney until an actual
interference is set up and then it is done by
nonfymg the Examiner of Interferences as
explained in section 1102.01. ‘ '

 tion To Be Made at Time
of Suggesting Claims

Y At the same time that the claims are sug-
,,,gested an action is made on each of the applica-
~ tions that are up for action by the Examiner,
: whether they be new or amended cases. In this
; possible motions under Rule 231(a} i2)
an (3) may be forestalled. That is,the action
on the new or amended case may bring to light
patentable claims that should be included as
counts of the mterference, and, on the other
hand, the rejection of unpatentab]e claims will
"serve to indicate to the opposing parties the
" position of the Examiner with respect to such
- claims,
The E'mmmer is required to inform each
applicant when the interference is declared
what claims in his application are unpatentable
over the issue. There would seem to be no ob-
jection to, and many advantages in, giving thie
,mform.mon ‘when suggesting. claims.
Where in a letter m;_rgmtmg claims to an
applicant for interference. the Examiner states
that none of the claims in the case is patentahle
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\ not less ¢

: fetplamed
1101 01 (n)

llOl 01 (l) Suggestion of Clmms, Ac- o
~response running against the case, and the time
- limit for making the claims extends beyond the

end of the

* the Office action outstanding against the case

~ plicant makes the suggested claims within the

m) 8 ' ‘

~ Tim ,Lunlt Set for Mak-
ing Suggested C!mms '
[R-20] :

W’here claims are
a limited

ted for mterferenee, ,

ﬁenod determined by the Examiner,
36 davs 1s set fo.- reply S&:'

02(c). o

d any ome of the npphcants fali m :
aim or claims suggested to him,

e time specified, ali hls claims not pat-
hereover are re ected on

they are directed. If spp

- gested claims later they wiil be‘rejecte& ont

‘same ground wuniess t}ze delay is satlsfac!oniy‘
(See %cnon 06.03(w).)

Snggestmn of Claims,
Suggested Claims Made
'1,‘,,f‘After Period for Re

_ sponse Running Ageinst

~ Case [R-20] '

If suggested clmms are made within the time

' fspeclﬁed for making the claims, the applicant

may ignore other outstanding rejections in the
application. Even if claims are suggested in
‘an application near the end of the period for

riod. such claims will be admitted
if filed within the time limit even though out-

~ side the period for response (usually a three
‘month shortened statutory period) snd even

though no amendment. was made responsive to

at the time of suggesting the ciaims. No por-
tion of the case iz abandoned rovided the ap-

time specified. However, if the suggested c]alms .
are not thus made within the specified time, the
case becomes abandoned in the absence of a
responsive amendment filed within the period
for response. See Rule 203(c).

1101.01(o0) Suggestion of Claims,
‘Application in Issue or in
Interference

An applieation. will not be withdrawn from
isse for the purpose of suggesting claims for
an interference. When an application is pend-




ct 120102

‘ing before the Examiner whi ' . named applications from the Service Branch
mare clai ich may be made in in  of the Roard of Petent Interferences by e ving
_jssue, the Moy Wr ‘ 1wpest- & charge card. In case the application is to be
, ) 10 wh B added to the existing interference, U :
in issu g that if s laims be made  mary Examiner need only send the application
~ within a certain specifi the and” form PO-850 (illustrated in § 1112.05)
 withdrawn from issue, the amendment entered  properly filled out as to the additional applica-
‘and the interference declared. " Such letters  tion and identifying the interference, to the
must be submitted to i If  Patent Interference Examiner who will teke
the suggested claims, spropri rction. Also see § 1106.02.
application in issue, it m i
withdraw it from issue fort : I
jecting other claims on th
- resulting from the failure to , o bt R
claims, using form at § 1112, i ' Rules 204, 205 and 206 quoted below deal
IWhe“ the Examiner suggest Sl  with interference involving tents,
e wopesrng n X o e e T
Ch in"is‘s‘ue.will Dot be withdrawn fo:-" - urpose declrxra!mn'by :unior applioant. {a) The fact that one
of interference unless the suggested claims of the parties has already obtained a patent will not
Jhall be made in the pending application with-  Drerent an Htertererte, Although the Commissioner
in the time specified by the. ]gxaiminer. “The  has no power to cancel a patent, he may grant another
letter suggesting claims should be submitted to patent for the same invention to & person Who, in the
the Group Director for approval. " interference, proves himself to be the prior faventor.
" In either of the above cases the Issue and (b) When the effective fling ate of an applicant
Gazette Pranch should be notified when the is three monthe or less subsequent to the effective
claim is suggested, so that in case the issue fee | filing date of 2 patentee, the spplicant, before the in-
is paid during the time in which the suggested terference will be declred, shall flle an afdavit or
~ claims may be made, proper steps may be taken declaration that he made the Invention in controversy
e T e itons fod Hiom being applied, I fhis countrs. before the efective AURE A1 22 the
The Examiner should borrow the allowed ap-  Patentes. o that his acts in this country with respect
plication from the Issue and Gazette Branch to the Invention were sufficient to establish priority of
Pnd hold the file until the claims are made or  ¥ention relative to the effective filing date of the
the time limit expires. This avoids any pos- patentee. S o
sible issuance of the application as a patent (¢) When the effective filing date of an applicant 1s
should the issue fee be paid. To further mnsure more than three months subsequent to the effective
‘ against the issuance of the a p]icatioﬁ. the filing date of the ;)atentee. the applicant, before the in-
Examiner may pencil in the blani space labeled ~ ferference will be declared, shall file two copies of aft-
“Date paid” i“n the lower righf-hand corner of davits or declarations by himself, if possible, and by ene
the file Wl‘apr)er the ‘initizﬂled NQUQS?t: f‘Défer or more corroborating witnesses, supported by documen-
for interference.” The issue fee is not applied  ftary evidence if available, each setting out a factmal
to such an application until the following pro-  description of acts and circumstances performed or ob-
cedure is carried out. ~ : B ‘served by the afflant, which collectively would prime
When notified that the issue fee has been re- facie entitle him to an awsrd of priority with respect to
ceived, the Examiner shall prepare a memo to the effective flling date of the patent. This showing must
the Issue and Gazette Branch requesting that be accompanied by an explanation of the basis on whick
issue of the patent be deferred for a period of he believes that the facts set forth would overcome the
three months due tn a possible interference. effective filing date of the patent, Failure to satisfy the
This allows a period of two months to complete provisions of this rule may result in symmary judg-
any action needed. At the end of this two ment against the ‘apph‘,cant under rule 228. Upon a
month period, the application must either be showing of sufficient cause, an afidavit or declaration
released to the Issue and Gazette Branch or be  on information and belief as to the expected testimony
withdrawn from isste, using form at § 1112,04, o a witness whose testimony is necessary 1o oveteome
When an application is found having claims the filing date of the patent may he accepted in lien of
‘to be snggested to other applications alrea'dyr . an affidavit or declaration by such witness. If the ex-
“aminer finds the case to be otherwise in condition for

involved in interference, to form another inter- 2w :
ference, the Primary Examiner borrows the last the declaration of an interference he will consider this

Rev. 2§, July 1870




: 'd:smmwn af modlﬁed patent‘
oul be misinterpreted.

applications and

! pstent
Asa patentee may
_ cept by reissue) an applicant must make one
or more claims of
responding substan
ent and differin

v to a claim of the pat:

. limitation to invoke an interference as stated in
“Rule 205(a), either because of lack of support
in the application for the 1tted limitation, or

,ﬁause justified by a showing as set out in the
e

‘strates that his best proofs do not satisfy the
~ omitted limitation. This practice is less re-
~ strictive than that which waa followed prior to
~adoption of Rule 205(a) in its present form.
Where a

of the modified patent claim as made in the

It has been found that the practice set forth

mtuatlons where there is an interference in fact
_between a patent and an application but there

patent claim.

In those cases where the clalm of the patent
contains an immaterial limitation which can
be wholly eliminated or suitably modified so as
to broaden the claim, the practice set forth in
Ex parte Card and Card should continue to be
followed.

A. APPLICATION DISCLOSURE NAR-
~ ROWER THAN PATENT CLAIM

In some cases, the disclosure in the appli-
catmn, although for the same generic inven-
tion in fact as the patent claim, is somewhat
narrower than the claim of the patent Under
such circumstances, the applicant should be
permitted to copy the claim of the patent
as exactly as possible, modifving it only by
‘mb’;tltutmg language hased upon his own nar-
rower disclosure for the limitation in the patent,
elaim which he ecan not make. In dec"u'ing
the interference, the exact patent claim should

Rev. 25, July 1970

alm as a count.
ot alter his claims (ex-

h patent or a claim cor-  the two ranges.

therefmm by an immaterial  ent claim, modifving

- variation or by the exchmon of an 1mmaterial o
the patent claim.

indicated that

An example of the latter might be where
the showing submitted by the applicant demon-

- ’II PATENT CLAMA MAmmsn Gmm’ or 6 |

atent claim is modified, the count ~ of the same 8 members, there being no distine-

- of the interference should be the brmder claim tion in Qubstance between the two groups.

as between the patentee and the applicant.
Thus, if an immaterial limitation is excluded,
the count of the interference should be a copy
~ application following the practice as explamed . the -patent claim.:

in Bonine v. Bliss, 1919 C.D. 75; 265 0.G. 306. patent claim as.

Z'm Ex parte Card and Card, 112 O.G. 499, 1904 ‘indicated that the claim in the application cor-

C.D. 383, does not adequately take care of all
B. APPLI

are obstacles to the applicant making the exact

172

ed that t aim mthea»pph-,
eormp&n&s; mb«m:arualiy to the inter-

 ference count.

Examples of the pmctwe outlined in the

’k'pmeedmg paragraph :

' I. Parest CLADMS A RANGE oF 10'1'0 90,
' p%ecahon ‘diseloses a _range of 20 to 80,
the

ing no dlctmctmn in substance betmen ,

Apphlication may be permitted to copy the pat- o
it by substxtntmg his
range of 20 to 80 for the range of 10 to 90 m

Interference sheui .be dec!a*'ed mth the ex-
act patent claim as the count and it should be
laim in the application
'Hv to the mterference

ses 3 \Iarkush group of 5

&pphcatwn 1

Applicant may. be permitted to copy the pat-

ent claim, modifying it by substituting his .

5-member group the 6-member group in

Interference sho
unt and it should be

responds su stant;allv to the mter erence count.

DISCLOSURE
BRO &DER THA\ PATFNT CLAIM

In some ca.sea. the disclosure in the apphoa-
tion, although for the same invention in fact
as the patent claim, is somewhat brouder than
the claim of the patent. Under such circum-
stances, if the applicant presents a correspond-
ing broader claim and makes a satisfactory
showmg, as by asserting that his best evidence
lies outside the exact limit of the patent claim,

in declaring the interference, the appllcatlon

claim should be used as the count of the inter- k

ference and it should be indicated on form PO-
%50 that the count is a modification of the patent

claim. If in presenting such a broader claim, the

applicant has not made a showing, he should be

- required to either make a showing in justifica-
tion of excluding a limitation of the patent claim

or to copy the exact patent claim. If the appli-
cant then presents a satisfactory showing, the
application claim is used as the count of the
interference as explained above. If the appli-
cant copies the exact patent claim, the patent

déclared with' the ex-‘ S




1101.02

lk"_iawrf;emlnw should be declared with the patent

nt and accompanies the motion wit
~ factory showing, the applicant may
mitted to substitute a cou
based upon his slightly b
“places the correspondin
patent claim. In redeclar
_the application claim is used ¢
interference and it is indicated in the redeclara-

‘tion papers that the claim in the patent is

 modified.
 Examples of the p:
ceding paragraph: S
1. Parext Crams a Rance oF 20 To 80.
Application discloses a ran,
there being no distinction in substance between
~ the two ranges. CrlE [
~ If. in seeking interfe ,
makes a satisfactory showing
o for & ding the
. and 80 to 90 in the interference count, t
ference may be declared having as a count the
~'patent claim modified by substituting his range
of 10 to 90 for the range of 20 to 80 in the
patent claim. - Rule 205(a). o
~ Similarly, the applicant may seek such sub-

ce the applicant
f the necessity

a motion to

~ the exact patent claim by filing
. substitute a count with the b age
- ported by a similar showing.
. 1In either case where the a%)
~accepted as a count, it shou

lication claim is

that the count is a modification of the patent
claim. ’ ' "

*the patent claim as the count.

II. Patent Cramss A Markusu Groue oF 5
MzMBERS. ' , , ,

Application discloses a Markush gro

‘tween the two groups. :
If there is a satisfactory showing, the inter-
ference is declared with the application claim
having the 6-member group as tﬁe count and it
should be indicated that the count is a modifica-
tion of the patent claim. -
In the al[>sence. of a showing, or if the appli-
cant elects to copy the exact patent claim, the

172.1

_in the interference count, he may be
~ to present the patent claim modified by substi-
tuting his 6-member group for the 5-member

herein language
r disclosure re-
mitstion in the
. interference,
the count of the
~ application claim as the count and it should be

indicated that the count is a modification of
the patent claim. : s E

actice outlined in the pre- .

of 10 to 90,

 Some cases may include aspects of both A and
" B, above. ‘Such cases should be appropriately =
£ , treated by the same general principles outlined =~
nges of 10 to 20 Gl e e

erence count, the inter-  Examples of cases involving mixzed aspects:

there being no distinction in su
“the two ranges. ' e

stitution after the interference is declared on

r range sup-

it be'ind_ié,ated,in ‘
the interference notices and declaration sheet . -

~ If the applicant elects to copy the exact patent e
" claim. the interference should be declared with

: up of 6
members, including the 5 claimed in the pat-
ent, there being no distinction in substance be-

claimasthecount.

. H,in gonnection with a motion E‘,oéixhstitgteg
the applicant makes a satisfacto:

L1 ar € showing of
the necessity for including the sixth membexr
rmitted

group in the patent claim. ~
" Interference should be redeclared with the

¢ APPLICATION DISCLOSURE BROAD-

ER IN SOME ASPECTS AND NAR-
ROWER IN SOME ASPECTS THAN
PATENT CLAIMS Y

above. ;

1. PATEx;r' Cramms A Raxce or 10 10 80.’ ,

Application discloses a rzm%)e of ~2({)e to 90,
inction in substance between

“(a) The applicant may be 1)er111itfed to pre-

. sent a claim which includes the range of 20-90,
~ and the interference should be declared with a

count covering the range of 10-90, and it should
be indicated that the countis a “phantom” count
by writing the word **phantom” beside the num-

' ber of the patent claim and the application
claim on form PO-830. In such eircumstances,

the Examiner must attach a copy of the count
to the form PO-850. - S e
(b) If the applicant presents a claim which

~ includes the range 20-£0, the interference should

be declared with the exact patent claim as the
count and it should be indicated that the claim
in the application corresponds substantially to

~ the interference count. However, the applicant

may subsequently, if a satisfactory showing is
made, move under Rule 231 to substitute a count
which additionally includes the range of 8¢-920.
T pon the granting of such a motion, the inter-
ference is redeclared with a count covering the
range of 10-90 and the word “phantom” ap-
pears heside the number of both the patent claim
and the application claim on the notice of

redeclaration.

Rev, 22, Oct. 1069



p of 5
eﬂzer member
re being no dis-

between the two groups.

y be permitted to
O(hﬁ ng it by sub-
atent clalm o

r group in:

TInterference should in such case be declared

: g;:}ﬁz 5 members of
which he discloses for the 6-mem
the patent claim,

. initially with the exact patent ciaim as the count

—and it should be indicated that the claim in the

~ application correﬁponds substantmlh to the
interference count.

However, if the a phcant has a claim dmx\n -
isclosed in his a¥phcatxon,' ,
ared with

to the six members.
the interference may initially be dec
a “phantom” count including a Ma
~of all 7 members claimed in the
closed in the application and
cated on form PO-850 by writing’ “phantom

must be attached to form . P(}—SaO
(b) If the inte de:
exact patent claim as h
may subsequently, i:
made, move under Rule 2
whxch includes the 6 member
,dlscloses

The interference is redec]ared Wlth
tom” count including a Markush group

7 members claimed in the patent and disclosed
in the apphcatmn and this should be indicated -

_in the decision on ‘motion by calling attention
_ to the fact that the count is a “phantom” count.
The redeclaratmn/papem will have the word

“phantom” next to the number of the corre-
be taken to be sure

sponding elaim. Care sh
that the corresponding
tains only the 6 meml)er
~1pp]|oatton , , ,

This eount is established only for interfer-
ence purposes and thus provides a situation
which does not restrict either party as to any
testimony or exhibits offered as to the disclosed
members included in the count.. Such a “phan-
tom” count is only for interference purposes
and cannot otherwise appear as a claim in either
of the cases since it has no basis therein. Fur-
ther, such a “phantom” count must be patentable
over the prior art.

The practice outlined above should be re-
stricted to situations where the inventions
claimed in the patent and disclosed in the
application are clearly the same, so that there
is truly an interference in fact.

plication claim con-
sclosed in the

H6-6TD O--60- -5

-broadeste
- be indica
{p) beside the number of both a‘orrespc:nclm
- claims. In thxa case a copy of the “phantom”™
' count must be attached to the form.

~ beside the number of the corresponding patent '
and application claims. A copy of the count

~from patent.

rferancas

with this pracucs siwuld be snbxmuad ;
p Director, . ‘
r mere claims of a patent are not
ally, the table of counts and claims
3-850 (see sections 1102.01(a) and
)5(x)) should be formulated en the bas:s
ciples set out below,

() %V}mre the application claim omits an

immaterial limitation or otherwise broadens the
corresponding patent claim, indicate by writing
{modified), (mod.) or (m) beside the mzmber
of the paient claim. i

2) Where the ap !uatxon claim i is mu'rower oy

than the corresponding patent claim, indicate

by writing (substantially), { subst.) or (s) be-
side the number of the app]wz!wn claim.

{3) Where the application claim'is broadened
in at least one respect but is narrower in another -
respect than the corresponding patent claim, a
“phantom” count, to be the issue as to the claims
concerned, must be drafted incorporating the

by writing (phantom), (phant.) or

The result of (1) and (2) will be that any
count, other than a phantom count, will be iden-
tical to the claims in the cases beside it on form
PO-850 having no indicator.

For rejection of copxed patent cl:ums see
section 1101.02(f)
Rule 203. Intt’rferen €1 ' _tent capymg claims
(a) Bez'ote nterference will be de- .
clared with a patent the appixcant must present in his
fapphcntxon copies of ali the claims of the patent Wmch

also define his invention and such claims must be

pat ntable in the apphcatlon ‘However, an interfer-
ence mav ‘be declared af!er copymg “the claims exclud-
ing an Imwmaterial limitation or: variation if sach -

. 1mmaterml limitation or. vatmtion is_not clearly sup-
~ ported in the appllcation or.if jthe applicant otherwise

makes a satisfactory showing in justification thereof.
~ib) Where an applicant p:eseuts a claim copied or
substantially copied from a patent, he must, at the
time he presents the claim, identify the patent, give
the number of the patented claim, and specifically
apply ‘the terms of the copied claim to his own dis-
closure, unless the claim is copied in tesponse to a
suggestion by the Office. The examiner will call to the
Commissioner's attention any instance of the filing of
an application or the presentation of an amendment
copying or substantially copying claims from a patent
without calling atténtiml toﬁthat fact and identifying
the patent. .

Rule 206, Interference m!h u palcnt; claima improp-~
erly ecopied.” (a) Where elaims are copied from n
patent and the examiner is of the opinion that the
applivant can make only some of the claims so copled,

Rev. 22, Oct. 1960

ressions from both claims and must



" he shall notify the apphi

he s of the opinion the
_other ciaims ang state farth
will be promptly declared.

of the claims;chi b
" claims stating why the applicant ca

claims and set a time limit, not less than 0

factory showing, be deemed a disclaimer of the inve
tion claimed. - o Gl
"When an interference with a patent i

posed it should be ascertained befo
are taken whether there is commo

- A title report must be plac yt
cation and the patented fi

-an _interference betwee
patent are forwarded.
iner, before initiating an inte

the patented file to t
notation as to ownership.

~ Parent 18 DrFrereNt GroUP

claring the interference (if any) is decided by
~and the interference is declared by the Gro
 where the copied claims would be «

fied. In such a case, it may be nec
transfer the application, including t
ings, temporarily to the Group wl
declare the interference. A print of the draw-
ings should be made and filed in the Group
originally having jurisdiction of the applica-
tion in place of the original drawings., When

classified in different Groups, the question
of which Group should declare the interfer-
ences shouid be resolved by agreement be-
tween the Examiners of the Groups con-
cerned, possibly in consultation with the
Directors involved.

1101.02(a) Copying Claims From a
Patent [R-22] =

A large proportion of interfereryicésy with a
patent arise through the initiative of an apgli- o

cant in copying claims of a patent whicl

come to his attention through citation in an

Office action or otherwise. i
If, in copying a claim from a patent an
error is introduced by the applicant, the Ex-

 Rev. 22, Oct. 1960

reply. 1If, after response by the applicant, the rejec-
tion is made final, a similar time limit shall be set for
appeal. - Failure to respond or appeal, as the case may
be, within the time fixed wili in the absence of 2 satis-

~ Where claims are copied from a patent clas-
sified in another Group, the propriety of de-

claims are copied from a plurality of patents

- 'made in & pending application and, if the pat-

ent is not a statutory bar, he must’: take steps
- to avoid the issuance of a second patent claim-
ing the same invention without an interfer-

: patent.

respornd to the patent

~ However, in some instances the Examiner

ohserves that certain claims of o patent can be

. The practice set forth hereinbelow ap-
when an issued patent and a pending

application are not commeonly .

 there is a common assignment, 8 rejection as

outlined in section 305 should be made if an
]attemﬁt is made to claim in the pending applica-
tion the same invention as is claimed in the

- A patent claiming the same mventmn as that
being claimed in an application can be over-

~ come only through interference proceedings

I the effective filing dato of the applicant is
three months or less later than that o

" Where the effective filing date of the applica-
catio % tion is prior to that of the patented application.
d the Exam- cf’ SRR

ference involving
“a patent, should refer both the application and
the Assignment Branch for

no affidavit or declaration is required.
, the pat-
tion, the applicant must submit an
eclaration that he made the inven-

tion pi the filing date of the patent, even

though there was copendency between the two

~ applications, Rule 204(b). The affidavit or

declaration may be made by persons other than
the applicant. See section 715.04.

If the effective filing date of the ahplicant is

more than three months later than that of the

~ patented application, the applicant is required

‘which will

davits or declarations including at least one by
a corroborating witness, and documentarv ex-

would provide sufficient basis for an award of
priority to him with respect to the effective filing
date of the patent application. In connection
with a requirement for a showing under Rule
204 (b) or (e), or in examining such a showing

“submitted voluntarily, the Examiner must de-

termine whether or not the patentee is entitled to

the filing date of an earlier domestic or foreign
_application. A determination that a divisional
~ or continuation relationship is acknowledged in
‘the heading of the patent is sufficient for this
_ purpose as to a parent application thus men-

“of record Int

tioned. In the case of a foreign application

this determination will not be made unless
the necessary ‘mpers (Rule 55(b)) are already
1e file, including a sworn trans-

lation of the foreign application if it is not in

_the English language. Where the benefit of

such earlier application is then secorded the

174

by Rule 204(c) to submit a showing by afi-

hibits setting forth acts and circumstances which
if proven by testimony taken in due course

bo added to lis letter stating that the correction




-nenc £ red ‘rule.
If duplicate copies of any of the affidavits,

~and state that

tee, this fact should |

" accompanied by
of the sho

declarations, or exhibits are omitted, the Exam-
iner will notify the applicant of such omission
rause of it the application can-
not be forwarded for declaration of the inter-
ference. Lack of an explanation should be

‘treated similarly except that if there are ac-

NeR 1101.02(a)
an yihg remarks, with 'ftlle amendment or in

, separste paper, which appear to be an ex-
ation their "suﬁciency“ghould not be gues-
A period of twenty days should be set
hich to corvect the omission.
'he substance of the showing will be con-

"\sidered:‘b}" the Examiner only to the extent of

determining that it includes an allegation relat-
ing to priority of at least one date prior to the
effective filing date of the patentee. Absent
such a date, the deficiency should be pointed out
and the copied claims rejected on the patent
with a time limit for response under Rale 203.
1f such an allegation is present and the inter-
ference is otherwise proper, the Examiner will
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will consider the suff

prior to declaration of the
Although, aside from dates, th

will not normally attempt an

the sufficiency of the showing, an.

- be made where it is clear beyond any argu

~ that the showing relates to an invention of a
differen

claimsonthepatent.
e filing date of the patent precedes the

filing date of the application and the patent is

t a statutory bar against the application, the

_claims of the anlicatibn should l‘l,)e

- the patent. T . tl icar
'.is claiming the same invention as is claimed in

make one or more claims of the patent, a state-
ment should be included in the rej
the patent cannot be. ome by
or declaration unde:
interference proceedi
U.S.C. 135, 2d par. a
the applicant controve this statement and
presents an affidavit or declaration under Rule
131, the case should be considered special, one
claim of the patent which the applicant clearly
can make should be sels }
should be made refusin accept the affidavit
or declaration under Rule 131 and requiring the
applicant to make the Selected claim as well as

t only through
Note, however, 35

any other claims of the patent which he believes

t character from that of the copied
s, In such a case, the Examiner may re-
accept the showing and reject the copied

the patent and that the applicant is able to

ion that
affidavit

tion 1101.02(f). If

by the Primary Examiner for the declaration

¢) |
whose filing dates ante-
_than three months,

1. 'fi}‘at(#aft avits are forwarded

of an interfere 11 be examined by a

> ’Bom'd of Patent Interferences.

2. If the afidavits fail to establish with ade-

‘quate corroboration acts and circumstances
~ which would prima facie entitle applicant to an

_award of priority relative to the effective filing

, rejected on
it appears that the applicant

find support in his application. If necessary, the

_ applicant should be required to file the affidavit
or declaration and showing required by Rule
204. In making this requirement, where appli-
cable, the applicant should be notified of the
fact that the patentee has been accorded an
earlier effective filing date by virtue of a patent
or foreign application. A time limit for response
should be set under Rule 203. In any case where

- if the applicant

~ the original showing (Rule 228), and will be

~ date of the patentee, an order will be issued con-
- currently with the notice of interference, requir-

ing applicant to show cause why summary

judgment should not be rendered against him.
3. Additional affidavits in response to such
‘order will not be considered unless justified by a

showing under the provisions of Rule 228, and
nds the patentee will re-
ceive from the applicant a copy of the response
{Rule 247) and from the Patent Office a copy of

entitled to present his views with respect
trhﬁl"“ﬂ. R L ; 00

4. Tt is the position of the Board of Patent
~ Interferences that all affidavits submitted must
des

ed, and an action  obse

be acts which the affiants performed or
red or circumstances observed, such as
ructure used and results of use or test, except
a proper showing as provided in Rule 204(c).
atements of conclusion, for example, that the

" invention of the counts was reduced to practice,

are generally considered to be not acceptable.
It should also be kept in mind that documentary
exhibits are not self-proving and require ex-

planation by an affiant having direct knowledge o

of the matters involved. However, it is not nec-
essary that the exact date of conception or re-

duction to practice be revealed in the affidavits
~or exhibits if the affidavits aver observation of

an applicant attempts to overcome a patent by

means of affidavit or declaration under Rule
131, even though the Examiner has not made
~ a rejection on the ground that the same inven-
tion is claimed in the patent, the claims of the
“patent should be examined and, if applicant is
_claiming the saine invention as is claimed in the
patent and can make one or more of claims of
the patent, the affidavit or declaration under
Rule 131 should be refused, and an action such
as outlined in the preceding part of this para-
graph should be made. If necessary, the require-
ments of Rule 204 should be specified and a

-and documentation should be precise as to dates

175

the necessary acts and facts, including documen-
tation when available, before the patentee’s
cffective filing date. On the other hand, where
reliance is placed upon diligence, the affidavits

from a date just p
filing date. L :

The showing should relate to the essential
factors in the determination of the question of
priority of invention as set out in 35 USC
102(c).

5. The explanation required by Rule 204(c)
should be in the nature of a brief or explana-
tory remarks accompanying an amendment, and

Rev. 22, Qct. 1000

rior to patentee’s effective

ions of Rule 228,




.. respects:

“ ‘ch an dppli«

j pie
may dlﬁ’er from tl pamlt claims by the

exclusion of an immaterial limitation or vari-

~ ation which the applicant can not make or upon

If a patent havmg a fili

plication and if the a

so that a second patent could not be granted
without interference proceedings, the  patent
should be cited and one claim of the patent

which applicant clearly can make should be
selected and the applicant should be reqmred -
to make the selected claim as well as any other
claims of the patent which he bebeves ﬁnd,

sug%mrt in his application.

g date later than the filing date of the

lication, so that a distinct patent could be
~ granted to the applicant without interference
~ proceedings, the patent should be only cited to

 the applxcant Thus, it is left to the applicant

~ copy the claims of the patent.

llOl 02(c) Copymg Claims From a

Patent, D!ﬁ'erence Be-
tween Copying
Claims and Suggesting
Claims of an Application

[R-22]

 froma patent differs from the practice of sug-
gesting claims for a prospective interference
involving only apphcatlons in the following

(1) No. correspondence under Rule 202 is
conducted with a junior applicant who is to
become involved in an interference with a pat-
ent but, instead, an affidavit or declaration under
Rule 204 is requlred

(2) When a question of possible interfer-
ence with a patent arises, the patent should be
cited, whereas no information concerning the
source of the claim should be revealed when
a claim is suggested for a prospective inter-
ference involving only applications.

Rev. 22, Oct. 1000

r date later than
the filing date of an application, discloses the

~ same subject matter as disclosed in that ap-
hcatmn cinims the =
same invention as that e mmed in the pstent

lication claims an mventzon pat- :
;dl erent from that claimed in a pat-
ich discloses the same subject matter a5
that disclosed in the application but which has’

~ing the patent.”

 to determine whether he mshes to and can
Patent

- not required

The practice of an applicant copying cla1m~= .

| application is taken up at once and the Exam-

176

a satisfactory showing (Rule 205(a) ), whereas
claims suggested for an interference between
applications must norma]ly be identical though
- Rule 203(a) permits an exceptx(m with the ap-
proval of the %e ‘ommissioner. ;

1101 92(1!) Copymg Clmms From a
, Patent, Copied Patent
- Claims Not Identified

If an attorney or a.genf presents a claim |

~ copied or substantially copied from a patent

. without mdlcatmg its origin he may be deemed

, obviously improperly, to obtain
s to which the applicant isnot

to be seekin
a claim or ¢ azm:s,ﬁ,

mterfemnee,. '
or the Ezaminer y ed mta making an
action different from what he  would ave,
made had he been in ion of all the facte.

Rule 205(b) therefore requlres the Examiner

to “call to the Commissioner’s attention any

- instance of the filing of an application or the

,presentatlon of an amendment copying or sab-
stantially copying claims from a patent with-
out calling attention to the fact and ldentlfv- -

,‘1101 02(e) Copymg Clamis From a
* . Patent, Making of Patent

~ Claims Not a Response to

Last Office Action

‘The makmﬁ of claims from a patent when
y the Office does not constitute a
response to the last Office action and does not

- operate to stay the running of the statutory pe-
~riod datin

from the unanswered Office action.

The declaration of an interference based on
such claims before the expiration of the stat-
utory period, b_y operation of Rule 212 stays
the runnmg of the statutory period.

1101 02(f)

Copymg Claims From a
Patent, Rejection of
Copied Patent Clalms :
[R—22] ‘

Rerecrion Nor Awmcmm T0 PATENT
When _claims from a patent are made, the

iner may reject such claims in the application
if the ground of rejection is not also applica-

ble in the case of the patent. Examples of




. 1191.02(f)
t of the entire ap-
able. Further,a
Yimit set in ac-
may be entered by the
y is satisfactorily ex-

lained (except that the approval of the Com-

_missioner is required where the situation de-
bed in the next paragraph below exists) ; but
- late under Rule 136 period, no matter
; ; hat the excuse, resuits in abandonment. How-
- fronm A W o ever, if asked for in advance, one extension of
atent was granted.” o either period may be granted by the Examiner,
It ‘shbﬁldgl-)?]ﬁéted,tha an applicant is per-  provided that extension does not go beyond the
mitted to copyha p%gznt;c im outside the year  SIX month statutory permd. o
 Copmen Ovrswe Tre Lnnarr

y substantially
, ) , 16 D. 70, 68 W} | SSROaE
: LA : 5 : o iere a patent claim is suggested to an
g;sicgégésv ngg s 9"0(:1%23%’5’6 EngQg ~ applicant by the Examiner for t%x_e purpose of
US"PQ" o7 In 10 1951 CD. 9120 establishing sn interference and is not copied
oo Besth. 1955 C.D. 34; within the time limit set or a reasonable ex-
y v. Williams, 118 USPQ “tension thereof, an amendment;;;‘resentmg it
Havmes et al.. 120 USPQ ‘thereafter will not be entered without the ap-
. Haymes et al, 120 USYQ  proval of the Commissioner. = .~
Asi ot in R I 206 B . 'The rejection of copird patent claims some-
= s is pointed out in Rule 206, where moré  gimes creates a situation where two different
than one claim is copied from a patent, and  perjods for response are running against the
the Examiner holds that one or more. of them  application—one, the statutory period dating
 from the last full action on the case; the
iL.on _ other, the limited period set for the response
" € claims con-  to the rejection (either first or final) of the
sidered patentable to applicant, rejecting the  patent claims. This condition should be
 others, leaving it to applicant to proceed under  avoided where possible as by setting a short-
 Rule 231(a) (2) in the event that he does not  ened period for the entire case, but where un-
~ acquiesce in the Examiner’s ruling as to the  avoidable, it should be emphasized in the Ex-
rejected claims. ' aminer’s letter. R i
~ Where all the claims copied from a patent In thisconnection it is to be noted that a reply
are rejected on a ground not applicable to the  to a rejection or an appeal from the final rejec-
_patentee the Examiner sets a tume limit for  tion of the patent claims will not stay the run-
reply, not less than thirty days. and all subse-  ning of the regular statutory period if there is
quent actions, including action of the Board  an wnanswered Office action in the case at the
on appeal, are special in order that the inter-  time of reply or appeal, nor does such reply or
~ ference may be declared as promptly as pos-  appeal relieve the Examiner from the duty of
sible. Failure to respond or appeal, as the  gcting on the ease if it is up for action, when
reached in its regular order. f

case may be, within the time fixed, will, in the ,
absence of a satisfactory showing, be deemed a " Where an Office action is such as requires the "
‘ setting of a time limit for response to or ap-

disclaimer of the invention claimed.
While the time limit for an appeal from the peal from that action or a portion thereof, the
Examiner should note at the end of the letter

final rejection of a copied patent claim is usu-
ally set under the previsions of Rule 206, where  i1,."date when the time limit period ends and
also the date when the statutory period ends.

the remainder of the case is ready for final
action, it may be advisable to set a shortened See§710.08.
statutor,i; eriod for the entire case in accord- ! I
ance with Rule 136.
The distinction between a limited time for
reply under Rule 206 and a shortened statutory
~ period under Rule 136 should not be lost sight
 of. The penalty resulting from failure to reply
within the time limit under Rule 206 is loss of : ’ . e
~ the claim or claims involved, on the doctrine of in the patent, any letter including the rejection
disclaimer, and this is appeaiable; while failure ~ must have the approval of the appropriate

to respond within the set statutory period (Rule Group Director.
178.1 Rev. 22, Oct. 108D

 ReJECTION APPLICABLE TO PATENT AND
 APPLICATION el

If the ground‘ c/)f"‘x?ejecitioq is applicable to
both the claims in the application and the claims



1102

k’phcawm be wit from issue for the pur-
- powe of interference. T} r, which should
o the clai f,iwé. to Mr

Ih' capxeci from 2 patent
" any othert finds basis for refusing the
~ ference, the ner p ance : el ground he should make an
with rule 237 ; £ 1105.03. The gmupd ateds ‘ _pm‘t to the group director of the rea-
tor’s approval mu be obtained before forward-  sons for refusing the requested interference,
ing the for f § ‘i 1112.08 and before mail- - Notification to applicant is made on Form
' ; ‘ - POL~271 if the entire amendment or a portion
r ‘on such a motion should av oid of the amendment {including all the copied
he patentability of the claims s) isrefused. The following orequivalent
to the patentee. See \030!1" language should be emploved to express the
. erse recommendation as to the enfry of the

P o copied or substantially copied patent claims:
Wl”"“g Clamis _Fron! 8 SEntryofelaims . __________. is not recom-
- Patent, After Prosecution mended because (brief statement of basic rea-
of Application Is Clesed ~ sons for refusing interference). Therefore

) or Apphcauon Is Al]owed:f rithdrawal of the .u,pphcatmn from issue is
i . not deemed necessary.”

laqt senten, 3

An amendment presentmg a patent claimin 1101, 3 Removmg of Aﬁdavns or
an application not in issue is usually admitted Declarations Before Interfer-
and promptly acted on. However, if the case ence [R—-28]

~ had been closed to further prosecution as by i S T
_final rejection or aliowance of all of the c}axm W en‘:here are of record in the file, affida-
~or by appeal, such amendment is not entered as ts or declarations under rule 131, 204(b) or
matter of right. 4(c) they should not be sealed but should be

Anmterference mav result when ana LC&“ left in the file for consideration by the Board

pies claims from a patent which provz ed the ' of Interference Examiners. If the interference
bﬂ"S for ﬁnal rejection. Where this occurs, if proceeds normally. these affidavits or declara-
the rejection in question has been apgwaied the ' tions will be removed and sealed up by the Serv-
Board of Appeals should be notified of the ice Branch of the Board of Patent Interferences
withdrawal of this rejection so that the appeal  nd retained with the interference. : "
may be dismissed as to the involved claims. In the event that there had been correspond-

Where the prosecution of the application is  onee under Rule 202, this should be obtained

‘closed and the copied patent claims relate toan  from the assoclate mlxcitnr and left nmxealed) ik
invention distinet from that claimed in the ap-  in the file. .
plication, entry of the amendment may be de-
nied. (Ex parte Shohan, 1941 C.D. 1; .)2’ 0.G. 204, as well as an affidavit or declaration under
501.) Admission of the amendment may very  rule 202 (which never beeomes of record in the
PI'OPG!‘b' be demed in a closed 3PPhCﬂU°“s if apphmrmn file) are available for inspection by
prima facie, the ciaims are not supported by ap-  an opposing party to an interference when the

phcantsdlcc]o:ure, An applicant may not have preliminary ~mtements are opened. Ferris v.
recourse to asserting a patent claim which he  Tuttle. 1940 C.D. 5: 521 (.G. 523.
has no right to make as a means to reopen or pro- The now opened affidavits ar declarations

long the pmsecut,nn of his case. See § T14.19(4). filed under rules 131 and 204 may then be re-
: turned to the application files and the affidavits
At""’:“ NOTICE OF ALLOWANCE = or declarations filed under rule 202 filed in the

When an amendment which includes one or interference jacket.

more claims copied or substantially copied from 1102 Preparation of lnlérférence

a patent is received after the Notice of Alow-
anee and the Examiner finds one or more of the Papers and D“"lamt“m {R-22]

claims patentable to the applicant and an inter- Rule 20%. Preperation of interference papers and
ference to exist. he should prepare a letter {see declaration of inferference. (2} When an iuterfer-
Fetter Form § 1112,('14]_ wquesting that rhe ap- ence is found to exist and the applications are in cob.

177 LU Rev. 28, Apr. 1971

Affidavits or dechr‘mons under rules 131 and [ :



- which provides au
- and. if so, identifying. snch appﬁatmn e ‘ of the Ne f ir iam-
(b} A natent interference examiner will instit : ' papers are prepared in
' ‘ the Service Bmmh of the Board of Patent
rferences.
In declaring or redechrm«r an mterference
- the following should borne in mind: . 2
(1) That no party should be made j ]um :
to some counts and senior as to others, but that
ofa nte sber ‘two interferences should be set up making the
the patent.  The noﬁces 1 also specify the' issne of party with two apphcauone ]unmr in one in-
the interference, whi 1 be clearly and concisely terferem'e and senior in the other. i
defined fn only as D 5 a8 may be neces  (2) That no interference should be uedared
define the interfering subje _(but in the case  in which each party - interference is not

of an interference wit ‘the claima of the  involved on every
. patent which can be made b ‘the applicant shonld con- (3) That where an. apphcant putq identieal
~ stitate the counts},’ ; ite the claim or claims in two apphc‘atwns by virtue of ene of
claims of the respective cases corresponding to the  which he will be the senior party and of the
count or counts. If the application or patent of a  other the junior the latter ‘lpp‘l;('ﬁtlfm should be

_party included in the interference fs. division, con-  placed dxrectlv'm ‘the interference leaving the

. tineation or continuation-in-part of a prior apphcationV 5 ;app]lf‘ant to gain such benefit as he may. from
" and the examiner has determined that it is entitied to  the senior application either by motion to shift
" tbe filing date of such prior application, the notices',_ﬂthe burden of proof or by mtroducmo‘ the
shall so state. Except as noted in paragraph (e) of  senior into t,he interference as evidence.”  (In
_this rule, the notices shall also set a schedule of  re Redeclaration of Interference Nos. 49,635;
times for tuking varions actions as follows: 14.636; 49,866 1926 C.D. 75: 350 O.G. 3.) :
{1) For filing the prelmunarv statements required ~ The I femorandum and the files to be

by rule 215 and serving notice of such filing. not less ~ involved are forwarded to the Interference
than 2 months the date of declaration. , Service Branch, including prior applications or
(2) For each - who files a preliminary state-  patent files benefit of which is being accorded.
ment to serve a copy thereof on cach opposing parts  Any correspondence under Rule 202 should be
~who also files a preliminary statement as required by obtained from the assnciate solicitor fmd for-

“rale 215(b). not less than 15 dars after the expiration warded with the other papers. See §
of the time for filing preliminary statements. This same practice obtains in the utse of affida-
(3) For filing motions under rule 231, not less than vits or declarations of this nature in earlier ap-
4 months from declaration. plications the benefits of which is accorded a

_(e) The notices of interference shail be forwarded party by the examiner in the initial memoran-
by the patent interference examiner to all the parties, dum. Such cases: will be acknow]edged n the
_in care of their attorneys or agents; a copy of the Declaration papers. : :
_ notices will also be sent the patentees in person snd. it Rule 207( E) requires mclucxon of the name
_ the patent In interference bas been aesigned to the  and residence of any assignee in the declaration
assi ~notice. Therefore. a recent title report on all the
applications and patents involved should be
obtained by the examiner and forwarded with
the other papers to the Board of Patent Inter-
ferences.
The information to be included in the initiat-
ing memorandum is set forth in § 1102.01(a).

1102.01 (a) Initial Memorandum te

d) When the notices sent in tbe interest of a patent
. returned to the Office undelivered. or when one of
' the parties resides abroad and his agent in the United
States is nnknown, additional notice may be given by
publication in the Official Gazette for such period of
- time as the Commissiener may direct.
- (e) In a case where the showing required by rule ~
204 (e) is dermed insnfficient {rule 228) the notice of

interference will not set the time =chedule specified the Board of Patent Inter-
in paragraph . (b) of this rule but will be accom- ferences [R-28]
panied by an order .to show cause by the Board of The initiai memorandum to the Reard of

Patent Inteferences ax provided by rule 228, Patent Interferences is written on Form PQO-
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, 05 and is s;gned bv tim
arv examiner, Since the files will bhe
able, informati ion found on the file wrapper

unnecessary and is not desired cxcept as
icated on tho form. The form is designed
to require a mmmmm of effort by the exam

wer and typing should not be used unless

~the counts are not found verbatim in any file
as provlded in the last sente

upphed at the end of the form using addi-
tional plain sheets if needed.  The files to be n-
cluded in the interference should be listed by
last name (of first listed inventor if Jpphmtmn

~ volved. The sequence of the listed applications
is completely imma
determined that a par
of the fAling fhtp of one
(or patents) as'to all.
vided on the form for indic fig

be filled in as to all such. apphcanom. It
: parncularl) ;mportant 1o list all’ apphcatxon»

~titled. ~The date of abandonment or patentmg
 of a prior application should be indicated by
~ checking the appropriate box and w riting the
~date. The word “pending” should be written
if a prior application is still pending. An ap-
licant will be accorded the benefit of a for-
pplication on the form PO-830 and
declaration notices only

- of such application.

wovided hehas u)mplled with the requirements of
rule 55, has filed a sworn translation, and the

850 (see § 1101.02(a)). The claims in each case
which are unpatentable over the issue should be
indicated in the blanks provided for that pur-

showing the relation of the counts to the claims
of the respectxvc parties in the area provided in
the form as for example:

Joues Smith Green

£ b A I LA S 16 3 2

R S ] 1 8{m)
B e 9 15 5
L OGS 4 11 8{m)

, mmmm

f rule 203(a).
n this case copies of the counts should be

© - isjoint), serial number, and filing date irrespee-
- tive of whethier an apphmtmn or a patent is in--

o 1f ythe examiner has

‘necessary to provide continuity of pendency to

~the earliest application to which a partv isen-
- examiners, when forwarding the Initial Mem-

if he has filed the
papers required by rule 55. mcluchng a sworn
translation. and the primary examiner has de-

- termined that he is in fact entitled to the benefit
A patentee may be ac-

corded the benefit of the filing date of a foreign
_application in the notice of interference pro-

~unless he shows that he is entitled to continue

pose. The examiner also must furnish a table

_ patent in the table of claims.
tions where exactly corresponding claims are

nmua) ,

ym elch" m wluch

'I‘he indication of ‘

inv olvmg a pﬁteﬁtee and the examiner is of

the opinion that the application or applications
- contain clzims not patentably different from the
issue of the interference, he should append to
the letter to the applicant a statement that such
claims, specifying them by number, will be held

ubject to the decisions in the interference.
The reason for making such statement applies
equally well to an mterference involving only :

. ap{:hcatsons.

he practice announced in these deasmns
should
the parties notice as to what claims the exam-
iner considers unmtenmble over the issue, it

_avoids the inadvertent granting of elaims to the

lo&mg party which are net patentable over the
issue, but which are not meluded therein, and
will . pmbabiy recu!t in fewer monom under

o rule 231(b).

In carrying out tl‘e pmvlsmns of rule 208,

ot:am_ium to the Board of Patent Interferences,
will in a separate memorandum, call their at-

_tention to cases in which two of the parties are

represented by the same attorney, in lieu of
calling the matter directly to the attention of -
the Commissioner. The patent interference

“examiner when mailing out the notices to the

partles and their attorney will advise the par-
ties and the attorney that the attorney ~ill not
be recognized further as representing either par-
ty in the: interference or in the interfering cases

to represent either or both parties as provided
by rule 208. The patent interference exam-
iner will also call to the attention of the parties
and the attorney the requirement of the second

primary examiner has determined that the - sentence of Rule 201(¢).

patented claims involved in the interference
_ are supported by the disclosure of the foreign
application. This should be noted on form PO~

In an interference involving a mtenf. if the
pmmars e‘:ammer discovers a reference which,

~in his opinion, renders a count obvicusly un-
‘patentable. action should be taken in accord-

ance with § 1101.02(f).
If one or more of the counts are claims of an

_involved patent modified to be broader than the

corresponding patent claims, the word “modi-
fied” or “substantially” should appear in paren-
!heses after the conmpondmg claims of the
In other situa-

not present in the applications and patent con-
sidered to be interfering, see the guides and
examples set forth in § 1101.02 under the head-
ing D. FORMULATION OF TABLE OF

Rev. 28, Apr. 1971

followed. Such a statement gives



‘"emmt
counts is

he bee! pmotwe in m-‘, o
dependent

aﬁphmtmnq,
d each count should

onfusion in lan-

e ependen

a dependent claim ma be the so]c count of zm;

erfe

‘the apphc‘ltl
_in th

o Ifan rmh
o bv ‘the Commlesmner
; : the interfe

ot pen on of Fx Parto Prnem-u-

I ,artlal [R—-2a]

rlo proaerntian On“
declnraﬁnn of the interf ence ex ‘parte prosecution :
cof an application is mmpendod and amendments and =

’, other papers received during the pendency of the in-
. terteren(*e will not be entered or considered without

L the consent of the Commissioner. except ‘ag provided

by these rules. Proposed amendments direeted tow ard

“the declaration of an interference ‘with anotber partv_

will be considered to the extent necessary, 'Ex parte

" Rev. 28, Apr. 1971

~ provided

,wxﬂ take ;'

beeome B contested case.

(b} The primary exammer will reta,
of the case until the declaranon of i
'made , T
The declamh:m of mterferem*e is made w’hen s
”*the'}. p’ttent, interference examiner mails the .

rte prosecution of an appeal under ruieq |
proceed cone tly with an interfer-

the appeal certifies,
placed in the file,
mterfereme d_ :

ther apphmhon “;b
gnee. h.wmco rlapping

07, the Board of Patent taterferences =

"kxctmn of the. same wmch will ‘then

; juﬂsdiction ,

arties. The in-
pendmg before
from ‘the

of mterference to th

plicants are
Rule 226

on ‘motions, n
p- _they are tempomn!y :
~ bunal before whom the partxcular questm’

in po:e@ssmn of t

pendmg :
If. independent of that mterference. action. as .

~ toonie or more of the applications becomes neces-
- sary. the Ex
- application or
- Branch by leaving a charge card. It is not
~ foreseen that the primary examiner will need .

ner charges out the necessary
plications from the Qervxc

to take action for which he requires jurisdietion

of the mmre interference. However, if circum-

stances arise which appear to require it, the pri-

mary  examiner should request }urbdlctmn‘ '
¢ from the Board of Patent Interferences.

The Examiner merely borrows a patent file,

~ if needed, as, where the patent is to be involved

ina new mtcrf(,ren:‘e

,apphc‘\tmn o



krewrds and‘prmted pllb]l(‘ ations will not aarmﬁllr be

lered, and Wi
s p‘&tentée motlon to dissolve on the ground

that the subject matter of the count is uhgrau:nmbk to

considered. except that a motion to dissolve as to the
patentee may bhe brought which is limited to such mat-
ters as may be considered at final hearing i rule 258;.

here a mot;mn to dissolve is ba=ed on prior 3rt serv-

- prior art A mo..mn
there is no mter!erpnce in fact wxl} na

differs from the frfrreCponding claim’ of an
~patent or of one or more of the inro!red 2;
as ‘provided in rules 203(a) and ‘N)Sta) : :
(2) To amend the issue by addition or ~ﬁb¢txtutmn

of new.counts. Each sueh motion mnst rontaio an ex-
‘planation as to why a connt proposed to be added is
necessary or why. a count proposed to be substituted
is preferable to the' nrxgmal count, must riemon-rrate
“patentability of ‘the count to all paltxea and must apply
the pruposed rount to all involved App!z(..w s except
an applicafion i which- tlle proposed count criginated.

(3) To substitute any other application owued by -

lum as’ to the exutmg issue,’ or to declare an addi-
tional mterfer#m’.e to include any other zonplication
owned by him as to any subject matter otter than the
. existing issue but disclosed in his upplltada’;ﬁ or patent
involved'in the interference and in’an Opposing party's

‘one of the parties to the interfer-

all parties or is unpatentable to the patentee will be

o th case of action by the primary examiner under rule :

"~ wherein such action was incerporated or the ‘date of

1’1@5

an oppositiem to a nmrion to anwnd whix:h is imseﬂ on.
X AFt must include copies of such prior art. In L

237. such raotions may be made within 20 days trom
the date of the primary examiner's decision on motion

the communication giving notice to the parties of the -

“proposed disselution of the interference.

(¢) A motion to amend or to substitute another
application must be. accompauied by an amendmeut
adding the claims in question to the application con-
cerned if such vl:uma are not alreadv in that applica-

o tion.

n@” OBS

(d) al proper motions as specified in paragraph (a}
of this rule, or of a similar character, will be trans-
mitted to and considered by the primary examiner with-
out -oral argument except - that - consideration of 2
wotion t¢ drs;-onve wil bé deferred to final hearing
before a Rnard of Patent Interferences schere the mo- -
tion urges anpatentability of a-count to one or more
parties which would ‘be reviewable at final hearing

‘under rule 238{s} N and ~uc-h unpatentabihtv is urged

againsta patemep m- hﬂa been ruled upon by the Board
of Appeale or by a court in ex parte proceedmgs
Requests for reconsideration will not be entertdmad
{e) In the determination of a ‘motion to dls&ohe an
interference between an application and a patent ‘the
prior art of record in the patent file may be referred
to for the purpese.of construing the issue:
AU ps“ the gr'mtmg of a motion to amend and the

e adoptmn of the claims by the ‘other partws within a-

application or patent in the interference which should “

be made the basis of interference with such oiher party.

Lomplete (opzes of the contents of such other appma- .

tion, except afﬁ;jar:ts or declarations under rules 131,
202, and 204, must be zerved on all other uafxiés and the
motion must be accompanied by proof of s u-v zervice,

(-4 To be uacenrded the benefit of an eariier ‘a prplica-
tion or to attack the benefit of an earlier appiication
which has been accorded to an opposing party in the
notice of declaration. '

(D) To amend an involved application by adding or
removing the namies of one or More INVEnIors as pro-
vided in rule 45.

iy Each motion must contain a fajl s
the grounds therefor and reasoning in suppory there-
of. “Any opposition to & meotion must be fied within
20 days of the expiration of the time set for filing
motions and the moving party may. if he desires, file

v ey
W
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ment of
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-‘time specified. or upon the gmntlm5 of a mutlon to sub-
stitute anoxher Jpx,m.ltwn. :m(l after the expiration
of the txme for. ﬁm.g any new ptehnunary statements,

a patent

mtert‘s-renu' e\ammﬂr«ha!i redeciare the
mtorfort-nce ar. shali declare such other interferences
1rv‘m include said. claims. A prelim-.

as may be nec

“inary statement as to ‘the added rlaims need net be .

filed if a pariy states that he intends to rely on the
original statement and such a decis
claims need not he ~1gned or sworn to by the inventor

in peiwn. A second time for filing motions will net be

set and -.ubec«pn nt mot!om with respect to matters
which have been oucel consldered by the primary ex- -
aminer will not. bo (oneld@red

An interference may be enlarged or dimin-
ished botl: as to counts and applications_ in-
volved, or may he entirely dissolved, by actions
taken under I{ulv 231 “Motions before the pri-
mary examiner” or under Ru]é """‘“I)lssolu-
tion at the request of examiner™ " The action
may be a =ubstitution of one or more counts,
the addition of connts or dissolution as to one or
more connts or as to all counts, a change in the
application by addition, substitution, or dissolu-

. 25, July 1976

aration as to added




110501

tion a shifting of the burden of proof, or a con-
version of an application by changing the num-

Decisions on
le are made
the Primary

_ ber of inventors. See § 111

~ Examiners should not consider ez parte. when

ceedings involving the same applicant or party
in interest. See §1111.01. :
 Qceasionally the entire subject matter of the

~ interference may have been transferred to an-

other Group between the time of declaring the

interference and the time that motionsaretrans- \ el
Motions to dissolve

" mitted for consideration. = If this has occurred,

after the second Group has agreed to take the

case, the Interference Service Branch should

. be notified so that appropriate changes may
~ be made in theirrecords. =

 1105.01

Briéfs tind Considéraﬁﬁn of
‘Motions  [R-25]

A party filinga motion is expected to incor-

initial brief is not contem

filed with the motion it,ts'ouFd not be objection-
‘able.  Under Rule 231(b) other parties have
twenty days from the expiration of the time for

tion, and the moving party may file a reply brief
within fifteen days of the date such olg)osition
is filed. If a motion to dissolve is filed by one

~ amend within 20 days from the expiration of

times for opposition and reply brief are allowed
with respect to the filing date of the
motion.

After the expiration of the time for ﬁ]ing a

reply brief, motions filed under Rule 231 are
"examined by a Patent Interference Examiner
who, if he finds them to be proper motions, will
transmit the case to the Primary Examiner for
consideration of the motions with an indication

of such motions as are improper under the rules.

and which should not be considered if there be
any such. No oral hearing will be set. The
Primary Examiner should promptly render a
decision on each motion transmitted by the
Patent Interference Examiner. The decision
must include the basis for any conclusions
arrived at by the Primary Examiner. Care
must be taken to specifically identify which
limitations of a count are not supported, or the
portions of the specification which do provide
support for the limitations of the count when
necessary to decide a motion. The Examiner

Res. 25, July 1970

MANUAL OF PATENT EXAMINING PROCEDURE

- tain the approval of a member of the Board of

Patent Interferences bsfore mailin
raised by an apﬁlicant, ‘questions which are  approval are:
pending before the Office in infer partes pro- . ¢

. port for a count is raised in opposition or

‘porate his reasons with the motion so that an
Jated although if

filing motions for filing an opposition to a mo-

party the other parties may file a motion to
the time set for filing motions and the same -

Jlatter

© tion unless the Primary Exammer from his

to answer ﬂl grgmmhm

In motions of the types specified below the
Primary Examiner must consult with and ob-

ate { s , the deci-
sion. Motions requiring such consultation and

Motions to amend where the matter of sup- -

the Examiner decides to deny the motion
for that reason, Sl :
ions relating to th
" application, '

e benefit of a,":‘prmr, e

‘on the ground that one
have no right to make the

Or more parties
counts, . - e R R P
- Motions to dissolve on the ground of no inter-
ference in faet, .~ p
Motions to convert an application to a differ-
ent number of inventors, o
Motions to substitute or invelve another ap-
plication in interference where the matter
- of support for a count is raised in opposi-
 tion or the Examiner decides to deny the

“motion for that reason, g :

‘Motions to amend involving modified or
“phantom” counts, : E

- Motions to amend seeking to broaden a patent

claim and an issue is raised with respect to

the showing in justification. i

Requests should be made to the Patent Inter-

. ference Examiner for the assignment of the
- 'Board ‘'member to be consulted. The con-
~ sultation will normally be at the offices of the
" 'Board of Patent Interferences. The Primaryv
. Examiner should arrange a convenient time by
telephone. In the case of motions to amend
~“or to involve another application the Patent

Interference Examiner will examine any oppo- -
sitien which may have been filed and if the
question of right to make the proposed counts

as to any party is raised thereby, he will indi-
cate in his letter transmitting motions the nec-
essity for consultation. If such indication is
not made there will be no necessity for consulta-

own consideration concludes that one or more
parties cannot make one or more of the pro-
posed counts. In this case he should inqguire
of the Patent Interference Examineras to which
member to consult. S !

1105.02 Decision on Motion To Dis-
solve [R-25] e
By the granting of a motion to dissolve, one

or more parties may be eliminated from the
interference; or certain of the counts may be




r removal of the files of the parties

‘who are dlwolved out. Ex parte action is re-
‘sumed as to thoss applications and the interfer-
in parties.

ence is continued as to the rems
The ex parte action then taken in

forth hereinafter under the heading
with res

motion

one or more counts it should be kept in mind
that once the interference is dissolved as to a
count any appeal from a rejection based thereon

B -~ is ex parte and the views of other partiesin the
_interference will not be heard. In order te
preserve the inter partes forum for considera-

= tion of this matter a motion to dissolve on this

basis for it.

a upon the same ground for dissolution,
which ground will subsequently be the basis for
rejection of the interference count to one or
more parties, the interference shouid be dis-

solved pro forma upon that ground, without

regard to the merits of the matter. This agree-
ment among all parties may be expressed in the
- motion papers, in the briefs, or In

* mussen, 339 0.G. 223; 1925 C.D. 75, and Tilden

v. Snodgrass, 1923 C.D. 30; 309 O.G. 477 and

Gelder v. Henry, 77 USPQ 223.
Affidavits or declarations relatin

rations relating to the prior art may be con-
sidered by analogy to Rule 132, ‘

If there is considerable doubt as to whether
or not a party’s application is operative and it
appears that testimony on the matter may be
useful to resolve the doubt, a motion to

dissolve may be denied so that the interference -

may continue and testimony taken on the point.

See Bowditch v. Todd, 1902 C.D. 27; 98 O.G.

792 and Pierce v. Tripp v. Powers, 1923 C.D.
69 at 72,316 0.G. 3. o

dated by the effective filing dates or the alle-
gations in the preliminary statements of all
parties, then the anticipatory effect of that

293-354 O - 70 - ¢

taken i rejected
applicetion should conform to the practice set
'} ; “Action
After Dissolution” (§1110). See §1302.12
ect to listing references discussed in
cision. o
With respect to a motion to dissolve on the
ground that one or more parties cannot make -

- 1105.03

~ ground should not be granted where the deci- o
~ sion is a close one but oniy where there is clear ; ‘ Ly
Tt should be noted that if all parties  Jotions by the interfering parties may be

apers di-
rected solely to that matter. See Buchliv, Ras-

to the dis-
- closure of a party's application as, for example,
on the matter of operativeness or right to make
should not be considered but affidavits or decla-

Where the effective date of a patent or pub-
lication (which is not a statutory bar) is ante-

183

iy 110508
gcumt ‘or publication need not be considered

. by the Examiner a¢ this time, but the refer-

‘ence should be considered if at least one party
ails to antedsate its effective date by his own
ling date or the allegations in his prelimi-

- nary statement. See Forsyth v. Richards, 1905
- C.D. 115; 115 $.G. 1327 and Simons v. Dunlop,

103 USPQ237. :
In deciding motions under Rule 231(a)(1)
the Examiner should not be misled by citation

. of decisions of the Court of Customs and Pat-

ent Appeals to the effect that only priority and
matters ancillary thereto will (
and that patentability of the counts will not
‘be considered. These court decisions relate
nly to the final determination of priority,

_after the interference has passed the motion
~ stage; in the ordinary case a motion to dis-

‘solve may attack the patentability of the count
‘and need not be limited to matters which are
~ancillary to priority. = i
Decision on Motion To
- Amend or To Add or Substi-
. tute Ancther Application

made under Rule 231(a) (2) and (3) to add or

- substitute counts to the interference and also to

substitute or involve in interference other ap-
plications owned by them. It should be noted
‘that, if the Examiner grants a motion of this
character, he sets a time for the nonmoving
arties to present the allowed proposed counts

in their applications, if necessary, and also sets -
~a time for all parties to file preliminary state-

ments as to the allowed proposed counts. An
illustrative form for these requirements is given

~at §1105.06. If the claims are made by
some or all of the parties within the time limit
set, the interference is reformed or a new inter-
ference is declared by the Patent Interference
Examiner. AR e et i

If a motion under Rule 231(a) (3) relates to

“an application in issue, the application should =~
be withdrawn from issue prior to decision on

the motion only if the motion is transmitted to
the Primary Examiner after the issue fee has
been paid or the date of transmittal is so close
to the ultimate date for paying the issue fee that
the motion cannot be decided prior to that date.
For form see § 1112.04. :

The case should then be withdrawn from issue
even though the Examiner may be of the opin-

. ion that the motion will probably be denied,

but this withdrawal does not reopen the case
to further ex parte prosecution and if the mo-
tion is denied the case is returned to issue with
a new notice of allowance.

Rev. 25, July 1970
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\ e moving party’s )
terference %ioses the snb]ect

ontrarv o the nractlce Whl("h obtams When‘,
‘agree upon the same. ground for ‘

the, concurrence of all parties

y substitute or add an ap-f

certai
ot relieve the Examiner o his d,, Ly
e independently wi

: are atentab e'an :

ts by the parties, i
such references
counts, m‘lkmg
cessar}
are should be

 may anncxpate
earch for thlc pur

msed. in demdmg

ex
that any counts to be added to the
erference differ materially from the

ounts and from each other, and that

nterferences likewise dif-
counts of the first inter-

§ 1101.01(j).

piy s whether different

required to prove priority as, for
neric original count

propowcl count to a species, or vice versa,

answer is afirmative, the motion to add

the p oposed count should be granted. When
‘a_patent is. involved, all of the patent claims

ich the applicant can make must be mduded

as counts of the, mtezferenr'e
The Examiner ou]d also be
refuse ncceptar

careful not to

Rev. 25, July 1070

to make. should no
“or deciarations relati
~ considered by analogy to Rule

~of invention set forth
, ‘the mere :mtement that the effective date of the

cthe ‘matter
of a count broader than orig-

the ground that 1t¢ doeé.- :
Ifthatisi

fs to include one or more features

to pafentablhtv of the
e is room for a rea»onaLIa :

(o pateutabiv distin
le to dd the\pro sed'cnum

ili allow the part es to
to‘ both counts,

rativeness or righ
m?gered but affidavits
to the prior art may be

If a motion under Rule 231(a

fdemed on the basis'of a referen

a statutory bar, and which is cited for the first

~ time by the Examiner in his decision, the de-
cision may be modified and the motion granted S
“upon the ‘filing of proper flidavits or declara-
~ tions under Rule 131 in t
we party involved. This is by analogy to
‘Rule 237. although normally. request for recon-.

application file of

~1rlexat nof deusxons on motions under Rule
: be‘ entertamed Rule 2‘31(d

insy ction ‘of Oppmmﬂ' pd.rtleQ
hould be made to the dates
therein other than

. fthev remain L-.ealed t.ntxl m
: ment: for the new counts are opened

A member of the Board of Paten Interfer-
ences must be consulted in mnnectmn with

“tions to add or Slﬂ)stltute one or.more. counts

or applications where the matter of right to
make one or more counts is raised in an oppoq-'

tion to the motion or the Primary Examiner
" wishes 1o deny

a mation for: that reason al-

though it has not heen raised by a party. In
the event the consultation ends in disagreement,
will be resolved by the Assistant

Conmissioner.

at the pa ties will not be limited in :



appi ation under
- shifting -

i Thes mvols
the bur en. of proof or mer
the benefit of lier da
~change the order o: 3
result in juc
against a junior pa
ment does not
“application or, in a junior party, they
nmay shorten the period for which aiﬂ-;_reme must
be proved or change th burder of proof from
that of bevond reascnable doubt 0 a mere pre-
pondem.ueof the evidence. - - '
If there is doubt whether an ear"
cation discloses the invention involved
interference, there being a reasomable ground
for denying the party’s right to it, a party
should not be given th rlier record date.
The denial of a motion to shi - burden of
proof does: not daprne a part» of benefit
of the earlier application upon which the mo-
- tion was hased. He may have the matter re-
_viewed at final hearing (Rule 25
- introduce that application as part of his evi-
dence to be subject to argument by all parties
and to be considered by the Board of Patent
Interferences. See Greenawalt ..‘Mark 1904
C.D.352; 111 O.G. 2224, :
In decxdmg a motion of this nature, it is usu-
ally advisable first to determine exac tly which
connts will be involved in the final redeclaration
of the interference. The practice in deciding
the motion should then follow that set forth
in the case of In re Redeclarari
ences Nos. 40.630; 49,636; 40565
75: 350 0.G. 3. In mcox'd‘um
stated case, no party in an inter
be made junior uas to some count
to others,”. Therefore, if, in co

‘hose premmimrx state-

1926 C.D.
=ith the last

dering a mo-

~that the moving party is entitled to tle benefit

 of an earlier tiled. application as 1 some counts

~ but not as to other connts in the same interfer-
“ence, the motion should be denied. ,

her filed, allowable application disclosing a

single w])(‘( tes (including chemical mmp(m—
tions) is a umsn'ut'me reduction to practice
of a count expressing the genus provided con-
tinuity of disclosure has been maintained be-
tween the earlier application and the involved
application either by copendeney or by a chain
of successively u)pvndmg appiications. Where
such an spplicntion is a constructive reduction

applicant last to file unl

“which ‘mmdams tlm!; G

es prior to the earlier.

‘- or other resson be found \viuch in the opinion of the

nd he may

ionn of Interfer-
f-:reuue ahould'
anld senior as

tion to shift the. burden of proof, it is found

In accordance with present practice an ear-

2al{a) {2) or ()
this practice, the Primary Examiner sheuld

1105.%

beneﬁt of its filing date may
ior perty by a
proof.

motion to
See Ms‘Bame\ V.
5 Den Beste v, \iartm,
. G, V24 Erzmi et al Y.
urray et al,, 1 D. 311 ' ‘
With respect to the shu’tmig

n

‘ '{)f proof it should ‘be noted t

taking testimony. shounld be pim?ed upon the
ess all the counts of the
“earlier application
ie other party. o
For proving of forexgn ﬂimg for Prlorlt\ see
s 201 14.‘7011;:., S ,

interference read upo

Dissolution on Péimdrf 'Fx-:
aminer’s Own Request Lndcr ,
‘Rule 237 [R—2a}

Rule 237, Dweuluhtm at Har n’qm‘d of craminer.
If, during the pencleum of an nterference, a referen(‘e

1105.03

pnmun’ e\ammer renders all or part ‘of the counts
unpats_ stabie, the ut*vnnou of th9 Board of Patent
I"tﬂrferpn cos shall be cailed thereto. The interference

Y may hf- suspended and referred 1o the primary exam-
Liiner for C

isideration of the matter, in which case the
parties will be notified of the reason 1o be consjdered.

“Arguments of ‘the parties regarding the matter will

be considered if filed within 2¢ days of the notifica-
tion. The interference will be continted or dissolved in

_accordance with the determination by the primary

examiner. If such reference or reason be found while
the interference is-before the prmmrv examiner. for
determ.natmn of “a motion, decision thereon may. be

“incorporated in the decisien on the motiomn, but the

parties “shall -be ‘entitled - to recou~1demnon ‘if they
haw not -ubmxtted argmnen. on - the matter.

Rule 237 covers dissolution of an nnerfm'ence :
on the Primary Examiner’s own motion if he

- discovers a reference or other reason which
“renders all or part of the counts unpatentable.

Two procedures are available under this rule:
First, if the Primary Examiner finds a refer-
ence or other reason for terminating the inter-

ference in whole or in part the interference is

before him for determination of a motion, deci-
sion on this newly discovered maitter “may be
incorporated in the decision on the motion, but
the parties shall be entitled to reconsideration
“if they have not submitted arguments on the
matter” (Rule 237). This same practice obtains
when the Primary Examiner discovers a new
reason for holding counts proposed under Rule
unpatentable.  Under

reconsideration may be reguested
24t (e},

state ‘that
within the time specified in Rule

Rev, 25, July 1970




motion, he should call the attention of the Pat-
_ent Interference Examiner to the matter. The
Primary Examiner should includs in his letter

!

Second i the Primary Examine fnd
;rance or other reason for termini

_to the Patent Interference Examiner a state-
ment applying the reference or reason to each of
_ the counts of the interference which he deems

o ‘unpatentable and should forward with the origi-
nal signed letter a copy thereof for each of the
parties of the interference. Form at §1112.08.

If preliminary statements have become open

authorizes the Primary Examiner to inspect his
preliminary statement, effect may be given
thereto in considering the applicability of a

reference to the count under Rule 237. See

§1105.02,

The Patent Interference Examiner may sus-
pend the interference and refer the case to the

_ Primary Examiner for his determination of the
question of patentability, which is inter partes

 asin the case of a motion to dissolve. Briefs

may be filed within twenty days of the notifi-
cation of the parties of the referral, but no

hearing will be set. Decision is prepared and
mailed by the Primary Examiner as in the case

of a motion to dissolve. ,
In cases involving a patent and an appli-
~ cation where the Primary Examiner raises the

it question of patentability of the count, atten-

.. tion is directed to Noxon v. Halpert, 128

-~ TUSPQ 481. ' s :
If, in an interference involving two or more

applications, a reference is brought to the at-

tention of the Examiner by cne of the parties

to the interference, that fact should be made

of record by the Examiner in his letter to the

Examiner of Interferences under Rule 237. -
If, in an interference involving an applica-
tion and a patent, the applicant calls attention
to a reference which he states anticipates the
issue of the interference, the Examiner of
Interferences will forthwith dissolve the inter-
. ference, and the Primary Examiner will there-
- upon reject the claim or claims to the applicant
on his own admission of nonpatentability with-
out commenting on the pertinency of the refer-
ence. Such applicant is of course also estopped
from claiming subject matter not patentable
over the issue. A reference cited by the pat-

entee which is applicable against the claims of

the patent, will be ignored. A reference newly
discovered by the Primary Exzaminer is treated
in accordance with & 1101.02(f).

Rev. 25, July 1970

transmittal to them.
. The decision should ,
" decide each motion which has been transmitted

by a statement of decision as granted or denied.
~ The decision must include the basis for any
conclusions arrived at by the Primary Exam-
“iner. Care must be taken to specifically iden-

to al parties, Rule 227, or if not and a party

- should be supplemented by a statement of the

iG PROCEDURE

Form of Decision Letter
[R-25}

~ In order to reduce flxe,pendéhcjv‘fdf appliéa« |

tions involved i interference proeeedings, Pri-
mary Examiners are direct ]
sions on motions within 30 days of the date of

parately refer to and

tify which limitations of a count are not

supported, or the portions of the specification

which do provide support. for the limitations of

_the count when necessary to decide a motion,

Different grounds urged for seeking a particu-

~lar action, such as dissolution for example,

should be referred to and decided as separate

-~ motions. When a motion to dissolve on the
- ground of ne right to make urges lack of support
for more than one portion of a count and is
“granted, the Examiner should indicate which

portions of the count he considered not to be

disclosed in the a
same practice app
benefit of prior application.

Motions to amend or to substitute an appli-

Fpliga’tion in question. The
lies in denying a party the

‘cation, if unopposed, do not require any state-

ment of conclusion if granted. but a denial

conclusion on which demial is based. If an
application is to be added or substituted and the
Examiner has determined that it is entitled to
the filing date of a prior application by virtue
of a divisional. continuation or continuation-
in-part - relationship, the decision should so

state.

MOTION DECISION EXAMPLES

The motion by Brown to dissolve on the
ground of unpatentability to all parties over.
X in view of Y is denied. The combination
of references proposed in the motion is not

“‘considered ‘obvious.

. The motion by Brown to dissolve on the
ground that Jones has no right to make the

count is granted. It is considered that the
expression . ___.______ " 18 not supported by
the Jones disclosure.

The motion by Jones to substitute proposed
count 2 for the present count is granted.

The motion by Jones to add proposed
count 3 isdenied. Theexpression®________ ”
is considered to be ambiguous,

The motion by Smith to shift the burden
of proof is granted.

to render deci-




INTERFERENCE . !03.06

, D the burden of
ed the change m tl e crder of par-.

' ion to amend is omnwd the dec;s:on o
should close with paragrap%s setting times for

nonmmmg parties to present clanns  corre-

sponding tc the newly admitted counts and for -
all parties to file preliminary statements as to

' them Such paragraphq shonld take the fol-

- lowing form: i
“Should the partles Smith. andBtomx

 desire to contest priority as to proposed

~ count 2, they should assert it b\"amendment .
- to their reapecme apphcatmm on or be-
fore __ , and fanlure to so assert it
within the time allowed wili be taken as a,

disclaimer of the subject matter thereof. -
On or hefore .
demanded by Rules 215 et .se
~ to proposed count 2 must be :
. env elope bearmg the

with respect

the “party

, the statements .

ed in a sealed
‘the’ party filing

186.1

it and the number and tat!e of the inter-

femme. See also Rule 231(f), second sen-
preliminery

tements, as reamred by mle ‘?15*’!)). ie sel

n to subetxtute another c)om'uonlv
ation by a different inventor is
ec:sron should mciude a pars-

k ,_f;;,;.;;,__. to be snb-t1tuted for

hepart‘
_ must file on or before

.2 preliminary statement as re-

"‘,‘,quzmd by Rules 215 et se¢. in a sealed en-
~ velope bearing his name and the number and

title of the interference.”
The decision should close with 4 WArning
statement such as the following:
*XNo monmderatxon»(Rule .231 (d) second
- sentence).” :

 The time periods ﬁxed in the demsxon for
copying allowed proposed counts and for filing
- preliminary statements should ordinarily be tha

‘same and a perxod of 30 days should suffice in
most cases.  However, where mailing time is

materially longex as to the West Coast or for-

eign countries, or “hen an attorney ‘and inven-

Rev. 26, Oct. 1970



WMEVCE

tor &re w:«ieiy 98 mmd ¢

creased to as much as sixty L ‘
‘been consultatmn mth a

~ 'Where the“e has

: uired by § 105.01, th
and spaced belo

- name who was consuit
lower left hand'com

“APPRGVED:
motions decid
- §1105.01, the
: ?ollm\'ed by an
such approval.

f the lnct page
m in the s

For example, |

“Approved as ta the motion to a!nfr the

burden of proof.”

After the dpm‘;mﬂ 1$ qigned bv the Primary
Examiner and the proper Lleucal entry made,
the complete interference file is forwarded to

 Interferences for dating and mailing or for the

P()llsll]t‘ltlon
The motion decision is ontemd in the mdeh
of the interference file: 1t should include th

following mfcn mav.on .md r)e -et forth m th:s S

order: &

_____ e of Pr. Exr -_,-_(rranted
If some of the motions have been granted and
others denied, the last entry will be “Granted

~and Denied”, ‘and of course, if all the motions
have been denied. the last entry will be “De-
nied.” If a date for copying allowed proposed
connts and for filing prelimimary statements
has been set, this shouid also be indicated at the
¢ nd of the lme by

Belm\ are example—« of entries which szwuld
be made in the interference brief in the section
entitled “Decisions on Motion™ (Form PO-222)
in each case involved 1 in the inter felenf'e
Dissolved
Dissolved as to counts 2
Dissolved as to Smith
Counts 4 and 5 admitted :
These entries should be verified by the Pri-
mary Examiner.
Determination
taken is made by the S
Board. E xampk-s of such tion mnay be redec-
Jaration, entry of judgme -, or settmg of time
for taking testimonv and for filing briefs for
final hearing. [ R-23]

md

of thc: next action -to  be
Service Branch of the

Petition for Reconsideration

of Decision [R-23]

Petitions or vequests for re('onqidnratirm nf a
decision on motions under Rule 231 or 257 will
not be given vonsideration.  Rule 231(d) sec-

1105.07

dication of ma*ters rm nnn;z

‘the Service Bianch of the Board of Patent

- Board Member's signature if there ha~ been '1

110681

ond sentence. An exception is the case where
. under Rule 257 the Primary Examiner for the
first time takes notice of a ground for dissolu-
tien while the interference is before hlm fm‘
' ration of motions by the pa '
_ corporates this matter in his decisio : .
~_parties have had no opportunity to present ar-
_ guments thereon. In this case the Examiner’s
decision should include a statement to the eff:
that recensideration may be requested wit
the ume speuﬁed in Rule 244(c) See § 1{)5 0

li06 Redeclaramm of lnterfewncesf_"f
and Addltmnal Interferences
[R-23]

Redechmtxon of interferences “here neceSsl- ‘
tated by a decision on motions under Rule 231
will be done by a Patent Interference Examiner,
the papers being prepared by the Interference
Service Branch. The decision signed by the
. Primary Examiner will constitute the author-
ization 'same practice will apply to the

declaration of any new interference whwh may

: T‘f“«ult from a (ieuswn on motions, . ' '

1 106 o1 Afler Declsmn on Momm

v arious pmcedurea are necessary after de-
~cision_on a motion. The followmg general
~rules may be stated : :
(1) If the total result of the motion decmon
consists solely in the elimination of counts, the
‘elimination of parties or a shifting of the bur-
den of proof, no redeclaration 1s necessary.
The motion decision itself constitutes the pa-
per deleting counts or parties and is likewise
adequate notice of the slnftmg of the burden
of proof.
(2) If the motion decision resnlts in any
~addition or substitution of parties or applica-
 tions or the addition or substitution of counts,
then redeclamtmn is necessary. If redecla-
ration is necessary, the mfmmataon falling
within category (1) is also included in the re-
declaration papers. ' The old counts should re- -
tain their old numbers for ease of identification.
(3) Since all of the necessary information .
concerning an applicafion to be “added or sub-
stituted should appear in the motion decision
or on the face of the application file no separate
communication from the Primary Examirer to
the Patent Interference Examiner is necessary
or desired.
The Patent Interference Examiner will de-
termine whether or not the nonmoving parties
have copied the proposed counts which have
been admitted within the time allowed and if
they have, he will proceed with the redeclara-
tion. If a party fails so to copy a proposed
comnt and thus will not be included in inter-

187 Rev. 23, Jan. 1970



_ plication cor cemed will be, mmmed :
original interfe
will be declared
“nonmoving part
rm tha new cou'l

a motion decision the notices to the parties and
the declaration sheet will include a s
the following effect
“Thlb mte.fer

n‘tlm case also, ‘
atements or mot nwall,

"o" Patent In rferences and redqg est add”'

case to the iuterterence Such addition whl be ‘done as

a matter of couirse hy a patent interference examiner,
if no testimony has been taken. If, however. any testi-
" mony may bhave been taken, the patent interference
“examiner chall prepare and mail a notice for the pro-
posed new party, disclosing the issue in Interference

r»f their attorneys or agents, and notices for the inter-

‘setting g time for stating any “objections and t his

discretion a time of hearing on the questiorx of t,he ad-

mission of the nevw party If the patent interference
examiner be of the r)plnlan that the new party ‘should
He added, he shan ‘preseribe the conditions imposed
upon the ptoceedings.
appropriate.
Rule 238 states the procedure to be followed
when the Examiner finds, or there is filed, other
or new applications interfering as to some or
as to all of the counts. The procedure when
anv testimony has been taken differs consider-
ably from the procedure when no testimony has
been taken. Flowever, the difference does not
~involve the Primary Examiner but rather af-
fects the action taken by the Patent Interfer-
enge Examiner.
The Primary Examiner forwards Form
PO-850 accompanied by the additional apph-
~ation to the Interference Service DBranch,

Hev, 24, Jan., 1970

pend the

p
In declarmg a new interference as a result of

and the names and addresses of the }nterferants and "

including = a “suspension if

?XOGEDVBR

same mfarmum mgardmg_ e

A application as in connection with

eclaration (§ 1102.01) and also in~

mmber of the interference. If no
been taken, the Patent Interfer-
ill as a matrer of course sus-

nee ansd redeclare it to include
semng such times for the

the addi
siztent with the

» be added as to bnlv some of

original mterfmmme onumn"
wh are included in’ ﬂne new one.
act t!nt the issue was m dnother

» by an :mard of prmnn to one of
In either case the interference is
h the entire record 1o the Exam-

‘iner as scon as the decmon or }udgment has

become final,

to make an entry on the index in the

_has been noted, such as by the
ision Noted” and initialed by him.

made and initialed before ﬁlmg awav the inter-

| 1108 Entry' of Amendments Filed in

 Connection With Motions [R-
23]

Thxs section is limited to the dx=po<1t1on of

amendmem~ filed in connection with motions
in an application involved in mte'fﬂrenre, after

the interference has terminated.

The manner of treating other amendments
which are filed in an application during the
course of the interference, i1s discussed in a

arate section (§ 1111.05).

? ‘nder Rule 231(c) an applicant is required
to submit with his motion to amend the issne
or to substitute an application, as a separate
paper, and amendment embodyving the proposed
cinims if the elaims are not alreardy in the ap-
plication concernel.  In the case of an appli-

“If the addi-.

After the files have been retumed to the
~ Examining Group the Primary Examiner is

_file on the next vacant line that

"'n,.e"fere nce file is returned to the Service
Branch of the Board of Patent Interferences
“when the Examiner is through with it. There it

ferunts d:y-losmz the name and address of the said o will be checked to see that such note has been

,Jax-ty and his attorney or agent, to cach of. the paz‘txec,,
ference record




;"1mendment as is covered in the grant of the

h the appro ﬁste ees, if any,

i due if the amendments were 0
, it may be that the amendments will
_ never, be entered. Only upon the granting of the

,mf)txon is it necessary for the other party or

- kgdrtles to present the claims, but the fees must
e paid whenever presented. Claims which have
- been submitted in response to a -,uggestmn by
~the Office for inclusion in an application must

ompanied by the fee due, if any. Money

aid in connection with the filing of a proposed

- amendment mll not be refunded by reason of
- the nonentry of the amendment.

If the motmn is granted the amendment is

rendered.  If the mohon 1810t :_rranted the

“ qmendment. though left in the file, is not en-

“tered and is so marked.
~If the motion is granted only in pqrt 'md
_denied as to 'mother part, oniy » much of the

_motion is entered, the remaining part being in-
“dicated and marked “not_ ente ed in pencil.
(See Rule 266.)

IxG

‘ 'the mterfemnce

~ prosecution following the interference, even

~under Rule 231(a) (2).
ceeding was not such an Office action as relieved

: the case from its condition as the doctrine of
entered at the time deomon on the motion is

- 1
' am)hcunt is informed of
e pmendment in the first

“action in the case follo g the termination of
If' e ,m@e is atiaerwme madv

ary to this pmvn ce, it fo!!m\s tlnt :
ution of the winning application

“had been closed prior to the declaration of the

interference, as by being in condition for issue,
that application may not be reopened to further

though additional claims had been presented

Ex parte Qu'n le, 1935 C.D. 11: 453 O.G. 213.
It should be noted at this point that, under
the [)tO\'lQlonb of Rule 262(d), the termination’

of an interference on the basis of a dlsciaxmer," :
concession of priority, abandonment of the in-

vention, or 'dmndonment of the contest filed by :

oan dpph( ant operates withput further action as
'_a direction to cancel the ctaims involved from
the appllcat ion of the party makmg the same.

Btev, 23, Jan. 1970

The interference pro-



suit is - - under 35 US.C. 146.
, Yampat + 148 USPQ 431,
of the wmmag party, if his
_was not in allowable condition
; , the mterference wos formed and hss
by the Board o £ Patent Interferences  since been amended, or if it contains an un-
; the prior inventor, without waiting for wamwered amendment, or if the rejection stand-
‘appeal by any loser. However, in ordinary  ings the claims at the time the interfer-
it is th polxcvof the Office not to issue s as formed was overcome by reason of
; nt to th nnmg party during the perlod o f priority, as an interference in-
~ within which appeal may be taken to the Court ng the application and a patent which
of Customs and Patent ‘Appeals, or during the  formed the basis of the rejection, the Exam-
pendency of such appeal. Therefore. the files = iner forththh takes the apphcatmn up for
are not returned to the Examining Group until  action.

~ ofter the termination of the aypeal period,  If, however, the apphcat)on of the winning
or the termination of the a as the case %arﬂ contains an unanswered Office action, the

may be. Jurisdiction of the Examiner is autc xaminer at once notifies the a{:phcant of this
* matically restored with the return ' fact and requires response to the Office action
and the cases of all parties are subje lthm a shortened period of two months
ex parte action zs their res ctive conditions.  running from the date of such notice. See Ex
may require, even though, where no appeal to  parte Peteraon 1941 C.D. 8; 525 O.G. 3. This

~ the Court of Customs and Patent Appeals was  procedure is not to be construed as requiring

. filed, the losing party to the interference may  the reopemng of the case if the Office action

file a suit under 35 U.S.C. 146. In a case where had closed the prosecutlon ‘before the Exam- ,
- a patentee is the losing party, and the Office is . iner.

- notified that a civil action under 85 U.S.C. 146 The foliomng lantruage 18 cugcested for notl- '
has been initiated, the files will not be returned  fying the winning party that his application
_to the Examining Group until after that action  contains an unanswered Office actlon
has been terminated. The date when the pri- {17 “Interference No. _____ has been term-
ority decision becomes final does not mark the 1nated by a decision favorable to applicant.
beginning of a statutory period for responseby  Ex ‘parte prosecut!on is resumed.
the applicant. See Ex parte Peterson, 1941  However, this application contams an
C.D. 8,525 0.G. 3 unanswered Office action. ' =
© Ifan apphcanon had been mthdrawn from A SHORTENED STATUTORY PE-
~ issue for interference and is again passed to ‘RIOD FOR RESPONSE TO SUCH
~ issue, a notation “Re-examined and passed for ACTION IS SET TO EXPIRE TWO

issue” is placed on the file wrapper together MONTHS. RO’\I THE DiTE OF THIS

with a new signature of the Primary Exam
iner in the box provided for this purpo:
Such a notation will be relied upon by th : ;
Issue and Gazette Branch as showing that the _allowe addltmnal and broader claims to the

. comir patentable subject matter. (Note,

g licati tended to | d f ’ ,
application is.intended to be passed for, iswe ~ howewr. fnw Hoover Co., Ete., 1%3(‘1) 338:

and make it possible to screen out those appli- b
~ cations which are mistakenly forwarded to the 77 U SPQ 111: 30 CCPA 9‘27) The winning
party of the mterferonce is not denied anything

Issue and Gazette Branch durmg the pendencv
_ of the interference. he was in possession of ; pmor tothe mterfemnce,
See §1302.12 with r(»speot to hstmg ref.  nor has he acquired any additional rights as a
erences dlscussed in motion demcwns. B result of the interference. His case thus stands
i as it was prior to the interference, Iftheappli-

1109.01 The Wmnmg Party [R—25] cation was under final rejection as to some of its
e - ST claims at the time the interference was formed,

- winning arty 1f the prosecution of his
iad not been "closed, generally may be

The winning party may be sent to issue de-  the institution of the interference acted to sus-
spite the filing of a suit under 35 U.S.C. 146  pend, hut not to vacate, the final rejection.
by his opponent in an interference solely in-  After termination of the interference a letter
volving pending applications. Monaco v, Wat-  is written the J.pphcant. as in the case of any

son, 106 U.S, App. D.C. 142: 270 F. 24 335; 122 other action unanswered at the time the inter-

- USPQ 564 In an interference involving a  ference was instituted, setting a shortened pe-
patent where the winning party is an applicant,  riod of two months within which to file an
the Office will not send the applieation to issue  appeal or cancel the finally rejected claims.
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ment of priority is acted on a
judgment is examined to detern
‘therefor and action is taken accordingly.
 If the judgment is based on a disclaim
concession of priority, or abandonm

invention filed by

- disclaimer, cencessio
_ ment of the invention.

perates ‘without fur-

- ther action as a direction to cancel the claims

Thet invoived from the application of the party

making the same” (Rule 262(d)). Abandon-
ntest has a similar result. See
nterference counts thus dis-
nceded, or abandoned are accordingly

it of the

from the application of the party
 document which resulted in th

* graph, the claims corresponding to-
~ ference counts in the application of the losin
rty should be treated in nrccordance wit

ther ex parte prosecution.”

as to which a judgment of priority adverse to

applicant has been rendered, and the words
“Rule 265" should be written in the margin to

indicate the reason for the pencil line. If'these
" claims have not been canceled by the applicant
and the case is otherwise ready for issue, these
notations should be replaced by a line in red
ink and the words “Rule 2657 in red ink before
passing the case to issue, and the applicant

- notified of the cancellation by an Examiner’s
- Amendment. If an action is necessary in the
: aﬁ)plication after the interference, the applicant .

)

_should be informed that “Claims (designated
by numerals), as to which a judgment of pri-
ority adverse to applicant has been rendered,
stand finally disposed of in accordance with
Raule 265.” e

- If. as the result of one or both of the two
preceding paragraphs all the claims in the ap-
plication are eliminated. a letter should
written informing the applicant that all the
claims in his case have been disposed of, indi-
cating the circumstances. that no claims remain
subject to prosecution, and that the application
will be sent to the abandoned files with the
next group of abandoned applications. Pro-
 ceedings are terminated as of the date appeal
or review by civil action was due if no appeal
or civil action was filed.

Rev. 25, July 1070

~ the counts. Ty ; o mE
. The distinction which should be borne in
- mind is that, with regard t S
_estoppel, the losing party is only estopped to

. Rule 265, which provides that such claims
©“stand finally disposed of without further ac- -
tion by the examiner and are not open to fur-
J Accordingly, a
pencil line should be drawn through the claims

- (including prior invention), the losing party

- U.S.C. 146, further action is withheld on the

_the senior party, even though the award of

~or on the disclosure of the junior party as prior

194

based solely onan-
remaining claims in each
should be reviewed in
e winning party’s disclosure.
; settles not only the rights
, ties under the issues or counts o
aiterference but aiso settles every questio
e rights to any claim which might have |
presented and determined in the interfer

: {pm‘céedin%» The doctrine of estoppel has
e

applied where a party has neglected or refused
to contest priority of patentable subject matter

~ which is clearly common to his application and

_the application of his opponent in interference.
- Claims which the winning party could net
make, for lack of disclosure, cannot be denied
to the loser on the ground of interference
estoppel, if they distinguish patentably from

rd to interference

obtain claims which read directly on disclosures
f subject matter cleariy common to both the

Winning party’s application and that of the

losing party : but that, with regard to prior art -

cannot obtain claims to subject matter which is
either barred under 35 U.S.C. 102(g), or ren- '
dered obvious under 35 U.S.C. 103, by the in-
vention defined in the interference counts. 1In

re Risse et al, 15+ USPQ 1: 54 CCPA 1495.
- Where the winning party is an applicant,
reference should be made only to the ap ficatiOn s
of Josnol ool » the winning party in Interfer-

~-----, but the serial number or the filing

- date of the other case should not be included in =~
 the Office Action. However, a losing applicant
~may avoid a rejection based on unclaimed dis-

closure of a winning patentee. 'When notice
is received of the filing of s suit under 35

application of the party filing the suit. No let-
ter to that effect need be sent. - e

When the award of priority is based solely
upon ancillary matters, as right to make, and
is in favor of the junior party, the claims of

priority was to the junior party, are not sub- &
ject to rejection on the ground of estoppel,
through failure to move under Rule 231{a) (2)

art (Rule 257).

If the losing party’s case was under rejection
at the time the interference was declared, such
rejection is ordinarily repeated (either in full
or by reference to the previous action) and, in
addition, rejections as unpatentable over the




~ ing the interference,

issue, unpatentable over %
i win

disciosure, or any other suita!
made. If it was under fina

for issue, his right to reopen the prosecution 18
~ restricted to subject matter related to the is-
sue of the interfererice, ~ :
 Where the losing party failed to get a copy
of his opponent's drawing or specifieation dur-
he may order . copy

thereof to enable him to respond to a rejection

~ based on the successful i;mrtv'es disclosure. Such
- order is referred to the Ir :
Examiner who has authority to approve orders

1o Patent Interference

of this nature.

; Where the rejection is based on the issue of
_ the interference, there is no need for the ap-
_plicant to have a copy of the winning party’s

drawing, for the issue can be interpreted in

the light of the applicant’s own drawing as

well as that of the successful party.

Tt may be ndded that rejection on estop(pe)l‘
8

through failure to move under Rules 231
(2) and (3)

where it is ended by dissolution. ~See § 1110.
However, Rule 231(a) (3) now limits the doc-

lllﬂ Acmm

~dissolve are entered.

~ discussed in motion decisions. If the

plication of _.

may apply where the interference
_terminates In & judgment of priority as well as e
v . number nor the.

should be included in the Office action.

' grine of estoppel to subji k
,, ;;m'olved in the interferen

; After Dise

23]

After dissolution of ence.
amendments which accompanied motions to
d to the extent that the
motions were not denied. See §1108. See
'$1302.12 with respect to listing references
un
for dissolution are also applicable to the non-
moving parties, e.g., unpatentability of the sub-
ject matter of the interference, the Examiner

_should, on the return of the files to his Group,

reject in each of the applications of the non-

_moving parties the claims corresponding to the
‘counts of the interfe

ce on the grounds stated
per to refer to the “ap-.

in the decision. It
-y 1€ M LA
ing date of such application

Rev. 25, July 1970

__., an adverse party in




that tliey should so i
attorneys if any ati

Acuon after Dlsmlunon—-By . ex parte th
Termmatxon Paper Filed Un-
der Rule 262(b) [R-26]

stso]utxon of an interference on the basxs of
an abaudonment of the contest operates as a
‘direction to cancel the involved claims from ‘pex
~that party’s application (Rule 262((1) }e ,
If all the claims in an application are clim- P humts or patentees are parties thereto, in
mated see the fourth paragmph of § 1109 0-) for er that the record of the proceedmgs in each

fthea«.txon to he taken.‘ e S , , partlcu]ar interfe:
na s and distinct, all

' nt of the contest i 51
or of the application, the interference shall be dissolved = to the P‘“'“c
as to that party, but such dissolution sball in smbse-  long, and no
quent proceedings have the same effect with respect to  interference w

ul’,for‘i’gty filing the sam ‘an adverse award of  jgined another inter: reuce or matter aﬁectmg ;
o £ ancther mterference i '
Under these eircumstances, it shouldbenoted " The Examiners are also dxrectea to file in

- that, pursuant to the last sentence of Rule ~each jnteyfemnte 2 d!StlnCt and separate co ;
262 (b, supra, the party who abandons the con-  of their actions, so that it will not l}))e nec&ssalg :

test or the application stands on the same foot-  to examine the records of several mterferences
mg as tke 508"‘9' Pparty referred to in § §1109.02. ~  to ascertain the status of a particular case.
. ,  This will not, ‘however, apply to the testi-
lll 02 Actmn After Dlssolunon Un- mony. All papers filed in violation of this prac-
~ derRule231 or237 [R—26] iy ftwe ‘will be returned to the par 'es ﬁlmg them.

: If followm the dissolntion of the mterfer- i i ‘
ence under these circumstances, any junior 1111 03 :«»g'{f;gipp“‘g; P p llcanons

files claims that might have been included X = ~ : ,
m t e issue of the interference such claims Whox‘e one o several apphcatlons of the
'SI}‘]}?:]sinl:rr?fectt}?g I()): ﬂt:;: ﬁogggm?jaﬁ::?gm;x same inventor or assignee which contain over-
. lapping claims gets into an interference, the
Rule 257, is exempted from such rejection. prosecution of all the cases not in the interfer-

Where it is only the junior parties to the inter-
ference that have common subject matter addi-  €1¢e should be carried as far as possible, by
treating as prior art the counts of the mter-

tional to the subject matter of the interference,

 the senior one of this subgroup is free to claim  ference and by insisting on proper lines of di-
this common subject matter. Rule 231(2)(3) vision or distinction between the apphcatlons
 now hmrts the doctrine of estoppel to subject In some instances suspensxon of action by the

matter in the cases involved in the interference. ~ Office cannot be avoided. See § 709.01. :
See §§ 1105.03 and 1109.02. Where an npphcatlon involved in interfer-

ence includes, in addition to the subject mat-
- ter of the interference, a separate and divisible
“invention, prosecution of the second invention
~may be had during the pendency of the inter-

Where an interference is declared all ques-  ference by filing a divisional application for
tions involved therein are to be determined ~ the second invention or by filing a divisional
inter partes. This includes not only the ques-  application for the subject matter of the inter-
tion of priority of invention but all qucstlons ference and moving to substitute the latter
relative to the right of each of the parties to  divisional application for the application orig-

1111 Miscellaneous :
1111.01 Interviews [R-16]
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broad enough to domina
- the apphcatxon mvoived in the mmference.q

“‘Secrecy Order Cases

‘1111;04
[R—26]

parnea, no mterference wi

ing an spplication which. has 2 securt
therein (See §§ 107 and 10;.02) Claims
suggested so that all parties will be ¢
substantxally identical subject matter.
all applications contain the claims sug,
the following letter will be sent to all parti

~ those of another application. However, the
security status (of the other apphcatmn) or (of

~ tion of an interference. -
the applications is sus
situation continues,
“1U"pon removal of the secar
applications, an interference will be declared.”

' 1b111tv of the remaining claims lf any.

Interference [R—26]

The dlsposmon of amendments filed in con-f ,

~ nection with ‘motions in applications involved

‘in’an mterferenco. after the interference hasf

been terminated, is treated in §1108. If the

- diction of the involved application for the pur-
-pose of suggesting a claim or claims for inter-
ference with another party and for the purpose

~ “Claims 1, 2, ste., (indicating the conflicting
" claims and clalms not patentable over the ap-
plication under security status) conflict with ~ tien for another T
fpendmg application or with a_
~mary Examiner must personal

your application) does rot permit the dec]amgif‘;‘,"""“"’mi’""w’Ht sufficientiy to. detemune’, whether,

Accnrdmgly, action on
ded for so ]ong as thxs :

ty status from all"* >

The letter should also indicate the allowf .

, proposed amendment does not put the appliea-
tion in cendition for interference with another -
. application not involved in the interference
* the amendment is placed in the file and marked
“not_enter
why it will not be now entered and acted upon.
See form at §1112.10. Where the amendment
copies claims of u patent not involved in the
. interference and which the Examiner believes
are not patentable to the applicant, and where
- the application is open to further ez parte
_ prosecution, the file should be obtained, the

1111.05 Amendments Flled Dunng‘ '

amendment is filed pursuant to a letter by the', ‘
‘Primary Examiner, after having gotten juris-

3 th
perﬁ::: on the

amendments filed during

he ex parte prosecution of the case.
f the amendment is one filed in a case where
parte prosecution of an appeal to the Board

®  of APpeals is being conducted concurrent!y
. with an interference }

(see §1108),
if it relates to the appeal, it should be
any similar amendment In an ordi-

| nary appealed case.

hen an amendment ﬁled durmg mterfer—
purports to pat the application in condi-
e either with a
tent, the Pri-
y consider the

act, it does so.
f the amendment presents *ﬁlowable claims

directed to an invention claimed in a patentor
in another pending application in issue or ‘ready
for issue, the Examiner borrows the file ;
the amendment and takes the proper Steps to
initiate the second interference. ' ~

Where in the opinion of the Exzimmer, the

" and. the applicant is informed

amendment entered and the claims re]ected
_ settinga time limit for response. If reconsidera-
_tion is requested and rejection made final a time
limit for appeal should be set. Where the appli-
cation at the time of forming the interference
was closed to further ex parte proserution and
~the disclosure of the application will, prima
facie, not support the copied patent claims or
where copied patent claims are drawn to a non-

‘elected invention, the amendment will not be
entered and the applicant will be so informed,
giving very briefly the reason for the nonentry
- of the amendment. See Letter Form in § 1112.10.

of declaring an additional interference, the
Examiner enters the amendment and takes the
proper eteps to initiate the second interference.

OTHER AMENDMENTS

When an amendment to an application in-
volved in an interference is received, the
Ex:miner inspeets the amendment and, if nec-
e~sarv, the applieation, to determine whether
or not the amendment affects the pending or
any prospective interference. If the amend-
ment is an ordinary one properly responsive

‘Rev. 28, Oct. 1970




" Office in inter

(3), affecting an up-
luded in the interfer-

f Interferences shouid at -

n , arily
which decla inty
plication referred to in the motion is general
~examined in the same Group. However, if th
application is not being examined in the sam

roup, then the ect Grou should be ascer-

arded to that Gro

tained and the no ; ;
ral useful and essen

 This notice se
~ tial purposes,
~to it when it
is cautioned s noti )
- parte, questi vhich are pending before the

First, the Examiner

same applican partiy‘r in interest. Second,

if the application whic

affidavit or declaration under Rule 131, this

‘must be sealed because the opposing parties have

access to the application,

1111.07 Conversion of Application

~ From Joint to Sole or Sole

to Joint [R-26]

- Although, 'ﬁfbrfsimp]icify, the subject of t"hyis: ;
section is titled “Conversion of Application : Atlon 1ot 1 ap

it in-  filed while the patent is invelved in interfer-

_ence. that application must be called to the

_ from Joint to Sole or Sole to Joint.” it in-
- cludes all cases where an application' is con-

verted to decrease or increase the number of

| 'j,,yapplicants.tSee § 201.03.

If conversion is attempted after decla: ation
f the

of an interference but prior to expirati
time set for filing motions, the matter is t ’
_ as an infer partes matter, subject to opposition

That is, the filing of conversion papers during
this period whether or not accompanied by a

formal motion will be treated as a motion under
Rule 231(a) (5) and will be transmitted to the
Primary Examiner for decision after expiration
of the time within which reply briefs may be
filed, along with any other motions which may
have been filed. If conversion is permitted,

CIAGT-211 0 - 70 -4

rference since the ap-

tention must be given

otice not to consider ez situations the Examiner should make of record =

proceedings invelving the
is the subject of the A party
_ motion is in issue and the last date for paying
_the issue fee will not permit determination of
the motion, it will be necessary to withdraw
_ the application from issue. See form in
 §1112.04. Third, if the application contains an

ni ) the Primary Ex-
 treated as outlined in the

pted after the takmg
d, the Interference
fer consideration

ﬁna hearing for determina- .

Interferences.
aminer must de-
an application
whether the le-

the formal acknowledgment of conversion as

required by § 201.03. '

: ny occasionally seek to substitute
an application with a lesser or greater number
of applicants for the application originally in-

~ volved in the interference. Such substitution
' is treated in the same manner as the conversion
of an involved application as described above.

' l 111 08 o ,Reiss;’xef ;A“pyp‘l’ication  Filed

‘While Patent Is in Interfer-
~ ence [R-26] |

Care should be taken that a reissue of a‘,‘pat-

ent should not be granted while the patent is o
mvolved in an interference without approval
“of the Commissioner. e St ,

If an application for reissue of a patent is

attention of the Commissioner before any ac-

~tion by the Examiner is taken thereon, ,
"' Such applications are normally forwarded by

the Application Branch to the Office of the

~Solicitor. A letter with titling relative to the
interference is placed in the interference file by
“the Commissioner and copies thereof are placed
in the reissue application and mailed to the

parties to the interference. This letter gives
notice of the filing of the reissue application and

generally includes a paragraph of the following

nature: o oo e o
The reissue application will be open to in-
spection by the opposing party during the in-

Rev. 28, Oct. 1970




promptly

by Losing Party [R-20

When a losing party to an interference gives
' ‘application that he has filed a
er the provisions of 35 U.S.C.

the interTerence, that notice

to the attention of the Inter-

reol ade on the index of the
 interference. Lk S
When notice is received of the filing of a

Rev. 26, Oct. 1970 198

~ the: circumstanc.s
. party having a fooign ,
~accorded him in the Jeclaration papers should
' file a motion to shift the burden of proof or for
 benefit of that filing date under Rule 231(a) (4)
- and the matter will be considered on an :nfer
partesbasis. R R S

anch in order that a notation

Report practice.

cation is involved in interferenc

. to be placed in the application file in the
_manner as amendments received during

and appropriate action taken a ;
on of the interference. .
) n the benefit of & fore

filing date which is not

1111.11 Patentability Reports

 The question of Patentability Reports rarely

arises 1n interference proceedings but the

_ proper occasion therefor may occur in decid- -
 Ing motions. If appropriate, Patentability
! ; 7 0f 2. Report practice may be utilized in deciding
suit under 35 U.S.C. 146, further action 1s
. withheld on the application of the party filing

the suit.” No letter to that effect need be sent.

motions and the procedure should follow as
closely as possible the ex parfe Patentability

o

claration notices only under -
_set ont in §110201(a). A




1111.13 Consultation With

~ ence Examirer [

In addition to the consultation required in
connection with certain motion decisions in

§1105.01, the Examiner should econsult with a

atent Interference Iixaminer or a member o
he Board of Patent Interferences in any cuse

~ of doubt or where the practice appears to be
~ obscure or confused. In view of

_cialized experience they may be
~ a course of action wlncﬁwz}l avoi bl
_ difficulty in the future treatment of the case.

"1’111.14, Correction of Error in Join-

. ing',lni?éntor'f [R-23]

Requests for certificates correcting the mis-

~joinder or nonjoinder of inventors in a patent

are referred to
eration. 1% the nt
ence when the reques

Solicitor’s Office for co
n volved in interfer-

day
_ oppo , 2 ,
Law Examiner will consider tiie matter to tie

‘ filed. the matter will be.
considered infer partex. Service of the request

199

| | 1112
on the f;ﬁéﬁihg’mr&y will be required and any

RENCE

by an opposing party addressed to ‘

 request will be considered if filed within 20
of service of a copy of the request on the

ing party. Following this 20 dags, the

extent of .letermining whether the request
prime facie conforms to applicable law and
policy. During the interference, a copy of any

decision concerning the request will be sent to

opposing party as well as to the requesting

arty. Issuance of the certificate will be with-
held until the interference is terminated since
evidence adduced in the interference may haves
bearing on the qunestion of joinder. Nee also
el e
1112 Letter Forms Used in Interfer-

Forms are found in Chapter 600 of the

~ Manual of Clerical Procedure which gives de-
“tails as to rthe stationer

v to he used. number of

copies. typing format and handling

Reov. 28, Jan, 1670




in Repty Pleose Refer 7o The Fobicming.

A gangne T :
NAME W, C. Jones

Cjuly 11965

D ey DATE

[123

GR._ART UN|: %

2G... 5

EVRAL R

John Wentworth et al

APPLICANT . ..

| STRETCH YARN

Evan C. Stons
‘Press Building:
‘Washiagton, D, €,
Piagse yfind'fbe w g comminicg from "*e "\(AMINER cha’ga o this apphcchon b

Temmissioner of P

T!;E follyo‘wing zlaim(g) found allowaEZe, is (are)“suggested

'ror the purpose of x:arferer'ce'

|APPLICANT SHOULD HAKE THE CLADM(S) EY
i " y(slly.ow not less than 30 Zays, usually 45 days). GFAIL I.RE TO DO SO ‘«'IL
BE CO H)EREZB 4 DISCIADMER OF THE SUBJECT MATTER -2 D beDER TH’E

PROV'[SIOHS OF RI.'IE Z’, e

‘ﬁ.C.JO.‘l'ES:pcf
557-2804

1112.03 Qame Attorney or Agent in Apphcanoms of Conﬂwtmg lnterests [R-23]

The following sentence is usualiy added to th(- Jetter suggesting ¢ Taims:

Attentinn 15 lllod to the fact timt the attorrney (or 'mom) i this application is also the
attorney (or agent) in an application of another p.xrtv and of different” owners ]np claiming
suhst.mrm]lv !he same patentable mvenrmn as claimed in the above- identified application.

Rev., 23, Jan, 1950 , 200




1112.04 Letter Requesting rom Issue [R-23]

Q' L s e T nepammemosmmusucz
. : ' G S A ol Patuntofﬁea .

L e L e Address(}niy COMMISSIONER OF PATENTS
B . . L i ‘Wasﬂmgtm.oc 2023

%@?ﬁ, ‘ . primary Examiner

ﬁmee Withdrawsl from Issue: S. N._
‘ : L e ¢ Filed

,ﬁe,, s f(&liOWed) B

CExamlner pro-

vides necessary reason :Ot aegﬂgpates one of a-e below) F B

The ISSue fee has (or has not) been pald

Respectfully, -

Examiner

JCWILLIAMS:fwa

'a.

ool 1nterference another partj nav1ng made claims suggested
to him from this applicaticn. S ; ,

b, ... interference, on the basis of cleiﬂs
(specify) copied from Pat. No. , .

c. SR 1nterference applicant havxng made clalms suggested to
him.

d. ... rejecting'claims _ (specify) on the implied
disclaimer resulting from failure to make the claims
suggested to him under Rule 203

e. ... deciding a motion under Rule 231(3) (3) involving this
application, the issue fee havxng been paid, or, the
motion cannot be decided prior to the ultimate date for

paying the issue fee.

. e 201 Rev. 25, Apr. 1071

daEwET 0T s




PAGE KO. 1

EXAMINERS msmcnons ~ Please do nat have uus lom t\»pmm Complete the items below by hand (per and iak) and forward
The iames need

roam OF INTERFERENCES:

st applicable, chack amd or Eﬁ iu wia&e nn- :
craplsc fmu MPEP. uumm L

-LAST NAMS OF FIHS‘I’ U‘S?ED "APﬁL%CAﬂT"

After terménation 2% this interferance, this a;mlicniaa )
will be held select @ further examination under
Rule 266.

SEMAL NUMBER

G330, 658

® Acecrded benetit of v : .
AL NUMBER ATE 259
SERIAL NUMBET E e %’7@ IS will be held subiect 2 resection as impnemahie over the
tssue in the event n! an narﬂ of nnnmy adverse to

X/é, 322 DATE PATENTED?/%&’Wd - ‘whcmh

Clam'

OR ABANDONED 2oy :
THROUGH INTERVESINT FDAT e 3 Wi AND APPLICATICH . TCATE
H APPLICATION SERIAL 8O Pido ! : R SERIAL NO. STUAEILED

; urrr: PATENTEDD
JoR ARANDONED {j

m——
DATE PATENTED (]
or agANDONED (]
M

e o P e | speiicast, chcs e 6
2 n 7 Mé% Gl | granhs tom mre e viZOVD)

HBER F [ i
SERIAL NUMBER (LED 0. DAY, YEAR et ter afﬁ(s s

éé&;/;z rﬂ//M A /% * :;:L‘;‘:;Z'“wmwmi? o s
‘ Cuthn. BT PP 2

SERAL NUMBER DATE s L
: ?é / will be held subject 1o me{nm s unpatenubie over the
issue m the event of 38 ‘award ei pnomy advevse 1o

FILED
365 32/ or apXNoONED- [ o&é& J»,‘ SGESawticant. . '
RRROHE OGN SERtA W [P D Z 2 - /gE 3 JRERATRECATIN ?ﬁ}%% 4# / 76‘/
oATE PATENTED [ : o & . - caTe eaTenTED ] i
457 /23 SR ABAN -3 ? i 5// 754 loR ABANDONED ;3"5“5‘
ED M'APPLICANT ¥ IT applicable, check and/of T in appropiiate para—

LAST NAME OF FIRST Li5T ] .
3. [0 . graphs from m.p.£.7. 1102.0%(a)

After terminatior: of this interference, this applicalion

SERIAL NUMBER FILED iMOQ.. DAY, YEARS - N .
- . . R : will be held sub-ec1 to further examination under
; G : Rule 266.
» “Accorded benefi! of §7 : :
- Claims :
SERIAL NUMBER - : 2:::0 P T B x 2 Y will be held subjest 1o rassizon &S unpatentable gver the
o ——— issye in the event of bl award al smomv adverse 0
OATE PATENTED D B ; appn:ant '
S oR ABANDORED [T /
THROUGH INTERVENING TDATE i ’ T T JAND ARBLICATION CATE
: FILED b ; e SERIAL NO. FILED
APPLICATION SERIAL NO, S . i
. ' oate patenTED L T DR GATE PATENTED L]
or Asanooner L] R L - Jor ABANDONED .{)
O TN

CLTHE RELATION OF THE COUNTS . TO THE CLAIMS OF THE RESPECTIVE PARTIES LUNDICATE THoSE WODIFIED)

, . YWameoF eaRrTY - Fwaus czeawTy “JNAME OF BARTY . . ] NAME GF PARTY
COUNTS JZ , ;)£~ Y 76’; éE 2 , L el :
2 Vi g
) 4 2
s SPC 7)) é__y.»
. :
£

Have modified counts not sppeanng in any application typed on & separate sheet and aftach to this form.
» ‘The seria} number and filing date of each application the benetit of which is inlended to be accorded must be hs(
merely list the earliest application if there sre intervening apgi: cal:ong necessary for ‘continuity, .

.1t i5 nof sutficieat to

GROUP “§DATE : 1 SIGNATURE OF PRIMARY EXAMINER
330 ( 7L /‘/” 7€) ﬂoﬁw’ . m
: 7
Clerk's instructions: ; (//
1. Odain & title ceport foe all coves and include a capy. 3. Forward-all files inciydong those benefit of which is
2. 'Zeluin transmittal slip MO~261 of PO=262 10 the Board 61 Appeals. : being accorded.
DR
oM PG-880

Revined /71 ; : : : USTOMM-GE $08YL Pull

v. 28, Apr. 1071 S o




mnmnﬁxca e - md.as

ll 12 08 anary Exammer'lmuatmg Dmaoluuon of lnterferenee Rule 237(:)
- [R-25] :

This form is to be sexi in all cases except w hen ti\e mterference is before the Primary
Examiner for determination of a motion. Sufficient copies of this form should be prepared and

sea& to the Patent Interferezme h:sammer s0 z’hat he may *end a uopt te eae,h partv ~

i!d!.!!!lﬂll?f!lﬁlf?‘llF Iﬂll!lﬁElHBE e
ﬂatow!ﬂﬁﬂn. e

Adﬂr«m Gﬂh‘ CUMM#S::#DNEP OF PATENTS '
w;shwg‘con DC 202

1In re Intf. N¢.~98;Obof~":;w

John Willard
v. 5
Luther Stone

Under the provisions of: Pule 237 your attentzan is :ailed

to ‘the follmn“.g patents'

197,520 Jolten  1-1897 214-26
1,637,468 . Moram . 4-195C  214-26

'5Couhtsi- ana 2 are considered unpatentable over elcher of

these references for the following reasons

(The Examiner discuasea the references,)

MMward:pcf

Coples to:

John Jones

133 Fifth Avenue

New York, WNew York 11346
Leonard Smith

460 Munsey Building
Washington, D. C. 20641

PATENTEE INVOLVED

If one of the parties is a patentee, no reference slmnld he made to the pafent elaims nor to
the fact that such claims eorrespond to the counts. See § 1101.02(1), last pn.nrl.lph However,
this restriction does not apply to claims of the application. Langnuage such as the following is
suggeested . “Apphieant’s climsecare considered  fully met by (or unpatentable over) the—

reference.”

203 Rev. 25, July 197



S e e - 2
1112.10 Leuef}nmm Entry of Amendment Seeking Further Interference

~ (With application or patent not involved in present interference)
us otamoscomncﬁ L “M’mm

PATENY OFFICE -
WASMHINGTON DC. ‘20231

In Reply Flease BefarTo The Following:

EXAMINER'S Gl Lo
NAME . , Z. Green .

123 521,316 ot uly oy, 1965

GR.RRT UNn ! FIUNG DATE (0 1 SERL WI

Richard A, Green

LPPUICANT : L IMVEMT

PIPE CONNECTCR

‘ Charles A. Domnelly T
123 Main Street
bDeyton, Ohio 65497

L S

o ‘,"Pleose find below a communicotion from the EXAAMINER in chdrge‘of this dbp}'i‘cdﬁqn,

Commissioner of Potents

_ The amendment filed _ has not now been

~entered gsince itidoes not .place the case in condition for another
‘interference.:
(Follow with appropriate paragraph, e.g., (a) or ()

below:)

(a) ‘Applicant has no right to make claims

because (state reason briefly). (Use where applicant cannot make
claims for interference with another application or where appli-
cant clearly cannot make claims cf & patent.)

(b) Claims ' are directed to 2 species

which ‘{s not presently allowable in this case,

Z,GREEN:ns
557-2802

205 Rev, 23, Jan. 1970

374494 0705





