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708.03(a) Nonstatutory %nbject Matter 707 05( g). Incorrect Citation of References
. 708.03(b) Barred by Atomic Energy Act ; 707.06 Citation of Decisions, Orders, Memorandnms L
. 706.03(c)  Functional o " and Notices ' ,
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706.03(e)  Product by Process ‘ . 7.07(a) Complete Action on Formnl Matters

_70803(f) Incomplete = 'y o "07 07(b)  Requiring New Oath '

. .03 _ Prolix o . 707.07(c) Draftsman’s Requirement ;

. 706.03(h) Nonstatutory Claim - 707.07(d) Language To Be Used in Rejecting Claims
708.03(i)  Aggregation S 707.07(e) Note ANl Outstanding Requirements
706.03(j) Old Combination 707.07(f) Answer All Material Traversed
706.03(k) Duplicate Claims; Donble Patenting 707.07(g)  Piecemeal Examinaﬂon '

706.03(1) .. Mutiplicity ‘ : %07.07(h) Notify of Inaccuracies in Amendment

706.03(m) ',\onelected Inventions 707.07(1) < Each Claim To: Be Mentioned ‘in Each

706.03(n) ‘Correspondence of Claim and Disclosure o L Letter - :
. 706.03(0)  New Matter : : L 707.07(j) . State When Clmms Are Allowab!e

706.03(p) No Utility ' e . 707.07(k) Numbering Paragraphs

706.03(a) Obvious Method ‘ , ' 707.08 Reviewing and Initialing by As=xstant

706.03(r) -~ Mere Function of Machine . Examiner

706.03(s)  Statutory Bar 707.09 Signing by Primarv or Other Authorized

706.03(t)  Other Assigned Application ‘ Examiner

706.03(u) Disclaimer : 707.10 Entry

706.03(v) After Interterence or Pnbllc Use Proceed- 70711 Date

ing ' 707.12 Mailing

706.03(w) Res Judicata ; 707.13  Returned Office Action

706.03(x) Reissue s 708  Order of Examination

706.03(y) Improper Markush Group 708.01 List of Special Cases

706.03(z) Undue Breadth ' ©708.02 - Petition to Make Special ,

706.04 - Rejection of Previously Allowed Claim =~08.03 Examiner Tenders His Resignation

706.05 Rejection After Allowance of Application 709 - Suspension of Action

706.06 Rejection of Claims Copied from Patent 700.01 :Overlapping Applications by Same Applicant

706.07 Final Rejection ' or owned by Same Assignee ‘

708.07(a) When Proper on Second Action 700.02 Actions Following Correspondence under Rule

706.07 (b) .- When Proper on First Action 202

706.07(c) - Premature 710  Period for Response

706.07(d)  Withdrawal of Premature 710.01 Statutory Period

706.07(e) Withdrawal of Final Rejection, General 710.01(a) Statutory Period: How Computed
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71002 Shortened Statutory | nd Time Lim 1(c) Signed by Attorney Not of Record
~ Actions . T14.01(a) Amendment Signed by Applicant But Not

,,?10.02((1)
aims resented in Amendment

71002(e) Extension of Ti ' ' tempt to Point Out Patentable Novelty.
71004 Two Periods R n ' ‘ . .05 ‘Enminer Should Immediately Inspect

710.04(a) ; ; . .
71005 Per g on Sung , . nendments Not in Permanent Ink
. Telegnphic Amendment : :
71006 Miscellaneous Factors Determining Date ; .00 Amendments Before First Office Action
3 Abmdonment Ly , 71410 ims Added in Excess of Filing Fee
‘ ment Filed During Interference Pro-

714.12 Amendments After Final Rejection or Action :
71413 Amendments After Final Rejection or Action, .
( : Procedure Followed
'711.02(c) Terminati , . 714.14 Amendments After Allowance of All Claims
711.03 Reconsideration f ing ' 71415 Amendment Received in Examming Group
Revival o - ' : - After Mailing of Notice of Allowance o
‘dlng Based on Insuﬂlciency of pronse 714.16  Amendment Atter Not‘ce of Allowance. Rule_
312 ,
714.16(a) Ctmied Patent Clalms
. 714.16(b) 'Filed with a Motion Under Rule 231
_ T14.16(c) Additional Claims ‘
 T1416(d) Handling
' 71416(e) Entry in Part 3
Amendment Filed After the Period for Re-

List of Amendments, ;
- List of Amendments Entered in Part ,
‘Amendments Inadvertently Entered, No Legal
Effect

711.06 Abstracts, Abbrevmtures and ‘Defensive Pub-
lications

711.06(a) Citation and Use of Abstracts, Abbrevia-
tures and Defensive Publications as Ref- Entry of Amendments, Dlrections for

, . erences Entry of Amendments, Directions for. Defec-
712 Abandonment for Failure to Pay Issue Fee ' tive :
713 Interviews .2 Amendment of Amendment
713.01  General Policy, How Conducted 714.25 = Discourtesy of Applicant or Attorney :
713.02  Interviews Prior to First Official Action 715 Swearing Back of Referenoe—Aﬁdavit or
713.03 Interviews for “Sounding Out” Examiner Not Declaration Under Rule 131
: Permitted 71501 Reference Claims Foreign Filing Date
713.04  Substance of Interview Must Be Made of 715.01(a) Reference a Joint Patent to Applicant and
Record : Another
713.05 Interviews Prohibited or Granted, Special 715.01(b) . Reference and Application bave Common
_ Situations : Assignee ;

713.06 No. Inter Partes Questions Dlscussed Ex Parte 715.01(¢) - Reference i Publication of Applicant’s

©..713.07 . Exposure of Other Cases o Own Invention
~ 713.08 Demonstration, Exhibits, Models , 715.02 General Rule as to Generic Claims -

713.09 Finally Rejected Application 715.03  Practice Relative to Chemical Cases

713.10 . Interview Preceding Filing Amendment Under 715.04 - 'Who May Make Affidavit or Declaration
, - Rule 312 71505 Patent Claiming Same Invention ,
714  Amendments, Applicant’s Actions 715.06  Affidavit or Declaration Under Rule 131 Must
714,01 Signatures to Amendments Be Removed Before Interference
714.01(a) Unsigned or Improperly Signed Amend- 715.07 Facts and Documentary Evidence
ment 715.07(a) Diligence
715.07(b)  Interference Testimony Sometimes Used ‘
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71507(c) Acts Relied Upon Must Have Been Car-
___ried Out in This Country .
(d) Disposition of Exhibits
. Passed Upon By Primary Examiner
n Seasonable Presentation
. 18 yvits eor 13geelarations Travers

717 File Wrappe
; ; R“kt ;
717.01  Papers in File Wrapper. -

717.01(a) Arrangement of Papers 7‘m’ File Wrapper

717.01(b)  Prints .
717.02  Date Entered on File Wrapper
T17.02(b)

Classification During Examination

Index of Claims o

Field of Search

Foreign Filing Dates

Related Applications -

717.03
717.04
717.05
717.06
717.07

35 U.S.C. 131. The Commissioner shall cause an ex-

amination to be made of the application and ,t'he,yallegyed
new invention ; and if on such examination it appears
that the applicant is entitled to a patent under the s
the Commissiorer shall issue a patent therefor.
‘The main conditions precedent to the grant
of a patent to an applicant are set forth in
35 U.S.C. 101, 102, 103.

702 Requisites of the Application

The Examiner should be careful to see that
the application meets all the requisites set
forth 1n Chapter 600 both as to formal matters
and as to the completeness and clarity of the
disclosure. If all of the requisites are not
met, applicant may be called upon for neces-
sary amendments. Such amendments. how-
ever, must not include new matter.

702.01 Obviously Informal Cases
| [R-25]

- When an application is reached for its first
action and it is then discovered to be imprac-
tical to give a complete action on the merits
because of the paucity of disclosure, the fol-
lowing procedure may be followed: (1) A
reasonable search should be made of the in-
vention so far as it can be understood from the
disclosure, objects of invention and claims and
any apparently pertinent art cited: (2) Infor-
malities noted by Application Branch and de-
ficiencies in the drawing shounld be pointed out
by means of attachments to the Examiner’s let-
ter (see §707.07(a)); (3) A requirement
should be made that the specification be revised
to conform to idiomatic English and United

 jected as faili

Name or Residence of Inventor or Title

States practice; (4) The claims should be re-
i : to define the invention in the
mannerm%m by 85 U.S.C. 112 if they are in-
formal. A blanket rejection is usually sufficient.

The Examiner should not attempt to point
out the specific points of informality in the
specification and claims. The burden is on the

_applicant to revise the application to render

it 1n proper form for a complete examination.
It is obviously to applicant’s advantage to file
the application with an adequate disclosure and

~ with claims which conform to the U.S. Patent

Office usages and requirements. This shouid be
done whenever possible. If, however, due to the
pressure of a Convention deadline or other rea-
sons, this is not possible, applicants are urged to

- submit promptly, preferably within three

-months after filing, & preliminary amendment

 which corrects the obvious informalities. The

informalities should be corrected to the extent
that the disclosure is readily understod and the
claims to be initially examined are ir proper
form, particularly as to dependency, and other-
wise clearly define the invention. “New matter”
must be excluded from these amendments since
preliminary amendments do not enjoy original
disclosure status, § 608.04(b).

For the procedure to be followed when only
the drawing is informal, see §§ 608.02(a) and
608.02(b).

703 “General/lynfoﬁ‘ﬁation Concerning
Patents” [R-25] o

- The pamphlet “General Information Con-
_cerning Patents” may be sent to an applicant

}mndlir)gfhigm'vn case when the Examiner
deems it advisable.

704 Search [R-25]

After reading the specification and claims,
the Examiner searches the prior art.

The subject of searching is more fully
treated in Chapter 900. See §§ 904 through
904.02. The invention should be thoroughly
understood  before a search is undertaken.
However, informal cases, or those which can
only be imperfectly understood when they
come up for action in their regular turn are
also given a search, in order to avoid piece-
meal prosecution.

Previous EXAMINER'S SEARCH

When an Examiner is assigned to act on an
application which has received one or more ac-
tions by some other Examiner, full faith and
credit should be given to the search and action
of the previous Examiner nnless there is a clear
error in the previous action or knowledge of
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MANUAL OF PATENT

other prior art. In general the second
iner should not take an entirely ne
proach to the case or att 0}
point of view of the
make & new search in the mere hope of find:
~__ something. See § 717.05. -
705 Patentability Reports

Where an application, properly assign

one Examining Group, is found to contain on

or more claims per se ciasSiﬁable in one or more
other Groups, which claims are not divisible
inter se or from the claims which govern elassi-
fication of the apgiication’ in the first Group, the
application may be referred to the other Group
or Groups concerned for a report as te the pat-

e is assigned to avoid duplication
Primary Examiner in a re-

porting Group is of the opinion that a_Pat-

ntability Report is not in order, he should so
ise the Primary Examiner in the forward-
roup. ;

 D1SAGREEMENT S To CLASSIFICATION

~ Conflict of opinion as‘ktO'classiﬁcatibn‘ma:y :

_ be referred to a Patent Classifier for decision.

entability of certain designated claims. This

report will be known as a Patentability Report

(P.R.) and will be signed by the Primary Ex-
aminer in the reporting Group.

The report, if legibly written, need not be

ity Report, practice
rdina ircqg:-

is suspended, except in e
stances. See § 705.01 (e

Reports [R-25]

When an application comes up for any ac-
tion and the Primary Examiners involved

that a Patentability Report is necessary.
the application will be forwarded to the proper
Group with a memorandum attached, for in-
stance, “For Patentability Report from Group
———as to Claims ——.7 .

705.01(a) Nature of P.R., Its Use and
Disposal [R-25] |

The Primary Examiner in the Group from
which the Patentability Report is requested, if
he approves the request, will direct the prepa-
ration of the Patentability Report. This Pat-
entability Report will be written or typed on a
memorandum form and will include the cita-
tion of all pertinent references and a complete
action on all claims involved. The field of
search covered should be endorsed on the file
wrapper by the Examiner making the report.
When an Examiner to whom a case has heen
forwarded for a Patentability Report is of the
opinion that final action is in order as to the
referred claims, he should so state. The Pat-
entability Report when signed by the Primary
Examiner in the reporting Group will he re-
turned to the Group to which the application is
regnlarly assigned.

The Examiner preparing the Patentability

BRev. 25, July 1970

If the Primary Examiner in the Group
having jurisdiction of the case agrees with the
Patentability Report, he should incorporate the
substance thereof in his action, which action
will be complete as to all claims.

remain in the file until the case is finally dis-

posed of by allowance or abandorment, at

which time it should be removed. -
- D18AGREEMENT ON ,PAﬁMAm Reporr
If the Primary Examiner does not agree

- 205.01 Instructio’nls’f'i re frPaten"tabilitv _ with the Patentability Report or any portion

thereof, he may consult with the Primary Ex-

_aminer respopsible for the report. If agree-

‘ment as to the resulting action cannot be
_ reached, the Primary Examiner having juris-
_ diction of the case need not rely on the Pat-

entability Report but may make his own action
on the referred claims, in which case the Pat-
entability Report should be removed from the

file.
ArpEal TaAREN

When an appeal is taken from the rejection
of claims, all of which are examinable in the
Group preparing a Patentability Report. and
the application is otherwise allowable, formal

transfer of the case to said Group should be

made for the purpose of appeal onlv. The
receiving Group will take jurisdiction of the
application and prepare the Examiner’s
Answer. At the time of allowance. the applica-
tion may be sent to issue by said Group with its
classification determined by the controliing
claims remaining in the case.

705.01(b) Sequence of Examination
[R-25]

In the event that the Supervisory Primary
Examiners concerned in a P.R. case cannot agree
as to the order of examination by their Groups,
the Supervisory Primary Examiner having
jurisdiction of the ease will direct that a com-

- plete search be made
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| The Pat-
_entability Report in such a case will not be
given a paper number but will be allowed to




The forwarding of the application for a Pat-
entability Report is not to be treated as a

transfer” by the forwarding Group. When

the P.R. is completed and ﬁi'e application is

ready for return to the forwarding Group,
it is not counted either as a receipt or action
by transfer. Credit, however, is given for the
time spent. See §1705.
A box is provided on each file wrapper
_headed “P.R. Group ” and the number of
the Group making the P.R. is entered in

neil.

The date status of the application in the

reporting Group will be determined on the
basis of the dates in the Group of original
jurisCiction. To insure orderly progress in the
reported dates, a timely reminder should be
furnished to the Group making the P.R.
705.01(d) Duplicate Prints of Draw-
~ ings [R-23]

In Patentability Report cases having draw-
ings, the Kxaminer to whom the case is as-
signed will furnish to the Group to which the
case is referred, prints of such sheets of the
drawings as are %{:plicable, for interference
search purposes.

wrapper. : ,
en a case that has had Patentability Re-
port prosecution is passed for issue or becomes
abandoned. NOTIFICATION of this fact will
AT ONCE be given by the Group having
jurisdiction of the case to each Group that
submitted a P.R. The Examiner of each such
reporting Gronp will note the date of allow-
ance or abandonment on his duplicate set of
prints. At such time as these prints become
of no value to the reporting Group. they may
be destroyed. .

705.01(e) Limitation as to Use [R-
23]

The above outlined Patentability Report
practice is not obligatory and shonld be re-

time or

_ primary importance.

_tion of as good quality on all claims, and in
~less total Examiner time than would be con-
'sumed by the use of the Patentability Report

- tion of the

at this has been done may
_be indicated by a pencil notaticn on the file

 705.01(e)

vill save total ;Examiner

! it in improved quality of action
due to specialized knowledge. A savingof to-
tal Examiner time that is required to give &
compiete examinstion of an application is of
: Patentsbility Report

ition that when

“examination, or the results are of better qual-

ity, when specialists on each character of
claimed invention treat the claims directed to

their s'%ecialtyif However, in many instancesa

single Examiner ean give a complete examina-

practice. e
 'Where claims are directed to the same char-
acter of invention but differ in scope only,
prosecution by Patentability Report is never

proper, 0 S o
Exemplary situations where Patentabi]it]y
wre ordinarily not proper are as fol-

elated as a manu-
lnct defined by the
process of manufacturve. The Examiner having
jurisdiction of the proc

Examiner time than would be consumed by the
use of a Patentability Report. , ‘

(2) Where the claims are related as a prod-
uct and a process which involves merely the

“fact that a product having certain characteris-

tics is made. The Examiner: having jurisdic-
roduct can usually make a com-
plete and adequate examination. i
(3) Where the claims are related as a com-
bination distinguished solely by the charac-
teristics of a subcombination and such sub-
combination per se. The Examiner having
jurisdiction of the subcombination can usually
make a complete and adequate examination.
Because of the high percentage of new Iix-

‘aminers, situations frequently arise where the

Patentability Report would of necessity be
made by an Examiner who knows less about the
art than the Examiner seeking the Patentabil-
ity Report. Then there are also situations
where the Examiner seeking the report is suffi-
ciently qualified to search the art himself.

In view of these conditions which are ex-
Fected to prevail for some time to come, it is
elt to be in the best interests of the Of-
fice to suspend the present Patentability Re-
port practice. Where it can be shown, however,
that a Patentability Report will save total
Examiner time, exceptions may bhe permitted
with the approval of the Group Director of

Rev. 23, Jan. 1970

ction o1 th ss can usually give a
_complete, adequate examination in less total




| and the record indi-

ds to claim such

;ﬁates
the Offi

| 705.01(f) Interviews Witl
ABOLD . nterrle

" In situations where an interview is held on

an applicat
has been adopted
~called on for assistance at the inter

n which a Patentability Repo
, the reporting Group may

it concerns claims treated by them.

713.10 regarding interviews in gen

706 Rejection of Claims

= ﬂ’"’"”AlthOugh‘ this part of the Man

the proced urg"’inre'{'ect,ing claims, the E :

should never overlook the importance of his
the invention.

' Rule 106. Rejection of cluims.

sidered patentable, or

med, aims, or those considered

cting claims for want of novelty

the examiner must cite the bes

__ or shows or describes inventions other than that claimed -

c nt, the particular part relied on must be

rly as practicable.  The pertinence.

_ of each reference, if not apparent, must be clearly ex-
 plained and each rejected claim specified. , '
The standards of patentability applied in the
examination of claims must the same
throughout the Office, In every art, whether it
be considered “complex,” “newly developed,”

ments for patentability (e.g., novelty, useful-
ness and unobviousness, as provided in 35 U.S.C.

101, 102, and 103} must be met before a claim is

allowed. The mere fact that a claim recites in
detail all of the features of an invention (i.e., is
a “picture” claim) is never, in itself, justifica-
tion for the allowance of such a claim.

When an application discloses patentable

subject matter and it is apparent from the
claims and the Applicant’s arguments that the
claims are intended to be directed to such
entable subject matter, but the claims in their
resent form cannot be allowed because of de-
ects in form or omission of a limitation, the
Examiner should not stop with a bare objec-
tion or rejection of the claims. The Exam-
iner’s action should be constructive in nature
and when possible he should offer a definite
suggestion for correction.

Rev. 23, Jan. 1970

it p'ro‘f%erly claimed

ew when

_explains
Examiner

role in allowing claims which properly define

command. When a reference is complex

“crowded,” or “competitive,” all of the require-

at-

~ subj
that certsin aspects o
. ble invention have 1

fcir‘ths patenta-
aimed and that
aims may be given

favorable co! n.
: ‘ and reconsideration. After
e application wiil

‘a2nd the applicant will

, jections or re-
after the first

- -be reexamined and
. be motified if clalms are reject
_quirements made, in the snme
examination. Applicant may respond t
‘tion, in the same manner provided in rule 111,
without ‘amendment, but sny amendments afte

 second Office action must ordincrily be restricted to

"' the rejection or to the objections or requirements made,
and the application will be again
~ repeatedly, unless the examiner h

action is final.

not considered patenta-

The refussl to grant claims because the sub--
 ject matter as claimed is cousidered unpatenta-
_ ble is called a “rejection.” The term “rejected”
_must be applied to such claims in the Exam-
iner’s letter. If the form of the claim (as dis-
tinguished from its substance) is improper, an
“objection” is made. The practical difference
between a rejection and an objection is that a
rejection, invoiving the merits of the claim, is
subject to review by the Board of Appeals,
while an objection, if persisted in, may be
reviewed only by way of petition to the Com-

missioner. L , , :
An example of a matter of form as to which
objection is made is dependency of a claimon»
rejected claim, if the dependent claim is othe.
 wise allowable. See § 608.01(n).

70602 Rejection on Prior Art {R-

By far the most frequen ground of rejection
" is on the ground of unpatentability in view of
the prior art, that is, that the claimed matter
is either not novel under 35 U.S.C. 102, or eise
it is obvious under 35 U.S.C. 103. The lan-
guage to be used in rejecting claims should be
unequivocal. Sce § T07.07(d).
Prior art rejections should ordinarly be con-
fined strictly to the best available art. Excep-
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\ US p,atcntfmy;ha a reference agamst an
cation even though the patent date is af-

r the filing date of the application, pro-

ided to the filing date of the patent is
for to the filing date of the application.
It is proper to use such a patent as a hasie
or_an auxilinry reference and such patents
~ may be used together as basic and auxiliary ref-
rences. This doctrine arose in Alexzander Mil-
. Davis-Bournonville Co., 1926 C.D.
7: and was enacted inte law
162{e). It w: id appli-

s under 35 U.S.C. 103 by the
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often asserted by the Exa "HANCE ; ERS] ING
| known” or “matters of comm - 'O THE GROUNDS OF RE. N.
. If justified, the Examinershould .~ e
liged to spend time to produce docu-  706.03(a) Nonstatutory Subjec
proof. If the knowledge is of such . T
us character that judicial noticecanbe . .. S
taken, it iz sufficient so to state. In re Mal- Patents are not granted for all new an '
colm, 1942 C.D. 589; 543 O.G. 440, If the ap- ful inventions and discoveries. The subject
plicant traverses such an. E ! f the invention or discovery must come
Juld cite a reference in , £ , he boundaries set forth by 35 US.C.
e e which permits patents to be granted only
or “any new and useful process, machine,
_manufacture, or composition of matter; or any ‘
new and useful improvement there
399538 O.G. T44: In : : : The term “process” as defined i
 141: 500 O.G. 1 - polies ¢ or.  100. means process, art or method, and
tions of the Board. In re Selmi, 1946 C.D. a new use of a known process, machine, manu-
e ischer. 1942 C.D. facture, composition ‘'of matter, or material.
995: 538 0O.G. 503. ; ey

| : ~Judicial decisions have determined the lim--
70603 Rejections. ot Based on Prior

; hé’ﬂppliéan to seasonably chal-
ssertions estab

its of the statutory classes. Examples of sub-
ject matter not patentable under the Statute
Art [R—18] At PrINTED MATTER

- follow:
ect of the examination of an For example, 2 mere arrangement of printed
, ‘determine whether or not the =~ matter, though seemingly a “manufacture.” is
claims define a patentable advance over the rejected as not being within the statufory .
prior art. This consideration should not he  classes. '
relegated : ry position while undue -
emphas iven to non-prior art or *technieal”
rejections. RLifort amming 5110“]_(1 be eon-  Gimilarly, a thing occurring in nature, which
centrated on truly essential matters, minimizing  js substantially unaltered. is not a “manufac-
or eliminating effort on technical rejections  tyre” A shrimp with the head and digestive
“which are not really critical. Where a major  (ract removed is an example. Ex parte Gray-
techniecal rejection is proper (e.g.. lack of proper son. 51 USPQ 413, i
disclosure, undue breadth, utility, ete.) suchre- =~ Shee
jection should be stated with a full development : MeTnop or ‘Dorxe BrsiNess
of the reasons rather than by a mere conclusion Though seemingly within the category of a
process or method. the law is settled that a

NATURALLY OCCURRING ARTICLE

coupled with somne stereotyped expression.

Generally speaking, the inclusion of (1) : . SR
ative Limitations . v alternativ - method of doing business can be rejected as not
negative limitations and (2) alternative ex- being within the statutory classes. Hotel Se-

pressions, provided that the alternatively ex- = " % : e T v :
pressed elements are basically equivalents for ;‘é;‘t.‘ Checking Co. v. Lorraine Co., 190 Fed.

the purpose of the invention, are permitted if no
nncertainty or ambiguity with respect to the
question of scope or breadth of f{): claim 1s
presented. '
The Examiner has the respor
sire the wording of the claims

ScienTtiFic PRINCIPLE

A scientific principle. divorced from any
tangible structure, can be rejected as not
within the statutory classes. O'Reilly v. Morse.
15 Howard 62. '

sibility to make ‘
fliciently de-

finite to reasonably determine the zeope. Tt i This subject matter is further limited by the
. applicant’s responsibility to select proper word- Atomic Energy Act explained in 706.05(h).
k o 67 Rev. 18, Oct. 190




~ posed by the Atomie

on 151(a) (42 U.S 21%¥a)",tx;emof reads in

~ part as follows
~No patent shall her
discovery which is useful

- The terms “atomic energy” and *

nuclear material” are defined in Section 11 of
the Act (42 U.S5.C. 2014). L '
Sections 151(¢) and 151(d

cations relating to atomic energy that must be
brought to the attention of the U.S. Atomic

Energy Commission.  Under Rule 14(¢),appli-

cations for patents which disclose or which ap-
ar to disclose, or which purport to disclose,
~ inventions or discoveries relating to atomic

| (d) (£ USC
2181¢ and d) set up categories of pending appli-

~thereof. =

' energy are reported to the Atomic Energy Com-

mission a 1e Commission will be given access
ations, but such reporting does not
gtion that the subject mat-
_ter of each application so reported is in fact
useful or an invention or discovery or that such
application in fact discloses subject matter in
categories specified by the Atomic Energy Act.
All applications received in the Patent Office
are sent to Licensing and Review for screening
by Group 220 personnel, under Rule 14(¢), in
order for the Commissioner to fulfill his respon-
sibilities under Section 151(d) (42 U.S.C.
2181d) of the Atomic Energy Act. Papers sub-
sequently added must be inspected promptly by
the Examiner when received to determine
whether the application has been amended to
relate to atomic energy and those so related must
be promptly forwarded to Licensing and Re-
view, L
A1l rejections based upon Sections 151(a)
(42 U.S.C. 2181aj, 152 (42 U.S.C. 2182}, and
155 (42 U.S.(. 2185) of the Atomic Energy
Aet must be made only by Group 220 personnel.

706.03(¢c) Functional

See Ex parte Ball et al., 1953 C.D. 4: 875

0.G. 5 In re Arbeit et al, 1953 C.D. 409:
2'27'17 0.G. 843 and Ex parte Stanley, 121 USPQ
621,

Section 112 of the Patent Act of 1932 con-
sists of three paragraphs, which read as fol-
lows:

The specification shall contain a written degcription
of the invention, and of the manner and process of
making and uzing it. in such full, clear, concige, snd
exnct terms ag to ennble any person skiiled in the art
1o which it pertaing, or with which it jg mo<t nearly

Rev. 18, Oct. 168

o grohi.biting the rejection of a claim for a com-
‘bination of elements (or steps) on the

connected, to make ard use theume. ;
forth the best mode contemplated by the

_carrying out his invention,

be construed to inciude all the iimitations of the claim
incorporated by reference into the dependent claim.

An eleme: a claim for a combination may be
expressed as a means cr step for performing & specified
function without the recital of structure, material, or
acts in support thereof, and such claim shall be con-
strued to cover the corresponding structure, material,

or acts described in the specification and equivalents

«,; Parag‘rapli 3 of section 112 has the effect of !

round
that the claim distinguishes from the prior art
solely in an element (or step) defined as a
“means” (or “step”) coupled with a statement
of functicn. However this provision of para-
graph 3 must always be considered as subordi-
nate to the provision of paragraph 2 that the
claim particularly point out and distinctly
claim tﬁ: sixbjecti matter. Ifdabclaim be fmlmg
to contain language approved by paragraph

such ‘c]aimsho%?dgalwzg's be tested additionally

“for compliance with paragraph 2 and if it fails
to comply with the requirements of paragraph
2, the claim should be so rejected and the rea-

sons fully stated. :
Paragraph 3 of section 112 makes no change

in the established practice of rejecting claims

as functional in situations such as the fol-

lowing: -

o1 E claim which contains functional lan-
guage not supported by recitation in the claim
of sufficient structure to warrant the presence
of the functional language in the claim. An
example of a claim of this character may be
found in In re Fuller, 1929 C.D. 172; 388 O.G.
279. The claim reads: :

A woolen cloth having a tendency to wear
rough rather than smooth. .

2. A claim which recites only a single means
and thus encompasses all possible means for
performing a desired function. For an ex-
ample, see the following claim in Ex parte
Bullock, 1907 C.D. 93; 127 O.G. 1580:

In a device of the class described, means for
transferring clothes-carrying rods from one

- position and depositing them on a suitable

support.

- 706.03(d) Vague and Indefinite

68

When the Examiner is satisfied that patenta-
ble novelty is disclosed and it is apparent to




express
_ permitted ev
not as precise
~ The fact
kessanly justify
the claim ‘
plete.
general be re
the prior a
The rejectio

‘appear to pres

mduct clmme descri
_product-by-process
resented are inconsistent. As a
product-by-process claims.
limited to one, unless it appears t
material differences betwe
duced by th

claims.

however, a great deal of eﬂort 1s requlred to 7 -

explain just what is wrong with the cls
when writing the Examiner’s letter. Although
cooperation ‘with the attorney is to be com-
‘ ed, undue time should not be spent tryin

‘ of a negatu
ing nickel”; ma
pressmns euch as:
_and ‘*non-poisonous™
They can be definite and a
least cumbersome way to express
limitation.
numerals
a ground f
borne, 19
‘ _expressions su h as ¢

locking device” may make a claim indefinite if

the limitation covers two different elements.
If two eqmvalent parts are referred to such as

“rods or bars”, the alternative ex ressmn may.
b

be considered proper.

_ Still another way in which a c]alm can be in-

definite is where a non sequitur occurs. For
example, a claim is inferential and therefore
indefinite when it recites “said lever” and there
was no earlier reference or mo anfecedent in
the claim to a lever. An indirect limitation
also affords a ground of rajection as indefinite.
If a “lever” is set forth and later in the clmm,
“said aluminum lever? is reclted the claim is
m]ected as mdeﬁmte I'R—-27] ' .

706.03 (e) Produet by Process
271

An article which cannot be described in any
other manner, may be claimed by a process of

The mere mclusnon of reference ;
: ' f _ the thought that ve

"706‘.03,(11) , Nons:atutory Clyayim [R—

Such a clalm can be re]ected as follows ,
_____ is rejected for failing to par- b

(R

69

706.03(g) Prolix

Claims are rejected as prolez ‘when thev con-
tain long recitations of unimportant details
which hide or nbscure the invention. Ex parte
Iagan, 1911 C.D. 10; 162 O.G. 538, expresses
long detailed clalms set-
ting forth so many elements that invention can-
not possibly reside in the combination should
be rejected as prolix. See also In re Ludwick,

,1925 C.D. 306 339 OG 393.

27]

Some apphcatidhs when filed contain an om-

" nibus claim such as “A device ‘s Stantlally as

shown and described.”

ticularly point out and distinctly claim the
invention as required in 35 U.S.C. 112.

For cancellation of such a claim by Examin-

er's Amendment, see § 1302.04(b).

70603 '(i) Aggregation [R-27]

Rejections on the ground of agqregation
should ke based upon a lack of cooperation be-

Rev. 27, Jan. 1971




: (patemal'

or unp‘ttemable) if there is actual
cooperation between the elements, and ,
gregntions if there is no cooperation.
FExample of eqation: A wash
chine associate i
Examp
mrbureto ;c]al
, hne engine. e
A claim is net n ==;'mlv agm«mhve be-
cause the various elements do not function si-
- multaneously. A typewriter, for example, is a
good corshination. Neither is a claim necessar-
ily aggregative mere]v because elements w
do cooperate are set forth in =pec:ﬁ '

Old Combmatwn ,

The rojectnon on the around of old c

tion (synonymous with “exhausted co

tion”) requires the citation of a reference bu

is treated here because of its relation to age
 gation. The reference (not a combination o
references, of course) is cited, not to antiei-
pate the claim, but to anticipate the broad
combination set forth in the claim. Moreover,

ments in the reference must be the same as it ‘
is in the claim. :

A rejection on the ground of old comhmqtmn '
should be made whenever proper. Whether
subcombination claims have been presented or
allowed in the same application, or whether
other grounds for rejection of the combination
claims exist, are not determinative of the pro-
priety of this rejection. The rejection is proper
when a single reference discloses broadly a com-
bination of the same elements functionally co-
operating in substantially the same manner to -
produce substantially the same results as that
of the claimed combination. FEz parte Silver-
- stein, 125 USPQ 238. The fact that an appli-
cant has improved one element of a combina-
tion which may he per se patentable does not
entitle him to 2 claim to the improved element
in combination with old elements where the ele-
ments perform no new function in the claimed
combination. In re Hall, 41 CCPA 759.

Example: An improved ( specifically recited)
earburetor claimed in combination with a gaso-
line engine. A reference is cited which shows
a_carburetor combined with a gasoline engine.
This shows the broad combination to he old.
Both in the reference snd in the claimed com-

Rev. 27, Jan. 1971 70

- modify.tl

the cooperation and result between the ele-

ent over the prior art only because
‘ rbu . The carburetor ,

"‘sd to &:hnwy the sepa-
 (See §90001

n is and why it is
element does not
he action of the combination. A sug-
ing an OId combma~

thougm that any improve

ction is as follows:
1 is rejected under 35 US C. 112 as
being drawn to the old combmatlon of a bell,
a batterv and a switch connected in series by
wire «mductom This combination is shown

to be old by the patent to Jones which discloses
bruad o
htetf in the same manner to produce substan-
e same results. The combination of

the same elements funtionally inter-

“differs from that shown in Jones in

ng forth a specific construction of the bat- g,
Since the latter does not modxfy‘
,’the action of the other elements recited in the

ery itself.
laim in any material manner, no new combina-

46: 41 CCPA 759; 208 F. 2d 370; 680 0.G.57

Duphcate Clalms, Doub]e |
Patenting [R—27] s

Tnasmuch as a pafent is cupposed to be lim-
ited to only one invention or, at most, several
closelv related indivisible inventions, ]mmtmn'
an apph('atlon to a single claim, or a single
claim to each of the related inventions mmht
appear to be logical as well as convenient.
However. court decisions have confirmed ap-
plicant’s right to restate (i.e., by plural claim-
ing) his invention in a reasonabIe number of
ways, Indeed, a mere difference in scope be- -
tween claims has been held to be enough
Nevertheless, when two claimns in an appli-
cation are duplicates, or else are so close in
content that they both cover the same thmg,
despite a slight difference in wording, it is
proper after allowing one claim to reject the
other as heing a substantial duplicate of the
allowed claim. Also, it is possible to reject
one claim on an allowed claim if they differ
only by subject matter old in the art. The lat-
ter ground of rejection is set forth in the fol-

706.03 (k)

tion iz seen to exist. In re Hall, 100 UsSPQ




~ casing in tools of this char:

whlch shows tha ) emp i ,

er. The claims

held patent‘xblo are considered
applicant’s ion, pphcant can-

be‘., ’ mulitip !S ciaims bv ‘

ish from the real invention only by mcludmg ;
in the It and perform .

gll;ments which are old |
no new function.’

This rejection (the ex parte Whltelaw doc-
trine) is usually not applied if there are onh
a few claims in the application.
~ Situations related to that gnen above ar
. follows: .

Where there is a common assvmee for two

~_or more applications by different inventors, and
the applications contain conﬂlctmg claims, see
§§ 305 and 804.03. ,, ,

70.1

fuily cover-

706.03(k)

Doum PATENTING ;

tmnc of the same mventor, one of
signed, see § 304, '\

. le same inventor has two or. more
; apphcatmns for species or for related inven-

tions, see Chapter 800, p‘lrtwuiarh §8 804
804.02. 806. 04 (h). 822 andS .01 for donble pat-

enting rejections of inventions not lntentable

over each othex
Arm‘m\nox Fu.-}:n Uxper 35 US.C 121

_The Commissioner has determined that under
5 U.S.C. 121. the Patent Office cannot reject a
dnmonal application on the parent patent if
the divisional application is filed as a result of

~ a requirement for restriction made by the Office
_even though the requirement for restriction

relates to speues In re Joyce, 1958 C.D. 2;
115 USPQ 412. See also In re Herrick et al.,

1958 C.D.- 1; 115 USPQ 412 where the Lom-;

Rev. 27, Jan. 1971



making the rejection o
plicity of claims, specify
which in his judgmen

erly define applicant’s 1 0

the applicant to select certain

exceed the number specified, for examina
the merits. The examiner should be reason-
able in setting ber to a

cant seme la claiming his invention.
examiner should make a telephone call e

~ will be rejected on that ground.
request selection of a specified number of claims
for purposes of examination. “ e
If time for consideration is requested arrange-
ments should be made for a second telephone

call, prefernbly within three working days.

an action on the selected claims.
When applicant refuses to col
telephone request, a formal mult
tion is made. No refere '
the unsuccessful telephone call.
The applicant’s response to a_ ,
plicity rejection of the examiner, to be com-
plete, must either: o S
1. Reduce the number of claims presented to

previous -selection has

aminer in the Office action, thus overcoming the
rejection based upon the ground of multiplicity,
or

_ greater than

examiner.

e
_the rejection on multip
"Board of Appeals. '
. Seealso § 706.03 (k).

ber to afford the ;aP‘Pli'

If a rejection on multiplicity is in ‘or[dell' the
ain-

ing that the claims are unduly multiplied and

e should

- ficatlon and the drawing.

en claims are selected, a formal multi-
plicity rejection is made, including a complete
record of the telephone intervies, followed by

those selected previous]gc‘lz)y telephone, or if bx;o o
n made to a number

not exceeding the number specified by the ex-. Whe endt n :
. objection or rejection based on incomplete dis-

phone, or
s bee ), select cortain elaims
of examination. the number of W
he number :

1sadhered to .

If the rejection “()x'x;_r‘x‘nﬂtiplié ty ;
' in such

‘retained will be included
and the selected claims on e
y examined on their merits. This
e preserves ap;!')lic'ant?s; right to have

icity reviewed by the

~ Nonelected Inventions |
 [R-29] ’
See particularly the last
the necessity of rejecting
thdrawn because they are
ected spec i

not reada ies, where appli

 cant has traversed the examiner’s holding.

[R-29]

o  and Disclosure
" Rule 117. Amendment and revizion required. The

 specification, claims and drawing must be amended and
- revised when required, to correct inaccuracies of de-

scription and definition or unnecessary prolixity, and
to secure correspondence between the claims, the speci-
~ Another category of rejections not based on
the prior art is based upon the relation of the

rejected claim to the disclosure. In chemical

cases, a claim may be so broad as to not be

-

supported by disclosure, in which case it is

rejected as unwarranted by the disclosure. If
averments in a claim do not correspond to the

_ averments or disclosure in the specification, 8

rejection on the ground of inaccuracy may be

in order. It must be kept in mind that an
~ original claim is part of the disclosure ‘and
' might adequately set forth subject matter
" which is completely absent from the specifica- :

tion. Applicant is required in such an in-
stance to add the subject matter to the specifi-
cation. Whenever an objection or rejection is
made based on incomplete disclosure, the ex-
aminer should in the interest of expeditious
rosecution call attention to Rule 118. =

When an amendment is filed in response to an

closure, a study of the entire application is often

necessary to determine whether or not “new

Rev. 20, July 1871




'Whenever, on examination, any claim for a patent is
jected, or any objection or requirement made, the
mmissioner shall notify the applicant thereof, stat-

le a rejection on this
s citation of art or

aim

iy skill
0d d

meth

~ how by In r
 words, the rejection is proper if such a person
 would be able, upon the basis of his own knowl-

to perform the claimed method merely

_ from having the claimed article shown to him

ing the reasons for such rejection, or objection or re-

quirement, together with such information and refer-
_ ences as may be useful in judging of the propriety of
continuing the prosecution of his application; and if
after receiving such notice, the applicant persists in his

all be reexamined. No

i , , ndment shall
ice new matter into the d ' ’

See §8 608.04 to 608.04(c). ,

In the examination of an application fol-
lowing amendment thereof, the examiner must
be on the alert to detect new matter. The pro-
hibition against new matter has been incorpo-
~ rated into the patent statute. These rejections
arebasedon35U.S.C.132. L ‘

706.03((p) No Utility [R-20]

A rejection on the ground of lack of utility
includes the more specific grounds of inopera-
tiveness, involving perpetual motion, frivolous,
fraudulent, against public policy. The statu-
tory basis for this rejection is 35 U.S.C. 101.

See §608.01(p). o

706.03(q) Obvious Method [R-29]

A process which amounts to nothing more
than an obvious manner of producing an article
or product is not patentable. An applicant may
invent a new and useful article of manufacture.
Once the article is conceived, it often happens

Rev. 20, July 1971

 closed machine or apparatus.

7?2

or by being told what ingredients it contained.

Note in re Larsen, 49 CCPA 711; 130 US

PQ 209; 292 F.2d 531.

 706.03(s) Mere Funet

with or without amendment, the

[R-20]

~ In view of the decision of the Court of Cus-
toms and Patent Appeals in In re Tarczy-
Hornoch apll)earing at 158 USPQ 141, process
or method claims are not subject to rejection by
Patent Office examiners solely on the ground
that they define the inherent function of a dis-

706.03(5) ‘,Sihtutory Bar [R-20]
Another category of rejections not based on
the prior art finds a basis in some prior act of
applicant, as a result of which the claim is
denied him. ,
~ABanNDONMENT oF INVENTION

Under 35 U.S.C. 102(¢), abandonment of
the “invention” (as distinguished from aban-
donment of an application) results in loss of
right to a patent. o

OwnN Prior ForeweN PATENT
Exztract from 85 U.8.C. 102. Conditions for patenta-
bility,; novelly and loss of right to patent. ~A person
shall be entitled to & patent unless— B

® . .’ L] L ]
(d) the invention was first patented or caused to
be patented by the applicant or his legal representatives
or assigns in a foreign country prior to the date of the
application for patent'in this country on an applica-
tion filed more than twelve months before the filing of
the application in the United States.

The statute above quoted establishes four
conditions which, ‘f all are present, establish a




" execution

or smce foreign
wl’nch it can be sx?

b al 138 L’PSPQ :»05

,pphca nsshon]d notbesubnuvzed asa
ine matter to th: llbrarytoascertunlfthe
n application hasbecome a patent. S

' o be 2 bar under 35 U.

~ date : Ty, the probability of the
. i,forelgn patent having issued after the date of  j
the original oath and before the

U.S. filing
search ordmanly unproductlve.

35 U. S C. 182. Abandomnent of mvenmm' or umwthor
ized disclosure. The invention disclosed in an applica-v
tion for patent subject to an ord ade pursuant to
gection 181 of this title may be d abandoned upon'
its being established by the ‘Commissioner that in
violation of said order the invention has been published
or disclosed or that an application for a patent therefor
has been filed in a toreign country by the inventor, his
guccessors, assigns, or legal representntives, or anyone
- in privity with him or ‘them, without the consent of
~the Commissioner. The abandonment shall be held to
_have occurred as of the time of violation. The consent
of the Commissioner shall not be given without the
concurrence of the heads of the departments and the
chief officers of the agencies who caused the order to
“'be issued. A holding of abandonment shall constitute
forfeiture by the applicant, his successors, assigns, or
legal representatives, or anyone in privity with him or
them, of all claims against the United States based
apon such invention.

35 U.8.0. 184. Filing of application in foreign coun-
try. Except when authorized by a license  obtained
from the Commissioner a person shall not file or cause
. or anthorize to be filed in any forelgn country prior to

six months after filing in the United States an applica-
tion for patent or for the registration of a utility model,

72.1

slight as to make such a8
: ~_vention ‘apparently was made in this country,

successors. assigns, or legal representa-
10t receive a Umted §tates patent for an

ntatives - shall, without procuring the
; section 184 of this title, have ,

plication in a foreign conntry for a pntat or for tbe

. i'egistration of a utility model, industrial desigs, of

examnung an apphcatlon, the ex-
parns of the existence of a co d-
ign application which appears to have
efore the United States application
file for six months, and if the in-
he shall refer the a ¥phcatxon to Licensing
and Review Section of Group 220, calling at-
tention to the foreign a lication. Pending
investigation of the possible violation, the ap-

- plication may be returned to the exa
~group for pmsecutlon on the merits. When it
_is otherwise in condition for allowance, the ap-

plication will be again submitted to Licensing
and Review Section of Group 220 unless the
latter has already reported that the foreign .
filing involves no bar to the United States
ap lication.

f it should be necessary to take action under
35 U.S.C. 185, Licensing and Review Section of
Group 220 will request transfer of the apphca- ;
tion to it.

OTHER STATUTORY BARS

Claims _to an invention in public use or on
sale in the United States more than twelve
months before the effective U.S. filing date are
rejected. 3B U S.C. 102(b).

706.03(t) Other Asmgm-d Application
[R-19]

As pomted out in § 304, assignment of one
of several overlapping applications of the same

Rev. 20, July 1971
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f Patent Interferencm noe.fymg

e dxsposztwn of ‘the publxc use p!'O-, .

groxm’ y ‘rejection as res ]ua?wata o
e Budde] 150 USPQ 469; 828 O.G. 409 ;

o jection should be used onl ~when the
 earlier decision was a decision of the Board of

~ Appeals or any of the reviewing courts and

~ when the time for further court review has ex-

u'gld and no such review has been so eght, or,

ed, the review action is terminat
 of 2 second application oopendm

‘ rlier application does not, preclude s
the use res jud clgx‘ound of re;ectlon

apphcatlon
aking a rejection on 7es yudzcata,‘ :

action should ordmanly be. made a]so on the
xbasxsofpnorart , ’ G




inal patent
ing barred by 35 U.S
\ is appli two
years, the examin ot go into the ques-
tion of undue delay. ‘
The same section p
issue application by th
interest only in cases where it does not “enlarge
the scope of the clai f the original patent”.
Such claims which do enlarge the scope may
' jgcteduas barred by the statute.

s the filing of a re-
ssignee of the entire

th affords a ground for

e reissue appli-
ue application is ‘“special”

a prompt response.

[R-28] ‘

,Ex:'partg,‘;\far.kush; 1925 C.D. 126; 340 0.G.

839, . rical cases, claiming a
genus expressed as rorlllp/consistin of cer-
_ tain specified materials. This type of claim is
_employed when there is no commonly accepted
generic expression which is commensurate in
scope with the field which the applicant de-
sires to cover. Inventions in metallurgy, re-
fractories, ceramics, pharmacy, pharmacology
and biology, may be claimed under the Mar-
kush formula but it has consistently been held
to be improper to extend it to purelyy mechani-
cal features or process steps. It.is improper to
use the term “comprising” instead of “consist-
ing of”. Ex parte Dotter, 12 USPQ 382. Re-

farding the normally prohibited inclusion of -

farkush claims of varying scope (generic and
subgeneric for example) in the same case, see
Ex parte Burke, 1934 C.D. 5; 441 O.G. 509.
The use of Markush claims of diminishing
scope shonld not, in itself, be considered a suffi-
cient basis for objection to or rejection of claims.
However, if such a practice renders the claims
indefinite or if it results in undue multiplicity,
an appropriate rejection should be made. This
practice with respect to Markush claims of
diminishing scope is being continued.
_ The materials set forth in the Markush group
ordinarily must belong to a recognized physi-

422-967 - 71 - 2

erty. The test should be applied as liberaliy
~_as possible.
_applied only to a portion of a chemical com-

and remains so even if applicant does not make

706.03(y) Improper Markush Group

lhappens the patentee is often limited to species

However, when the Markush group oc-

claim reciting a process or a combi-
ot a single compound), it is sufficient
mbers of the group are disclosed in
specification to p s at 'le’ast,one'proij

erty in common which is mainly respensib
r function in the claimed relationship,

nd it is clear from their very nature or from

the prior art that all of them possess this prop-

Where a Markush expression is

pound, the propriety of the grouping is deter-
mined by a consideration of the compound as
a whole, and does not depend on there bein
a community of properties in the members o
the Markush expression.

When materials recited in a claim are so

related as to constitute a proper Markush group,

thev may be recited in the conventional manner,

or alternatively. For example, if “wherein R

is a material selected from the group consisting
of A, B,Cand D" isa proper limitation then
“wherein R is A, B, C or D” shall also be con-
sidered proper. o , -
A rejection of a Markush type claim based
on any of the grounds pointed out above relates
to the merits and is appezlable. :

SuscenTUs Craim
A situation may occur in which a patentee

‘has presented a number of examples which, in

the examiner’s opinion, are sufficiently repre-
sentative to support a generic claim and yet a
court may subsequently hold the claim invalid
on the ground of undue breadth. Where this

claims which may not provide him with suit-
able protection. , :

The allowance of a Markush type claim under
a trne genus claim would appear to be bene-
ficial to the applicant without imposing any
undue burden on the Patent Office or in any way
detracting from the rights of the public. Such
a subgenus claim would enable the applicant
to claim all the disclosed operative embodi-
ments and afford him an intermediate level of
protection in the event the true genus claims
should be subsequently held inva‘]i(f.s
The examiners are therefore instructed not

to reject a Markush type claim merely because

of the presence of a true genus claim embra-

cive thereof. :
See also §8 608.01(p) and 715.03.

706.03(z) Undue Breadth

In mechanieal cases, broad claims may prop-
erly bhe supported by a single form of an ap-

Rev. 28, Apr. 1971




s, however, the kdxsclosure of
sually does not provide an
nemc claims. In

other species

1940 C.D. 351:

general rule: “It is well
involving chemicals and

gives
settled that in ¢
‘hich differ radically in

chemical compouns

their properties it
cant’s specification either by the enumeration
of a sufficient number of the membera of a

be rejected only after the proposed rejection
has been submitted to the primary examiner
for consideration of all the facts and apprm al
of the proposed action. ,

Great care should be exercised in authorxzmg
such a rejection. \ee Ex parte Grier, 1923
C.D. 27: 309 O.G. 223: Ex parte H'n. 1909
CD 18: 139 O.G. 197

Previovs AcTiox BY DIFFERENT ExaMINER

Full faith and credit should be given to the
search and action of a previous examiner un-
.less there is a clear error in the previous action
or knowledge of other prior art. In general, an
examiner should not take an entirely new ap-
proach or attempt to reorient the point of view
- of a previous examiner, or make a new search
in the mere hope of finding something.

Because it is unusual to reject a previously

allowed claim, the examiner should point out
in his letter that the claim now being rejected
was previously allowed.

706.05 Rejection After Allowance of
Application
See § 1308.01 for a rejection based on a refer-

ence.
For rejection of claims in an allowed case
which has failed to make the date of a senior

Rev. 28, Apr. 1071

appear in an 'lpph-,

' noted as a]lowable shwll thereafter . stating the reasons therefor.

‘grounds of rejection and objection.

.issue for an early termination; i.e.,

EXAMINING PROCEDURE

applwatmn in vorrespondence under nﬂe @0&,-

see § 1101.01(i).

706 06 Rejecnon of Clmms Copned

From Patent
See § 1101.02(f).

70607 Final Rejection

Rule 113. Final rejection or action. (a) On the
second or any subsequent examination or considera-
tion, the rejection or other action may be made final,
whereupon applicant’s response is limited to appeal in
the case of rejection of any claim (rule 191) or to
amendment as specified ‘in rule 116. Petition may be
taken to the Commissioner in the case of objections
or requirements not invelved in the rejection of any
claim ‘(rule 181). Response to a final rejection or
action must include eancellation of, or appeal from the
rejection’ of, each claim so rejected and, if ary claim

stands: allowed, compliance wlth any requlrement or

o ‘objection as to form. -

_(b) In making such final rejection, the examiner
shall repeat or state all grounds of rejection then con-
sidered applicable to the claims in the case, clearly

-Before final rejection is in order a clear issue
should be developed between the examiner and
applicant. To bring the prosecution to as
speedy conclusion as possible and at the same
time to deal justly by both the applicant and
the public. the invention as disclosed and

-~ claimed should be thoroughly searched in the

first action and the references fully applied;
and in response to this action the applicant
should amend with a view to avoiding all the
Switching
from one subject matter to another in the
claims presented by applicant in successive
amendments. or from one set of references to
‘another by the examiner in rejecting in suc-
cessive actions claims of substantially the same
subject matter, will alike tend to defeat at-
taining the goal of reaching a clearly defined
either an
allowance of the case or a final rejection.
While the rules no longer give to an appli-
cant the right to “amend as often as the ex-
aminer presents new references or reasons for
rejection”, present practice does not sanction
hasty and ill-considered final rej:tions. The
app]want who is seeking to define .is invention
in claims that will give him the patent protec-
tion to which he is justly entitled should re-
reive the cooperation of the examiner to that
end. and not be prematurely cut off in the




.  fuges in order to k
_ before the primary ex

EXAMINATION OF APPLICATIONS

f,,ptomution of his case. ,;,B’ut the 'ap‘p!‘icant

who dallies in the Frosecution of his case, re-

_ sorting to technical or other obvious subter-

xaminer, can no longe
- find a refuge in t ules to ward off a fina
rejection, , -

pplication pending

_cuted.
~ applicants as a class as well as to that of the

706.07

 The examiner should never lose sight of the

fact that in every case the applicant is entitled
to a full and fair hearing, and that a clear issue

between applicant and examiner should be de-
reloped, if possible, before appeal is prose-
However, it is to the interest of the

74.1 Rev. 28, Apr. 1971




ing re]ectlon, all outstand—
_grounds of rejection of record should be

jection should be reiter-

) be clearly developed to

t applicant may readily judge

, of an appeal unless a single

prew us Office action contains a complete state-
_ment supporting the rejection.

However, where a single previous Oﬂ‘ice ac-
tion contains a complete statement of a ground
of rejection, the final rejection may refer to
 such a statement and also should include a re-

. cant’s response. If appeal is taken in such a
~ case, the examiner’s answer shonld contain a
complete statement of the examiner’s position.

astatementthat: e
" “The above re]ectlon is made FINAL", or
“This is a FINAL rejection”. =
The Office action first page form POL—326

should be used in ail Office actions up bo and
including final re]ectlons .
A final rejection must be mgned by a primary
examiner.

For amendments filed fafter final rejection,
see §§714.12 and 714.13. [R-29]

706.07(a) Final Rejection, When
Proper on Second Achon

[R-22]

Due to the change in practice as affecting
fina] rejections, older decisions on questions of
prematureness of final rejection or admission of
subsequent amendments do not necessarily re-
flect present practice. TUnder present practice,
second actions on the merits shall be final, except
where the examiner introduces & new ground
of rejection not necessitated by amendment of
the application by apphcant Furthermore, a
second action on the merits in any application
will not be made final if it includes a rejection,
on newly cited art, of any claim not amended
by applicant in spite of the fact that other

§30-938 O - T - 4

_ patentable novelty, the

arefully reviewed, and any such grounds re- 706 07(b) Fmal
ie th

_ rejected in the first

The final rejection. letter should conclude with

, e!alma may have been amended m mqmm mwly
cited art. \

 See § 800.02(a) ﬁar m«:ns whwh mdlcu;e
generic claims not allowable.
ion of clmms in an amended ]

_In the consid
case where no. attempt is made to point out the
examiner should be on

low such claims. See § 714.04.
wever, may be finally rejected if,

ard no

~ inthe opmion of the examiner, they are clearly

open to re]ectxon on grounds of record

Rejectmn, When
Proper on First Action

e [R-20] , ,,
~ Theclaimsofa nev(g&pphcatlon may be ﬁna]ly
ce action in those situa-

tions where (1) the new application is a con-
tinuing application of, or a substitute for, an

-earlier application, and (2) all claims of the new

application (a) are drawn to the same invention
claimed in the earlier application, and (b)
‘would have been properly finally rejected on the
art of record in the next Office action if they
had been entered in the earlier application. A
first action final re]ectxon in a continuation-in-
part application is not proper where any claim
includes sub]ect matter not present in the parent
case.

706.07(6)  Final Rejection,
_Any question as to prematureness of a final

Prema-

_rejection should be raised, if at all, while the
case Is still pending before the primary exam-
iner.

This ‘is purely a question of practice,
wholly distinct from the tenability of the re-
jection. It may therefore not be advanced as a
eround for appea] or made the basis of com-
plamt before the Board of Appeals It is re-
viewable by petition. e

706.07(d) Final Rejection, With-
drawal of, Premature
[R-29]

If, on request by applicant for reconsidera-
tion, the primary examiner finds the final rejec-
tion to have been premature, he should with-
draw the finality of the rejection.

706.07(e) Withdrawal of Final Re-
jection, General [R-22]

See §§ 714.12 and 714.13, Amendments after
final rejection.

Rev. 20, July 1871




_meets at least one claim or meets it except for

. Once » final uyeetmn that is not. pnmtnn ”
; has been entered in a case, howev
not be withdrawn at

_cept on the sho

not mean that no
ment w111 b; oonmdered

objections or requirements

permitted after final actlori in accordunce with

finally rej: jected claims. If new facts or reasons
are presented such as to convince the examiner
that the previously rejected claims are in fact
allowable, then the final rejection should be
_withdrawn. Occasionally, the finality of a re-
_jection may be withdrawn in order to apply a
new ground of rejection.
_Although it is permissible to withdraw a ﬁnal
for the purpose of entermg new.

tuations where a new reference either fully

_differences which are shown too,beoompletelv .
obvious. Normally, the previous rejection
should be mthdrawn with respect to the clmm
or claims involved.

The practice should not be used for a.pphca
tion of subsidiary references, or of cumulative
references, or of references which are merely
considered to be better than those of record.
Furthermore, the practice should not be used
for entering new non-reference or so-calied “for-
mal” grounds of rejection such as those under
35 U.S.C. 112.

When a final rejection is withdrawn, all
amendments filed after the final rejection are
ordinarily entered.

707 Exominer’o Letter or Action
[R-29] |

Rule 104. Nature of examination; ezaminer's action.
(a) On taking up an application for examination, the
examiner shall make a thorough study thereof and shall
make a thorough investigation of the avallable prior art
relating to the subject matter of the invention sought to
he patented.'The examination shall be complete with re-
spect both to compliance of the application with the
statutes and rules and to the patentability of the in-
vention as claimed, as well as with respect to matters
of form, unless otherwise indicated.

(by) The applicant will be notified of the examiner's
action. The reasons for any adverse getion or any ob-

Rev. 29, July 1971 76

~ attorney or

~ cant’s arguments for allowablhty as requn'ed by

ng the period set for
response, any attachments and a “summary of
action,” the position taken on all claims.
This procedure also allows the Examiner, in
the exercise of al ju
indicate that ssion with applicant’s
representative may result in agreements
whereby the application may be placed in con-
dition for allowance and that the Examiner
will telephone the representative within about
two weeks. Under this practice the applicant’s
representative can be adequately prepared to
conduct such a discussion. Any resnlting amend-
ment may be either by the applicant’s
or by the examiner in an
dment. It should be recog-
‘ mendments are nec-
‘preferable if they wers filed

examiner’s

: by the attorney or agent of record, thereby

, reducmg the professional and clerical workload
in the Patent Office and also providing the file
wrapper. with a better record, including appli-

rule 111. :
The list of references cited appears on a sep-
arate form, Notice of References Cited, PO-892,
attached to applicant’s copies of the action.
Where applicable, Notice of Informal Patent
Drawings, PO-948 and Notice of Informal
Patent Application, PO—152 are attached to the
first action. ‘
The attachments have the same paper numberj :
and are to be conqdered as part of the Office
action. :
Replies to Oﬂice actlons should include the
3-digit art unit number and the examiner’s
name to expedite handling within the Office.

707.01 Primary Examiner Indicates
Action for New Asslstant [R-
20] ~

After the search has been completed, action
is taken in the light of the references found.
Where the assistant examiner has been in the
Office but a short time, it is the duty of the
primary examiner to go into the case thor-
oughly. The usual procedure is for the as-
sistant examiner to explain the invention and
discuss the references which he regards as most




or election
whether th
their merits
given, he m
to be applied
]ected, or authorize allowance .
rt

LICATION 707.01(-)

707.01(a) Partial Signatory Authority

[R—22] ,
Exammers who are del partml sxgna.s

_ tory authority are | to sign their own
actions with the exception of t e following

actions which require the sxgnature of the pri-

. Iary examiner;

‘Allowances
Quayle actions

Rev. 29, July 1871




. Fmal mmhm
Actl_ons on am

_ (§§ 1102. 01(a) and 1106
. ,Declslons on interference motions (
~ Actions suggesting claims fo, ,
purposes (§ 1101.01(j)).
Actions involvi copied paten
(§ 1101.02(f) ).
Actions reopening prosecution (§ 1214. 07)
uests for withdrawal from issue (§ 1308)
Rule 312 amendments (§ 714.16
Rejection of prev iously
§ 706.04).
Final holding of abandonment for insufficient
response (§ 711.03(a)).
Actions based on affidavit or declaration

evidence (Rules 131 and 132) (§§715.08

and 7186). :
Suspension ¢ of Exammers action (§ 7 )

 Reissue cases (decisions on reissue oath or

declaration) (£ 1401. 08)).
Requests for an e ‘of time (§ 410 0'2
(e)). | ;
Examiner’s amen
Restriction reqm,
[R-25]

707.02

Attentwn of the
Examiner [R-25]

There are some uestions which existing prac-
~ tice requires the Primary Examiner to be per-
sonally responsible for. T he following actions
fall in this category:

Third action on any case (8§ 707.02(a) .

_Action on a case pending 5 or more years
(§707.02(a)).

Final rejection (§ 706. 07).

Initiating an interference (§ 1101 01(e)).

First request for extension of tlme (§ 710.02
(e)).

Dlsposmon of an amendment in a case in
interference looking to the formation of an-
other interference involving that application
(§ 1111.05).

“Decisions on interference motions under

Rule 231; also, actions taken under Rule 237

(88 1105.02 to 1105.03).
Rejection of a previously allowed claim
(8 706.04).

Proposed rejection of a copied patent claim,
(If npplual)le to a patentee, see § 1101.02(f).)

Classification of allowed cases (§ 903.07).
Holding of abandonment for insufficient
response (§ 711.03(a)).

all)owed claim

Actlons Wluch Reqmre the
Primary

" Suspensmn of Exammar’s action ( § 709)
Treatment of newly filed a&phcatlon wluch
obviously fa

kcomply with 35 USC 112
(§ 702 01) |

Consideration of the advnsablhty of a pat-

| entability report (§ 705.01).

juirements for restriction (§ 803.01).
hdrawal of final reJectlon (88 706.07(d)
1d 706.07(e) ).
All Examiner’s Answers on appeal (§1208).

Note also §1208.01 where a new ground
of re]ectlon or -objection is raised, or a new refer- -

ence is cited, in the Answer.
Decision on reissue oath or declaratlon
(§ 1401.08).

Decision on affidavits or declaratlons under

" Rule 131 (§ 715.08) and under Rule 132 (§ 716).

Initial review of streamlined contmuatlon
cases (§ 201.07).

For a list of actions that are to be submitted
to the Group Directors, see §§ 1003 and 1004.

707 02(8) Cases Up for Third Actlon
and Five-Year Cases
[R-22] ,

The Su{l)erx isory Primary Examiners should
impress their assistants with the fact that the
shortest path to the final disposition of an ap-
plication is by finding the best references on
the first search and carefully applying them.

The Supervisory Primary Examiners are ex-
pected to personally check on the pendency of
every application which is up for the third offi-
cial action with a view to finally concluding its
prosecution.

Any case that has been pending five years
should be carefully studied by the Supervisory
Primary Examiner and every effort made to
terminate its prosecution. In order to accom-
plish this result, the case is to be wnsndered
“special” by the Exammer

707.04 Imtlal Sentence [R-22]

The “First Page of Action” form POL-326
contains an initial sentence which indicates the
status of that action, as, “This application has
been examined” if it is the first action in the
case, or, “Responsive to communication filed
. Other papers received, such as sup-
plemental amendments, affidavits, new draw-
ings, ete., should be separately mentioned.

A preliminary amendment in a new case
should be acknowledged by adding a sentence
such as “The amendment filed (date) has been
received,”

Rev. 25, July 1970



nination of an ap
cite ap mprla

to the su ject matmrdeﬁnedm

When such prior art is cited, its
> should be explained. .
n of the prior art fo
. patent. Only in rare instan
~ pioneer invention:
' pounds, would it
to issue with no art c1ted; In the exceptional case
where no prior art is cited, the Examiner must
write “None” on a form PO—892 and insert it in
the file wrappe the allowance of a con-

been cited during the prosecutlon of the parent

appllcatxon, no additional citation of the prxor

ify the patents cited.

ents, in case part only of the patent be involved the
particular pages and sheets containing the parts relied
upon must be fdentifled. If printed publications be
cited, the author (if any), title, date, pages or plates,
~and place of publication, or place where a copy can be
found, shall be given. When a rejection is based on
facts within the personal knowledge of an employee of

. the Office, the data shall be as specific as possible, and

k the reference must be supported, when called for by the

appllcant, by the affidavit of such employee, and such
‘afidavit shall be subject to contradiction or explana-
tion by the affidavits of the applicant and other
persons. , o

707.05(a) Coples of Cited References
Provided by Reference Or-
der Section [R-22]

Copies of cited references (except as noted
below) are automatically furnished without.
charge to applicant together with the Office ac-
tion in which they are cited. Copies of the cited
references are also placed in the application file
for use by the Examiner during the prosecution.
Copies of references which are cited at the
time of allowance, in Ex parte Quayle actlons,

Rev. 25, July 1970

usual.
In citing foreign pat-

the Art Unit, the Examiner should have two
copies made. These copies must be clearly
marked as such. Both copies are inserted into
the folder for forwarding to R.O.S.

sticker should be attached to the top of the
folder.

applicant, but will not he placed in the appli-

prevxous ‘mt
re not furmshed In the rare in-
cited i in a contmuatmn

the

ication will be

mthe

T atent.
' € eference
Ordel Sectlon (ROS hic

(1) ordering the ci

(2) microfilm
supplied by th

miner; (3) mailing the ac-
tion with one

of each cited reference; and '

~ 4) : promptly retumlng to the appro;zrmw'

foreign and “other references”, and
, returning to the Group the
mailed action together with

, _ferenoe to be placed in the ap-

p .
To assist in provxdmg tlns semce, the Ex-

~ ammer should :

(a) Write the citation of the references on

8- part form PO-892, “Notice of References

Cited”.
(b) Place the orxgmal copy of PO-892 in the

file w S&er and give to the clerk with the com-

p]eted Otfice actlon for co g and typing as
;alfnumber on
ial folder Insert
n copies of PO~
Other Ref-

enclose any

‘ the apphcahon

the plasttc index tabof a s
into the folder the two car
892 together with any Foreig
erences cited in the actlon ( g(l) not
U.S. patents.)
R (() dé Plflce the folder in the “Out Box for

Form PO—892 is completed, and the folder ‘
prepared and forwarded to R.O.S. in all cases
in which a reference is to be provided, regard-
less of the type reference cited. :
Foreign and Other References are copied and
returned to the Art Unit within 48 hours. If
it is not feasible to release such a reference from

If one copy of a reference is to be used for

two or more actions simultaneously, the folders
involved must be fastened together with an
explanatory note on top.

f Special Handling is desired, a “special”

Jumbo U.S. Patents will be furnished to the




XAMIhA ﬂ% OF APPLICATIONS

-

cation file. A tab card emmped “Jumbo P*atent
will be inserted in the
_ missing. reference. .
Detailed instructions re ‘u'dn
ontlined procedure, and tl

lowed in correcting an O ice action prior to

of Clerical Procedures. [R- ’1]

-\pp]lcants. attorneys and a«ronts are ad-
vised that it is considered to be not oniyv
proper but Infrhh desirable that they inform
the Patent Office. in a separate paper prior to
the first Office action. of any prior patent or
printed publieation which. in their opinion. mav
be Lelpful to the Office in its examination of the
application. It is not the intention of the Pat-
ent Office to rely on such citations as a substi-

as an admission’ by the applicant or attorney
that the cited art is anticipatory of any claim or
should form a basis fora re]ecnon thereof. The
object in requesting a citation by the applicant
or attorney of prior art known to him is to pro-
vide a check on the official search and alzo to
facilitate such search in that an Examiner who
 is advised of prior art of a given degree of perti-
nence before beginning his search does not need
to spend time in con-)dermg art which is ob-
viously less pertinent, but which he would have
been required to con-lder 1f he were ~Mrrmﬂ
without such advice. The P
snehaart, will not rely in :m_\ wavon the fact tlrn
it was cited by the applicant or attorney, but will
treat it in exactly the same manner as arr dis-
covered in the official search. Tt is definitely to
the applicant’s advantage to have all pertinent
art of record. Any ciration shonld be selective
and should aveid unnecessary duplication or
the inclusion of art of comparatively little
relevance.
Prior art cited by .|pp]1f"mtq, attornevs, or
agents prior to the first Office action, will be
fully considered by the Examiner, will be part
of the official record. and will be included in
the list of references cited in the patented file
and in the printed patent provided :

(a) the number of references cited is limited
to not more than five separate items, unless a
satisfactory explanation is given as to why
more than five citations are necessary :

(h) one copy of each of the cited references
is submitted ;

(c) a ,(letail('d discussion of the references,
pointing out with the partienlarity requived by

to account for nhe

mailing are found in Chapter 400 of the Manual

tute for all or any part of the official search. nor

Y

~ agents under the “Special”

707.05(d)

Rule 111 (b) and {e), | the manner in which the
claimed subject matter _distinguishes over the
mitted. '
pplicant’s citations of prior art are
in accordance with the above proced-
ures, they will be incorporated in the Examiner’s
list of reference citations. The Examiner will
enter on PO-592 the submitted citations in the
appropriate columns and check the appropriate
column so that no copies will be furnished to
applicant. Since the file record will indicate the
presence of the submitted citations. the Exam-
mer does not have to point out in the action the
reasons for the citation of those references not
relied upon.
teferences cited b\ .1pp]|mm~. attorneys, or
E\.mnnm«r Proce-
dure for certain new applications (§ 708, H)) will
be included in the list of references cited in the
patented file and printed patent.
Where applicant’s submirted citations do not
comply with the above procedures, the paper

“containing the citations will merely be placed in

the file. The i examiner will not notlf\ applicant
of non-compliance. The references will be cited
only if relied upon by the Examiner in his
action. ‘\pphcant will not be permitted to with-

All references appearing in Office actions will
be listed in the patent under a single ]1eadm¢r
unm]ed “References Cited". ,

Nee $ 1502.12,

707.05(c) [R-28]

In citing reference~ for the first time. the
identlf}mg data of the citation should be
placed on form PPO-892 “Notice of References
Cited”, a copy of whien will be attached to the
typed action. No distinetion is to be made be-
tween references on which a claim is rejected and
those formerly referred to as “pertinent”. With
the exception of applicant submitted citations
(8§ 707.05(h) and T0%.02). the pertinent fea-
tures of references which are not used as a hasis
for rejection. shall be pointed out briefly.

Order of Listing

707.05(d) Reference Cited in Subse-
quent Actions

Where an applicant in an amendatory paper
refers to a reference which is subsequently
reliecdd upon by the examiner. such reference
<hall be eited by the examiner in the usnal
manner,

Rev. 28, Apr. 1971

draw the paper containing the improperly sub-
mitted citations from the a])plication file.




' 3 e given in the
".S. patents. See § 901.04 for de-
ing the various U.S.

issued in 1861 have two numbers t
larger number should be cited.
If the patent date of a U.S.
and the effective filing date
_before the effective U.S. filing of the ap
_ plication, the filing date of the patent must be
_set forth along with the citation of the patent.
This calls attention to the fact that the par-
ticular patent relied on is a reference because
of its filing date and not its patent date. Simi-
larly, when the reference is a continuation-in-
_part of an earlier-filed application which dis-
closes the anticipatory matter and it is neces-
sary to go back to the earlier filing date, the
fact that the subject matter relied upon was

originally disclosed on that date in the first.

application should be stated.

o

In the rare instance where no art is cited ina
continuation application, all the references cited
during the prosecution of the parent application
will be listed at allowance for printing in the -

patent. See section 707.05(a).

CRross-REFERENCES -

“X* and unofficial cross-references “uxr.”

In citing foreign patents, the patent number,
citation date, name of the country, name of the
patentee, and class and subclass must be given.

In actions where references are furnished, and

(1) less than the entire disclosure is relied upon,

Rev. 28, Apr. 1071

Official cross-references ‘shoyuyld,,be marked

Forricy PatexTs AND PUBLISHED APPLICATIONS

L1on ; {

t submitted citations) ; (2) the
' 1re disclc s relied upon, the total number
_ of sheets and pages are not included, and the

appropriate coﬁlmns on PO-892 are left blank.

 Publications such as German allowed ap-
ations and Belgian and Netherlands printed
pecifications should be similarly handled. If
the total number of sheets and pages in any
_publication to be | shed (other than U.S.
patents} exceeds 15, the authorizing signa-
ture of the Supervisory Primary Examiner on
892 is required. Applicants who desire a
v of the complete foreign patent or of the
tion not “relied on’’ must order it in the
‘usual manner. 3 :
_ See §991.05(a) for a chart in which foreign
language terms indicative of foreign patent and
yublication dates to be cited are listed. Foreign
anguage terms indicating printed applications.
- which are to be cited as publications. are keved
to footnote (3) of said chart. ¢

PUBLICATIONS

See §711.06(a) for citation of abstracts.
abbreviatures and defensive publications. See
§ 90106 (c) for citation of Alien Property Cus-

~ todian publications. . S

- In citing a publication, sufficient information
should be given to determine the identity and
facilitate the location of the publication. The
data required by Rule 107 (§707.05) with
_the specific pages relied on identified together
with the SCIENTIFIC LIBRARY call num-
ber will suffice. . The call number appears on the
“spine” of the book if the book is thick enough
~and, in any event, on the back of the title page.
Books on interlibrary loan will be marked
with the call number of the other library, of
course. THIS NUMBER SHOULD NOT BE
CITED. 1If the copy relied upon is located
only in the Group making the action (there
may be no call number), the additional infor-
mation, “Copy in Group ** should be given.

80



~ EXAMINATION OF mmcxrxom' . 707.05(e)

rehed on identified together , w:th the call number of the other library of

 the specxﬁ & ﬁes
with the S NTIFIC LIBRARY call nu course. THIS NUMBER SHOULD NO BE
 CITED. If the copy relied upon is located

_only in the Group makmﬁ the action (there
may be no call number), the additional mfor-

age.
' matlon, “Copy in Group ”* should be given.

80.1 Rev. 21, July 1969



Patent;;Q

w). In En-

.Y., Interscience

NY, ) 0, 1 6, p
~ Noyes, W.A..,Jr. AClim
ical Research. In Chem. & Eng. News. 38(42):
.17,1960. TP1.1418. ‘

this citation, 88 is the volume num-

“ber, 42 the issue number, and 91-95 the page
numbers. L o
. If the ori%;inal publication is located outside
the Office, the Examiner should immediately
order a photocopy of at least the portion relied
upon and indicate the class and subclass in
which it will be filed. The Office action MUST
designate this class and subclass.

the application file the titles of periodicals are
abbreviated, the abbreviations of titles nsed in
Chemical Abstracts and printed in the list of
periodicals abstracted by Chemical Abstracts
should be adopted with the following exce
tions: (1) the abbreviation for the Berichte der
dentschen chemischen Gesellschaft should be
Ber. Deut. Chem. rather than Ber., and (2)
where & cournitry or city of origin is & necessary
part of a complete identification, the country or
city of origin should be added in parentheses;
e.2.,J. Soc. Chem. Ind. (London).

707.05(f) Effective Dates of Declassi-
fied Printed Matter [R-
21]

In using declassified material as references
there are usually two pertinent dates to be con-
sidered, namely, the printing date and the pub-
lication date. The printing date in some in-
stances will appear on the material and may be
considered as that date when the material was
prepared for limited distribution. The publi-
cation date is the date of release when the ma-
terial was made available to the public, See Ex

57413 G - hu -

S tive date of p
ok, 16th ed. N.Y., In-

68-890. TP9.

never, in citing references anywhere in

parte Harris et al, 7 USPQ 439, Tf the date
of release does not : - on the material, this

date may be determined by reference to the
. Office of Technical Services, Department of
~In the use of any of the above noted mate-

 rial 88 an anticipatory publication, the date of

release followin% declassification is the effec-
‘ ublication within the meaning .
or the purpose of anticipation predica

upon prior inowledgla undﬁr%ﬂst'lU.S.C.f 102(a)

‘the above noted declassified material may be

taken as prima facie evidence of such prior
knowledge as of its printing date even though
such material was classified at that time.
When so used the material does not constitute
an absolute statutory bar and its printing date
Ilnaly be antedated by an affidavit under Rule

707.05(g) Incorrect Citation of Ref-
=" eremces [R-21]

Where an error in citation of a reference is

_ brought to the attention of the Office by appli-
_cant, a letter correcting the error and restartin

the previous period for response, together wit!
a correct copy of the reference, is sent to appl:-

“cant. 'Where the error is discovered by the Ex-

aminer, applicant is also notified and the period
for response restarted. In either case, the Ex-
aminer is directed to correct the error, in ink,
in the paper in which the error appears, and
place his initials on the margin of such paper,
together with a notation of the paper number
of the action in which the citation has been cor-
rectly given. See section 710.06.

Form PQOL-316 is used to correct an erro-
neous citation or an erroneously furnished
reference. Clerical instructions are outlined in
the Manual of Clericai Procedures, section
410.C (2) and (3). , ‘

In any case otherwise ready for issue, in

~which the erroneous citation has not been for-

mally corrected in an official paper, the Ex-
aminer is directed to correct the citation on an
Examiner’s Amendment form POL-37,

If a FOREIGN patent is incorrectly cited;
for example, the wrong country is indicated
or the country omitted from the citation, the
General Reference Branch of the Secientific
Library may be helpful. The date and num-
ber of the patent are often sufficient to deter-
mine the correct country which granted the
patent. ‘

To correct a citation prior to mailing, either
before or after sending the typed action to
Reference Order Huvtinif(k.()..‘*.{, see the Man-
ual of Clerieal Procedures, Sec, 410.0°(1),

Rev, 21, July 196



are not a 'k’o”,iklablg ot

avoided. @~ = =

In citing a manuscript
available to the public
published, the tr
and complete data id
given. Thus, a des
c

‘but w

s not been publfshed

be
Appesals whic
wﬁpe in the patente

ich is available to th pu
file should be cited, as
’sion of the Board of Ap

...... , paper No. _._., -——-__ pages.”
Di " P?found only in fpategted,,ﬁles_should
1ly when there is no published deci-
, samepoint.
‘When a Commissioner’s Order, Notice or

Memorandum not yet incorporated into this
1 is cited in any official action, the date of
r, notice or memorandum should be

listing informalities noted by the

‘reliable search,

is therefore requested to provide

it elucidation of these terms (of
ies or test data) or correlation thersef
rt-accepted terminology so that a

with art t )
roper comparison with the prior art can
made. '

A SHORTENED STATUTORY PE-

IOD FOR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS

FROM TH DATEOF THIS LETTER.” ’
(: j)l'éte’Action on Formal

Matters  [R-21]

Formsare phced in ~infoynnia'l" a 'pl'ic'ations

 (Form PO-948) and the Head of the kA;)plica'-

g en Where appropriate other data, such as

issue o

the Journal of the Patent

a speciic 1SS ; :
Office Society or of the Official Gazette in which

 the same may be found, should also be giver
: 70707 Corﬁhleteness and '

,téneu of'e:am!nefé ‘action. The

examiner’s action will be complete as to all matters,

except that in appropriate circumstances, such as mis-

joinder of invention, fundamental defects In the appli-
_ cation, and the like, the action of the examiner may be

However, matters of form need not be raised by the ex-
aminer until a claim is found aliowable, '

Whenever, upon examination, it is found that
the terms or phrases of modes of characteriza-
tion used to describe the invention are not
sufficiently consonant with the art to which the
invention pertains, or with which it is most
nearly connected, to enable the Examiner to
make the examination specified in Rule 104, the
Examiner should make a reasonable search of
the invention so far as it can be understood from
the disclosure. The action of the Examiner
may be limited to a citation of what appears to
be the most pertinent prior art found and 2
request that applicant correlate the terminology

Rev. 21, July 1960

limited to such matters before further action is made.

ion Branch (Form PO-152). Each o
forms comprises an original for the file record
and two copies to be mailed to applicant as a

part of the Examiner’s action. They are spe-

- cifically referred to as attachments to the letter
and are marked with its

~ every instance where these forms are to be used

they should be mailed with the Examiner’s first

' Jetfer, and any additional formal requirements

which the Examiner desires to make should be

included in the firs letter. ,
When any formal requirement is made in an

Examiner’s action, that action should, in all

cases wkere it indicates allowable subject mat-

ter, call attention to Rule 111(b) and state that .

a complete response must either comply with

_ all formal requirements or specifically traverse

82

each requirement not complied with.

707.07(b) Requiring New
, [R-21] L

See section 602.02.

Oath ¥

707.07 (¢) Draftmi#n’s Requirement

[R-21] ‘

See section 707.07(a); also sections 608.02

(a), (e), (s)-

raftsman

these "

aper number. In




- S :?W}iereka,cléim' is refused for an;
) . lating to the merits thereof i

_clearly stated, and the woz;d' “reje
used. The Examiner should des

statutory basis for any ground of rejection by

express reference to a section of 35 U.S.C. in the

: (I’ ening sentence of each ground of rejection.

the claim is rejected as too broad, the reason

or so holding should be given; if rejected as

definite the Examiner should point out where-
in the indefiniteness resides; or if rejected as in-
_complete, the element or elements lacking should
be specified, or the applicant be otherwise ad-
visge:s to what the claim requires to render it
complete. , . ‘ :
In general, the most usual ground of rejec-
tion is based on prior art under either 35 U.S.C.
102 or 35 U.S.C. 103.

35 US.C. 102 (ANTICIPATION OR LacE oF

‘The distinction betwees )
35 U.S.C. 102 and those based on 35 U.S.C. 103
should be kept in mind. Under the former, the
claim is anticipated by the reference. No ques-

~ tion of obviousness is present. It may be ad-
visable to identifyv a particular part of the ref-
erence to support the rejection. If not, the
expression “rejected under 35 U.S.C. 102 as
clearly anticipated by” is appropriate.

35 U.S.C. 103 (OBviOUSNEss)

Tn contrast, 35 17.S.C. 103 authorizes a rejec:
tion where to meet the claim, it is necessary to
modify a single reference or to combine it with
one or more others, After indicating that the
rejection is under 35 U.S.C. 103, there should
be set forth (1) the difference or differences in
the claim over the applied reference(s), (2) the
proposed modification of the applied refer-
ence(s) necessary to arrive at the claimed sub-
ject matter, and (3) an explanation why such
proposed modification would be obvious.

Everything of a personal nature must be
avoided. Whatever may be the Examiner’s
view as to the utter lack of patentable merit
in the disclosure of the application examined.
he should not express in the record the opinion
that the application is, or appears to be, devoid
of patentable subject matter. Nor should he
express doubts as to the allowability of allowed
claims or state that every doubt has been re-
solved in favor of the applicant in granting
him the claims allowed.

~ aminer does not do this, then by implication it

_ Ject matter to which the claims are directed.

NoveLry) .

jections based on

be categorically it A jecti v

to a specific section of

he statute, section 112 is considered as the more
apt section for old combination m&'ection than
sections 102 or 103. Ex parte Des Granges, 864

cxaminer should, as a part of the first
on on the merits, identify any claims
dges, as presently advised, to be
nd/or should suggest any way in
nsiders that ref'ected claims may be
make them allowable. If the Ex-

‘will be understood by the applicant or his attor-
ney or agent that in the Examiner’s opinion, as
presently advised, there appears to be no allow-
able claim nor anything patentable in the sub-

- InPrOPERLY EXPRESSED REJECTTONS
An omnibus rejection of the claim “on the
stereot and usually not informative and

should therefore be avoided. This is especially
true where certain claims have been rejected

_on one ground and other claims on another
. ground. ' '

A plurality of claims should never be
grouped together in a common rejection, unless.
that rejection is equally applicable to all claims
in the group. ~ : : o

707.07(e) Note All Outstanding Re-
' .~ quirements '

In taking up an amended case for action the
Examiner should note in every letter all the
requirements outstanding against the case.
Every point in the prior action of an Exam-
iner which is still applicable must be repeated
or referred to. to prevent the implied waiver
of the requirement.

“As soon as allowable subject matter is found,
correction of all informalities then present

- should be required.

707.07(f) Answer All Material Trav-
; e

Where the requirements are traversed, or
suspension thereof requested, the Examiner
should make proper reference thereto in his
action on the amendment.

Where the applicant traverses any rejection,
the Examiner should, if he repeats the rejec-
tion, take note of the applicant’s argument and
answer the substance of it.

If a rejection of record is to be applied to
a new or amended claim, specific identification

Rev. 27, Jan. 1971

references and for the reasons of record” is =




After a Om«a act'on, the respo
“tion to making : drments, ete.
quently include ar
effe hat th:h p

may“

tly yield one or adv
proved results, ,flmctlons

' pI
. which advantages are ur,
~ of a patent on the allegedly

ter cl'umed
If it is the Fxaminer's

tiat the asserted advantages are without sig-
of the

riifieance in determining patent
- rejected c]alms, he should : ,

his position in the record,
action following

F _relative to such a

. Eximiner and, if appea
A mll also be advised.

rtance of answering such argn

mtsxsxlustratedb Inre?ﬁ%xmannetal

1959 C.D. 159; 739 O .G. 549 where the apph-
that the subject matter claimed

o uggegew and useful results. The court
noted that since Applicants’ statement of ad-

uestioned by the Examiner

vantages was not 1
ppeals, it was constrained

or the Board of

to accept the statement at face value and there-

fore found certam clauns to be allowable.

707 07 (g) Piecemeul Exammation
- [R-27] ‘

Plecemeal examination should be avoided
as much as possible.
narily should reject each claim on all valid
~ grounds available, avoiding, however, undue
multiplication of references.

aggregation, lack of proper disclosure, undue
breadtg}? serious mdeﬁ'r)nteeleess and res judicata
should be applied where appropriate even
though there may be a seemingly sufficient re-
jection on the basis of prior art. Where a major
technical rejection is proper, it should be stated
with a full development of reasons rather than
by a mere conclusion coupled with some stereo-
typed expression.

In cases where there exists a sound rejection
on the basis of prior art which discloses the
“heart” of the invention (as distinguished from

Rev. 27, Jan, 1971

ents and affi a'nts to the

po

the claims. :
~ Onthe other hand a rejection on the grounds

‘ of res judicate, no prima facie showing for re- i
~ issue, new matter, or Inoperativeness (mot

The Examiner ordi-

(See §904.02.)
Major technical rejections on grounds such as
~ meral throu tihout the prosecution of the case,

best accomphqhed by limit-
s thereof to a- partlcu]e.r :
ns include the foﬂownlx

# yoomplebe action on the merits; see §

2) Where there is an undue mu}tlphclty of' £

 claims, and there has been no successful tele-
- phone request for election of a limited number

of claims for full exammatlon see § 706.03(1) ;
(3) Where there is a misjoinder of inven-

tions and there has been no successful telephone
request for election; see §§ 803, 806.02, 812.01;

(4) Where the dlsc]osure is directed to (ge

. ‘petual motion; note ex parte Payne, 1904

42; 108 0.G. 1049

ver,msuchcases thebestpmorartreadlly -

ble should be cited and its rtinancy
ted out w1thout speclﬁcally apps)e it to

involving perpetual motion) should be accom-

plished by rejection on all other available

grounds.

',707 07(11) Noufy of Inaccuracles in -

[R-27]

' Amendment :
Seo §714.23. |

70707(1) Each Clalm To Be Men-
tlo]ned in Each Letter [R—-;
27

In every letter each claim should }
tloned by number, and its treatment o ,
given. Since a claim retains its original nu-

its history h successive actions is thus
easily traceable. Each action should conclude
with a8 summary of rejected, allowed and can-
celled claims.
Claims retained under Rule 142 and claims
retained under Rule 148 should be treated as
set out in §§ 821 to 821.03 and 809.02(c¢).

See § 1109.02 for treatment of claims in the

ap%hcatlon of losing party in interference.

e Index of Claims should be kept up to
date as set forth in § 717.04.




When, durmg

e exzmination of a pro se

case, it becomes apparent to the Examiner that

there is patentable subject matter disclosed in

- the application, he shall draft
 claims for the applicant and indicate in h
action that such claims would be allowed if 1
corporated in the application by amendm:
his practice will exp: prosecution

offer a service to individual inventors not repre-  nu :
~is to be discussed or an interview arranged.
- After the action is typed, the Examiner who

sented by a registered patent attorney or agent.
Although this practice may be desirable and
is permissible in any case where deemed appro-
riate by the Examiner, it will be expected to
~ be applied

the applica

paration and
Avrowase Excerr as To ForM

‘ iscloses patentable
rent from the
iments that the
irected to such

nfamiliar with the proper pre-

subject matter

- claims and the applic
claims are intended
patentable subject matte |
their })resent form cannot be allowed because
-of defects in form or omission of a limitation,
the Examiner should not stop with a bare ob-

cution of patent applications.

707.08 Réﬁéwing ni
it sistant Examiner

~The full surname of the Examiner who pre-
_ pares the Office action will, in all cases, be typed

ases where 1t is apparent that

r, but the claims in

jection or rejection of the claims. The Exami-

ner’s action should be constructive in nature

 suggestion for correction. Further. an Exam-
~ iner’s suggestion of allowable subject matter
may justify his indicating the possible desira-
- bility of an interview to accelerate early agree-
- ment on allowable claims.
If the Examiner is satisfied after the search
has been completed that patentable subject
matter has been disclosed and the record indi-
cates that the applicant intends to claim such
subject matter. he may note in the Office action
that certain aspects or features of the patent-
able invention have not been claimed and that
if properly claimed such claims may be given
favorable consideration. L

pendent on a cancelled claim or on a rejected
claim, the Office action should state that the
claim would be allowable if rewritten in inde-
pendent form.

EarLy Arrowance or Cranvs

Where the Examiner is satisfied that the
prior art has been fully developed and some of
the claims are clearly allowable, he should not
delay the allowance of such claims.

and when possible he should offer a definite

If a claim is otherwise allowable but is de-

t
'tl.

707.11 Date

- below the action on the left side. The telephone

number below this should be called if the case
Eyrepa.redthe,nction reviews it for correctness.
f this Examiner does not have the authority

pe_d name, and forward the action to the au-
orized signatory Examiner for signing.

707.09 Signing by Primary or Other
~ Auathorized Examiner [R-24]

Although only the original is signed, the word
“Examiner” and the stamped name 5f the signer
should appear on the original and copies.
~All letters and issues should be signed
promptly. : B R

707.10 Emry [R-16] L
‘The original, signed by the authorized Ex-

aminer, is the copy which is placed in the file
wrapper. The character of the saction, its paper
number and the date of mailing are entered in
black ink on the outside of the file wrapper
under “Contents™. . .

~ The date should not be typed when the
letter is written, but should be stamped on all
copies of the letter after it has been signed
by the authorized signatory Examiner and the
copies are about to be mailed. G

707.12 Mailing [R-20]

In cases where no references are to be pro-
vided by Reference Order Section (R.0.S.), the
copies are mailed by the Group after the orig-
inal, initialed by the Assistant Examiner and
signed by the authorized signatory Examiner,
has been placed in the file.

In cases where cited references are to be pro-
vided, the original and copies after signing are
forwarded by the clerk to %efemnce Order Sec-
tion (R.O.S.) for mailing. The file with a copy
of the action is retained in the Group. After

Rev. 24, Apr. 1970

to sign the action, he should initial above the . i



: piicantin condition for further action by the examiner
" (amended applications) shall be taken up for action
in such order as shall be detprmined by the (‘ommia- B

is slble for mdnng tlm dm:mmatmn. If at any

been able to de- ..

should use every

letter agmin, after

At
mailed” with the dute thereof -
‘it if there be any reason to

_believe that the letter would reach applicant
~at such new address.’ If the Oftice letter was
) 10 g ,orney, a letter may be writ-

, ignee informing him

The peric

ion begins with the date of
J oGourtoﬂ' 192401) 153;

Tf the Office is not ﬁnaﬂy succeseful in de-z

- livering the letter, it is placed, thh the en-
velope, in the file wrapper. If id
ing from the remaili Pt
fcation fro_ ;

( n) Appllcationa

ccepted as complete ap— .

_ Applications ohsll be taken up for examination by the

‘examiner to whom they have been assigned in the or- ..

‘der in which they have been filed except for those appli-

_under Rale 139. ,
(b) &pplication‘; whirh have been acted upon by
thke examiner, and which have been placed by the ap-

sfoner.
Each Examiner w1]l give pnonty to that ap-

_ plication in his docket, whether amended or new,
which has the oldest effective US. filing date.

this basic policy applies to all applications.

The actual filing date of a continuation-in-
part application is used for docketing purposes.
However, the L.xaminer may act on a continu-
ation-in-part application by using the effective
filing date, if he desires.

Whether a given application has an effective
U.S. filing date earlper than its actual filing
date is determined by whether the disclosure of

a parent case adequately supports any claim or

claims of the later case. Examiners are respon-

Rev. 24, Apr. 1970

running

 purposes relating
“under Rule 9015)

| jcations in which the Office has accepted a request

Exrept asrare circumstances may justify Group o
Directors in granting individual exceptions,

ner determines that the “cffective
' status of any application differs
the records show, he should so inform

~ the Clerk of ‘Group, who should promptly

amend the records to show the correct status,

with the date of correction. :
~ The order of examination for each Examiner
~ is to give top priority to those special cases
,havmg a fixed 30 day due date, such as Ex-

r’s Answers and Decisions on

- Most other cases in the “special” category (for
example, reissues, interference cases, cases made
{»ecml by petition, cases ready for final con-
sion, ete.) will continue in this category, with
 the first effective U.S. filing date among them

normally controlling priority.

All amendment before final re]ection should .
 be responded to within 30 days of receipt.
~Action on those applications in which the
. Office has accepted a request under Rule 139 is

suspended for the entire pendency, except for
to interfereénce ’proceedl

[R—-24]

which in the opinlon of: the Commiesioner, will justify
so advancing it. 3

{b) Applications whetein the inventions are deemed
of peculiar importance to some branch of the publlc
service and the head ‘of some department of the Gov-

ernment reqneets immediate action for that reason, may ;

be advanced for examination. :
Certain procedures by the Exammers take
precedence over actions even on speclal cases.

signature should be completed and mail
A]I issue cases returned with a “Printer Wait-
ing” slip must be processed and returned within

_the pertod indicated.

Cases in which practice requires that the
anmmer act within 30 days, such as decisions

_on motion (§1105.08) and Examiner’s answers

(§ 1208), necessarily take priority over special
cases without specific time limits.

If an Examiner has a case which he is satis-
fied is in condition for allowance, or which he
is satisfied will have to be finally rejected, he
should give such action forthwith instead of
making the case await its turn.

‘The following is a list of special cases ( those
which are advanced out of turn for examina-

tion} :

: ) initiated within (5) ﬁve ;
years of the earliest effective 1U.S. filing date.

,”703 01 Lnst of Specnal Cases

. Rulc 102, Advancement of e.ramfnatitm (a) Appli-
cations will pot be advanced out of turn for enmina
“'tion or for further action except as ‘provided by these
',rules or upon order of the Commissioner to expedite
the business of the. Omce or upon a verified showing

For example, all papers typed and rea - for |




made. specm as result )

; ,,T(See § 708.02,
‘Subject alone to |l|gvent prosecutlon
plicant, an application for patentfffrth’
_been mnde special and ad
or examination by rea:
1ade in that parncular case by the Comn

ue to he specml throughou
_of prosecution in the Pal

~ appeal, if any, to th

__any interference in wh
becomes involved shall,

n apphcat ion
like measure, be

: considered speclal by all Patent Office officials

~ concerned.
. (e) Apphcatlons for 1 reissues (Rule 176).
Chat remanded by ana

or ctmn bv an

rding to its

, : ed as specxal by any Examiner,
_ Art Unit or Group to which it may subsequently
be transferred; exemplary situations include

new cases transferred as the result of a tele-

phone election and cases transferred as the re-

sult of a timely response to any official action.

(f) Applications which appear to interfere

with other applications previously considered

and found to be allowable, or which it is de-

- manded shall be placed in interference with an
unexplred patent or patents (Rule 201).

(g) Cases ready for allowance, or ready for

allowance except as to formal matters,

(h) Cases which are in condition for final
rejection.
(i) Cases pending more than five yearS.
including those which, by relation to a prior
United States application, have an effective
pendency of more than ﬁve years. See
§ 707.02(a). ,
See a]so 88 714.13 and 1207.

708.02 Pe]tmon to Make Special
26

New applications ordinarily are taken up for
examination in the order of their effective
~ United States filing dates. Certain exceptions
are made by way of petitions to make special,
which may be granted under the mndltmm set
forth helow,

[R-

MR 5 T - 7

. dwxdual t

atembuml iy

o vention, in the United
“filing date.

manufacture mn in quantlty or
sufficient capital and facilities Wlll

. available if a patent is granted;

If the Erospectne manufacturer is an in-

ere must be a corroborating affidavit
from some responsible party, as for example,
an officer of a bank, sh '

dividual has the requ' d avai able capltal to

manufacture;

2. That the p

‘not manufactur ot increase present

manufacture, unless certam that the patent w1ll -

be granted ;

3. That affiant obllgates*hlmself or the pms-
pective manufacturer, t
sions,
in quantity immediately
claims or issuance of a patent which will protect
the investment of capital and facilities. o

‘The attorney or agent of record in the appli-
cation (or applicant, if not represented by an
attorney or agent) must file an affidav lt or
declaration to show:

1. That he has made or caused to be made 2
careful and thorough search of the prior art,or
ha?l a good knowledgge of the pertment prior art
an

2. That he believes all of the claims in the
apphcatlon are allowable. i

II Iwmwcr:max'r

Sub]e('t to a reqmrement for a further show-
ing as may be necessitated by the facts of a
particular case, an application may be made
special because of actual infringement (but not
for prospective infringement) upon the filingof
a petition alleging facts under oath or declara-

tion to show, or mdlcatmg why it is not possible
to show; (1) that there 1s an infringing device
or product actually on the market or method in
use, (2) when the device, product or method
alleged to infringe was first discovered to exist;

‘supplemented by an affidavit or declaration of

the applicant’s attorney to show, (3) that he has
made a rigid comparison of the alleged infring-
ing device, product, or method with the claims
of the application, (4) that, in his opinion, some
of tiie claims are nnqv.oehonahly infringed, (5)
that he has made or caused to be made a care-

Rev. 26, Oct. 1970

facture the in-

the allowance of '




- ecant’s a

III. APPLICANT's HeaLtH
cation may be made special upo
docto rtificate, that
ailable to assist in the prosecu-
lication if it were to rum its

v APPLICANT’S Ace

_An app]icatibn may be made spe'c;ial”ljpon a

showing, as by a birth certificate or the appli-
ﬁidavit or declaration, that the appli-
cant is 65 years of age, or more. Ty

NVIRONMENTAL QUALITY

' The Patent

ment of mankind by contributing to the
restoration or maintenance of the basic life-
sustaining natural elements—air, water, and
soil. In order that the Patent Office may im-
plement this procedure, all applicants desiring
to participate in this program should request
that their applications be accorded “special”
status. Sucl{) uests should be written, should
identify the applications by serial number and
filing date, and should be accompanied by affi-
davitg or declarations under Rule 102 by the
applicant or his attorney or agent explaining
how the inventions contribute to the restora-

tion or maintenance of one of these life-sus-

_ taining elements.

- Seecia. ExamiNing ProcepURe ror CERTAIN

NEW APPLICATIONS—A CCELERATED ExAMINA-
 TION o o
A new application (one which has not re-
ceived any examination by the Examiner) ma
be granted special status provided that apph-
cant (and tm'wm includes applicant’s at-
torney or agent) : S

(a) Submits a written petition to make

special. i )
(b) Presents all claims directed to a single

invention, or if the Office determines that ali the
claims presented are not obviously directed to
a single invention, will make an election without
traverse as a prerequisite to the grant of special
status,
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e
applicant is such that he

QUAL , o It)i,on ;earch was made, and.
. , the inventor. attorney.
- The Fate ice will accord “special” status Y IYenIOn, A SOy
to all patent applications for inventions which
materially enhance the quality of the environ-
by a foreign patent office or the International
Patent Institute at The Hague, Netherlands
 satisfies this requirement. ' L

~able over the references. Where applicant indi-

i otherwise P per,exam {

proceed on claims dra

plicant refuses to make an election wi
verse, the application will not be furt
ned at that time, The petition will be
enied on the ground that the claims are not
directed to a single invention, and the applica-

_ tion will await action in its regular turn.

Divisional applications directed to the non-
elected inventions will not automatically be
given special status based on papers filed with
the petition in the paren . Each such
‘application must meet on its own all require-
ments for the new special statu - :

(c) Submits a statement tha re-examina-
ifying whether

searchers, etc., and listing the

Abstracts, foreign patents, etc. A search made

(d) Submits one copy each of the references

~ deemed most closely related to the subject mat-

ter encompassed by the claims. =~ :
(e) Submits a detailed discussion of the ref-
erences, which discussion points out, with the
particularity r’:guired by Rule 111 (b) and (c),
how the claimed subject matter is distinguish-

cates an intention of overcoming one of the
references by affidavit or declaration under Rule
131, the affidavit or declaration must be sub-
mitted before the application is taken up for

__action, but in no event later than one month

after request for special status. :
In those instances where the request for this
special status does not meet all the prerequisites
set forth above, applicant will be notified and
the defects in the request will be stated. The
application will remain in the status of a new
application awaiting action in its regular turn.
In those instances where a request is defective
in one or more respects, applicant will be given

_ one opportunity to perfect the request. If per-

fected, the request will then be granted.

Once a request has been granted, prosecution
will proceed according to the procedure set
forth below; there is no provision for “with-
drawal” from this special status.

gent, professional
etc., 8 field of search
by class and subclass, publication, Chemical




is the special exar

. The new ai)plicdtion havir =
ecial status as a '3 mpi

r categories of ap-

y in condition for

ime limits, such as

Motions, etc.,
st action whicl
 of merit as to

three-month shortened
2, During the thre
sponse, applicant is enc
_an interview with the

‘cant or his representative should cause to be

aced in the hands of the Examiner at least one

P Lxan
working day prior to the interview, a eopy

miner in order tc re-
solve, with finality, as many issues as possible.
In oider to afford the Examiner time for reflec-
tive consideration before the interview, appli-

88.1

as such) of the ~
to file in response to the Exam-
or discu

1t to the interview, or responsiv
er’s first action if no interview

d, applicant will file his “record” re-
nse. The response at this stage, to be proper, .

. be restricted to the rejections, objections,
d requirements made. Any amendment

h would require broadening the search field
will be treated as an improper response. "
4. The Examiner will, within one month from
the date of receipt of applicant’s formal re-

~_sponse, take up the npplication for final dispo-
~ sition. This disposition will constitute either a
final action which terminates with the setting
- of a three-month period for response, or a 10-
tice of allowance. The Examiner’s responseto

any amendment submitted after final rejection

should be prompt and by way of forms PO-303 .
_or PO-327, by passing the case to issue,orbyan
Examiner’s Answer should applicant choose to
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file. The decision will be accorded a se
_paper number and similarly entered.

sure entries in the “Contents” in proper or

certain that all papers prior to a petition have
been entered and/or listed in the application file
before forwarding it for consideration of the
petition. Note § 1002, :

708.03 Examiner Tend
nation ' ,
Whenever an examiner tenders his resigna-

ers His Reéig-

many of his amended cases as possible ready for
final disposition. o ,

If the examiner has considerable experience
in his particular art, it is also advantageous
to the Office if he indicates (in pencil) in the
file wrappers of eases in his docket, the field
of 'searcﬁ or other pertinent data that he con-

siders appropriate.

709 Suspension of Action [R—24]‘

Rule 108. Suspension of action. (a) Suspension of
action by the Office will be granted at the request of
the applicant for good and sufficient cause and for a
reasonable time specified. Only one suspension may
be granted by the primary examiner; any further sus-
pension muei i.e approved by the Commissioner.

Paragraph (d) is used in the Defensive Publi-
_ cation Program described in § 711.06.

70901

the clerk in the examining group will make

tion, the supervisery primary examiner should
_ see that he spends his remaining time as far as
possible in winding up the old complicated cases

- or those with involved records and getting as  the interference in accordance with Ex parte

- be to reject claims in an application related to

. counts of the interference and in the event said

70901

licant, the applicant shall be

may be suspended by
j er in the case of applications
United States whenever publication of the
1e granting of a patent thereon might be
he public safety or defense, at the re-
ppropriate department or agency.
(d) Action on applications in which the Office has
accepted a request filed under rule 139 will be sus-
pended for the entire pendency of these applications

~_except for purposes relating to proceedings under ruie:

Suspension of action (rule 103) should not
be confused with extension of time for reply
(rule 136). It is to be noted that a suspension
of action applies to an impending Office action
by the examiner whereas an extension of time

 for ,reply;aﬁplies ‘to action by the applicant.

~ Paragraph (b) of the rule provides for a
suspension of Office action by the examiner on
hisown initiative, asin §§ 709.01 and 1101.01(i).

Overlapping Applications by
Same Applicant or Owned by
Same Assignee [R-29]

‘Examiners should not consider ex parte,
when raised by an applicant, questions which
are pending before the Office in infer partes
proceedings involvin’g the same agplicant or

party of interest. (See ex parte Jones, 1924
C.D.59;32710.G.681.) £
Because of this where one of several appli-
cations of the same inventor or assignee which
contain overlapping claims gets into an inter-
ference it was formerly the practice to suspend
action by the Office on the applications not in

McCormick, 1904 C.D. 875; 118 O.G. 2508,
However, the better practice would appear to

another application in interference over the

claims are not cancelled in the outside applica-
tion, prosecution of said application should be
suspended pending the final determination of
priority in the interference.

If, on the other hand, applicant wishes to
proseente the outside application, and presents
good reasons in support therefor, prosecution
should be continned. Ex parte Bullier, 1899
C.D. 155, 88 O.G. 1161; In re Seebach, 1937
C.D. 495, 484 O.G. 503; In re Hammell, 1964
.1, 33, 808 O.G. 25. See § 1111.03.

See also § 804.03.

Rev. 208, July 1971




g thereto,

Gommisioner , ;
' action in Government

apphcatwm Notwith anding e provxsmns of sec-
tions 133 and 151 of this title, the Commissioner may

extend the time for taking any action to three years, (C

when f an application has become the property of the
United States and the head.of the appropriate depart-
ment or ageney -of the Government has certified to the
Commissioner that the invention disclosed therein is
important to the armament or detense 0 the Umted

See Chapter 1200 for perlod fo,;, responsey

when appeal is taken or court review sought. ,

710 01:' ‘ Statutory Period

r fmlurc to respond within
time limit. (a) It an apphcant fails to prosecute his

application within six months after the date when the
last official notice of any action by the Office was majled
~ to him, or within such shorter time as may be fixed

(rule 136), the appllcation will become abandoned.

(b) Prosecution of an applicntlon to save it fromk

abandonment must include such complete and proper
action as the condition of the case may require. The
, admission of an amendment not re%ponsive, to the last

official aotion or refusal to admit the same, and any
proceedings relative thereto, shall not operate to save
the application from abandonmont

(c) When action by the applicant is a bona fide
attempt to advance the ‘case to final action, and is
substantially a complete response .to the examiner’s
action, but consideration of some matter or, compliance
with some requirement has been inadvertently omitted,
opportunity to explain and sﬂm’ily ‘the omission may
be ‘given before the question of  abandonment is
considered. '

(d) Prompt ratification or fililng ~of a correctly
signed copy may be accepted in case of an unsigned
or improperly signed paper. '

(See rule 7.)

~ The maximum etatutory penod for response

to an Office action is six months, 35 U.S.C. 133.
Shortened periods are currcnt]y used in prac-
tically all cases, see § 710.02(b).

Rev. 20, July 1971

_ is due on the corresponding

response peri

R24]

c.application in:a shorter:time than six months, but not

e date of rwexpgeg the Office of

apphmk.nt response. No cogmzance is taken

of fractions of a day and ap(ji)ilcm;t fhmspoll::lt:
y of the mo

six months or any lesser number of months

’ speclﬁed after the Office action.

Response to an Office action with a 3 month

- shoztzned statutory period, dated November 30
s due on the following February 28 (or 29

year), while a response to an
] February 28 is due on May
d not on the last day of May. Ex parte
1930 C.D. 6; 400 0G. 3.

date of receipt "of a response to an Office

n by the dce date” stamp
nding paper.

,ex;ensllx)noers letter does not

nning of a statutory re-
11 cases where the statuto

from the date of a previ-

a state ent to that eﬁfect should be

1nc1ﬁded

710. 02 Shortened Statutory Perlod
. and Time ~ Limit ‘Actlons

 [R-24] »
Eztract from Rule 136. Time less than siz mmulu
(a) An applicant may be reqnired to prosecute his

less than t.lurty days, ,whenever such shorter time is
deemed necessary or expedient.” Unless the applicant is
notified in writing. that response is required in less than ;
six months, the maxxmum period of six months is
allowed. ;

cant may be required to respond in a shorter
period than six months, ot less than 30 days,
whenever it is deemed “necessary or expendi-
ent”. Some conditions deemed *necessary or
expedient” are listed in § 710.02(b).

In other situations, for example, the rejection
of a copied patent claim, the examiner may
require applicant to respond on or before a
specified date. These are known as time limit
actions and are established under authority of
35 U.S.C. 6. Some situations in which time
limits are set are moted in §710.02(c). The
time limit requirement should be typed in
capital letters where required.

An indication of a shortened time for reply
should appear prominently on the first page
of all copies of actions in which a shortened
time for reply has been set so that a person
merely scanning the action can easily see it.

Under rule 136 (35 USC. 133) an apph- : '




e length of the shortened sta
ired.

 Winning party in term
~ terference to reply
~ swered Office action_
Where, after the termination

 action, final rejecti
primary examin

this fact. In this case response to_the Office
action is required within a shortened statutory

riod running from the date of such notice. -
& rson, 1941 C.D. 8; 525 0.G. 3.

ee Ex parte Pet

Ex parte Quayle

~ When an application is in condition for
allowance, except as to matters of form, such
as correction of drawings or specification, a
new oath, etc., the case will ~considered

ial and prompt action taken to require cor-
rsg:tcion of'fgrmiilpmattet*s.f Such action should
include an indication on first page form letter
POL-326 that prosecution on the merits is
closed in accordance with the decision in Ez
parte Quayle, 1935 C.D. 11; 453 0.G.213. A
two month shortened statutory period for re-
 gponse should be set. e

Multiplicity rejection—no other
rejection —ooooeooooo-oe—o - §706.03(1)
A new ground of rejection inan o
examiner’s answer on appeal. § 1208.01

_ Taree Mox~THS :
To respond to any Office action on the merits.
PER1oD FOoR RESPONSE RESTARTED
Incorrect citation by examiner—

~ regardless of time remaining in :
~ original period_.___-..------ §710.06
The above periods may be changed under
special, rarely occurring circumstances,
" A shortened statutory period may not be
less than 30 days (35 U.S.C. 133).

rtened period for response to |

by

0.02(c) TimeLimit Actions: Sit-

rtion of rule 203(b) provides that

ting claims for i terference: ,
ties to whom the claims are suggested will be

‘to make those claims (i. e, ‘present the sug- =
ims in their applications by amendment)

_ within a specified time, not less than 30 days. in order

that an interference may be declared.
 See §§1101.01 (m
s of the opinion

all reject the

‘rejection is made final, 2 similar
e set for.appeal. Failure to respond.or

in the absence of a satisfactory showing, be deemed &
disclaimer of the invention claimed. f
‘See §1101.02(f). oo
' (c) When applicant’s action is not fully re-
responsive to the Office action, the examiner
may give applicant one month or the remainder

of the period for response, whichever is longer,

to 3
which reads as follows:

complete his response. See rule 135(c)

bona fide attempt to advance the case ‘to fnal action,
and is substantially-a compiete tesponse to the exam-
iner’s action, but consideration of some matter or com-

sion may be given before the question of abandonment
iz considered. i

See § 714.03. ' !

(d) In applications filed on or after October
25, 1965, applicant is given one month or the
remainder of the period for response, which-
ever is longer, to remit any additional fees re-
quired for the submission of an amendment in
response to an Office action. L

See §§ 607 and 714.03. ,

(e) To ratify or otherwise correct an un-

~ signed amendment, applicant is given one
90.1  Rev. 29, July 1971

e i

‘case may be, within the time fixed will,

Rule 185(c). When action by the applicant is &

pliance with some requirement has been insdvertently k;
omitted, opportunity to explain and supply the omis-




~ The distinetic , :

reply and a shortened statutory pe
rule 136 should not be lost sight of.
time limit (from the suggestion of claims or the
rejection of copied patent claims) is loss of the

claimer. A rejection on the ground of di
~ claimer is aixpealable.‘ On the other hand,
_ complete failure to respond within the set stat-

_ utory period results 1n abandonment of the
entire application. This is not ae%p'egéable, but ¢
d i

“a petition to revive may be grant the delay

was unavoidable.

may be excused by the examiner if satisfac-
~ torily explained; but a response one day late
_ in a case carrying a shortened statutory period
under rule 136, no matter what the excuse.
andonment: however, if asked for
, extension of the period may be
granted by the examiner, provided the exten-
sion does not go beyond the six months’ period
from the date of the Office action. See also

& 1101.02(f). | i o

710.02(e) Extension of Time [R-
29] |

Eztract from Rule 136.  (b) The time for reply, when
a time less than six months has been set, will be ex-
tended only for good and sufficient cause, and for a
reasonable time sgpecified.  Any request for such ex-
tension must be filed on or before the day on which
action by the applicant is due, but In no case will the
mere filing of the request effect any extension.  Only
one extension may be granted by the primary examiner
in his discretion; any further extension must be ap-
proved by the Commissioner. In no case can any ex-
tension carry the date on which response to an action
is due beyond six months from the date of the action.

It should be very carefully noted that neither
the primary examiner nor the Commissioner
has authority to extend the shortened statutory

Rev. 20, July 1971

rule 136 « be lost The pen-
alty attaching to failure to reply within the

Further, where applicant re-
sponds a day or two after the time limit. this

~ the copy

- turned to the person requesting the extension.

c) and § 714.03.
for extension
muast state a

(1) any r 8 for more than one-month

: extension, and e
(2) second and subsequent requests for ex-
‘tension of time to reply to a particular

Office action.

Al first requests for extension of time to an

- Office action are decided by the primary ex-
ct , ) ] 10ss of _aminer for any period of time up to the maxi-
subject matter involved on the doctrine of dis- m requests

"Ia request for eiténsim of time |

~ duplicate and accompanied by a stamped re-
- turn-addressed envelope, the Office will indicate
_ the action taken on the duplicate and return it
- promptly in the envelope. Utilization of this
- procedure is optional on the part of applicant.
In this procedure, the action takem on the

request should be noted on the original and on
hich is to be returned. The notation
on the original, which becomes a part of the
file record. should be signed by the person
granting or denying the extension. and the

~name and title of that person should also ap-

pear in the notation on the copy which is re-

When the request is granted, no further ac-
tion is necessary; when it is denied, a formal
letter of denial, giving the reason for denial,
should be forwarded promptly after the mail-
ing of the duplicate. ‘ i
_ Request for extension of time may be made by
hand delivery of a duplicate copy of a request
which has been filed. Prompt consideration is
given and the action taken communicated to
applicant at the earliest practicable time; if an
attorney’s copy as well as the duplicate copy is
submitted, it 1s sufficient to merely indicate on
both copies that the extension wiﬁ be granted
if the request is timely filed. '
For purposes of convenience, a request for
an extension of time may be personally de-
livered and left with the examiner to become
an official paper in the file without routing

90.2




through the mail room. The
request for an exte
: ' _d_with th

cepts the
have it date sta

by way ]
gardmg action taken on |
te record will be complet

 FixaL Rmrzcﬁoxéé—, ”):m,’mn RESPONSE
The filing of a t mely first response to a final
rejection having a shortened statutory period for

response is construed as including a request to

extend the shortened statutory period an addi-

tional month even if previous extensions have

been granted, but in no case to exceed six months

_ from the date of the final action. :
During the additional month no applicant or
attorney initiated interview is permitted. Since

90.3

__in abandonment. of the application. .

- 710.04

710

, final rejection is
uest for an exten-
nt request for an
ered to be a second

A1 object of this practice is to obviate the
necessity for appeal or filing a continuing case .
merely to gain time to consider the examiner’s
position in reply to an amendment timely filed
after final rejection. Failure to file a response
during the shortened statntory peried results

Two Periods Running [R
24] |

There sometimes arises a situation where two

different periods for response are running

Rev. 20, July 1871




. swered reject

" Claims

unanswered rejection of record, claims are
copied from a patent and all of these claims

are rejected there results a situation where two

different periods for response are running
against the application. One period, the first,
is the regular statutery period of the unan-

the limited per
jection (either firs
Rule 206. The da
Office action on the { :
_ copied patent claims is the controlling date of
the 'statutory;?e',n _ (Ex parte Milton, 164
Ms. D. 1, 63 USPQ nd Ex 6£arte Nelson,
164 Ms. D. 361, 26 J.P.O.S. 564.) See also
- §1101.02(f). | e

710.05 Period Ending on Saturday.
 Sunday or Holiday [R-26]

85 1.8.0. 21. Day for taking action falling on Satur-
day, Bunday, or holiday. ‘When the day, or the last
day, for taking any -action or .paying any fee In the
United States Patent Office falls on Saturday, Sunday,
or a holiday within the District of Columbia, the ac-
tion may be taken, or the fee paid, on the next succeed-
ing secular or business day. LR

Rule 7. Times for taking 3ction; espiration on Satur-
day, Sunday, or holiday. Whenever periods of time
are specified in these rules in days, calendar days are

or final), established under
f the last unanswered
s other than the

f record, the other period is
t for response to the re-

~ November; Christ

 Order 10,358; 17 F.R. 5269.

Columbia, and if so, whether the amendment

710.06

iving Day, the fourth Thursday in
er mas Day, December 25; In-
auguration Day (January 20, every four years).
Whenever a holiday falls on a Sunday, the fol-
lowing day (Monday) is also a holiday. Ex.

When a_ holiday falls on a ’Suturday, the
gmcad}ng day, Friday, is considered to be a holi-
ay within the District of Columbia and the

,r;/" )

Patent Office will be closed for business on that
 day (5 U.S.C. 6103). Accordingly, any action
or fee due on such & holiday Friday or Saturday

Where, in an application in which thereisan

is to be considered timely if the action is taken,
or the fee paid, on the next succeeding day which
is not a Saturday, Sunday or a hé?i%ay. :

When an amendment 1s filed a day or two
later than the expiration of the periody fixed by
statute, care should be taken to ascertain
whether the last day of that period was Satur-
day, Sunday or a holiday in the District of

was filed or the fee paid on the next succeed-

_ing day which is not a Saturday, Sunday or a

intended.  When the day, or the last day, ixed by stat-

ute or by or under these rules for taking any action or
_paying any fee in the Patent Office falls on Saturday,

Sunday, or on a holiday within the District of Colum-

bia, the action may be taken, or the fee pald, on the

next succeeding day which is not & Saturday, Sunday.
~or-a holiday. See rule 24 for time for appeal or for
commencing clvil action,

As of January 1, 1971, the holidays in the
District of Columbia are: New Year's Day,
January 1; Washington’s Birthday, the third
Monday in February: Memorial Day, the Inst
Monday in May; Independence Day, July 4:
Labor Day, the first Monday in September:
Columbus Day, the second Monday in October:
Veterans' Day, the fourth Menday in October;

)]

holiday. 10 Al
An amendment received on such succeeding
da‘):'whwh was due on Saturday, Sunday or a
holiday is endorsed on the file wrapper with
the date of receipt. The Saturday, Sunday
and/or holiday is also indicated. : '

710.06

_Miscellanebué Factors Deter.
 mining Date - [R-26] 4

~ Where the citation of a reference is incorrect
md this error is called to the attention of the
Office before the expiration of the period for
response, a new period for response starts from
the date of the Office letter giving the correct
citation and forwarding the correct copy. The
previous period is restarted regardless of the
time remaining. See § 707.05(g) for the manner

of correcting the record where there has been

an erroneous citation. .

Where for any reason it becomes necessary
to remail any action (§707.13), the action
should be correspondingly redated, as it is the
re-mailing date that establishes the beginning
of the period for response. Ex parte Gourtof,
1924 C.D. 1533 329 O.G. 536. ‘

A supplementary action after a rejection ex-

laining the references more explicitly or giv-
ing the reasons more fully, even though no
further references are cited, establishes a new
date from which the statutory period runs.

If for any other reason an Office action is
defective in some matter necessary for a proper
response applicant’s time to respond begins
with the dare of correction of such defect,
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be. expressly :abandoned by fi

writtea declaration of abana

pucant hlmsolf and the assignee of. record. it any

jdertifying the application. Except as provid‘ ,
 Rule 262 an application may also be expressly a

domed by filing a written declaration of abr ’
_signed by the attorney or agent of record.

abandonment of the application may not be’

by the Office unless it is actually ‘received by appr:

priate omcialp ln tlme

of igsge, .

Ahandonment mav be either of the invention

or of an‘a{)phca,tmn.  This discussion is con-

cerned wit aBandonment of the apphcatxon

for patent.
An abandoned upphcatlon, in accordance

with Rules 135 and 138, is one which is re-

moved from the Office docket of pendmg cases
through: ; k
1. formal nbandonment
2. by the applicant, himself (acqulesced in
bv the assignee if there be one), or
b. by the attorney or agent of record (in-
cluding an associate attorney or agent ap-
‘pointed by the principal attomey or agent
and whose power is of record) ; or
2. failure of applicant to take appropriate
" action within a specified time at some stage in
the prosecution of the case.

Where an applicant, himself, formally aban-
dons an application and there is a corporate as-
signee, the acquiescence must he made through
an officer whose official position is indieated.

See §712 for abandonment for failure
to pay 1qsue fee,

Rev. 26, Oct. 1970

~ the application

) act thereon before the date

27 and by checkmg

e appropr ate boxes which indicafe that the

Ietter is in compliance with Rule 138 and that
forwarded to the

bem
; he Examiner’s signa-

ture may appear at the botmm of the form. If

such a letter does not comply with the require-
s of Rule 138, a ful)} explanatory etter

ould be notxﬁed as

o 714.05. But see
ere ap(i)hcatlon is
sfer, of rawings to

OWANCEF.

Jatters of a onment of allowed rlpphca-
tions are acknowledged by the Issue and
(mzem, Branch. '
Rule 313 provides that an allowed npphu\-
tion will not be withdrasn from issue except by
anpraval of the Commissioner, and that after
the first portion of the issue feo has been paid
and the patent to be jssiied has received its date
and number, it will not be withdrawn for any

reason except mistake on the part of the Office,

oor because of fraud or xllegahtv in the applica-

tion, or for interference. In cases where the
second paragraph of Rnle 313 precludes giving
effect to an express abandonment, the apprapri-
ate remedy is a petition under Rule 183, show-
mg an cxtruordmarv situation where yustice re-
quires suspension of Rule 313.

The Defcnswe Publication Program is set
forth in § 711.08.

711.02 Failure To Take Roqum'd Ac-
tion During Statutory Period
[R-20]

Rule 1‘%5 specifies that an npphmtmn be-

comes abandoned if applicant “fails to prose-




take “complete and proper actic

tion of the case may require” wi

tory period (Rule 135).

bandonment by entire failure to respon

presents no problems. ' .
Nor is there ordirarily any pa

culty when an amendment reaches the O

(not the Group) after the expiration of

statutory period. The case is abandoned and

the remedy is to petition to revive it. The Ex-
aminer sho )
at once that the app !
doned by using form letter POL-327. The
proper boxes on the form should be checked
and the blanks for the dates of the pro?osed
amendment and the Office action completed.
The late amendment is endorsed on tE

lication has been aban-

wrapper
§71417). ‘ -
 To pass on questions of abandonment, it is
essential that the Examiner know the dates
that mark the beginning and end of the statu-

tory period under varying situations. = Appli- -

cant’s response must reach the Office within the

set, statutory period for reply dating from the
dat;,l' st(;zmped on the Office letter. See §§ 710
to 710.06. | . S

711.02(a) Insufficiency of Response

[R-24]

 Abandonment may result in a situation

where apglicunt’s reply is within the period for
response but is not fully responsive to the Office
action, But see § 710.02(¢), par. (¢). See also
8§ 714.02 to 714.04. Bl :

Special Situations Involv-
ing Abandonment [R—23]

The following situations involving questions
of abandonment often arise, and should be spe-
cially noted: : '

1. Copying claims from a patent when not
suggested by the Patent Office does not consti-
tute a response to the last Office action and will
not save the case from abandonment, unless the
last Office action relied solely on the patent for
the rejection of all the claims rejected in that
action.

9. A case may become abandoned through
withdrawal of, or failure to prosecute, an ap-
peal to the Board of Appeals. See §§1215.01 to
1215.04.

711.02(b)
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notify the applicant or attorney 711',02'(")

: e file
r but not formally entered. (See

ings are terminated :

- plication is abandoned for failure to pay the

issal of sppeal to COPA. or
here there was not filed 'pgior to
' he case

issve or fully res |
n. Abandonment resuits from
‘perfect an appeal as required by
ule 25. See §§ 1215.05 and 1216.01.
cla re suggested for interfer-
e end of the period for respense
st the §1101.01¢{n).

o §608.02(1).
Termination of ,Procéed- |
" imgs [R23]
‘“Termination of proceedings” is an expres-
sion found in 35 U.S.C. 120. As there stated,
a second application is considered to be co-
pending with an earlier case if it is filed before

_(a) the patenting, (b) the abandonment of,or

~ (e) other termination of pre 1
~ earlier case. “Before” has _consistently been
interpreted, in this context, to mean “not later

roceedings in the

than”, e
In each of the followin

1. When the issue fee is not paid and the ap-
issue fee, proceedings are terminated as of the

the same as if it were abandoned on that date
(but if the issue fee is later accepted, on petition,
the application is in a sense revived). See § 712.
2. If an application is in interference involv-
ing all the claims present in the application as
counts and the application loses the interfer-
ence as to all the claims, then proceedings on
that application are terminated as of the date
appeal or review by civil action was due if no
appeal or civil action was filed. ~ 3
3. Proceedings are terminated in an applica-
tion after decision by the Board of Appeals
as explained in § 1214.06.
4. Proceedings are terminated after a deci-
sion by the court as explained in §§ 1215.05 and
1216.01. G ‘

711.03 Reconéideratioh'of Holding of |
‘ Abandonment; Revival ,

When advised of the abandonment of his
application, applicant may either ask for recon-
sideration of such holding, if he disagrees with
it on the basis that there is no abandonment in
fact; or petition for revival under Rule 137,

Rev. 24, Apr. 1670

g sxtuatxons. proceed-

date the issue fee was due and the applicationis



Applicant
. ,mcomplete . ~
‘ le the Examiner has no autho

lication in which no action by ap-
ken dm'm% the period for re-
holding as to whether |

sponse, he may reverse his
or not an amendment received during such

perlod was responsive and act on a case of such

character which he has previously held aban-

_dened. This is not a revival of an abandoned ap-
plication but merely a holding that the case was

~never abandoned. See also § (14 03

711.03(b) Holding Based on Failure
~ To Respond Wnlnn Period

When an amendment reachw the Patent

Office (not the Examining Group) after the

_ expiration of the period for response and there is
‘no dispute as to the dates involved, no question
of reconsideration of a holdmg of -1bandonment
can be presented. ~

However, the Examiner and the apphcant
may disagree as to the date on which the period
- for. response commenced to run or ends. In this
situation, as in the situation involving suffi-
ciency of response, the applicant may take issue
with the Examiner and pomt out to him that
his holdmg Was erroneous.: ,

711 03 (c) Petitions Relating to Aban-
donment [R-24]
Rule 137. Revival of abandoned appltcation. An ap-

plication abandoned for fallure to prosecute ‘may be
revived as a pending application if it is shown to the

satisfaction of the Commissioner that the: delay was
A petition to revive an abandoned ap-

unavoidable.
plication must be accompanied by a verified showing
of the causes of the delay, by the propoged response
unless it has been previnusly filed, and by the petition

. fee.

A decision on a petition to revive an aban-
doned application is based solely on whether a
satisfactory showing has been made that the
delay was unavoidable (35 U.S.C. 133). A peti-
tion to revive is not considered unless the peti-
tion fee and a proposed response to the Iast
Office action has been received (rule 137).
While a response to a non-final action may be
either an argument or an amendment under
Rule 111, a response to a final action “must in-

Rev. 24, Apr, 1070

- for conalderatlon of a petition to

~ action. If the proposed response is not a com-

qulred for co demtlon of a pel

must be either an appeal or an amendment that
cancels all the rejected claims or otherwise prima
facie places the application in condition for
allowance. In those situations where abandon-

_ment occurrad because of the failure to file an

appeal brief, the proposed response, required
vive, must
include a brief accompanied by the proper fee.
The grantmg of a petition to revive does not

_serve in any way as a_determination that the
_ proposed response to the Office action is com-

pletely responsive. Revived applications are
forwarded to the Examiner to determine the

__completeness of the proposed response. Such

, Epphcatlons must be taken up Special. If the
xaminer determines that the response is com-
plete, he should promptly take the case up for

plete response to the last Office action, the Ex-
aminer should write a letter to the applicant
informing him of the specific defects in his
response and set a one-month time limit for

cant does not complete his response within the -
one-month limit,

abandoned. :
- A petition to revive an abandoned applica-
tmn should not be confused with a petition

from an Examiner’s holding of abandonment.

Abandonment may result not only from insuffi-
ciency of response but also from’entire failure
to respond, within the statutorv permd follow-
ing an Office action. ,

TWhere the holding of abandonment is predl- e

cated on the insufficiency of the response, or
disagreement as to controlling dates the peti-
tion from such lolding comes under Rule 181
and does not require a fee.

Where the applicant acquiesces in the hold-
ing of abandonment, or where the petition
from such holding is denied, applicant’s only
recourse, so far as concerns the particular case
involved, is by petition to revive.

See § 7 712 fora petition for late payment of the

issue fee.

711.03(d) Examiner’s Statement on
Petition To Set Aside Ex-
aminer’s Holding [R-23]

Rule 151 states that the Examiner “may be
directed by the Connuissioner to furnish a
written =tatement within a specified time set-

applicant to comp]ete hiis response. If the appli-

the apphcatlon is again




_OF APPLICATIONS

 ting forth the reasons for
matters averred in the petit
copy thereof to the petition
ever, ﬂm~$wtaon s pas
statement being requested,
is clear from the record. Un
_such a statement should n
 §1002.01. o

711.04 Disposition of o
plications [R—23] e

Eztract from Rule 14.'vAfbaryidoyned a'ppliycations may

be destroved after twenty years froin their Siing date, .

except those to which particular attention has been

called and wbich have been marked for preservation..

Abandoned applications will not be returned.

As explained in § 1302.07, a retention label is

} , stroy’e‘d‘.’
711.04(a)

used to indicate applications not to be de-
Pulling and
[R-23]

_The files and drawings of abandoned applica-
tions are pulled and forwarded to the Aban-
doned Files Unit on a bi-weekly basis in ac-
cordance with the chart in Section 505.E(1) of
the Manual of Clerical Procedure.

They should be carefully serutinized by the
appropriate Examiner to verify that they are
actually abandoned. A check should be made
of files containing a decision of the Board of
Appeals for the presence of allowed claims to
avoid their being erroneously sent to the Aban-
doned Files Unit. :

Foﬁafdingt

{R-23]

Abandoned files may be ordered by Ex-

aminers by sending (through the Messenger
Service) a completed Form PO-123 to the
Abandoned Files Unit. The name and art unit
of the individual Examiner ordering the file

sent to him through the Messenger Service,

Abandoned files more than ten years old
which have not been marked for permanent
retention are stored in a nearby Federal Rec-
ords Center. Orders for these old files require
at least two dayvs for processing. The file should
be returned promptly when it is no longer
needed.

Expentien Service

Examiners may expedite serviee by ordering
abandoned files by telephone (Ext. 31&0),

711.04(b) Ordering Abandoned Files

should appear on the form and the file will be

711.05 Letter of Absndonment Re-

 eeived After Application Is
 ‘Allowed [R-23]

Receipt of a letter of abandonment while an
application is allowed, is acknowledged by the
Issue and Gazette Branch.

~ An express abandonment arriving after the
~ issue fee has been paid and the patent to issue
~ has received its date and number will not be
- accepted without a showing of cne of the rea-
_sonsindicated in Rule 313(b), or else a showing

~ under Rule 183 justifying suspension of Rule

711.06 Abstracts, Abbrevistures and
Defensive Publications [R-24]

, ABSTRACTS :
Abstracts were prepared in accordance with
the Notice of January 25, 1949, 619 O.G. 258.
Each abstract includes a summary of the dis-
closure of the abandoned application, and in ap-
plications having drawings, a figure of the
drawing. The publication of such abstracts
discontinued in 1953, ‘

ABBREVIATURES

- Abbreviatures were prepared in accordance
with the procedure indicated in the Notice of
- October 13, 1964, 808 O.G. 1. Each abbrevia-
ture contains a specific portion of the disclos-
ure of the abandoned application, preferably
a detailed representative claim, and, in applica-
tions having drawings, a figure of the drawing.
‘The publication of such abbreviatures was dis-
continued in 1965.
‘  DerrNsiveE PUBLICATIONS |
Rule 139. Waiver of patent rights. An applicant may
waive hig rights to an enforceable patent based on a
‘pending patent application by filing in the Patent Office
4 written waiver of patent rights, a consent to the pub-
lication of an abstract, an authorization to open the
complete application to inspectio:t by the general pub-
lie, -and a declaration of abandonment signed by the
applicant and the assignee of record or by the attorney
or agent of record.

A. Defensive Publication Program

An applicant may request to have an abstract
of the technical disclosure of his application
published as a defensive publication abstract
under Rule 139. The request may be filed only
(1) while a pending application is awaiting the
first Office action or (2) within 8 months of the
carliest effective U.S. filing date if a first Office
aetion has been issued and responded to within
said 8 month period. The application is laid

95 Rev. 24, Apr. 1970
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ghts to an en-

; app‘x‘icaaion as
n any continuing application filed more
arliest effective U.S.

| r expiration of
od, the application - publicati,
is examined, but it ma; claim the benefit of ascertain that the abstract and
the earlier filing date of the defensive publica-  the : rure of the drawing, if any, ade-
jcati e Examiner should require  quately reflect the technical disclosure. The ab-
y ir be entitled “Defensive Publication
Abstract” and may contain up to 200 words and
‘be an explande% version of the abstract required
e T2 e e
request fo;defensive' ublicationis disap-
- the Examiner if (1) there is some in-
ality in the 'ap}])"ilicat‘ion or. drawings, (2) -
he requirements of the statement requesting de-
~ fensive publication as described in B above %a.ve
_ not been met, or (3) the subject matter of the
tly. for publication of t _application is not considered suitable for publi- .
ning.  t cation because: (a) it involves national security;
public. A request for defensive pu - (b) it is considered advertising, frivolous, scan-
not be withdrawn after it has bee: dalous, lacking utility, or against public policy, ;
the Office. : ] 4 . etc., or (c) the disclosure is clearly anticipated
~ No fee is required for the defensive publica- by readily available art, and Publm:ttion‘would : -
tion of an application. o I anything to the fund of public knowl-
' The Defensive Publica , e (matters of patentability are ~generally
selected figure of the draw g’, if an not considered and no search is made).
lished in the Official Gazette. Defensi ica-  If there are defects in the request for de-’
tion Search Copies. containing the defensive  fensive publication which cannot be corrected
~ publication abstract and suitable drawings, if =~ by Examiners Amendment, the “Examiner
‘any, are provided fOr,thgia[iglication;ﬁle,'t-he ~ should netify applicant 1n writing, usually
Public Search Room and the Examiner’s search _giving the reasons for disapproval and indi-
files. S e - cating how corrections mayge made. Appli-
The defensive publication application files  cant is given a period of one (1) month within
are maintained in the Recorg “Room after  which to make the necessary corrections. Fail-
publication. o qyretoecorrect a defect as required results in non-

| . ... ... acceptance for defensive publication, and in
_ B. Requirements for a Statement Requesting  resumption of the prosecution of the applica-
Defensive Publication  tion by the Office in its regular turn. - .
 An application may be considered for defen- In those instances, however, where the sub-
sive publication provided applicant files a

ject matter is not suitable for publication, the
request under Rule 139 agreeing to the condi-  request may be disapproved by the Examiner
tions for defensive publication. The statement

without explanation. Under these circum-
_ requesting publication should: (1) be signed hy ‘Stuncas,wthe “xaminer’s letter is first submitted .
the assignee of record, or by the attorney or o the Group Director for approval.
agent of record, or by the applicant and the as- Petition may be taken to the Commissio: 1
signee of record, if any: (2) request the Com- from the disapproval of a request for defen-
missioner to publish an abstract of the disclosure  sive publication. G i '
in the O.G.; (3) authorize the Commissioner to Where the request is apparently fatally de-
lay open to public inspection the complete ap- fective and involves subject matter not con-
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the Examiner should ge

application and prepare aicomplete Oﬁee,‘ ’c-' o _ ] ‘
. K. Preparatwn of:mA nh(,atlon for TJefenane

tlon when notlf\ ing apphcant

Correction is reqmred by the Exammer of

\mf 1alities listed by the Application Branc
‘ y the Draftsman before approval: of the
_request for defensive publication. Informali-
ties of the drawing are listed on the Notice of
rawing
applics
Patent Apphcatlon letter notifying an ap-
plicant. of the informalities in a request for de-
ensive publication should end with the follow-

mg aragraphs:

he request for defensive pubhcatlon has

not been approved in view of the noted infor-
malities. APPLICANT IS GIVEN OXNE (1)

MONTH WITHIN WHICH TO MAKE THE

CORRECTIONS VE(‘FSSARY FOR PUB-

- LICATION.
- Failure to respond within the set permd will

result in resumphon of the prosecutxon of tho
application in the normal manner.

Where the heading “Defensive Publication

Abstract” has been omltted it is inserted by

 Examiner’s Amendment, as are other coTTec-.
_ tions to the abstract. The Examiner has the au-

~ thority to add to the abstract reference numerals
~ of the figure selected for the 0.G., and to
v des:gnate a figure of the drawing for printing
_in the O.G., or to change the selection made
by appllcant by Examiner’s Amendment.

Informalities noted by the Draftsman on the
Notice of Informal Patent Drawings should be

corrected where appropriate and should be
handled as follows: The Examiner notes in pen-

cil in the left margin of the drawing the num-

ber of the figure selected for defensive publica-
tion in the O.G. and returns the drawing with
the file to the Draftsman for further considera-

tion in view of the request under Rule 139.

Although the selected figure itself must meet all

the drawing standards, the Draftsman may
waive requirements as to the remaining figures
which need be formal only to the extent of
heing sufficiently clear for reproduction, The
Draftsman will note on the drawing and all
(‘Ol)les of the Notice of Informal Patent Draw-
ings “Approved for Defensive Publication
Only™. (If the application is later passed to

issue, all drawing informalities must be cor-

96.1

1a s and defects of the
ion are noted on the Notice of Informal

- fensive Publication Retention Label.

_ “Examined and Passed for Issue” the word
- “Issue” is changed to—Def. Publ.—by the Ex-

~usual manner except that in the space desig-

“is the same as for allowance and the Examiner
~,ﬁ1]s in the appropriate spaces on the left mar-

,m% eommtmn mqmmfi
plicant, the Examiner
that the request under
’ ,,ml autlmma&mn for

Publication

er determining that the apphcahon 15

able for defensive publication the Exam-
ndicates which papers, if any. are to be
d. Amendments accompanying the request -
not entered until approved by the Examiner.
If filed after recei t of the requext, amend-
ments will be placed in the file, but wiil not be
entered unless the subject matter of the amend-
ment is in response to a requirement,b} t"he
F.\fumner -
_The designated spaces on the face

,’the ﬁle‘[, !

. wrapper for class, subclass, claim for foreign

priority and prior United States appllcatlon,,

_ data are appropriately completed.

The Defensive Publication Retentlon Label

lldenhﬁee Defensive Publication Applications |

only and is affixed by the Examiner in the space

on the file wrapper reserved for the retention .
label. Issue and Gazette Branch complete the
date of publishing and O.G. citation of the De-

In the spaces titled “Prep. for Issue” and

aminer before signing. ( The clerk’s mgnature
is not necessa

The “blue 15‘511:-5”, slip is used, on defensive
publication applications and is completed in the

nated for the Patent Number the Examiner
writes “Defensive Publication”. Cross refer-
ences are designated only in those subclasses
where the Examiner believes the subject matter
will be of significant interest to warrant it.
With respect. to the drawings the procedure

gin, in the Dmftsm'ms “Approved” stamp

L area.

F Citation of Prior Art in a Defensive
Publication Application

Since the defensive publication procedure
makes the disclosure of an application avail-
able to the public, usually before it or any con-
tinning application is patented, citation of
prior art under Rule 291 by any person or party
is accepted for consideration in the event ex-

Aamination is subsequently conducted. Such ci-

tation is endorsed on the file wrapper “Con-

Rev. 24, Apr. 1970 :



Durmg the ﬁ\e year per
U.S. effective filing date, erences may
~ be declared between defensiv blication ap-
: applications and/or pat-
£ ce with emstmg mtel ference
~ rules and proced

- Examiners search,the Defensive Publication P
Search Copies in the reg;ular patent search A abstract, abbreviature or defensive publica-

~ files, when makmg atenta ility searchs, Where
the claims of a defensive publication applica-

tion recite substantially the same aub]ect matter

as the allowed claims, the allowed claims should
be suggested for interference purposes to the
defensive publication application 1f these
(,lalms would be allowable therein. ,

_ Abandonment of a defensive pubhcatxon ap-

phca,tlon will be stayed during the period be-

gmnmg with the suggestion of claims or the
ling of claims copied from a patent and end-
ing with the termination of the interference
proceedings or the mailing of a decmon Te-
fusing the interference.

Termination of the interference in favor of
the defensive publication application would
render the express abandonment ineffective but

would not result in the issuance of an enforce-
.1ble patent. The Examiner cancels by Exam-

iner’s Amendment all the claims in the case
except those awarded to applicant and sends the
case to issue. The Notice of Allowance in these
cases will be accompanied by a statement in-
forming the applicant that when the issue
fee is remitted, a disclaimer of the entire term
of the patent to be granted, must be included
in accordance with 35 U.S.C. 253.
- Distinct numbers are assigned to all Defen-
sive Publications published after December 16,
1969, for example. !

T 869

001—
Number serlew 001—999 avail-
able monthly.
—0.G. volume number,
3 —Document category, T for
Technical disclosure.

Defensive Publications are included in sub- -

class lists and subscription orders. The distinet
numbers are used for all official reference and
document. copy requirements.

A conversion table from the application
serinl number to the distinet number for all
Defensive Publications published hefore De-
cember 16, 1969 appears at %69 ().G, G687,

Rev, 24, Apr. 1070 045,

(list clamlﬁoatlon)
~ (b) The O.G. defensive publication

- 0G.

It is lmportant‘gt at”' bstmcts, a,bbrevmtums‘
and defensive publications (O.G. Defensive

Publication and Defensive Publication Search
rTe as publications and not

or applications. These dprmted pub-

: t -

d as prior art under 35 U.S.C.

h) effective from the date of .

‘in the Official Gazette. ' o
plication or portion thereof from whlch

tion has bee prepared, in the sense that the
,fxpphcatio vidence of prior knowledge, may
be used as a reference under 35 U.S.C. 102(a),

effective from the actual date of filing in the'j‘ g

- United States.

These publications may be used alone or in
combination with other prior art in rejecting
clamh under 35 U.S.C. 102 and 108. "

: Abbreviatures and Defensive Pub-
listed with Other References in the
citation't reof as follows:

(a) Abstractsand Abbrewdt;zres o

Bmwn. (abstract or abbreviature) of Serlal
No. o y filed . .., pubhshed

Jones. Def Pub of gelml \o
filed

ton No. T - :,"(il_:;-(—:l-e;sslﬁcatlon)

() Search Copy defenswe publication; (where
- adisclosure relied on is in the Search Cop‘&
but not in the O.G. publication)
Jones, Def. Pub. Search Copy of %ernl
No. oo, ﬁled ________________ ;
lished in ____________ ( :
(list ¢ aSexﬁcatxon )
(d) Applicationsor de31g1mted rtlon%thereof
abstracts, abbreviatures amix()lefenswe pub- ;
~ lications
Jones, Application Serial No. -__'-._'_; _______
filed - ___ , Iaid open to pubhc in.
spection on ________._._____l____ as noted at
__________ » O.G. ._.__.__.. (portion of appli-
cation relied on) (list classification).

712 Abandonment for Failure To Pay
Issue Fee [R-24]

Bule 316, Application abandoned for failurc to pay
faauc fre,  (a) If the fee specified in the notice of al-
fowance i« not paid within three months from the date
nf the notice the application will he regarded as ahan-




_ date of notice thereof and, If not paid, the patent ,
_ at the termination of the three-month period. If this
balance is not timely paid but is submitted, with the

fee for delayed payment, within three months of its

" due date with a verified showing or statement in the

form of a declaration of sufficient cause for the late

_payment, it may be accepted by the
~ though no lapse had

T occurred.

An application aba
ure to pay the issue fee
as a forfeited application

~ When the three months
the i aid b
the file is returned by the Issue and Gazette

en 0 hin which

Branch to the Examining Group. Certain cler-

ical operations are performed and the file and
drawing are forwarded to the Abandoned Files
Unit.:

en the issue fee is not paid and the
application is abandoned, proceedings are ter-
" minated as of the date the issue fee was due.

iners concerning applications and other matters pend-
ing before the Office mnst be had in the examiners’

rooms at such times, within ofice hours, as the respec-

_ tive examiners may designate. Interviews will not be
- permitted at any other time or place without the

authority of the Commissioner. Interviews for the dis-

* cussion of the patentability of pending applications
. will not be had before the first official action thereon.
Interviews should be arranged for.in advance,

abandoned by reason of fail-
R oratts

od
 fee might have been paid has expired, =

The application is abandoned on that date (but

if the issue fee is later accepted, on petition, the
application is in a sense revived). During the

the Commissioner

petition must be supported by a verified show-
ing of sufficient cause for the late payment, and
accompanied by the groper issue fec and the fee
for late payment. con
panied by the required fees is not filed within
the three month period following the abandon-
ment (six months after the date of the notice of
allowance) and granted, such abandoned appli-
cation cannot be revived. In this respect an
abandoned application that has passed through
the six months’ period indicated in Rule 316
differs in status from an application that has be-
come abandoned under the provisions of Rules
135 and 136 in that the latter may be revived
under the provisions of Rule 137. Brenner v,
Ebbert et al., 157 USPQ 609: 298 F. 2d 762;
Certiorari denied, 159 USPQ 79%.

713 Interviews [R-24]

The perzonal appearance of an applicant,
attorney. or agent before the Fxaminer pre-

three month period following such abandon-
- ment, it is possible to petition mi
to have the application issued as a patent. Such

f such a petition accom-

‘day except during periods of overtime work.

for in advance, as by letter, telegram or phone

" port). the availability of the second Examiner

~appointment for interview once arrang
~should be kept. Many applicants and attorneys

(b} In every instance where reconsideration Is re-

‘quiested in view of an interview with an examiner, &

complete written statement of the reasons presented

" at the interview as warranting favorable action must
 be filed by the applicant. An interview does not remove ,
the necessity for response to Office actions as specified

in rules 111,183, o : ‘ :
_Interviews are permissible on any working

An interview should normally be arranged

call, in order to insure that the Primary Exam-
iner and/or the Examiner in charge of the ap-
plication will be present in the Office. When a
second Art Unit is involved (Patentability Re-

should also be checked. (See § 705.01(f).) An

plan trips to Washington in reliance upon such

- appointments. When, after an appointment has
been made, circumstances compel the absence

of the Examiner or Examiners necessary to an
effective interview, the other 'g:rty should be
notified immediately so that substitute arrange-

ments may be made. When a telephone call is
made to an Examiner znd it becomes evident

that a lengthy discussion will ensue or that the
Examiner needs time to restudy the situation,
the call should be terminated with an agree-
ment that the Examiner will call back at a speci-
fied time. ~Such a call and all other calls origi-
nated by the Examiner may be handled through
the FTS (Federal Telecommunications System)
even though a collect call had been authorized.
It is helpful if amendments and other papers,
such as the letter of transmittal, include the
complete telephone numhber with area code and
extension, preferably near the signature of the
writer. The unexpected appearance of an at-
torney or applicant requesting an interview
without any previous notice to the Examiner
may well justify his refusal of the interview
at that time, particularly in an involved case.
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01 amenda ; natter usu-
ual presence of the original

T . paper, Examiner and clerical processing should
; proceed as far as practicable based on the dupli-
~ cate co}[])y. _ The extent of processing will depend
_ oneach amendment. ¢'n
_ ExayinaTiox Y ExaMiINer OrHER THAN THE
~ Oxe Wrno Coxpucrep THE INTERVIEW o

 Sometimes the Examiner who conducted the
. interview is transferred to another Group or

 resigns, and the examination is continues by

another Examiner. If there is an indication

that an interview had been held, the second

- Examiner should ascertain if any agreements
were reached at the interview. Where condi-

- tions permit, as in the absence of a clear error

or knowledge of other prior art, the second

Examiner should take a  position consistent
i s , ~with the agreements previously reached. See
reasonable pe s not per- 812,01 for a statement of telephone practice in
sonally participate in the i o S restl;xctxon and election of species situations.
~ During an ir}xiterview' wit n ap ]icint \lvhn [R-26] ;- ' :

_ is prosecuting his own case and is not familiar e Cl S

suggestions that will advance the prosecution cial Action [R-24] :
of this case: this lies wholly within his discre- . G ine s e T
tion. Too much time, however, should not be Prior to filing. no interview is permitted.
allowed for such interviews. : ~ However, in the Examiner’s discretion, a lim-
s i ' ited amount of time may be spent in indicating

Sxaminers may grant one interview after n :
ﬁnf? rejection. %mgg »13.00. St the field of search to an attorney, searcher or

Where the response to a first complete action Inventor. . N ‘
includes a request for an interview or a tele- A request for an interview, whether made
phone consultation to be initiated by the Exam- orally or in writing, prior to the first Office
iner., or where an out-of-town attorney under  action is untimely and will not be acknowledged
similar circumstances requests that the Exam-  if written, or granted if oral; Rule 133(a).
iner defer taking any further action on the case L
until the attorney’s next visit to Washington ,
( pmvidcﬂ such visit is not beyond the date Search in the Gtoup Art Unit should be per-
when the Office action would normally be " hitted only with the consent of a Primary
given), the Examiner, as soon as he has consid- - o
ered the effect of the response, should grant -Xaminer.
such request if it appears that the interview or
consultation would result in expediting the case :
to a final action. The Patent Office cannot act as an ex-

Where agreement is reached as a result of an  pounder of the patent law, nor as a counsellor
interview. applicant’s representative should be  for individuals.

r should not hesitate to state. if
ase, that claims presented for con-

SesrcHING IN GROUP

ExporspinG PaTeNt Law
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713.03  Intervie
. Faamin

Interviews that are solely for the purpose of

“sounding out” the Examiner, as by a local at-
_torney acting for an out-of-town attorney,

-should not be permitted when it is apparent that

any agreement that would be reached is condi-

tional upon being satisfa to the principal

attorney. , ’
713.04 Substance of I _ |
~ Be Made of Record [R-24]
The substance of an interview must always
be made of record in the application. particu-

larly where agreement between attornex and

the Examiner is reached. See rule 133(b),
This is further brought out by the following
Rule: . e
~ Rule 2. Business to be transacted in writing. All
‘ business with the Patent Office should be transacted in
writing. The personal attendance of applicants or
their attorneys or agents at the Patent Office is un-
necessary. The action of the Patent Office wiil be based
exclusively on the written record in the Office.  No at-
tention will be paid to any alleged oral promise, stipu-
lation, or understanding in relation to which there is
disagreement or doubt. iy :

To insure that any mutually acceptable con-
‘clusions reached at an interview are understood
- by both parties, 2 memorandum summarizing
these conclusions and the significance of any
exhibits considered or demonstrations made
should be prepared in duplicate and signed by

both parties to the interview, and a copy should -

be retained by each. The cory retained by the
Examiner will be kept in the application file
until prosecution 1is com{ﬂeted.
- dure will not, however, relieve applicant of his
x r%{)onsibility under the second paragraph of
Rule 133. ’ ‘
~In those cases where an interview is had but
no agreement is reached, the Examiner should
place an informal memorandum in the file te
this effect. The memorandum should be suffi-
ciently complete to make clear to others the
issues resclved and/or discussed in the inter-
view. AR '
Some Examiners prepare. for their own in-
formation, informal notes setting forth what
occurred at the interview. These informal
notes do not become an official part of the
record. A convenient arrangement is to make

moved from the file if and when the case is

the claims are
‘record, the E:

Such proce-

98.1

1t of the record, and should be re-

passed to issue or abandoned.

Exsminer To CHECK FOR ACCORACY

- "A;pplics;nt’s' si,jimma ‘of what tock place at

the interview should be carefully checked to

- determine the accuracy of any statement at-

tributed to the Examiner during the interview.

- (a} If there is an inaccuracy and it bears di-

rectly on the question of patengebility, it should
be pointed out in the next Office letter. If
allowable for other reasons of
‘the miner should withhold allow-
ance by means of an Ex parte Quayle action
until the record 'is,clariﬁeg; -{b) If the inac-
curacy does not bear directly on the question
of patentability, the case may be sent to issue,
if allowable for reasons of record. but the Ex-
aminer should send a letter setting forth his
version of the statement attributed to him.
An inaccuracy with respect to an argument
presented at the interview; e.g.. incluging in
the summary of the interview an argument not
then {;zese'nted, should be treated as in (a) or
(b) above. - : o

' 713.05 Interviews Prohibited or

Granted, Special Situations

~ Saturday interviews, see § 713.01.

Except:.in unusual situations, no interview is

_permitted after the brief on appeal is filed or

after a case has been passed to issue,
An interview may be appropriate before ap-

~plicant’s first response when the Examiner has

suggested that allowable subject matter is
resent or where it will assist applicant in judg-
ing the pro%riety of continuing the prosecution,
Patent Office employees are forbidden to hold
either oral or written communication with a
disbarred attorney regarding an application
unless it be one in which said attorney is the
applicant. See § 105, : :
nterviews are frequently requested hy per-
sons whose credentials are of such informal
character that there is serious question as to
whether such persons are entitled to any infor-

Rev. 26. Oct. 1970




filing of the supple-

o case special status,
ediate special action.

No Inter Partes Questions Dis-
ussed Ex Parte [R-26]
er may not discuss infer partes
rte with any of the interested
\is reason, the telephone number
a- ] riner should not be typed on Deci-
ey 1n the case, ey h : ns fotions or any other interference
“attorney is not of record in the  napes 8§ 1. e
~ When prompt action L e
view with the local repre- 7 Exposure  of Cases
vay to save the ap- '~ it Lo

By personseek the u(xgaerevfeg)%; un- k' ior anmtervxewthe Exammer should
. known to the Examiner but has in his poses- (7S] pﬂpéré,d Bo-that nﬁ‘;’sﬂg‘?‘:‘ﬁeﬂ;‘i
‘ copy of the application file, the EKxami- Ht,efrv'iew, are placed out of view. See § 101_’ .

his statement that he is the Y ATE PACROLON opee il
as the attorney of record or an 713,08 Demonstration. Exhibits,
has authority to The invention in question may be exhibited

nee .7 or demonstrated during the interview by &

ty of personal interviews in the ~ model thereof which may be sent to the Office
'0d”, which is the time betsween  Prior to the interview where it is received in
pplicant’s thorough first response the Supply and Receiving Unit :mdffor'warded S
uding action by the Examiner, for  to the Group. A model is not to be received by =
; resident or frequently in \Vashinﬁmn “the Examiner directly from the applicant or
o 1s. For others more remote, telephone his attorney. See §§ 608.03 and 608.03(a). =~
_ interviews may prove valuable. However,pres- . Oftentimes a model or exhibit is not given
_ent Office policy places great emphasis on tele-  into the custody of the Office but is brought
_ phone interviews initiated by the Examiner.  directly into the Group by the attorney solely

See § 408. o ? o S for inspection or demonstration during the

 The Examiner, by making a te]yeEhone;Lcall, course of the interview. This is permissible.

| may be able to suggest minor, probably quickly =~ Demonstrations of apparatus or exhibits too
_ acceptable changes which would result in .

; large to be brought 1nto the Ofice may be
allowance. If there are major questions or  viewed by the Examiner outside of the Office,
suggestions, the call might state them concisely, (in Washington) with the approval of the Su--
and suggest n further telephone or personal  pervisory Primary Examiner. It is presumed
interview, at a prearranged later time, giving. that the witnessing of the demonstration or the
_applicant more time for consideration before  reviewin of the exhibit is actually essential in
discussing the points raised. S - the developing and clarifying of the issues in-
“‘,’Fo}l; an interview with ﬂ;‘l Examiner who does ~ volved in the application. '
‘not have negotiation authority, arrangements ' I . ge e
should a]\vn}.'gs include an Exnsl,r"lihér ivﬁ) does 713.09 Finally Rejected Appl;catlon
- have such authority, and who has familiarized - [R-26] o
himself with the case, so that authoritative Normally, one interview after final rejection
agreement may be reached at the time of the  is permitted. However, the intended purpose
interview., ~ ~ and content of the interview must be presented
' briefly, either orally or in writing. QVith the
approval of the Primary Examiner, an inter-
view may be granted if the Examiner is con-
vinced that dispasal or clarification for appeal

Grourep INTERVIEWS ,
For attorneys remote from Washington who
prefer personal interviews, the grouped inter-
view practice is_effective. If in any case there : , ,
is a prearranged interview, with dgreement to ~ may be accomplished with only nominal further
file « prompt su;;plemental amendment putting  consideration. Interviews merely to restate
the case as nearly as may be in condition for  arguments of record or to discuss new limita-
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and C
‘art for determining whether or not the ¢ aims
“are allowable should not be given. Obviously
an applicant is not entitled to a greater
v ideration in an amendn P
ormally than is given an app
sideration of an amendmen
: il S

stances.
. - [R-26]

Rule 115, Amendment by applicant. The applicant.

may amend before or after the first examination and

action, and also after the second or sobsequent exam-

ination or reconsideration as specified in rule 112 or
w‘henyt‘md as specifically requlred'by the examiner, '
See also § 714.12. '

714.01 Signatures to Amendments
' - [R-26] '
To facilitate any telephone call that may be-
come necessary, it is recommended that the com-
plete telephone number with area code and ex-

tension be given, preferably near the signature.

Note $§ 605.04 to 605.05(a) for a discussion of

signatures to the application.

714.01(a) Unsigned or Improperly
Signed Amendment [R-26]

An unsigned amendment or one not properly

signed by a person having authority to prose-
cute the case is not entered. This appliel;, for
instance, where the amendment is signed by
one only of two applicants and the one signing
has not been given a power of attorney by the
other applicant. ' :

If copies (carbon or electrostatic) are filed,
the signature must be applied after the copies

are made. § 714.07

Rev. 26, Oct. 1970

Amendments, Applicént’s,, A‘q':tyion, | 71401 (‘?’) -8

~attorney 'w

‘be entered and similar notification sent to the

attorney of record, if there be one, or to ap- |
~ plicant. ! ; Eohl
 If the amendment is signed by an attorney

improperly signed amendments may be disp
of ‘l))y callmglgg?the‘localf representative of the
rd, since he may have the au-

‘said attorney’s name to the .

istings of local representatives

attorneys are kept available in

the various Group Directors’ Offices. =~ =

An amendment signed by a person

_name is known to have been

registers of attorneys and agent
visions of Rule 347 or Rul

. The file and unentered amendm

mitted to the Office of the So
priate action. S

Record [R-26]
endment is filed, signed by an

rhose power is not of record, he
should be notified that the amendment cannot

not of record and arrives after the death of the
attorney of record, see § 406.

714.01(d) Amendment Signed by Ap-

~ plicant But Not by Attor-

ney of Record [R-16]

If an amendment signed by the applicant

is received in an application in which there

is a duly appointed attorney, the amendment
should be entered and acted upon. Attention

- should be called to Rule 35. The customary

two copies of the action should be prepared, one
only being sent to the attorney and the other
direct to Applicant. The notation: “Copy to
applicant” should appear on the original and
on both copies. :

714.01 (e) Power of Attorney to a
Firm [R-26]

See §¢ 402.03, 402,04, 402.04(a).

igned by Attorney Not of :




_ (b) In order to be entitle(«l“"tofme'xgmibaﬂ
consideration, the applicant must make requ:

in writing, and

the applicant must

tion and rejection in the prior Office actlon (except

_ that request may be made that objections or require--
_ ments as to form not necessary to further considera-
~ tion of the claims be held in abeyance until allowable

specifically pointing out how the 1

 comply with the requirements of this rule
(c) In amending an application in response to :
the applicant must clearly polnt out the patenta-

disclosed by the references cited

ide. He must also show how the

or objections. (See -

, )
In all cases where response to a requirement

is indicated as necessary to further considera-

tion of the claims, or where allowable subject
matter has been indicated, a complete response
must either comply with the formal require-
ments or specifically traverse each one not com-
pliedwith. .
Drawing and specification corrections, pres-
entation of a new oath and the like are gener-
ally considered as formal matters. However,
the line between formal matters and those touch-
ing the merits is not sharp, and the determina-
tion of the merits of a case may require that such
corrections, new oath, etc., be insisted upon
prior to any indication of allowable subject
matter. ;
'Rule 119. Amendment of claims. The claims may be
amended by canceling particular claims, by presenting
new claims, or by rewriting particular claims as in-
dicated in Rule 121. The requirements of Rule 111 must
be complied with by pointing out the specific distinc-
tions believed to render the claims patentable over the
references in presenting arguments in support of new
claims and amendments.

An amendment submitted after a second or
~ subsequent non-final action on the merits which

el 4

for; see § T14.22.

mtab ydistingulshes them rom references does
~ If there is suffic

_pointing

. donment,

101

t of a clear issue .3
 that the responses of the applicant meet
ections to and rejections of the claims.
should aiso (s‘;:neciﬁca'lly“}mint outthe
pport for a % do to the dis-
osure. See § 706.03(n). i
An amendment attempting to “rewrite” a
¢lsim in the manner set forth in Rule 121(b)
may be held non-responsive if it uses paren-
‘theses, ( ), where brackets, [ ], are called

nses to requirements to: restnct are

- treated under § 818.

714.03 Amendments Not Fully Re

 sponsive, Action To Be Taken
-~ [R-25] W

ient time remaining in the
six-month statutory period or set shortened
period when applicant’s amendment is found
to be not fully ive to the last Office
action, a letter should at once be sent ap})licant
out wherein his amendment fails to
fully respond coupled with a warning that the
response must be completed within the time
period in order to avoid the question of aban-
Where a bona fide response to an Examiner’s
action is filed before the expiration of a per-
missible period, but through an apparent over-
sight or inadvertence some point necessary to a

_complete response has been omitted,—such as

an amendment or argument as to one or two of
several claims involved or signature to the

- amendment,—the Examiner, as soon as he

notes the omission, should require the appli-
cant to complete his response within a specified
time limit (one month) if the period has
already expired or insufficient time is left to
take action before the expiration of the period.
If this is done the application should not be
held abandoned even though the prescribed -
period has expired. See Rule 135(c). Similarly,
where there is an informality as to the fee in
connection with an amendment presenting addi-
tional claims in a case filed on or after October
95, 1965. the applicant is notified by the clerk
on form POL 319. See §§ 607 and 714.10.

The Examiner must exercise discretion in
applying this practice to safeguard against
abuses thereof. : '
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or response ot ,
the response must be com-
riod for response dating

. Claims "Preséntedkf""i;'n' Amend- Ac
~ ment With No Atempt To  , .
t Out Patentable No'velty;

o the Exami Group later, The supplemental

‘is made to point out the

(See R 11,§714.02)

exist in his case may be held to be nonresponsive

and a time limit set to furnish a proper re-

ssy’onse if the statutory period has expired or
almost expired (§714.03). However, if the
en to rejection

claims as amended are clear!
rejection should

on grounds of record, a fin
generally be made, '

, ~ Inspeet [R-25]
Actions by Applicant, especially those filed
- near the end of the period for response, should
be inspected immediately upon filing to de-
termine whether they are completely responsive
to the preceding Office action so as to prevent
abandonment of the application. If found in-
adequate, and sufficient time remains, applicant
should be notified of the deficiencies and

period. See § 714.03. z
All amended cases put on the Examiner’s
_ desk should be inspected by him at once to
determine:

~ If the amendment is properly signed
(§ 714.01).

- 1f the amendment has been filed within the
statutory period, set shortened period or time
limit (§ 710). Lo

If the amendment is fully responsive. See
$£ 714.03 and 714.04.

Rev. 25, July 1970 ' 102

he claims should not be

dment failing to point out the 'p'a't-k
ovelty which the applicant believes to

714.05 Examiner Should Immediately

~ “easily erasable” paper violate the

warned to complete the response within the

nt I ~on or before the
he regular action but reaches

action should be promptly prepared. It need
not reiterate all portions of the previous action
‘that are still applicable but it should specify
which portions are to be disregarded, !)omting

out that the Kznod for response runs from the
mailing of the supplemental action. The ac-

tion should be headed “Responsive to amend-
ment of (date) and supplemental to the action
mailed (date)”. T A

714.06 Amendniéhts S’e‘ntk' to Wrong
: ‘Group | o

See § 508.01.

714.07 Al!iehdnients ’Not"in’ Perma.
nent Ink [R-25] =

Rﬁle 52(a) reqmres “permanent ink” to be

used on papers which wiil become part of the

record and In re Benson, 1959 C.D. 5; 744

0O.G. 353 holds that documents on. so-called
: uirement.
The fact that Rule 52(a) has not n com-
plied with may be discovered as soon as the
amendment reaches the Examining Group or,
later, when the case is reached for action. In
the first instance, applicant is promptly noti-
fied that the amendment is not entered and is
required to file a permanent copy within one
month or to order a copy to be made by the
Patent Oftice at his expense. Physical entry
of the amendment will be nade from the per-
manent copy. ‘

I1f there 18 no appropriate response within
the one month period, a copy is made by the




- e

'}slteds are }Eaken but actlc;n on the case is
eld up, the reqmrement or a rmanent,,

of the amendmen! Tuded 0§

ers Filed Jan. 20, 19

0es Not. apply in t!)e case
ore ()ember 25, 1965

h a good copy is acceptab{e,;;» '

must

made : '
See § 608, 01 for more dlscussmn on acceptabl

 due time, the appw
confirmation is required; otherwise,

_ gram will not be accepted as a response to ‘the
former Office action. If ‘he does confirm

promp%;l' ‘the amendment is entered.o ( See Ex'

parte Wh
The san

applies to an a

to one sent by m

1913 CD 253; 19

Oﬂice Acnon , [R—23]

An amendment filed before the first Office
action, even one filed along with the original
application. does not enjoy the status of part of
the original disclusure. See § 608.04(b).

In the case of Rule 147 (unexecuted) appli-
cations, an amendment stating that, “This i1s a

f dlvxsxon of ; 1Pp]1catxon Serial No. ________ , filed
RSN 1 0 and canceling the irrelevant claims
should accompany the application, but no other

amendments to the specification or drawing

should be requested until the application has

received its serial number and filing date. See

§ 201.06.

714.10 Claims Added in Excess of
Filing Fee [R-23]

The new Fee Act, effective Octoher 25. 1965,
provides for the presentation of claims added in
excess of filing fee. On payment of an addi-
tronul fee (sce § 607 ) these excess claims may be

, 3pphed '1fter the ccvpy 1s~¢7~

§8 706.07(e), 714.13 and 1207,
 Ezaminer should ordinarily be concluded with

102.1

necessary.and were not ea'
(c) No amendment can be

in appealed cases.  Aftel

ments can ouly be ‘made

rej tlon that is not premature :
has been entered in a case, applicant no longer
has any right to unrestricted further prosecu-
tion. This does not mean that no further
amendment or argument will be considered.

: _ Any amendment that will place_ the case either
_in condition for allowance or in better form
_for a{)peal may be entered. Also, amendments

complying with objections or requirements as
to form are to be permitted after final action in
accordance with Rule 116(a). Ordinarily,
amendments filed after the final action are not

entered unless approved by the Exammer See

T he prosecution of an application before the .

the final action. However, one personal inter-
view by applicant may be entertained after such
final action if circumstances warrant. Thus, only
one request by applicant for a personal inter-
view after final sliould be granted, but in ex-
ceptional circumstances, a second personal
interview may be initiated by the E@aminer if
in his judgment this would materially assist in
placing the application in condition for
alowance.

Rev. 23, July 1970



- sion of time, any su

71433

Followed [R-25]
Resrcrion—True iébit’Ri:sroNsn

The filing of a timely first response to a final

~ rejection having a shortened statutory peried
for response is construed as including a request
to extend the shortened statutory period an
_ additional month, but in no case may the period
_ for res
of the final action, Th
be used to place the app
allowance, to appeal .
3P51é¢'tloﬂ- S
ring the additional month ] :
attorney Initiated interview is permitted. Since
a timely first response to a final rejection is
a request for an exten-

tion. The additional month may
plication in condition for
to file a continuing

~ construed as includ'm%
_extension of time is considered to be a second
request and must be submitted to the Group
Director.

An object of this practice is to obviate the

necessity for appeal or filing a continuing case

merely to gain time to consider the Examiner’s

position in reply to an amendment timely filed
after final rejection. Failure to file a response

during the shortened statutory period results

in abandonment of the application.

EnxTrRY Nor A MaTTER OF Rmm

It should be kept in mind that applicant
cannot, as a matter of right, amend any finally
rejected claims, add new claims after a final
rejection (see Rule 116) or reinstate previously
canceled claims.

Except where an amendment merely cancels
claims, adopts Examiner suggestions, removes
issues for appeal, or in some other way requires
only a cursory review by the Examiner, compli-
ance with the requirement of a showing under
rule 118(b) is expected in all amendments after
final rejection. Failure to properly respond to
the final rejection results in abandonment unless
an amendment is entered in part (§ 714.20, items
3 and 4).

An amendment filed at any time after final
rejection but before an appeal brief is filed,

Rev. 25, July 1970

Amendments AfterFmal Reje;c-k, ‘
tion or Action, Prooedure

fusal to enter

xceed six months from the date

onth no'appl‘ican‘t' or
sequent request for an

‘sues requiring further consideration or search.

paper. el
i Xepplicant should be notified
‘portions of the amendment would

may be entered upon or after filing of an appeal ‘

previded the total effect of the amendment 1sto
1) remove issues for appeal, and/or (2) adopt
\miner su jons. .

 See alsc §§ 1207 and 1211, '

ActioNn BYr ExaMINER

~In the event that the proposed amendm

does not place the case in better form for:
nor in condition for aliowance, applicant

~ be promptly informed of this fact, whe:

the statutory period. The re-
; ‘the proposed amendment should
not be arbitrary. The proposed amendment
should be given sufficient consideration to deter-

ible, withi

~ mine whether the claims are in condition for
allowance and/or whether the issues on appeal

are simplified. Ordinarily, the specific deficien-
cies of the amendment need not be discussed.
The reasons should be concisely expressed. For

example: S :
(1). The claims, if amended as proposed

~ would not avoid any of the rejections set forth

in the Jast Office action, and thus the amend-
ment would not place the case in condition for
allowance or in better condition for appeal
(2) The claims, if amended as pro ,
would avoid the rejection on indefiniteness but
would not avoid the rejection on the references.
The amendment will be entered upon the filing

ofanappeal. ;
(3) The claims as amended present new is-

 (4) Since the amendment presents additional
claims without canceling any finally rejected
claims it is not considered as placing the applica-
tion in better condition for appeal; Ex parte
Wirt, 1905 C.D. 247; 1170.G. 599. =~
- Examiners should indicate the status of each
claim of record or proposed in the amendment,
and which proposed claims would be entered on
the filing of an appeal if filed in a separate
if certain
be accep-
table as placing some of the claims in better
form for appeal or complying with objections
or requirements as to form, if a separate
paper were filed containing only such amend-
ments. Similarly, if the proposed amendment
to some of the claims would render them allow-
able, applicant should be so informed. This is
helpful in assuring the filing of a brief con-
sistent with the claims as amended. A state-
ment that the final rejection stands and that the
statutory period runs from the date of the final
rejection is also in order.

Form letter POL~303 should be used to
acknowledge receipt of a response from appli-

102.2




to clear up minor matters

~ Any amendment timely filed

jex considered to de-
application in

in better form for

uld be 1mmed

,  within five days from the
amendment reaches their desks. In those situa-
where the amendment reaches the Examin-

after the expiration of the shortened
period, the Examiner is expected to

factlon to the clerlcal force thhm

, is placed in condition for allowance as by
_ anin interview or amendment, before preparing
it for allowance, applicant should be notified

promptly of this fact by means of form letter

POL-327.
Such a letter is 1mportant because it may

avoid an unnecessary appeal and act as a safe-
guard against a holding of abandonment. Every

effort should be made to mail the letter before

the period for response expires.
If no appeal has been filed within the perlod

~ for response and no amendment has been sub-
mitted to make the case allowable or which can ’

10203

_next working da

ed.
d be noted that, under Ru
of 2 Rule 181 petition will
for reply to an Examiner’s
a be running against an application.
, for appeal and post-appeal pro-
edure. For after final rejection practice rela-
aflidavits or declarations filed under
‘and 132 see §§ 715.09 and 716.

HAND DELIVERY OF PAPERS

urposes of convenience in thore cases
the attorney and the Examiner agree that .

‘a proposed amendment discussed during a per-

P
sonal interview would place the application in
condition for allow ance, the amen£nent may be
left with the Examiner to become an official
paper in the file without routing through the
mail room, provided no additional fees are re-

- quired. Where the case is under final rejection,
~if changes in the proposed amendment are

necessary and these changes are not practical

to be made by Examiner’s amendment, the at- o

torney or his local representative will be per-

~mitted to hand deliver a corrected amendment ‘

to the Examiner, provided no additional fees
are required and her that the amendment
is submitted to the Examiner by the end of the
following the intervie d '

within the period for response. '
The Examiner who accepts these amendments
must date, initial and write “entry approved”
in the left-hand margm of the first page of the

, amendment

Attorneys may also deliver requests for exten-

sion of time to the Exammmg Groups
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& et

‘prosecution of the

15 Amendment Received in Ex-

amining Group After Mailing

 of Notice of Allowance [R-

‘such amendment has the
d under Rule 312. Its entry
ace. For discussion of amend-
ments filed under Rule 312, see sections 7 14.16
to714.16(e). U e

Tf, however, the amendment is filed. in the

Office prior to.the mailing out of the notice of
allowance, but is received by the Examiner
after the mailing of the notice of allow-
ance, it has the same standing in the case as
though the notice had not been mailed. Where

the case has not been closed to further prose-

cution, as by final rejection of one or more
claims, or by an action allowing all of the
claims, applicant may be entitled to have such
amendment entered even though it may be

ne'cessaléy to withdraw the application from
u

issue. ch withdrawal, however, is unneces-
~ sary if the amendatory matter is such as the

 Examiner would recommend for entry under
Rule 312, '

As above implied, the case will not be with-
drawn from issue for the entry of an amend-
ment that would reopen the prosecution if the
Office action next preceding the notice of allow-
ance closed the case to further amendment,

i.e, bv indicating the patentability of all of

 the claims. or by allowing some and finally

rejecting the remainder.
After an applicant has been notified that the

claims are all allowable, further prosecution of
‘the merits of the case is a matter of grace and
not of right (Ex parte Quayle, 1935 C.D. 11;
453 0.G. 213). To this extent the practice

of 'nllow

er all claims in s

=

J

ce, as set forth in Ex

1922 C.D. 36; 305 0.G. 419, is m ified.

Amendment After Notice of
Howance, Rule 312 [R-21]
mendments after allowance. Amendments
ce of allowance of an application will
ed as a matter of right. ‘Howesver, such

amendments may be made if filed not laterthan the

_ date the issue fee is paid, on the recommendation of

the primary examiner, approved by the Commissioner,
drawing the case from fssue. s =

e can howev ake Examiner’s
ts (See section 1302.04) and has au-
nter Order 3311 amendments submit-

 ted after Notice of Allowance of an application
which embody merely the correction of formal =~
matters in the specification or drawing, or for-

mal matters in a claim without changing the

scope thereof, or the cancellation of claims from
~ the application, without forwardin

Group Director forapproval. .
Amendments other than these require ap-

proval by the Group Director. He also
establishes Group policy with respect to the
treatment of Order 3311 amendments directed

to trivial informalities which seldom affect sig-
nificantly the vital formal requirements of any

‘patent; namely, (1) that its disclosure be ade-

quately clear, and (2) that any invention pres-
ent be defined with sufficient clarity to form an
adequate basis for an enforceable contract.

Consideration of an amendment under Rule

312 cannot be demanded as a matter of right.
Prosecution of a case should be conducted be-
fore, and thus be complete including editorial
revision of the specification and claims at the
time of the Notice of Allowance. However.
where amendments of the type noted are shown
(1) to be needed for proper disclosure or pro-
tection of the invention, and (2) to require no
substantial amount of additional work on the
part of the Office, they may be considered and,
if proper, entry may be recommended by the
Primary Examiner. g

The requirements of Rule 111(c) ( section
714.02) with respect to pointing out the patent-
able novelty of any claim sought to be added or
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e the



volve materiall added w
Office, e.g. checking excess
in the specification or cl
 Where claims added
Rule 312 are all of th

claims, some of the usual reasons for non-entry

are less likely to apply although questions of
new matter, sufficiency of disclosure, or undue
multiplicity of claims could arise.
~ See sections 607 and 714.16(c)
fee requirements. Clie e

714«.1"’6(a) : Ainendine’hts ’U:x:lder Rule

312, Copied Patent Claims

, [R__zll, .

See section 1101.02(g) for the procedure to
be followed when an gt’u’nendment 18 received

~after notice of allowance which includes one or
_ more claims copied or substantially copied from
_a patent. o
e entry of the copied patent claims is not
a matter of right. See section 714.19 item (4).
~ See sections 607 and 714.16(c) for additional
 fee requirements. . ;

714.16(b) Amendment Under Rule
312 Filed With a Motion
Under Rule 231 [R-21]

Where an amendment filed with a motion

under Rule 231(a) (3) applies to a case in issue,

Rev. 21, July 1069

for additional

3127, “Do Not Enter” or “Enter

sidered by the Examiner unless accompained by
the full fee required. See section 607 and 35

USC. 41
Oroer 3311

n le, and draw-
up which allowed the

amendment. file and drawing (if any) are

transmitted directly to said other Group and
the Issue and Gazette Branch notified. If the
Assistant Examiner who allowed the agplica-

tion is still employed in the Patent Office but not

in said other Group, he may be consulted about -
the propriety of the proposed amendment and
~given credit for any time spent in giving it .

consideration. e
The amendment is PROMPTLY considered

by the Examiner who indicates whether or not

its entry is recommended by 'writin%n‘Enter—

thereon. ; L
If the amendment is favorably considered, it
is entered and a notice of entry (POL~271) is
prepared. No “Entry Recommended under
Rule 812 stamp is required on the amendment
or on the notice of entry in view of the use of
form (POL-271). The Primary Examiner

indicates his recommendation by stamping and .

signing his name on the notice of entry form
(POL-271)., . '
If the Examiner’s recommendation is com-

pletely adverse, a report giving the reasons for
non-entry is typed on the notice of disapproval

(POIL~271) and signed by the Primary Exam-

iner.

j Amendmen" , ats Under Rule
312, Handling ([R-21]

sent by

, Hon. the event that the class and
subclass in which the application is classified
‘has been transferred to another Group after
the application was allowed, the proposed

Part”




" the claims should

: D]

__in part, they are han

Order 3311

 714.16(¢) Amendments Under Rul

- The general rule that an amendment cannot
be entered in part and refused in part should
not be relaxed, but when, under Rule 312, an
' 1 ! proposed contain-

or amendments to

he case. If necessary,
] ‘renumbered to run con-
secutively with the claims already in the case.

should: be entered

‘The refused claims or amendments should be

} - canceled in lead pencil on the amendment.
The Examiner should then submit a report

ceptable portion of the amendment and the non-

entry of the remaining portion together with

his reasons therefore. The claims entered
should be indicated by number in this veport.

Handling is similar to complete entry of a
Rule 312 amendment. '

- 312,EntryinPart [R-21]

_the Supervisory Primary Examiner’s desk, he

(POI~271) recommending the entry of the ac-

‘of moving the case within the

the applicant,
27, that the amendment ‘was
xae period and therefore
the application is
1.02. i

Amendments [R-

~ Amendments are stamped with the date of
their receipt in the Group. It is important
o observe the distinction which exists between
he stamp which shows ithe date of receipt

of the amendment in the Group (“Group Date” =

stamp) and the stamp bearing the date of re-
ceipt of th ‘ ,
Date” s latter date, placed in the

d always be referred to

plicant with regard to his

the clerical sec-

the applications

rvisory Primary Examiner
istribution to the Examiners.

mail delivery should be carefully

~ screened to remove all amendments rf)s(fmnding
. to a final action in which a time period is rur ,
‘ plicant. Such amendments
~ t} =

s run- .

edure is to ensure
ent by the Exam-

iners of all cases where t. pé)]icyant is await-

inga regly to a proposed amendment after final
action. By having all of these cases pass over

f the need for any special
uation so warrants. For
ry Primary Examiner

will be made awas
treatment, if the
example, the Supe

will know whether or not the Examiner in each

case is on extended leave or otherwise incapable
I g th > required time
periods (5 or 3 days; see section 714.13). In

" cases of this type, the applicant should receive
‘a Patent Office communication in sufficient time

to adequately consider his next action if the case .

dment by the Office (“Office’

is not allowed. Consequently, the clerical han-
dling will continue to be special when these
~cases are returned by -the Examiners to the
clerical sections, ' R
The amendment or letter is placed in the file,
given its number as a paper in the application,
and its character endorsed on the file wrapper
in red ink. :

When several amendments are made in an ap-
plication on the same day no particular order
as to the hour of the receipt or the mailing of
the amendments can be assumed, but considera-

_ If the application was filed on or after Octo-

ber 25, 1965, entry in part is not recommended
unless the full additional fee required, if

_ any, accompanies the amendment. See sections
607 and 714.16(c). ,

714.17 Amendment Filed After the Pe-
riod for Response Has Expired
e xpired

When ‘an application is not prosecuted
within the period set for response and thereafter

105 Rev, 21, July 1969



~ or special

awaits re-examina lar ord

 Amendments or

- before the Law Exam
forwarded to him.

, owmg types of amen
inarily denied entry: ‘
. An amendment prwentlng a)

' ~able clalm, ora clalm reqmrmg an

~ viously paid for,

finally reJect . sec . :
2. Substitute specification that has no

' ;nred and is not needed. See Rule 125

seotlom 608.01(q) and 714.20. If the anmmer
approves, it may be entered.

3. A patent ‘claim sugg%ted by the Ex-
aminer and not presented within the time
limit set or a reasonable extension thereof.
unless entry is _authorized by the Commis-
sioner. See section 1101.02(f).

‘4. While copied patent claims are generally

admitted even though the case is under final

rejection or on appeal, under certain condi-
tions, the claims may be refused entry. See
 section 1101.02(g).

5. An unsigned or improperly signed smend-
~ ment or one signed by a disbarred attorney or
any person having no authority.
6. An amendment filed in the Patent Office
_ after the expiration of the statutory period or

set time limit for response. See section 714.17.
7. An amendment so worded that it cannot
be entered with m»rtam accuracy. See section
714.23..

8. An amendment cance]lmg all of the
claims and presenting no substitute claim or
claims. See section 711.01.

9. An amendment in a case no longer within
the Examiner’s jurisdiction with certain ex-

Rev. 21, July 1069

mred the application

. pa r (2 copies).

practice of non-entry becsuse ol
matter, however, does not apply
of amendments to the speaﬁcat n

. contammg
remarks tha... in the opinion

s Examiner, brings it within the condemna
of Rule 3, will be submitted to the Commis-
_sioner with a view toward its being returned

to applicant. See section 714.25.
, mendments not in Permanent. ink.
‘ensﬂy emsable

rese tjng claims ( total
dent) in excess of he number pre-

~(a) not accomp m, b,
e required, or o
(b) prior to the ﬁrst Office action or not in
ponse to an Office action, and not accom-
pamed by the full fee reqmred or . ,
(c) the authorization for a charge agamst a
Deposit Account is not in the form of a separate

v f"""'ortzon of the o

ile amendments fallmg w1th1n any of the

| foregomg categories should not be entered by

the Examiner at the time of filing, a subse-

quent showing by apphr‘ant may lead to entry .
~ of the amendment.

: 714 20 Llst of Amendments Entered in

Part [R-21]

To avoid confusion of the. record the geneml
rule prevails that an amendment should not be
entered in part. Asin the case of most other
rules, the strict observance of its letter may
sometimes work more harm than would result
from its mfractlon, especxal]y if the amend-
ment in question is received at or near the end
of the statutory period. Thus,
(1) An “amendment” presenting an un-
called-for and unnecessary substitute specifica-
tior: along with amendatory matter, as amend-
ments to claims or new claims, should be
entered in part, rather than refused entry in
toto. The qub%tltuto specification should be
denied entry and so marked, while the rest of




nxuam TION OF APPLICATION

the paper should be entemd Tha casai as tlms

amended is acted on when reached in its turn,

the upphcant being advised that the substitute
required and is not

d therefore has not been entered,

_has not been

any desired changes in the ongma]

ation must be made by speclﬁc amend-

ents. See also Rule 125, and sectlon 608.01(q).

_ that the fact that a substitute specification, in
the opmlon of the Examiner, contsins new

__matter is not in 1tself & proper reason for re-

‘fusmg entry thereof.

106.1

‘ _ claims a
It may be noted in this connection, however,' o o

714.20

(2 An amendment under Rule 312, which
in part is approved and in other part disap-
ved, is entered onl as to the approwed :
See s 714.16{e}. |

‘having some claims allowed

y rejected, where an amend-

ment is x'eceived at or near the close of the
statutory period cancelhng the finaily rejected
resentlng one or mere new ones
which the Examiner cannot allow, the amend-

‘ment, after the statutory period has ended, is
_ entered to the extent only of cancelling the
~ finally rejected claims.

' the new clauns wene, in the Exammers opm-

Of course, if any of
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opinion of the Examiner
require a further search,
in i wed. .

tions. [R-22]

Amendments Inadvertently En-
tered, No Legal Effect [R--22]
inadvertently enters an amend-
should not have been entered.,
; , 1 effect, and the same
_ action is taken as if the changes had not been
_ actually made, inasmuch as they have not been
_ legally made. Unless such unauthorized entry

such""f of no le

is deleted, suitable notation should be made on
the margin of the amendatory paper, as “Not
Officially Entered”. @ = , :
If it is to be retained in the file an amendatory
paper, even though not entered, should be given
a paper number and listed on the file wrapper
with the notation “Not Entered”. See Rule 3
and § 714.25, for an instance of a paper which
may be returned. s

714.22 Entry of Amenﬂyménts, Diree-
~ tions for [R-25]

Rule 181. Manner of making amendments. (a) Eras-
ures, additions, insertions, or alterations of the Office

file of papers and records must not¢be physically

entered by the applicant, Amendments to the applica-
tion (excluding the claims) are made by filing a2 peper
" (which should conform to Rule 52), directing or re-
questing that specified amendments be mude. The ex-
act word or words to be stricken out or inserted by said

. ‘criginal claim

- followed by t

in  be used for the rew £ ,

_written claim is rewritten, underlining and bracketing
applied in reference to the previously rewritten

- particular claims but
. sions of paragraphs (b) &

parenthetical wor

‘rewritten ciaim. If a previously re-

aim with the parenthetical expression “twice

~ amended,” “three times amended,” etc., following the
_original claim number. L o

(c) A particular claim may be amended in the man-

" mer indicated for the application in paragraph (a} of

this rule to the extent of corrections in spelling, punc-

. tuation, and typographical errors."'?Additional amend-
" ments in this manner will be adm
. changes are limited to (1) del
_ addition of no more than five words in any one claim.

itted provided the

Any amendment submitted with instructions to amend
iling to conform to the provi-
(c) of this rule may be
nd treated accordingly
o brackets are intended to
patent or are properly part of the
d  not - intended as symbolic of

 changes in the particalar claim, amendment by rewrit-
ing in accordance with paragraph (b) of this rule shall . .

be prohibited. , ,

_(e).In reissue applications, both the déscrip'tiye por- .

tion and the claims are to be amended as specified in
paragraph (a) of thisrule. o0 et

The term “brackets” set fo

‘means angular brackets, thus: [ 1.
- not encompass and is to be distinguished from
_parentheses ( ). Any amendment using par-

entheses to indicate canceled matter in a claim

rewritten under Rule 121 (b) may be held non-

responsive in accordanc with Rule 121(c).
714.23 Entry of Amendments, Direc-
tions for, Defective [R-22]

The directions for the entry of an amend-

- ment may be defective, as, inaccuracy in the

line designated, or lack of precision where the

‘word to which the amendment is directed oc-
curs more than once in the sTclﬁed line. Ifit
is clear from the context what is the correct
place of entry, the amendatory paper will be

properly amended in the Examining Group,
and notation thereof, initialed in ink by the Ex-
aminer, who will assume full responsibility for
the change, will be made on the margin of the
amendatory paper. In the next Office action
the applicant should be informed of this altera-
tion 1n his amendatory paper and the entry of

Rev. 25, July 1870
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' ‘amendment can be reinstated only by a subsequent
amendment presenting the canceled matter as a new
insertion. ,

However, where a i

easily without causin

to be obecure or difficult to fol
rendment sh red.

v, such small

'k ~ instances noted below, by applicant

" order. Complaints against examiners and other em-
“‘ployees must - be made ln eommunieatlom -eparate .

rrom other papers. ,

~ All papers recelved inthe Patent Oﬂice should
,be briefly reviewed by the clerk, before entry,
sufficiently to determine whether any dlscourte-

~ ous remarks appear therein.

Ifthe attorney is discourteous in the remarks
or arguments in his amendment, either the dis-
courtesy should be entirely ignored or the
paper submitted to the Group Dlrector w:th a
- view toward its being returned.

715 Swearing Back of Referenee-Afﬁ-
davit or Declaration Under Rule
131 [R-25]

Rule 181 Aﬂdam or declaration of prior inpention o
overcome cited patent or pubdlication.
claim of an application 18 rejected on reference to a
domestic patent which substantially shows or describes

‘ but does not claim the rejected invention, or on refer-

ence to a foreign patent or to a printed publication,
and the applicnnt shall make oath or declaration as to
facts showing a completion of the invention in this

country before the filing date of the application on .

which the domestic patent issued, or before the date of
the foreign patent, or before the date of the printed
publication, then the patent or publication cited shall
not bar the grant of a patent to the applicant, unless

Rev. 25, July 1970

, ; ly small amend-k'
ment to a previous amendment can be made
e amendatory matter

(a) When any

. ,ords. orpbotocoplel"themf mnstacmmpnnyandfom

part of the affidavit or declnration or thelr absence

sntistactorﬂy explained,

Any printed pubhentxon dated pnor to an

_ applicant’s effective filing date, or any domestic
 patent of prior filing date, which is in its dis-
 closure pertinent to the cialmed invention, is
_available for use by the Examiner as a reference,
either basic or auxiliary, in the re]ectlon of the :
. claimsof the: plication.

Such a rejection may be overcome, in certain

ts filing of

‘affidavit or declaration under Rule 131,
wn as “swearing back” of the reference.

Aﬁdav

ylgn‘ patent or

than one year

filing date.
(2) Where the reference, a U.S. Patent, with

a patent date less than one year prior to appli-

cant’s effective filing date, shows but does not

~claim the invention. e
An afidavit or declaratlon under Rule 131 is

not appropriate in the following situations:

(1) Where reference Fubhcat]on date is |
more than one year back o applicant’s effective

_ﬁhpg date. Such a reference is a “statntory

(2) Where the reference U.S. patent clauns :

 the invention. See § 1101. 02(3)

(8) Where reference is a foreign patent
the same invention to applicant or his leg

Tepresentatives or assigns issued prior to

ﬁlm{; date of the domestic application on an
application filed more than twelve months prior
to the filing date of the domestic apphcatxon

(4) Where the effective filing date of appli-
cant’s parent application or an International
Convention proved filing date is prior to the
effective date of the reference, affidavit or

declaration under Rule 131 is unnecessary be-
cause the reference is not used. See §§ 201 11 to
201 15.

(5) Where the reference is a pnor U.S. pat-
ent to the same entlty, claiming the same inven-
tion, the questlon involved is one of “double

patenting.”

108

, laratlons under Rule 131 may r |




the reference is the disclosure o

atent to the same party, not co-

jon is one of dedication

Sllx)ould" established that the | tion of
_ the patent disclosure relied on as the reference

'was introduced into the patent application by
amendment and ss such
date to be overcome by the affidavit or declara-
tion is the date of the amendment. In re Willien
ot al., 1935 C.D. 229; 24 USPQ 210. |

715.01 Reference Claims Foreign Fil-
" ing Date [R-22]
The effective date of a

by the foreign filing date to which the patentee
may be entitled under 35 U.S.C. 119. In re

108.1

_ tiveasof the

was new matier, the

715.01(a)

Tt should be kept in mind that it is the re-

_ jection that is withdrawn and not the refer- LR
- ence, o | .~ When subject matter disclosed but not
_ claimed in a patent issued jointly to S and an-

. , States Patent
_ for use as a prior art reference is not affected

715.01(a)
Imer, 833 O.G. 13, 149 USPQ 480 (CCPA

CATIONS

1966) ; Lily et al. v. Brenner, 133 USPQ 05
to  (C.A.D.C.1987). Thereference patentiseffec-
- of the date the application forit wasfiled
~_in the United States (35 U.S.C. 102(e) and
 103). Hazeltine Research, Inc. et al. v. Bren-
_ner, 34 O

. 147 USPQ 429; 382 U.S. 252
k:“tt 1965)." . L .
\cf,,erence a Joint Patent to

 Applicant and Another

[R-25]

(U.S. Sup

other is claimed in a later application filed by
S, the joint patent is a valid reference unless
overcome by affidavit or de tion under Rule
131. In re Strain, 1951 C.D. 252 ; 89 USPQ 156;
38 CCPA 933. Disclaimer by the other patentee

should not be required. But see § 201.06.
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s:t{ of filing

rule 131 The com
any rights in
ownership which he
sence of com

, v. Watson,
‘and Weisz, 162 .

Unlees it xsastatutory'ba a rejection on a
publication may be overcon ;
it was published either by appl
in his behalf. Ex parte Lemieux, 1957 C.D. .
725 0.G. 4; Ex parte Powel et a ,

15; 4890G 21 o

When the unclaimed 8
patent is applicant’s own mvexmon,
on that patent may be removed by the patentee

filing an affidavit establishing the fact that he
derived his knowledge of the relevant subject

matter from applicant. Moreover. applicant
must further show that he himself made the
invention upon which the relevant disclosure

. USPQ 276:
" ’USPQ 294: 56 CCPA 1348. See also § 201.06.

COAUTHORSHIP

: Where the apphmnt is one of the en-authors
~of a publication, cited against his application,
he is not required to file an affidavit or declara-
_tion under rule 131. The publication may be
removed as a reference by filing a disclaiming
affidavit or declaration of the other authors. Ex
parte Hirschler, 110 I’SPQ 384,

: 71.).02 General Rule as to Genenr
Claims [R-22]

A reference applied against generic claims
may (in most cases) be antedated as to such
claims by an affidavit or declaration under rule
131 showing eompletion of the invention of only
a single speries, within the genus, prior to the
effective date of the reference (assuming, of

_ species not antedated b

ing that

in the patent is based. In re Mathews, 161
36 CCPA 1033. In re Facius, 161

109

Mthe"femceumtammtoryfbu
nt ing the same invention). See,

vetocheml e

In ¢l whem genenc c]mms have
been re}ected on a reference which discloses 2
the affidavit or declara-

n, the rejection will not ordinarily be with-
drawn unless the applicant is able to establish
that he was in possession of the generic inven-

T words the aﬂidavnt or declamtlon un-

 mum dxsc]osure reqmmd y a ;mtent specifica-

tion to furnish support for a generic claim.
_ “The principle 1s well established in chemical

rasss and in cases involving compositions of

es in a cited
ficient to prevent a later appii-
talmng generic claim.” In re

the O’ﬂy. I;ertment dxsclosure in the  '/
is a single species, which species is

d by the affidavit or declaration, the
reference is overcome. In re Stempel 1957 C' D
"00 717 0.G. 886. ,

, metsn 'TYPP ‘Gmts Cramm

“'hf-re a claim recxtmg a Markush group is

_ rejected on a reference disclosing but not claim-

ing a specific member of the group, the reference

cannot be avoided by an affidavit or declaration ‘
under rule 131 showmg dxﬂ'erent members of

the group.

715.04 Who May Make Affidavit or
Declarauon [R-22] o

A. The Imentor

B. One of two joint inventors is accepted
where suitable excuse is given for failure of the
other applicant to sign. In re Carlson et al, 1936
C.D.95:462 O.G. 479.
C. The Assignee or other party in mterest

“when it is not possible to produce the affidavit

or declaration of the inventor. Ex parte Foster,
1905 (12,2132 105 0.G. 261.

715.05 Patent Claiming Same Inven-

tion [R-29]

Whern the reference in question is a non- k
commonly owned patent claiming the same in-

Rev. 29, July 1871

rior to the effective date of the reference.




aminer should ther

TION. If the patent ol ,

; jnt:onas the application, this ‘

noted in the Office action. ,?The mfemnce patent
an then be overcome only b way. of interfer-

Note, however. 35 1. g f

 71:) 06
Before lnterference [R——22]"

o Where an ap hcatlon in “hlch an aﬁidavnt or
~ rdeclamtxon un ler rule 131 has been filed is to

i _ be involved in an mterference, the affidavit r

~ declaration must be sealed in an envelope prop
~erly labeled before forwarding the applicatio
to the Board of Patent Interferences,

| 1;,'0pcned See §§ 1101.03 and 110201,

7 10.07 Facts' and Documentary va-
dencc;, [R-22] i

The essential thmé to be shown under rule '

131 is priority of invention and this may be
- done by any satisfactory evidence of the fact.
FACTS, not conelusions, must be alleged, and

they must he shown by evidence in the form of

exhibits accompanying the affidavit or declara-

tion. Each exhibit relied upon should be specifi-
cally referred to in the affidavit or declaration,

in terms of what it is relied upon to show. For
example, the allegations of fact might be sup-
ported by submitting as evidence one or more of
the following:

(1) attached sketches;

(2) attached blueprints:

(3) attached photographs:

(4) attached reproductions of
entries:

(5) anaccompanying model :

(6) attached supporting statements by wit-
nesses, where verbal disclosures are the evidence
relied upon.

Jf the dates of the exhibits have been removed

" or blocked off, the matter of dates can be taken

notebook

Rev. 20, Inly 1071 116

mined, &Pglxmt’g rem-
by Wﬂy of I‘llle 204 ’md .

135, § 1101 02

Affidavit or Declaratlon Under, ~ ‘course should be pursued if the disclosurc was

Rule 131 Must Be Removed

~_Under the practice established in Ferris v.
L Tuﬁle, 1940 C.D. 5; 521 O.G. 523, the rule

131 amdavﬂ: or declaration is thrown open to
 the opposing party or parties to the interference '

at the time the preliminary statements are
: ~_conception being at a date prior to the effective

~ date of the reference. Where there has not been

3 body oAiibs stk o dinlgend
,_ogth or declaration my be
f the applicant does not

usl dates or,
deszmmdisclose his actual da?as, he may merely
ta!?’ ailega that the acts mfermd 10 occnrmd pri

feneni a!leg:twn that the invent 0
eted prior to the date of the reference is

. not suﬁcaent, Ex parte baunders, 1883 CD

23:230.G. 1224,

“If the apphcant made sketches he should s0
state, and produce and describe them; if the
sketches were made and lost, and their contents
remembered, they should be reproduced and
furnished in place of the originals. The same :

by means of models. If neither sketches nor

_modaels are relied upon, but it is claimed that
. verbal dxsclosures, suﬂ‘iuentl_y clear to indicate
~ definite conception of the invention, were made

the witness should state as nearly as possible

_ the anguage used in imparting knowledge of
_the invention to others.” Ee parte Donovan,
- 18 C.D. 109; 52 0.G. 309. '

The  affidavit or declaraﬁon mnst state

‘FACT‘S and produce snch documentary evi-
~ dence and exhibits in support thereof as are
. available to show conception and completion of
_invention IN THIS COUNTRY, at least the

reduction to prartlce prior to the date of the
reference, the applicant must also show
diligence in the completion of his invention
from a time just prior to the date of the refer-
ence continuously up to the date of an actual
reduction to practice or up to the date of filing
his application (filing constitutes a constructive
reduction to practice. rule 131).
A conception of an invention, though evi-

~denced by disclosure, drawings, and even a

model, is not a complete invention under the
patent laws, and confers no rights on an inven-

~¢or, and has no effect on a subsequently granted

patent to another, UNLESS HE FOLLOWS
IT WITH REASONABLE DILIGENCE
BY SOME OTHER ACT, such as an actual
reduction to practice or filing an application for
a patent. Automatic Weighing Mach. Co. v.

Pneumatic Seale Corp., Limited, 1909 C.D. 498
139 O.G. 991,

Conception i3 the mental part of the inven-
tive act, but it must be capable of proof, as by
drawings, complete disclosure to another per-
son, ete, In Mergenthaler v, Scudder, 1897 C.1).
T24: K1 .G, 1417, it was established that con-
ception is more than a mere vague idea of how




k ‘to solve a problem' the means | k ves and ¢ , Diligenoe [R~22]

: thelr mteractxon must be comp heni

Wh concepmon occurs prwr to the date of
~ , rence, but reduction to practice is aiter-
ence. The diﬁ'ere' ies i : enough merely to allege that ap-
the evidence is presented If apphcan di S it been diligent. Ex parte Hunter,“_‘
~ with a holding that the facts are insufficient to 1889 C.D. 218; 49 O.G. 733.
- overcome the rejection, his remed_y is by peal ~ What is meant by diligence is bmught out in
- from the contmued re}e , . ; Chrxstle, v. Se\l)old 1893 C.D. )l.) 6«1 OG

110.1 Rev, 20, July 1%71



dlllgmt
when he is domg oth
is excused.
Note, however, that on

duection to practice is a

The “lapse of time between the

reductio;
filing of an tion thereon” (Ex

Merz, 75 US ) is not relevant to a

, ule
131 aﬁidant or decl ration. ‘

In place of an aﬂid
testunony of the appl
; be sometis

m xeu of a Rule or declaration.

yt
ty ov er}the reference should be pomted
‘ yywyer, 1939 C D 5; 42 USPQ

'I'he aﬂidavnt or decla

131 present

ons submitted priortoa ﬁna,l
red timely. L
ration presented with a
1 rejection for the pur-
ew ground of rejectionor
, > in the final rejection is
tered and consxdered without a showing under
Rule 116(b).
No other aﬂidawt or declaration under rule
ed after final reflectlon will be consid-
owing is made under

ered unless a aatJSfactory S.

:‘Rule 116(b) or 195.

~_ acknowle

 All admitted afﬁdm 1ts and declaratiom are
and commented upon by the

, Exammer in his next succeeding action,
5]  For affidavits or declarations under Rule 131
,,ﬁled after appeal see Rulo 19.) and § 1212,

716 Affidavits or Declarauons Travers— |
ngejecn ns, Rule 132 [R—-25]

tedate a reference

stantxany s:hows or, d, t does not claim the
invention, or on rererenee toa oreign patent, or to a

. printed publication, or to facts within the personal -
.. knowledge of an employee of the Office, or when re-
+jected npon a mode or capability ot operation attributed

to a reference, or because the alleged invention is held

“to be inoperative or lacking in utility, or frivolous or in-

alleganon that the acts rehed;upon .to.esybtabhsh .

the date prior to the reference were carried out
in this country. See 35 U.S.C. 104.

' ff7la 07(d) Dnsposltnonk ' of Exlnblts
_ Exhibits, such as those ﬁled as. part of an

: ﬁ‘ aﬂidat it or declaratxon under Rule 131, that are
too. bulky to be placed in the appllcatlon file are

‘jurious to public health or morals, afidavits or. declara-

tions traversing these references or objections may be
received. : :

NOTE THAT RULE 132 IS NOT APPLI- . : 

- CABLE TO A REJECTION BASED ON A

' US. PATEN]
JECTED IN

retained in the Examining Group until the case
is finally disposed of. When the case goes to

issue (or abandonment) the exhibits are sent
to the Supply and Receiving Unit, notation to
this effect being made on the margin of the
affidavit or declaration. See § 608, 03(a).

- 715. 08 Passed Upon by Prlmary Ex- '

aminer [R-22]

The question of suﬂiclency, of affidavits or

_ declarations under Rule 131 should be reviewed

and decided by a Primary Examiner.

715.09 Seasonable Presentation
[R-25]

Aflidavits or declarations under Rule 131 must

be timely presented in order to be admitted. Afli-

111

WHICH CLAIMS THE RE-

It is the rwponmblhty of the ana - Ex-
aminer to personally review and decide whether
affidavits or declarations submitted under Rule
132 for the purpose of traversing grounds of
rejection, are responsive to the re]ectlon and
present sufficient facts to overcome the rejection.

This rule sets forth the general policy of the
Office consxstently followe%l for a long period
of time of receiving affidavit evidence tra-
versing rejections or objections, Ex parte
Grosselin, 1896 C.D. 39; 76 O.G. 1573, The enu-
meration of rejections in the rule is merely
exemplary. All affidavits or declarations pre-
sented which do not fall within or under other
specific rules are to be treated or cons1dered as
falling under this rule.

Affidavits or declarations under Rule 132 must
be timely presented in order to be admitted.
Aflidavits and declarations submitted prior to a
final rejection are considered hmely

Rev. 25, July 1870




132 presented after final rejection
sidered unless a satisfactory showing
under rule 116(b) or 195. '

All admitted affida
acknowledged
Examiner in hi

‘and declarations are

- al., 1960 C.D. 204; 125

d lamtmnsnot tlmel ,

.D. 306; 81 US
davits or declarations

(3) Affidavits or
scrutinized closely a
weighed with care. The affiant’s or
interest is a factor which may be idered,
but the aﬂidavxt or dec]aratlon cann be disre-

"'may be
classified in ﬁve groups, and such affidavits or
declarations must. conform, in addition, to the

established criteria and standards for the group
into which they
apphcab]e standards s are

1. Com-amm TesTs on ResvrTs

Affidavits or declarations comparmg appli-
‘ fcant’q results with those of the prior art must
relate to the reference relied upon and not other
prior art—Blanchard v. Ooms, 1946 C.D. 22;

68 USPQ 314; 153 F.2d 651, and the com-
parison must be with disclosure identical (not
similar) with that of the reference. In re Tatin-

722. Otherwise, the affidavits or declamtxons
have no probative value.

Where the comparison is not identical with
the reference disclosure, deviations therefrom
should be explained—in re Finley, 1949 C.D.
284 ; 81 USPQ 3%3: 36 CCPA 999 and if not ex-
p]alned should be noted and evaluated, and if

Rev, 25, July 1970

11940 C.D. 13; 109 F.24 -

;the e({)ez'am'eness of any invention which he is

~in operatxon by persons w

fall. These groups an the

cloux, 1956 C.D. 102; 108 USPQ 125: 43 CCPA

comparison shows unexpectéd T
sults or advan , it should be compared with

the application lsclosurez since rentals of the
. Abbott v. Coe

‘re Rossi, 1957
CPA 750. Ad-
OF 1O ‘weight

specification are controll

C.D. 130: 112 USPQ 479
 not disclosed carry
lishing patentability. @
\fidavits or declarations settmg forth ad-
1t: and asserting that despite familiarity
aﬁﬁart the claimed subject matter was not
ious to affiants or declarants, do not afford

19 ‘ 2 } ~_evidence of non-obviousness, where the advan-
entltled to consxdera-

tages relied upon are merely those which would

rom following the teaching of the prior
'Henrlch, 1959 CD 353 122 USPQ
CPA 933

2 Om.unm'rr OF APPLICANTS stcwsm g

Smce it is the Exam nei s duty to ass upon‘ '

call upon to examine he is free to express

his opinion on that question so long as he

completeness. Therefore, he need not support
every re}ectlon on inoperativeness with refer-
ences, affidavits or declarations. In re Quattle-
baum, 8¢ USPQ 383. '

Affidavits or declarations attemptmg to show
that the structure deemed,m,ﬂ
 vouch for its op-
erability, are insufficient. In re Perrlgo, 1931
C.D. 512, 48 F.2d 965. 0

Where the invention mvolved is of such a
nature that it cannot be tested by known sci-

_entifie prineiples, theoretical arguments in af-

fidavit or declaration form are unacceptable,
and the only satisfactory manner of overcoming
the re]ectmn is to demonstrate the operability
by construction and operation of the invention.

Buck v. Ooms, 1947 C.D. 33; 72 USPQ 211; 159

F.2d 462. In re Chilowsky, 1956 C.D. 155; 108

USPQ 321; 43 CCPA 775.

3 INOPERABILITY OF REFERENCES
Since . every patent is presumed valid (35

U.S.C. 282), and since that presumption in-
cludes the presumption of operability—Metro-

politan Eng. Co. v. Coe, 1935 C.D. 54; 78 F.2d
199. Examiners should not express any opinion

on the operability of a patent. Therefore af-
fidavits or declarations attacking the operability
of a patent cited as a reference, though entitled
to consideration, should be treated, not as con-
clusive of the factual matter presented but

112

gives reasons for his holding with clarity and




*fit is possible to operat

: re without obtaining the s
product 1t is to be presumed also ths
workers would as s matter of course, if they

do not immediately obtain desired results, make "

certain experiments and adaptatiens, within
 the skill of the competent worker. The fail-
- ures of experimenters who have no mtemt in
_ succeeding should not be accorded t weight.
~ Ballard v. Coe, 1945 C.D. 13; 64 USPQ 359
In re Michalek, 1947 C.D. 458; 74 USPQ 107;
34 CCPA 1124': i | Reld 1950 C.D. 194; 84
 USPQ 478; 37 CCPA 884.

~ asserts inoperabil
patent as to which: it was n ;
matter is of no concern. In re Wagner,
C.D. 581; 26 CCPA 1193; 103 F.2d 414.

Where the affidavit or decla.rahon asserts 'm~"fﬁl"

~ operability of the process disclosed in the refer-
ence for roduc1
product xs fully di
 matter is of no concern. In re Attwood, 1958
C.D. 204: 117 USPQ 184; 45 CCPA 824,
~ Where the affidavit or declaration presented
asserts that the reference relied upon is inopera-
tive, it is elementary that the claims presented
by applicant must l('iy
moperatne reference disclosure; therefore the
matter is of no concern.  In re Crecelius, 1937
C.D. 112: 24 CCPA 718; 86 F.2d 399: In re
Perrine, 1940 C.D. 465; 27 CCPA 1127; 111
F.2d 177: Inre Crosby, 1947 C.D.35; 71 USPQ
73; 34 CCPA 701. 5
Aﬂidavxt or declaration b patentee that he
did not intend his device to {)e used as claimed
by applicant is immaterial. In re Pxo, 1955 C.D.
: .)9 104 USPQ 177; 42 CCPA T4 ,

4. CoMMERCIAL SUCCESS

Aflidavits or declarations submitting evidence
of commercial success can have no bearing in a
case where the patentability over the prior art
is not in doubt. In re Jewett et al, 1957 C.D.
420: 115 USPQ 134247 F.2d 953 In re Trout-
man, 1960 C.D. 308; 126 USPQ 56; 44 CCPA
308,

Affidavits or declarations showiny commercial
success of a structure not related to the ¢ laimed

; :ered Inre

17 Flle Wrapper
the claimed product, which
isclosed in the reference, the

~are given in the Manual of Clerical
istinguish from the alleged

118

308.
~ Where aﬂidavms o1
mercial success it musl

. fHollmgsworth 1958 C.D. 210;

45 CCPA 830. Otherwise the affidavit or decla-
ion showing is non-pertment ‘ «

5. Strmcn-:\rcr OF stcwstmn

Affidavits or declarations presented to show
the disclosure of an application is sufficient

ne skilled in the art are not acceptable to
blish facts which the specification itself
should recite. In re Smyth, 1951 C.D. 449; 90
USPQ 106; 38 CCPA 1130, ,
Affidavits or declarations purportmg to ex-

plam the disclosure or to interpret the disclosure o

ofa pendm application are usually not consid-
ppenauer, 1944 C. D 587 62 U\PQ
; 31 CCPA 1248. e

717. 01 Papers in F ile Wrapper |
[R-22]

Full detalls forp rocessmg file wrai))per papers

Papers that do not become a permanent part of
the record should not be entered on the “Con-
tents” of the file wrapper. No paper legally
entered on the “Contents” should ever be with-
drawn or returned to applicant without special
authority of the Commissioner. Certain oaths
execute(f abroad are returned but a copy is re-
tained in the file. See § 604.04(a).

717.01(a) Arrangement of Pqieu in
File Wrapper [R-25]

Until revision for a]lowance the specxﬁca-
tion, amendments and all other communications
from applicant are fastened to the left side (cen-
ter fol g,of the file wrapper. They are in in-
verse chronological order; that is, the commu-
nication with the latest “Mail Room?” date is on
top. A similar arrangement is followed on the
right side, where Office actions and other com-
munications from the Office are fastened, ex-
cept that the print is always kept on top for
the convenience of the Examiner.

Rev. 25, July 1870

rocedures. =




ained by enc]osmg ,
‘post card iden-

_those papers required by

left side {center

The prints of the ng are fastened in-
side the file wr
Branch. A pa 1
Clerk of the Group. . ,
_ The prints shall always be kept on top of
thi& Hapers on th‘e\'*riﬁht'of the file wrapper.

filed
 dorsed with the date of their receipt in the
c;)ﬁe'lce and given their appropriate paper num-

71702 Data Entered on
o RSl
 See also §8 707.10, 717.01.

assigned by the

File ‘Wi'apper

If the Examiner notices an error in any of

the data originally entered on the file wrap-

per, he should have it corrected by th’e’ Appli-

cation Branch. ,

If an error is noticed in the name or ad-
dress of the assignee, it should be corrected by

the Assignment Branch.

Rev, 25, July 1970

the Application

prints and inked sketches subsequently
to be part of the record :shoubﬁe%e en-

%‘e;o,ft address or of attorney are
d ink by the Clerk of the Group,
‘entry being canceled but not

5.04 (¢) explains the procedure to be

ncerning sending the application to

ssignment Branch and the Application

» when Applicant changes name.
specifically requested by applicant,
the residence will not be changed on the file.

ple, if a new oath gives a different

from the original, the file will not

717.03
‘ . tion

~ When a new case is received in an Examin-

ing Group, the classification of the case and the

initials or name of the Examiner who will ex-

amine it or other assigned docket designation
are noted in pencil in the upper lefthand corner

of the drawing (first sheet) and in the des-
ignated spaces on the file wrapper. These

~ notations should be kept current.
_ application is sent to issue, the notations then

When the

appearing on the drawing should not be erased.

~They may be useful in classifying an incoming

continuing application to which drawings may

- have been transferred and in assigning it to an

Examiner already familiar with the subject

matter. (e 1

114

ClassxﬁcanonDurmg Examma- |




~ should not be stri

be de gnated in

the claim

nh should be drawn be]ow the,'"

ling to the number of claims

‘the number corre-
bered claim added
J1 tside the Index of

p ] mber correspond-
ing to the first claim
should be placed t
amendme )

322-587 v - 68 - 3

'Ihereafter, aline inred

im ,number,
T
hange ¥
bowe 1t

In each action involvi mg a ~;earch, the Exam-

er shall endorse, on the flap of the file wrap-
per, the classes and subclasses and publications
searched, the date when the search was made

* Was brouvm up to date and th

itials, ail “entries being in
Great care should be taken, :
record is 1mport‘mt to the hI

‘ phcatlon

amendment there
] 7 17.07 R lated Apphcatlons

e ongmal claxm number
en f om the Index of C lmm

"17 06 Forelgn Fllmg Dates
) c) and 20203 -
[R-18]

The file Wrapper should identify earlier filed
1elated applwntmns See 202.02 and 202.03.
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