 Chapter 600 Parts, Form and Content
of | Apphcatmn | '

G} Conient of Appiivétibﬁ

60102 Power of Attornes or .—‘mfhonmuon of \gm'

602 Original’ Oath ar Devlaration

602,01 - Oath Cannot Be Amended

302,02 New Oath or Substifute for Orizlnal

602.03 Defective Oath or Declaration

602.04 . Foreign Executed Oath

© 802.04¢2) Foreign  Executed. Oath ~1s Rxbbom-d

g Other. Apphr'atwn Papers !

602,05 - Oath or Declaration Date of ercunon

602.05(a) Oath In Dn'mon and (,ontmuatzon Cases

603 Supplemvmal Oadi or Declaration ‘

_ 602.01 Filed After Allowance

- 604 Administration or Execution of Oath

604.01 Seal

60402 Venue

604.02 Notaries and Extent of Iuﬂsdxctxon

604.03(a) Notarial Powers of Some \mltarv Officers

604.04  Consul :

604.04(a) Omission of Certxﬁ(afe

604.05  Consular Fee Stamp. ,

804.06 By Attorney in Case ,

605 Applicant -

605.01 - Citizenship

605.02  Residence

15.03  Post Office Address ,

€05.04 Signature and Name

£05.04(a) Single Signature Form

605.04¢b) Full First Name Requu‘ed

605.04(¢) Change of Name

£05.04(d) Unable To Write

605.04(e) May Use Title With Signature

805.04(f) Joint—Order of ’\‘ames i

635.04(g) When Name Is (.7ortécted. Send to Applica-

tion Branch

f05.04/h) Signature to Drawing

605.05 Administrator, Execntor or Other Legal Rep-
resentative

5.05(a) Signature of Yezal Rpprﬂ-antativp

605.06 Filing by Other Than Inwntor

606 Title of Invention

.01  Examiner May Require Change in Title

607 . Filing Fee

701 - Fee Exempt

07.092 " Returnability of Fees

608 Disclosure

50801  Specification

GOs.01(a) Arrangement of Application

$3%-%88 O - 33 - 2

 em01b)
AORDL(cr

008,01 ¢e)
- G08.01(g)

L 608.01(1)

~:608.01(1)

- 608.01(u)

GOYN2(e)

Abitmct of the Diﬁﬁ(ﬂﬂ!‘?‘
Background of the Invention
Brief Summary of Invention .
“Reservation (‘Iause‘: Net Permitted
Brief Description of Drawings
" Detailed Descr iption eof Invention
Mode “of ()peratmn of Invommn ;
Claims .
\umtw’*'mg of Claims
. Statutory Requirement oi' Claims
. Ong'n:ll Claimg ‘
' Form of Claims
608.01(n) ' Dependent Claims
603.01 (0} Basis for Terminology in Description
608.01(p} (ompleteness : .
605.01(q) Substitute or Rpwritten Speci ﬁcatlon

60R.01¢a}
£08.01(1)
608.010h)

G08.01¢(3)
608.01(k)

608.01(m)

608.01(r) Derogatory Remarks About Prior Art
$508.01(s) . Resteration of Canceled Matter
608.01{ty  Use in Suhseguent Application

“Of Fornierly Filed Incomplete Application
60801( + “Trademarks zmd \ame~ Used in Trade
608.62  Drawing

C608.02(a) New Dr'mmg—-“'hon chmred
7 608.02(h) Informal Drawings

608.02(¢) Drawingsor Print Kept in Examining (‘roup g
608.02(4) - Complete Iilustration

Examiner Determines

608.02(f) - “Modification

608.02(gYy  Iliustration of Prior Art

608.02(h) Additional, Duplicate, or Substitute
608.02(i) Transfer From Prior Application

GO8.02(3) Canceled Sheets to Divisional

G08.02(k) Patented, to Reissuo :

. (08,02¢m) Prints

608.02(ny  Patentability Report Cases
608.02¢0) Dates Entered on Drawing
08.02(p) Correctinn of Drawings

608.02(q) Conditions Precedent to Amendment of
: Drawing

08.02(r) Separate Letter to Dr')ftqman

GOR.02(8) Estimating Cost of Correcting Drawings

6N8.02(t) Cancelation of Figures

GO8.02(uy  Changing Name of Attorney on Drawing

Forbidden
GN8.02(vy  Changes Which Require Sketches
GO8.02(w) Changes Which May be Made by Exam-

iner's Amendment Without a Sketch
Disposition of Orders for Amendment of
Drawing
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Preliminary Amendment
w.of Ezaminer's Holding

601 Content of Application
Rule 51, General reguis )
" plications for pate ;
sioner of Patents.
() A speelfication, includi
see rules 71 to 77. .
{b) An oath
fc) Drawi

welaraf see rules 65 and
vhen necessary, see rules 81 ¢
filing fees.) ‘
.86 U.8C. 111.-4
for patent shall ‘Le made
_ otherwise provided in t
" missioner. Such applica
ification as prescribed
(2) a drawing as pres
title; and (8) an oath
by section 115 of this title
signed by the applicant and
required by law. ”

pplication for patent. Application
ventor, except us
writing to the Com-
clude: (1) a &pec-
of  this - title;;
on 113 of this

_application must be

GumrLiNes For Ds -
~ e AppLICATION

The following guidelines illustrate the pre-
ferred layout and content for patent applica-
tions. These guidelines are suggested for the
_applicant’s use. ey ,
4
' The following order of arrangement is pref-
ble in framing the specification and, except
for the title of the invention, each of the lettered
tems should be preceded by the headings
ndicated. ‘ ~ '
(a) Title of the Invention.
(b) Abstract of the Disclosure.

tions (if any). ‘ e 3
(d) Background of the Invention.
1. Field of the Invention,
2. Description of the Prior Art.
(¢) Summary of the Invention.
" (f) Brief Description of the Drawing.

(g) Description of the Preferred Embeodi-
ment(s). '

(h) Claim(s). ' :
(a) Title of the [nrention: (See rule 72(a).)
The title of the invention should be placed at

Rev. 29, July 1971

{d) The prescribed fling fee, (See 35 U.S.C. 41 for

I'z'y;,th‘é_ a,px‘),l'icaﬁnty'as prescribed

panied by the fee

Drarring A Mooer PaTeENT

rrangement and C'ondents of the Specification

“ (c) Cross-References to Related Applica- k

the top of the first page of the specification. Tt |

: DM&"’W@' (See "“le b

; tolele)zated Applica-

¢ :
statement may include &
ng of the applicable 1T.S.
lassification definitio ha
should be directed to the sub-
t T of the claimed invention.
(2} Descr  of the Prior Art: A para.
~graph seribing to the extent practi-
~cal the state of the prior art known to
the applicant, including references to
ific prior art where appropriate.

a or. ’enerayly "
,grthy'%n' rule
distinct from

sure as a whole. The
the advantages of the
t solves problems previously -
1e prior art (and preferably indi-
Background of the Invention). In
> should point out in general
the invention. If possible,
ist of the invention or the
e cC should be set forth, Objects
of the invention should be treated briefly and
only the extent that they contribute. t
understanding of the invention.
" (f) Brief Description of the D
~ reference to and brief descriptio ;
‘ing(s) as set forth in rule 74. i
(g) Description of the Preferred Embodi-
ment(s) : A description of the preferred em-
bodiment(s) of the invention as required in
rule 71. The description should be as short and
specific as is necessary to adequately and
accurately describe the invention. =~
Where elements or groups of elements, com-
pounds, and processes, which are conventional
and generally widely known in the field to
which the invention pertains, form a part of
the invention described and their exact nature
or type is not necessary for an understanding
~and use of the invention by a person skilled in
the art, they should not be described in detail.
_ However, where particularly complicated sub-
ject matter is involved or where the elements,

summary
invention
existent 1
cated in't




“compounds, or processes may not be commor
~or widely known in the field, the specification
~ should refer to another patent or readily a
“able x;)ublication which
. the subject matter.
" (h) Olaém(s): (See rule 75.)

adequately d

in paragraph form. There may be plural inden-

tations to further segregate subcombinations -

_or related steps.
- Reference characters o
ments recited in the detsiled description and

“the drawings may be used in conjunction with

‘the reciiaiion of the same slement ar group of

ters, however, should be enclosed within paren-
- theses so as to avoid confusion with other num-
_ bers or characters which may appear in the

considered as having no effect on the scope of
the claims.

Claims should ;
order of scope so that the first claim presented
is the broadest. Where separate species are
~ claimed, the claims of like species should be
~ grouped together where possible and physically
separated by drawing a line between claims or

claims depend from the same generic claim.)
Similarly, )
be separately grouped. Such arrangements are

and examination.
 The form of claim required in rule 75(e) is
particularly adapted for the description of
unprovement type inventions. It is to be con-
sidered a combination claim and should be
drafted with this thought in mind.

In drafting claims in accordance with rule
75(e), the preamble is to be considered to posi-
tively and clearly include all the elements or
steps recited therein as a part of the claimed
combination. ;

Oath or Declaration

(See rule 63.) Where one or more previously
filed foreign applications are cited or mentioned
in the oath or declaration, complete identifying
data, including the application or serial num-
ber as well as the country and date of filing,
should bhe provided.

Tue ArrLicatioN

The specification and oath or declaration must
be in the English langnage and must be legahly
typewritten, written or printed in permanent
ink. See rule 52 and § 60%.01.

claim may
be typed with the various elements subdivided

corresponding to ele-
 eolements in the claims. The reference charae-

claims. The use of reference charactersis to he

reféi'ably be arranged in-

groups of claims. (Both of these provisions may
not be practical or possible where several species -

roduct and process claims should

for the purpose of facilitating classification -

34.1

“The parts of the epplication may be included

y
signature form may be used. ‘ ~
- Determination of completeness of an appli-
cationiscovered in§ 508. . ; o
- The specification and oath or declaration are
~ secured together in a file wrapper, bearing
. appropriate identifying data including the

_ serial number and filing date (§ 717).

Division applications § 201.06.
Continuation applications § 201.07.
 Reissue applications § 1401, : :

- Design applications, Chapter 1500,

~Plant applications, Chapter 1600. :
A model, exhibit or specimen is not required
as part of the application as filed, although it
‘may be required in the prosecution of the ap-

plication (rules 91-93, § 608.03). “ ‘

Rule .58. /P'ap'qr,a ‘af‘complete‘ application not to be
_returned. Papers in a complete application, including -
the drawings, will not be returned for any purpose
whatever. If applicants have not preserved copies of
the papers, the Office will furnish copies at the usual
cost, ‘ :

See, however, § 604.04(a).

or Aﬁihor-
[R-20]

The attorney’s or agent’s full post office ad-

dress (including ZIP code number) should be

~ given in every power of attorney or authority

of agent. The telephone number of the attorney

or agent should also be included in the power.

The prompt delivery of communications will
thereby be facilitated. e

Usually a power of attorney or authorization =

of agent is incorporated in the single signature

form. (See §§ 402 and 605.04(a).

601.02 Power of Attornéy
S ’ ization ofy “Agent

602 Original Oath or Declaration
[R-29]

35 U.KA.C. 25. Declaration in lieu of oath

(a) The Commissioner may by rule prescribe that
any document to be filed in the Patent Office and which
is required by any law, rule, or other regulation to be
under oath may be subseribed to by a written declara-
tion in such form as the Commissioner may prescribe,
such declaration to be in lien of the oath otherwise
reguired.

(h) Whenever guch written declaration is used, the
document must warn the declarant that wiliful falze

Rev. 29, Juiy 19671

single document. and an spproved single-



The applicant shﬁl! tnake e)atb that he belim es him:

self to be the original aud first inventar of the process,

anachine. manufacture, “or commsizion of matter,. or -

LY

Cimprovement thereof, for. Whieh e soiicity o patent:od

‘and -shall state of what country he iz a eitizen, Such
sath may be made before any pwrson within the United
States authorized by law to administer oaths, or, when

made in-a foreign eountry, before sny ,dlplomatxc,or‘
consular officer of the United States authorized 1o

- administer oaths, or before any officer having an official

~ seal and authorized to administer caths in the forelgn
.-country in swhich the applicant may. be whose authority ;

s ail be proved by certificate of a dxplomatlc or com-
ular oﬂicer of the United ‘smre@ ‘and such oath shall
valid if it complies with the laws of the state or

”‘,~"'~countrv swhere made. When the application is made as

provided in ‘this title by ‘a  person other than the
inventor, the oath may be so varied in farm tlmt it can

‘be made by him.

oo Rule 65, Statement of Applicant.
~ plicant, if the inventor, must state that he verily be-

leves himself to be the original-apd first inventor or

discoverer of the process, machme, manufacture, com- - -

position of matter, or lmprovement thereof, for which
he ‘solicits a patent; that he dO(‘: ot know and does
not believe that the same was ever known or ‘used
in the United States before his invention or discovery
thereof, and shall state of what conntry he isa citizen
and where he resides, and whether he is a sole or joint

‘inventor of the invention claimed in his application. In
‘every original application the applicant -must distinetly

“gtate that to the best of his knosvledge and belief the in-
vention has not been in public use or on sale in the
United States more than ope year prior to his applica-
tion or patented or described in any printed publication
in any country before his invention or more than one
year prior to his application, or patented in any foreign
country prior to the date of his application on an appii-
cation filed by himself or his legal representatives or
assigns more than twelve months prior to his appli-
cation in this country. He shall state whether or not
any application for patent on the same invention has
been flied in any foreign country, e¢ither by himself
or by his legal representatives or assigns. If any
such application has been filed, the applicant shall
name the country in which the earliest sach application
was filed, and shall give the day, month. and year of its
filing; he shali also identify by country and by day.
month, and year of filing. every such foreign applica-

Rev. 20, July 1071

{a) (1) Theap-

" Rule 68, See Rule 153{0: esign cases and Rule 162 :
“for piunt cases. ‘

{b) If the apphcamm iz ie as provideﬂ in Rules

4D, 43, or 47, the applicint shall state his relationship =

ta the inventor and, upen § orination and behef, the

,facts which t.he ‘inventor ls required by this Tule to
U gtate, -

{¢) - An additional szgm.,am mav be ;zuredr it the
rpplickiion has not been filed in the Patent Office within
2 reasonable time nftsﬂ sXecution o*‘ the or!gmal state-
ment. -

‘Rule 68. I)eclaratwn in Ls(u of Oath. Any docen-
ment to be. filed ic the Parent: Uﬂ‘lce and which is re-
quired by any law, rale, or other regulation to be under

‘gath may be subscribed to by a written declaration with

the exception of testi mmny Telating to interferences and
other contested cases covered by rules 271 to 284, Such
declaration ‘may be used in lieu of the dath otherwise

‘ _Tequired, if. and only if, the declarant is on .the same

docun.ent warned that willful false statements and
tbe like are punishable by fine or imprisonment, or both
18 U.S.C. 1001) and may j=opardize the validity of the
application or any patent issuing thereon. The declarant

- must set forth in the body of the dec laratlon that nll
c-statements made of ‘his own knowledze are true and

that a]l statements made on mtnrnmtion and beliet are
: zwue\'ﬂd to be true, | '

U'8.0. 1001, Qtatﬂmrnh nr (nrru's gencrally

“ hom er, in any matter within the jurisdiction of
any department or agenss of the U] nited %t'ites know-
ingly and willfully falsifies. conceals or covers up by ‘
any trick, scheme, or device a material fact, or makes
any false, fictitious or frandujent statements or repre-
<entntiens. or makes or uies any.false sriting or docu-
ment knowing the same to contain any false, fictitious

“wor fraudulent stntement or entrv, shall be ‘fined not

more than $10000 or 1vnpneuned not more than ﬂve
vears, or both. o

A rule 88 dcchmtxan need not be nbboned

- to the other papers, even if signed in a country

formgn to the United States, When a declara-
tion is used, it is unnecessary to appear before
any official in connection with the making of the
declaration. Tt must. however, since it is an
integral part of the 1pplzr'atmn, be maintained
together therewith. Suggested forms for dec-
laranons are located in the back portion of the

ules of Practice” hnnklw

By statute, 35 17.8.C, 25, the Commissioner
has been empowered to preseribe instances when
i written declaration may be accepted in lieu
of the oath for “any document to be filed in the
Patent Office”.

34.2




'PARTS, FORM AND

 The Hling of a written declaration is accept-
“able in liew of an origins plication oath that
is informal. e

The applicant must state that no fofeign &p‘« :

. lications have been filed, if such is the case.
£ all foreign applications have been filed
within twelve months of the U.S. filing date.

‘he is required only to recite the first such
it should be clear that -

foreign application, and ,
the foreign application referred to is the first
filed foreign application. The applicant is

34.3

_required to recite all foreign applicaiions filed
,mlore than twelve months prior to the U.S.

‘ 1t is desirable to give the foreign serial
number as well as the iling date of the first
filed foreign application, especially if the inven-

_tor’s name will not appearin a certified ropy of

said foreign application. -
The single signature forms mentioned in

~ §603.04(a) includes the oath or declaration.
~ In the oath, the jurat must be filled out, and
_the word “sole” or “only” must appear if there

Rev,. 20, July 1971




i oath or declmgtxon slmuld o
make reference to the fact that the affiant is a
]omt inventor together with each of the other

inventors indicating them by ‘This may

~ be done by stating that he

~ himself to be the original, firs
tor together w1th “A orA &
may be, "

A seal is usually

- 11m¥I o §§ e
- 604.01 and Rule 66. owever oaths executed
ates including Alabama, Louisi-

in mwany
ana, Mar} land, Massachusetts, New Jersey, New

ginia need not be 1mpressed with a seal."
inally claimed or embraced in the original
statement of invention in the s
~ supplemental oath is required.

602.01 Oath Cannot |
[R-25]

The wordmg of an oath or decl '

be amended. If the wording is not correct or if

all of the required affirmations have not been
made or if it has not been properly subscribed
‘to, a new oath or declaration must be required.
However, in some cases a deficiency in the oath
~or declaration can be corrected by a supple-

~ mental paper and a new oath or declaration is

not necessary.

For example,; if the oath does not set forth' ‘

evidence that the notary was acting within his

~ jurisdiction at the time he administered the

oath a certificate of the notary that the oath
" was taken within his jurisdiction will correct
~ the deficiency. =See §§ 602 and 604.02.

'602 02 New Oath or Subsutute for

Omgmal [R-25]

In requlrmg a new oath or declaratlon, the,

Examiner should always give the reason for the
requirement and call attention to the fact that
the application of which it is to form a part
must be properly identified in the body of the
new oath or declaration, preferably by giving
the serial number and the date of filing. This
is done in the first action by means of attach-
ment Form PO-152 (see § 707.07(a)).

Where neither the original oath or declara-
tion, nor the substitute oath or declaration is
complete in itself, but the two taken together
give all the requlrod data, no further oath or
declaration is needed.

e (see § 707.0

yr,,beheve oS otherwise ready

“fall sign

York, Rhode Island, South Caroling and. Vir- '

If a claim is presented for matter not orig-

cification a
ylc 87, §_603 At

~tion Oath (Rule 68) need not be ribbone

.63 Befemive Oath or ﬂeclaration
[R-w25} , ;
In the first Office action the Examiner must

use of attachment Form PO~
(8)), every deficiency in a
deciaration or oath and require that the same be
remedied. How ver, when an_ application is
or issue, an Examiner with

point out, makin

1L A delay of somewhat more than five weeks

_ plus mailing time in filing after the time
of making the declaration, or the time of

execution in the case of an vath.

2, Residence of an applicant if a pOat office
address is given.

. Mulllor deﬁclencxes in the executxou of an
Minor deﬁcxencxes in the body of the oath
where the deficiencies are self-evidently
cured in the rest of the oath, as in an oat!

_of plural inventors couched in plu lural terms

- except for use of “sole” for * ]omt, par-

: :hcu arl{ where “sole inventors” is as-

iy n re Searles, 164 USPQ 623.

If any of the above are waived, the Examiner

should write in the margin of the declaration or

oath a notation such as “Stale date of declara— ,

tion (oath) wzmed ; application ready forissue”

and nutml

" 602 04 Foreign Executed Oath

[R-25]

" An oath executed in a foreign country must

, be propex ly authentlcated %e §604 and Rule

602. O4-(a) Forengn Executed Oath Is

Ribboned to Other Appli-
cation Papers [R-21]

Eztract from Rule 66. (b) When the nath is taken

- before an officer In a country foreign to the United

States, ail the application papers, except the drawings,
must be attached together and a ribbon passed one or

- more times through all the sheets of the application,

except the drawings, and the ends of said ribbon
brought together under the seal before the latter is
affixed and impressed, or each sheet must be lmprewed
with the official seal of the officer before whom the
oath ig taken, If the papers as filled are not properly
ribboned or. each sheet impressed with the seal, the
case will be accepted for examination but before it
I8 allowed, duplicate papers, prepared in compllance

‘with the foregolng sentence, must be filed.

Note that a Declaration in Lieu of . J)phca-
te the

other papers. It must, however, be maintained
together therewith.

Rev. 25, July 1670

atory authomty may waive the follow-‘, S
_ ing minoer deficiencies: .




mz_as

i ,e was ever kneswa or used ! .
is invention a@ ﬁiscovery thereof, or patented or de-
cribed in any printed publication in any country bei.’ore ~
‘invention or discovery thereof, or more than one
, j~year before his application, or in public use or on sale
“in the Unlted States for more than one year ‘before the
date of his appiicatian, that said invention has not
heen patenfed in any. foreign country prior to the date
fof his appumnon ‘in this country on an appllcntimn filed
by, himwel' ot his legal representatives or assigns more
than twelve mﬂnths prior to ‘his application in the
United States, and has not been abandoned. Such sup-
) 'plementa! oath cr deciaration should ac company and
progi v mennfy ‘the, proposed amendment, otherwise
“the puaHsed anwendment may be refused consideration.
oAb} in proper ¢ases the eath or declaration here re-
: quxred may be made ‘on information and belief by an
applicant oti'ier than inventor. g

The time olap
tion of the oat
date of the ap hcatxon
compliance with Rule 65(
able time has elapsed, thetExamr
for a new oath or decls
tutes a reasonable time ; '

ment to be determined by all the circumstances

in the pamcu}ar case. (vae weeks plus time

of transmission in the mails was considered
reasonable under the clreumst'mcec of Ex parte
Heinze, 1819 C.D. 67; 285 Q.G. 145). The
“Notice of informal Patent Application™ attach-
~ ment, form PO-152 is used to notify applicant
that his oath or declaration is stale. :

If no date of execution appears, applicant is
required to file either a new oath or declaration
or a certificate from the notary g1v1ng the actual
date when the oath was ta.ken. : Rule 67 requires in the supplemental oath

. or declaration substantially all the data called
for in Rule 65 for the original oath or declara-
_tion. As to the purpose to be served by the sup-
plemental cath or declaration, the Examiner
should bear in mind that it cannot be availed
~of to mtroduce new matter into an apphcatlon

603 01 Supplememal Oath Flled After
Allowance [R-25]

Smce tbe declslon in Cutter Co. v. Metro-

602 00 (a) Oath or Declaratlon in Dl-' '
 vision and Contmuahon

Cases [R-25]

Where the date of ﬁhng the appllcatlon is
not the date that determines the statutory
twelve months’ period, as in divisional and
continuation cases, it is immaterial, so far as
concerns the 'wceptabﬂxt of the oath or decla-
ration, how long a time intervenes between the -
execution of the oath or declamtlon and the  politan Electric Mfg. Co., 275 Fed. 158, many
filing of the application. supplemental oaths covering the clalms in the

When a divisional apphcatlon is Jdentlcal case have been filed after the case is allowed.
. with the original application as filed, signing  Such oaths may be filed as a matter of right

and execution of the oath in the divisional case  and when received they will be placed in the
~m9i) be omitted. (See Rule 147, § 201.06.) file by the Issue Branch, but their receipt will

n a streamlined continuation appllmtlon the - [t be acknowledged to the party filing them.
oath or declaration of the parent application They should not be filed or considered as

:a;l“}x 1:::31 l;i.legiﬁ?;f.:lﬂggl?f ?gg ?:g;!rtxi?::xgé amendments under Rule 312, since they make
continuation is not required. See § 201.07. ?i(l) chgange ”114 tf:;e wording of the papers on
e ee E fi .

,603 ?ﬁl_’ S;Q]amenta! Oath or Declaration 604 Administration or Execution of
; . Oath [R-21]

Rule 67.  Supplemental oath or declaration for mat- =
ter not originally claimed. (a) When an applicant pre-
sents a claim for matter originally shown or described

but not substantially embraced in the statement of
invention or claim originally presented, he shall file

. Rztract From Rulc 66. Oficers authorized to ad-
minister oaths. (a) The oath or affirmation may be
made bhefore any person within the United States au-
thorized by law to administer oaths, or, when made in

Rev. 25, July 1970 ; 36




k officer of the
in all caseg in

amrmatlon Is mhde
“ovalid as to exeﬂm ,
‘_the state or’ nountrv where made When the pe

oﬁcer or notary Tins
:’L”"g

n tha venue or in

ven ei
of the jura
& certificate ‘

 taken thhm

" before. whom the oath or affirmation s made In this

: countrv Is not mov‘dad with a real, h!s offictal oharac— :
~ ter shall e estabiiched by oripetent evidonce, as by
a certificate from a clerk of a murt of record or other ‘

- proper officer huving a ‘seal.
ath

60401 Seal [R-21]

afirmation is made in this country is not Fro-
vided with a seal, his official character shall

See qectmn 602. 04(3) fmf foreign “yexeclzted

~ When the person before whom the oath or

established by competent evidence, as by a cer-

tificate from a clerk of a court of record or
other. proper officer havmg a seal, except as
noted in section 604.03(a), in which situations
no seal is necessary. When the issue concerns the
authority of the person administering the oath,
the Examiner should require proof of author-
ity.
may be either embossed or rubber stamped. The

the notary’s commission.

Depending on the jurisdiction, the “seal”

“latter should not be confused with a stq.mped :
legend mdxcatmg only the date of etpuatlon of

See also section 602.04(a) on : foreign executed

oath and seal. In some ]urxsdlctlons. the seal of
the notary is not required but the official title of
the officer must be on the oath. This applies to
Alabama, California (certain notarxes) Lou-
isiana, Maryland, Massachusetts, New }ercew,
- New York, Ohio, Puerto Rico, Rhode Island,
South Caro]ma and Vi 1rg1ma,.

604. 02 Venue [R-21]
That portion of an oath or aﬂidavn indicat-

ing where the oath is taken is known as the

venue.
venue agree with the county and state in the
seal, no problem arises. If the venue and seal
do not correspond in county and state, the
jurisdiction of the notary must be detern‘)ined
from statements by the notary appearing on the
oath, or from the listing at section 60403
Venue and notary jurizdiction must correspond
or the oath i= hnproper.  The oath should show
~onits face that it wis taken within the jurisdic-

MEY RV B T

Where the connty and state in the

~ tion by serial number and date of filing,ora

- Mississippi

k Ahhama (a)
Ha“au (¢)

‘Kansas (e)

. ; his. apphcamon lacks the
~ bta(emento venue. To correct this defect, ap-
phonnt is required to_ furnish either a new .
oath in proper form, identifying the applica-

certificate by the officer before whom the
original nath was taken stating that he was
~ within his Jumsdlctxon w hen he ad'mmstered

that oath. :
Where the seal aad venue differ the appro-

 priate statement on the “Notice of Informal
‘Patent ‘&pphcatlon” form P0~1:>2 should be

checked.

| 604. 03 Nolanes and Exteut of Juns-

dxchon

The extent of the 3uriahcnon of the notarieﬁ '
ln the various states is glven below. ~ :

COUNTY ONLY

Louisiana Texas

VARIABLE J CRI%DI(‘T [01\

( See exp]amton p’lrag’raphs below) “ .

Missouri (e)
~ Nebraska (a)
-~ Ohio (f)
Tennessee (g)
~ Virginia(h)
~West Vi 1rgmla (d)

Florida (b)
Towa (d)
Kentucky (d)
. STATEWIDE
All other states

(a) Alabama and Nebraska notaries are ap-
pointed for counties and for state at large.
(by Florida notary commissions are cus-

tomarily for state at large but may be restricted

Ly commission to less than the state at Jarge.

(¢) In Hawaii it is generally limited to the
judicial eivenit.

() In lowa, Kentucky and West Virginia it
is limited to county for which appointed, but
notary in any county may qualify and act as
notary in any other county.
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B(8) s kol Gy o
© (e) The jurisdiction of Kansas and Missouri
~ notaries is coextensive with county of appoi

for a term of
oW ly in county for
appointed. An attorney or any person certi
by a judge of the court of common pleas of

—county in which he resides as qualified for the
stenographic reporter of such
state, may, however be commissioned for the g,
entire state. The extent of jurisdiction is stated -

duties of offic

near the notary’s signature.

in one county may file"in county court of any
other county and thereupon may exercise the
function of his office in such other county. In

such cases, however, notary must attach to his

certificate a statement that he is qualified in the

ature must indicate that he is'sc

Nofagy’s si
qualified. Special seal is prescribed by the Sec-

retary of State.. ;

~(h) In Virginia, notaries are limited to city

or county for which appointed except that

tiguous thereto, and a notary for a county may
act in city contiguous thereto. Notaries may be

for the state at large. . :
The notary does not have to state when his
commission expires but if he does so state, the
oath shouid be inspected to determine whether
or not the notary’s cormmission had expired at
the date of execution of the oath. o

604.03(a) Notarial Powers of Some

Military Officers

Public Law 508 (81st Congress, Second Ses-
sion) Article 136: (a) The following persons
on active duty in the armed forces . . . shall
have the general powers of a notary public and

of a consul of the United States, in the per-

formance of all notarial acts to be executed by
members of any of the armed forces, wherever
they may be, and by other persons subject to
this code [Uniform Code of Military Justice]
outside the continental limits of the United
States:
- (1) Al judge advocates of the Army and

Air Force;

(2) All law specialists;

(3) All summary courts-martial;

(4) All adjutants, assistant adjutants, act-
ing adjntants, and persennel adjutants;

(5) Al commanding officers of the Navy
and Coast Guard;

“Rev. 21, July 1966

() Tennessee notary publics commissioned -

county in which he acts, Notaries at large are

commissioned by the Secretary of the State. diction of another official who, in turn, may cer-

_ officer before whom the cath 1s taken.

- 604.04(a)

notary for city may act in county or city con- .

appointed for two or more counties and cities or .

o priate officer for authentication if applicant
wishes to preserve his original filing date. A}%

esi
forces or by statute.
gnature without seal of any such
as notary, together with the title
shall be prima facie evidence of

* When the oath is made in a 1 :
the authority of any officer other than s diplo-

matic or consular officer of the United States

authorized to administer oaths must be proved

by certificate of a diplomatic or consular officer

of the United States. Rule 66, section 604. This .

_ proof may be through an intermediary; e.g., the

consul may certify as to the authority and juris-

tify as to the authority and jurisdiction of the

Consﬁl-Omiééibn of "Ce’r-
~ tificate [R-21] 4 ,

 Where the oath is taken before an officer in - |

a foreign country other than a diplomatic or

consular officer of the United States and whose

authority is not agthenicated, the application

is nevertheless given a filing date for purposes =

~ of examination. The Examiner, in his first
‘Office action, should note this informality and
require authentication of the oath by an ap-

propriate diplomatic or consular officer. The
following language is suggested in requiring -

authentication of an oath::

' [1] “The oath is ohjected to s being informal

in that it lacks authentication by a diplomatic
‘or consular officer of the United States; Rule
66(a). This informality can be overcome only
by forwarding the original oath to the appro-

plicant should therefore request return of the
oath for this purpose. Such request must be
accompanied by an order for a copy of the
~oath to be retained in the file until the prop-
erly authenticated oath is returned. After the
oath has been authenticated, it should bhe re-
turned promptly to the Patent Office.”

At the time of the next Office action the
request for return of the oath, together with
the application file and the copy of the oath,
is snbmitted to the Group Director. If the
request is approved by him. the oath will be
returned to the applicant by the Fxamining
Group.

foreign country,




 inlienofan authentxcatlon of
 cannot

PARTB, MRM m comm 0? WMCA?IGN -

The ﬁhng of a declaration mthe apphmt

: be accepted sin
essenitial t:o preserve the

604.05 Consular Fee Sump

All papers executed on or after June 28, 19"»5 L

~ that formerly required the consular fee ~tamp,
~are ar'ceptable mthout:'such stamp :

38. 1

nal mth

69406 By Attomey in Qaae

The }anguﬂge of Rule 86 and 35 USC o

115 is such that an attorney in the case is no

 longer barred from administering the oath as

notary. The Office presumes that an attorney
acting as notary is cognizant of the extent of his

~ nuthontv and }umsdlctmn and will not know-
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l'j@})&"'m~' ize his client’s righ
: gg{,,,ﬂ egal act. If such pra
sible under the law of the )
the oath is administered, then

 oath.
 hibits the administering of oaths by the attor-
- ney in the case and hence the old bar still ag-

P in the case of oaths administered in the

Th§ h* \"-‘f‘ theD:st ct ‘;;:d‘f ’Columbliy pro

 605.02

ct of Columbia. If the oath is known to

nse of being administered by the

torney

there iz in effect no proper application before
the Office and the exsminer will refer the file
to the solicitor’s office to initiate such action.
‘(Riegger v. Beierl, 1910 C.D. 12; 150 O.G.
826). See rule 66 and § 604. [R-24]

605  Applicant  [R-29]

jurisdiction where the law holds
this to be invalid, the proper action for the
Office to take is to strike the application sinee

" Rule 41. Applicant for patent. (a) A patent must be

applied for and the application papers must be signed
and the necessary oath or declaration executed by the
actual inventor in all cases, except as provided by rules
42, 48, and 47.  (See rule 60) , : :
(b) 'Unless the contrary is indicated, the word “ap-
plicant” ‘when used in these rules refers to the inventor,
joint inventqrfs,iyho have applied for a patent, or to
the person mentioned in rules 42, 43, or 47 who has
applied for a patent in place of the ln!eﬂtor.
 Estract from Rule 5. Joint inventors. (a) Joint
inventors must apply for a patent jointly and esch
must sign- the application papers and make. the re-
~ quired oath or declaration; neither of them alone, nor
less than the entire number, can apply for a patent
for an invention invented by
provided in rule 47..

to joint application, see § 201.03.

Rule 46. Assigned inventions and pctents. In case

the whole or a part interest in the invention or in the

patent to be issued is assigned, the application must

- still be made by the inventor or one of the persons
mentioned in rules 42, 43, or.47. However, the patent
may be issued to the assignee or jointly to the inventor
and the assignee as provided in rule 334.

This section concerns filing by the actual in-
ventor. If filed by other, see § 409.03.
' ' Nore ,
Disposition of application by inventor, § 301.
Inventor dead or insane, § 409.
605.01 Applicant’s Citizenship

The statute (35 U.S.C. 115) requires an ap-
plicant to state his citizenship. Where an
applicant is not a citizen of any country, a

For convertibility from a joint to sole or sole

for
nished by the attorney.
- plicant who is in the fvjh

~ sheet form PO-1002, which states: X
- [1] “Applicant’s residence has been omitted

iremm;,bz;zt a state-
applied for or first
ng to future citizenship

re  ment as to citizenship
~ papers taken ookin

n this (or any other) country does not meet
the requirement.

‘ Abpliﬁnt’q Residence
GIRAL e
licant’s place of residence (not to be con-

with his Post Office address) can be fur-
In the case of an ap-
, S. Army or U.S. Navy,
a statement to that effect is sufficient as to
residence. For change of residence see

- gnre2(b).

hen the post office address is supplied but
ost office address

the residence 1s omitted, the

dence. = Applicant should be so notified by us-
ing language similar to that suggested on work

om the papers. The city and state of his
post office address will be presumed to be the
city and state of his residence. If the above
- is Incorrect, applicant should submit a state-

the time of payment of the issue fee.” ,
If both the post office address and residence
are incomplete, not uniform or omitted, the

_ “Notice of Informal Patent Application™ form

‘them jointly, except ‘as -

39

P0O-152 should be used.
605.03 Applicant’s

~ [R-29] S L
Applicant’s post office address means that

Post Office Address.

‘address at which he customarily receives his o
~mail. The post office address sheuld include
- the ZIP Code designation. L

The object of requiring applicant’s post of-
fice address is to enable the Office to communi-
cate directly with the applicant if desired;
hence, the address of the attorney with in-

structions to send communications to applicant

in care of the attorney is not sufficient.

If the post office address is entirely omitted
it must be supplied by a letter over the appli-
cant’s own signature. Where, however, having
given complete data as to his residence, the
applicant identifies his post office address only
by street and number, it is assumed and so
accepted, that the city and state of his resi-
dence are the city and state of his post office
address.

Any amendment of the post office address re-
quires the signature of the applicant himself.

The “Notice of Informal Patent Application”
attachment form PO-152 is used to notify appli-

Rev. 28, July 1871

is presumed to be the city and state of his resi- =

~ ment of his place of residence no later thanat



[R-29]

Rule 57. Signature. The application
by the applicant in. )

rson. The signature of the oath

or declaration will be accepted as the signature te the
application provided the oath or declaration is sttached
to and refers to the specification and claims 1o which
it applies. Otherwise the signature must appear at
~ the end of the specification after the claims. Fall
names must be given, including at least one given
ith ‘any ‘oiher

- name  without abbreviation tngether ‘w
Ziven pame or igitlal © o o :

The signing and execution by the apprl'i‘cam

§8201.06 and 201.07. s |
Nore: Signature to response see §§ 712.01(

to (e).

 605.04(a) Single_
AT [R—24] | ’
~ The single signature form should be exe-

are shown as 16 and 16a in the List of Forms in

the Rules of Practice booklet.

- [R-29]

. All applications which disclose the full firs:
and last names with middle initial or name,

if any, of the applicant at any place ir the.

a%plication papers will be received and con-
5!
of the Rules of Practice. = )

When a full given name of the applicant does
not appear cither in the signature or elsewhere

eflicial action, require an amendment over ap-
plicant’s signature supplying the omission, and

he will not pass the application to issue until -

the omission has been Suypliecl unless a state-
ment be filed over the applicant’s own signature
setting forth that his name as signed contains
at least one given name without abbreviation
or what is in fact his full first name.

- No affidavit should he required.

The requirement should be made only when
all of the given names in the signature appear
as mere Initials or as what can be only an
abbreviation of a name,

Rule 57 requires “full names”, One given
name without abbreviation. together with any

Rev. 29, July 1971

' mustbesigned :

by any instructions to amend the typewritten
name, the reply may be interpreted as a diree-
- tion to cancel the middle name or initial from

of cerfain applications may be omitted.
 Signature Form

cuted only when attached to a complete appli-
cation as the last page thereof. Such forms

605.04(b) Full First Name Required

ered as a sufficient compliance with ruie 57

605.04(c)

r give £ or ‘must a;zpear'm; -
e 3 s as filed. Otherwise, ap-

prop iate amendment is required.
In an application where the name is type-

written with a middle name or initiai, but the
signature is without sach middle name or ini-
~tial, action should be taken as follows:

i 5 ~I£}t,i%e first Office letter, call attention to the

iformity and request information
; plicant’s signature as to the correct
form of his name, together with any necessary
amendament, e e e
If applicant, in reply, gives the name with-
out the middle name or initial unaccompanied

the application. Tt is necessary however, that
such surplus portion of the name, if it appears
printed on the drawing, should be removed

_therefrom. This can be done by the Office
~draftsman, e

If applicant gives the name with the middle

ion that the middle name or initial is to be

‘used in the name on the printed patent. As
~ the printer takes the name from the face of

the file wrapper, the middle name or initial

- should be added thereto in red ink. .

If applicant fails to answer the request and
the case is otherwise ready for issue, prepare

an examiner's amendment indicating that the

name on the drawing has been corrected to

correspond. with the signature or signatures.
have the draftsman correct the drawing, and |

pass the case to issue. This canno‘tkbe,(fone if

~there are inconsistencies in the signatures of the
- same applicant, : :

There should be uniformity hoiwithstanding
that lack of it is

, signature ol re - Branch for correction of its records.
- in the papers the examiner will, in the first = : , , |

 [R-24]

In cases where an applicant’s name has been
changed after his application has been filed
and the applicant desires that the patent when
issued carry an endorsement as to the change
in his name, he must submit a recording fee
accompanied by either an affidavit signed with

both names and setting forth the procedure

whereby the change of name was effected, or a
certified copy of the court order, such papers

are recorded by the Assignment Branch where

the new name is added on the file wrapper.

e or initial, interpret the reply as a direc-

not sufficient to affect the
~validity of the patent. = . ‘ :
- When the name on the file wrapper is cor-
rected, the file should be sent to the Application

App]iéant ,' Chimges ‘Name

. b



 No change is made on

by the cler ofthaj;;éx&mu
‘ dorsement being m
corsement

there is alrea wing.

~_ Where the change of name 1s merely by
- amendment, such as the addition of a full firs
~pame or a middle initial and no affidavit 15 °

required. the file is sent to the Mication
Branch for a change in their s and if
the application is assigned it will | orwarded
~ by the Application Branch to the Assignment
" Pranch for a change in assi :

[R-27] : -

as affixed to the application must be attested

to by a witness, In the case ‘of the oath, the ° i
notary’s signature to the jurat is sufficient. to

authenticate the mark. ;
605.04(e)

A  ture ;

It is permissible for an applicant to use a
title of nobility or other title. such as “Dr.”,
in connection with his signature.
will not appear in the printed. patent.

' 6050-1-(f) ‘Signa:tilre on Joint Appli-

_cations—Order of Names

[R-24]

the same order in the signatures o the petition,
~ specification, oath or declaration, and drawing.

" The order of names of joint patentees in the
heading of the patent is taken from the order

original oath or declaration aceompanying the
application papers. Care should therefore be
exercised in selecting the preferred order of the
typewritten names of the joint inventors, be-
fore filing, as requests for subsequent shifting
of the names would entail changing numerous
records in the Office. Since the particular
order in which the names appear is of no conse-
quence insofar as the legal rights of the joint
applicants are concerned, no changes will be
made except for good reasons. A request to
change the order of names must be signed by
cither the attorney or agent, of record or all the

't-eq'ae'sied at the time of filing.

605.04(2)

gnment record. -

605.04(d) Applicant Unable to Write

- If theapphcant is unable to write, his mark
May Use Title With Signa-

The title .~
603.05

It is not essential that the names appenr in

in which the typewritten names appear in the -

: : 605095(')@
ants, Tt is suggested that all typewritten

ied names appearing in the application
apers should be in the same arde » type-
rritten names in the oath or declaration. -
In those instances where the joint applicants
separate oaths or declarations, the order of
es is taken from the order in which the
several oaths or declarations a spear in the ap-
plication  papers nnless a dih’erent order 1s

When Name Is Corrected,
~ Bendtwc Application
 Branch [R-21]

' When the name is corrected by amendment

or the order of the names is changed, the file
should be sent to the Application Branch for
correction of the name in its record. When
the name is changed, see § 605.04(c).

603.'04(}1) 'Signaluré\ io memg -
e [R-29] i

Signatures and names are not permitted

~ within the sight space of a drawing prepared ,
‘under rule 84 as amended on May 28, 1971, All
drawings filed after January 1, 1972 must com-

piv with the amended rules. The name of the
applicant and other ‘identifying information
may be placed at the top center of the drawing. |

See § 608.02. ;
Administrator, Executor, or
Other Legal Representative
[R-24]

~ In an application filed by a legal representa-
tive of the inventor, the specification should
not be written in the first person. Instead of

~the usual “I have found,” the wording should

be ¥it was found.” =

For prosecution by administrator or execu-
tor, see § 409.01(a). ~

- For prosecution by he’irs,’see 8§ 409.01(a) and
40901(d).

For prosecution by representative of legally

~ incapacitated inventor, see § $09.02.

For prosecution by other than inventor, see
£ 409.03. - s
605.05(a) Signature of Legal Repre-

‘ - senlative , ,

If the drawing is signed by the Jegal repre-
sentative it must follow this form:

~John A. Jones, deceased, '

by Mary A. Jones, Administratrix.
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 The other signatures must either.
bove formors

‘ ratrix of Estateof
ochn A. Jones, deceased.

 Ifthe diﬁwing'is ‘sigged by the attorney, this

~ form must be used:
John A. Jones, deceased, .

by Mary A.
! b 1%Vil]iam A. Smith, Atty.

If the specification bears the signature of the
administrator or executor but omits the matter,

 “administrator of the Estate of John Jones,

_ment,
ment if the case is otherwise ready for issue.

- 603.06 Filing by Other Th'iu:i‘ Inventor
 [R-24 | o
. See §409.03, i ﬁ
606 Title of Invention

Rule 72(a). The title of the invehtion, which should

be as short and specific as possiblgé,'should appear as a
heading on the first page of the specification, if it does

pot otherwise appear at the beginning of the applica-

tion.

606.01 Examiner May Requife Change
: in Title [R-29] '

Where the title is not descriptive of the in-

~ vention claimed, the examiner should require

the substitution of a new title that is clearly
indicative of the invention to which the claims
are directed. This may result in slightly
longer titles, but the loss in brevity of title

will be more than offset by the gain in its

‘informative value in indexing, classifying.
searching, etc. If a satisfactory title is not

supplied by the applicant, the examiner may

cha the title by examiner’s amendment on
_or after allowance. ‘ s

If a change in title is the only change being
made by the examiner at the time of allow-
ance a separate examiner’s amendment need

not be prepared. The change in title will be
incorporated in the notice of allowance. This
will be accomplished by placing an “X* in the
designated box on the notice of allowance form
and entering thereunder the title as changed by
the examiner who should initial the face of the
file wrapper.

However, if an examiner’s amendment must
be prepared for other reasons any change in
title will be incorporated therein.

Inasmuch as the words “improved”, “im-
provement of” and “improvement in” are not
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' the Patent ,
_ at the beginning of the title of the invention.

607 'VVFilking,‘Fee [R- 29] e
Octolser 25;1-1965} e

Jones, Administratrix,

deceased,” the matter can be added by amend-
The Examiner may make the amend-

~the time of filing, an additional fee of $10 is

~of one, and a 82 fee for each claim in excess of

idersd the title of an invention,
 does not include these words

Applications filed befor
required only a basic filing fee. That part o

the Fee Act, effective October 25, 1965, per-
o taxmxelg to claims presented after an application

is filed, does not apply to these applications.
See § 71430, . TPV B

- Applications filed on or after October 25,
' 1965, are subject to the following fees and prac-

tice: , . i
- When filing an application, a basic fee of $65
entitles applicant to present (10} claims includ-

ing not more than (1) in independent form. If

claims in excess of the above are included at
required for ¢ach independent claim in excess

ten (10) claims
pendent). - r e ,

Upon submission of an amendment (whether
entered or not) affecting the claims, payment
of the following additional fees is required in
a pending application: ‘

( whether independent or de-

- excess of the number of independent
claims already paid for. iy

$2__for each claim pending in excess of the
total number already paid for. (It

should be recognized that the basic
865 fee [;ays for ten (10) claims, one
of which may be independent, re-

~gardless of the number actually

filed.) ~

- The Application Branch has been authorized
to acceg; all applications, otherwise acceptable,

if the basic fee of $65 is submitted, and if the
deficiency is no more than $25 of the required
filing fee, and to require payment of the de-
ficiency within a stated period upon notification

_of the deficiency.

Rule 22. Fees payable in advance. Fees and charges
payable to the Patent Office are required to be paid
in advance, that is, at the time of making application
for any action by the Office for which a fee or charge
is payable. :

~_Amendments before the first action, or not
filed in response to an Office action, presenting

additional claims in excess of the number al-
ready paid for, not accompanied by the full ad-
ditional fee due, will not be entered in whole or
in part and applicant will be so advised. Such
amendments filed in reply to an Office action
will be regarded as not responsive thereto and
the practice set forth in § 714.03 will be followed.

'810__for each independent claim pending in




. hefm this date without, tha ﬁlmg fee under the
, . anges - provisions previously in effect are sub]ect to
' pendent claim to an in pendent clsum. and the, . pa of the issue fee. SO ;
~ replacement of s claim by a claim of thesame
B ._tygg do not require any additional fees. -
- For pm of determining the fee due the Hik
~ Patent Office, a claim will be treated as depend- All questions ertam to the return of fees
ent if contains reference to one other clmm are referred to the Refund Unit of the Finance
£ the Budget and Finance Division,
y ‘ £ t] should be expressed to attorneys or
fee paid reflects this determination. A Zzeanta as to whether or not. fees are return-
Any claim which is in dependent form bu , ew partxcu]ar cases, :
which 1 lus §0 &vmaed thati 13. in fact i jxs no 4 e
~ oxample it does not include every imiration of '608 -
_the claim on which it depends, wiil be required Dnsciosure [R 22} o
to be canceled as not being a proper dependent In raturn fur a patent, the mvenmr gwes as
claim; and cancellation of any further claim conszderatlon a_ complete revelation or dis-
depending on such a- ndent claim will be  closure of the invention for which he seeks
similarly required. The applicant may there- gm rotection. All amendments or claims must
‘upon amend the claims to place them in proper. d basis in the omgmal disclosure, or they
~ dependent form, or may redraft them as inde-  involve new matter. licant may rely for
pandent claims, upo ] ~ol any. n ~ disclosure upon the specxfl; ation with original
, additional fee. e - claims and drawings, all as ﬁled complete See
- After a reqmrement for reetrlctxon. ' rule 118 and§608 04. ;
‘ e]ected claims will be included in determining
the fees due in connection with a subsequent 608 01 Speclﬁcatnon [R-—29]
amendment unless such claims are canceled.
An amendment accompanying the papers con- '35 U.S.C. 22. Printing of pupers filed. The Commis-
stituting the separate application under rule 60  sioner may require papers filed in the Patent Office to
canceling claims from the certified copy will be printed or typewritten.
_be effective to dummsh the number of claimsto ~ Rule 71. Deiailed description and apccaﬁca!mn of the
- bhe conmdered in calculatmg the filing fees to . invention. (a) The specification must include a writ-
be paid. " ten description of the invention or discovery and of -
The addltlonal fees, if any, due with an the manner “and process 'of making “and using the
amendment are required prior to any, consider-  same, and is required to be in such full, clear, con-
“ation of the amendment ¥ the examiner. ~cise, and exact terms as to enable any person skilled
Money pald ln connectlou Wl'th the ﬁhng Of “ooin the art-or S(‘lellce to which the inventioﬂ O!' diS'
a proposed amendment will not be refunded ~ covery ;P?e"a“‘: or dW'm :‘hmh it 15 most “ea“‘yf
by reason of the nonentry of the amendment. ~ counected, to make and use the same.
yAmendmentﬂ; affecting the claims cannot serve (b) The specification must set forth the precise in-
as the basis for granting any re fund. , vention nfor which a patent is solicited, ’!,‘n such manner
~ Forms 51 and 52, locat ed in the back of the as to distinguish it from other inventions and from
Rule BOOk may be used as an aid in determin- what ‘is old. It must describe completely a specific

, . embodiment of the process, machine,” manufacture,
mg the requlred fee. Cop ies of these forms are composition of matter or imprevement invented, and

?3‘;':;1::}:1ingogox;hﬁhgzzcrz;z?;ﬁigi; itl}r:g]:{)‘}?‘z must explain the mode of opé_ration or principle when-
i ; , . ever applicable.  The besi mode contemplated by the in--
of bulldmg 3 of the Patent Office. : ventor of carrying out his invention must be set forth.
: . ) (¢) In the case of an lmprovement, the specification .
607.01 Fee Exempt [R—22] : must particularly point out the part or parts of the
There were two types of Fee Exempt appli~~ process, machine, manufacture, or composition of mat-
cations: (a) those filed under 35 U. S.C. 266, ~ ‘er to which the Improvement relates, and the descrip-
repealed as of October 25, 1965 and (b) those tion should be confined to the specific improvement and

filed under a ruling of the Comptroller Gen-  to such parts as necessarily cooperate with it or as may
eral’s Opinion B-111,648 also abrogated as of be necessary to & compiete understanding or descrip-
the same date: tion of it.
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sion or aging of the printed
£ examination and Ol’dinaryhgnu

the file, It may be necessary to require
legible and permanent copies be furnished
at later stages after filing, particularly when
preparing for issue. , sl Rl
Some of the patent application papers re-
ceived by the Patent Office are copies of the
origrinal, ribbon copy. These are acceptable if,
he ion o Office, they are legible and

“the Engiish langua

& part of the pe
must be legibly )
_(b) The specification and
subsequently filed, must be pla
~slde of the paper. A margin must be reserved
the left-hand side and on the top of each page and the
‘lines must not be erowded too closeiy together. Legal
paper, S ra S35 by 1210 te 13 inches, 1 a4
donisle o with margins of one'a '

: per used. have a surface such that

amendments may be written therein ink. So-

called *Easily Erasable” paper having a special

- conting so that erasures can be made more easily
may not ,~{)ros'i(1(5 a ‘‘permanent” copy. Rule 52

- {a). If a light pressure of an ordinary {pencil)

© eraser removes the imprint, the examiner

should, as soou as this becomes evident, notify

_applicant that it will be necessary for him to

order a copy of the specification and claims to

_The pages of the specification, inci the claims,
should be numbered consecutively, starting with 1, the
'  placed in the center of the bottom mar-

by the Office may

filed are not correctly, legibly and clearly written, -

~(c) Any interlineation, erasure or cancellation or
other alteration made before the application was .

"'signed‘and sworn to, or declaration made, should be
‘clearly referred to in a marginal note or fdotnote_ on
_ the same sheet of paper. and initialed or signed and
dated by the applicant to indicate such fact. (See
rule 56.) '

In order that specifications may be expedi-

should he placed at the center of the bottom
of each page. It is a common practice and
a commendable one, to consecutively number all
the lines of each page (and the lines of each
claim). A top margin of at least 1% inches
should be reserved on each page to prevent
possible mutilation of text when the papers are
punched for insertion in a file wrapper.

Applicants should make every effort to file
_patent applications in a form that is clear and
reproducible.  The Office may accept for filing
date purposes papers of reduced quality but will
require that acceptable copies he supplied for
further processing. Typed. mimeographed.
xeroprinted, multigraphed or neon-smearing
carbon copy forms of reproduction are
acceptable.

Legibility includes ability to be photocopied
and photomicrographed so that suitable re-
prints can be made. This requires a high con-
trast, with black lines and a white background.
Gray lines and/or a gray background sharply
reduce photo reproduction quality. Legibility
of some application papers mayv hecome im-

Rev. 20, July 1971

rinted papers suitable for use

required if the papers originally incorporation in the file. It is nof necessary to

tographic or spirit duplication processes are
- also not satisfactory. ' i

~as oath or declaration must be in the English
Jlanguage. ' e

: tiously handled by the Office, page numbers

be made by the Patent Office at his expense for
return this copy to applicant for signature.

See in re Benson, 19592 C.D. 5; 744 O.G. 353,
Reproductions prepared by heat-sensitive, hee-

As stated in rule 52 the specification as well

The specification is sometimes in such faulty
English that a new specification is necessary,
but new specifications encumber the record and
require additional reading, and hence should
not be required or accepted except in extreme
cases. ; S

The requirement that the specification must
be in the English language is not satisfied by
the filing of a signed specification in a foreign
language together with a sworn translation
thereof, In re Incomplete Application, 659
0.G.917. : el S :

The specification does not require a date.

If a newly filed application obviously fails to
disclose an invention with the clarity required
by 35 U.S.C. 112, revision of the application
should be required. See § 702,01,

As the specification is never returned to ap-
plicant under any circumstance, he should re-
tain a line for line copy thereof, each line, pref-
erably, having been consecutively numbered on
each page. In amending, the attorney or the
applicant requests insertions, caucellations, or
alterations, giving the page and the line.

“Rule 52(c) relating to interlineations and
other alterations is strictly enforced. See in
re Swanherg, 1290 USTQ 364




'oi?' muomm . 608.01(5)

(n) Title of the Invention.

(b) Abstract of the Disclosure. '

(¢} Cross-References to Relafed Apphw« ‘
tions (if any). ,

Ty Background nf the Inv entlon

1. Field of the Invention.

2, Dos(‘uptmn of the Prior Art.
(e} Summary of the Invention.
{(f) Brief I)escnpt.nn of the Drawing. -
(g) Descriptton of the Preferred Embﬁdz-

(c) Cross-references to related applicatmn it‘ any. ment (s).
(d) Brie!summarvotthe invention, =’ o (h) (]'1““(""/'
g ; descnption of the several v!ews of the ot i '
o drawing. if there are dra“ings . L ;'608.01(1)) Abetract of the Dlsclosure
(£) Detailed description. ' : G [R—Z‘Z]

(g) Claim or claims. " :
(h) 'ilgnature : ,‘ See 'rule 57 Rule 72(b). A bnef abstract of -the tochnica! dis-
’ E L _ closure in the specification must be set forth immedi-
NOTE o ' : : .. ately following the title and preceding the disclosure

. - in a separate paragraph under.the heading ‘‘Abstract
' Demgn Patent spec1ﬁcatmn. § 1503 01. ‘ of the Disclosure”. The purpose of the abstract is to
Plant patent specification, § 1605, enable the Patent Office and the public generally to

~ing the appiication: : :
“(a) Title of the mvention or an mt'oductoxy por-
-tion stating the name, c:tszenshm, and residence of the

Reissue patent Spec‘ﬁ"atmm § 1401. 06 : determine quickly from a cursory inspection the nature

-~ The fo]lowmg order of arrangement i3 pref-
erable in framing the specification and, except
for the title of the invention, each of the lettered ~ claims. ‘ i
items should be preceded by the headmgﬁ ~In all cases which lack an abstnct rhe
mdmﬂed - examiner in the first Office action should re-

shall not be used for interpreting the scope of the .

44.1 Rev. 29, July 1871

and gist of the technical disclosure, and the abstraet



~ practice like any other forma
- Under current practice, in all i
the application contains an abstract w
 to issue, the abstract will be publisk
 Official Gazette instead of aclaim.
~ Upon psssing the case to issue, the Examin
should sce that the abstract is an adequate and
clenr stntement of the contents of the disclosure
and generslly in line with the guideli ‘
nbstract shail be changed by the
Amendment in those instances where deem

 quire that each application for patent incl
an Abstract of the Disclosure, Rule 72(b).
The content of a patent abstract should be

~ such as to enable the reader thereof, regardless
of his degree of familiarity with patent docu-

‘ments, to ascertain quickly the character of the = , : \ ) ;
" such as “means” and “said,” should be avoided.

" The abstract should sufficiently describe the dis-
" closure to nssist readers in decidin

there is a need for consulting the full patent

text for details. ' B B :

subject matter covered by the technical dis-

closure and should include that which is new

in the art to which the invention pertains.

- The abstract is not intended nor designed for -
e scope or meaning of the

use in interpreting th

claims, Rule 72(b).

Content
A patent abstract is a concise statement of the
technical disclosure of the patent and shouid

invention pertains, =

_ technical disclosure may be new in the art, and

disclosure. =~
If the patent is in the nature of an improve-

composition, the abstract should include the
technical disclosure of the improvement. -

pounds and compositions, wherein the process
for making and/or the use thereof are not

obvious, the abstract should set forth a process -

for making and/or a use thereof.

fications or alternatives, the abstract should

| 6679 Ol

. nature of the compound or composition should

. be given s well as the use thercof, e.g., “The

. compounds are of the class of alkyl benzene sul-
... fonyl ureas, usef

GUIDELINES FOR THE PREPARATION OF

single example unless variations are necessary.

generally limited to a single arﬁm h within
the range of 50 to 250 words.
“legal phraseology often used in

- should not rep« , ;
title. It should avoid using.phrases which can
i

include that which is new in the art to which the
If the patent is of & basw nature, the entire |

the abstract should be directed to the entire
ment in an old apparatus, process, product, or

~ In certain patents, particularly those for com-

1f the new technical disclosure involves modi- -

e applications of %m

shomid not compare the invention with

re applicable, the abstract should include

; thefol}owmg e: (1) if & machine or apparatus,
_ its organi tmn*an)d operation; (2) if anarticle,

of making; (8) if a chemical com-
1nd, its identity and use; (4) if & mixture,
ts ingredienis; (5) if a process, the steps.

- apparatus should not be given. ok 20

With regard particularly to chemxcal p‘ai:enutei S

ds or compositions, the genera

‘ ul as oral anti-diabetics.”
Exemplification of a species could be illustra-

_ tive of members of the class. For processes, the
lgrpe, reaction, reagents and process conditions
10!

uld be stated, generally illustraied by a

 ZLanguage end Format |
The abstract should be in narrative form and

e form and
tent claims,

whether

_ The language should be clear and concise and
t information given in the
sclosure concerns,”

be implied, such as, “This

“The disclosure defined by this invention,”
“This disclosure dmnbes,a, etc. e

| Responsibility
Preparation of the abstract is the responsibil-
ity of the applicant. Background knowledge of
the art and an yagpreciation of the applicant’s
contribution to the art are most important in
the preparation of the abstract, The review of

- the abstract, for compliance with these guide-

lines, with any necessary editing and revision
on allowance of the application 1s the respousi-

bility of the Examiner.

Sample Abstracts

A heart valve with an annular valve body de-

fining an orifice and having a plurality of struts

“forming a pair of cages on opposite sides of the

orifice. A spherical closure member is captively

Rev. 22, Oct. 1069



. held within the
between
shion. .

(::Ben and closed |
slight leak
he closed position
ightly larger than the
flow is maximized in the open posit:
valve by providing an inwardly conv
on the orifice-defining surfaces of the bo
‘annular rib is formed in a channel around
periphery of the valve body to ane '
ring used to secure the valve within art.
A method for . by application of heat,
overlapping closure panels of a folding box
made from paperboard having an extremely
thin coating of maisture.y moﬁng thermoplastic
materinl an opposite @'f.zrgmes. Heated air is di-
rected at the surfaces to be bonded, the tempera-
ture of the air at the point of impact on the sur-
faces being above the char point of the board.
The duration of application of heat is made so
brief, by a corresponding high rate of advance
. ‘of the boxes through the air stream, that the
' coating on the reverse side of the panels remains

of

 substantially non-tacky. The bond is formed

immediately after heating within a period of
time for any one surface point less than the
total time of exgosnre to heated air of that
point. Under such conditions the heat applied
to soften the thermoplastic coating is dissipated
a pletion of the bond by absorption into
~ the board acting as a heat sink without the need

ling devices. i :
des are produced by reacting an ester of
xylic acid with an amine, using as cata-
“Iyst an alkoxide of an alkali metal. The ester

is first heated to at least 75° C. under a pressure
of nc more than 500 mm. of mercury to remove
moisture and acid gases which would prevent
the reaction, and then converted to an amide
without heating to initiate the reaction. ‘

tion [R-21]

The Background of the Invention ordinarily
comprises two parts: ‘

(1) Field of the Invention: A statement of
the field of art to which the invention pertains.
This statement may include a paraphrasing of
the applicable U.S. patent classification defini-
tions. The statement should be directed to the
subject matter of the claimed invention.

(2) Description of the Prior Art: A para-
graph(s) describing to the extent practical the
state of the fprior art known to the applicant,
including references to specific prior art where
appropriate.  Where applieable, the problems
involved in the prior art, which are solved by
the applicant’s invention, should be indicated.

See also section 608.01(a).
Rev. 22, Oct. 1966

cart,

608.01(c) Background of the Inven-

y : e
closure member. Blood

‘mary of the imvention Indicating its nature and sub-

stance, whick way include a statement of the object of
- the invention, shoul@ precede the detailed description.

invention is to apprise t

" to which the invention relates,

. Such summary should, when set forth, be commensurate
“iwich the tovention as claimed and any object recited
should be tm the invention as claimed.

ince the purpose of the brief summa

public, and more
e particular art
hich th of the nature of
the invention, the summary should be directed
to the specific invention being claimed, in con-

especially those interested i

“tradistinction to mere generalities which would
~ be equaily =2pplicable to numerous preceding
~ patents. That is, the subject matter of the in-

46

ment of the objects of the invention, which
- statement ig also permissible under Rule 73.

 608.01(e)

vention should be descri in oune or more
clear, concise sentences or paragraphs. Stereo-
typed general statements that would fit one
case as well as another serve no nseful purpose
and may well be required to be canceled as
surplusage, and. in the absence of any illumi-
nating statement, replaced by statements that
are directly in point as applicable exclusively
to the case in hand. = S ;
The brief summary, if properly written to
set out the exact nature, operation and purpose
of the invention will be of material assistance

‘in aiding ready understanding of the patent
‘in future searches. See section 905.04. The brief

summary should be more than a mere state-

- The brief summary of invention should be
consistent with the subject matter of the
claims. Note final review of application and
preparation for issue, section 1302. :

Reservation Clauses Not
Permitted

Rule 719. Reservation clauses not permitted. A res-
ervation for a future application of subject matter dis-
closed but not claimed in a pending application will
not be permitted in the pending application, but an
application disclosing unclaimed subject matter may
contain a reference to a later filed application of the
same applicant or owned by a common sssignee dis-
closing and claiming that subject matter.

608.01(f) Brief Description of Draw-
ings

Rule 14. Reference to drawings. When there are
drawings, there shall be a brief description of the




608010
Opemion, of In-

The exammer should see;to it that the fig
tly described in th bnef

scription of the dramng, that all s
used are referred

d that

608. 01 (g) Detalled Descrlptmn’ ;o‘f n-

venuon [R—22]

A detailed description of the invention a.nd e
drawings follows the general statement of in-

vention and brief description of the drawings
'This detailed desorz ption, required by rule 41

'§608.01, must be in such p&rhcularztv as to
i imay be p)ﬂted in dependent form in-which a cla:m :

‘enable any person zkilled in the pertment art

or science to make and use the invention without

mvolvmg extensive experlmentatlon An ap-
i is ordinarily permitted to use ‘his own

‘ as. long as it can be understood.

, ical correctlons, however,

should be" quired by the examiner. but 1t

bered that an examination is '
curmg gram-

~not made for the purpose of
‘matical perfection. :

The reference characters must. be properls
_applied, no single reference character being
used for two different parts or for a given part

and a modification of such part. In the latter
. case, the reference character, applied to the

“given part,” with a prime affixed may advan-
‘tageously be applied to the modification.
Every. feature specified in the claims must be
illustrated, but there should be no superﬁuouL
illustrations.

The description is a dxctlonary for the claims

and should provide clear support or antecedent

basis for all terms used in the claims. See

rule 75, §§ 608.01(i), 608.01(0), and 1302.01.
Nore -——Comp]eten& % 608.01(p).

46.1

608‘01,(1)‘ Claims

[R-21]

beet mode dev by the mveximﬁ of

cat{gmg out his invention must be sst forth
)

, escription. Current practice is to ac-
cept an operative exszmple as suﬁiclent to meet
this requirement.

In chemical cases, ',;complete data necessa v

r the greparatmn and use of at least one ex
’ the invention should be presented.
L mpleteness. § 608.01 (p)

[R—29]

Rule 78. Claim (2). (a) The speciﬂcation must con-
clude with a claim particularly peinting out and dis-

tinetiy claiming the subject matter which the applicant
" regardsas his invention or dlmvery

(b) More than cne claim may be presented provided, e
they differ subcmntlany from caeh other aond are not
unduly multiplied :

A{e) When more than one clmm is presented they :

may refer back to and further restrict a single preced
ing  claim. Llaima in dependent form shall be con-

“ostrued to jnclude . all the hmltatmm of the clalm
- incorporated by referenco into the dependent clajm,

(d) (1) The claim or claims must conform to the -
invention as set forth in the remainder of the specifica-.
tion and the, terms and phrases used in the claims must
find ‘clear support or antecedent basis in the descrlp-'
tion so that the meaning of the terms in the claims may
be ‘ascertainable by reference to the description. .

(2) 'See rules 141 to 146 ‘as to claiming diﬂerent :
inventions in one application.

(e) Where the nature of the case admits, as in the :
case of an impmvemenf any mdependent claim should
contain in the following ‘order, (1) a preamble com-
prising a- geue':al deacnptxon of all“the elements or

steps of ‘the claimed combination which ‘are ‘conven- S

tional or known, (2) a phmse quch 8s “whereiu the ‘
improvement comprises,” aand (3) those elements, steps

~and/or relationships which constitute that portion of :
the clalmed comblnatmn whick the applicant conslders Ry ‘

as the new or improved portion

Nom'f

‘Numbering of Claims, § 608.01 (1)
Form of (Jl'ums, § 608 Ol(m)

Rev; 20, July 1871



e procecution. When claims are canceled,

claims  must -not ‘be bered. Whe

- added, except when pre
"l(b), they ‘must be ‘num| red by the applicant cen-

secntively . beginning wi&h the number next following;‘a,'
the highest ” numbered claim previously . presented -

(whether entered ‘or not). ‘When the appucation is

quested by npplicant

bered.

608. 01( k) Sututory Reqmrement of £

Claims [R—22] :
35 U.S.C. 112 requires that the apphcant

shall particularly point out and distinctly

claim the sub]ect matter which he regards as

his invention. The portion of the appllcatlon :
in which he does this forms the claim or
This is an lmportant part of the ap--

claims.
~ plication, as it is the definition of that for

which protectwn is granted.

- 608.01(1) Ongmal Clalms

In establlshmg a disclosure, applicant may
rely not only on the specification and drawing
as filed but also on the original claims 1f thelr
content justifies it.

Where subject matter not shown in the draw-
ing or described in the s cification is claimed
in the case as filed, and such original claim
itself constitutes a clear disclosure of this sub-

o lect matter, then the claim should be treated on

~ its merits, and reqmrement made to amend the

~drawing and specification to show this subject

matter. The claim should not be attacked
either by objection or rejection because this
subject matter is lacking in the drawing and
specification. It ig the drawing and specifica-
tion that are defective; not the claim.

It is of course to be understood that this dis-
closure in the claim must be sufficiently specific
and detailed to support the necessary amend-
ment of the drawing and specification.

608.01 (m) Form of Claims [R-22]

While there is no set statutory form for
claims. the present Office practice is fo insist
that each claim must be the object of a sen-

i’in'acmrdanoe th Rale

‘ reudy for aillowance, the examiner, if Necessary, will re-
number the claims cosseentively in the order in which
they appear or in such order as may have been Te-:

In a single clann case, the clalm is not num- :

we) cla: ,
me of ailowance, t

 equivatent). If, at the
quoted terminology is n:
by the Clerk, Each cl

 letter and ends mu} 1)

: There ma A
 segregate su om inat]
) %neml ‘the printed patent

e format used but printin
‘pense may prevent the dup ication of unduly
‘complex claim formats. .
Reference characters correspondmg to ele-

ments recited in the detailed description and the
drawings may be used in conjunction with the
recitation of the same element or group of ele-
 ments in the claims, The refermce characters,

however, should be e within parentheses

's0 as to avoid confusio other numbers or
characters which may er in the claims.
‘The use of reference characters is to be consid-
~ered as havmg no effect on the scope of the
“claims.
Many of the dlﬂicultles encountered in the
prosecution of patent applications after final
rejection may be alleviated if each applicant
includes, at the time of filing or no later than the
first response, claims varying from the broadest
to which he believes he is entitled to the most
detailed that he is willing to accept. ,
. Claims should preferably be arranged in or-

: ‘der of sco e so that the first claim presented is
the broade Where separate  species are
“claimed, the claims of like species should be
,grouped together where p«osmb and physically

- groups of claims. (Both of these provisions
may not be practical or possible where several

rec:es claims depend from the same generic =

aim.) * Similarly, product and process claims
should be separately grouped. Such arrange-
ments are for the pur, of facilitating classi-
fication and examination. :
~ The form of claim reqmred in Rule 75( e) is
particularly adapted for the description of im-
provement type inventions. It is to be con-
sidered a combination claim. The preamble of
this form of claim is considered to posmvely
and clearly include all the elements or ste
cited therein as a part of the claimed com ma-
tion.
See Rejections not based on Prior Art

$ 706.03.

608.01(n) Dependent Claims [R-22]
Rule 75(c), reads as follows: '

When more than one claim {s presented, they may
be placed in dependent form in which a claim may refer

47 Rev. 22, Oct. 1969

” {Ofﬁw i

~separated by drawing a line between claims or




rue dependent ship. S

oes not, however, precl , 1
ing by the Examiner that a claim is not a proper
dependent claim. Any claim which is in depend-

“ent form but which iz so worded that it,in factis
~not, as for example it does not include every
Iimitaticn of the elaim on which it depends, will
“be required to be canceled as not being a proper

dependent clzim; and cancellation of any fur-
~ ther claim depending on such a dependent claim
- will be similarly required. The

roper dependent form, or may redraft them as

independent claims, upon payment of any neces-

sary additional fee.
“An essential char &
ndent claim is that it shall include eve

imitation of the claim from which it depends ;14 not be changed. See § 608.01(j).

(85 U.S.C. 112) or in other words that it shall
- not conceivably be infringed by anything which

would not also infringe the basic claim. Thus,

~ for example, if claim 1 recites the combination

structure of claim 1 in which 4 was omitted or

- elements,

The fact that n dependent claim which is oth-

erwise proper might require a separate search
or be separately classified from the claim on

result in a requirement for restriction.

claims are in different statutory classes does not,
in itself, render the latter improper. Thus, if
claim 1 recites a specific product, a claim for the

method of making the product of claim 1 in a

particular manner would be a proper dependent
claim since it eould not be infringed without in-
fringing claim 1. Similarly, if claim 1 recitesa
method of making a product, a claim for a prod-
uct made by the method of claim 1 eould be a
proper dependent claim. On the other hand

if elaim 1 recites 1 method of making a symniﬁed
product, a claim to the product set forth in claim
1 would not be a proper dependent clain if the
product might be made in other ways. Note,

Rev. 22, Oct. 1960

" 5 and 6) in which ...

~other preceding claim.

v d. The applicant may -
* thereupon amend the claims to place them in .

acteristic of a proper de-

of elements a, b. ¢ and d, a claim reciting the

replaced by ¢ would not be a proper dependent
claim, even though it placed further limitations -
on the remaining elements or ndded still other

which it depends would not render it an im-
proper dependent claim, although it might

The fact that the independent and dependent "

_seriptive portion of the specification with clear

d in elaims 5 or 6 (or,

~is not permitted. Such a claim disguises the

trne number of claims, since it is in reality two

claims. I | e
" However, a series of dependent claims is per-

“ missible in which a dependent claim referstoa.

turn, refers to an-

It is also alternative.

preceding claim which, in

‘ciaim should not be separated therefrom by any

“dependent” claim. It should be kept in mind
thet a dependent claim may refer back to any

- preceding independent claim. These are the
~ only restrictions with respect to the sequence of

claims and, in general, applicant’s sequenc

Rmcndx AND Os.nzcnox ;
If the base claim has been cancelled, a claim

which is directly or indirectly dependent thereon

should be rejected as incomplete. If the base

claim is rejected, the dependent claim should be
‘objected to rather than rejected, if it is otherwise

allowable. , NSO ST 5
Examiners are reminded that a dependent

~claim is divected to a combination includin

everything recited in the base claim and what 1s
recited in the dependent claim. It is this com-

 bination that must be compared with the prior

art, exactly as if it were presented as one inde-
pendent claim. R 1

Dependent claims should be carefully checked

~when claims are renumbered (Rule 126).

; 608;01( o) Basis for Claim Terminol-

in Description
[R-22]

The meaning of every term used in any of
the claims should be apparent from the de-

disclosure as to its import, and in mechanical
cages it should be identified in the descriptive
portion of the specification by reference to the
drawing, designating the part or parts therein

directly refer back

A claim which depends from a de?éhdeﬁbﬂ

claim whick does not also depend from said




E  CowsmeriNg DisCLOSURES OF
- Uriurry 18N Drua Cases e

PRy : . These guidelines are wn to provide
only for new matter ‘s,?,:“;go ized o uniform fx‘;ndling “of applications disclosing
. ogy While an applicant is not li A drug or pharmaceutical utility. They are in-
. nomenclaturo used in the applicat nded to guide patent Examiners and patent
yet whenever by amendment of his clai plicants as to criteria for utility statements.
departs therefrom, he should make appropriate | hey deal with funda n ntal q;estwn,s fmfldtm,
amendment of his specification so as to_have to il Vtgxelen ment 1f luture
. therein clear support or antecedent basis for ; indicates this to be necessary. hall be
. the new terms appearing in the claims. This . The following two basic principles shall be
' ary i rger to insure certainty in co followed in considering matters relating to the
the claims in the light of the specifica- ~ 2dequacy of disclosure of utility in drug cases:
x parte Kotler 1901 C.D. 62: 95 O. (1) The same basic principles of patent law
tule 75. sections 608.01(i) und which apply in the field of chemical arts shall
i T g ST /.. (2) The Patent Office shall confine its exam- =
S T S s : " ination of disclosure of utility to the applica-
608.01(p) Completeness [R-22] = tion of patent la}v ringples, recognlilzing/lt)g:t» o
L e s e SR i ies of t overnment have been
~_Newly filed applications obviously failing to iﬁé‘i;n“ ff'::l}‘x:;éxbﬁponseibility rof,eassuring con-
disclose an invention with the clarity required  formance to the standards established by statute
are discussed in section 702.01.  for the advertizement, use, sale or distribution

4 strain
< tion.
2684, See R
1302.01.

A disclosure in an application, to be com-  of drugs? ;
~ plete, must contain such description and details A drug is defined by 21 U.S.C. 821(g)
as to enable any person skilled in the art or The term “drug” means (A) articles

. science to which the invention pertains to make recognized in' the official United States
~and use the invention. = ... Pharmacopeia, official Homeopathic Phar-
~ While the prior art setting may be men-  macopeia of the United States, or official
tioned in general terms, the essential novelty, . National Formulary, or any supplement
the essence of the invention, must be described ~  to any of them; and (B) articles intended
in such details, including proportions and tech- for use in the diagnosis, cure, mitigation,
niques where necessary, as to enable those per- _treatment, or prevention of disease in man
sons skilled in the art to make and utilize the ~ or other animals; and (C) articles (other -

invention. iy S o than food) intended to affect the structure

' bgecgﬁc operative embodiments or examples or any function of the body of man or other
of the invention must be set forth. Examples  animals; and (D) articles infended for use
_and description should be of sufficient scope as as a component of any articles specified in
to justify the scope of the claims. Markush  clause (A), (B), or (C); but does not
claims must be provided with support in the  include devices or their components, parts,
disclosure for ench member of the Markush or accessories.
group. Where the constitution and formula of  In addition, compositions adapted to be applied
a chemical componnd is stated only as a proba-  to or used by human beings, e.g., cosmetics,
bility or speculation, the disclosure is not suffi- dentifrices, mouthwashes, etc., may be treated
cient to support claims identifying the com- 1 the same manner as drugs subject to the con-

pound by such compesition or formula. ditions stated. ,

A complete disclosure shounld include a state- Any proof of a stated utility or safety re-
quired pursuant to these guidelines may be

ment of utility. This usually presents no prob-
lem in mechanical cases. In chemical cases. 1 In re Krimmel, 48 CCPA 1116, 202 ¥.24 948, 130 US

varying degrees of specificity are required. i Hartop et al, 50 CCPA 780, 311 F.2d 249, 13

48.1 Rev. 22, Oct. 1969



in the pplicmon
N subz%ittai b

Utlhty must be:deﬁmte and in currently

__available form,? not merely for further invest:-
~gation or research but commercial avm}abx}ztv,

. Z‘nem assertions such as ~‘i‘her"

is not necessary
harmacentical pur-

peutu, agents,” *

bes”“ and for making further ‘unspecified
: preparatmm ere regarded as insufficient.

If the asserted utility of a compound is
believable on its face to persons skilled in the

iew of the contemporary knowledge in
en the burden is upon the Examiner

equate su pport for rejections for lack-

0 give ad
of utility under this section.” On the other hand,
incredible statements® or statements deemed

unlikely to be correct by one skilled in the
art® in view of the contemporary knowledge
in the art will require adequate proof on the

part of applicants for patents.

Proof of utility under this section may be

established by clinical or in »ive or in vitro

_data, or combinations of these, which would be -

convincing to those skilled in the art.* More
particularly, if the utility relied on is directed

- solely to the treatment of humans, evidence of

utility, if required, must genem]ly be clinical
evidence,! although animal tests may be ade-
quate where the art would accept these as
'xpproprmtely correlated “’lt]l humm utility.’*

3 Brennery, Jltmaan, 383 U.8. 519, 148 L"’SP 689
3 0f, In re Lorenz et al., 49 CCPA 1227, 13‘2(] 875, 13
L USPQ 312 of. Ex parte Brockmann et al., 127 US PQ 57.
oS IR re llicdrlch 50 CCPA 1355, 318 ¥F24q 0486, 138 USPQ

54 CCPA 1119, 153 USPQ 48, Ez partc
Lanham, 135 USI'Q 106,

s In re Joly et al., it CCPA 11! )9 153 UBPQ 45 ; In re Kirk
ot al,, 54 CCPA 1119 : 153 lmm

“Inre Gazave, 54 COPA l.;24 UsPO 92,
8In re Citron, 51 CCPA 852, 325 ¥.2d 248,139 USPQ 516 ;

Q.
sIn re Kirk et al.,

In re Oberweger, 28 CCPA( 7#9 113 ¥.24 826, 47 USPQ 455

Lz prarte Moore et al ;128
9In re Ruskin. 53 CCPA A72, '414 F.24 205, 1458 VISPQ 221 :
In re Pottier, 53 CCPA 1203, 153 USPO 407; In re Novek
ot al.;, 49 COPA 1243, 308 .24 924, 174 SPQ 35, 8ee alun,

Inre Trona, 52 CCTPA 938, 240 .24 $74. 144 USPQ 351,
" In re Ivons, 52 CCPA 935, '%40 l 24 924, 144 U RU'Q 301
56: Ez mrll' Itrgmmn 117 l ‘%
: mu, 23 USPO 581
13w re MHartop et al., 50 CPA T80, 318 F.24 249, 135
USPQ 41D ; Fz parte !Iurphy, 134 USPQ 134,

W} 220 L parte Tim-

rM Puschall, 8§ UAPI(Q} 131 : r
3 Ea party Tlmmln 123 V8P

Rev. 22, Oct. 1069

7 “blologwal activity,”®  “intermedi-

ticularly ¥, ..
in the art to “hxch it pertains .

Jatility representative examples together with
“a statement applicable to the genus as a whole

arte Pennell ct ul., 99

48.2

’ txox\s whose pro rtles
‘)md?e:lble from a know!
pxatlves, antac

tain toplcal preparat ns, requxre little br‘ ;
e hmcal roof.’®

th e utility requirement under this section,
r which is not sufficiently. safe under the
of use for which it is said be be

. effective will not satisfy the utility require-
 ment.!® Proof of safety shall be requived only
~in those cases where adequate reasons can be
_advanced by the Examiner for believing that

the drug is unsafe, and shall be accepted if it

establ hes a

30 US.C. 112

Iomca] or ehemothenpeutm urposes may raise
a question of compliance with Section 112, par-
as to enable any person skilled
.. to use the
same.” If the statement of utility contains
wlthm it a connotation of how to use, and/or

~the art recognizes that standard modes of

administration are contemplated, Section 112 is
satisfied.’” If the use disclosed is "of such nature
that the art is unaware of successful treatments
with chemically analogous compounds, a more
complete statement of how to use must be sup-
plied than if such analogy were not present.’®

It is not necessary to specify the’dosage or

method of use if if i3 obvious to one skilled in
the art that such information couid be obtained
without undue experimentation.}*

With respect to the adequacy of disclosure
that a claimed genus possesses an asserted

wili ordinarily be suﬂiclent if it would be
deemed likely by one skilled in the art, in view

of mntempomrv knowledge in the art, that the

clatmed genus would possess the asserted

UKD 472 In re Krimmel, 48 CCP 2 F.24 948
) 215 In ve Dodson, 48 CCPA 1125, 292 F.2d 943, 130

USSP
l‘§1'0 224: Inrc "Mrhinm 52 CCPA 1141, 342 F.248 80 144

URPQ 637,
$Iu re Rergel ! al, CCPA 1]1,02 202, F.2d 935, 130

USPO 206 Ez parte Mclvin 185 USPQ 4
e }mrh’ Harrison ¢t al., 129 USPQ 172 Ee _parte Lcwin

140 UKPQ 70.
- 'P“v re. Hartop of al, 50 CCP'A 780, 811 F.24 249, 133
“ 419.

FCE In ve Jolineon, 48 CC I'A 733, 282 F.24 370, 127
v ﬁP! 218 ; In ve Hitehinga et al., 52 CCPA 1141, 342 F.24 80,
144 TRPQ 637,

S In re Mourca of al, 52 CCPA 1363, 345 F.2d 505, 145
U8PQ 452 In re Rehmidt et al,, 58 CCPA 1571, 153 USPO

G40

h absolute safety is not neeessary to

sonable pmbabzhtv of safety :

A mere %tatement of utility for pharmaw :

12 Ct o Blicke v, Treves, 44 CCPA\ 13’;3 241 de 718, 1%‘2) '




b fordlnary sklll in the ; of:
_temporary knowledge the art. Failure
jmeet't ese standards

'non atent pu 1

result in a require-

3) a patent or, ,

pendin and com
lication, mgwh:ch

ora pendmg'ﬁ,
appli

: tm exeeuted by the appl

ent of record stating that the €OpY CONSist
sieme material ulxcorpomted by refe

mcorporat&s essenhal ms-
a pe{;dmg and commonly

“or deciamtzon‘

his attorney or

plicati c r;:o rates “essentinl  mat

~‘the U’m

ing the state of the '
The referencmg application must mclude ( 1)
brief summary of the i inven-

CCPA 1248, 148 F.24 974, 62 UsP ?
CPA 711, % F.24 357, 12

8
| ta *et al.; 48 CCPA
121.U8 ¢ Sohmidet, 48 CCPA 1140, 293 !‘zd 274,
130, UEPG .44 hl e Cavalma, 49 CL‘PA 13257308 P.2d 505,
134 USPQ 370 ; In re Burrey, 54 A 855, 870 F.24 MQ 151

ccP
n re Lund et al;, 58 CCPA ézéz 153 USPQ 625.

Zanham, 121 URP m arte mm o al.
8 Inre ("urnn, 51 A4 852, 825 ¥.24 149
%51 In re Gottlieh et al.; 61 ('cm uu. 828 ru iote,

140 GBPQ 665,

435438 O 21 -3

Statec; or forelgn c&mtme {2) prior
- filed, mm(;;g.owned’l’,S appli ) : ‘(3)~ .

2 .24 363.

aapphcahon srhei '

_ eszsential material is incorporated by ref

to a foreign patent or to a pubhcatlon wi not
be affected because of the presence of such refer-
ence. In such a case, as well as any other case
not entitled to incorporate essential
al by reference, the applicant will be re-
“to amend the disclosure to include the

q
material incorporated by reference. The amend-

ment must be accompanied by an affidavit or
declaration executed by the applicant, or his

. attorney or agent of record, stating that the

mwndaml Yy material consists of the same ma-

terial incorporated by referenm in llw mfvrem"
: mg application.
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- hb T
"t?:estzbhsh : clt)mstructxve

, the, subjec!
patent applications depend on the. f
organisms which must be described i

ification in accordance with 35 U.S.C..

_problem exists when_ rgorgamsms umd ‘

are known and readil le to the public.

When the invention depends on the use o

microorganism which is not so known an

"N!q'mm reading and henoe
~ not bermqmmd or wcepteé axcept m

A substitute speclhcatmn that Jhas n

1(n (;Cgl.t:, 1m&tegfa _required, and is not needed, is not enteted

g"ﬁdmgly © Pﬂfﬁﬂ* Oﬂ'itge ;v:lll accopt the  * New m 'nt,amendment see § 60304
ollowing as comply with the requirements AT

of Section 112 for an adequate disclosure of the : 1 prepared for i issue, see § 1302.
mxcroorgamsm mqmred to ' out the

ekrogatory Remarks o

invention: , ‘ Ll g
;! él) the aé)phcant, no later fect . About Prior Art in Specl-
U ate of the application, has S ﬁcatlon
deposlt of a culture of the microo i ‘
depository affording permanence of the de
and ready accessibility thereto by the publi 1c
a patent is granted, under conditions whlch'
“assure (a) that access to the culture will be
available dungg pendeéxézvi) of ;;‘he C}:)atent appli-- , it
cation to one determin y the Commissioner
to be entitled thereto under Rule 14 of the Rules 608 01 (9) Restorauon Of Caneeled
of({’fﬁ(;txéle in lli"atent Cases and }?5 U. Slgb ][22 ' : ~ Matter [R—2
an at all restrictions on the availabilit;
~ to the public of the culture so deposited will be o m&nﬁﬁ ::i;tl;: the ls'gdec;nly by
1rrevocably removed upon the gmntmg of the " the cancelled mattelresasm » new insert

rule 124, § 714.24.

" The applicant may refer to the general state
~of the art and the advance thereover made by
hua invention, but he is not permitted to make
m%;ltory remarks concemmg the mventmnq, L
f ot : S

patent;

N (2) su%h deposit lsﬁrl'g(fiemdd to mdthe bod of
the s cation as and is identi
deposmumber, name and address of the de-  608. OI(t) Use in Subsequeut APP'“”" j
pository, and the taxonomic description to the tion [R-29]

extent available is included in the specxﬁcatxon, A reservation for a future application of

and
 subject matter disclosed but not claimed in a
(3) the a thcant or his assi ns has !)rOVlded pending application will not be permitted in

assurance of permanent availability of the cul-
ture to the public through a dcposnt);)ry meeting the pending application. Rule 79, § 608.01(e).
the re?lmrenu.nts of (1). Such assurance may While a specification cannot be transferred

be in the form of an averment under oath or by  to another application, drawings may be trans-
declaration by the applicant to this effect. - ferred from a prior application to a later case
A copy of the applicant’s contract with the by the same inventor, note §§608.02(i) to

depository may be required by the Examiner  608.02(k). s ‘ ,
Rev. 20, July 1971 484 |




complete application if t}
~ parts are later supplied. See §§ 506 and 5(
608.01(v) Trademarks and Names

‘k'wbrd, letter, s"ymbol or device
~the time th
- question of

e manufacturer or merchant and
: to identify and distinguish his product
from those of others. It is a proprietary word
inting distinctiy to the product of ¢
AUGOF. . v o e e S
Names Used in Trade: a nonproprietary
me by which an article.or product is kmown
- and called among traders or workers in the art,
- although it may not be so known by the public
- generally. ‘used in trade do not point
to the product of one producer, but they iden-
tify a single article or product irrespective of
producer. SV
Names used in trade are permissible in pat-
ent*ﬁp%mﬁans ife o e
(1) Their meanings are established by an
accompanyins ‘definition which is sufficiently
precise and definite to be made
claim,or .~ '
(2) In this country, their me
known and satisfactorily defined
“Condition (1) o ) must be 1
time of filing of the complete app
- 'TrapEMARES
The relationship between a trademark and
the product it identifies is sometimes indefinite,
uncertain and arbitrary. The formula or char-
acteristics of the product may change from
time to time and yet it may continue to be sold
under the same trademark. In patent specifi-
cations, every element or ingredient of the
" product should be set forth in positive, exact,
intelligible language, so that there will be no
uncertainty as to what is meant. Arbitrary
trademarks which are liable to mean different
things at the gleasure of manufacturers do not
constitute suc 'langg:ge. o
. However, if the product to which the trade-
mark refers is otherwise set forth in such lan-
guage that its identity is clear the examiners
are authorized to permit the use of the trade-
mark if it is distinguished from common de-

49

: uniier a trademark, or a product referred to
~ oniy by @ used ]
the specification and such identifieation is
- deemed necessary under the principles set forth
-above, the examiner should :
 insufficient and reject on the ground of insuf-
_ficient disclosure any claims based on the
 identification of the product merely by trade-
mark or by the name used in trade. If

. facture of

-out the fact that the

introduced by amendment it must be restricted
to the characteristics of the product known at

plication was filed to avoid any
atter, T
tification of the product sold

if proper

'8 name used in trade, is omitted from

old the disclosure

the

product cannot be otherw ed, an amend-

ment defining the process mant

may be permitted. Suc ,

supported by satisfactory showings establish-

ing that the s}peciﬁc nature or process of manu-
the E;oduct as set forth in the

amendment was known at the time of filing of

~ the application,
A

ough the use of trademarks having defi-

T

 nite meanings is permissible in patent ap-
_ plications, the proprietary nature of the marks i

should be respected and every effort made to

prevent their use in any manner which might

adversely affect their validity as trademarks.
The examiner should not permit the use of

language such as “the product X (a descrip-
“tive name) commonly known as Y (trade-

mark)” since such language does not bring
latter is a trademark.
Language such as “the product X (a descrip-
tive name) sold under the trademark Y” is
permissible. Gl
The use of a trademark in the title of an
applieation should be avoided as well as the
use o»f a trademark coupled with the word
“ty 2”3 ie., “Band-Aid type bandage”
The owner of a trademark may be identified
in the specification.
Examiners should send a copy of all trade-
mark misuse complaint letters to the editor of
this manual. ‘ L '

Rev. 29, July 1971




‘ with th appl!cation.,

derstanding, of the in-

pure wbzte za{kr of 2 ﬂnelmes» M_ﬂrrespmmin,{ to
ply or three-plv bristol board. Tbo enn’ 1

on which a dra
inches. One of t
as its top. The
2 .inches apd b m and
inch from the edges, the
8 by 113, inches. Margin I
- mitted. All worl\ must be incl
- The sheets may be provided With'two %-inch-diametpr
holes having their centerlines spaced ‘eleven-sixteenths
inch below the top edge and 234 inches apart, said hok&
being equally spaced from the respective side edges,
‘(¢ Character of lincs. Al drawmgu
with drafting instruments or by a process which will
- give them satnsfactory reproduction characteristics.
‘Every line and letter must be absolutely black and per-
‘manent; the weight of all lines and letters ‘must be
heavy enaugh to permit adequate reproduction. This
direction applies to all lines however fine, to shading,
and to lines repreeenting cut surfaces in sectional
views. All lines must be clean, sharp, and solid, and
fine or crowded lines should be avoided. Solid black
should not be used for sectional or surface ing.
Preehand work should be avoided wherever !t is pos
sible to do so,
(d) Hatching and shading. (1) Hatching ahould be

made by oblique parallel lines, which may be not less

than ahout one-twentieth inch apart.

{2) Heavy lines on the shade side of objects should
be used exrept where they tend to thleken’ the work
and ohscure reference characters. The light should
come from the upper left hand corner at an angle of
45°. Surface delincations should bhe shown by proper
shading, which should be open.

Rev. 20, July 1971

* comprehension of the sa
‘cross or mingle with

ata httle dns(ance, at. t

e which they refer. They
) hatched or shaded surfaces but when necess: Iy, R blank

als | are preferred) ‘must be
2y formed, and not. be encir-
’kxble, measure at least one-

par :s of the drawing as to sntertere thh o thorough
] ,‘andk thenlfoxwe should rarels
e 'lines, “When necessarily
grouped around & (wmun part, they should be pmced ,
<t point where there is
Jines with the parts
‘not be pmced upon

avaalab.e space, and connec

space may be left in the hmchmg or shading where the

_character occurs so thag it shall appear . perfectly dis-

tinct and separate from the work. The same part of an
invention appearing in imore than one view of -the

drdwmg must alwars he deqxgnated Ly the same char-
: -acter, and the same character mmt never be used to

designate dn'ferent parts. -

(g) Symbols, legends. (;raphncal drnwing sxmbok
and other labeled representations may be used for con-
ventmml elements when appropriate, subject to ap-
proval bs the OCffice. The elements for ‘which such

~symbols and labeled representations are used must be

ddequately ulentxﬁed in the ~pecxﬂmtxon While dewnp—

Ctive mattet ‘on drawings is not permltted, slut'lblP
‘legends may be used, or may “be required, ‘in proper

cases, as in diagrammatic views and flowsheets or to
show materials or where labeled representations are
employed to illustrate conventional elements. Arrows
may be required in proper cases, to show direction 'of
movement. The lettering should be as large a8, or

larger than, the reference chamcters

(h) [Revoked] , ~
(1) Views. The drawing must contain as manv ﬂg
ures as may be necessary to show the invontion the
figures should be consecutively numbered if possible
in the order in which they appear. The figures may be
plan, elevation, swction, or perspective views, and de-
tail views of portions or elements, on a lxlrgor acale if
necessary, may also be used. Exploded vi(m.s, with the
semmted parts of ‘the snme figure embraced by a -
bracket, to show the relationship or order of assembly .
of various parts are permissible. When necessary, a
view of Inarge machine or device in its entirety may
he broken and extended over several sheets if there




tnaomumacnuyoxumm,
d!ﬂerentputsahonidheﬁlenum

rresponding to the figare n
ew and have arrows applied to ind
in which the view is taken. A moved
_ shown by.a broken line superimposed upon
__ figure if this can be done without crowding,
___ aseparate figure must for this purpose. Modi
fied forms of construction can only be shown in sep-
- arate ﬁgures. Views should not be connected by projec-
tion lines nor shonld centerlines be used. .
3): Arranyement of views. All views on the same
sheet must stand in ‘the same direction and should, if

ich has charge of the drawmgs in patented
cases. Canceled sheets, however, are not re-

tained
with the abandoned files an¢ drawings m the
Abandoned Files Unit.

See: Correction of drawmgs, § 608. 02(p)
Prmts preparation and distribution, §§ 508 and

>'4608 09(m) Prints, Return of drawmg, § 608.02

possible, stand so that the¥ can be read with the sheet

held in an upright position. If views longer than the

width ot the sheet are necessary for the clearest illus-

ention, the sheet may be turned on its

. two-inch margin is on the right-hand

jside One figure must not be _placed upon another or
within the outline of anotker.

(k). Figure for Oficial Gaezette. The dmwing should

as far as possible, be so planned that one of the views

will be suitable for publication in the Official Gazette

as the illustration of the invention.

(1) Eostraneous matter. An  inventor's, agent's, or .

attorney’s name, signature, stamp, or address, or other
'extraneous matter, will not be permitted upon the face
of a drawmg, within or without the margin, except that
identifying indicla (attorney's docket number, inven-
tor's name, number of sheets, ete.) should be placed
within three-fourths inch of the top edge and between
the hole locatio efined in paragraph (b) of this rule.
Authorized security markings may be placed on the
drawings provided they be outside the illustrations and
are removed when the material is declassified.

(m) Transmission of drawings. Drawings transmit-
ted to the Office should be sent flat, protected by a
sheet of heavy binder’s board, or may be rolled for
transmisison in a suitable mailing tube ; but must never
be folded. If received creased or mutilated, new draw-
ings will be required. (See rule 152 for design draw-
ings, 165 for plant drawings, and 174 for reissue
drawings.)

Rule 86. Draftsman to make drawings. (a) Appli-
cants are advised to employ competent draftsmen to
make their drawings,

(b) The Office may furnish the drawings at the ap-
plicant's expense as promptly as its draftsmen can
make them, for applicants who cannot otherwise con-
veniently procure them. (See rule 21.)

Design patent drawings, rule 152, § 1503.02.

Plant patent drawings. rule 163, § 1606,

Reissue application drawings, §§ 608.02(k)
and 1401.05.

51

Signature to the drawing is treated in

8 605 04(h). For pencil notations of classifica-

tion and name or initials of assistant examiner
to be placed on drawings see § 717.03.

The filing of a divisional case under the
provisions of rule 60 (unexecuted case), does
not obviate the need for formal Brmol board
drawmgs See § 608.02(b). :

Arch'rxo 6 Frep Wrrnom' Dn.awmee

Apphcat ns filed without drawmg are ini-
tially inspected to determine whether or not
& drawing, under the statute, is necessary be-

)

fore the applicant can be given a filing ‘date.

Doubtful cases are referred to the group
director for decision as to the need for such a
drawing. It has long been the practice to
accept a process case (that is, a case having
only process or method claims) which is filed
without a drawing. Thesame practice has been
followed in composition cases. Other situa-
tions where drawings are usually not consul :
ered essential for a filing date are:

1. Coated articles or products.
invention resides solely 1n coatmg or impreg-
nating a conventional sheet, e.g., paper or
cloth, or an article of known and conventional
character with a particular composition, the
application containing claims to the coated or
impregnated sheet or article, unless significant
details of structure or arrangement are in-
volved in the article claims. :

I1. Articles made from a particular mate-
rial or composition. Where the invention con-
sists in making an article of a particular mate-
rial or composition, unless significant details
of structure or arrangement are involved in
the article claims.

II1. Laminated structures. — Where the
claimed invention involves only laminations of
sheets (and coatings) of specified material un-
less significant details of structure or arrange-
ment (other than the mere order of the layers)
are involved in the article claims.

IV. Articles, apparatus or systems where
sole distinguishing feature is presence of a par-
ticular material. Where the invention resides

Rev. 29, July 1071
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ith the patented drawings but are filed

Where the’\:fff .




» e package are

: onven-
lstnfmshmg feature is

requiring an i
drawing under the second sentence of
In requiring such a drawing, the e
should clearly indicate that the requir
is made under the second sentence
and be careful not to state that he
so “because the nature of the case a
a drawing, as that might give r
~neous impression as to the completen
~_ application when filed. Examiners
such requirements are to specifically requi

_a part of the applicant’s next response, at
__ an ink sketch or permanent print of any dra
~_ ing proposed in response to the requi n

_even though no allowable subject matier is yet

indicated. This will afford the examiner an
earl og})o y to determinee the suffic
of the 1llui and ence

cept for the

is nothing patentable in the case, the sketch and
authorization for entry will not be forwarded to

the Drafting Branch.

PHOTOGRAPHS

Photographs are not acceptable for a filing
date nor for any purpose except as exhibits
unless they come within the special categories
set forth in the paragraph immediately below.
Photolithographs of photographs and photo-
graphs mounted on proper size Bristol board
are never acceptable. See In re Taggart et al,,
1957 C.D. 6; 725 O.G. 397 and In re Myers,
1959 C.D. 2; 738 O.G. 947.

SreciaL CATEGORIES

The Patent Office is willing to accept black
and white photographs or photomicrographs

Rev. 20, July 1971

tal effects. The photogra

_and otherwise
_ing drawings.

X ; ~ ing informal, and when indicated, that such
the drawing.  drawings can be corrected so as to be acceptable,

i 'mination that there

Clearly, photograpiis are not drawings.

'This procedure, by avoiding a fruitless requeyst‘
to have the Drafting Branch prepare the new
drawing, will promote earlier issuance of the

_structures, metallurgical micro
textile fabrics, grain structures and «
phs or photomicro-
graphs must sho e Invention more clearly
than they can be done by India ink drawings
' mply with the rules concern-

uch photographs to be acceptable must be
made on photographic Paper having the fol-
lowing characteristics which are generally rec-
ognized in the photographic trade: cﬁxuble
paper with a surface described as

; tint, white. L '
_the drawings are informal, but may be
admitted for examination pml-gt')ses the drafts-

__man indicates on 3-part form, PO-948, what the
_ informalities are and whether they can be cor-

rected or whether new drawings are required.
In either case the drawings are accepted as satis-
fying the requirements of rule 51. The draw-
ings, after being microfilmed, are then returned
o the Application Branch to which branch
orm PO-948 is also sent for insertion in the
propriate application. =~ .

. ‘Norlfthc AI’PLICANT ’
The examiners are directed to advise the
applicants (see § 707.07(a)) in the first Office
action of the conditions which render the draw-

but will not, in any case, require new drawings
because of their execution unless the necessity
therefor shall have been indicated by the
draftsman. o :

__ As soon as allowable subject matter is found,
the requirement for new drawings should be
insisted upon. Before writing the action, the
draftsman should be consulted to ascertain if
at that time, the new drawing could be ‘p'repared
by the Patent Office on request and, if so, the
estimate of cost should be included in the action.
Otherwise, the action should state:

ices of a competent patent draftsman out-
side the Office, as the Drafting Branch of
the Patent Office does not have the facilities
at the present time, for preparing new

drawings”. , '

patent.

“Applicant is advised to employ the serv- =




are fil Forthoaewhohawm

eposi sooount.,mooptanea of the formal draw-

 will be contingent upon payment of the

: pect dra ) & omparison cha wnthmtheaetpenod. A

the event that any of the followmg oD is notification is placed in the file and

~$§f Z ot;,y,m ey , e : L is forwarded to the appmpna.ets
o D  TIBEIED, € grot 1gned but not examin
objection(s) can be w 1of uired. ~
ap hca.nt to make correct: ' win the event the dra.wmgs are not timely fur-
Lead lines too long. nished, the application becomes abandoned after
Heavy shade lines required. . expiration o¥ the two-month od referred to
Hatching required. o in form letter POL-1094. %'oup clerk
s Lines rough and blurred. ~ prepares a letter of abandonment but the ex-
: Pale lines (if the prints indicate the Imes ~ aminer is not credited with a disposal. o
reproduoe sufficiently). If the formal drawings are timel ﬁled the
(6) P lé) per (if drawing is otherwise examiner compares the dmwmgs when he ex-
: : lication. e
e following ob]ectlons if made by the ‘Hggt s with phot ' ‘
ot ol Y e photo n
waived: must be. and aann ~ drax  identified by a plx)nk pecm.l R.
Space forheadmg mmd. . ; & , }ie judge of drawings, as
; Ink drawings require __ to the execntion of the same, and the arran,ge-
: 3) Ps aper undersize. .~ ment of thk views thereon, while the examiner
- (4) Signature on wrongend of sheet - is the judge as to the sufficiency of the showing.
Insufficient margin. . The drawings, upon receipt of an application,
(6 ‘Borderlinenot inink. ; apr:ctszx&t ’tfmn}]x tl:ia f]tfsphcat10111fBrame1ufo be i 1}!:-
L 8 y the draftsman satisfacto e
ApprTIoNAL ILLUSTRATION - stamPs on each sheet “Approved by Dg’fts-

If there is only one re, it should not be  man.” See also § 608.02.

esignated “Fig. 1.” e examiner may re-

(hll'e a.ddltlona dmwmgs for the purpose of v 608 02(b) Informal Drawings [R-
illustrating the dxsclos:drs. oy 29] [ ,
When a necessary. itional i nstratlon is [ Rule 85. Informal drawings. The reqnirements of

?il]!;alina:g d:::)nall)esltede(:egf Ei(;':vl;?n(gl'rsa}m lun]%s n%’é k rule 84 relating to drawings will be strictly enforced.

’ A drawing not executed in conformity thereto, if suit-
be reqmred"’g:: tltle exabr.flln? will ask thf'{t tﬂ;‘e able for reproduction, may be admitted but in such case
pll'gpﬁsEf 1 m’ﬁ‘gle ¢ szown] lt?) a8 : :h the drawing must be corrected or a new one furnished,
which showing wi ranste oneo e as required. The necessary corrections or mounting will

sheets of the drawings. O
1d I be made by the Office upon applicant’s request or per-
For the handlm of ’tlona] duph ) OF mission and at his expense. (See rules 21 and 163.)

substitute dmwmgs, gee § 608. 02(h)
In instances where the drawing is such that
608. 02(a) New Drawing—When Re- the prosecution can be carried on without the
quired [R-29] : corrections, applicant is informed of the reasons
why the drawing is objected to, and that the
PHoroprINTS As DrRAWINGS drawing is admitted for examination purposes
To expedite filing, applicants sometimes sub- zglzngngz &711(;)]{‘ ch;lxi‘;:.e fnﬂ;:eg;ogz:&
mit as)pllcatlons with f,)hotoprmts in lieu of corrections when there lSr::ll indication of
forma dramnFscatlSuc applications are ac- 1 CpT subject matter. See rule 111(b).

cepted by Application Branch for filing only,
provided the Xhotopnnts are readable and re-  ¢na 02 (¢) Drawings or Print Kept in
Examining Group [R-25]

producible. licant is notified on form let-
tm' POL-1094 t at formal drawings, in com-
The photocopies of the drawm must alwa
comparison fee of ten dollars, are required  be kept on top of the papers on the right of the

pliance with rule 84, together with a minimum
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_tion, should be il
a graphical draw
(e.g. alabeled rectang
(b} When the
.on_an old ‘machine the dramng must
,exhibit, m one or more vxew= the j i

leemse, any structural detall that is of’»
sufficient importance to be described should be

shown in the drawing. (Ex parte Good 1911
CD 43; 164- 0.G. 739)

608 02(e) Examiner Determlnes'

Completeness of Drawings

The examiner should see to it that the fig-
ures are correctly described in the brief de-

scription of the specification and that the
reference characters are properly applied, no

ﬁgle reference character being used for two
erent parts or for a given part and a modi-
ﬁcatxon, of such part. Every feature covered
by the claims must be illustrated, but there
should be no superﬂuous 111ustrat10ns

608.02(f)
Modifications may not be shown in broken

Modiﬁcauons in Drawings

another form of the invention. Ex parte
Badger, 1901 C.D. 195; 97 O.G. 1596.

All modifications described must be illus-
trated, or the text canceled. (Ex parte Peck,
1901 C.D. 136; 96 O.G. 2409.) This require-
ment does not apply to a mere reference to
minor variations nor to well-known and con-
ventional parts,
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“reasons. The entries made by the clerk wﬂl
~ be marked ¢(N.E.)”.

lines on figures which show in solid lines

When an a endment'ls filed statmg that at

the same tim fsubstxtute or additional sheets

of drawings are filed and such drawmgs have
been transmitted to the exa

ore en ermg the
drawmg was not
_communication of the

notlhed if the draw-

'thev will be stamped
DRAFTSMAN?”,

~ considered by the examiner, 1t should be kept
in mind that ‘the “APPROVED” stamp applies

only to the size and quality of paper, lines rough
and blurred and other details of execution. The
examiner should not overlook such factors as
new matter, the necess1ty for the additional

 sheets and consistency with other sheets, Clerks

will routinely “enter’ all additional and sub-
stitute sheets on the file wrapper. If the exam-
iner decides that the sheets should not be
entered, applicant is so informed, giving the

If an additional sheet of dramng is con-
sidered unnecessary and the original drawing
requires alterations which are taken care of in
the proffered additional sheet, the latter may
be used in lieu of the usual sketch required in
making the correction of the original drawing.
For return of drawing, see § 608.02(y).

608.02(i) Transfer of Drawings From
Prior Appllcatmns [R-
29]

Rule 88. Use of old drawings. 1If the drawings of a
new application are to be identical with the drawings
of a previous application of the applicant on file in
the Office, or with part of such drawings, the old draw-
ings or any. sheets thereof may be used if the prior
appiication ‘is, or is about to be, abandoned, or if the
sheets to be used are canceled in the prior applica-




D APPLICATION

up will be effected by the

Application Branch if the application is other-
wise entitled to receive a filing date. Thetrans-
fer of the drawings between applications under
rule 88 is processed in the examining groups

if the later filed application has heen forwarded

to the examining group. A new application

filed without drawings but having a request for
transfer of drawings from a pending applica-
tion must be accompanied by a written declara-
tion of abandonment rule 138. 1In order
i 2y abandonment may
to become effective only after the
transfer of the drawings has taken place. The
_continuing application is given the date of the
_ abandonment of the parent application. When
a new application is filed with a request to trans-
fer drawings under rule 88, the application
_papers should include drawing prints to enable
_the Application Branch to process the case
 before transfer of the formal drawings is
effected. ‘ .
The above practice applies to transfer of
drawings from any application except where
the issue fee has been paid, in which case an
express abandonment (rule 138) must be filed
together with a showing why the proposed ac-
tion was not taken earlier. See rule 313.
The name of the attorney on the drawing
being transferred is not changed. See
§ 608.02(u). | -
When an application becomes a patent. any
canceled sheet of drawing then in the case is
sent to the Abandoned Files Unit. Such can-
celed sheet is available for applicant’s use in
another application directed to its subject
matter. It follows that, except as provided in
rule 174, drawings printed in a patent may not
be transferred to a subsequent case.

608.02(j) Trahsfer of Canceled
Sheets of Drawings to Divi-
sional Application

In the case of a divisional application, if the
drawing and descriptive matter pertaining

56

_the reissue

_must be kept in the condition existing at the

608.02(m) Prints

T:?a,nsferﬂ of Drawings to 'j";y

Reissue [R-23]

608.02 (k)

In a reissue application, the prints of the
original or patented drawing may be used for
examination purposes, and the formal transfer
of the original drawing to the reissue applica-
tion made when the reissue application is ready
for issue, provided no change whatex:z, even so
much as the priming of a reference character,
or correction of an obvious error, is made in
the drawing there is to be any change
whatsoever in the drawing, a new drawing for

ist be filed 0
e than one sheet of original
red change on any sheet will
the use of the original drawings which
time of issue of the original patent. See
§ 1401.05. i E

Transfer of the drawing is made as set forth :
in § 608.02(1), notation thereof being entered on

the file wrapper of the original application. i

[R-23]

Preparation and distribution of prints is dis-
cussed in § 508. S o
Prints are made of the drawings of an ac-
ceptable application. Prints of the drawings
as filed are entered in the application, given
a paper number and kept on top of the pa-
pers on the right side of the file wrapper, see
§ 717.01(b). :

All prints and inked sketches subsequently
filed to be part of the record are endorsed with
the date of their receipt in the Office and given
their appropriate paper number.

The print being thus an official paper in the
record should not be marked or in any way
altered. The Bristol board drawing, of course,
should not be marked up by the examiner.
Where, as in an electrical wiring case, it is
desirable, to identify the various circuits by
different colors, or in any more or less com-
plex case, it is advantageous to apply legends.
arrows or other indicia, an additional print for
such use should be ordered by the examiner
and placed unofficially in the file.

Prints remain in the file at all times except
as provided in § 608.02(e).

Rev. 29, July 1971



.9y o
~ In patentability report cases having draw-
~ ings, the examiner to whom the case is as-
signed obtains a duplicate set of prints of
he drawing for filing in the group to which
the case is referred. @
When a case that has had patentability re-
port prosecution, is passed for issue or becomes
abandoned, notification of this fact is given
by the group having jurisdiction of the case
to each group that submitted a patentability
report. The examiner of each such reporting
group notes the date of allowance or abandon-
ment on his duplicate set of prints. At such time
as these prints become of no value to the report-
ing group, they may be destroyed.

608.02(0) Dates Entered on Drawing

 The Mail Branch stamp and the “Corrected”
stamp applied by the Drafting Branch are im-

pressed on the back of the drawings.

The only date entered on the front of the

drawings is the date of mailing of the Notice

of Allowance, which is done by the Issue and

Gazette Branch. Under current practice, the

clerk of the examining group does NOT.

enter any date when the case is “sent to issue™.
Approval of the Drafting Branch is indicated
by a legend associated with the “O.G. Fig.
Cl....Sub....” stamp on the front of each un-
canceled sheet. o

608.02(p) Correction of Drawings
[R-29]

Rule 128. Amendments to the drawing. (a) No
change in the drawing may be made except by permis-
sion of the Office. Permissible changes in the con-
struction shown in any drawing may be made only by
the Office. A sketch in permanent ink showing pro-
posed changes, to become part of the record, must be
filed. The paper requesting amendments to the draw-
ing should be separate from other papers. ;

(b) Substitute drawings will not ordinarily be ad-
mitted in any case unless required by the Office.

Note.—Correction is deferrable, see § 608.02
(b}, correction at allowance and issue, see
£§ 608.02(w) and 1302.05.

A canceled figure may be reinstated. An

amendment should be made to the specification
adding the brief description if a canceled figure

i8 reinstated.
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| 608.02(r)

608.02(q) Conditions Precedent to
Amendment of Drawing
(R23]

, f(‘}tgrr:lctioq and fa,lteratio_xxs in tli!e disclosure

of the drawings of a pending application may

be made only under l:ll)l‘a;l supervgsion of, or by

the Chief Draftsman.

No alterations as above indicated will be

rmitted unless required by an examiner’s

etter In each case, or proposed in writing by

,af)plicant or his attorney. In either case the
a

terations or corrections as indicated in the
sketches filed after the requirement by the
examiner, or with the request of the applicant
or his attorney receive the written approval
of the examiner before the case is sent to the

Chief Dr;gkfts‘x'nan. ;
Nore—Disposition of orders for amend-
ment of drawing, § 608.02(x).

Separate Letter to Drafts-
man [R-23]

 Any l;equést by the applicant for amendment
of the drawing to cure defects must be em-

bodied in a seperate letter to the Chief Drafts- |
~ man. Otherwise the case, uniess in other respects

ready for issue, will not be forwarded by the
examiner to the Drafting Branch, and appli- -
cant will be so advised in the next action by
the examiner. : ’

Note.—Changes w
§ 608.02(v).

608.02(s)

hich ‘may requlre sketches,

Estimating Cost of Correct.
ing Drawings [R-29]

Files and drawings sent from the Examin-
ing group to the draftsman for estimating
the cost of correcting the drawing or of mak-
ing new drawings will be retained by the
draftsman only ﬁfng enough to estimate the
cost_of the work.

If the examiner approves of a proposed
correction of a drawing for which an estimate
is requested he will note his approval on the
order for the estimate, attach the order to the
outside of the file and have the docket clerk
of the group forward the file and drawing
to the draftsman. The draftsman will note
the estimate on the order and also on the
drawing. If the application is not up for ac-
tion the draftsman sends the estimate to the
applicant. If the application is up for action
the draftsman does not send an estimate, but
the examiner should include the estimate in

the next action.




the apphcant the

whether or not a clai

except for a ¢

man, such as ions of ﬁgures, or inkin

rough and blu e and roug};, & print.or penanc, i
tain (by calling Ext 73227) whether or not the : g such changes in red in
attorney in the case has a deposit account. If xbn;u;’{l be fge& fu(l)lr(xi::lt?llgxlx{ ’absrlfet(::llll lines may .
there is no such account, the examiner will Sketches filed by an applicant and used by
obtain an estimate of the cost of this work from (1o’ qraftsman for correctll)on of the drawing
the draftsman even though applicant has not will not be returned. All such sketches must
requested such an estimate. Including the be in ink or permanent prints. o
estimaie in the final requirement for correc- A i sketch that is otherwise acceptable
tion of the drawmg may av 01d prolonmng the a rint with the changes indicated in
prosecution. . . encil, may be inked in by the Office Drafts-
an at applice t’s requ&st and at his expense.

608.02(t) Cﬁncehtxon of Fxgures . 608.02(w) Dra Changes Which

\wing

May Be Made by Examin- o

, f’ers Amendment Wnthout M
a Sketch [R——23];v ‘

Where an ap licati
cept for a sli g

crossed by the red line. The words “CAN. CEL ; 1ml{>1v1ng change in structure, ﬂ(‘f ex:muclﬁr
per’ ’ and the date of the amendment directing c";::m f iizagia?{lg'eeﬁ;?ileng;fl iglteenninggnci? or-x .
hecacsatono he dte thr ubineshots (e Grawing the adon o s 0 bn
1 > € made and send the drawing to the Draftsman
;'edllne(.l Cagcelsimon of a?hentlre sh“’fézfl\gléaﬁ}; _for the required correction.
ings is done by stamping the words ~As a guide to the examiner the followmg
P91h in hthe top. rlfi’ﬂ}t corner of the drawing c}cirrec{)téons dare illustrative of those that may
within the marginal line. thus made: ,
When the cancelation of some of the figures 1. Adding two or three reference characters
from one sheet of drawings has left the re- or ex nents ,
maining figures with an inartistic arrangement, 2. gng one or two numerals or ﬁgure
the Chief Draftsmen should be consulted as to ordmals (Quality of énper being a factor).
whether the remaining figures should be trans- 3 Remo;vm superfluous matter, e.g., figure
ferred to other sheets already in the case or = &R ordinal where all but one figure have been

shown in additional drawings. Cancelation of canceled.

4. Adding or reversing directional arrows.
a figure may necessitate renumbering of the 5. Changing Roman Numerals to Arabic Nu-
remaining figures.

merals to agree with specification.
6. Adding section lines or brackets, where

608002(“) Changing Name of Attor‘ eas]]v executed.
ney on Drawing Forbidden 7. Making simple changes in inventor’s

[R-23] name (not his signature).
~ , 8. Changing lead lines.
Writing upon the drawings the names of 9. Correcting misspelled legends.
attorneys subsequently appointed, so as to In the event that several different kinds of

make it appear that their names were present  changes are reqmred or any of the listed
when the drawings were originally filed, is  changes are time consuming. an Examiner’s
prohibited. Amendment should not he made.
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. the file and the examiner wril

 Where the ordered ¢

in a case up for action by the exa ine
proved, the application and drawing ]
warded to the draftsman provided there is an
allowable claim or there has bee

request by applic ‘

) P
the draftsman is attached “ﬁp

ter “approved”, with t
his initials, attaching,
cial” tag (PO-364).
. are to be corrected, t
_ time indicate in the margin the figure to be
printed in the Official Gazette. It is not neces-
sary to carry such files to the draftsman.. Mes-
senger envelopes should be used. After the
drawing has been corrected, the draf
stamps the letter to the draftsman and the

ap priate, a.

of the drawing CORRECTED and returns the

_case to the examiner.
New Drawings PrePARED
When new_ drawings

Rev. 29, July 1971

are for-

_ example, because the p

ot approved, for

roneous, or involve new matter or (although
erwise per) do not include all necessary
ions, the case and request for correction

 of drawing are not sent to the draftsman. The

h and blurred lines
miner should at that

back

608.02(y) Return of Drawing
, 29] .

__examiner’s reasons for not approving the cor-

in the Office action.

rections to the drawing should be set forth

[R-

If there is an aécékl‘)téd"dra\éingin,&tﬁ ase,

other drawings (except those originally filed)

that have been finally denied admission will be
returned to the applicant only at his request.

_ Such a request must be filed within n reason-

58

able time; otherwise the drawing may be dis-
posed of at the discretion of the Commissioner.

sed changes are er-



] ] F‘xammmg
Before drawings are retugllled prmts are ma e '
on file.

applicant for sxgn.\tum See

03 Models, ’Exhlbxts, Specnmens

Ruie 91 l[odela not genmlly required as part of
application or patent. Models were once required in

all cases admitting a model, as a part of the applicns
_tion, and these models became a part of the record of

the patent. Such models _,/are,no longer gen
oation, and the dmwin 1
complete, and capable ot’ being | d rst

 device is questloned the apphcant must estab-
lish it to the satisfaction of the Examiner, but
he may choose his own way of so doing.

A physical exhibit, not to be part of the case.

is generally not refused except when bn]l\v or

dangerous.
Rule 93. .ﬂ'pemmeﬂs

a eomposition of matter, the applicant may be required

to furnish specimens of the composition, or of its in-

zredients or_ intermediates, for the purpose of inspec-
tion or experiment.

60803(&) Handling of Models, Ex-
hibits and Specimens

[R-23]

A]l models received in this Office, whether
forming part of an application. or filed upon
request from the Examiner, must be received
from the Supply and Receiving Unit and not
from the applicant or his agent. It is neces-
sary that all models shonld be taken to the
*upplv and Receiving Unit for proper record-
ing m order that they may be located under sub-
=equent inquiry and for final disposition. The
Examiners should. therefore, refuse to accept

| ance with the official

i  Rule 94
© Models, exhibits, or specimens in_applications which

When the invention relates to '

els from mvemm's or attm-m;s. Modeh
perly received and entered in the records of
ge ly andagecm; mgll n;t will be de:nered
vicked up by the Examining Group.
! lh}:.s’been received in compli-
uirement, the date of

on the file wrapper

or will

When a mode

its filing shall be ente
of the apphcataon.
When an exhibit or model is received, it will
forwarded from the Supply and Recelvmo
to the Iax&mmmg Group. A label showing
y’s name and address should be attache

_ to the model or exhibit so that it can be returne

after prosecution of case. If exhibit is too large

to ept in the Group during prosecutlon of
may be sent to the Supply and Receiv-

Unit with instructions to indicate whether

ex ibit is to be held or returned to sender. o

Return of models, ezhibits or specimens.

ha\e become abandoned, and also in other applications
on conclusion of the prosecution, may be returned to
¥ cant upen demand and at his expense, unless

it be deemed necessary, that ,they ‘be preserved in the
“Office.. Such physical exhibits in contested cases may

be returned to the parties at their expense. If not
rlaimed within a reasonable time, they may be disposed
of at the discretion of the Commissioner.

When a model is to be returned a letter

| should be written to applicant by the Exam-

ining Group stating that it is being returned
under se{)arate cover and the Supply and Re-
ceiving [Tnit should be propvrh notified to

_return the model.

Nore. —-Dlspcsmon of exhibits which are
part of the record, §715.07(d). ‘ -
Models, exhibits and specimens may be pre-
sented to the Office for purposes of interview =
and taken away by the attorney at the end of
the interview, See $ 713.08.
Nore—Plant specimens, § 1607, Rule 166.

Rulc 95. Copics of cxhibits. Copies of models or
other physical exhibits will not ordinarily be furnished
by the Office, and any model or.exhibit in an applica-
tion or patent shall not be taken from the Office except
in the custody of an employee of the Office <pecinll\
authorized by the (‘ommisaioner

608.04 New Matter [R-23]

Rule 118. Amendment of disclosure. 1In original ap-
plications, all amendments of the drawings or specifi-
cations, and all additions thereto. must conform to at

least one of them as it was at the time of the filing of
the application.
a_departure from or an addition to the original disclo-
sure, cannot he added to the application even though
supported by a supplemental oath, and can he shown
or claimed only in a separate application.

Matter not found in either, involving

Rev. 23, Jan. 1970



, S| w mat-
ter’ even though Gtamped \PPROVLD by the

Draftsman and provisio al ered b\ the

Clerk. See 36
The E\mmm

Speclﬁcauon, _Claims or
[R-23] |

Matter not in the orxgmal specxﬁcanon.
claims or drawings is usually new matter.
nding on circnmstances such as the ade-

1al d]scloqure. the addition of

. cal pro ;'lnec a new qtlu(f'
OF 2 new tlise may be new matter. See Ex parte

Vander Wal et al.,, 1956 C.D. 11: 705 O(‘ o

(physical pmpmtles) Ex p.n'le Fm&. 50 C.
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