; . type of patents are sometimes

Jofnt. . e Cnidaen e ility” patents or “mechanical”
Convertibility of Application being contrasted with plant or d

 Original or Parent = i specialized procedure wi ertains to

_ Reissue . examination of applications for design and
Division ‘ . plant patents will be treated in detail in
Continuation ‘ S s et 500 and 1600, respectively. =~
Continuation-in-part o , f L e e

Substitute , b
“An application \i;he.rein thé invention is pre-

- Continuity Between Applications: ! .
ekt ) sented as that of a single person 1s termed &
sole application.. Lol

“titled to Filing Date
. 201.02 Joimt

~ 201.14(a) Time for Filing Papers " A joint application is one in which the in-
- 201.14(b) Papers y : ~ vention is presented as that of two or _more
Right of Priority, O ey S
Extension of Period of Priority, Public Law  201.03 Convert
- Rule 45. (b) It an application for patent has been
‘made through error and without apy deceptive inten-
’ tion by two or more persons as joint inventors when
tinuation, Substitute, or Continuation-in-part they were Dot in fact joint inventors, the applicaticn
05 P16 Weaposs bes Beiorics T Claimad for Ty e amerded to remove the names of those R0t 10
. Poreign Application ' ventors upon filing a statement of the facts verified by
" In Oath or Decla’rition i : , e all of the original applicants, and an oath or declara-
In Case of Reissues ‘ e . tion as required by rule 63 by the applicant who is the
Status of Applications , i , ~  actual inventor, provided the amendment is diligently .
90301 New S : - made, Such ameadment must have the written con-
20802 Rejected sent of any assignee.
20303 Amended “The required “statement of the facts verified
208.04 Allowed or in Issue by all of the original applicants” must include
‘ , 20805 Abandomed , ‘at the least, a recital of the circumstances, in-
, 20806 Incomplete _cluding the relevant dates, of (1) the mis-
203.07 Abandonment for Failure to Pay Issue Fee - joinder and (2) the discovery of the mis-
203.08 Status Inguiries :  joinder. Without such a showing of circum-
. _ stances, no basis exists for a_conclusion that
the application had been made in the names
of the original sole or joint applicant(s)

 Patent applications fall under three broad “through error and without any deceptive 1n-
types: (1) applications for patent under 35 tention”, and no foundation is supplied for
S.C. 101 relating to a “new and useful process, 2 ruling that the amendment to remove the
machine, manufacture, or composition of mat-  names ‘of those not inventors or include those
ter, etc.”’; (2) applications for plant patentsun-  to be added as inventors was “diligently

der 35 U.S.C. 161; and (3) applications for de-  made.”

ibility of Applicati

201 Types of Applications

Rev. 29, July 1971



uj}pli,ations of an inventor, all disclosing a
'en inventl Sue '

! h invention may or may
claimed in the first epplication.

1.05 Reissne o
A reissue application is an application for a
patent to take the piace of an unexpired patent

possible to file a sole
place of the joint app
uirements of rule 4
e procedure to be :

joint application is involre _ that is defective in some one or more particu- '
see & 1112007. lars. A detailed treatment of reissnes .ilt be
Conversion from a sole t found hapter 1400, B

~is permitted by 35 U.S.C. 116.
 Rule §5. (c). If an application fo
made through error and without'a
by less than all the actual joing inv
- tion may be amended to include all the joint inventors
_ upon filing a statement of the facts verified by, and an
oath or declarution as required by rule 635 executed by.
all the actual joint inventors, provided the amendment
is diligently made. Such amendment must have the
written consent of any assigne o = -

\ - 201.06 Division [R-29]
en rl;t,:;f:‘):;i?ltxgn A later application for a distinet or inde-
CApRIed” - pendent invention, carved out of a pending
application and disclosing and claiming only
subject matter dis-losed in'the earlier or parent
application, is known as a divisional a hplica-
‘gion ivision”. Except as provided in rule
45, both must be by the same applicant. (See
~ below.)  The divisional application should set
“forth only that portion of the earlier disclosure
~which is germane to the invention as ciaimed

plication.
s expediting the processing
~of newly filed divisional applications, filed as

a result of a restriction requirement, applicants
are requested to include the appropriate Patent
- Office classification of the divisional application
and the ‘status and location of the parent
~application, on the papers submitted. The
appropriate  cla cation for the divisional
application may be found in the office communi-
_cation of the parent case wherein the require-
ment was made. It is suggested that this

~Any attempt to effect a secorid conversion, of
* either type or to effect both types of conversion,
~ in a given application, must be referred to
‘the group director. The provisions of rule
312 apply to attempted conversions after allow-~
“ance and before issue. When any conversion
is effected, the file should be sent to the Appli-
cation Branch for a revision o Tecory
Adding an inventor’s name on the ?g 1
done at applicant’s request and expense. Can-
celling a name is ordinarily done without
charge. Sl s it
An application which was filed by A and
amended to add B to form joint aEplicants AB.

cannot be again amended to make B the sole  classification designation be placed in the
applicant. o o upper right hand corner of the letter of
Where a person is added or removed as an  transmittal accompanying these divisional

inventor during the prosecution of an applica-
tion before the Patent Office, Froblems may oc-
cur upon applicant claiming U.S. priority ina
~ foreign filed case. Therefore, examiners should
acknowledge any addition or removal of in-
ventors made in accordance with the practice

applications. s o

A design application is not to be considered
to be a division of a utility application, and
is not entitled to the filing date thereof, even
though the drawings of the earlier filed utility -
application show the same article as that in the

under rule 45 and include the rollowing state-
ment in the next communicatio
- or his attorney. ARl

“In view of the papers filed .
it has been found that this application, as
filed, through error and without any deceptive
intention (failed to include

n to applicant

~design application. In re Campbell, 1954 C.D. k

191; 101 USPQ 406: Certiorari denied 348
U.S. 88 s ¥ ‘

While a divisional application may depart
from the phraseclogy nsed in the parent case
there may be no departure therefrom in sub-
stance or variation in the drawing that would

as an actual joint inventor; or in-  amount to “new matter” if introduced by
cluded as a joint inventor who  ymendment intc the parent case. Compare

was not in fact a joint inventor) and accord-
mglyi’t]‘us application has been corrected in
i

compliance with mle 45.° ,

201.04 Original or Parent
The terms original and parent arc inter-
changeably applied to the first of a series of

Rev. 29, July 1071
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§§ 201.08 and 201.11L

DiviszoN-CoNTINUATION PROGRAM

The current rule 147 divisional practice and
the “streamlined continuation™ program set
forth in the notices of February 11, 1966 (824




1966 (
0.G.1) are s

effecnveon“e € 1.197L o
The practice mder rule 60 permits perso
havmg autherity to prosecute the prior apphca-'
tion to file a continuation or divisional app}
~cation without an oath or declamuon. if th

.. continuation oz ional application is'a
~of the prio lication as filed. However,sc
of the claims 1 or ﬁpphcauon as filed
amendment in order to

n amendment presenting

company the request
for filing an 3p§;i1catlon under rule 60 but such
amendment w:il not be entered until after the
filing date has been granted.
" Yorm 54 is designed as an aid for use bv both
. applicant and the Patent Office and should
. simplify filing and process mg of applzcatmns
e un ler rule 60.

. charges will be made for preparation of coples
- that are retained by the Office. - : ,

Rule. 60 Contmmng applxcatwn for mwntzon d:s‘-
closed and claimsé in a prror apphcataon A contmua-

tion or dxvxsxonaf pphcatm (fled under the condxtxons_-’ :
o speciﬁed in 35 U.8.C. 120 or 121), which discloses and ,
claims only sulj=:1 matter disclosed in'a prior applica-

tion may be filesd as a separate applicatxon before the
patenting or atandonment of or termination. of pro-
ceedings on the prior application. If “the application
papers compnw- 2 =ipy of the prior appllcation as filed,
signing and execnzion by the applicant may be omitted
provided the copr sither is prepared and certified by
the Patent Office <r is prepared by the applicant and

verified by an afEdsvit or declaration by the applicant. |
his attorney or agesnt. stating that it is a true copy of

the prior applicziion as filed. Certxﬂcatmn may . be

omitted if the copr is prepared by and does ot leave o

the custody of tzz Patent Office, Only amendments
reducing the nurizr f claims or adding a reference
to the prior appiizstion (rule 78(a)) will be entered
before calculatinz :he filing fee and granting of the
filing date. '
Form 54 Divisicn-continuation program application
transmittal form. Lo '

IN THE UNITEL STATES PATENT Ornct:

Docket No. - oo o

Tag CoMMISSINIEz oF PPATENTS
Washington, D.C, :7231.

S This is a rezest for filing a
O Continuatjon
, o

application under 37 CFI? 1.60,

3 Dilvisional
of pending prior appiication Serlal No. oo Lo

by a change in the rnleaf e

s~

- . o 2 e

o gucatmp copies may be prepared and sub-k
~ mitted by the applicant, his attorner or agent. -
 provided thev are verified as true copies. No

Number  Number' .
filed .. exira - Rate

Totahwms ................. —10= ' X
X

!ndemndmtclalms........_ —i= 10
~Totslfiliogflee. ..o .ol L
4. (7 The Comcissicner is hereby authorized to

‘charge any: fees whirh may be reqmred or
credit any overpnvment ‘to’ Account No. '.‘,--.,
A’duplicate copy of. this sheet is enclosed

3.3 A chieck in the amount of§ .. . 1s enclosed
6. [ Cancel claims _.___.______. ar
7. 3 Amend the specification by inserting before the

first line the sentence: —Thisis a {J continu-
ation, [ division, of application: Serml No.
______ Jhled L.l oLoi—

8.3 Transfer the dm“ ings from the prior applica-

“tion to this application’ and abandon said prior .
application as of the filing date accorded this
application. A duplicate copy . of this sheet is
enclosed for filing in the prior application file.
9. 3 The prior application is assigned to . ___:/l_ ..
10. [J The power of attorney in the prior application
I8 te L e Ll i m e e

(name, reg. No., and address)
a. 1 The power apbears in the onf'm'xl paperi
~ the pnor application,

». [ Since the ‘power does not appear in the
orlgnml papers. a copy of ‘the power in
the prior application is enclosed

e d Rocognize as associate attorney and ad- '
‘ Ydress all future (ommunicnllom to .-

Signature
0 Inventon(s)
[ Assignee of (,omp]ete
Interest '
{J Attorney or ngent of
record in prior
application

Since rale 45 (second paragraph) permits
the conversion of a joint application to & sole,
it follows that a new applic: mon, restricted to

.- Rev. 28, Jul:r 1971




20107

divisibie subject
ency of the joint
joint applicants,

converting the. j e, m

identified as a division of the ]

In like manner under rule 45{c W joi
application for divisible subject matter present

in a sole agflication‘may be 1dentified as a divi-
Patyars

if filed by the sole applicant and another

e pendency of the sole. See §201.11.

er, the following conditions must be

ch of the foregoing situations,

‘that the parent appli-
i or and without.

(b) On discover:

burder of establishing good faith rests with
the new applicant or applicants. :

tion the verified
by rule 45.

" For notation to be'put. on the file wrappei' by

~ the examiner in the case of a divisional ap-
plication see § 202.02. e : ..

201.07 Continuation [R-29]

the aggl

must

Rev. 29, July 1971

f the mistake the new

application must be diligently filed and the 12689) ,See § 201.06. i

| 201.08 Continuation-inPart [R-22]

{¢) There must be filed in the new applica-
statement of facts required

 519.)

A continuation is a second application for
‘the same invention claimed in a prior applica-
tion and filed before the original becomes
abandoned. Except as provided in rule 15.
icant in the continuing application
the same as in the prior application.

The disclosure presented in the continuation
must be the same as that of the original appli-

inserted in the oﬁ%j:al application.
At ary time before the patenting or abandon-
t of or termination of pre ings on his
i ication, licant may have re-
> ¢ a continuation in order to intro-
duce into the case a new set of claims and to

establish a right to further examination by the o

on to be put on the file wrapper by :

3 iﬁin"ethe case of a continuation ap-

"hy reamlmd i?ontinuation ‘Pz;ogmm has =

been superseded by the rule 60 practice which
became effective on September 1, 1971 (36 F.R.

A continuation-in-part is an application filed
during the lifetime of an earlier application by
the same applicant, repeating some substantial
portion or all of the earlier application and

adding matter not disclosed in the said earlier

case. (In re Klein, 1930 C.D. 2; 393 O.G.

- A continuation-in-part filed by a sole appli-

cant may also derive from an earlier joint

- application showing a portion only of the sub-
ject matter of the i\ter application, subject to

- the conditions stated in the case of a sole divi-

sional application stemming from a joint ap-
lication (§ 201.06). Subject to the same con-
itions, a joint continuation-in-part application

may derive from an earlier sole application.

10

the continuation should not inclode  §
ich wounld constitute new matter




‘duplicste of a phcatxon lf?l

ing of i

~ case, finds official recognition in the de

~ Ex parte Komenak, 1940 C.D. (
~Current practice does not. require

insert in the specification referen

cant abandoned before the

. The notation on the file wrapper (See

§ 202 02) that one case is a “Substitute” for an-

other is' prmted in the ‘h’eadmg of the patent‘

copies. See §201.11. -
Asisexplained in § 201.11 a "Submtute" does

. not obtain the benefit of the filing date of the
2 prxor apphcatxon , o ,

"0],19 Refile £

No official definition has been give
" Re-file, though it is sometimes use
- native for the term Substitute.

“re-file” an xaminer finds that the
cation is in fac duplicate of a former appli-
cation by the same party which was abandoned

aminer should require the substitution of the
word substitute for “re-file,” since the former

term has official recognition. The endorsement
on the file wrapper that the case is a “substi-

tute” will result in the further endorsement by

the Assignment Branch of any assignment of

_the parent case that may have been made.

201.11 Commmty Between Applica-
~ tions: When Entitled to Filing

Date [R-25] ,
“Under certain_ circumstances an a hcatmn
for patent is entitled to the benefit of

tor. The conditions are speclﬁed in 35 U.S.C.
120.

35 U.B.C. 120. Bem’ﬁt of earlier filing date in tRke
United States. An application for patent for an in-
vention disclosed in the manner provided by the first
paragraph of section 112 of this title in an application
previously filed in the United States by the same in-
ventor shall have the same effect, ag to such inven-
tion, as though filed on the date of the prior applica-
tion, if filed before the patenting or abandonment of
or termination of proceedings on the first application
or on an application similarly entitled to the benefit of
the filing date of the first application and if it con.
tains or is amended to contain a specific reference to
‘the earlier filed application,

10.1

St
TR pendmg with the first ap

_ application similarly entitled to the benefit of

d as an Iter- i

If the ap hcant designates hi: applxcatmn;as' ntent (35 U.S.C. 116). See § 201 06

pph_ o

prior to the filing of the second case, the Ex-

' is sufficient for t

, pald and the patent issues.

e filing
date of a prior application of the same inven-

ba mqmmment that the two apphmons
be by the same inventor:

1. The second application (wiueh is called a
continuing application) must be an application
for & patent for an invention which is also

slosed in the first application (the parent or
nal application) ; the disclosure of inven-

in the first apphcatmn and in the second

ication must be sufficient to comply with the

o
reqmrements of the ﬁrst pamgraph of 35 US.C.

‘3. ‘The contmumg apphcatlon ‘must be co-
lication or with an

the filing date of the first app]icatmn.
3. The continuing application must contain

‘a specific reference to the pnor appllcatlon (s)

in the specification. :
_ The term “ﬂame mventor” has bee construed

- inventor denvedj fro '

inventors where 2. showmg was made t
joinder invelved error without any: deceptwe

CorENDENCY

Copendency is defined in the clause'fwhlch
requires that the second application must be
filed before (a) the patenting, or (b) the
abandonment of, or (c) the termmatmn of ;
proceedings in the first application.

1If the first ap ghcatwn issues as a patent, it

second application to be co-
pending with it if the second anhcatlon is
filed on the same day or before the patenting
of the first application. Thus, the second ap-
plication may be filed while the frst is still

issue, or even between the time the issue fee is

It the first qpphcation is abandoned, the
second application must be filed before the

with the first. The term “abandoned,” refers to
abandonment for failure to prosecute (§ 711.02),
express abandonment (§ 711.01), and abandon-
ment for failure to pay the issue fee (§712).

If an abandoned application is revived (§ 711.03
(c)) or a petition for late payment of the issue
fee (§ 712) is granted by t%e Commissioner, it
hecomes reinstated as a pending application and
the preceding period of abandonment has no
effect,

The expression “termination of proceedings”
is new in the statute, although not new in
practice. Proceedings in an application are
obviously terminated when it is abandoned or

Rev. 25, July 1970

pending before the Examiner, while it is in

abandonment in order for it to be copending



. the

§ 711.02(c).
When(p) )

min&taig

d to express the

f the same subject

, different” applications of the

same inventor, and the second application may

be referred te as a continuing application.
. Continuing applications include those applica-

 tions which are called divisions, continuations,
" and continuations-in-part. = As far as the right

; ‘under the statute is concerned the name used
is immaterial, the names being merely expres-

sions developed for convenience. The statute is
so worded that the first application may con-
tain more than the second, or the second applica-
tion may contain more than the first, and in
either case the second application is entitled to
the benefit of the filing cfate of the first as to the
common subject matter.
REFERENCE TO FIRST APPLICATION

The third requirement of the statute is that
the second (or. subsequent) application must
contain a specific reference to the first applica-
tion. This should appear as the first sentence
of the specification }()) lowing the title and ab-
stract. In the case of design applications, it
_ should appear asset forth in § 1503.01. In view
' of this requirement, the right to rely on a prior
application may be waived or refused by an ap-

Rev. 25, July 1970

_ the fact that an appli
plication of a prior on

e

- sion, continuation,

 ence to the prior

of the later one. I e
shonid

ntion to this in an Office actien, for example,

hglfoi_iawiatgd 8w Ho e

- “It 1s noted t AP} On &ppeRrs

to claim subject mattera&scloseﬂ 3 g’?i»‘
Serijo.

cant’s prior copending application Seris
filed A reference to this

 be inserted in the
Spe resent application if g—
plicant intends to rely on the filing date of the
rior application, Rule 78, :

- In Rule 147 (certified copy) divisional cases,
a})phcant, in his amendment canceling the non-
ected claims, should include directions to enter
“This is a division of a})plication*Seria.l No.
cmminy filed o *’ as the first sentence
lowing the abstract. Where the applicant
has inadvertently failed to do this and the Rale
147 divisional case is otherwise iy for al-
lowance, the Examiner should insert the quoted
sentence by Examiner’'s Amendment. :
_Ef the Examiner is aware of a prior applica-
tion he should note it in an Office action, as in-

- - -

 dicated above, but should not require the appli-
‘cant to call attention to the prior application. -

Applications are sometimes filed with a divi-
or continuation-in-part
oath or declaration, in which the oath or decla-
ration refers back to a prior application. If
there is no reference in the specification, in such
cases, the Examiner should merely call atten-
tion to this fact in his Office action, utilizing,
for example, the Ianguaga suggested in the first
paragraph of this subsection.

10.2




'plxeatx i

‘not copendmg with
b with an in

app ‘ ,

filing date of the first application. I
desires that the pending applicati v
benefit of the filing date of the ﬁrstﬂl apph
tion he must, besides maki e in |
specification to the interm
, a o make reference in the s i
gg lication. See Hovhid
134U Q 162; 305 F. 2d 747 an
dustrial Supg ly Corp. v. Blaw Knox
160 USPQ 177.

Thereisno ]nmt to the num rof pr;o ?ip
cations through which 2 chain of copen

date of the earh&st of a chai

A second apphcat' '
mth the first applicatic
- called substitutes in §2

 to the benefit of the filing date of the prior ap-

may be traced to obtain the bensfit of the filing

applications. See In reHenn sen, USPQ
. 224;8580G.1T. e

. certam
filed in the United States may be enti

np})hcntxon ear-, .

| 'Assxgnment of an o origini

. ries title to any divisional, continuation, sub-

from

apphcatmn stemmin :
e date ~

cation and ﬁ!ed after

nght of Pnorlty of Forengn? i
: Apphcanon [R-24] ~
Und certain conditions and on fulfilling

requirements, an application for imtent :
tled to

 the benefit of the filing date of a prior applica-

i plication and the bars to the grant of a patent

are computed from the filing date of the second
ap lication. An applicant is not required to

er to such a phcatlons in the specification
of the later ﬁledp application. If the Examiner
is aware of such a prior abandoned applica-
_ tion he should make a reference to it in an
- Office action in order that the record of the
second ap‘?lxcatlon will show this fact. In the
case of a “Substitute” application, the notation
on the file wrapper is printed in the heading
of the patent copies and thus calls attentzon
to the relationship of the two cases.
- If an applicant refers to a prior noncopend-
ing abandoned application in the specification.
the manner of referring to it should make it
evident that it was abandoned before filing the
second.

For notations to be placed on the file wrap-
per in the case of continuing applications see

§8 202.02 and 1302.09.
WaeNn Nor Exrrrien To Bnrm or FiLixg
Date

Where the first application is found to be
fatally defective because of insufficient disclo-
sure to support allowable claims, a second appli-
cation filed as a “continuation-in-part” of the
first applicatien to supply the deficiency is no?

entitled to the benefit of the filing date of the

i for A patent for the same lnvenuon in ‘a Toreign

3. tion filed in o foreign country, to overcome an

for similar pur

ecified in 35 U.S.C. 119.

¢ ﬁt of eariier ﬂmg daie in for-
3 ;rrioritv An rappiicntion for

patent for an mmtion filed in this country by any
which is not co ndmg
h includes those
, is not entitled

person who has, or whose legal representatives or
assigns have, pmvmnsiy regulariy fled an application

country which affords similar privileges in the case
of applications fSled in the Un!ted States or to citizens
of the United Staten, shall have the same effect a8

the same application would have If filed In this cous-

try on the date on which tbe application for pntent

for the same invention was first filed in such foreign

country, If the application In this country s filed

within twelve months from the earllest date op which

such foreign appllmtlon was filed ; but no patent shall
be granted on any: application for patent for an inven-

tion which had been patented or descrived in &
printed 'pubiimtien in any country more than one
year before the date of the actual filing of the nppll-
cation In fhis countrs, or which had been In public

uge or on sale in thucountrymmethanenemr
pﬂor to guch ﬂ"ng.
No application for pm‘ent sball ‘be ent:tlad to tth

right of priority unless s claim therefor and a certified .
copy of the originsl foreign applicaﬁon, specification :

and drawings upon which it is based are filed in the
Patent Office before the patent is granted, or at soch
time during the pendency of the application as required

by the Commissioner not earlier than six months after .

the filing of the appiication in this country. Such cer-
tification shall be made by the patent office of the
foreign country in which filed and show the date of -
the application and of the filing of the specification
and other papers. The Commissioner may reqaire a
transiation of the papers filed if not in the English
language and such other Information as he deems
neCessary.

Rev. 24, Apr. 1970



f couatnes mth

| 3 in |
g ‘ , Intema:twnai Conventio
2o application filed prier \ : app! Industrial Property
b ims been withdra“ B, abandoned e pse 1748), indicated by t
name of the country; the
ventxan relating to In z
‘and Industrial Models zed at Buenos, ,
: : mAn t 20, 1010 3207 0 . 935, 28 Stat.
. The period of twelve nths specnhed i 1811}, indicated i’}’ the letter P after the name =
section is six months in the case of deSlgfas,‘ 35 of the country; or reciprocal legislation in the -
. US.C. 172. Seo §1506. _ particuiar country, indicated by the letter L e
~ The conditions, for benefit of the ﬁhng date ;‘ftltﬂozmg the name of the connth e
of a prior application filed in a forexgn country, (1), Argentina (1), Australia (I) ustria (I)’ :
may be listed 2 foll / i'Belgmm (I), Brazil (I, P), | 'algama (1),
1. The foreign a] phca g must be ‘one filed Cameroon (I), Canada (I), Central African
; ich_affords similar ;"“Repubhc {1}, Ceylon (I), Chad, Republic of
H by tions ﬁled mf - (I}. Congo, Republic of (Brazzaville) (I),
 Costa Rica (P), Cubs (L, P), Cyprus (I),
: . Czechoslovakia (), Dahﬁmev (I), Denmark
%I!f)t;nzxgmigﬁe u(bllz)zc(( bo} }*I}?uglor (P),
= ,ﬁled by the same applicant (inventor) xlnian rance (I}, Gabon ( TIany,
; apphcant in the Unlx)txt]ad btates, or by {u ?f;d QE] Rep }lbgfc of (I), Grreece (1), Guatemsla
~ representatives or assigns. i ; aiti (1, P), Honduras (P), Hunga [f
3. The application in the United States must  1celand (I), Indonesia (1), Iran (1), Irelan
" be ﬁ]ed within twelve months from the date {% ) %sm?} (I), Italy (I),Ivory Coast, Republic o
of the earliest foreign filing in a “recogmzed’ o (I}, Japan (I)’ Kenya : I) Korea (L),
count as explained below. Lebanon (I), Liechenstein ~(I)'5 Luxembourg §
, r%e foreign application must be for the ,g’:{ M‘%" gasy, Republic of (I), Malawi (I)a*
same mventwn as tbe aPPhcatxon in the Umted . ta (I), ¥ auritania (1), Mexico (1), Mro n
btatee T aco (I), Morocco (I), Netherlands (I), New, .
' . o o Zealand (I), Nicaragua (P), Niger (I), Ni-
R Co l 2 F geria, Federatlon of (1), Norway (I), Pan-

The right to rely on a forelgn apphcatlon jg Poland (D), P ortuga.l (1), Rhodesia (I),

‘Romania (I), San Marino (1), Senegal, Repub- -

known as the right of priority in international lic of (1, ,
)s Spain (I), Sweden (I), Switzerland
tent law and this p?x I‘;ns been adopted 1, "gurjan Ix)\rab Republic (1), %{'auzama (I),

n our statute. The right of priority origi-
ogo {I), Trinidad and Toba > (1), Tunisia
nated in a multilatera] treaty of 1883, to which (1), Turkey (I), Uganda (1}, Union of South
ths Tnte ered in 1887, known as 2 STV S HUT), United Arab Repub-
rnational Convention for the Protection lic (E } (1), United Ki ngdom (I}, Upper
of Industrial Property. This treaty has been - olta,g Resptpubhc of (I), Urugusy | a P{f

o revised several times, the latest revision in effect - -
being written in Lisbon in 1958. The treaty ?ﬂnc‘?;mbc:?( I()I) Vlet-ham (1), lugoslavmf

v:as last revised in Stockholm in July, 1967 '
v at 852 O.G. 511) but this revision ha.s not If any applicant asserts the benefit of the
vet ome effective. One of the rany provisions filing date of an application filed in a country

of the treaty requires each of the adhering coun- 1ot on this list, the Examiner should inquire to
tries to accord the right of priority to the na- determine if there has been any change in the
tionals of the other countries and the first  status of that country. It should be noted that
United States statute relating to this subject was  the right is based on the 6‘0“71"‘.’/ of the foreign
" enacted to carry out this obligation. There is  filing and not upon the cltxzenshlp of the
another treaty between the United States and  applicant.
some Latin American countries which also
provides for the right of priority, and a foreign
country may also provide for this right by re- The inventors of the U.S. application and of
ciprocal legislation. the foreign application must be the same, for a

2. The forezgn apphcauon must: bave |

InentITY OF INVENTORS

Rev. 24, Apr. 1670 12



the mgn

o r agent of t
_mitted in some forelgn countﬂes. rather

 name of the inventor is usually given in the
- foreign apphcatlon on a paper filed therein. ‘An

~indication of the identity of inventors made in
the oath or declaration accompanying the U.

~ application by identifying the foreign appl ‘
tion and stafing that the foreign wpphcatmnf

had been filed by the assignee, or the legal rep-

, of the inventor, or on b

resentative, o
‘as the case may be,

~ half of the i
acceptable.

Tne ror ‘F

 within twelve months of t

' computing this twelve mon

not counted; thus, if an apph
in Canada on January 2, 1952,
cation may be filed on Janua
Convention specifies in Artic
“the day of filing is not counted in thxs‘
period.” (This is the usual meth i
ing_periods, for example the si

not_expire on July 1 but the reply may be
made on July 9.) 1If the last day of the twelve

District of Columbia, the U.S. apphcatlon isin
time if filed on the next succeeding business
. day; thus, if the foreign application was filed .

on September 6, 1952, the l',l"’q application is
in time if filed on Septomber 8, 1953, since
- September 6, 1953 was a Sunday and Septem-
ber 7. 1953 was a holiday. After January 1,
1953, the Patent Office has not received appli-
cations on Saturdays and, in view of 35 U.S.C.
21, and the Convention which provides “if the
last day of the period is a legal holiday, or a
day on which the Patent Office is not open to
receive app]'c..tzons in the country where pro-
tection is claimed, the period shall be extended
~until the next working day” (Article 4C3), if
the twelve months expires on Saturday, the
~ U.S. application may be filed on the following
Monday.

Finsr ForrioN APPLICATION

The twelve months is from the earliest for-
eign filing. If an inventor has filed an appli-

18

an  he
by the inventor himself, but in such cases the &

reply to an Office action dated January 2 does

"'of the French apphcatzm;',::
application was filed more than o

¥ nths before the U.S

ho British apphuzctxon s
ion is not the first one fil
‘ application was filed :
is not recognized with respect to the
t of prmnty, it is disregarded for this

rpose
blic La,w 87—333 extended the nght of
rity to “subsmiuent” foreign applications if
earlier filed had been thhé)m“n, aban-
d or otherwise disposed of, under certa.m ,
itions and for certain countnes only. e

t Britain and a few other cmmtnes have' i
system of “post-dating” whereby the ‘

date of an application is changed to a lnter date.
In This “post-( ating” of the filing date of the a
.. plication does not affect the status of the appli-
.3 cation with respec ity ;
.~ the original filing date is more than
- prior to the U.S, ﬁl

ttothenght,ofp

no nghtof‘ riority can

- based upon the app% ation.

| e If an applicant has filed two fore '

i countries, one outside ek

e within the year, and the later i

 discloses additional subject matter,
the U.S. application specifically

hm;ted to the additional disclosure would be L

: = _entitled to the date of the second foreign ap-
months is a Sunday or a holiday within the .  plication since this would be the first forelgn

apphcatxon for that sub]ect ma,tter

Errxu' or Rigur oF anonrrr '

The nght to rely or: the foreign ﬁhng ex-
tends to overcoming the effects of intervening
references or uses, but there are certain re-

- strictions. For example the one year bar of

35 U.S.C. 102(b) dates from the U.S. filing
date and not from the foreign filing date; thus
if an invention was described in a pnnted pub-
lication, or was in public use in this country,
in November 1952, a foreign application filed
in January 1953, and a U.S. application filed
in December 19o3, granting a patent on the
C.S. application is barred by the printed pub-
lication or public use occurring more than one
year prior to its actual filing in the U.S.

The right of priority can be based upon an
a.pph:,s,t,lon in a foreign country for a so-called

“atility model called Gebrauchmuster in Ger-
many.

Rev. 24, Apr. 1870



201.14 Right of Priority

_ quirements

n appli

be filed within a certain

the papers must be filed before the patent is
, but the statute gives the Commis-

sioner authority this time limit at an

earlier time duri y pendency of the ap 11-

cation. If the required papers are not f

within the time limit set the r%ht of priority

is lost. A reissue was granted in renner v. State

fied copy of the or1
obtain the right o
U.S.C. 119 before the patent was granted

foreign documents if not in the English lan-
gua.ge and such other information as he may
eem 11

* Before going into the procedure on the filing
of the papers, reference must be made to the
requirements of the oath or declaration. Rule 65

requires that the oath or declaration shall state

~ whether or not any application for patent on
 the same invention has been filed in zmly)7 for-
eign country either by the applicant or by his

; if any foreign

legal representatives or assi
application has been filed ¢
state the country and the date of filing of the
earliest such application and he must

Rev. 24, Apr. 1970

_ paragraph of Rule 55. , ,
. Rule 55(b). An applicant may ciaim the benefit of
“the Gilng date of & prior forelgn enplication under . the .

" conditions specified in 35 U.8.C. 118. The claim to pri-
. ority need be in no spacial form and may be made by the
' attorney or agent. if ‘the  foreign application is re-:
- ferred to in the oath or declaration as required by rule

of Israel, 862 0.G. 661; 158 USPQ 584, where
the only ground urged was failure to filea certi-
inal foreign application to. :
foreign priority under 35  date than t

W7 ~ time at which the papers msy be filed is the

It should be particularly notedtha,tthese  date of the payment of the issue fee, except

must be filed in all cases even though
they may not be necessary during the pendency -
of the application to overcome the date of any
reference. The statute also gives the Commis-
sioner authority to require a translation of the -

payment of

applicant must

clear in the recitation that the

cion referred to is the first

" The time for filing the priority papers re-

quired by the statute is specified In second

_cases they must be filed not later than the date the

issue fee is paid. If the papers filed are not in the
glish langusge, a translation need not be filed except

_ in the three particular instances specified in the preced-
_ing sentence, in which event a sworn translation or &

translation certified as accurate by a sworn or official

_translator must be filed. - i
It should first be noted that the Commis-
rule specified an earlier ultimate

sioner has by
Ké, date of the patent. The latest

that, under certain circumstances, they are re-

" quired at an earlier date. These circumstances

are specified in the rule as (1) in the case of

_interferences in which event the papers must

be filed within the time specified in the inter-
ference rules, (2) when necessary to overcome
the date of a reference relied upon by the Exam-
iner, and (3) when specifically required by the
Examiner.: = . .. o
In view of the shortened periods for prose-
cution leading to allowances, it is recommended
that priority papers be filed as early as possible.
Although Rule 55 permits the filing of pri-
ority papers up to and including the date for
the issue fee, it is advisable that
such_papers be filed promptly after filing the
application. Frequently, priority papers are
found to be deficient in material such
as, for example, the failure to include the cor-




tot fore

, clalmed fili priorit

. would thus be advantagmu to a
at it would afford time :

_,‘_;of Prlorlty, Papers'

[R-22]

The main pur

to requlre the ﬁlmg of the pnonty papers was

lycants m:

in amendmg the statute :

théapyhcant is in fact eﬁtzﬁad to the right of
priority and does not grant or refuse the right
f priority, except as described in § 201.15 and

cases of interferences, .
 The papers required are the claim for pri- o

ority and the certified copy of the foreign
lication. The claim to priority . needbeinno
cial form, and may be made by the attorney i

agent at the time of transmitting the certified

~ copy if the foreign application is the one re-
ferred to in the oath or declaration of the U.S.

~ ;,a.pphcatlon No special language is requned in

,' f;makmg the claim for priority and any expres-

- sion wluch can be reasonahly mterpreted as.

Rev. 24, Apr. 1970




claiming the"
] is acce ted

y :
o the a p ication as

certificate of the forelgn Fatfnt oﬂicteh giving
ication in this con-

_certain information. Ap
_nectien is not eonsxdereg
~ papers such as a petition. A copy of the for-
- eign patent as issued does not comply since the

application as filed is required; h

. copy of the printed specxﬁcatmn a
“~of the forelgn patent is sufficient if th

cation indicates that it corvesponds to the ap-

to include formal

forme Aux Piéces Depom A
. ,‘Demande” and addxtxon 11

- copy of the foreign apphcatlon are received
while the application is pending before the Ex-

aminer, the Examiner should make no exam-
ination of the papers except to

e correspond in date and t
cation identified in the

obvious formal defects, The subject matter of;f"
the application is not examined to determine
whether the applicant is actually entitled to..

the benefit of the foreign filing da
basis of the disclosure thereof

pers are ﬁled in an mterfer-
~ence, it is ‘not necessary to file an additional

certified copy in the ap{)llcatlon file.

terference 1 piace them in the ap-

Xaminer wi
: phcatxon ﬁle

Coxmvmc Apruc rrm\s, Rmsstms

Where the beneﬁt of a forelgn ﬁlmg date is
claimed in a continuing application or in a re-
issue application and a certified copy has been
received in the parent case, it is not neressary

to file an additional certified copy in the later

case. The applicant when making the claim
for priority may simply call attention to the
fact that the certified copy is in the parent
application. In such cases the Examiner should
acknowledge the claim with a statement as
follows:

. Y m
~ papers gfad 1
' _-—, Submi
ledged Lo k h ‘
sentence rs on wor 8 eet OrTil

PO- 1002 ,,sm.;;‘};ﬁ:“ -

. beentit

33 USC 119, a claim for such priority must
such.

plication as filed. A Frénch patent stamped
- “Service De La Propriété Industriele—Con-

:201 l4(c) Rxght of Prlorlty, Pracnce .

5 ,,r;to those instances in whi
.. are used to overcome a reference, there will

The In-

;nm .t}’ mx‘p ti ée alﬁm
| a 100 JOB T O
e!;rpas USC. 119, is

ttention to the

re of the fact
yplication has
uirements of 35

fit of the filing date of an earlier filed fore1
application, he should direct it to the appli-

cant’s attention in an Office actlon, as in the

following exemplary language:
2] “Arpllcant is remg:x]:ded that in order to

d to prmrxtv based on papers filed in

parent application Serial No. -._.__ under

© be made in this application. In maki
claim, applicant may simply call attention to

T the fact that a cert:fied copy of the foreign

icatmn is 'in the parent apphcatwn ,,
M.P.E.P. 201. lélb) )7 [R—ZO] :
[R—ZO]

Before going mto the Eractlce with respect
ch the priority papers

first be described the practice when there is no

- occasion to use the paf)erc, which will be in the k

ma]orltv of cases. what follows in this -
section it is assumed that no reference has

been cited which reqmres the prlorlfv date to
- be overcome. e

No IRREGULARITIBS

When the papers under 35 U. S C. 119 are re- o
ceived thev are to be endorsed on the contents =

page of the file as “Letter {or smendment) and
foreign application™..
pers are regular in form and that there are no
irregularities in dates, the Examiner in the
next Office action will advise the applicant that
the papers have been received.
acknowledgment may be as follows:

1] “Receipt is acknowledged of papers snb-

~ mitted under 35 U.8.C. 119, which papers have |

heen placed of record in the file.”

This sentence appears on work sheet form
PO-1002 as statement 3,

The Examiner will enier the information
specified in section 202,03 on the face of the file
wrapper.

Rev. 20, Apr. 198D

the parent ap-

Assuming that the pa-

The form of



filed more than a vegr before L’%’%pph- L

cation, but British complete filed within the
ified copies of both submitted.
acknowledged of papers filed
~ teml 3, 1953, ¥urportm to comply
iphcanon,the applicant ith the uxrementso 35 US.C. 118, Itis
uirements of the rul _ not_ s w_the claim for priority can be 5
declaration. In su N ‘ e British specification filed Janu-
a ary 23, 1948, because the instant application
was filed more than one year ¢ ereafter '
 However, the printed headmg of the patent
- will note the c?amxed priority date based on
. the complete 5pecsﬁcatxon, i.e.,, November 1,
1943, for such subject matter as was not dis-
closed in the vroncmnal specification.”™

eceipt is. acknowie(iged of pape
‘ -, baszd on an application filed
e O0 oo Applicant CERTI]"D:D Corr Nor tae Fmst Friep Fom:m\
?{asl not comphied t“}?eth( the r&l‘gmments of oy APPLICATION
ule 65(a), since oath eclration) 6} "Re el t is mknow]ed of papers ﬁied
does not acknowledge the filing of any foreign [ femnzas {).ef_, purpamigxzd to cgmp;h with

4
apphcatxon A pew h ordenlamtwn) s L (dated ‘;
""""""""""""" the requirements of 35 U.S.C. 119 and they

e ‘have been placed of record in the file.
This paragraph rk sheet form Attention is directed to the fact that the
PO-1002 as statement 7. . date for which priority is claimed is not the

Other situations requiring som ction by the = date of t licat '
Examiner are exe pl)ﬁed by me? fo]]owmg i ggkfm‘;1 e ﬁ!;f g}gd(,:&?lg? 3&’1)3;31,1,0;1 .
sample 19“9"“ o L , {0 However, the priority date claimed which will

No Crarx ro Pmo N , z;;; g ilj.t_hj. Rr-lil-tfc-ljxea,dmg of the patent,
4 "/[3] “Reeexpt is ackn ‘ edged of a certlﬁed i fante suteed)
| ; 5 AT N ~of the No (‘mmxm Comr

e [] Aoknow}edgmem is made of apphcanf“«’
claim for priority based on an applmatmn e
filed in ool O i Ttis

- : bemg ﬁled to obtain the beneﬁts of the forelgn 2 :

/ ﬁl ng t . o, 1 to
sh:)uldd:l:o lg;ge: 2111; Sfo(:' ggl?)rlttl{)palsw;: ‘ note%egowexer%that applic ant has nog fileda
certified copy of the ___...__._._ app ication
quired by said section.” f’ 35 US.C. 1197

* Nore: Where the accompanvmg letter states Th b o (5
that the certified copy is filed for priority pur- i 1 "}?‘ etpfamgr}tgl()) 1“0%1;“”5 as atemen 5

for the convention date, it is acce t,ed, On ori sheet torm 24
poses lor 0; ’ P ~ The ahove letiers are merely fvplml ones
as a claim for priority. , which have been used, and any unusual situa-
tion may be referred to the (m)up Director.

ForeioN APPLICA‘I’IONS'ALL More TrAN A

YEear Berore U.S. Fuine : Amrc ATION 1 TosvE
[4] “Receipt is acknowledged of the filing '
' i : ' The priority papera may be mcewed while
O omomnpome = 5;:1?::;3::?;?:&3%2 ?rf 8:; the application i in issue. When the papers
PRI are apparently regnlar in form and correspond

(oath or declaration). A claim for prwmy to the earliest foreign application recited in

................................

can not be based on said application, since the the oath or declaration and this application is
United States application was filed more than  not too old, the Issue Branch will enter the

twelve months thereafter.” papers, acknowledge their receipt, and make the
This paragraph appears as statement 6 on  notation on the face of the file. If irregular
- work sheet form PO-1002. priority papers are received while the applica- .

Rev. 21, July 1969 : 16




plican by
papers were received ta o

. ord in the file, it is not necessa:
~ prova! of the Commissioner for their return but

" they should be sent tv the Group Director for
. cancellation of the Office stamps. Where the
Tt is sometimes necessary for the Examiner  request for
to return papers filed under 35 US.C. 119
either upon request of the applicant or because  Patents and forwarded to the Group Director

. they fail to meet a basic requirement of the  for approval. [R-26]

16.1

STAMO**‘ mmxrmx - 201.14(0)

 tatute, for vaxamgﬂe, ail fmexgn applimtiom'

were filed more than a year prior to the U.S.

filing date, 7 .
' Vﬁxere'the' papers have not been made of ree-
to sacure ap-

papers have been made of record in the file, 2
, rmission to return the papers
should be addressed to the Commissioner of

Rev. 25, Jnly 1970



making an action the Examiner has found such

a reference, he simply rejects whatever claims

may be considered unpatentable ' thereover,

without paying any attention to the priority
- date (assuming the papers have not yet becn
. filed). The applicant in his response may
argue the rejection if it is of such a nature
can be argued, or e may present the

that i
foreign papers for the purpose of overcoming
~ the date of the reference. If the applicant
argues the reference, the Examiner, in his next
action in the case, may, if he so desires, spe-
cifically require the foreign papers to be filed
in addition to repeating t i} n if it i
still considered appl
continue the re;e“ctm :
the applicant files the foreign papers for the
purpose of overcoming the effective date of a
reference a translation is required, if the for-
~eign papers are not in the English language.
“%:len the Examiner requires the filing of the
_papers the translation should also be required
~at the same time. This translation must be a
sworn translation or a translation certified as
accurate by a sworn or official translator.
When the necessary papers are filed to over-

come the date of the reference, the Examiner’s

action, if he determines that the applicant is
- not entitled to the priority date, is to repeat
~the rejection on the reference, stating the rea-

titled to the date. If it is determined that he

drawn in view of the priority date.
- If the priority papers are alrea ,
when the Examiner finds a reference with the
~ intervening effective date, the Examiner will
study. the papers, if they are in the English
language, to determine if the applicant is en-
titled to their date. If the applicant is found
to be entitled to the date, the reference is
simply not used. If the applicant is found not
entitled to the date, the unpatentable claims
are rejected on the reference with an explana-
tion. If the papers are not in the English
language and there is no translation, the Ex-
aminer may reject the unpatentable claims and
at the same time require an English translation
for the purpose of determining the applicant’s
right to rely on the foreign filing date.

identified it

- resolved. i ,
. The most important a t
~action
. determination of t

- to under cur laws and practice. The foreign

~ sons_why the applicant is not considered en- -

is entitled to the date, the rejection is with-

dy in the file

or legal representative or agent
¥, in hisor its own name aseppli-
L such cases, if the certified copy of the

plication corresponds with the one
! ; he oath or declarstion as required
oy Rule 63 and no discrepancies appear, it may

- be assumed that the inventors are the same. If
. there is disagreement as to inventors on the
i te shouid be re- -

certified copy, the priority date sho:
Tused until the inconsistency or disagreement is

m ect of the Examiner’s
pertaining to & right of priority is the
he identity Ofp vention be-

e foreign applications

_tween the U.S. a

* The foreign application may be considered in

‘the same manner as if it had been filed in this
~country on the same date that it was filed in
the foreign country, and the applicant is ordi-

- narily entitled to any claims based on such

foreign application that he would be entitled

application must be examined for the guestion
of sufficiency of the disclosure under 35 U.S.C.
112, as well as to determine if there is a basis
forthe claimssought. =~~~ ,
In applications filed from Great Britain there
may be submitted a certified copy of the British
“provisional specification,” which may also in
some cases be accompanied by a copy of the
“complete specification.” The nature and func-
tion of the British provisional specification is
decribed in an article in the Journal of the
Patent Office Society of November 1936, pages
770-774. According to British law the provi-
sional specification need not contain a complete
disclosure of the invention in the sense of 35

U.S.C. 112, but need only describe the general

nature of the invention, and neither claims nor
drawings are required. Consequently, in con- .

- sidering such provisional . specifications, the
question of completeness of disclosure is impor-

tant. If it is found that the British provisional
specification is insufficient for lack of disclosure,
reliance may then be had on the complete speci-
fication and its date, if one has been presented,
the complete specification then being treated as
a different application. :

In some instances the specification and draw-
ing of the foreign application may have been
filed at a date subsequent to the filing of the
petition in the foreign country. Even though
the petition is called the application and the
filing date of this petition is the filing date of
the application in a particular country, the date
accorded here is the date on which the specifica-
tion and drawing were filed. L

It may occasionally happen that the T.S.
application will be found entitled to the filing

Rev. 24, Apr. 1970




' Congfe& pussed an wct :
690 (sometlmes referred to as the

; t), providing for extensi
e care of delays during

ublxc Law 220, July 23, 1947, Public

‘August 6, 1947 an

Pubhc Law 619, Notem- i

ber 16, 1954 supplement the o'xgmal enactment. -
These laws argpre rmted in the back of the ’, s

Pa.tvnt Laws pamp

‘ ‘plwatlon was

ons of govern-

ment fee under an act

dated Ma
A nl30 1928,

h was repealed Ootober 25, 1965 Begm S

mng with this date, there are no longer any

. application data is present..
" done no later than the first actlon

The status of the parent or prior appllcatlon‘ L

ap-
plications which are exempt from the filing fge -

or issue fee.. Such applications are not always
f)phcatmne, '
oyees, may

owned by the government. Othera

not inventions of government emp

be agsged to and owned by the government
01. o :

Rev. 24, Apr. 1970

Join the

‘ 8{&)’

Them is seldom a reason for o%e applmtmnn el

refer to the spplication of another apnhcmt
~ to_a common assignee Sueh

: « ing. of a printed patént includes all
v 1dentxfymg parent data of continuation-in-part,

continuation, divisional, substitute, and reissue
gphcatlons Therefore, the identi ing data

ali parent or prior ap lications, when given

mserteii by the Ex-
er in the

ATION,a

ification must
aminer 1n black ink on the fla wra
case of 2 DIVISION, a CONT

S -_COVTINUATIOV-I&PART and whether |
given in ther%ﬁcamon or not, in the case of

The “Nona” ,
arent or prior
his should be

Application.

a‘f SUBSTY
when no

boxes must be mark

“abandoned #.ig not wntten on the ﬁle

wrapper , ,
The inclusion of parent or p!'lOl‘ apphoauon

| information in the heading does not necessarily

indicate that the claims are entitled to the bene- ,
ﬁt of the earher ﬁhng date.

18




_ no reference to a parent application because
the benefit of its ﬁlmg date is not desired,

0 notation as to the parent case is made
the face of the file wmpper [R-—22]

: Ma,nua]

L e ool G _,1203 Status of Applleatlons
~ Inaccordance with § 201.14( c) the quammex - 203.01 New
‘will fill in the spaces concerning foreign apphi-

cations provided for on the face o the file A “new” apphcahon is one that has not yet
~ received an action by the Examiner. An

WIa , o
ge]nformqtlon to be “n ten on the face Of " amendment ﬁ'ed pl’lor to the f[‘st Oﬁce Action’
~does not alter the status of a “new ;.apphca-

the file wrapper consists of the country, appli-
* cation date {(filing date), and if available, the tmn

- application and patent numbers. Tn some in-
_ stances, the particular nature of the foreign ap- 203, (52 Rejected [R-22]
plication such as “utility medel” (Germany : :
 {(Gebrauchsmuster) and Japan) must be writ- An appluanon which, during 1ts meecutlon e
" ten in parentheses before the apphcatxon pum-  in the Examining Group and before allow-

‘ber. For example: Apphcatlon Number (util-  ance, contains an unanswered Examiner’s
ity mode 54. : . action is desngnated as a “rejected” application.

‘The file wrappers used durmgi g pe- Its status as a “rejected” gp]w ation continues
riod July 1964 to September 1966 contain  as such until acted upon by the applicant in
separate boxes for the ap hcatwn and 3 response to the Exammers action (thlun the
numbers, and a box for checking 1f - allotted response perlod), or until it hecomes
'for riority has be e. abandoned

File wrappers in use from Se temberl%ﬁto
the @nt? I;ten-tlier'mcl 'npaddltlonal box 203.03 Amended

C. An “amended” or “old” application is one
; o o ,']tlhat *havmgb::en acted onb by the. Elxammel
; P 4 : - has in turn been acted on by the applicant in

8 the Bling dutes of sevom forin spplica: 12808 SR IS Lo, 2000 e weplan
md satnfac papers have been xgcelgedp for  cant’s response may be confined to an electxon, a i

each infor nprels);ectl each of the foreign traverse of the action taken by the Examiner or
- fi app l,zcatxo’ Tt}? 36 entc;rh on thg ;ace of the M8y nclude an amendment of the apphcarmn

ev»rapper e data of the second foreign ap-

e heading o the printec specification of ety » \ o t
the patent when it is issued, and the listing in “m ?séu?ag(:gz(xlne :I})EI;:?}::?::;; t;lé;nagﬁ;;?n:(gl
the Official Gazette, will refer to the claim of  is passed for issue as a patent subject to pay-
priority. giving the country, the filing date, and ment of the issue fee. Its status as an “al-
the number of the application (and the patent lowed” cases continties from the date of the
number in some instances) in those cases in notice of allowance until it is withdrawn from

- which the face of the file has been endorsed. issue or until it issues as a patent or becomes
In the case of designs, only the country and abandoned, as provided in Rule 316. See § 712.
filing date are to be used. The ﬁhes(‘of allowed cases are kept in the
~ Issue and Gazette Branch, arranged numeri-

202 04 In Oath or Declaration cally by serial number. o

[R-22]

As will be noted by reference to § 201.14, Rule
65 requires that the oath or decluration include
certain information concemmg applications

203.05 Abandoned [R-22]

An abandoned application is, inter alia, one
which is removed from the Office docket of

19 Rev. 22, Oct. 1960



"“'mi; (2) through failure of applicant ¢

propriate action
of the case, or {3) f SH)
fee. (§§ 203.07, 711 to 711.05, 7

 203.07 A
~ Pay Issue Fee

[R-23]

Issue Fee is not |lmid within three months after

the Notice of Allowance is abandoned for that

reason.  The issue fee may however be gecepted

- three months on a verified showing of sufficient
cause in which case the patent will issue as
1 no abandonment, had occurred. .

,  AprLicaTIONS
The question as to applicant’s diligence in
checking the status of an applicatien is con-

mailed but not received. For new applications,

no lack of diligence will be attributed if inquiry
as to the status of the application is received
by the Patent Office within either of the two fol-

}nwin{é periods, whichever cxlpires later:
- a. Twenty-one (21) mont
date of the application, or

b. A reasonable period after the Official Ga-
indicates that the filing date of the

s w case awaiting action in the
ATO ‘which the application is as-
sifneg, is more recent than the filing date
~of the application. =~

For amended cases, the applicant will be con-
sidered to have exercised diligence in connection
with a petition to revive an application aban-
doned }«; failure to respond to a second or
subsequent action if inquiry as to the status of
the application is received by the Patent Office

sponse to which no reply from the Patent Office
“has been received. '
When an application has been abandoned for

to revive, an a‘)pmpriaw terminal disclaimer
may be required.

Rev. 23, Jan. 1970

An aliowed application in which the Rase = awaitin
~~ should.

each Group and submits them
- having jurisdiction of the application who fills
in the blanks. The original letter of inquiry

by the Commissioner within a further period of

203.08 Status Inquiries [R-23]

~ Dury or INQUIRY A8 To STATUS oF Pexprne
" ! = not count as an action in the

~ sidered in connection with petitions to revive
- applications which become abandoned through
failure to respond to an Office action which is

1s from the ﬁhng ;

within six (6) months after the filing of a re-

an exeessive period before the filing of a petition

application

awaiti a prediction
ing the case for

| \ n. The clerical force
stamps status lette a

stamp provided in
them to the Examiner

*f',retnr‘ne(% to the correspondent to-

add age-paid
> 0 e ge“w%th-

ho 1ade on the ’F‘c;stcar
out placing it in an envelope. The reply does
] e case. . This predic-
tion of a date is not to be considered as binding

upon the Examiner in making‘ his ne tion.

" In cases of allowed applications, a. D]
dum should be pinned to the inqu ,
statement of date it was forwarded to the Issue
and Gazette Branch by way of the Security

. Group, and transmitted to the Issue Branch for ~
_ - its appropriate action. This Branch will notify
" the inquirer of the date of the notice of allow-

ance and the status of the application with
respect to payment of the issue fee and abandon-
ment for failure to pay the issue fee.

_ In those instances where the letter of inquiry
goes beyond mere matters of inquiry, it should

not be marked as a “status letter”, or returned

entered in the application file as a permanent
part of the record. The inquiry should be an-
swered by the Examiner, however, and in a
manner consistent with the provisions of
Rule 14. '
Inquiries from Members of Congress con-
cerning the status of pending applications

should not be answered by the Examiner but
should be referred promptly to the Commis-
sioner’s Office for answer with a report as to
~when a particular case will be reached for

further action on the part of the office.
Another type of inquiry is to be distinguished
from ordinary status letters. When a U.S. ap-

able date of reach-

- The reply to an inquiry
ressed,

to the correspondent. Such letters must be




CROSS-NOTING, AN

plication is referred to in a foreign patent (for
t

priority purposes, for example), inquiries as to
the status of said ‘ﬁp{)ligratim! (aband
pending, patented) sheuld be forward
 Appiication Branch. :

i Ve e

. Telephone inquiries x'ega’z=d§11g the‘ status ¢
_ applications, by persons entitled to the informa-

20.1

 203.08

APPLICATIONS

tion, should be directed to the Groui) clerical
personnel and not to the Examiners.

nasmuch
fiicial records and applications are lo-

ed in the clericai section of the Examining
s, the clerical personnel can readily pro-

s information without contacting the

Rev. 23, Jan., 1470





