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. ‘Patent Experts [R-21]

_ Inasmuch as public policy does not permit
Examiners to decide, as uc{ées in the Patent
Office, 51 uestions upon which they have been

-retame to nge opinions as expert witnesses

who shall testify as an expert in a patent case
nding in any court will be dismissed, unless
e shall have so testified mvoluntamly, upon
compulsmn by competent judicial authority,
‘and without retamer or preparation.

every patent granted by the Patent Office with

mands that every employee of this Office re-
frain from expressing to any interested person
~any opinion or view as to the invalidity of any
~ US. Patent. The question of validity or in-

validity is exclusively a matter for the courts
~ to determine. Each member of the Examining
C Corps is cautioned to be especially wary of any

Office (including any employee of another
government agency), the answer to which
might indicate that a partlcular patent should
not have been issued.

Whenever an Examiner is asked or sub-
poenaed to testify in a suit concerning a pat-
ent, trademark registration, or application for
either, he is directed to report that fact im-
mediately to the Solieitor.,

to Express Opinion on Valid- .

1702 Restrictions on anmmers esigning Iv‘rom

. they should, before allowing an application, de-

in patent cases in the courts, every Examiner

Congress, in 35 U.S.C. 282, has endowed
a presumption of validity. Public policy de-

inquiry from any person outside the Patent missioner.

T groups may be required to be incinded in the under-

; Exammers are "cantxoned agamst answermg
,, O& from any. person outside the Patent

ce as to whether or not a certain reference
‘was considered and, a fortiori, whether or not

reference. This Xphes to anything in the

| . patented file, including the extent of the field

f search and any entryv relating thereto. The
ecord of a patented file must speak for itself.
ractitioners can be of material assistance in

~ this regard by refraining from making such in-
~ quiries of members of the Examining Corps.

SW nqumes of this nature must of
ssity be re and such refusal should be

’ r discourteous nor an expresr
5 to alidity. B

‘Also, Examin

of the long established policy of ‘the Patent
Office to refuse to permit members of the staff
of the Patent Office to testify in patent suits,

termme that the wrxtten record 1s accurate and
f'omplete.

'\1‘702 'Restrictions on Exammers Re-

signing From the Office [R-24]

Exiract from Rule 341, Registration of Attomeyo
and Agenta, (g Former cramincrs, - No person who
has served in the examining corps of the Patent Oﬁﬁe
will be registered after termination of his services, nor.
if registered before such rervice, be reinstated. uniess

,he“undertakes (1) =aot to prosecute or aid in any

wanner ip the prosecution of any application pending
in any examining grodp doring his period of service
therein; and {2y not to prejrire or prosecite nor 1o
assigt in any manner in the preparation or prosecution
of any applleation of ancther filed within two years
after the date he lefr snch group, and m-mgm-d to guch

grr)up, withont the specific authorization of the Com-
Assoriated and related classes in other

taking or designated olasves may be excluded. In case
application for registration or reinstatement i« made
after pesignation from the Office, the apphicant will not
twe pegiztered, or reinstated, if he has prepayed oo
prosecited, arg asaisted in the preparation or P
tion of any sich & myiimﬂinn as indicated in this pare-.
graph.  { See further 3% .80, 207).

See also § 309,
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a claim would have been allowed over that




(2) the ctty an st
phc nt with the Post

ame dat the assign (%)
ling date, an the serial number of the
pplication, (6) the patent number, (7) the title
O}F the invention, (8) the number of claims. (9)
the U.S. classification by class and subclass,

except in the case of a plant patent, (11} an ab-

.S. parent application data, if
ign priority application data,
of a reissue patent ther

itional data of t}ae nur

rademark cases rendered by the courts a

the Patent Office, notices of patent and trad
mark suits, indexes of patents, disclaimers filed,
Certificates of Correction issued, list of patents
available for license or sale, and general infor-
mation such as orders, notices, changes in rules,

changes in classification, certain adverse deci-
sions in interferences, the condition of work in
the Office, disharment and registration of at-

torneys, and nrytwes m parties not reached by

~ mail,

.= The patent and trademark demsmnc include
in particular those of the United htates Court

of Customs and Patent Appeals,

selected decisions of the Commissioner of
Patents and Board of Appeals. These decisions
constitute such important statements of the law
that the notice and decision section is sep-
arately printed in leaflet form and is distri-
- buted to the Examiners, :

An annual subseription to the Official
Gazette costs $78 ($20 additional for foreign
mailing}. Single copy %1.50.

The following parts of the Gazette may he
purchased independently of the remainder of
the publication. They are issued on the same
date as the Gazette,
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(10) a selected figure of the drawing, if any,

f the disclogure, (12) international clas-

‘the T7.8.
Supreme Court, and the U.S. (‘ourt of Ap-

peals for the District of Columbia Circuit, and 170;,

iblished for op
lassified 1i st

%20 50 ($5 5 .;ddm ]
Single copy 40 cents.
Orders should be add
made avable to Supermtendem of Doc ,
vernment Pnntmg Otﬁoe ashmgton,

s, identified by
phcant, title of invention, serial
,ﬁl ing date. Notation of attorneys
. Each set of cards also shows the

tion is entrusted or the assigned docket desig-
nation and the class and subelass r'onsxdered

- most pemnen for exummatmn, the successive

abmdonment or tnnsfer of the case.
Miscellaneous records are also kept relatmg
to matters such as cases on appeal, cases in-
volved in interference, patentability report
cases temporarily in or out of the Groups,
cases involving classification questions and ap-
phcatlons or references charged out

Exammer s Work Report and '
_Actions To Be Counted Thereon
[R—Zl] '

All reportmg of Examiner’s production,
docket, and time activities is on a bi-weekly
hasis vormpondmg to the period covered by the
Time and Attendance Reports, PO-516.

Data Processing Branch makes the following
reports for each art unit:

Examiner’s Bi-Weekly Docket Avtw)ty Re-
port, P0-290—This report covers infor-
mation regarding the new and amended appli-
cations awaiting action. The information is
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Correction, Case
 Cards, PO"525,
ely

only are counted as actions:
actions in new and amended

or each application which
suggesting claims for inter-

__consists only i
eclar-

- ference and one for each application i
ing each interference.
3. Examiner’s statements in answer
~ tions from his actions. o ‘
‘4. Examiner’s answers on appeals.

5. Decisions on motions in interference.

6. Letters advising of entry or nonentry of
amendment after final action. ~ :
7. Letter advising applicant that express
abandonment has taken place and the file will
be sent to the Abandoned Files Unit in due
- 8. Declaration or redeclaration of an inter-
ference. o 2

cluding requirements for restriction; letters or
allowances by the Examiner as the result
of the examination of a new application or
the reconsideration or reexamination of an
amended application; requirements for formal
changes or corrections; actions of the Exam-
iner applying or carrying into effect final de-
cisions 1n interference, either on motions or on
priority; actions on cases remanded by an
appellate tribunal for reconsideration in view
of affidavits or proposed further amendments by
appellants. Where more than one amendment
is filed in any case before it is reached for
consideration of the first of such amendments,
only one action will be counted in connection
with all such amendments. .
The following should not be counted as ac-
tions: Examiner’s Amendments: supplementa)
actions citing additional references or correct-
ing the data of references of record; letters
acknowledging receipt of communications (new
or supplemental oaths, orders for corrections of
drawings, ete.), which do not bring the appli-
cation up for action; letters stating that the
Notice of Allowance will be sent in due course
and answers to petitions to revive or to make
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_ The Patent Office accepts
~ & limited time, “Disclosure Documents” as evi- -

oyears,

Holw

By # lar” action is meant rejections, in- =
, J

1
, Fatent Office will not become the effective filing
date of any patent application subsequently

reserves, for

‘of the dates of conce

ventor (or by an

- one of the inventors when there are joint i
ventors), by the owner of the invention, or by t!

rney or agent of the inventor(s) or owner.
ill be retained for two years and then be de-
unless it is referred to in a separate
related patent application within two

letter

The Disclosure Document is not a pat'e'nt?d o
ication, and the date of its receipt in the

filed. However, like patent applications, these
documents will be kept in confidence by the
Patent Oﬂice. i {,:', :

This program does not diminish the value of
the conventional witnessed and notarized rec-

ords as evidence of conception of an invention,
‘but it should provide a more creditable form of

evidence than that provided by the popular
practice of mailing a disclosure to oneself or an-
other person by registered mail. S
CoNTENT OF D1scrLostre DocuMENT
Although there are no restrictions as to con-
tent and claims are not necessary, the benefits
afforded by the Disclosure Document will de-
pend directly upon the adequacy of the dis-
closure. Therefore, it is strongly urged that the
document contain a clear and complete explana-
tion of the manner and process of making and
using the invention in sufficient detail to enable
a person having ordinary knowledge in the field

- of the invention to make and use the invention.

When the nature of the invention permits, a

Rev. 28, Oct. 1870



~ Disclosure Document must be ccom

1In addition to the fee described below

stamped, self-addressed envel
paper in duplicate, signed by
~1ng that he is the Inventor ar
the material be recei
losure Docume

. number of the a kne -

pon only as evidence and that a patent
y filed if patent
nventor's request

application should be dili
protection is desired. The
may take the following for o

“The undersigned, being the inventor of the
disclosed invention, requests that the enclosed
_papers be accepted under the Disclosure Docu-

a period of two years.”
DisposITioN

~ The Disclosure Docnment will be preserved
in the Patent Office for two years and then will

be destroyed unless it is referred to in n separate -
letter in a related patent application filed within

the two-year period. The Disclosure Document

may be referred to in a separate letter filed in

4 pending application by identifying the Docu-
- ment by its title, number, and date of receipt.
- Acknowledgement of receipt of such letters is
made in the next official communication or in
separate letter from the Patent Office. Unless
it is desired to have the Patent Office retain the
Disclosure Document beyond the two-year pe-
rind, it is not required that it be referred to in
a patent application. \

ACKNOWLEDGMENT &

When a paper referring to a Disclosure Doc-
ument is filed in a patent application within

Rev. 26, Oct. 1970

the original paper ir

Document. Payme

 ment Program, and that they be preserved for

_considered to be ce
“the inventor can wait to file his patent applica-
. tion without. possible loss of benefits. It must
- be recognized that in establishing priority of in-

Disclosure Document must usually also estab-

nent, in-

e copy that
n applied and returns
Group. The returned

, e inside left flap
{Xaminer’s at-
e prepares the
n before the
rate letter

file referring to the
1oted  with the paper
gment, The returned
d to and retained with
1€ O] , file wrapper referring
to the Disclosure Document. L

1ec or copy i

ged for filing a Disclosure
1ust accompany the Dis-
hen it is submitted to the

A feeof $10 is

closure Document

 Warsn VF\TORS s
n period should not be
riod” during which

The two-year

vention an affidavit or testimony referring to a

lish diligence in com
ﬁlinf the patent app
the Disclosure Document. ;
Inventors are also reminded that any public
use or sale in the United States or publication of
the invention anywhere in the world more than
one yvear prior to the filing of a patent applica-
tion on that invention will prohibit the granting
of a patent on it.

If the inventor is not familiar with what is
considered to he “diligence in completing the
invention™ or “reduction to practice” under the
patent law, or if he has other questions about
patent matters, the Patent Office advises him to
consult an attorney or agent registered to prac-

ﬁ)_]etix_lg the invention or in
ication since the filing of
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: ction, ot
ecial”’ for some other reason.
'hen preparing the first action o
ch contains reference citations,
iner, when filling out PO-892, Notice of Refer-
ences Cited, wi‘ﬁ,check the box at the bottom
marked “Foreign Exchange” and will detach
. the Notice and include it in the folder with
PO-892 which is forwarded to the Reference

, where applications for
; ntions are filed in both countries.
- In general, the plan provides that where an
application is filed in the U.S. and L:
corresponding application claim
ity is filed in Germany (U
tion), the U.S. search results
. man Patent Office '
merits. Con
 ceives a list o
~examiner in his action
first in Germany and 1
origin application). i
he Office of Patent Services, p
through the newly set up Foreign Excha
Section, is responsible for Erocessing. matters
in connection with the exc
operation with the Examining

1710.01 U.S. Origin Applications
The German Patent Office will identify Ger-
man apg)lications which refer to a prior appli-
cation for patent in the U.S. for the same in-
vention, and request a search report from the
U.S. This request is on a printed sheet (blue),
~designated by them as Form B, which gives the
- serial number of the U.S. application, and
~ the Application  Number ofp the German
application,
The Foreign Exchange Section of Special
Services receives and processes the forms.
Where the application has been disposed of or
has already received an action on the merits, the
Foreign Exchange Section will prepare from
the files the list of citations for the German
office. If the U.S. application has not yet been
acted on, a printed Notice is placed in the inside
left section of the file jacket to advise the Ex-
aminer and the Examining Group that the
search results will be furnished Germany when
the action is written. This Notice also contains
information to assist the Group in handling
such cases,

246.1

dUS. Patent Offices have ini-
nuing p goﬁf‘am for exchanging
av

} : ~warded to the
ange(gg' Tam in co-

g Order Section.

If the first action on the merits does not cite
any references, or if the application is bein,
- passed to issue on the first action, the clerk wi

. check the appropriate place on the Notice and
- return it to the Foreign Exchange Section.

171002

~ In the case of a U.S. application which refers
to a prior German application for the same in-
vention, German search results are requested by
the Foreign Exchange Section when the U.5.
applications are received ~ in Application
Branch. A form, PO-952, identifying the U.S.
and German applications is completed and for-
, rman Patent Office. At the
same time, a Notice containing information to

German Orlgm Applieations

- assist the Group in handling the application is

inserted in the left inside section of the file
jacket to advise the Group that search results
may be expected. , EHA
In addition to the newly filed applications,
cases already pending are included in the pro-
am. The Foreign Exchange Section will
identify and locate applications in the Group,
insert ‘a copy of the Notice in the file, and send a
request for search results on PO-952 to the
German Patent Office.

If the Examiner notices an spplication in
which there is a prior filed German applica-
tion but which has not been marked by placing
therein the Notice, he may in his own discretion
request the German search results through the
Foreign Exchange Section, if there is cient
time hefore the case is to be reached for action.

The search report, on Form P0-952 (Form
A), when received from Germany, together
with copies of any references cited, will be for-
warded to the Examining Group to be placed
in the file, by the Foreign Exchange Section.

Normally, the search report is expected to be
received before the U1.S. application is reached
for action in regular course. If it is not in the
file of the application when it is reached for ac-
tion, an inguiry may be made of the Foreign

Rev. 26, Oct. 1970




 ususl

_received from Germar

~.ences will have

~ proceed with his
the application ;

- advantage of any a

references cited by

ysugphed!need not be searched for again.
re
well as

Referen

838 225-6, May 23, 196

_present time cannot completely repl
essity for each office to conduct its own
In particular, it should be noted tha

. gat'ent which issued after the German filing
ate, but which has an earlier filing date, cannot

be used as a reference in the German case and

that the German examiner presumably will not -

have searched such patents, assuming that they
had reached Germany. Hence, particular at-

tention should be paid to searching recent U.S.
patents. Also, the German examiner searches

~ ‘according to a classification system developed

. along principles somewhat different from the .

U.S. classification, and references in related or

as here,

usual manner those sub-classes in which he has
made his usual search; where he has found it
necessary to make only a partial or updating
search, the listing of the sub-classes thus
searched should be so marked. '
The search re
from the file when the application is disposed
of and retained in the Foreign Exchange

Section.

1711 U.S.-Philippines Search Ex-

change [R-21]
The United States-Philippines search ex-

change program involves patent applications
filed in the United States which are subse-

Rev. 26, Oct. 1970

¥y (copies of the refer-
laced in the file), he isto
arch and examination of

1al manner, but taking

ance furnished by the
, German examiner; for
~ example, features or anticipations adequately

erences cited by the German examiner, as

additional ones found, are to be con-

sidered, and if pertinent, cited and used in the  the
e) ' ould not be cited  in

| 'iarlyi

~ ward the same to the Philippines
. Election forms for participation in this spe-

analogous arts are not used to the same extent -

In recording the field ofsearch on the file
jacket, the Examiner should indicate in the

- U.S. Patent Office. The Philippines Patent

rt and the Notice are removed

1l process the appli-

. and examine the
o sequence.
ant should later file a correspond-
in the Philippines Patent (

ing applicatic

- he may elect to use the special filing procedure.

Under this special fili :

files his application in the Philippines accom-
panied by a notice of election to participate in

procedure, applicant

rocedure; which notice of election
tification that thé?‘dgsqrifrtion (ex-
to related applications), -
ngs are identical to those of
lication originally filed

s. The es ed applica-
ntified; and, in applica-
priority, s certified copy
. application must be sub-
es Patent Office. In addi-
1 plicant must also agree that all amend-
ents to his U.S. application will also be made
th respect to his application filed in the Phil-

. Patent Office, applicant will regu-
file two copies of each amendment, one =
copy must be marked “Copy for Philippines
Patent Office.” Upon termination of prosecutio:
the U.S. Patent Office shall remove all copies

'so marked from the U.S. file and Ii)romptly or-

atent Office.

cial program must be signed in duplicate and
simultaneously accompany the application to be
filed in the Philippines. - ’

- Upon receipt of properly filed notice of elec-
tion, the Philippines Patent Office will notify
the U.S. Patent Office of the election by for-
warding one copy of the election forms to the

Office will defer action on the Philippines appli-

~ cation pending receipt of information as to the

disposition of the ,a;‘pg)lication by the U.S. Patent
Office. If ne such information 1s received by the
Philippines Office within a reasonable amount
of time from the date of filing in the Philip-
pines, the Philippines Office may, either on its
own initiative, or at apg]icant’s request, inquire
as to the status of the U.S. application and, if
desired, proceed with its own independent ex-
amination.

UUpon disposal of the application by the U.S.

* Patent Office, appropriate information will be

sent to the Philippines Patent Office which wil’

246.2




doned, notios of a1 OWANOS, areign. on, Office of
s cited during examination, &  Ser . , o

 the last office action and, when neces-
ny earlier actions which m y included
ence in the last action. The Philippines
ill then make their own ‘ ; .
ed upon the claims as an d w | rogram fc e Of resul
Pt Office, performing whatever  between the patent f Sweden and t
| and search for copending inter- s initiated in February 1969.
App ions. Alternatively, ) am involves patent applications filed
ay request 1t to show ca i ountry which are subsequently followed
th f the ination she corresponding applications led in the other.
‘be accepted in the Philippines The’,pmvfmm fiﬁer&tesas follows: .
' ap&eal will remain o i ‘ The applicant files an application in the Us.
~ Where copending ited and  Patent Office which then processes the applica-
pplied during ex: in the U.S. it tion in the customary manner and in the usual
ce, full examinatio d  timesequence. ; e B
he Philippines Pate If the applicant later files an application in

a U.S. copend Sweden claiming the priority of the U.S. appli-
tod pe  RaCieR ot in ; Ofﬁ)

ation, the Patent Office of Sweden notifies the
S. Patent Office of this filing by forwarding
, uest for a list of the references cited by the
_U.S. Examiner in the first office aciion on the

S e T Office requests and the Swedish Office
t is believed that this program will facilital pplies a list of references cited by the
the handling of U.S. origin applications filed 1 Sdish examiners o e <
the Republic of the Philippines resultingina This program, which involves only the fur.
savings in time and expense of prosecution to  nishing of listings of references cited, could
U.S. applicants. 3 improve the quality of the patents granted by

Election forms for pai?ticipation in this'spe-  each office
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