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rs can be ]ustlyﬁ resohed only by prescnbmg .
and following ]udxcm] procedures. Where the

differences of opinion concern the denial of

patent claims because of prior art or material
deficiencies in the disclosure set forth in the
application, the questions thereby raised are
said to relate to merits, and appeal procedure

within the Patent Office and to the courts has

lonu heen provided by statute.

" The line of demarcation between appealable '
matters for the Board of Appeals and petition-
able matters for the Commissioner of Patents

should be carefully observed. The Roard will

not ordinarily hear a question which it believes

should be decided by the Commissioner, and the .

Commissioner will not ordinarily entertain a
petition where the question presented is an ap-
pealable matter. However, since rule 181(f)

months from the action complamed of may be
dismissed as untimely and since rule 144 states
that petitions fmm restriction reqmrements

must be filed no later than appeal, petitionable

matters will rarely be present in a case by the
f,,tune it is befme the Board for a decision.
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states that any petition not filed within two




! 30 days to Ble appeal
 Ralegos

, Ciﬂ!

of Certiorari
8 USC 1254

]

) tg U.8. Court .of
ppeais
28 U.8.C. 1201

Action in
Court for the D trlct of
Columbia 5

Rue

ngs to . file appesl

Decision on
4 ,ro;consldemtion

o 3o'dnys to request
' reconsideration

: Rule 187 (b)
: T

Decislon by Board
of Appeals 5

{

" Oral hearing, Rule 194, i |
re«l,ueuted in brief, Rule

Examiner’s Answer filed

ﬁreferably within 30 days
ule 1

1

Brief and $30 fee must be
filed within two months of
! appeal or within perlod
{ for response to actfon,
{ Rule 192, 33 US.C. 41

. Notice of appeal to Board
. of Appeals and $50 fee
' must be filed - within
! period for response to

. action, Rule 191
{

| Deciston by Commlssloner
; of Patents

i

Petition to Commissioner
-of Patents, Rule 181

Rejection

[
| Requirement, objection or

... alleged abuse of discretion

Primary Examiner's Final Action

Rev. 28, Apr. 1071

Appeau The mminer& -
f competent 1egal knowledxe

‘Commissioner. The Board of Ap-

)ower to grant rehearings. -
Whenever the Commissioner considers it necessary
to maintain the work of the Board of Appeals current,

. he may designate any patent examiner of the primary ‘

in excess of the maxlmum scheduled rate provided for

ons in grade 16 of the General Schedule of the

t“the close of the
aet as examiner-

1n<hief to the per nnnum rate of ;
which ‘he ‘would have been receiving at the close of .
such per.od if such designation had not been made. g

If cubeequent to the hearing, but prior to the
decision, a Board member who heard the case

becomes unable to participate in the decision for
some reason, the applicant will be given the
choice of having a rehearing or of having a dif-

ferent Board member substituted for the one
who is incapacitated. -
Should a member die or otherwise become un-

‘available (for example, retirement) to recon-

2i0

sidera dec151on, it is the Board’s practice toc have
the remaining two Board members reconsider
the case. However, if there is disagreement con-
cerning the position of the Board on reconsider-
ation, a third member may be designated as a
substitute for the absent member.

1204 Administrative Handlmg [R——
28]

Ex parte appeals to the Board of Appea]s,
and all papers relating thereto, are forwarded
to the examining group for docketing. All ap-
peal papers, such as the notice of appeal, appeal
brief and request for extension of time to file




the examiner’s \nsw
has been timely filed o

fter 20 days from the ex answer.
plus mail room time. wher ground
of rejection has been indicated in the ex-

ion t ke péclal.
1205 Notice

of Appeal [R-28]

35 U.8.C. 13 Board of Appcals. An
applicant. for tent, any of whose claims has been
twice rejected. may appeal from the decision of the
primary examiner to the Board of Appeals, having
once paid the fee for such appeal. ~ f

Extract from 35 U.8.C. 41. Patent fees. (a) The
Commissioner shall charge the following fees: 6. On
appeal for the first time from the examiner to the

 Board of Appeals, $50: in addition, on fling a brief in

reply to a timely reply

the examiner has determined that

will not prepare plemental ex-
‘aminer’s answer in re A
~ reply brief. : ,, o
The clerk in charge of handling appeals in
the examining group is sole sponsible for

completion of all phases of appeal clerical pro-

cedure. All communications from the Board and
all signed Oftice communications relating to ap-
peals from the primary examiners should be
given to the group appealsclerk. '

To insure that all records are current, memo-
randum form P0O-262 is attached to the file
wrapper when it is remanded by the Board of
Appeals, It is important that this memorandum
be promptly eompleted and forwarded by the

tion 15 reopened, a streamlined continuation ap-
plication is filed or if the appeal is discontinued
for any other reason. ‘ S
Complete clerical instructions appear in
Chapter 700 of the Manuai of Clerical
Procedure. i .
If the brief is not filed within the time des-
ignated by Rule 192, the clerk will notify the
applicant that the appeal stands dismissed.

“Sprciar” Case

Subject alone to diligent prosecution by the

has been made special and advanced out of
turn by the Commissioner or an Assistant
Commissioner for examination will continue to
be special throughout its entire course of prose-
cution in the Patent Office, including appeal,
if any, to the Board of Appeals. '

A petition to make a case special after the ap-

peal has been forwarded to the Board of Ap-
peals may be addressed to the Board, However,
no such petition will be granted unless the brief

se to a timely

group if the application is allowed, the prosecu-

applicant, an application for patent that once

_ support of the appeal, $50. :
' Rtil(' 191. Appeal to Board of Appcals. “(a) Every
- applicant for a patent or for reissue of a patent, any
of the claims of which have been twice rejected, or who
has been given a final rejection (rule 113), may, upon
the payment of the fee required by law. appeal from the
decision of thé primary examiner to the Board of Ap-
peals within the'timé»nllm{ved for response.
th) The appenl must ’identify,the rejected claim or
claims :)mien!pd. and must be signed by the applicant
or his duly anthorized attorney or agent. (See form
41) o _f w . s
“e) "Except as otherwise provided by rule 206. appeal
when' taken must be taken from the rejection . of all
celaims under ' rejection which ‘applicant proposes to
_contest. " Questions ‘relating “to matters nnot affecting
the merits of the invention: may be ‘required “to be
seftled before an appeil m'n”be,(:ons’idemd. R
An applicant dissatisfied with the primary
examiner's decision in the second or final rejec-
tion of his claims may appeal to the Board of
“Appeals for review of the examiner's rejection
by filing a notice of appeal, signed by the appli-
cant or his attorney, and the required fee of $50,
The notice of appeal must be filed within the
period for response set in the last Office action,
which is normally three months. The timely fil-
ing of a first response to a final rejection having
a shortened statutory period for response is
construed as including a request to extend
~the period for response an additional month,
even if an extension has been previously
granted, as long as the period for response does
not exceed six months from the date of the final
rejection, The additional month may be used to
place the application in condition for allowance,
to appeal or to file a continuing application. See
8 714.13. Failure to place an application in con-
dition for allowance or to file an appeal after
final rejection will result in the application be-
conming abandoned. even if one or more elaims
have been allowed exeept where claims sug-
gested for interference have heen copied.

oy
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NoricE oF Armx Fro
1o THE B

D Charge to Deposxt Account No. B
{One. additional copy of thxe \otice is
enclosed herewith;) .

correepon(lonce is to be sent)

MaTTERS H.\xm,nn CONCURRENTLY W'n‘u
APPEAL

Rule 206 permits partial appeal in oases Wh(‘l‘t‘ ‘
~there are both finally rejected claims ropied

from a mtnnt and other claims not ready for ap-
peal. See £8 1210 and 1101.02(f).

Ex p'u'tv ‘prosecution of an appeal under rule
191 may proceed concurrently with an inter-
ference - procecding involving the same applica-
tion provided the primary examiner who for-
wards the appeal certifies, in a memorandum to
- be placed in the file. that the snbject matter of
“ject matter of the appealed claims. See rule
')12,§ 110.).

1206 Appeal Brief [R—28]

Rule 192. Appeliant's br!r-f. {a) The appeliant shall.
within two months from the date of the appeal, or

Rev. 28, Apr. 1971

: rlod"allowed for filing th

. if such time isla

file the brief, afmampamed by the
“the me allowed, the appeal shall

t ﬁled but within the pe-
,' £ an amendment
which places the case in condition
the

pplication retains its pending status

Udurmgsa pe;xod.“‘ See g 120 1215.01 and

clean copy and‘ iould not include
an; brackets or under mmg as reqmred by rule
121(b~ & .

' FILIM; A_PPEAL Bmm'

riod of tlm‘ in which apphcant
muﬂt file his brief is two months from the date -
of the appeal. However, rule 192 alternatively -
permits the brief to be filed ‘within the time al-
lowed for respons to‘tlne actionap{ aled from,

" The u:ual*

In the event that 1pp}1mnt finds that he is

unable to file a brief within the time allotted
by the rules, he may file a petition, without any

fee, to the examining group, requesting addi-
tional time iusually one month). and giving his
reasons for the request. The petition should be
filed in duplicate and contain the address to

“which the response is to be sent. If sufficient
‘cause is shown and the petition is filed prior to

the expiration of the period sought to be ex-
tended (rule 192), the group appeals clerk is
authorized to grant the extension not in excess
of one month. The group directors have au-

- thority to grant subsequent extensions. Addi-
- tional time. in excess of two months, will not be
~granted. unless extraordinary circumstance are
the interference does not conflict with the sub-

involved. The time extended is added to the last

“calendar dav of the original period. as opposed

to being added to the day it would have been due

“when said last day is a Saturday, Sunday or

holiday.
If after an appeal has been filed, but prior to
the date for submitting a hrief, an interference




 'the ap : v pp

~final rejection, apphcant
he mailing date of the

ve deClSIOIl ol th

f :
 With_ the exceptlon of th
_ interference or the suggestlon
ing of claims for an interfere
nﬁmarﬂw will be dismis

filed within the period provided bv rule 19‘3(a), ‘
__or within such addltloml time as may be prop-'

erly granted.
~Attention is dn'eoted to the fact th'xt a brlef

must be filed to preserve np]l)hcant s right to the

appealed claims, notw lt 1fst¢mdmg cu‘cum-

stances such as:

( 1) the possxblhty or imminence of an in-
terference involving the subject appli-

cation, but not resuftm in withdrawal

. duedate;

(2) the ﬁhng of a petmon for aupeersor’v
~action underrule 181:

(3) the filing of an amendment, even if it

is one which the examiner previously

has mdlcated may place one or more
claims in condition for allowance, un-
less the examiner, in acting on the
amendment, dlsposes of all ‘issues on
appeal:

(4) the receipt of a ]etter from the exam-
iner stating that proqevutlon 15 sus-

- pended, without the examiner either -
withdrawing the final rejection from

which appeal has been taken, institut-
ing an mterference with the subject
application or suggesting ciaims for
an interference.

Although failure to file the brief within the
permissible time will result in dismissal of the
appeal, if any elaims stand allowed, the applica-
tion fl()es not hecome abandoned In the dismis-
sal, but is returned to the examiner for his

213

. 'pﬂmtxm:!;g in other cases of abandonm
_ and to reinstate the appeal : if the appe
. missed, but the applic

al is dls-’
: pdoned

18 not.

an apphca

“either event, & progmr' brief must be filed -
5 the petltxon will be consxdered on its

of the final rejection pnor to the brle s ing to an appeal should indicate the number of

and the serial number

referred to the examiner. If the examiner con-

‘a letter to the ap
~ he has 1 month to correct the defect by ﬁlmg'~

e dismissal of the appeal i
take resultmg from i , :
, pomtmg out the error, m be‘ '

lant shall fil

argwments on ch he mll re1) to maintain his

reference characters, and a copy of the claims
involved, at the same time indicating if he de-

‘sires an eral hearing. Rule 192(a) requires the

submission of three copies of the appeal brief.
For sake of convenience, the copy of the
claims involved should be double spaced. ,

The brief, as well as every other paper relat-

the group to which the apphcatlon s asslgned

When the brief is recen'ed xt is forwarded ‘
to the group where it is entered in the file, and

siders the brief to be defective mlder rule 192,

“he may (1) point out. the defect in his exam-
- iner’s answer or (2) if a bona fide attempt has

n made to file a ﬂ)roper brief, he may write
plicant notifyi ing him that

a supplemental brief. If the applicant fails to
correct the brief within the 1 month period, the

examiner will write his answer and indicate
‘the defect. All such letters mustbeapprmed by

tth%mup director.

e mere filing of any paper whatever en-
titled as a brief cannot necessarily be considered
a compliance with rule 192. The rule requires
that the brief must set forth the authorities and
arguments relied upon and to the extent that it
fails to do so with respect to any ground of
rejection, the appeal as to that ground must be
disrnissed. It is essential that the Board of Ap-

Rev. 28, Apr. 1971

appeal. including ‘a concise expianation of the “nii:
~ invention which should refer to the drawing by



mine that posmon. Th
consider a ground to
i failure

the presentation of argu-
iction. In he:f&r er

~ adecision on the merits is made, a]though it may
“well be merely an .1ﬁirm'mce i)ased on the
rrounds relied on by the examiner.
pphcant must navexse every ground of re-
et forth in the final rejection. Oral
' arg'mnent t the hearing wn]]_not remedy suc

, qmen(lment will invite a di
as to the claims affected. |
he claims, the procee > ar
ered terminated h"e date of th
~ missal. Accordingly, apphcatmn ﬁ]ed
- thereafter will not iv)e ' _pendmg with the ap-
- plication on appeal. If in h
relies on some reference, h d to 'prqa
vide the Board with at leas ofit.

fpetmnn tn ,

uspend proceedings in ‘onsldered on its
erits, bnt will be gra
ases, such as where the wntmg of the exam-
iner’s answer would be fruitless or w ould \\orL
a haxdslnp on the applicant.

~ For reply brief see § 1"08 01.

Appeal [R——28]

To expedito the resolution of cases under final

rejection, an amendment filed at any time after
final rejection but before an appeal brief is filed,
may be entered upon or after filing of an appeal
provided the total effect of the amendment is
to (1) remove issues from appeal, and/or (2)
adopt examiner suggestions. Of cou

amendment necessitates a new search, raises the '

_ issue of new matter, presents additional claims
without cancelling a corresponding number of

finally rejected clmms, or otherwise introduces .
~new issues, it will not be entered. Examiners

" must respond to all non-entered amendments
after final rejection, and indicate the status of
each claim of record or proposed, including the
designation of claims that wounld he entered on
the filing of an appeal if filed in a separate
paper. It should be noted that an amendment
placing a case in condition for allowance will

Rev. 28, Apr. 1971

issues from appeal, or in

_ quires only a cursory review by ¢

‘under rule 116(b)
_amendments after ﬁml reJectmn If after ap-

_ the appeal, but it may, of course, withdraw

" the apphcatwn is not allowable.

type referrmg to and relying on the final action;

r;ef, J{'PhC'mt, it may withdraw rejection of claims or any ob-

ed only in ewe‘ptlona]

1207 Amendmem Filed th or Al'ter _

‘copy ‘to the appellant.
“find that the appeal is not )egular in form or does not

““to such new points of argument a8 may be raised in the

214

ble by the cxam ‘rai:an stagepnr f
for, ardmg the answer au'apgeal E .
amendment

& examiner,
14 of a showi

compliance with the ,
will be expected of a

peal has been taken, a paper is presented which
on its face clearly places the application in con-

_ dition for .1llowance, such paper shouid be en-

tered and a notice of a]lO\\“lbl]lt\ (POL~327)
promplty sent to applicant.

In accordance with the above, the brief
must be directed to the claims and to the
record of the case as they appeared at the time of

fromconsuleratlon on appeal any claims or is-
sues as desired by applicant.
imely filed brief will be referred to the
miner for his consideration of its propriety
tothe appeal issues and for. prepm tion of an -
examiner’s answer if the brief is _proper and
‘The exam-
iner’s answer will normally be of the shortened

jection or requirement as desired by the exam-
mer.. Note § 1201. - No new ground of rejection

or ob]ectlon should be incorporated in the ex-
- aminer’s answer irithout express approval in

each case by the group divector. See §1004.
See § 714.13 for procedure on handling mnend
ments filed after final action and befove appeal.

1208 Examiner’s _An‘swer . [R-28]

" Rule 193. Ezaminer’s answer.  (a) The primary ex-
aminer may, within ‘such: time as may. be directed by

- the Commissioner, furnish a written statement in

answer to the appellant’s brief inciuding such explana-
tion of the invention claimed and of the references and
grounds of rejection as may be necessary, 'suppnin’g a
11 the primary examiner shall

relite to an appealable action, he shall so state and a
petition from such decision may. be takeu to the Com-
missioner as provided in rule 181, :

(b) The itppellant may file a reply brief dxrected onl\

examiner’s answer, within twenty days from the date
of such answer. However, If the examiner's answer

: mates A new ground of ‘rejection .appellant may file
A reply thereto within two months from the date of

sueh answer; such reply may include any amendment
or material appropriate to the new ground.

Arpreal. CONFERENCE

Appealed cases in which the brief has been
filed should be reviewed by conference in the




~ group, those perticipating being (1) & pr rejecti
__examiner, (2) xaminer charged I apfm ed, is discretionary with him.
aration of the examiner's answer an - 1f a conference is held, the primar
other examiner, know: , g iner should weigh the arguments of
_, sufficient experience t of assistance in the  examiners but it is his responsibility to
consideration of the merits of the on the final decision. During the conference, con-
appeal. ' . _sideration should be given to the possibility of

.1 a confersnce relstive to such a case, if

- Where the primary examiner has, himself, dropping cumulative art rejections and elimi- e
- _examined an ,apphcagmgandumade the final  nating technical rejections of doubtful value.

214.1 Rev. 28, Apr. 1971




f pm*pm of ap-
: he Baard of

p mg the .\nwor reac
at the appeal shoul qt‘be, ;
imary e\&mmn app

» preparing the ansy
should make certain th’lt all

physically
s important. ,' : 41 !Qh w ouid ]ea\e the
dered by the a , s are mncemed
ning the basis 4 o
, Board will re- .
f tmn o (ue gmu! any application in which ap-
amendme not been entered

, : L ~that rep -esents a chlft from the pnsmon ~tated
\mnner \h‘)“ld funnqh th(’ applicant in the final rejection without mdlmtmg that the
itten statement in answer to the ap- = Just stated position supersedes the former. Such
plicant’s brief \nth'n 2 montlls after the ﬁ]m,r_r _a situation eon the issue and likewise poses

of the brief ; ~ difficnlties for the Board since it is not clear
The answer ahould contam a 1esponae to the
hat the examiner’s ultmnte p051—

al]egahons or arguments in the brief and sactly w
should call attention to any errors in applicant’s Ctionds. f,
copy of the claims. Grounds o rejection not In view of th
argued in the examiner’s answer are nsually dm”lnpment of 'hf‘
treated as having been d‘ropp‘"l but may be con- rejec tmn it is 1)0
sidered by the Bnarrl if it desives to do'so. The
examiner shounld treat dﬁid.nlts, declarations
or exhibits in aceordance with rule 195, report-
ing his conclusions only on those admitted. Any
affidavits or declarations in the 1pp]watxon
swearing behind a patent should be clearly ‘s_mcrle other action on which it is baged,

identified by the examiner as being considered ¥ 706. 0‘) Only those statements of «rrnuuds

~under either rule 131 or 204. The (hstmc.tlon is  of rejection as appear in s/ngle prior action may

important since the Board of Appeals will usu- be incorporated by reference, An examiner’s

~ally consider holdings on rule 131 affidavits or answer should not refer, either directly or in-

declarations but not on m]o ')04 aﬁidawts or lirectly, to more than one prior Office action.
, dec]aratmns. atements of crmumL of rejection appearing

 If the brief fm}, to n pond to any " : nJ.u‘hle? otherﬁth‘m the .lfox-ementmned single
gr()"n(l5 of “\Jpct]on ad‘ anced bv thf‘ f‘xa]’nln(‘l\ v : I)I‘]Ol' ﬂ(‘“on 5110111(1 be QZIOf!’(’ m the answer. The =
the examiner should ,lmpw inform the Board - page and paragr aph of the final action or other

of Appeals of this fact in his answer and specify single prior action which it is desired to incor-
the particular clums affected.  Sinee such lack  porate by reference should be explicitly identi-

of response to any ground of rejection will re- fied. ()fcmuw if the examiner feels that some
sult in dismissal of the appeal as to the claims further e\pl.m.m()n of the rejection is necessary
affected, the claims involved need not be treated he should inelude it in the answer but ordinar 11\'
further by the examiner in his answer. A dis- he may avoid another recital of the issues and
missal of the appeal will result if all the claims another elaboration of the grounds of rejection.

cmnplete and thorough
sues at the time of final
to save time m preparing
,qu'ed by rule 193
v 1g ‘the fol]o teps:

\ ‘Examiners may incorpora‘e in tho answer
their statement of the grounds of le]e"hon‘
nierely by reference to the final l‘e}PLtmn {or a

—

are involved and the Board concurs in the ex- The answer should also m«'ludv ANV Necessary
aminer’s conclusion. : rebutal of arguments presented in the -mnh-

Because of the practice of the Patent Office cant’s brief if the final ,u'tmn does not ul(-qn,uv?v
in entering amendmen's after final action un-  meet thearguments,

215 Rev. 28, Apr. 1971



tlveb his ¢
The exammer should re

r description of the

claimed mvennon ‘and, in the case of a ma-
chine, a statement of itsm
certain cases where the pe

_may call upon
lanation. In
of multiple rejections of a cumnlat

re, the Board may also rems

- most pertinent art has

‘All correspondence with the Board of Ap- i

peals, whether by the examiner or the
‘must be on the record. No unpublish
which are unavailable to the general public by
reason of 35 U.S.C. 122 can be cited by the
examiner or the apphcant except that either
the examiner or the applicant has the right to
cite an unpublished decision in an application
having common 0wnershxp mth the application
on appeal.
When files are forwarded, soft copies and

_phcant

prints of references fastened therein should not

be disturbed. , ,
If an examiner’s answer is-believed to con-

existing patent law, the examiner’s answer,
application file and an explanatory memoran-
dum should be forwarded to the group director
for consideration. If approved by the group
director, the examiner’s answer should be for-
warded to the Office of the Assistant Commis-
sioner for Patent Examining for final approv al.

A form suitable for the examiner’s answer
is as follows: o

POL-84
In RE APPLICATION OF
Ser. No. ... '
glled ......... Before the Board of Appeals
') SR

Rev. 28, Apr. 1971

‘ences relied on in the appeal and cannot refer
“to other papers fc

_non-patent refere:
_the reference should be s gemﬁed by class and

& {)age or pages of the reference relied on.
i

jection of

] owsble.”
_correct copy of th appealed claims aff

‘pears on page — of the applicant’s brief.”

nims are 1incorrect, they should be cor-
' ) ; ~clean copy
; fmy under]mmg or. brackets as requxred
rule 121(bh)). =
Statement as to any gmund of rewcnon not

response.
: “The mfemm.es of record relled on are:

he mmers ans“er must clte all refer--

r this information. In citing
nces, the current location o

subelass or, if not classified, the parficular loca-

tion in the Office where a copy can be found. In

addition, the citation shonld speczfv the pr(e)cxee
mit

isting of references not involved in the appe‘tl )

. “Qtatement of the grounds of rejection.”

~ Reference to final rejection or single pnor ac-

. txon for a clear expomtlon of the rejection. If
' neces~ary description.
- alleged invention and

“examiner’s case properl
a statement that thls is a

es to present the
rtinent, include
ound of rejec-

tion.

Response to the allegations and arguments in

the brief not already met by the final rejection. -
If a new. ground of re_;ectmn is mxsed see
1208.01. =
For case having patentablhty report ‘see

tain a new interpretation or application of the ﬂ§ 705.01(a).

‘Request by the examiner to present argu-
ments at the oml hearmg

1208 01 New Reference, New Obj(‘('-'
' tion or New Ground of Re-
jection in Exammer s Answer

[R-28]

At the time of preparing his answer to an
appeal brief, the examiner may decide that he
should cite a new reference, raise a new objec-
tion, or apply a new ground of rejection (new
reference, double patenting, statutory bar or
other reasnn for rejection) against some or all
of the appealed claims. The group director’s

~ argned or responded to hy applicant and the ;
particular clalms aﬁ'ected by such lack of

p]anatmn of the




APPEAL - o ! o lm,‘)i . .

~approval must be obtained prior to writing the  containing new grounds of rejection or objec-
answer for any new reference or new ground  tion must be routed over the supervisory pri-
of rejection or objection incorporated in the mary examiner’s desk. These should then be
exaiminer’s answer. ~ brought to the attention of the director for his
. After prior approval of the group director  review and approval. The director will stamp
_is obtained, all answers citing new referencesor  “approved” on tie file copy of the answer only

2161 Rev. 28, Apr. 1971



-omplete the
file for use by the printer ir of issuance as
a patent. The Board will re 1
director’s er
any newly cited reference (for a
(2) a new ground of rejection, whe:
swer does not bear an approved stamp.
In order to introduce a tiew grou
jection it is necessary either to reoj ,
parte prosecution before the examiner or to
include the new rejection in the examiner’s
answer, dependi exi i
The choice o

materially better in meeting
! pening of the prosecution
- and making the action final would ordinarily
be awve’d; Should applicant desire to have
' nard review the examiner’s action, he

must file a new appeal
brief (without fee).

new reference anticipates some but not all of the
claims or supplies a minor lack in art already
relied on, inclusion of the und in the

examiner's answer would normally be the .

approved procedure. Of course, if the new

n
%t is important that the new ground with re-
gard to which the group director has been
~consulted be clearly indicated as such so that
. the Board of Appeals can readily identifyv those
“applications where the applicant is entitled to a

- Reference(s) ;
Likewise when a ground of rejection not in-
volving a new reference is raised for the first
time in the answer after consultation with the
group director the fact that it is a new ground
should be clearly indicated, thus: THIS IS A
NEW GROUND OF REJECTION, or some
eqnivalent statement. ,

The examiner’s answer which includes a
new ground of rejection shouid conclude with
the following paragraph: :

“In view of the new ground of rejertion
applicant has two months within which he
may file a reply to this answer, Suech reply
may include any amendment or mnaterial ap-
propriate to the new ground and may request

without fee) and a new -
n the other hand, if the

ground of rejection applies to any claim stand-
allowed the prosecution should be reopened.

period of two months for reply. Any new refer-
ence should be cited under the caption *New

remand to the examiner to consider such

: t or material. Prosecution other-
- wise remains closed, Failure to respond to the |

nd of rejection will result in dismis-

e appeal of the claims so rejected if
ailure to respond is construed as an

uiescence in this rejection.” S
Rerry Brier : o

‘Where a new ground of rejection is raised

in the examiner’s answer, the applicant, un-

r Rule 193(b) has two months within which

may file a reply brief. The applicant’s reply,

insofar as the new ground of rejection is con-

g cerned, may include any amendment or mate-
. rial appropriate to the new ground. Considera-

m will e limited to amendments and facts
pertinent to the new ground of rejection.
‘An amendment limited to the new ground of
jection is entitled to entry. Ex parte Abseck
4133USPQ41L
Where new points of argument have been
ised in the examiner’s answer, applicant may

file a reply brief within twenty days from the

te of such answer. Applicants should clearly

new points of argument “raised in’ the exam-
er's answer” to which said reply briefs are

‘directed. Rule 193(b) does not permit general
‘rebuttal of each statement made in the exam-
iner’s answer; consequently a reply brief which

is not restricted to answering “new polnts” may

© be refused consideration in toto.

“If the examiner desires to respond to a reply

brief, he should furnish kis supplemental ex-

ami

iner's answer within one mouth after the
A ; Aei iRt

thereof.

‘tion [R-28]

The examiner may withdraw the final re-
jection at any time prior to the mailing of the

120802 Withdrawal of Final Rejec.

~examiner’s answer. It is possible that after
~reading the brief, the Examiner may be con-

vinced that some or all of the finally rejected
claims are allowable. Where he is of the opinion
that some of the claims are allowable he should
so specify in the examiner's answer and confine
his arguments to the remaining rejected claims.
If he finds, upon reconsideration, that all the re-
jected claims are allowable, or where the ap-
plicant in his brief withdraws the appeal as
to some of the rejected claims and the exam-
iner finds the remaining elaims to be allowable,
he should pass the ease to issue. The Board
should be notified whenever a remanded
application is withdrawn from appeal under
any circumstance. See §§ 706.07(c) to T06.07
{e). e

In applications where an interference has re-
sulted from the applicant copving claims from
the patent which provided the basis for final re-
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jection‘ the r(&i@ctic)n based on that patent
_ should irawn and the appeal disn 1
‘a8 { rlaims. ~

Lﬂhemse. :

1209 Oral Hmnring ’[R-?‘,’28k] L
: permitted to present

, L . a Al haiand
Rule 194. Hearing. 1f no request for oral hearing ; rgninents b(.'fc : ‘BOM‘ d of Appe'als in L
has been made by the appellant, the appeal will be 1s where the applicant has been gmnwd,__

assigned for consideration and decision. If ‘the: ap: ; !\‘ﬂlyll‘ea;‘illgL After the “l)P“Cﬂ'ﬂ”mS made
pellant has requested an oral hearing, u day of hearing 15~pl'i'smlmt;mll,g,,t.he‘exaunmm' will be,ailowed

will be set, and (.Iuo notice ta”t’:,’éreof‘ ;;i‘vﬁn to ‘rh(: apml  fifteen minutes to rej l}" as well as,,m'present a
-I‘xmt. Hearing will be hc.am. as st:xged’m the notice, and ; ent \Vhit‘th* olea ]y sots forth his poﬁition
ornl argument will be limited to l?:ml',nif‘ hour uniess with rrespect. to the issues and re'je‘ctions of
otherwise ordered before the hearing begins, record. ;\1)]‘)“‘:3\“? .‘nmy utilize any allotted time
not used in the initial presentation for rebuttal. -
‘Currently, up to twe examiners are permitted
to attend any one hearing as observers, where
the case is related to the examiners' field of tech-

If applicant desires to argne his case before
the Board, he must file 2 brief and at the same
time indicate if he desires an oral hearing.
Rule 192. If no request has been made by ap- Is rela 1 , {
plicant, the appeal will be assigned for consid- nology. The time of a hearing may be obtained
_eration and decision. Rule 194. That is, the deci- by the examiners by telephoning the Board of
sion will be rendered on thebrief. =~ Appeals about one month after the appeal is |
Preferably, the request for oral hearing forwarded. The time should be checked a few
should appear in the first pamgraph of the brief  days prior to the hearing fo see if any change
and shoulg(ée set ont prominently. ~ has been made. The examiner’s request for an
A notice of hearing, stating the date, the time  oral hearing should appear in the last para-
and the docket, is forwarded to the applicant graph of his examiner’s answer. .
in due course. If applicant fails to confirm . = ~ : : .
within the stated time (14 days), the appealis 1210  Aections Subsequent to Examin-
remlov.ml from the hearing glo:;ket‘ and assigned -~ er’s Answer but Before Board’s
on brief in due cour S{“‘f}ai"ﬁ'a after con- , Decision [R-28] :
firmation, if no appearance is made at the sched- '
__uled hearing, the appeal is decided on brief. ;  JerspictioN or Boarp
_ Since failure to notify the Board of waiver of e S i
~ hearing in adva »f the assigmed date resu'ts ~ The application file and jurisdiction of the
_in a waste of the Board's resources, applicant application are transferred from the examining
should inform the Board of a change in plans at groups to the Board of Appeals at one of the
the earliest possible opportunity. following times: ' :

If the time set in the notice conflicts with 1) After 2 months from the examiner’s an-
prior commitments or if snbsequent events make swer, plus mail room time. if a “*new
appearance impossible, the hearing may be re- ground of rejection” has been indicated in
scheduled on written request. However, post- “the examiner’s answer and no reply brief
ponements are discouraged and will not be has been timely filed.
granted in the absence of convincing reasons in After 20 days from the examiner’s an-
support of the requested change. swer. plus mail room time, where no new

P F applicant has any special request, such as ground of rejection has been indicated
fqr a particular date or day of the week, this in the examiner’s answer and no reply
will be taken into consideration in setting the brief has been timely filed.

_cases, if made known to the Board in advance, After a supplemental examiner's answer
has been mailed in reply to a timely reply
brief. '

as long as such request does not unduly delay
After the examiner has determined that

a decision in the case,
The arguments at the hearing may he pre- 4
sented by applicant’s attorney or agent if he is ) he will not prepare 1 subnle Al ox
duly authorized of record prior to the hearing, e will not prepare a supplemental ex-
in aceordance with rule 34. 1f a firm has a Writ. aminer’s answer in response to a timely
ten power to act in the case, compliance with reply brief.
rule 346 is required. Any amendment, aflidavit. or other paper
Usually a half hour iz allowed for applicant to  relating to the appeal. filed thereafter but prior
explain his position. Rule 194, If applicant be-  to the decision of the Board, may be considered
lieves that additional time will be necessary, a by the examiner only in the event the case 1s
request for such time shonld be made well in remanded to him by the Boawd for that purpose.
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. Amvm\rmm‘ OF Arm:.

To avoid the rendermg of decisions by the

‘Board of Appeals in apphications which have al-

, ready been refiled as streamlined continuations,

, d e s _applicants should promptly inform the clerk
.xmmer, an pro»ecut}o : ‘maining claims of the Board in writing as soon as they have
may proceed as though the tu'e case was un- _positively decided to refile or to abandon an
der his ]“““dl‘ tion. A , application containing an appeal awaiting a
Iner certifies in \\lltll]g that there is HO C'Onﬁl(”z, de01510n. Fallure to exercise qppro riate dili-
_ of subject matter, an appeal to the Board of  gence in this matter may result in the Board’s
Appeal may pr weed concurrently with an refusmg an. ﬂthermce proper request to vacate

mterference. its dec1sxon. .
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s‘]urmdlctlon of the appeal
: 1@4‘% C.D.535: 58 U NPQ 0 CCPA
affidavit, decla-
anded for such

gne Sus h an .mwncl ent un
rule 193(b). will be treated in the
an amendment after final rej ction.
~ If the proposed amendment is in eﬁ'ect an
_nbandonment of the appeal, as, by
_ the appealed claims, other cLum~ hén
which are patentab]v in the opinion o
aminer, the amendment should be entered
the clerk of the Board notified in order that

case may be removed from the Board’s

1212 Remand To Consnder Aﬂida
or Declarations [R—28] '

ule 193 Affidavits or declarations aﬂer appeal.

same

' deciarntmm or exhibitsg s‘:ﬂ»mxttod after the -

case has been amwnled will ‘not ‘be ‘xdmitted “ithout a
“showing of good and suffic jent reasons why thev were
not earlier prvsemod :

Affidavits or declarations filed with or nftex
appeal but before the mailing of the examiner’s
answer will be considered for entry only if
the applicant makes the necessary showmg

date of invention wtabhshed in the record,

_or having a publication date more than one

ar prior to the applicant’s filing date,
found, is may be substituted J

overcome without thereby reopening the
,m fnrther prmecutmn befom the exam

_afhidavits or d

t is not the vuqtom of the Board to remand
clarations oﬁ'ered i connechon

: Wlth a reque

dock t.

cision, Affids \ deciaratmns S'u!)mxtted for

1213 Decmmn by Board [R-—20]

Ertract: of Rule 196. I)ecmmn by the Boaerd of
ppeals. - () The Board of Appeals. in its decision,
ay affirin or reverse the decision of the primary ex-
miner in whole or in part on the grounds and on the

cclaims specified by the examiner. Th

under rule 195 as to why they were not earlier

presented. Authority from ‘the Buard 1s not
necessary to consider such affidavits or declara-
tions.
final rejection and prior to a notice of appeal
are handled as provided in §§ 715.09 and 716.

In the case of aflidavits or declarations filed

Affidavits or (lwl.lr.monc filed after a

after the application has been forwarded to the
Board of Appeals, the examiner iz without au-

thority to consider the same in the absence of
a remand by the Board. When a case is re-
manded to the examiner for the consideration
of such affidavits or declarations. the examiner,
after having given such consideration as the
facts in the case require, will return the case to
the Board of Appeals with his answer on re-
mand. a copy of which should be forwarded to
the applicant. Tf such an affidavit or declara-
tion is not accompanied by the showing required
nnder ritle 195, the examiner will not consider
its merits. If the delay in filing sueh affidavit
or declaration is satisfactorily explained. the
examiner will admit the same and consider its
merite.  If this aflidavit or declaration is ae-
cepted az overcoming the reference, or refer-
ences, used in the final rejection, and a new
reference having a filing date prior to the

~ similar to those pres

the rejection of a claim on any of the grounds specified
constitutes a_general-affirmance of the decision of the

‘primary. exaininer ‘on ‘that claim, except as to any”
ground specificaliy reversed.

~After consideration of the remrd mdudmg
applicant’s brief and the cxaminer's answer,
the Board writes its decision, affirming the
examiner in whole or in part. or reversing his
decision, sometimes also setting forth a new
ground of rejection. ‘
On oceasion the Board of Appeals has leflhed :
to _consider an appeal until after the conclu-
sion of a pending eivil action or appeal to the
C.C.P.A. involving issues identical with and,/or
ted in the later appeal
Such suspension of action, postponing consid-
eration of the appeal unn] the Board has the
benefit of a court decision which may be deter-
minative of the i involved, has been ree-
ognized as sound practice. An applicant is not
entltled, after obtaining a final decision by the
Patent Office on an issue in a case, to utilize the
prolonged pendency of a court proceednw :

‘means for avoiding res judicata while reliti

219

ing the same, or sll})~tdllt1{l”\ the same
another ‘lp[)h('.ll ton.

An apphieant may request that ‘the decision
he \\nh,wld to permit the refiling of the appli-
cation at anyv time prior to the mailing of the
decizion. Up to 30 days may be granted, al-
thongh the time is u»u.lll\ limited as much as
pn--ll)l(- The Board will be more prone to enter-
tain the applicant’s request where the request is
filed early, obviating the necessity for an oral
Learing or even for the setting of the oral hear-
g date, If the case hias .|]|('n{-\ heen set for oral
Bearing, the petition shonld include a request
to vacate the hearing date, not to postpone it.

In a situation where a withdrawal of the ap-

Rev. 28, Apr. 1971

mnan‘ded to the exammer .




mining whe olve The stuu-ment shall be bind-
abuse of discretion. Rmsonabfe o ing upon ithe nary amitw m;less an auwndwent
made by the Board on matters resting '
mn cretion will not be disturbed upon peti-
tion. Thus, for example, the Board’s opini '
to whether it has employed ground o ‘
rejection ml] not be set aside it 37 «fore the pr umry examiner and ha\e the case re-
~ud oplmon l~ found tol ‘ ' . conaxdered Ly the Doard of Appoah upon the same
- record before them, W bere. roqumt for such recon-
tion is made the Board of Appeals sball. if nec-
render a mvw de«.mon which shall inoiude all-

Decision by 'th'("Boa‘rd;of Ap-
d the decision of the Bnard of

for r(-jer?ti’tinvgivéd s the Board of Appeals as & ﬁna.l ‘
decision in thc case

A, Arequest for reconsnde»mh 'bvthe Boardf
must be filed within thirty days from the date
of the decision, the period set by rule 197 (b).
B\ proceeding in t}us manner the applicant

raives his 11«7} to_further prosecution befoxe
tho examiner. In re rovnﬁeld 1‘]‘)0( .D. 531
5 USPQ 474.

B W’here the Board ’s

whlch were not before the Board. such n
f'xmrab]e recommendation is not binding upon
him. Likewise, any change in a favorably rec-
ommended claim other than the amendments
recommended would tend to de trov the forr*e

rule 106(b) the apphca s if he electa to pro-
ceed hefore the -examiner must taho such

o Rl e gl il ithin the period for response set in the
s not appear cit 0 decision, which ‘not exceed six

en ag a_recommendation that the "h’:{" " months from the Board’s decision. See In re ap-
th f¢“t“r° 13 suppllod by amen ~ plication filed July 13, 1950 at 693 O.G. 136:

1955 C.D. 3. A shortened period for response

of thirty days ordman]y 1s set m the Board s

Applicant’s right to amend in conformity decision.

with the recommendation may only be exercised The applicant may amend the claims in-
within the period allowed for seeking court ~ volved, or substitute new claims to avoid the
review, ordinarily sixty days from the date of art or reasons adduced by the Board. Ex
the Board’sdeclsxon. parte Burrowes, 1904 C.D. 155; 110 O.G. 599.
Such amended or new claims must be directed
1214 Actions Following Declsxon by to the same subject matter as the appealed

Board [R-28] ~ claiims, Fx parte Comstock, 1923 C.D. 82;

mmmendq-
a,remark bv the Board that a certain

Board of Appeals decisions may be published. 317 0.G. 4
if requested by the Board or group. In the event Argument without amendment of the cl:ums
that the applic ation has hecome abandoned, S0 Te) jected can result only in a final rejection

apphicant’s permission

is sought prior to of t’.hc claims, since the examiner is without
publication. , :

authority to allow the claims unless amended
S, or unless the rejection is overcome by a show-
1214.01 New Ground of Rejection  ing of facts nbg before the Board, The new
‘ [R~25] ground of rejection raised by the Board does
Eztract from Rule 195, Decigions by the Roard of not reopen the prosecution except as to that
~Appeals . . . (b) Shonld the Board of Appeals have  subjeet matter to which the new rejection was
knowledge of any grounds not involved in the apjea! :1pplied.
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'hu-d option, apph

ion of the Board as final and m

H(”rm\ell 1930 C.D. 360: ()G 3. \Vhere

the apphc"mt avails himself of the third op-
tion, he waives his right to remnsxdemr:rm by

examiner, discussed
92: 151 O.G.

"~ the Board, or by the

above. In re Heinz, 1910 C.D.
1014, G
1214.02 Prowdixre After De

Extract from Rul( I'*

Action following decision.

i) After decision by the Board of Appeais, the case

shall be returned to the primary examine biect to
the applcant’s right of appeal or other review. for such
~further actmn by the ap phc~.mt or.by the primary ex-
mumer. as thc u;ndmon ot the case may require, to

’A.fter an app(‘x] to ﬂw Bnard of Appenis has
_been decided. a copy of the decision is mailed
to the apphcan and the original p'aced in the

file. The clerk of the Board notes the decision
‘rapper and in the record of appeals,

and then fomI:l[rds the file to the prima
aminer through the office of the group d
immediately if the examiner i reversed, and
after 50 days if the examiner 18 aﬂ‘nn“:ed

1214.03 Re earing and Reeonsndera-
tion [R-20]

der mk 197, any n»qucat or pemmn for
rehearing or reconsideration, or modification of
the decision, must be filed within thirty days
from the date of the original decision, unle
that decision iz so modified as to become, in
effect, 2 new decizion, and the Board of Ap-
peals so states.
“No petition for rr'hearm r or reconsideration
filed outside the time specified shall operate to
extend the period of zixty days” for appeal to
the U.S. Conrt of ('ns storns 'md Patent Appeals
or for commencing a civil action, rule 504, The
Commissioner may suspend or waive the sixty
day limit of rule 304, Eckey v. Watson, 122
USPQ 5; 1959 (.12, 119. In such a petition an
adequate showing under rule 183 is demanded.
Any <oft copies in the file wrapper should
not he rmnm'(»d' nntil the period of reconsidera-
tion expires.

1214.04  Examiner Reversed [R-28]

A complete reverzal of the examiner’s re-
jeetion b ings the ease up for immediate artion
by the examiner.

The examiner =hould never regard sach a
reversel ag¢ a challenze to make a new search to

220.1
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 submit the matter to the group director for

to.cancel the withdrawn claims.

1214.06' .

references. This is
» the apphrmmu has
sferred or assigned to an
one who finally re-

uncover other ‘mcl better

heon tJ

uld give full faith and
r's search. Of course, the examiner

as specific knowiedge of the existence of a
Iar reference which obviously meets the
of any of the appealed claims as to.
which the examiner was reversed, he should

authorization to reopen prosecution under rule
198 for the purpose of entering the new
rejection. :

All requests by the examiner to the Board of
Appeals for reconsideration of a deeision, must
be approved by the group director and must be

forw 1rded to the office of the Assistant Com-

missioner for I’atem; anmmmg

1214.05 Cancellatmn of Wuhdrawn

Claims [R-20]

Where an apph(-.mt withdraws some of the
appealed claims. and the BRoard reverses the
examiner on the remaining appealed claims,
the withdrawal is treated as an authorization
It is not nec-
essary to notifv the applicant of the cancel-
lation of the withdrawn claims. i

12] 4.06 Examiner Sustamed in Whole
or in Part [R-25] :

Ezxtract from Rulc 197.  Action following decigsion
. {¢) When an appeal is or stands dismissed, or
when the time for appeal to the court or review by
civil action (rule 304) has expired and no such appeal
or civil action has been filed, proceedings in the ap-
plication are ronsidered terminated as of the dismissal
or expiration date except in those applications in which
claims stand allowed or in which the nature of the
decision requires further action by the examiner, If
an appeal to the eourt or a civil action has heen filed.,
proceedings in the application are similarly considered
terminated when the appeal or civil aciion is termi-
nated,

If the examiner was sustained either in
whole or in part, it is improper to notify ap-

~plicant of the status of the case unless asked

to do 0. See Ex parte Buchenberg 1924 C.D.
HHH 327 0. G 216,

The time for seeking review of a decizicn of
the Board of Appeals by the C.C.P.A. or the
Distriet Court is the same for both tribunals,
that iz, cixty days, or sixty davs with the ex-
tension provided by rule 503 in the event a peti-
tion for reconsideration or rehearing 15 sea-
sonably filed before the Board. or as extended
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sidered as pendi
abandoned and sent
uatxfymg applican
B. Claims stand. he apphcant
not required to file a response. The examiner
takes the case up and

should be drawn through the
the notation "Board Dec i
margin in red ink.
If nncorrected m'ltters of fnrm wl ch

pmprmte action but i
clogsed. A k‘tter,, uch
suggested : ‘
“In view of the ,
_seeking court review of the decision b

Board of Appeals rendered (dats of decision)

- has expired and no further action has
_ taken by applicant, the proceedings

rejected claims are considered
see rule 197(c).’ "

“The 1pphmtlon will be )

claims (identify) which stand allos
~ vided the following formal matter(s) is
(are) promptly corrected. Prose(utmn is

otherwise closed.”

(Set out fr)rmal matter(s) requmng cor-

rection, )

(Set a thn't\ day Shortened Statutorv
Period for response. )
C. Claims require action, 1f the decmnn of
the Board is an affirmance in part and includes
a_reversal of a rejection that brings certain
claims up for action on the merits, such as a
decision allowing generie claims i in a case con-
taining claims to nonelected speciez not pre-
viously acted upon, the examiner will take the
case up for appropriate action on the matters
thus brought up. but the case iz not congidered
open to further prosecution except as to such
matters. '
. Rule 196(b) rejection. Where the Board
‘makes a new rejection under rule 196(b) and
_no action is taken with reference thereto by the
applicant within six months, or such shortened

Rev. 28, Apr. 1971

196(c) and no ac

it to issue on the
¢lnims which stand allowed. l red mk line

‘must be examined and appropriat

; “Decmon

; examiner’s rejec-

new ground of rejection
%(b ,t’h Ailing of
' - affirmed

_request for
ejection will

1o (*oxmder Al
Tered to tmver :
E. RBule 196(c).
Joard makes a

W gxmmd of re]ectlon
recommendation. Where the
imendation under rule
‘is taken with reference
thereto by the app cant within the time per-

mitted for co rdmaml)s; sixty days
e examiner

should prooeed intl

tions A, B, or Gy nding on which is ap-

ypriate to the case. See § 1213.01.

. Appeal dismissed. The appeal has been dxs—
ed for failure to argue a ground of rejec-
mvolvmg all the appealed claims. See

ituations A, B and Cis

' The practlce unde i
fter a decmon of the .

gimilar to the
court outlined 1n §

In view of the above practxce, examiners

must be very careful that applications which

come back from the Board of Appeals are not

se, except those in
and rejected after the

overlooked because ey
which all claims

 Board’s decision, is up for action by the ex-

aminer in the event no court revlew "has been
sought. (‘onee(Luentlv when a file is received

after decision by the Board of Appeals, it
recautions

taken to indicate the presence _ allowed
claims, if any. This may be done by writing

the notation “Allowed Claims” on “Contents”

of file Wra{;per immediately below endorsement
Board”.

See $& 1216 01 and 121602 for procedure
whers court review is sought.

1214.07 Reopening of Prosecution
[R-25] '

Rule 198. Reopening  after decizion. Cases which
have heen decided by the Board of Appeals will not be
reopened or reconsidered by the primary examiner, ex-
cept under the provisions of rule 196, without the writ-
ten authnrit,\' of the Commissioner, and then only for
the consideration of matters not already adjudicated,
sufficient cause being shown.

Sometimes an amendment is filed after the
Board’s decision which does not carry into ef-
fect any recommendation made by the Board
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and which presents a new or ame
ims. In he at the

obvious the case in

ance,

mitted, and with the ¢

‘director, the amendmen be entered.

) o the applicant noti-
fying him that the amendment cannot be en-
_tered and stating the reason why. The refusal
should never be made to appear arbitrary or
capricious. A letter such as the following

might be used: ;
“The amendment filed - __.__.._ after the
Board’s decision is refused entry because the
prosecution is closed and the new claims (or
claims as amended) raise new issues which
_require further consideration or search.”
_ Inthe event that claims stand allowed in the
ase under the conditior
(paragraph B), the
issue. o . L
Since October 16, 1969, the Commissioner has

ould be passed to

_entertained petitions under rule 198 to recpern

certain cases in which an applicant has sought

review under 35 U.S.C. 141 or 145. This proce-
dure is restricted to cases which have been de-

cided by the Board of Appeals and which are
amenable to settlement without the need for

going forward with the court proceeding. Such
petitions will ordinarily be granted only in the

following categories of cases:
1. When the dec
asserts that the rejection of the claims is proper
hecanse the claims do not include a disclosed
limitation or becanse thev suffer from some
other curable defect, an:d the decision reason-
ably is suggestive that claims including the }Jim-
itation or devoid of the defect will be allowable:
2. When the decision of the Board of Appeals
asserts that the rejection of the claims is proper
because the record does not include evidence of
a specified character, and is reasonably sugges-
tive that if such evidence were presented, the
appealed claims would be allowable, and it is
demonstrated that such evidence presently
exists and can be offered ; or '
3. When the decision of the Board of Ap-
peals is based on a practice, rule, law, or judicial
precedent which, since the Board’s decision, has
beenr rescinded, repealed, or overruled.
Any such petition must be accompanied by
the proposed amendment, evidence, or argu-
ment =aid to justify allowance of the claims.

the primary exam-

on the amendatory paper a

mendment be ad-
: of the group

“alveady

1215.01

. fore decision by the Board of Appeuals, an
“applicant withdraws his appeal after the period -

the Board of Appeals  for response to the final rejection has expired,

220.3

f preceding cate-
or failure of the case to

stitute basis for
petition. | event, no case will be reopened
unless it he consideration of matters not
ieated, and sufficient cause has

Il not be ordinarily enter-
ling of the Commissioner’s

: 3] ﬁ review has been sought
%, 141, or after trial in a 35 U.S.C.

,’;n\yt,he? case of an appeal under 35 U.S.C. '141,

_if the petition is granted, steps will be taken to
~ request the court to remand the case to the Pat-

ent Office and if so remanded the proposed .
amendments, evidence, and arguments will be
entered of record in the application file for con-
sideration, and further action will be taken by
the Board of . tance or by
1In the case
, steps will be
taken for obtaining al of the action
without prejudice to consideration of the
‘proposals. S ’ e

1215 - Withdrawal or Dismiésal of Ap-

peal ,
Withdrawal of Appeal [R-
’ 25]’ ) L
Where, after appeal has been filed and be-

the application is to be considered abandoned as
of the date on which the appeal was with-
drawn unless there are allowed claims in the
‘Where a letter abandoning the application is
filed in accordance with rule 138, the effective
date of abandonment is the date of filing of

such letter. .
If a brief has heen filed within the time per-
mitted by rule 192 {or any extension thereof)
and an answer mailed and applicant withdraws
the appeal, the case is returned to the examiner.
If there are no allowed claims in the case, the
examiner writes a letter of abandonment.
To avoid the rendering of decisions by the
Joard of Appeals in applications which have
already been refiled as streamlined continua-
tions. applicants should promptly inform the
clerk of the Board in writing as soon as they
have positively decided to refile or to abandon
an application containing an appeal awaiting
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g Alloved

[R-20]

If the application contains allowed ‘éla‘ims’,f
as well as claims on appeal, the withdrawal of
t operate as an abandon-

the appeal does ,
ment of the application, but is considered a
withdrawal of the appeal as to those claims and
anthority to the examiner to cancel the sa.e.

1215.03 Partial Withdrawal [R-20]
A withdrawal of the appeal as to some of the
claims on appeal operates as a cancelation of

tinues as to the remaining claims. The with-
drawn claims will be canceled by direction of the
examiner when necessary without further ac-

tion by the applicant. '

If no brief is filed within the time prescribed
by rule 192, the appeal stands dismissed by
operation of the rule. The letter (form POL-
333) notifying the applicant that the appeal
stands dismissed is not an action in the case and
dnes not start any period for reply. If no
claims stand allowed the application is con-
sidered as abandoned on the date the brief was
due. No notification to the applicant that the
application is abandoned is necessary. If claims
stand allowed in the application. the failure
to file a brief and consequent dismissal of the
appeal is to be treated as a withdrawal of the
appeal and of any claim not standing allowed.
The application should be passed to issue forth-
with.

However, if formal matters remain to be at-
tended to, the examiner should take appropri-
ate action on such matters, setting a shortened
_period for reply. but the application is to be
_considered closed to further prosecution except
as to such matters. Note § 1201,

A letter such as the following is suggested :

“In view of applicant’s failure to file a
brief within the time prescribed by rule 192,
the appeal stands dismissed and the proceed-
ings as to the rejected claims are considered
terminated: see rule 197, third paragraph.

*This application will be passed to issue on
claims (ident/fy) which stand allowed pro-

T -
X ) : . PR 5] (:‘;.
“\n amendment canceling the appealed claims is )0 event of 8 dismissal must be determined

equivalent to a withdrawal of the appeal

those claims from the case and the appeal con-

1215.04 Dismissal of Appeal ‘[R—28] '

1 the following formal matter(s) is
_corrected. Prosecution is otherwise

rection.) i .
(Set a thirty day shortened statutory pe-
riod for response.)

2

i

11213.05 Case Before the Court [R-

20]

he case is before the eourt either on

appea U.S.C.. 141, or in a civil action under
.C. 145, the status of the application in

according to the circumstances leading to the
dismissal. In no event will the application be
considered abandoned as of a date prior to the
date of the dismissal by reason of the dismissal

alone, .

k12l6 Appeals to Courts [R-20]

Rule 304, Time for appeal or civil action. The time for
filing the notice and reasons of appeal to the U.S.
Court of Customs and Patent Appeals (rule 302) or
for commencing a civil action (rule 303) is sixty days
from the date of the decision of the Board of Appeals
or the Board of Patent Interferences. If a petition for
rehearing or reconsideration ig filed within thirty days

_ after the date of the decision of the Board of Appeals

or Board of Patent Interferences. the time is extended

" to thirty days after action on the petition. No petition

for rehearing or reconsideration filed outside the time
specified herein after such decision, nor any proceed-
ings on such ]‘k‘til,i()n shall operate to extend the period
of sixty days hercinabove provided.'The times specified
herein are calendar days. If the last day of the time
specified for appeal or commencing a civil action falls
on a Saturday, Sunday, or legal holiday, the time is
extended to the next day which is neither a Saturday,
Sunday nor a holiday. If a defeated party to an inter-
ference has taken an appeal to the 1.8, Court of Cus-
toms and Patent Appenls and an adverse party has
filed notice under 35 U.S.C. 141 that he elects to have
all further proceedings conducted under 35 17.8.C. 146
(rule 303¢¢)), the time for filing a civil action there-
after is specified in 35 U.S.C. 141, :

Files of cases carried to the courts, either by
appeal to the Court of Castoms and Patent
Appeals or by civil action in the Distriet Court
for the District of Columbia, are not opened
by the Patent Office to the public.

During the pendency of i@ snit the applieation
is not under the jurisdiction of the Examiner:
and any mmendment, as one copying elaims from
a patent for interference purposes, can be ad-
mitted only under the provisions of rule 198,
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, pellaut must
take the following eps in such an appeul (a) In the
¢ ,,the Commissioner and file

atent Office give

the reasons of :wpeal'(s rules: 302 nmi 304) ; (b) in

the court, file n petition of appen] and a certified tran:
seript of the record within a specified time after filing :
the reasons of appeal, and pay the fee for appeal, as oo

provided by the rules of the court. The transeript will
be ‘transmitted to the Court by the Patent Office on
~order of and at the expense; of the appeliant.

35 17.8.C..141. Appeal: o Court of Customs and Patcnt

Appeals. An apphcant dis’Satisﬁed with the decision of

the Bouard of Appeals may appeal to the United States
Court of Customs and Patent .\ppeax\ thereby waiving
his right to proceed under section 145 of this title
party to an interference diseatxsﬂed with the dec
~ of the board of patent mterfﬂrmces on the questl, n of
< priority may appeal to the United States Court of
Customs and Patent Am)e.als but such appenl shall be
dismissed iverse party to such interference,
within twenty da fter the appellant has filed nctice
ording to ‘section 142 of this title, files
notice with the mmissioner that he elects to have
aH further pm« cedings «0mlu( ted as. prm’ided in sec-
tion 146 of this on the appellant shall
huve thirty days thereafter within which to file a eivil

action under section 146, in lletzmlt of which the de- .
cision appealed . from shall govem the further,

~proceedings in the case.

35 U.8.C. 142, Notice of appcal Whﬂn an appeal is
taken to the United States Court of Customs and Patent
Appeals, the appellant shall give notice thereof to the
Commissioner, and shall file in the Patent Office his

reasons  of appeal, specifically. set forth in ‘writing
within such time after the date of the decision ap-
pealed from, not less than sixty days, as the Commis-
sioner appoints., ,

35 U.S.C. 143. Procecdings on appral. The United

States Court of Customs and Patent .\ppeals shall, be-
fore hearing such appeal, give notice of the time and
place of the hearing to the Commissioner and ‘the
parties thereto. The Commissioner shall transmit to
the court certified eopjes of all the necessary original
papers and evidence in the case specified by the appel-
lant and any additional papers and evidence specified
by the appellee and in an ex parte case the Commis-
sioner shall furnish the court with the grounds of the
decision of the Patent Office, in writing, touching all
the points involved by the reasons of appeal,

35 U.8.C. 14} Decigion on appenl. The United States
Conrt of Customs and Patent Appeals, on petition, shall
hear and determine such appeal on the evidence pro-

' mmxs mxer, and file in the Patent Oﬂice. withln the

specified in rule 304, his reasons of appeal specif:
ically set forth in \vriting

(b) In interferences and other mntesred cases, tho
notice and reasons muat be served a8 prmided in' rule

\)4"

of the Board of Appeals and desires to have
said decision reviewed on the record, he must
file a “Notice of Appeal” in the Patent Office,
within 60 days after the date of the Board's
decision or 30 days from a decision on recon-

~sideration, in order to have the Court of Cus-
~toms and Patent Apfpe‘lls consider his appeal.

~ When the Office of the Solicitor rocen'es the

nonce of appeal, it acknowledges receipt of the

notice and requests that an order (called prae-
cipe} be filed within 20 days. The order or
praecipe states the exact papers to be certified
which forms the tmnsw‘lpt of 19001(1 that is
transmitted to the court. ‘

The transcript of 1'ecord petmon and $15.00
fee_must be ﬁlled in the court within 40 days

(exclusive of Sundays and legal holidays) from

the date upon which said “Notice of Appeal”
was filed: provided the Commissioner does not

_ extend such time.
The appeal 1s docketed in the Court if the -

petition. transcript and fee are timely filed. If
not timely filed, there is no specific order of
dismissal by the Court. but the rules of the Court
restore jurisdiction to the Patent Office. If no
claims stand allowed proceedings are consid-
ered terminated on the last day the petition,

day the case was alive and applicant could take
some action) Ex parte Vossen, 1967 CD.
155 USPQ 109, :

Afrer restoration of jurisdiction to the Patent
Office the action taken by the examiner will
be the same as set forth in the paragr: aphs under
‘Action Following Decision by Court” below.

After the court has heard and decided the
appeal, a copy of the decision is sent to the
Patent Office and one to the applicant. Where
the applicant files a petition for rehearing, the
Court’s ruling thereon is communicated to the
Office and to the applicant by the Clerk of the
Court.

Finally, the Clerk of the Court forwards to
the Office a certificd copy of the Court’s deci-
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sion on the a apgea]:gé::glm This copy i

duplicate of t
warded un]e,

ppea] is docl\eted: ,
'fallure to proqocnte the appeal, as
in; the record or failure to file
* 15 not given access to th ;
itself. Since a transerip of the appli g or the
- becomes a part of the court record, it may at the reque fof the ap ellant
course be  inspected there by anvone, In re. /ings are considered termnated and the phca-
Mosher, 45 CCPA 701; 115 USPQ 140, . tion abandoned if appllmble as of the date of
The Solicitor enters the certified copy of the  dismissal, see §1215.05. ‘
Court’s decision in the apphc'mnn file andf . After dlqussa! if no clalms stand allowed‘
returns it to the primary examiner. Th the action taken by the examiner will be the |
Heitor uses the uncertified copy as a basis- same as set forth in parawmphlabove ifclaims
pubhcatlon of the declsmn. - f ~ stand allowed the action is qccordance with
. o pqmwmph 2. s

1216.02  Civil Suits [R-25]

Rule 303. Civil achcm umier 33 l: 80‘149, 146. (a) Any

applicant dlssatlaned thh the deci 'n of the Board of

Appeals, and any party 1ssat1~ﬁed with the decision of

the Board of Patent erferences, may, instead of p—

pealing to the U.S. Court of Customs and ‘
“peals (rule 301), have remedy by civil u

35 1.5.C. 145 and 146 respectively. Such civil action
must be commenced within the time specified in rule
(b) If-an appli(ant in an ex parte case has taken
an appeal to the U.S. Court of Customs and Patent
'Lppe‘lls, he thereby mures his rxght to proceed under :

. All claims rejected. If all claims - ;
case stand rejected, proceedings on the applica-
‘tion are considered terminated on the ti)ate of
_receipt of the Court’s certificate and the appli-
cation is not open to subsequent amendment
nd prosecution by the :K)phcant The apph-
~ cation is no longer considered pending.

2. Some claims allowed. If some claims in
the case stand allowed, either by reversal of the
Office decision by the Court or by having been
allowed by the examiner or the Board of

 Appeals, proceedings are considered terminated
as to the rejected claims. Action by the appli-
cant canceling the rejected claims is not con-
 sidered necessary. The examiner will pass the
case for issue forthwith on the allowed claims.
the applicant being advised of such action. erference shall, within tv
The rejected claims may be canceled by the lant shall ha;e Aled itic
examilier with al:i appr})l})natc ni?ta}t)m“ on th(_, {rule 302), file notice with the Commissioner that he
gﬁ;i]?er t(:f af‘(,)(:'lma]c?:attsell?:l r:mafnetopll‘)):t:tr- elects to “have all further proceedings conducted as
, i ¥ provided in 35 U.8.C. 146, certified copies of such
tended t(t). the ehm]mm)rttqm“‘]d tal:o i“l}}))[:lm- notices will_be transmitted to the U.S. Court of Cus-
glrl‘(])al‘izl](](:]l;gl‘?(r)ldsggl‘, r?]‘)llyerl‘fl.ltl(t,ilt;n‘f.])p];(‘a tlgr‘: tomms -and l"atonr Appeals for such action as may be
is considered closed to further prosecution ex- ?::::3?:,‘1“1;2;: Z;:;lce of sicction, must be served as
, . ; :
cept as to such matters. Ifall claims in the case 35 U.8.C. 145, Civil action to obtain patc nt An appli:
stand allowed after the Court’s decision formal cant dissatisfied with the decision of the Board of Ap-
matters if any shou]d be taken care Of and the peals may unless appeal has been taken to the United
(-aqe passed for issue. . . States Court of Customs and Patent Appeals.-have rem-
Remand. If the decision of the Court is edy by civil action against the Comissioner in the
‘m(‘h that it lmngq certain claims up for action United States District Court for tie District of Colum-
on the merits, such as a decision allowing ;' commenced within «uch time after such decision,
genenc claims ].n A case co'.lt'lmmg claims to not less than sixty days. as the Commissioner appoints.
non'elec‘?d species not previously acted upon. The court may adjudge that such applicant i~ entitled
”",’ examiner will take the case up for appro- to receive a patent for his invention, as specified in any
priate action on the matters thus brought up. of ‘his elaims involved in the deeision of the Board of
hat the case is not considered open to further Appeals, as the Taets in the case may appear and such
prns«cution except as to such matters. A re- adjundieation shall anthorize the Commissioner to issue
mand by the Court is a remand to the Board such patent on complianhce with the requirements of

- (e) ,If a defeated party to an interference proceed- ;
ing has taken an .xppealvtr he ..Court of Customs
and Patent Appeals, and any. -
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law. All the expenses of the procee’d,ings‘shaﬂ be paid
by the applicant. ‘ -
If an applicant is dissati

_sion of the Board of Appeals ar
have said decisior reviewed, within 60 days

after the date of the Board's decision or 30 days.

~ after the date of a Board’s decision on recon-
sideration; b st file a complaint in the
ited Stat iet Court for the District of
mbia a the marshall serve a sum-
mons on the- issioner of Patents. '
When a suit under 35 U.8.C. 145 is filed

a notice thereof signed by the Solicitor of the
Patent Office is placed in the application file.

" The file is kept in the Solicitor’s office pending

termination of the suit. When the suit is ter-
minated. a statement indicating the final dis-
position of it by the Court 1s placed on the

original notice by the Solicitor and the appli-

_cation is returned to the examiner, whose
subsequent procedure is the same as his action

220.7

’ 1744).

public necessar

immediate fling of a transeript of the applica-

1216.02

following a peal, described in §1216.01. If

exact date when proceedings were ter-
. it may be ascertained b
itor's office. '

t ordinarily 'furmsh’és to the
ified copy of the file wrapper and

14). If the suit is dismissed before coming
o trial, no disclosure of the application to the

rily results. Un‘ike an appeal to
the U.S. Court of Customs and Patent Appeals,
he filing of a civil action does not require the

tion. The complaint, however, is open to the
public. % o . s

Files subpoenaed by the Court may be sent
to the Court in care of a Patent Office employee
along with a certified copy, under stipulation
that the copy be retained by the court and the
original brought back to the Office by said

__employee.
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