RETRIEVING DOCUMENTS FROM THE EPO OR JPO

1. At the present time, the only “participating Offices” with which the USPTO can
exchange priority documents are the European Patent Office (EPO) and the Japan
Patent Office (JPO).

2. The USPTO will only electronically retrieve a certified copy of a foreign
application (priority document) if applicant actually claims foreign priority under
37 CFR 1.55 in a US application. The foreign application must be identified in
the oath or declaration or an application data sheet.

3. The USPTO will automatically attempt to electronically retrieve a copy of any
EPO priority document to which priority is claimed in a US application filed on or
after 26 June 2007 under 35 USC 111(a) without the need for the applicant to file
a request to retrieve in a separate document (e.g., form PTO/SB/38). Further, the
USPTO will automatically attempt to electronically retrieve a copy of any JPO
priority document to which priority is claimed in a US application filed on or after
28 July 2007 under 35 USC 111(a) without the need for the applicant to file a
request to retrieve in a separate document. In addition the USPTO will attempt to
electronically retrieve the foreign priority document if applicant provides a
request and grants access to the foreign application or an EP application that
contains the foreign priority document.

4. In addition to retrieving a certified copy of an EPO or JPO application, applicant
may request the USPTO to retrieve any priority document that has been made of
record within an EP application. For example, if applicant claims priority to a
French application and a certified copy of the French application has been made
of record in an EP application, applicant may request the USPTO to electronically
retrieve a certified copy of the French application EVEN IF the US application
does not claim priority to the EP application.

5. Procedure for Submission of Form PTO/SB/38

a. The applicant must file the request in a separate document.

b. The request should be filed within the later of four months from the filing
date of the US application or sixteen months from the filing date of the
foreign application.

c. Applicant should submit the request by using one of the following
methods:

i. electronically via EFS-Web — select Document Description
“Request for USPTO to retrieve priority docs” under the General
Transmittal category

ii. faxed to the Central Fax number (571-273-8300)
iii. mailed to the USPTO mailing address:

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450



. There is no fee for this service no matter how many priority documents are

retrieved.

. The USPTO will notify applicant of any formality problems in the request that are

identified.

. The USPTO will only attempt to electronically retrieve the priority document
from the EPO or JPO twice (if necessary):

e At 17 months from the earliest priority date; and

e When the US application is docketed to an examiner.

. Applicant is strongly encouraged to check PAIR to determine whether the
USPTO successfully retrieved the priority document after these time periods.
Priority documents retrieved from the EPO or JPO will bear the IFW document
descriptor of “Priority Documents electronically retrieved by USPTO from a
participating IP Office.” The applicant remains ultimately responsible for the
submission of the certified copy of the foreign application before the US
application issues as a patent. See 37 CFR 1.55(a). However, the applicant will
be notified if the retrieval attempt is unsuccessful. Further, if the retrieval attempt
fails, the examiner will notify the applicant that a certified copy of the priority
document must be provided. The applicant will be required to file a paper copy of
the certified copy of the foreign priority document prior to the issuance of the
application.



INSTRUCTIONS FOR COMPLETION OF FORM PTO/SB/38

1. In the upper right-hand corner of the form (the section marked “A” in the sample),
please enter as much identifying information as available regarding the US
application that claims the priority of the foreign application under 37 CFR 1.55.
PLEASE NOTE THAT THE FOREIGN APPLICATION MUST BE
IDENTIFIED IN THE OATH OR DECLARATION OR IN AN APPLICATION
DATA SHEET.

2. If applicant is requesting the USPTO to retrieve a certified copy of an EPO or
JPO application:

a. Check the box labeled “B” in the sample;

b. Incolumn 1 of the area labeled “D,” identify EPO or JPO as the
participating Office. Currently, the EPO and the JPO are the only options
; and

c. Incolumn 2 of the area labeled “D,” identify the application number and
filing date of the EPO or JPO application.

3. If applicant is requesting the USPTO to retrieve a non-EP foreign priority
document contained within an EP application:

a. Check the box labeled “C” in the attached sample;

b. Incolumn 1 of the area labeled “D,” identify EPO as the participating
Office;

c. Incolumn 2 of the area labeled “D,” identify the application number and
filing date of the EP application; and

d. Incolumn 3 of the area labeled “D,” identify the IP office in which the
non-EP foreign application was originally filed and the application
number of the non-EP foreign application.

4. The form must be signed (in the area labeled “E”) by someone authorized to grant
access to the EPO or JPO application(s) (that were identified in column 2).

Please direct any questions regarding this form to:

Diana Oleksa Hung Vuong
Legal Advisor for IT Policy US Patent and Trademark
US Patent and Trademark Office
; OR
Office
571-272-3291 571-272-5727

PDX@uspto.gov PDX@uspto.gov
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