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The following is submitted in response to your request for comments on the Revised
Interim Guidelines for Examination of Patent Applications Under the 35 U.S.C. §112, 1

"Written Description" Requirement dated December 16, 1999.

My comments are directed to two topics addressed in the Guidelines, i.e., level of skill

and inherency.

The sole paragraph of II, 2, states that the review of an application is to be conducted
from the standpoint of "one of skill in the art" at the time that the application was filed. Since an
"art" contains a broad spectrum of skill levels - from that of the designer to that of the user of an
invention - i consider this designation of skill ievel 10 be meaningiess. My suggestion 1s 10
substitute therefor "one of ordinary skill in the art." Judicial support for this skill level may be
found in opinions by both the CAFC and the CCPA, i.e., In re Gostelli, 10 USPQ2d 1614, 1618
(Fed. Cir. 1989) and In re Wertheim, 191 USPQ 90, 96 (CCPA 1976).

In the fourth paragraph of 11, 3, a., the applicable skill level is designated as being that of
a "skilled artisan.” I consider this nonstatutory and, to my knowledge, judicially coined and
undefined, expression to be even less helpful. 1 view it as being more ambiguous than the
statutory language used in the first paragraph of Section 112, i.e., "any person skilled in the art."

Regrettably, the "authoritative" patent courts have not been helpful in more specifically
identifying the applicable skill level. However, there is an old Supreme Court opinion -
seemingly lost in history - which may provide a degree of specificity as to the applicable skill
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level. In Carnegie Steel Co. v. Cambria Iron Co., 185 U.S. 403, 437 (1866), the accused

infringer asserted invalidity of the allegedly infringed patent on a method of uniformly mixing
molten metal in the manufacture of steel because of an insufficient specification. The Supreme
Court disagreed stating, "The specification of the patent is not addressed to lawyers, or even to
the public generally, but to the manufacturers of steel." This statement suggests to me that the
skill level to apply in determining the sufficiency of a written description is that of the user of the
claimed invention.

The first paragraph of II, 3, b. states that compliance with the written description
requirement, support for newly added or amended ciaims, or entitiement to an earlier priority or
filing date may be based on that which is inherently supported in the originally filed disclosure.
In re Robertson is cited as authority for what constitutes inherency in the written description.
Endnote 56 makes clear that the cited case applies to inherency in the description of a reference,
and not that of an application. Although inherency in both an application and a reference may
require more than a probability or a possibility, I believe that recognition by persons of ordinary
skill of the inherency is not a requirement to establish inherent support in the written description.
In making this point, I am aware of the dearth of case law regarding the nature of inherency in
satisfying the written description requirement. Hyatt v. Boone, cited in Endnote 57, is one, but,
regrettably, does not set forth the need for more than mere probability or possibility to establish
inherency.

As a possible solution to this dilemma, I suggest that in lieu of citing Robertson, that
Hansgirg v. Kemmer, 40 USPQ 665 (CCPA 1939), be cited. This case was cited in In re Oelrich,
which was partially quoted by the Robertson court, but also involved the issue of inherency in a
reference. In turn, Hansgirg v. Kemmer involves the issue of whether an applicant's specification
can inherently support a claim copied from a patent to provoke an interference with the patent.
The court expressly stated that, in this context, inherency may not be established by probabilities
or possibilities; that the disclosure must be sufficient to show that the natural result flowing from
that which is taught would resuit in the performance of the questioned subject matier. No
mention is made of a requirement for inherency of recognition by persons of ordinary skill.

I hope that these comments may be of some value to you.

The views expressed herein are solely those of the undersigned and do not represent those
of the firm.

Sincerely,

VRS

ohn O. Tresansky
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Re:  Revised Interim Written Description Guidelines

Dear Mr. Walsh:

In my prior letter of February 15th commenting on the subject Guidelines, I suggested
substitution of Hansgirg v. Kemmer, 40 USPQ 665 (CCPA 1939) in lieu of In re Robertson cited
in Endnote 56. Subsequently, I discovered Pingree and Batman v. Hull, 186 USPQ 248 (CCPA
1975) which not only quoted the portion of Hansgirg set forth in my previous letter, but also
added that inherency requires inevitability. I believe that this addition provides a more complete
picture of what constitutes inherency. In addition, Pingree is a more current case than is

Hansgirg. I suggest that consideration be given to substituting Pingree for Robertson.

Sincerely,

IR

hn O. Tresansky



