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UNITED STATES OF AMERICA
BEFORE FEDBERAL TRADE COMMISSION

Ir: the Matter of

Schermg-Plough Corporation,
i corpozation,
Tockel Mo, 4297

Upsher-Smith Laboratories, Inc.,
a corporation,

and

Amencan Hume Products Corporation,
a corporation

AMERICAN HOME PRODUCTS CORPORATIONS REPLY TO COMPLAINT
COUNSELS? OPPOSITION TO AHPMS EMERGENCY MOTION TO STAY
OHRDER, FOR CERTIFICATION FOR INTERLOCUTORY APPEAL AND

APPLICATION FOR FULL COMMISSION REVIEW
American Home Products Corporation {“AHP™) files this Reply in order to

respond to certain arguments and erroneous assertions made by comyilaint counsel in their

Opposition to AHP’s Bmergency Motion to Stay and their Answer to AHIs Application

for Full Commission RLeview.!

In their Opposition, compiaint counse! agree with AHP that this Court should
certify its Jamuzry 15, 2002 Onder denyime AHP's Motion for Protective Order to the

Commisgion and that the Commission should enlertain this appeal. Sze Opp. at 12.

b AHP recognizes that Commizsion Kule .23 ondy authorizes the fiking of an application for review and
amswer thereto and does not allow firther briciTey “unless otherwise ordered by the Cormmission.” See
Brle 3.23(b). 1t also recognizes tat Kale 3 22(c) gy altows for the Gling of replics if peomiited by the
Administrative Law Judge. Accordingty, ALLP has simultancousty fited & Motion for Leave, sceking leave
from Admipizrative Law Judge Chappell and the Cormmission to file this 2dditionat brief in seppornt of its
Emergency Motion to Stay Order, for Certification for Tntetlocutory Appead aad Applicstion for Full
Commizaion Review,



Complaint counsed alse agree that this Court should enfer an order grimting in eamerg
treatment at trrad to the nine privileged docurnents AHD inadvertently disclosed. See
Opp. & 5 n.21. Complaint counsel, bowever, oppose AHP s request for an cmerpency
stay of this Court’s Jamuary 15" Order. In doing so, they contend incomrectly that AIIP's
request tor a stay is ingppropriate because a stay would alter, rather than preserve, the
status quo and because AHP does not meet the requircments for the issuance of a stay. Tn
recsponse to AHI's application for Commission review, complainl counsel assert that
AHP is not tikely fo succeed on the merits of its appeal. Lastly, notwithstanding that they
filed a substantive response to AHP s application for Commissioi review, complaint
counscl attcmpt improperly to reserve additional timic to rezpond to AHP’s application.
¥or the remsons explained herein, complant counsels” arguments and improper aitempt to
reserve additional time to file another response to AHP's applicafion for review shoutd be
rejected.

L AIIP Has Demonstrated that a Stay Is Both Appropriatc And Necessary:
Complaint Connsels” Argomenis Te The Contrary Are Unayailing

As AHP explainzd in its Emergency Motion, this Court should grant a stay of its
Order denying AHP's Mofion tor Pmtccti:re Order because (1) there is a substantiad
Hkclihood AHP will prevail in showing that its inadvertent production did not result in
waivar; (2) AHP wonld be fircparably injured if thesc privileged documents are used at
trial; (3) camplani counsel anri Hespondents would not be prejudiced by the 1ssuance of 2
stay; and (4) the pﬁblic mterest weighs in favor of granting a stay. Seg AHP’s

Cmergency Mot. at 3-7. Although ABP will net rehash its arguments here, 1t docs fing if



necessary to respond to cerain assailable arguments made by complaint counsel in their
Ohnposihon.

A The Issnance of a Stay Would Preserve, and not Alter, the States Ono

Compiaint Counsel assert that 3 stay 15 inappropriale because the siay requested
by AP would “alier the status quo.” “Opp. at 5. In arguing thal a slay would alter the
status quo, complamt counsel asserl that “mmntenance of the status quo requires that atl
parties be #ble to continne using™ the privileged docurnenis. Id. The faulty logic in this
argument is easily exposed. Continued use of the privileged documents — which is
precisely what i3 happening and what will continue to happen in the absence of a stay —
alters, and does not maintain, the status quo. Mainienance of the status quo requires that
there be no further use of the privileged documents. Complaint counsels® arpuments Lo
the contrary sheuld be rejected.

B. AXIP Is Likely to Succecd on the Merits of Its Appeal, and
Complaint Connsels’ Arpuments to the Contrary Are Baseless

1. The Cases Cited by ATIF Are on Point

Complainl coumsel arpue (hat AHP emmoncously relied on certain case law to show
that the Court erred in ils watver assessiment. For example, complaint counsel contend

that “AHP"s claim that application of the balancing test in this case constitutes legal ervor

GOS711 (N.D. Tll. Ang 4, 1999} —is plainiy wrong.” Opp. at 7. They argue that Gianni
Versace is inapposite becaose the privilege holder there contended that the disclosed
documents were not privileged. Id. This fact does not alter the applicability of the

(Gianni Versace holding fo this case. The court in Gianni Vemsace held that even if the



prodoced documents were privileged, there would be no waiver because Versace “never
imtended to twrn over privileped communications.” Gianni Versace, 1990 WL 608711 at
*£. In other words, because Vorsace™s counsel did not believe that the documents were
privileged at the timme they were produced to Gianni Versace's adversary, it would be
wrong to cenclude that there had been a waiver. Similarly, in this case AHP's counse]
did not know that the documents were privileged when they were produced to FTC stafl.

Ag in Gianni Versace, AHP had no intention of taming over privileged documents o the

FTC.? Complaint coumsel have not refuted — and cannof refute — this fact. Therefore, the

Gisnni Yersace holding applies 1o this case. AHP attaches the Giatmm Versace case

herato as Exhibit 1 for the Conrt’s reference.

Camoplaint counsel also attempl W0 discount the appheabilily of Zapata v. IBE,
Inc., 175 ER.D. 574 (D. Kan. 1997), by characterizing the case ag a “classic” inadyertent
discinsure case, where the disclosure was “purely accidental” znd there was *no
erroncous judgment about whether deliberately-produced material was privileged.” Ses
Opp. at & n.34. AHP guestions how complaind counsel can 1nake ihis claim when the
case docs not provide snfficient facts to draw any such conclusion. Nevertheless, the
holding in Zapats is directly analogous to the waiver issue here,

In Zapata, the defense sttorney’s secretary seml an expert report containing
attorney-handwritten notes {0 a defense experl, who, In turm, produced the privileged

report 1o plamti s counscl in response to 2 subpoena. Zapata, 175 F.R.I. at 575, The

*  Complamt coomsel assert that AHF is relying on “dicia™ from Giann Versace. See Opp. at 8. They
are wrong. The court's reting in Giaeni Yersace that the disclosing party did ot wabve privilegs throogh
disclosre of dotuments it thougit were not privileged — & uting which AHT clains should compel a
finding of oon-waiver bere — is not dicta; sather, 1t is ome of the congt®s Ioldings in the case,



plamiils counse! reviewed the report, including the handwritten attorney marginalia,
and questioned the defense export about it during his depositen. Id. The defense
attorney who defended the deposition  who was not the same delense attomney who
made the handwritten: notations on the reporl—did not know that the notes were fhose of
her eo-counsed, and, therefore, did not object o the use of the repost at the deposition. Id.
Upon diseovering that the privileged report had been produzced, defense counsel
immediately demanded the return of the document, elaiming that the production of the
reporl was “madvertent and unintenfional.” Id. The court in Zapata found that these
facts did not result in waiver. 14 at 578,

As mentioned in AHP's Motion for Protective Order and Reply, these facts are
analugous 1o the facts at issuc here amd compel & finding of non-watver. Ssc Mot. for
Protective Order at 22 n.13; Reply at 25-26. AHP has difficuliy nnderstanding cormnplant
conneels’ unpersuasive attempt o distingnish this case from the facts at issne here. AHP
attaches the Zapata case hereto as Exhibit 2 for the Court’s refercnce.

2. AHP Will Likely Soeceed in Showing that this Court

Erred in Findiog that AHP*s [nadverteat Disclosares
Resalted in Waiver

in their Opposition, complaint counsel contend that this Court correctly applied
the five-factor balancing test. See Opp. at 7-9. AHP respectfully disagrees witl this
Coumrt’s applicatien of the five-factor balancing test, and believes that it will likety
sixceeed in showing that the Court erred in finding waiver for all of the rezeens set forth
in its emergency mofion. See Emcxg&my Mod. at 5-6; 17-2¢. In reply to complamt

comtisels’ arguments m support of this Court’s finding of wapver, AHP makes the



followsng additional poirts in support of 1is posilion that this Court crred in finding
WAIVET.

Eirst, this Court’s finding of watver in this case is at odds with this Court™s
procedent in Hoechst/Andrx. Inits Janwary 15™ Order, this Court found that AHP's
procednres for segrepating prvileged docements froam production were inadeguate, inter
alia, because the attormey responsible for privilege designations ¢id not review the entire
production, but mther cenducied & sccond review of the dncm?lr:nts pulled as priviteged.

See Order at 4. lJowever, this Court found in Hoechst/Andrx that the party™s privitepe

revicw pracess-— which mnsi;atﬁd of legal assistants tabbing docwments they betieved #o
be privileged, with an attomey then revicwing those tabbed documents—was reasonable,
Sece Respondent Aventis Pharmaceniicals, Ine.’s Memerandure in Opposition to
Complaint Counsels® Motion Regarding Waiver of Pavilege at 6-7, allached as Tab 4 to
AHP’s Reply; Order Denying Compliant Connsels” Motion Regarding Hoechst’s Waiver
of Attorney-Client Privilege and Motion To Compel Answers to Deposition Questions,

attached as Tab 10 to AHP’s Mot. for Protective Onder. Thus, in Hoechst/Andex, this

Court did not find the producing party’s procedures to be inadequate, even though they
were fess fhan those employed by AHP, and in fact, did not even include two levels of

attormey review. This Court’s impesition of additional requirements upon AHP is

EITODWHS.S

*  This Court’s reliance on F.C. Cycies Tet™] Inc. v. Fila Sport, 134 FR.I, 64, 76-78 (D Md. 1998), and
dn aw Brand Name Preseription Droue Aotitbros| Lite., No. 4 C BY7, 15995 WL 683777, ai *3 (N.Dr. Iil.
Mav. 16 1995), ip findiog AHP's procedures te be inadequate is 2lso misplaced. In both cases, the courts
found that the parties’ preduction of privileged docuents was intzotiooal, rather than inadvertent. Scc
F.C. Cycles, 184 F.RD. at 73 {finding there to be Yoonsiderable evidonce in the record . . . [fhat the]
memorandum was not inadvertently disclosed”); Brand Name, 1995 WI. 683777, at *3 {conchiding that
Merck had made a conscious decision to redact the privileged documents inconsisteny, and noted that
“Merck alt but adorit[ted] that s ineonsiztent diselasores wers nat “*accidental™). Here, nothing in this
Conrt’s Order indicates that it formd A11P"s production of the mwne privileged docwmments to he amything



Second, this Courl erred in findimg that AHP did not act promptly m rectifying the
madvertent disclosures. Sec Order at 5. This Clourl failed to recognize that the refevant

time for carrective action begins when the preducing party discovers the Inudvertent

disclosure. Sec Kansas City Power & Eight Co. v. Pittshurgh Midway Coal Mining Co.,

133FERD. 171,172 (D. Kar. 1989}, Here, AHP discovercd the inadvertent production
m July 200% and immediately demanded that complainl counsel retuen the documents.
See Mat. for Protective Order at 10-11. While the Court fanlts AHP for not conducting
an inquiry inta the documents following their nse in Dr_ Dey’s October 2000 depositien,
1t simply is not recasonable to conclude that AHP was on notice that its privileged
docwmnents had been inadvertently produced in October 2000. A=z mentioned in the
briefing in support of AHP’s Motion for Prolective Onder, there was no indication either
before or during D, Dey's investigational hearing that the documents used during the
deposition were privileged. Dr. Dey repeatedly acknowledged during his deposition that
he did not remember the docoments at issoe, inctuding the cirurnstinces surmounding
their creation. Sce Meot. for Proteetive Order at 22; Reply af 35-26. To hold that AHP
was Teasonably on notice of the inadvertent production under these circumstances
constitutes error. See, ... Zapala, 175 FR.D, at 577 (finding that time to rectily began
when producing party discovered inagdvertent disclosure, and not when the privileged
docament was used af a deposition), Moreover, the cases relted upon by this Court in

finding that AHP did not act promptly are inapplicable: in those cases, the parties either

other than inadvertent  As deseribed in detail io My, Shabeen’s Declaration and Supplemental Declamation,
the mviewing sitorneys were given instructions on how to identify privileged documents—there = no
indication i the Tecord that the reviewing attormeys wers piven inconsistent standards on how to segregate
privileged documents or that they purpoge fally fafled 10 withhold privilaped domuments.




voluntanly produced the pnvileged documents or the court found thal the party’s
disclasure was rot inadvertenl. See Order at 5.

Thind, this Court erred 1w nding that disclosure was “complele.” See Gnder at §.
AHP has already pointed out that ifns Courl falled to disinguish between the documents
that were used as exhibits at Dr, Dey’s investigational hearing and sent to Professor
Bresnahan, and those ikat were not. See Emergency Mot. at 6. While AHP does nol
agree that the use of some of the privileged documents by complaint muns;ﬂ consthrtes
conplete disclosure, it cannot be reluted that ceriain of the privileged docuwments are not
beiny used by complaind counsel and were aol disclosed 1o commplainl counsels” experts.
Complamt counsels’ atternpt 1o ignore this iimportant distinetion between the pnvileged
docoments is unavailing. On balance, cach of the factors supports a finding of non-
waiver, and this Court emed in conclading otherwiss.

C. ATIP Will Be Irreparably Injured in the Absence -ol' aStay

On the issue of irreparable injiry, compiaint counsel argue that AHP cannot make
a-showing of irreparable injury because the disclosure is “complete” and becanse nse of

the documents at trizl under an i camera order will mean that the public is denied access

to the privileged documenis. See Opp. at 6. Complaint counsel are wrong.

' in Graco Children’s Prodects, Inc. v. Dressler, 1985 ULS. Drist. LEXIS 8157, *19 (Junc 14, 1355), the
cxurt found {hat e pariies had vohutarily predueced the privileged matertal, In Transopic Sys . fne. v,
Mon-Invasiveredical Tech, 192 F.R.D. 710, 715 €0, Ush 20000, the cvurt found that the party’s
disclozure was not “inadvertcnt™ becauss "when 1he subject docuroent wes preduced, its contont was
knewn and it was produced with Transemc’s counsel being aware of what it was and what it refated to_”
Uere, it & endisputed that when AP and its covnsel peoduced these mine privileged documents in Febrary
znd March of 2000, it did not know they were privileged. N also uncontegted that during Dr. Dey's
investigationat hearing and thyoneh Inby 2001, AHP and its counsel remained unsware that these

documents produced in the invegipation were privileged.




Firut, disclosute is not “complete,” as pointed out above. To date, the documents
furve heen provided o only complaint counsel and to Respondents, and not to any olher
third parttes. Thus, disclosure of the docwnenls and imformation contained in fhem has
heen limited (o this point.

Serond, to date, the Courd has granted provisional iz camera slatus to the
documnents for a period of onty twenty days. In the absence of an indefinite in cameru
arder applying to these documents, 1meparable mjury clearly is present, and a stay is
requircd. Anyihing less than indefinite in camera treatment will mean thar AHP’s
privileged documents will bs subjecl to public disclosurs at some point in the future,
which clearly would harm AHP.

Moreover, fromn AHP’s perspective, there has been no waiver and, therefore, the
privitered documents should net be vsed at the administrative hearing — whether under an
i camern order or not. When usced af the administrative hearmg, the povileged
documents becorne part of a public record o which others may seck access, thereby
subjcetineg AHP s pnvilezed documents to further disclosurc, cven in the event of i
eamera treatrnent at the hearimg. AHP should not be subjected to that risk of disclosure,
which constitntes imeparabie ham.

1I. Parsnant io Commission Rule 3.23(h), Complaint Connsel Are

Not Eatitled To File Any Farther Response To AHIMs Application
for Certification and Commissien Review

Complaint conunsel do not oppose exther AHP s request for certification or its
wquest for Commission revicw. Sec Opp. at 12, Contrary to Commissior Rule 3.23(b),

however, comptlaint counsel state that “if the decision is certified, . . . complaint coutgel



will file an answer explaming why the Admnistrative Law Judge's Order at 1ssue should
he affimred by the Commigsion.”™ Id.

Cornmission Rnde 3.23({b} explicitly states that an “[a]nswer thercto may be filed
witlun five {5) days afier service of the application for review.” 16 C.F.RE. § 3.23(b}
{emphasizs agded). AMP filed 1ts miohioa for certilicatzen and application for Commiszsion
review of this Courr’s Tanuary 15" Orderon T anuary §6, 2002, According to
Rule 3.23(1), complaint counscl, therefore, had until January 24, 2002 to file an answer.
AIIP, therefore, ehjects fo any umiateral attermpt to make additionz] answers or other

filings in responge to AHRP’s Application for Review.

CONCLUSION

Far all of these reasons, AP requests that:
1. This Court or Commission grant AHP’s Emergency Muotion to Stay the
Court’s January 15t Order; and

2. Ths Court certily its ]’amia:y 15" Order to the Commission for Review.

10
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1999 WL 60%711
{Cite 2x: 1999 WL 608711 {N.1LI11L))

Cindy the Westlaw citation is comeothy available.
Elnited States District Court, M., Hlinais.

ADVERTISING TO WOMEN, INC, 2nd
LOLIERE, INC., PlalptHTs,
V.
GLANNI VERSACE &p.A; Sats Fifth Averue; and
¥Yersace Frofumi TLS.A. L4did.;
Defendants.

MNo. 95 C 1553,
Aug., 4, 1999,

MEMORANDUM OPINTON AND ORDER
SCHIINETER, Megisaate 1.

*] Thiz case comes before the Cowrt on Plaintiffs’
motion o conmpel produciion of documenits and
tostimoyy  melating  te  advice-of-counzel on  the
tadetrmtk m suit, which i before his Courl pursuant
to % referm! order dated June 17, 1399 far nuling on all
dizeovery mptions. For fhe reasons staied helow, the
motion o compel is denred.

BACEKGROIND
Plaintiffs Adventizing o Wonen, 1ne. and Lolere, Inc.
(collecdrely, "ATW"} infdated this acdon in March
1595, alleping thar Defegdaniz Gianni Versace SpA
and Versace Profomu US A Lid  (collectively,
"Wersace") willfully infiinged upon ATW's federafly
regisiered wau Je BLONDE mademark for porlwme, in
viclation of the Lanham Act, 15 ULB.C. § 1051 ef 5eq.
On Fgly 22, 1997, Yomace aoswored, demyimg any
infrinpemeit  and  asserting  vadows  aflinmative
defenses, mcluding laches and estoppel. Thercafiey, in
December 1993, ATW scrved its Brst roquest for the
production of docomwemts {PLMem,, Bx, A.). Tn that
cegqoest, ATW  asked for deocuments concerning
"opimions of comnsel mnderd regrding [Verzace's
Blonde trademars]" {ff, Request Mo, 33), In February
1999, Versace mespondeod with an zssertion of the
attorney-client privilege and work product doctrine,

and did mot indicete it would produce any docaments

{idetf. Mem., Romer AfT, Mx. L, Response to Regquest
™o, 23). At the fime of that response, plamtffs did not
challenge the mvocation of those privileges as having
been walved by the assertion: of the extoppel and aches
defenses.

Thereafter, Versace produced additional documents in
connection with the deposition of Luciano Abbad op

Tape1

May 6-7, 1999, Those documents include iwo cover
letters from the Italian trademsek fim of Notarbantolo
& Gervasi, which enclosed computerized search resnbts
on the availability of the mark RLONDE in haly {Del
hem., Fomer AR, Ex. C). Those cover leners sod
attached zeacches are [n the Halian language, and
neither xide has offered the Count a  verbatim
tramslaiion of hose docmnenis,

The issve now belom the Court appears 1o have cane
to 2 head i June 1992, when ATW served depositon
notices for three attomeys who represented Versace in
conzcction with the Versace BLONDE mark: Ricardo
Gon-Montansdli, Lawrence Abeliman, and Jomaihsn
Tillem. ATW again reguestzd that Versace producc
docupants relating to advice of cognsel, but Yersace's
counsal asserted that Vorsace did not intend fo produce
such devwrnonls since it was not telying o advice of
counsel as & defense (o the clabm of willlid
infriingement (P, Mem. at 4). Versace further asserted
that Goo-Montunelli, Abelmat and Tillem would not
answer any questions m {beir deposidons refating to
advicc-of-eounse! rendered im connecton with the
wademark in onit {14},

The parlies agres that Versace is ool relyvizg on advice
of cownsel 29 8 defense fo plaanniffs’ claim of willlul
infringement, However, plaintiffs assen that Versace
nounetheless has waived itz privilege oo advice of
counsel regardmpg the irademark in swit for two
reasons: firsi, plaintiffs assent that Wersace wajived the
privilege by volunianly producing o May 1599 the
two Duliao-lunguape cover leims ot ramsomted
trademark scarches (plaiotiffs do oot claimn that the
production of the searches temselves constitutes a
waiver); and second, plaiptiffz claim that the asseriion
of the cstoppel wnd lzches delenses neoesaomily placed
in issue the advice of counsel repanding e aadamark
in suit, and thus waived the privilege. Based on this
alleged waiver, plaintiffe seck o compel prodection of
certain documents from Versace’s privilege log ¢PI.
Mem Ex F, Doc, Maes, 3, 9, 11, 12, 14-17, 21-25,
2733, 3743, 47, 49, 51-536, and 60-69); an in cantenT
review of the other 26 docwments oo that Jog to
determine if they pertam o advice of cowmel regarding
the tademark and thus st be produced; 2nd an order
harming Versace from asserting atomey-chient privilege
to bar Messrs. Abehen, Till#m and Gori- Montanelld
from testifiing about advice of comsel or opinions
sought or received repanding the frademark o nEt.

*2 Versace, not surprisingly, disaprees. At the
threshold, Versace claims that this motion comes oo
lait in the discovery process o be beard at at! {in short,

Copr. £ West 2002 No Claim to Orig. T1.8. Govt. Works



1999 WL 603711
{Cite as: 1999 WL 648711, *2 (N.DIILY)

that plainnfts have waived the waiver armument).
Vemmqara also clams that the molion 15 substanbvely
without merit firkey, fat 0o privileged matzrial was
produced  angd, that if it was, the production was
inadvertent, and secomd, that the assertion of 2 laches
defense is not enpugh w waive the privilege, [FN1]

FN 1. Suhsequent to (e filing of this motion,
by an Crder dated July 14, 1999 (doc. #
051}, the presiding district judpe granted e
Vemsaee defasdaots’ modion o withdiaw their
esopped deferse. Accordingly, ihis opinion
will inly address the isswue of whelher therc s
a warver bassd on asserlion of laches, and nod

on csioppel.

After earefitl meview of the mpuments and cases
submmitted by the parties, the Congn conehedes that: 1)
VWemaee hzs aot waived an attomey-client privilege
wilh resflect to any documents regarding the rudemark
in st by volontardly producing the twe cover leiters;
and {25 plaintiffs’ aszertion of waiver based on laches
comes too latc and, im oany evem that, Versaco's
assention. of the laches defemse doss not waive e
privilepe. The reasons for these conclosions are set
Lot below,

L.

ATW contends that Versace waivad the attorocy-clicnt

privilege by yolustanly produciog the twe cover
letters, which ATW claitns are privileged documents
(Fl. Mem. at &3 ATW orgures that the docnments
produced are privileged becouse the foreign agents
who wrote the letters acted as attorneys and provided
substintive lepal advice (I at 7). For its part, Versace
inzists that the apents wore not acHnp as attorneys
grving lepal advice, but merely passimg along resuls
from an ftalian tradernark search (Def. Mem. at 10-11).
fFN2)

FNZ, Yersace assorts that ATW dofayed imifs
ehjoction @ Versace's asscrton of privilege,
and that considorations of faimess dictete that
s Court should demy ATW's motion {Def.
Ment, at 4], A9 to the prong of the moten
basod vn producton of de cover lefers, (his
argument lacks merit. Thosce documcis wore
not prodoesd uptt AMxy 6-7, 1909, ot the
Abbamti depozition (F1. Mem_ at 3. ATW filed
iz motion lcss thae two months afice the
pduction of the docaments char farm ihe
basis of this part of thelr argument; thus, the
moben was imely.

The Court foflows 2 three-step analysis in addressing

Paye 2

cluims [or walver based on production of privileged
documents: (1) determine if the document 35 indeed
privileged; (20 iF the docoment is privileped, then
determine if the docume was inadvertently produced;
sl (3) if the document is fourd w0 be privileped and
imgdveriently prodoced, thea deleamine whether the
privilepe was waived, See Tokar v Gty of Chicago,
Mo, 96 C 5311, 1999 WL 138814, ot * | (N.D I Mar.
5, 199%). We addicss cach of the steps of this aalysis
m fm,

A

The Scventh Circuil  defines he  aftoroey-clicnt
privilege as "(1} whete legn) advice of any kind 1
gonght (2) from a proiessional legal adwiser ip his
capacily as such, (3} the ¢commumnications relatmg te
that purpose (4) made in confidence {5) by the ¢lient,
(&) ate ... perpanenty protected {7} from disclasure by
hinself ar by the legal adwviser, (8} except the
protection be waived." Linifed Siafer v. Evans, 3
I.3d 1457, 1461 {Mh Cie 1997 The defimition of
attomey client privilege in this Circeit, howevey, does
oot confrol resoluton of this mofion As 2 matier of
coamity, this Court will recopnize Hatinn Jaw of
attormey-client privilege, provided the law dbes not
conflict with the laws of this jirisdiction Ses
Burronghs Wellcome Co. vo Barr Lafx, Foc, 143
FE.D. 611, 616-17 {E.D.N.C 192}, Thus the Court
st leok ko Ttalian Jaw fo detenmone if the cover leiters
are privileped, becauss the drafiers of (hese Teders sre
Ialiem pelen! agends uodfor  alloroeys acd  the
copmrandcations in thess latters are, according to both
partics, tclated to Talisn trademark acthvitics. Sec
Bristol-Myers Squibh Co. v. Rhene-Poulenc Rorer,
Inc., No, 85 CIV, 883 HEPT), 1998 WL 158958, at *i
(S DNY. Apr. 2, 1998); Baxter Travena! Labs., fnc.
v, Abbott Labs, Mo, 84 C 51463, 1987 WL 12910 at *3
{N.D.IN. June 1%, }987).

*3 Since il i ATW thal asserts that the cover fetters
are privileped, in order to arpgue that there has been &
wajver of that prrvalege by the vehuntary production of
those two documernts, it is ATW that bears the urden
of proving that the letiors are privileged. See Diversey
LS Holdingy v Saru Lee Corp, Mo, 91 C 6234, 1494
WL Ti462, at *1 (N.D.II. Mar. 3, 1994). Therefare,
ATW is responsible for providing the Coort with the
Italian law on prvilege anet 2 bamslation of the cover
letters z0 that the Cowrt can mzke the rmelevant
determmmations., As diserszed below, ATW has failed o
provide the Coort with such proof, and 1= moetion io
compel nmest be dented.
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The generel sule i that the determination whelhor a
compmricaton between o forgige patent agent and 9
shtient 35 privileged depends upon whether under the
fareign law: {1} cepain commrunicationrs bebawecn =
forcign pateat apent and a cliest can be privileged, and
{2} whether the infermation comveyed in 2 particular
cormmtication al issue m fact falls within that
privilepe. Baxter, 1987 WL 12919, at *¥. Under this
rule, the Comwt must look to Forespn law lo detérmine
whetlict 2 cwmrmnicatton between & client and a
foreirn patent xpent, cogaged in the lew yening process,
is privileged voder that law, Jd It i towe that in
Burrowghs, the court confromed the izone of Ttalisn
attmey-client privilepe mod fmmd that "under lialisn
taw, attorney- client privilepe anaches 10 a [tredemark]
AUONmEY'S cofmurbications to oznd frem a client” 143
F.Ri» at 623, However, fuwronrks does pol answer
e oqoestion whether the privilege ataches o
coImmumications berween an Itallan patent zgenl and a
client, and there is a dispete here a3 1o whether the
dmnfiers of the lefters were acting as atiorneys or pateit
agrms. Although ATW cites Sacrer, which points oot
thyt the cxigroce of privileged comrmmicaions
berween foreirn apenes and clicots depends oo the Jaw
of the forcign conny, 1987 WL 12919, at *3, ATW
inexpticably fails w0 provide this Court with the
roquisitc  preof of whether coomumcations with
irademeek apents may be privilcged under Itallan law.

In their openmpg memorandom, Plamifls refer @ the
anflors of the two cover letters (Ms. Cristing Cazpeita
and Ms. Emma Casagrandc}, who are with the Kalian
firm of Notarbartolo and Gervas, as Mtabian trdemark
agemiz ¥ (PL Mem. 7, emphasis added}—which is not
the sume thing as 2#tormews. In their reply, plaintiffs
provide more specifics about ther backyrounds (PL
Heply Mem., Bao Decl, 4 3-7) Ms. Casaprande does
not appear to be 2 lowyer by fmaining, and is ot
mechtioned io the Mardndate-Flubbell listing for the
Gervasi fam. As for Ms, Cazzetta, she is a lawyer by
imaining who i amthorized o practce in $he Italian
tradexnerl office. But she is not admined to any Ialiat
bar as i alborncy, and is not listed ip that capacity i
Martindale-Hubbell {fd, Ex. A}

Om the other Lund, plaintifTs’ wply cites the deposition
testimony i whiclh Yerseoe's mrhouse counsel, M,
Roam, whaed to Ms. Cazeefta a8 & "lawya" (FL
Reply Mem., Rzo Dec, Ex. T, Rossi Tr, 92-%3)
Muoreover, plamitiffs ootc that Veorsace has asscrted
privilcpe fir docoments written or teccived by Ms.
Pessi (PL Beply Mon 3), even though--like Ms.
Cazzetta--Ms, Rossi is 8 law school graduate, bul is nal
admitied to the har in laly (Pl Repiy Mem, Rao Dec,,
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Ex. D, Rossi Tr. 3). Although viromally all of thoss
dovnrents e belween Ma, Bossi and a3 Heensed
attormey, one-—-{DlLMer., Ex. T, Doc. No. 61)-- i3
betwoon Ms, Rossi oand Ms, Casretly, Apother
(PlLMem., Ex. F, Daoc. Mo. 62) is between Ms, Cazzctia
amd Drominico Pappaletera, who 1= ot idemtified as 2

lawyer.

*4 On the face of i, 2li of this rught suggest that
Verzace treafed Mz, Cazzetta {but not Ms. Casagrande)
as an attormey, and that she possibly acted as sach, The
Court ¢annot be sure of this, however; it is pos=ible
that the iwa de<uments 1o the log mentoned abowve
(PFLMem,, Ex. F, Doc. Nas.6, 62) rellected advice
trom a lHeetised attorney that was being passed oo to or
by Ms. Carzaita. Moreover, despite offcring evidence
that Bs Cazzetta may have functioned as an attomey
gemerialtly, plaintifls have offered no evidence thar she
did g0 with respect ta the particuler letter in iszoe. Mor
have they offered evidence 1o rebut the dectaration
offered by Versace that neither Ms. Cazzeita nor M
Casagrande dispensed Teyal advice, but acted atricily as
nademark apems with respeet o the letters (Def’s
Mem_, Cammatelia AfY ¥ 3-6). [ndeed, plaintiffs kave
Bailed even to provide the Comrtr with sn Cnglish
translation of the two letlers, whick are written in
Ttalian

If a forcign agent iz merely Rzosmiting non-
condxdontial information to a clicnt, the communication
iz not privileped. Sve Boxser, 1987 WL 12819, at * 8 {
citing Mendenhall v. Barber-Greene, 531 F Supp. 948,
053 (N DI, 1982}, The analysis shifts, howover, if the
foreign agent is providing substamive legad advies.
Where a fotcign apent "...ie engaged in the substantive
lawyennp process and coorrmmicates with his client,
the cotmmunication is privileged to the same extent 25 a
conmmunication between an American attoloey imd his
cliemt " Heidelbery Harrit, Inc. v, Miubicki Heavy
Sndus., Lid, No. 95 C 0673, 199G WL F32522, ai *10
(NI, Dec. 18, 1995). Plamtiffy' frihare to provide
tanslation of the Ietters and cther evidence to rebut
that Cammatellz aflidavit makes it brpossible to verify
plaintiffs' asserdon that the leficrs contain privileged
informztion. Without such information, the Cotmt
capnot <dcienmine whether the subject mattcr of the
cover letters falls wiilin she atomey-client privilegs,
either #s applicd under Italian Laow or in this forum. The
failure of prool here monst west with the plainiffsz, who
bear the bunden of estblishing waiver (and with i, the
ecessary provoquisite that the docurmems m guestion
were privileged), Sara Les, 1994 WL 71463, m * 1,
ATW's motion o ¢orope]l muost therefore be denied,
[FN3]
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FN3. Thers is mwontvovened t2stimony that
the recapiomt of the caver [eitens, M=, Barheita
ai Giver Prufumi SpA. ("Giver™), Yis nor o
defindant in fhiz action, but 3 T5%-ownad
subsidiary of Gianmi Yemswee S.p.A-" amd that
e 1wa cover lomas were scarclies porfornsd
for Giver, pot Verspes (Cammacclla AfF § 43
TF un, then the commumication was nod with
Vermee defendantz, and ondy 2 defesdam can
walve ity own privilege. See Southwire w
Essex Growp. Inc, 5H FBupp, 643, G645
(D10 1983 ("onty the pasty that holds the
wpiorrwy-client privilege may  waive (7}
PlieiptifTs enre faiied o rebul this paserion,
which provides further Tetisim for Tejecting
the watver argumont,

13

Exep if ATW were to offer the Izlian law on privilege
wd 2 tramslation of the cover leiters, amd i this
evidenoe showed that the Istters ware privileged, this
Coprr otill would not grant the motiop becanSe this
Court finds thai the cover leders were “jnadvermentiy®
prodyced. Versace asserts that if the documents an:
imdeed  priviieged, theo  shey  were  produced
inadvertemtly {Def. Mem. at El). In delcnoining
imdverttnce, there is no bright-ling mie; insead, the
Cotrt rust ook to the "eireumistaness surmounding the
disclosure.” Hurmony Gold US4, Inc v FAS4
Corp, 169 FR.D, 113, 116 D IL1596),

5 ATW uwerts that Versace is unsblc tn prove
madvertepcs, based oo o balimcmy tost consising of
five Eictors: "1} the reasongbleness of the precautions
token to prevent the discloswes; 2} the time taken to
tectify the ertor; 3) the scope of the discovery; 4) the
extent of the disclosure; and 5) the overading isswe of
farness.” Yamner v. Board of Trade, 181 FR D 3714,
379 (MDIL1993). Hawever, this particutar mode of
analysis does oot fit will here, becswe the facts of this
cise do oot f:ll within 2 maditionsl “inadveriemt
production™ analysis. Ioadvertent produckion most
Hpically arises in a sitatlion where a party is
produging larpe quaniitics of documents i g
eompressed dme o, and a privilered docuwroent is
unwitinply produced. Ilem, Vemace admits that the
cover letters wore intontiomally (oot inadveriently)
produced. Byt Versaee claimm that the cover letters
were produced intentionally bevauso Versace belicved
they were ot privileped, and that Versace hzd no
intention of knowinghy producing privileged doctanentz
{Def. Mem. at 11).

Urnder these citoomwtaness, it seems ooly faie w
cofichide that it privileped, the cover loticrs were
“inadverteny” . produced because Versace mever

Fage d

mcnded to (wm over provilcged communications.
Fairness 15 an “overiding issec” m dbe inzdvernemt
produclion anglysis. Sunwer, 181 R D at 370, The
ufirustion before e Court does ool indicate tha
Wersace lacked a pood-Tait: basis 1o belicve that the
cover  letters were ot privilepmdl, o these
circumstarrces, faimess would fre ill-scrved by applying
wiiver simply because & courl later found that Versace
crrod in s assessment. Accordingly, evem if the
docwmesnly wers fownd t0 be priviicged, the Court
would not find waiver based on their prodoction
boeause, given the “circomstances sarronnding the
disciosure,” the produciton was inadvertent.

II.

Versgeoe rwes the defense of laches to ATW':
mitngement claim {Def. Mem. at 1), ATW contends
that taizging the defimse of laches waives oy clajm of
attorney-client privilege with regpect to docurnents
produced in ths case (P Mem at 5-6, PL Reply Mom,
at 3). Versace insis(s thal rhere i3 no reliznes clement
to faches, and 1hms, 1he azserion of fzches dost nat
waive the privilepe {Def. Mein. a1 8).

The affitoative defense of laches consists of ™(1) an
unrezsonable and unexcused defay phus (2) prefudice to
the defvndam " AL Awkerman Co. v, Mifler
Formless, Co., 693 F.24 697, 701 (Th Cir.1982); see
afvo Hot Wox, Iec. v, Turile Wax, fac, 27 FSupp.2d
1043, 1048 (D10, 1998). Eztoppel! conthines B tao
elemots of lachey with two additional, critical
clements: "3} affrrowtive conduct by the [plaintiff]
mducing the belicf that i had abandoned its claims
againgl the alleged infringer, and (4) detmmontad
refinnce by the infringer " duferman, 693 F2d at 701,
Thus, while estoppel requires proof of detrimentst
reliance by the defendant laches doss mot See
Densiply fatl, Inc. v. Sybron Corp., No. 84 C 3822,
1986 WL 5757, at ¥3 (M. DI May 12, 1094),

*6 The Cowrt belisves that thiz disnction berween dis
requisite elements of estoppet and laches wmdermines
plaintiffs’ arpument that the assertion of laches warves
the pravilege. The defense of Izches looks te whether a
defendant suffered haoo by reston of a plamtifl®s delay
in bringing suit, and the reasons why plamefT delayed.
The advice of comzel recerved by a defendant does not
pertain in gither issue, as iaches docs tot requdre an
inquiry imto defendant’s siate of mind. Thg, the mere
asterficn of 4 laches defense, wathomat more, does sot
resull in 3 waiver of the attormey-client privilepe,

None of the cases cited by plamtifiz applizs 2 waiver
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solety us u result of the assertion of a laches defensc,
Icdewd, in Firteagy Carp. v Mapfe Chare Cn, No 91 C
1582, 1992 WL 302584, al *6 (N1 2.101vex. 16, 1%42),
the cowrt stated that even rTatsing the defense of
estoppel based on detrimental rebance,  withoul
speeifically potting reliance on advice of counsel it
immue, ws meuflivient @ waive prividepes. Tostead, if
was estoppel conpied wath reliance on the opinions of
eopnset that waired the privilege o that cage. fif That
iz alsey e of other key cases upon which plaintifis
rely. Videgjed Systerns fnid v Inkgel, fee. Woo 25 C
FOIA, 1997 WI. 133008 at *4 (N D.I1. Mar. 19, 1997);
Mcloughlin v. Lunde Truck Sules, Ine., 714 FSupp.
D16, 919-20 (NDL1989); Soudvire Co. v Essex
Group, dnc, 570 F.Supp. 643, 659 (N.ILIT.1983),
Those cases poovide noe suppont for 2sserting walver
bizsed meroly on the asserton of a laches defense.

ATW arpues that it canmot assess the strength of the
laches deftnse withowt reviewing opinions of counscl
relizd wpon by Verszce (Pl Mem. at €. In other words,
plaintiffs clzim they shoutd be enuiled tw offer
evidenee that YWermsace did oof, n fact, wly wpon
plamtiffs' delay in bringing s lawsail s o basis for
going forwend with ity allegedly infringing trademark.
Plainuiffs clzim such evidence may be found m the
advice of coimse]l and se clautme that iF ost have
acechs to othorwise prviloged docwments. However,
Versace no longer asserts an estoppel defense, and
proof of relignce by Verspce is not an element of
achas, Moreover, ATWS anmoment sweeps lar too
brozdly, as it i= mntemount i asserting that o
delendant is nveriably po to the Habgow's choice of
waiving the privilege or forgoing the laches defcnse.
While thaf may be a defendapt's wopalaable choice
when putting in f=sue advice of courmsed expressly (by
asserting fi as a defense to wiltliness), to forme that
choice vpon & detendant who wmerely asseris laches
wold un coptrary to the prineiple that a warver of the
attatneg-clicnt privilere will not be Jiphtly inplied.

Finally, there also is merit to Verzace's arpument that
the motion eomes (O Jate insofar as it is bazed on
lachzs. Uslike the sinmtiop copceming the walver
clzim bayed op docunenis frst prodoced in May 1999,
plaimiffs kmew about the assertion of the laches
definse for some 11 months prion to dlmg; this spolion.

Page 5

‘They Ynew that Versace asserted privilege al least as of
Febmzary 1999 0 (e docwrnents contaimng  lepat
advice regarding the trademarks in swit. Yel, plaintiffs
have offered po reason for their delay in asserting a
waiver based on lzches unbil just two weeks before the
Jily &, 1999 cutofT date fix non-expert fact discovery.

*7 In these citcomstances, the Coort aproes that the
mofion based on leches appests to be "teo litle and too
Iate " Demespfy, 1986 WL 3757, at *4 (denied motion
to comnpe] where the metion was filed only fhree weeks
before the discovery cutodl, and (he plaintif had been
aware of the aflimative Jdefense tiat allepedly waived
the puivitege for nearly 17 months). In sum, the Coun
Fieds that plaindiffs" asseréion of walver based on the
Laches defemse is procedorally bareed because it &
uniimcly, and in any cvent that Versace's asscrtion of
lachcs does aol waive privilege. [FN4]

FMH4. As a resylt of the Court's Aading that
there has been no waiyer, the Court need noe
address  Versagce's  astertom (st ooilzin
docimenls in isswe shoold mot be prodmeed
besanze they are protecied work prodage {Def,
Mem. sl 7). Morsower, ag 8 resll of the
Cowrt’s rulicg today, plaintifis' request to bar
defendants  froun  asserting  atommey-ciionr
privileme deny the depostbons of Mesg=
Abetmaty, Tillem and Cieri- Mentanelli (F1
Mem. st 2} iz mod. However, bocouse
Wersnoe Dag quedioned the aptharity of the
Clttt 10 enter such ot obder {Def Mem. at
3-6). we pause to obscove that Vasaot's
positien 15 without ment. The issus presemsd
wes 1ol whether io enfores the subpoenas for
depogition, but mther whether 1o reqaire o
prizhibit conduct during these depusitoms by
the Versace defendants, whe s parties
tefore this Cowt. The Court wishes there fo
te po mismdosEmdineg oo this poink it
plainty possesses full authionity o comtrol the
condued  of all paics  {plaimtifs  and
defendanix) in discovery porsued iy this eage

CONCLIISION

For the foregoing reasons, pltamtfls’ motion to compe)
(doc. # 77-1) is denied, '

END OF DOCUMENT
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Linited States Distrct Court,
D. Konsas,

Saul ZAPATA, ¢t uf., Tlaintiils,
v.
[BP, INC., Deferndant.

Civi! Action Nos, 93-2366-EEO, 96-2242-EE(,
Fuly 15, 1997,

Carporate  defendant moved for  prolective  cwder
comootming oxpert witness report of plametfs’ expert,
which comained hapdwriitn notes of defendant's
attorneys. The District Courr, Bl E. O'Connoe, 1.,
held thet madverfent dizclosure of withess repoit did
not amemt to watver of work product profechion.

Motton promeed
West Headnotes

[1] Federal Civil Procedure €="1600(3)
1704k 16003}

{1] Witncsses S=2198(1)
410kIVE(1)

Monial improssivns prepared or fommed by stlotney in
course ol lepat dotics for owe wse o proseculiog
clicait's case and Gogtained io files fail ovtside scope of
attormey-cliemy privilege, and hence are not protecied
from diseovery on that basis; neverthwless, thoy are
protected az "work prodiret” of atborney.

[2] Federal CIvil Procedure €=1600(3)
170AL1I600(3)

Party asserting work product docirine nmust show that
materiz! i= domenent or tangthle thing, that material
was prepared m o anticipatiom of litigation, and that
materdal was prepared by or for party or by or for
party’s reprozentative.

3] Federal Uil Procednre €=14600(1)
1FOAKTR0B(3)

Expert witness report of plaindffs' expert, which
confained bandwritten notes of defendant’s attomeys,
21l within zcope of wark product docirine; notations
contained anerneys’ mental impressions, conclusions,
opinions, or lepal theories, made with eye toward
litigadon.

Pape &

[ Witnesses €219
A10K219(3)

Ta determine if inadverteat disclnagre of documents
effects waiver of atrney- chont prvilege, <ournt
considers rcasonablencss of procautions takoo to
provent madvortenl discloaurs, time taken to rectify
erropr, soope of discovery, extent of disclosure, uwpd
ovorriding istucs of [uirness,

[5] Federal Civil Protedure €==>1600(5)
170Ak1 6005}

To determine if inadventent dizclosure of documents
results o waiver ol work product prutection conrt
considers reazomablenesz of precsutions fzken to
prevent insdvertent disclosure, time faken fo moetily
error, iops of discovery, extent of disclamere, and
ovartiding irsues of faimess.

[6] Federal Civil Procedure &= 1600(5)
170AK1 NN 3)

Relevant dnwe for rectifying any error io disclosure of
document begins when panty claiming work produc
profection with tespect 10 dociement discovaed or with
reasonzble  dilipence  shonld  have  discovered
inadventent disclosims.,

7] Foderal Civll Precedure 5= 1600(5)
1Ak 600(5)

Intenaive review of inadvertently disclosad documents
doss not constite Yextrnsive disclosme,” for
puwposes of determining whether disclosure waived
work product protection,

[8] Federal Civil Procedurs E—=1600{5)
170AK1 60 S)

Defendants inadvertent disclosoe of expert witness
mport of plaintifft’ expert, which amiained
hapdwritten notes of defendant’s attomeys, did not
znwount to waiver of work prodoct prolcetor; report
wias only documeni which was inadvertentty prodoced
to plaintffs’ conoset during tloee and onc-hzlf ycars of
lidgaton, defrndaml produced over 40,000 docinnenits,
defemdani's coumsel contacted plamtifls’ counsel an day
that ippdvertent disclosure was  discovered  amcd
aticmpted 1o recafy emmor by equesting wopord's roture,
plainiills’ we of report was mimimml, and fafress
weiphed in defeodaat's favor.
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575 Joho L. Hampton, David W. [luuber, Gleon B.
Brown, Boddmpgton & Brown, Chul,, Kansas iy, K5,
P. Jahn Brady, R. Lavrence Wapd, Shoghart, Thomson
& Kilroy, Kansas City, MO, for Saul Zapata, Gurtavo
Adolfo Vasguez, Francizco Poree, Antonic Martinez,
Mamel Sigala, Graciela Garcia, Antomio Ponce,
Earique Molina, ¥r., Baltazar Betran, Pedro Lira,
Mareo Imtenial, Jose Luis Velasouer, Oles Cabral, Juzan
Famleer,

Jack L. Whitacre, Spencer, Fape, Brill & Browne,
Kanzas City, M0, J. Wick Badperpw, Michaela M.
Wirden, Speover, Fane, Brit & Browne, Chverland
Park, K5, Eussell P, Wripht, 38, Inc., Dakora Ciny,
KRS, Panla & Greathoose, Tawrence, kS, for [BE, Inc,

MERORANINIM AND ORDER
EARL E. (FOONNOR, Disirict Judge.

This mattcr is before the court on the motion of
defendant IDF, Inc., for protective onder (Doc. # 336),
The mofion concerns te Bxpert Wiess Report of
plaimtiffs expert, Dr. Charles Craype, which contams
handwrites notes of defendant’s attomeys (Mibe Craypo
Bepart").  Defendait comternds that the handwrinen
notes constimte atfomey-cliemt privilege, and were
inadvettently prodaced to  plaimbiffs’ counsel.
Defendant seeks an order from the cour! requinng
plamtiffs sttorngys to rettn 21l copies of the Craypo
Report, snd preventing any wse by plaintills of the
attormeys  handwmitten  anpoiations oo the Craypo
Repmrt  Defendoant seeks o sphettiute a copy of Dr.
Craypo's repon that doss not contain IBFs atiosoeys'
notes, Ploiotifth object to defendant's motion, and
bave sefused to relum the dacrnient at issue.  For the
reasoms stated betow, the metion for protective order is

rramied.
T Fuctted Beckyronenid

The follgwing constitutcs a brocf summnary of the
relevant facts, as related by defendant wand uncontested
by plaimtifiz.  Oo March 13, 1997, Michele Baird, an
aitorney for ABP, spoke by wliophone with Pr. Keith
Chagwin, an expert wimsss for IBP. Dt Chaavin
advised Ms. Baird thot he had misplpced the copy of
Dr. Craype's teport he had received several months
carlier, and requested that *576 Ms Band send him
another copy of Dr. Craypa'’s expert repart.  Later that
day, Mz Baird requested her secretary to send a copy
of . Craypo's expert roport to Dr. Chanvin, A copy
of the report wes sent o Dt. Chaovin on that day. On
March 19, 1997, IBT discoversd that Mz, Bainds
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secretary had zent Dr. Chauvin a copy of Dr. Craypo's
report containing handwriten nolalions of Mz Baird
and anolher [BP atiorney, Michelle Dredbelbiz.  MNone
of the atlorneys' nolalions are located op B lnd page
of the Craypi repenss.

On March 15, 1997, plaintaffe’ connsel depoged i
Chauvin. Im respomse 1o the document request
attached to his dJdeposition notice, DPr. Cliavin
produced his file, which contaired the Craypo repont
annoiared with the sttormeys’ potes. D, Chaavin's hic
incinded over one thousand  decumends. Shelly
Freeman, IRTs local counsel, defended Dr. Chanvin's
deposition.  Because sbe did ool koww whe had
willlen (he motations on . Crayvpoe's repot, sbhe did
et ofiject when the eport was prodoced toe the
plaintiffs’ attomey donng the deposifon.  Dr. Chauvim
testificd in his deposition that be did net pay attotion
to the notes when be reviewed the Craypo report.

Subsaquently, on March 19, 1997, M, Freeman asked
Ms. Baird aboot the notations on Dr. Craypo's report.
According to Mz, Baird, this was the firsl time she had
any knowledge that the copy of Dr. Craypo's repott
gent tn Dr, Chawvin on March 13, 1997, contined the
attorneys' notatons,  That same day, Ms. Baird faxed a
letter to plaintiffe’ counscl, notifyimy them that “the
produchion of the report comtining attamey's [sic)
notes  was  imadverient and ummtenbonal”  and
requestmy thal they retmn all copies of the repon
confxining atnmeys' notations. Maintiffs' counsel
hzve refused to comaply with Ma. Baird's yequest.

H. DHecuseion.

{1] Although defeodam characterizes the issoe as
whether the Craype Report 15 3 doouroent privieeted by
the attorney-chien priviiege, he courl Omds the fots
o properly invoke the work product docirine.  An
attomey's "work product” protoction 15 something
scparets and apant from the attermey—clicnl privilege.
Mike v. Dymon, 1996 WI. 674007, *5 {D.Kan 1996}
(citing Crear Floins Mut. Ins. Co. v. Mutual Reing.
Bureau, 150 FED, 192, 195 {D.EKan.1993}). See alro
Annot.,, Development, Since Flickman v, Taplor, of
Atorney's "Waork Preduct” Docirine, 35 AELL 34 432,
& 2[a] {1971). The mental impressions proparcd or
formed by an attorncy in the course of his legal duties
for hiz owm use in prosecuting his clieni's case and
contxined fo his fites fall outside dhe scope of the
attorney-client privilege, and hence are oot proteeted
from diseovery oo that basis; nevertheless, they ars
profested za the "work product” of an attorney, 14 In
the instamr caze, e court has reviewsad the ammotations
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to the Craype repor, idendficd as attomeys’ noles, amnd
finds that the notons contain the attomcys' menial
wpressions, conclustons, opinions, or lepal {heories,
mede with an cye loward litigation.  Hicfman v
Tendor, 329 U5, 495, 5311, 67 5.0 385, 39394, N
L.2d 455 (1947 The coor abso finds, bascd wpon
the facts yrosemed, dar the disclosure of the annatated
Craypo roport was inadvertent inasomch as  such
disclosure wis not ntended by 12P's attomcy s,

213 In omder to be protected by work product
jormusdty, tho party asweriing the doctine must show
(1) that the materil is a docvmenl or taogibie thing, {2)
thot the materinl was prepared in anticipation of
Hiigation, and (3) thal the nuaterial was preparcd by or
for a party or by or for the purly's representaiive,
Buyrton v B Reyrelds Tobacce Co., 167 FRD. 134,
139 {1996) (cating Jomar v. Boeing Co., 163 FRD. 15,
17 (D-Ean. 1995).  The facts presented are sufficient
to estabiish each of the foregoing requirements.  Tlhus,
the ismee befom the court i= whether defendani's
prodction of the Craypo Kepor? constihales 3 walver
of the work produet protection.

{#[3] The courts in this dismict empioy a Ove-factor
test to determming if inadvenent disclosore of documents
ailects a waiver of the attoroey-clicnt privilege.  See
Maonagreh Cement Co. v. Lone Stor Imeduviries, fac., 132
FR.D. 558, 559 {D.Kan 1990); Kansas Ciry Power &
Eipht Co. v. Pittshury & Midway Coal Mining Ce., 133
FRDL 17, 172 *5T0 (D Kan 1939 (bath citing
Hartfted Fire far. Co. v Garwey, 109 EREB. 323
ND.Cal1985)).  This same five-factor 1est also s
uged to agsess whether ipadverent disclosure of
dooumierits resnlts in a waiver of the work product
protection. M re MWyoming Iight Sowds Anfitrus!
Cases, No. B5-2349-5, 1987 WL 93812 (D Kan. [ 987).
The fastors arc as foflows:

1. The reasonableness of the precautions faken to

prevent madvertent disclosure;

2, The tite talen to recttfy the error;

3. The scope of discovery;

4, The extent of disclosme; znd

5 The overriding isswe of famess.

I, & *4 (citing foreford Fire e, 108 FR T at 332)
We shall consider each af thess Ave faclors 1o Aumn.

With respect 0 the precautions taken, defendani
oonicinds that #= anomeys difipently atterpied 1o
protect confidential information by carefolly screening,
docomenis.  While the court observes that defendant’s
atorpey could lave bevn more curefel by personally
mspecting the Craypo veport befone sendioy it out, oo
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balance, this Lacior weighs in faver of Poding the work
provluct prolection was ot waived,  The count Ands
evidence of precantiooary (messaces in the faci thal (he
Cruypo Report is the only document of which
defendsit or the court is aware that has been
inadverfenily produced to plaiotitfs' counsel during e
three and one-half years of Luigation.  Plaintffs'
counse] suggest that defondant’s attormeys could have
avoided the disclosure by revicwing each docwlicnt m
Chauvin's file beforc it was turepd over at his
deposition.  Hewever, given the shon time frame
(defondant received seven daws’ notbice that plaotiffs
winkd be reguesting Pr. Chauvin to  produce
documents at hiz deposition} and the number of
documents #clvally produeed at Chawvin's depasition
(e than 1000 documents) the courd finds that the
inadvertent production of the Craype Repont does nat
demonsinite 8 carsless attinde {owsrds work-product
documents that would justify a finding of waiver.

[B] With respect ta the second facior, the Hme taken to
Tactify the emror, the court finds that tlos factor weighs
heavily in favor of defendani. The cvidence of recastd
indicates thal IDP's counsel cootacted plaindffs’ -
anomeys by facsimile the very day the madvertent
disclosure was discovered, and atterrpred w0 rectify the
error by requesiing retarn of fitie Craypo Report  The
relevan: gime for reciifying any eeror beging when a
panty discovered or with reasonable diligenee shewld
hayve discovered the inadverm discloswoe. Kursgs
City Power & Light 133 FRD. af 172, The count
detormines that defondant could net have acled any
sooner in attempting o rectify the cmar. While plaintiff
suggests thet 1BP should have objootcd to the
produchon of the Craypo Beport during, Dr. Chaosin's
deposition, according to Ms. Feeeman's affidavrd, she

Adid nol kmew whose nolcs were on the report st the

time of the deposition.  Without such inowledae, she
had no reason to object o production of the Craypo

Eeport.

The third factor, scopt of dizcovery, also weirhs
aguinst & finding of waiver. Defendam eqtiomtes ower
forty thrmsand decements have heen prodhoeed by [IRP
in the three and pne-kalf yesrs of Itigation in thig case.
Plaimiffz do not dispute this estinate.  The Craypo
Bepart ig the only document of which IDFs attomeys
are gware that has been inadvertently disclosed.  Given
tht enormous number of documents produced by IBP,
the inadventent disciomore 6f one decument is minor in
relation o the overy]l case and, therefore, this Goor
weighy o (avor of defendant.  As the cougi eaplained
in fr re Wyordme Tigh Sonds Anijguss Caxes, Mo.
83-2349-5, 1987 WL 93812 (0 Kan. §937):
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Where docement modpction is extensive . a
finging that an joadwertent digclosuce of privileged
decuments waives the atomgy-cheor privilege or
wolk-prodoct protection docs not advancs the ain
of full and fiee discovery,  Parties might tend o
oreduce fewer docunmnts or delay production for
fear of losing puotection for othorwise velid
privilege cipims.

I at *5 {citng New York Siate Frengy Research and
Deve Agth. v Nuciear Fus! Servs, Tec., 36 Fod R
Serv.2d 1314, 1519 (W D.MN.Y.1963)).

*578 [ The fourth factor, cxtent of disclosurc, also
weighs in faver of defendant.  The mexord rellects that
the ugs of the amotared Craype report by Dr. Chauvin
and by plantifls' attorneys has been minimal.  The
excempted portion of D, Chauvin's depostton indicates
that, when questoned by plaiGfls' sivomeys regarding
e annotrzons, Chavwvin stated that he did not pay any
attention to the nottons oo the report.  In addiiion,
D, Chauvip flled his expert repotrt jn this case on
Janymrry 17, 1997—well hefore he reviewed the Craype
Beport at s=pe.  Consequently, the attomneys' notes on
the report could not possibly bave influenced Chauvin's
opipion: in ihe cese; s, any crossexayoination of
Chmyihy regarding the attomey's notes would not be
probative a8 to Chauwin's expert opinion contained in
his report According to deferdmmt’s coonsel, the hrief
questioning by plantiffs' atomey dimng Chanvin's
depositien is the only use of the attomeys' notes made
oo dhie Craype Report ino the enbre case. Moreover,
although plaintiffe’ coumsel may have inlensively
teviewed the stomeys’ oolatiomt oo the repoct,
intensive ceview of inadvertently disclosed docements
does not constitate extengive disclosure. Kameasy Cine
FPower & Light Co, 133 FED_at 173, The minina?
extent of disclosure of the reporl sapports preserving
IBs work product protecton.

Finally, in examining the fairoess factor, we comlude
that frirsess dctates tat TBP should not be decmed to
have waived itz work product protection hecause of the
disclosure.  As we succinctly stated in fr re Wyoming
Tight Sonds Antifrust Cares, Mo, §5-2340-8, 1957 WL

Pare 9

93812 (D Kan 1747):

[TThe court fleds ne compelling reason o ngidly
apply a waiver of wodk product . to the Reiter
notes.  Common scnsc sapgcsts that & party roight
imadvortsmtly fail 1o kecp within its grasp one or
two docoments . the course of producing
1,500,000, Beyond that simple measure, however,
defendants bave demonstraled no wrgent need for
the notes.  They have shown o himt of prejudice if
they do not obtain them.. The argmments of
defendants redyce themselves to little more than a
claim that they shonid not be deprived of a tackcs)
advantage  foruibously  pained by s party's
madverlence.

fd. at *5. Buch reasoming applies eqoaily 1o the
plzaimdifis in the instant case.

(8] Im suny, upon cousidering all fve faciors, the cowt
finds defendant [BP's inadverient disclosure of the
Craypo Report dous no! amount lo & walver of its wark
prodact protection.  Accordingly, defendaats motion
fur profective oeder 15 granted.

The court is ool particularly impressed with plaintifts'

unreasonable opposiion to this motion.  Defersdant,
however, has made oo request (O asecys agamst
plammiifis  the defendmit’s  reasopablc  expenses,
including atinrneys” fees, under Vederal #uleg af Civil
Procedure 26{c) and 37a)d WA, therefore, none will
be azsesged. .

IT IS THEREFORE ORDERED that defendam TBF's
motion for protective order  (Doc. # 3368) is pranisd.
Plamtiffs' connsef is dictend 0 remum all copies of the
Craypo Report confaining attomeys' notations to I0Ms
attorncys, Plaintifls ray not wse this document excopt
by further order of the cout, The cowrt reporter is
directod to substitmtc a copy of D Craypo's report
with the nttorpeys’ notatons redacted for the onrrent
Exhibit 355 to Dr. Chaovin's depogiion.  Defense
couneel iz divected to provida a copy of =aid repoit,
zloog with a copy of this Memomndum and Order, 1o
e cournt reparter.

ENDOF OCUMENT
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