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UNITED STATES OF AMERICA -
BEFORE FEDERAL TRADE COMMISSION §

—

_111 the Matter of

SCHERING-ILOUGH CORPORATION, Docket No. 9297
a corporation,

UPSIHER-SMITII LABORATORIES, INC., PUBLIC VERSION
a corporation, '

and

AMERICAN HOME PRODUCTS
COEFORATION,
a corporation.

COMPLAINT COUNSEL'S OPPOSITION T SCHERING'S MOTION iV LIMINE TO
EXCLUDE TESTIMONY OF UMESIT VY, BANAKAR AND MARTIN J. ADELMAN
Schering has moved to excinde the testimony of Dir. Umesh V. Banakar and Mr. Martin I.
Adelian, Esq. Dr. Banakar is a professor of pharmaceubics and an expert on subjects inctuding
drug prodnet development and cvajuation, sad dissolution and bioavailability asscssment. Heis
being offerad to testify concerning thg technical aspects of the infringement cases against Upsher
and ES? in cebuttal to Schering’s two experts on that subject, Gilhert 8. Banker and Rohert 8.
Langer. Mr. Adelman is a patent taw professor amd author. He is being offered fo testify on the
major legal ssues that were mised in those cases in rebuttal to Schening’s fwo patent law experts,
Gerald H. Bjorge, Usq. and Charles E. Miiler, Esq.
Schering's motion is entirely without ment and should he demed. Dr. Banukar and Mr.
AdeImar are recognived experts in their fields, and will offer reliable testimony with tespeet to

the issues they will address. Schening’s primary complaint is that the testimony does not address



what 1t believes {o be the ouly relevant question — what the outcome likely would have been of
the patent infringement cases that Schering brought against Upsher and ES[. As explained
below, Schcring is atternpting to mcasure the testimony of Dr, Banakar and Mr, Adetman against
am improper standard of relevance for which it does not even bother to offer any support.
Moreover, the testimony of the expert witnesses that schering is offering on the patent issues
flagraptly violates the very standards against which Schering judges Dr. Banakar and Mr.
Adelman to be wanting.

A Dr. Binakar and Mr. Adelman Will Offer Reliable Testimony That is Proper
Bebuttal to Schering’s Expert Witnesses

The testimony of Dr. Banakar and Mr. Adelman is not offered to establish the likely
outcome of the litigation. As discussed below, that inquiry is ncither relevant nor reasonably
possible. Ratlier, becanse Upsher and ESI no longer have any incertive to defend the positions
they took in the infmngement cases, the testimony is offered simply to rebut Schening’s assertions
that it likely would have won the lawsuits and therefore had the right to exclude the Upsher and

ES! products for the full life of the patent. Tt is intended fo establish that sssessersessrrnsrssssssrens

N U PP PSP PPN
SPENNEIEIENIRIEITEINENINIIENINNNLREIINIRIIONTeRsuY v sstrmransnerenrensssen Thig i8 the only point to
which tlie testimony ol any of the experts conceming the underlying patent infringement cases
could poussibly be relevent. If a determination is made thai the testimony -::1': Schenng’s four
patent experts does not need to be heard, then of course the expert testimony of Dr. Banakar and
Mr. Adeliman will not be necessary. But if the testimony offered by Schering is admitted, then so

too should be the testimony of Dr. Banakar and Mr. Adelman.



Under the FTC s Rotes of Practice, “rolevant, material, and reliable evidence ghatl be
admitted.™ Both experts are clearly qualified to offer an expert opinion on the questions they
address, and the work they did was sufficient to support their opinions.

{. Dr. Banakar

Or. Banakar has a doctoral degree; his graduate work focused on pharmacestical
technology and pharmaceutical chemistry, He has served as professor of pharmaceutics at
several universities and was recently Chairman of Pharmaceutical Sciences and Graduate
Programs at Butler University, Cotlege of Pharmacy and Health Sciences. He has authored over
10¢ publications incinding works in the area of drug dissolution, generic drug development,
advances in new drug delivery systerns, and confrolled release te;:hnﬂlng}-'. He also has chaired
ot taoght at onmerous nationzl and infernational conferences abourt drug d-::sign,. developrent,
and evatuation.’ The materials Dr. Banakar reviewed included the patent, the prosecution
history, all motions, memos, declarations, and exhibits in ceunection with Upsher’s Motion for
Summary Judgement of Noninfringement in the underlying patent litigation, expert reports filed

.b}' the partics related to patent issues, and Upsher™s development report on its generic product.’
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! 16 C FR. § 3.43(b) (cmphasis added).
* Curricuium Vitae of Dr. Banakar (Attachment A).
* Ranakar Expert Report at 2-3 (Attachmeni B).
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finding of substantial difference defeats a claim of infringement under the “docirine of
equivalents.” The material that Dr. Banakar considersd is sufficient to refliably identify the mam
facts-or data that each side intended to present in the underlying litigation and for Dr. Banakar to
appliy theprinciples and methods in which he is an expert fo the facts of the case.

Schering has.nui pointed to any way in which Dr. Banakar’s testimeny fuls to satisfy the
requitements of Rule 702 of tﬂe Federal Rules of Evidence that expert festimony be based vpon
sufficient {zcis or data, be the product of reliable principles and methods, and retiabty apply the
pnciples and methods to the facts of the case. Schering’s claim that D, Banakar docs not offcr
an opiion es an expert m the relevant techmeal field is rather pezziing. Schering does not
actually chatlenge Dr. Banakar’s qualifications as an expert. Instead, it claims that Dr. Banakar's
testimony is not based on expert knowledge but only on the viewpoint of “a person of ordinary
skill in the art.” As Schering very weil knows, the standard for analyzing a patent is that H
shonld be migrpreted from the point of view of “a person of ordinary skill in the art™ to which the
patent iselated Schering’s quarred with Dr. Banakar appears to be that he expressed his
opinion dircctly rom the pomt of view of a person of ordinary skill in. the art, rather than stating
his conclusicn asl “an expert opinion regarding the viewpoints of a person of erdinary skill. ™ As
is clegr from areview of Dr. Banakar’s report, this iz a siliv semantic distinetion that has nothing
to-dao with the relisbitity of ihe testimony. There can be no dispute that Dy, Banakar is jo facd an
expert it (hie wt of pharmacentical coatings and has significant expertise and expertence relating

to the issues to which his opinions relate.

4 Schering Mem. at 6 {emphasis in the original). Indeed, Schering’s expert Dr. Banker
also will testify about what would e understood by one of ordinary skill in the art.
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Schering’s contention that Dr. Banakar “made up” facts is totally disingenuous and again
atempts to elevate a semantic quibble into a basis for excluding the enfire testimony. A fair
reading of Dr. Bagakar’s report and deposition testimony is that he was drawing a simﬁle
conclusion about the e[loct. of actions that were reflected in the prosecution history, not asserting
that Schering anywhere smd in exactly those words that & product using ethyleellnlose having a
viscosity of approximately 20 ep was not witlun the ¢laimed invention. The basis for such a
canciusion is discussed m Mr. Adelman’s report. Dr. Banakar®s reliance upon or agreement with
thiat conclusion hardly amounts to “making up” facts. Dr. Banakar stated that he reviewstd the
prosecution history of the 743 patent and Mr. Adelman’s anhicipaied testimony and concluded
1AL 4900000 0taneasestnsntieseistiotnsensnnsenrtunsuesuasIOROn PSRt PR IONReNOtNeREINERNEN NI SRS PIIND
swsanes® Such materials taken in their entirety provide ample basis to support the specific
conclisions in Dr. Banakar's report.

The other matters referred to on page 11 of Schering’s memarandum aiso relate to
conclusions or inferences that Dr. Banakar drew from facts he reviewed. Schering’s quibbles
with the precision with which Dr. Banakar stated the bases for his conclusions can be [nlly afred

on cross-examination.®

¥ Panakar Dcp. at 108-110 (Attachment C).

* Inrermationcl Adhesive Coating Co., Inc. v. Bolton Emerson Int'l, Inc., 851 F.2d $40,
5441t Cir. 1988) {repsoning that “[t]he burden is on opposing counsel through cross-
exargifation to explore and expose any weukness in the underpinnings of the expert’s opinions™);
Eclipse Electronies v, Chubb Corp., 2001 U.S. Dust. LEXIS 20884, at *18 (E.ID.Pa. 2001)
{denying miction in ¢imine to exclude cxpert bascd on concerns about methodology as those
concerns belier addressed through cross-examination); Don Motiow, Sr. v. Union Pacific B.R.
Ce., 1997 L5, Dist, LEXIS 20687, at ¥2 (E.D.La. 1997) (“defendant’s concem about lack of
basis dogs not warrant exclusion of Massie’s testimony, and any douhts about its accuracy or
foundation. can be slicited on cross-examination™).
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2. Mzr. Adelman

Mr. Adelman i3 currently Professor of Law and Director of the Tntellectuat Property
Prograrm and Director of the Iinwoodey Center for Intellectual Property Studies at the George
Washington University Law School. He has written a large oumber of books and articles on
patent law topics, aitd he has testified as an expert on patent law and practice at trial or in
deposition in-more than 150 patent infringement cases.” The materials he exannined included the
patent and its prosecution history; afl moticns, smemos, dectarations and exhibits in connection
with Upsher's Motion for Summary Jﬁdgme:m in the patent case; some expert reports and
dcpositions filed in the Upsher patent case; and the reports of Schering’s patent and technrcat

experts in fhis case.! He will state two fandamental conclusions sssssssssssvssssnnsnssnsnsarsnsan

RARSRAEE AR R AN R RN R RN A NI S U PN F U P U PR VTP FF PR P h P RS AR SR R AR A SARARER AN
S USSP PP J 1y, JPPEPEPPRPTRTRESERRERERREREST PR AP Y PRPRTE P e S
AESESEN ARG SAMMAS MRS ARRASEFARIEAAR A RN H NS SN AT SRR SRFER S vur vurd Al AR AN AN ARSI NS RSN FE PSRN b
RS AP URO4 SR SERAESE IS 438400 A A VA use RS RTRRRSRReR s Ren annensenarsasvesresssssane'’ []ia preparation is
saflicient to support the views Lie expresses.

Schering’s vbjections to Mr. Adelman’s testimony are without merit. Schering has not

challenged Mr. Adelman's qualifications dircetly, since Mr. Adelman 1s eminently well-quatified

i his field. Rather, Sehering argues that Mr. Adelman’s opimions should be excluded as

T Curriculum Vitae of Mr, Adelman (Attachment ).
* Adelman Fxpert Repent ar 2-3 (Attachment ).
* i a3

®rdoat3, 8.
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improper legal opintons that invade the province of the court to determine the applicable taw. !
This:1s a startling argument, {o say the least, as Mr. Adelman is being oflered solely to tebut the
testimony of Schering’s fwo patent lawyers, who will offer their opinions on the legal isswes in
the patent cases. As is stated in our metion to exclude the testimony of these two expents; Mr.
Millet and Mr. Bjorge, their testimony constitutes inadmissible legal opinton.’? Should that
motion be gramted, there will be no need ko call ]E.-!lr. Adclman. But there is no basis for excinding
the Adelman t{estimony if Schering’s patent law experis are permitted to testify.

Schering’s argament that Mr. Adelman’s opinion is simply incorreet on one point is Got a
proper groumds for exciuding his testimony."’ First, Schering’s objection relates to only one of
three independent grounds upon which Mr. Adelman’s conclusion rests.” Moreover, the proper
nterpretation.of Maxwell, if indesd it is relevant, can be addressed in cross-examination or in
post-trial brefing.

| Finally, Mr. Adelman’s opinfons about the ESi product were based on Dr. Banakar's
exipert repart, the reports of Schering expert witnesses Mr. Bjorge and Mr. Miller, and his reading

of the patent claims and prosecution history.”” An assessment of patent infringement

1 Schering Mem. at 14, 17.

" Memorandim in Support of Complaint Counsel’s Motion to Limit or Exclude
Duplicate and Improper Expert Witness Testimony at 13-14 (Jan. 3, 2002} {“Complaint
Coumsel’s Motion to Limit or Exclude™).

B Schering Mem_ at 15-16.
1 Adetman Export Report at 4.
5 Adelman Dep. at 79-80 {Attachment F),
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fundamentally involves kooking at the patent and its prosecation history and comparing the
claims to the accused preduct.'® That is what Dr. Adelman did here.

B. Schering’s Asserted Relevance Standard Does Not Justify £xclusion of the
Testimony

Thic main basis for Schering’s motion to exclide the testimany of Pir. Banakar and Mr.
Adelman-appears {o be the claim that their testimony is imelevant because it does not address the
guegtion-that Schering deems to be the only relevant one, in the precise wey that Schering asscris
is necassary. In nomercus places in its memorandum, Scﬁering asserts that the reieﬂ;rmt isgne is
“the likely gutcome of the underlying patent cases based on evidence and argnments actually of
recotid in thie Upsher and E5T cases,”" or “the objective assessment of the strength of the parties’
positions at the time of the Upsher and EST cases.™® Taking this as the standard for evaluating
the rglevance of their testimany, Schening fautts Dr. Banakar znd Mr. Adelman on two grounds:
{1) they did not review the eatire record of the underlying patent cases, and (2) they offer only
their “personal opinions™ about the issues raiscd in the patent hibgation nther than predicting the

likely outcomne of those cases. Schering’s objections are misplaced because they assume a legal

“copctusion regarding the antitrust standard for evalualing the nature and likely effects of cash

payments to the purported infringer in connection with patent scitlement agreements (1) for
which do legal eupport or even argument is offered in Schering’s supporting memorandum; (2}

that hag never been sanctioned by any court; and (3) that aiveady has been rejected in this court’s

* Markman v. Westview Instriments, Inc., 52 T.3d 967 (Fed. Cir. 1993), aff'd, 116 8. Ct.
1354 (1996}

7 Schering Mem. at 2.

'® Id. gt IS, See also id. at 3-5, 7-9, 14,
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raling on Schering’s motion to dismiss the complaint. Moreover, Schering’s own witnesses {ail
to-satigfy the standands articulated in its motion.

1. Schering’s Asserted Standacd is Ambiguots, [las No Legal Support, and is
Impossible to Implement

While thﬂiﬂé asserts that the issue to be decided is “the likely ontcome of the
underlying patent cases based on evidence and arguments actually of record in the Upsher end
£57 cases,™® nowhere in its memorandim is any legal citation offered to support this claim.
Wejther docs its memorandum contain any discussion of the basts for this contention. Rather,
Schering simply asscris it, as a scif-cvident truth, without making any effort to articulate a"basis
for the conclusion.

What Schering means by thes proposzed test 18 un¢lear. On the one hand, IScheting may be
arguing that the relevanr tegal question is what the “actual”™ outeome of the twa cases would have
been — that i3, what the particolar judge and jury heaning those cases at that time actually would
have decided. Applymng this test, however, requires more than a review of the evidence produced
for those cases. It also wonld require determintng a mynad other factors, meluding the skill wath
which each side would have prﬂsmtad its case, the rudings that the judge would have made on
lepal and evidentiary questions, and what factual determinations the judge or jury would have
made. Manifestly, this is an imposstble task. The case was not heard, the judge did not make
those rulings, no facts werz found, and thers is no way to predict with any assurance how thoze

actual cases would have mumed out. Indeed, as one of Schening’s own expert wimé&acs, James P.

Mg etz
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(’Shaughnessy, a patent trial lawycr, explains that in the cascs in which he has been involved, be

frequently has been
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Fog tfits reason, Mr. (0 Bhaughnessy states,
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Dt. William Q. Kert, onte of Upsher’s cconomic experts, made a similar point:
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' O’Shaughnessy Expent Report al 4 (Attachment Q).
M fd. at6. |
2 id at 9.
B Kerr Expert Report at 20 {Attachment H).
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Even Mr. Miller, one of Schering’s patent law experts, concedes in his report that +eeees
HAARHISIAR Lt e bsatbaranenbinnidesbuannssnacnant annsensansansanasonnaversrrns This does not,
strmrgely, deter him Grom offering the opinion that thers was sversssresrsesvesssssens that
Schering would have won the case against Upsher. As was noted in our memorandum in support
af our motion to excinde the testimony of Mr. Miller and Mr. Bjorge, these witnesses' analyses
of the UKsly outcomes of the patent cases are not rgliahle admissible evidence. As we stated,
“thers areno known or generally accepted tachniquﬁ;s of handicapping patent trials, no peer
reviewed joumals of patent case prediction techniques, no standards for controlling the methods
applied ty Messts. Miller and Bjorge, and no onc has attemptcd to guantify the success of their
methods. ™

(On the ofber hand, sometimes it appears that the test Schering has in mind is a decision
by the carrent factfinder, based on the evidence assembled for the patent cases, on whether the
patent is mfringed by the Uphser and ESI producis. At page 15 of its memorandum, for example,
Scheting asserts that the relovant issue is “the objective assessment of the strength of the partics’
pasitions at the tirne of the Upsher and £57 cases.” And at page 7, Schering says that the merits
of the underlying cases are relevant lo demonstrate that “Schering had an ebjectivety strong
patent case. An objective analysis of the merits of the underlying cascs is thus relevant to
whether the setflement of these cases was pro-competitive.” Tius sugpests that the entire patent

casges needs to be recreated in the present antittust case. In that event, however, the expert

# Miller Bxpert Report at & (Attachment I). See also id. at 30 =resreaseassnsarnensaens
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# Complaint Counsel's Motion to Limit or Exclude at 15-16.
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tcstimony that Schering is offering as .I:u the likely outcome of the litigation is irrelovant. Instead,
thig conrt wanld be required to hear alt the evidence and make a ruling on the issne of
infifngement.

However Schering’s proposed relevance test is understood, thers has been no
detlenmination by this court, or indeed by any court, that the likely cutcome of the patent cases (or
the atrength of the partics” positions in those cases) is even a relevant factor in analyzing the
artitrust claims in this case, much less that it is the only benchmark against which to assess the
likely competitive impact of the payments accompanying the seitlement agreements. The
approptiate standard voder which to ﬂvalu;atta respondents’ agreements is, of course, ong of the
significant legal issnes to be addressed in this case. It wall be discussed extensively in our
pretrial brief as well as m post-trial briefing. As will be more fully developed in our pretrial
brief, establishing either the likely ontcome of the patent litigation or the probahility that any
party would prevail in the lawanit is not, and should not be, a necessary part of showing that a
payment by the patertt bedder to an alleged infringer as part of a settiement agrecment
unrcasonably restrams competition, even under the wije of reason. Az we demonsirated in our
responses to the motion to dismiss filed by Schering Tast summer,” the Supreme Court has hetd
patent setilement agreements to be illega] without an anatysis of the underiyng patent

infringement questions.” In addition, lower courts assessing the competitive effects of

* Complaint Counsel's Respouse to Schering’s Motion for Partial Dismissal of the
Complaint (fune 25, 2061). |

77 See, e.g., US v. Singer Manufacturing Co., 374 U8, 174 {(1963); UL.5. v. New Wrinkle
Ca., 42 U8 371 (1952); U.S. v. Lime Materials Co., 333 1.5, 287 (1948); 125, v. Masonite
Corp., 316 11.5. 265 {1942).
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setilement agresments between branded pharmacentical companies and potential generic
entraits, on facts sitnilar to those hers, have found the agrecments itlegal wathout making any
inguiry into the merits ot the underlving patent litipation, 2

Morcover, Schering is improperly attempting to revisit a legal issue that was afready
determined by this cowrt in the Order Denying Motions of R&pﬂﬂd ents Schering-Plough and
Upslicr-Smith to Distniss the Complamt {Cct. 31, 2001) (“Order Denying Motion to Dismiss the
Complamt™). Schenng’s motion to dismiss asserted, among other things, that the complaint in
this matter failed to state a claim upon which relief could be granted because it did not #llege that
Schering’s palent was tnvalid or not infringed, or that the settlements were more anticommpetitive
than the probable outcome of the litigations. In its supporting memorandum, Schering
sperifically argued that “zn agreement resolving patent infringement litigation cannot be held
unlawfitl if the partics split the remaining lifie of the patent in a manner consistent with the
parties” abjective chances of prevailing in the underdying patent sut.™ After oral argumeni as
well as extensive briefing, this court demied the motions to dismiss, ruting that the complaint
need not cofmain the asserted allegations, including specifically the allepation that “the
seftlemettts were more anticompetitive than the probable outcome of the Jitigation.”™ Schering’s

Motion frr Limine does not even assert any ground for revisiting that conclusion.

R In re Tevazosin Hydrochloride Antitrust Litigation, 164 F. Supp. 2d 1340 (8.D.Fla.
2000V, appeal perding;, In re Cardizem CD Antitrust Litigation, 105 F. Supp. 2d 682 (E.D.Mich.
2000), appeal docketed, No. 00-2483 (6% Cir. Dec. 19, 2000).

# Memorandam in Support of Respondent Schering-Plough Corporation’s Motion for
Partial Dismissal of the Complaint at 7-§ (June 7, 2001).

* Order Denying Motion te Dismiss the Complaint at 3.
i3



r Schering’s Witnesses I]n_Nnt Meet the Standards Articulated in the Motion

The-expert testimony that Schering intends to ofler does not support the test that Schering
relies-apon i any event The wittiesses that Schering offers are hardly in a position to-make an
“qbjective” assessment of the patent cases, There is no way to make an “objective” assessment
of theprobahilitics in a statistical sense (such as one could do with fossing a coin or throwing
dice} because we cannot do a centrolled experiment of the trial. What Schering appears to mnean,
rather, i3 a “disinterested” or “fair” asse‘:tismmt. Schering’s experts are not éven in a pesition to
do that. Most were expert witnesses in fhe underlying cases and can hardly be relied wpon 10
impartially assess the strength of the evidence they would have offered at the trial. Indeed,
Schering suggests, at page 8 of its memorandum, that enly experts who wers employed to testify
or to advise one of the parties at irial are equipped to testify in this proceeding about the merits of
the patent cases.”! |

Nor do Schering’s own experts meet the other tests that it expects Dr. Banakar and Mr.
Adelman to satisfy. Mr. Bjorge, for example, one of Schering’s patent Law experts, nowhere
states that he reviewed “the entire record fmm the underlying patent cages,” and accordimgly his
testimony is “improper and not relevant to the issues of the case™ according to the standard that
- Schering proposes ¥ Mr. Bjorge’s report says that he based his testimony on a 1eview of the

Patsrjt_' thﬂ Pmsﬂcmiun histﬂty, ﬂ]_ﬂ Bm]kﬂr repul-t_, ﬂ_‘nd sarsuvrddsusnenr isvsn vk Evnki Ak p pk b db S

fnji —

*' There is no reason to supposz, ad Schering suggests none, that the experts Upsher
intended to call in the underlying patent cascs were any less qualified or “objective™ than those
Schering intended to call. The tact that Upsher now has no incentive to rely on those experts or
to defend their work simply points out the impossibility of attempting to recreate the outcome of
the aborted patent triats.

*# Schering Mem. at 4.
14



vénraasensarensss from the patont -:gs::s.” Nor does the report of Mr. Miller, Schering’s other
patent-baw expert, state that he reviewed the entire record of the cases.™

Most mdefensible of all is Schering’s claim that the testimony of Dr. Banakar and D,
Adetman should he excluded becanse it concerns their “personal opinions™ abont the issues
raised in the patent cases The opinions of Dr. Bunakar dnd Mr. Adetman represent (heir
personal opinfons or views to the same extent, and i precisely the samnc way, that the opinions of
Schering’s experts are based on their own personal opinions, Whether or not they articulate 2 -
conclusion abont the likely outcome of the litigation or about 2 specific isste in the cases, the
opinions cannot be other than a “personal opinion.” It is the function of the cournt to determine,
afler hearing the testimony and the other evidence in the case, what weight shouid be accorded to
thiose opinions. Unlike Dr. Banakar and Mr. Adelman, however, Schenng’s patent law cxpert
Mr. Miller dees not limnit his personal] opimions (0 mallers arguably within the range of his
experfise. Based on his conclusions about the positions of the parties in the patent cases, Mr.
Miller azsumes for hroself ihe role of spokespersen for Amenican eonsumers and opines that:
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¥ Bjorpe Expert Repart at 2 {Attachment F). In his deposition, Mr. Bjorge stated that he
relied primarily on Dr. Banker's expert report and that he had niot looked at some of the
documents relating to the patent litigation since the case was setiled over four years ago. See
Bjorge Dep. at 71-72, 85 (Attachment K).

# Millet Expert Report at 2-5 (list of materials he did consider).
#  Schering Mcm. at 2-3, 3, 7-8, 14-15.
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AzMu: Miller conceded in his deposition, this conclusion is not based on a consurner survey ar

any othier research or bedy of knowlcdge, bzt o1 his svesssess vensessasssresressanssssiossassassse
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Thns, the offered tebuttal testmony of Dr. Banakar and Mr. Adelman iz mitch more
relevant, relizble, factually based, and rooted in recognized principles methods than is the

testimony of some export witnesses offered by Schenng.

% Miller Expert Report at 6. See afso id. ab 7 ssssesssassressassassesrsassonsassssaras
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# Miiler Dep. at 102 (Attachment L),
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For the reasons stated above, complaint counsel respectfully request that Schering’s

Motion £ Limine to Exclude Testimony of Urnesh V. Banakar And Martin J. Adelman be

denied.

Respf:ctﬁllly Submitt

Kamn Pokat

Judith Moreland
Bradiey 8. Albert
Andrew S. Ginsburg
Karan Singh

Counsel Supporting the Complaint
Bureau of Competition

Federa] Trade Commission
Washington, D.C. 20580

Dated: January 22, Z002
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CERTIFICATE OF SERVICLE

I hereby certify that this 22nd day of January, 2042, 1 caused a copy of the foregoing
Pubilic Version of Complaint Counsel’s Opposition to Schering’s Motion /2 Limine to Exclnde
Testimony of Uhnesh V. Banakar and Martin J. Adelman to be served upon the follawing person
by hand delivery:

Honorable T, Michae! Chappell
Administrative Law Judge
Federal Trade Commission
Room 104

GG Pennsylvania Avenue, N.W.
Washington, I.C. 20580

I caused one origma! and one copy to be served by hand delivery and one copy to be
served by eleetronic mail upon the following person:

Office of the Scerctary

Federal Trade Commission
Foom H-159

GO0 Pennsylvania Avenue, N.W.
Washington, D.C. 20380

1 causcd copics to e served upon the following persons by electronic mail and Federal
Iixpress:

Laura 5. Shores .
Howrey Stmon Armold & White
1299 Pennsytvania Avenue, N.W.
Washington, D.C, 26004

Christopher Curran
Whitte & Case LLP
601 {3th Sr, NW.
Washington, D.C. 20005
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ATTACHMENT A



UMESH V. BANAKAR, PH.D.

BIOSKETCH

Uresh V. Banakar, PhB. is Professor of Pharmacemtics and President of Pharm-Assict Internztiona?, a
conselring commpany providing prafessional services bo pharmaceudeal industry and academia worldwide.
Hereceived his Bathelor of Phanmacy degres from Bombay Unjversity, Bombay, India in 1975 and PLD.
from Duquesne Unliversity, Pittshurgh, Peonsylvania, USA in 1985. He joined Cizighton University,
Schoal of Pharmacy & Allied Health in 1985 as an Assistant Proftssor and was promoted to Associats
I'rofessor in 1988, He joined Se. Lovis Collepe of Phanmacy in 1990 as Director of Research and Section
IJead: Pharmacemtica! Scisnces where he was promoted to Professor in 1994, thas progressing from
Agsiztant Professor to Professor in % years. Sinee 1997 through 1997, he was professor of Pharmaceutics
and Chatrman of Fharmaceatical Sciences and Graduate Program at Butler University, College of
Phartrmacy & Health Soences m Indianapolis.

Since 1985, he has suthored over 100 publications, aver 80 published abstracts and prosentmtions,
memerons specialized workshap manuals, several chaprers apd monogmaphs, aver 43 expert book reviews
and 5 guest editorials. The texts that he kns avthored include; Pharmacewtical Dissolution Testing, Drug
Develgpment Precess: Increasing cfficiency and epst effectivepess, among others. He & the co-author of an
clecronic kext: Basic fPhamacakinctics. He is on the roster of caperts with Wil0, United Metions -
TOYTEN programs and International Executive Service Corps (IESC). He is listed in Who's Who in
Biotechoology, Whe's Whe Amoag Asian Americans, and American Man and Women of Science. He is
on = [ntermationz! Sciemific Advisory Board of several pharmaceutical corpesaiions worldwide, In 1997,
he won the aomination for the distinguished Fulbright Scholar Award for Lectoring, He has receivad
rneerous awards for excellance i teaching, f2eulty development and achievement in research and
scholarly activity. He is the recipient of bvo Service to Country Awards presented by [ESC. He is the
founding Editor-in-Chiefl of nternarional fourmeal af Pharmaceutical Advances and 2 memher of the
Interparional Editorial Boards of farernatfonal fowrnel of Phormaceutical Excipients, Joumal of
Bipmaterizl Applications, Acte Phormacesrtica, and 1s a referee for & oifher major pharmacantical jonmels.
He serves as & memnber and/or chairten of severml NIH Study Sections. He is & meraber of several
professional organzations worldwids insleding Toternational Sveiety for Technolopy Asscasmentin
Healtheare and others. He bas been an invited speaker oo national and interpational programs and has
ecrved as chairmae and coordinater for mumstous international semimars and sympaosiz. He bas offered
numerous national end miemational symposia and workshops en desten, development and evaluztion of
copventonat and advancad/specialized pharmacentical products, He specializes in dissolution tegting and
technology, desipn snd evaluation of modified release pharmaseticals, Boavaitability snd bisequivatence
tegting, tramedanmal dneg delivery and imerfacing biotechnology with pharmaceutical producy development

A(Mdate, he has successfilly completed teveral Pharmaceutical Product Development Technelogy Transfer
eurotzh education assignments sponsared by IESC and other pharmzceuticel comporations worldwide,
Addifionally, he bas served ay testifylog/non-testifying expert in patept litigations in the disciplines of
pharmmacentical fortmlations, clinical iovestigations, dissolution 1esting. Furtherzore, ke has planned and
exeruted the dzvelopment, both in vitre 2od clinical, of over 10 ANDMAs and over 3 NDAs, Providing -
professional service to the pharmaceutical industry and academda worldwide continues te be the ficus of
ks professional carest 2nd further growth is expocted.

Pharm-Assist Tnternational Tel/Faz: 317 334 0174
1D25]1 Tammer Drive email: umeshbanakar@juno.com
Cormel, IN 46037 USA
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Oreantzgiian: - Profenjops Avepelations
Mernhar of seeerat professiom] orparrrations woridwids
Expertice {nay sxcinsive listieg)
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Dn;pmduﬁ developmens and evahitwon, Comventiomal and nop-conyve mimmal
Crissolmtion and hio-aveilsbility asssesment

Nemrel domg dehivery systenns

Dae chacwerimanion, evalintion, amd mods] deveiopment

Deape form destpn for bin-evailahility fphermacnimetic smdies

ACADEMIC DISTINCTICNS

fgvieed @ presenca sproal 2-day propranc Generic Drug, Developowent Program — Techno-Legal Considerarions, Tomen et
Ceoter, ARmedabad, India (fov. 2000}

Lpeite ity present a Jadiy inténsive discomss: Conclitmg Dsokrtion and Bw-wvilahility, Iniemational Phamecentical
Techoalegy Confercone and Expa, Fangkok, Thafland (Aug. AMHKD)

fovired 2o bead wid conderzoe Dissolmion Disciasion (oo (DT Southezst Asia Meapny, Bangkok, Thaitand (Anr HXO)
Lovined o sarve om BNEH SBIRA T TR Mulbdisciplinacy Sondy Section, Bethesda, M0 (Jaly 2000

Lavited Lo setve on Specid] Ernphacs evicw Fanck by Center for Discase Cootml & Provention, patiosal Center for HIV, STD and
TH Prevariior, Attares, SA (March 50} .

Limcizech o gipesent 3 d-doy Focoy Prograoe Prisople of Genenic Fharowesutical ¥roduct Developroent sod Binpharmaccutical
Evatuanon, kinstry af Heatth, g Regolitory Agency, Colambo, S Lanka (March 2000} )

Imvired w presemt & Koo Gpening Address fay the gymmposmom en Inoovations in Dissolotion Tesmp, AAPS Ann Mg, Bew
Ocleeps, L (Mov. F799)

Lt v pems enr dmynote addrezs ai s Bases Cimntdiics y Tedmolopicss de ja Bis-rquivaieee ia! Mormaniyidad Sanseria,
Seminario birmaciomsl FIFARMA, Assnciation Mexicans g Indosiries de [nvestigation Fanmsceniea, A 0, Maxica iy,
Mxim: Tide of Prescnmadon: Comrelacicpes In vive-Inowizo (Sepe. 1599)

Recipiemiof e distinguithed P.C. Dandiva AnardTCiation for Distinguisked Soreice 1o the Profesion of Phonmcy. Inveed 1
preser de aration ak ke Indian Pharmmscsuticz) Asvociation, Wational Aomeal Meeting, Indose, India {Tiece, 1999

Invired to present & 3-day intensive courss: Correlating Dizohinion end Bis-awailabiliny - Undersanding [V IWE, Bl Ady.
g erume s Expa, Mexioe D.F., Mogica (Mov. 1999)

inwited @ preser & 3-boapecizl echnical WS sesaion: ABCS of preeric Dinvg Developoments Cxe Snedy Apmwoach, loterphex.
UEAYD, Hew Yok, MY (Apel L999),

ipeited: soradpniy dhe cpeening, acerian: Dedsgs Formo snd Drug Delreery, [, Cond, e logred, Encip, Cphl 95, Aomurdatn
The MNaberdands (Dec_ 19960

b, iy piresent g F-day specialized ntensive Seminge Gegerie Dy Product Tievelomnen - Bioaveilabiling, Big-egquivabenmes
& Tn Vi Sqaivaleoos, Iad, Advamed losmaens Expo, Mexico Ciy, Mexico (Mov . L¥9).

Tnvited to cbais NIH-SBIR/STTR, Special Multidisciptinary Snady Section NIFL Bethesda, MO {Nov. 1857).

WWWIMHHM}'MMD&WT&W Inil. Couf. Fharm Ingred. Excip., Londen, England
I

hreftedt w0 prdasnty ksynoin gddmss at the 410 Jononatiom! Semmrr, Diog Delivery Sysieos, Phannsnkinctics and
. Frarnscodyoamics, Warmaw, Pobnd §Mov. 1997

iovited s precent ¢ Spesial 2oy Sepsian, The Modam Dosehutico Liboatory, Yokl Inernsoml, London, England {fuky
1997}

tnrlted v present a Specipl 2-day Seasion The Modern: Trissoiuten Latorany, ACGE Ingnadem! Lud , Dublin, fretagd (hely
).



Ervited to present 1 Spocial T-dip Settihg: B1 Moderne Laboriinein de Dstolorion, Adyanced bEtueeis de Mexien, Mexica
iy, Mexizu {Feb. 1997

Mogmied for the Dsinguishod Folbeigln Lecnring Award (Feh. 1997)
ixwiced m chatr NTH SEIR/SITE spetdal Multidisiplinary Stwdy Sectisn, MU, Bethesda, MDD {Maeh 1997)

Lywited wpessant Leytote Address 3t the 1™ Im. Coal on The Practics of Cliniesi Plommaey, Univ, of Zagreh, Famliy off
Plarnary, fagreb; Croatia {Aprdl 1997)

vited Do presenta key workshogr Chultenging Opportunities & the Debivery of Pratems and Fegrides, tmrpbex [SA™97,
Philadelphia, PA (April 19973

L) s o (B L ganiving Comnitpes (Scientific Conference Socniony, Reed Exhobizion'Conferetoe Conganies Ing.,
Marwa T OT (Al 1997 Froamm)

lipvtoed no chatr NTH-SRIRATTTE, Spacisi Maltidiscipkimuy Study Section, NIH, Beticeda, MO (Juse 1997,

Twied m chair Session & Advances in Drug Delivery Tacknology, Frnd. Conf. Fharm Ingred. Excip, CFHL 96, Tarir, taly
(Dt §996)

Irtrited o chuir NIH - SBIRS STTR Special Multditciptinary stady sestion, NTH. Betheeds MD (New | 996).

Irtrited w0 presei a Reymon: address o the Pt stical Teckoology Section, Yith Congress of Argentine Associrion of
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Lwinedd v clwie MFH-SEMR/STTE Study Section, MIEE, Peilesds, M (March 1996},
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in e Delivery of Therporis Froweins end Pepridec”, (Mateh 1996%
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frnited o seree on inttrenional Seicotilie Conference Comeqies, Cphi*9S, Mils Freenme BY, Masmen, The Neaberland,
{43 5Present),

ineimed 03 ehart Session 2; Developments in Dosage Formm and Delirery Systems, lod. Conf. Pharmd_ Ingred. Excip., Frankfurt,
Gérmany (Rov. 1955).

Invited 4 present & myomie lochoe ot e Symposiane Bro-aidabiine ] Bivsgunelence - Fror, Presenl entd Fufore, Al-Azhar
Il Foamy Coef, Ceirm, Egypa{Dec. h993),

Javired o gresant k 2-day sexxies; Dvvelnpment end Evaluation q,i'i"mpoﬂ-.‘iub.mw.rzd [Ceneric) Producir, lorrerdty of
Alerandris, Aleeamdriz, Epypd (Thee” 1995).

Iovrtésd b serve a5 o Coordmaroe and Chabivran of ibe Il.l fnorreational Confereree an Mew Harizens in Drag Delivery and
Tarpeting. Basel, Swiveriand {1995

[oviind i beporme Intrvnatiena] Seirmtife Advior for Wockhandt intermatioml, [1d., Bombay, India (1595,

inwited 1 preset Eeynote fopentag’ addeess an the National Coopred3 oo Kieunmiolopy, *Pemaanieons Traneport of D"
P, Faaoce {[995)L

gviied ® serve ol NIEL SETR/S TR Specis] Sindy Secnon Z {March 1995),

Ipved uh Getoeroy the: Fanmding Editer—m-Chiel of Imepatioty] lowmgl of Phagnaceyutica] Advapees 4 sepmtific peer-reviewsd
Journald, by Tochnoma: Fablishing T, oo, Andsbey, Y [1995)

Invieed s serve ai WIH-MIAITD, BFP Spreial Boview Paoel (L954),



—_—————

Loreited 30 oty o symposiom, et Uinrinded Raters Dotage Form Detijpn' and prevest » paper on. Tetipn Caneiderations. and
L exhanivtis Fralustion ol Orallonmelled Releme Sywietn’, syihe AAFS Wesmrs Regiooad Mreting, Peoa, 9V (Feb. 27,1950,

Eecipidne of PidA (Plotmonmat Wirfcmren Association YEA) Visiing Praftan for 1959 Awand Spapsorsd by Scarle
T aboryorioy, Sknkie, IF {Aup, 06-20, 1933)

iccipiene of the Distnzdshed beadership Award and inchysion in the [oterzational Direstory of Distinguished Leadershin for
OEENAME sennoe i the eaching profesnion {2959,

Tnctuded in e list of expents with Totemaciona) Exerative Service Corps (TESC) for Assigmments {educariamaf of otherwise)
orpraired and wdoorineed dogeph IESC worldwids [Navembar |928),

Poctpient of the dicmguiched D, Pete Elerbeck Merorial awand for cusanding fackity fonace to stodents and School of
Fhivmacy {1985).

Restrient of the Eha (nj Natitnal Pharmacy Hooor Society award for “Excellence in Teachmmg™ (1985).

Recipimt-of Teavel Gram for avtendance and paniciparion at T Plarm. Teck. Ceal,, Loodan, UK. {Agril 1985}, Sponsored by
Marfon Laboratarics. Kanss City, MO {1924).

Nommared for Baxington Mondem Foaondadon Schabr of the Yrar Award far the scadomic year 1556-87.
Becipient o Jamts b Keck, Farnlty Development Award panied by Hexlth Future Foundation, 1986 (Septomber L0, 1967,

Invired bre Artefican Cheptical Socdary (ACS) w develop, suablish and inttruct an intensre corss in Theoty and Practoe af
Comyollol Rzleme, (Scptenieer, 1987

" Mame incined in e Tin of experts with Wotd Heahih Orgamization (WEICH for fumare shorn-iemm essignmens ofgaaized and

wdmirmstered by WHG worbdnide (August, 1987).
Lnwired o herwme 2 Book Review Editor for RiaPhaemn MMaymfaenging Foconal (1957].

Rewipionr of PMA (Fhapmaceugicn] Mamgfsenger: Asmweigton, LEM) Visiting Profesaoy for 1997 Award. Spoogodcd by [Marion
Laboraromies, Kansas Cigy, bIG (fune 15-26, 1987).

Selectrd for inclmion in ™Whe™s Who in Technology™, St ed Biateckmology Seclion {1986).

Solicned for preparadon of u profile for Prafidoxiae Chlovide for inchosion inval. 17 of Analythcai Frofiles of Grop Substances,
Acycerc Fress, MY

FRecpient af Heahh Fonres Fautdanet Younp Faculty Award {LFRE).
P egpieneof MARKD Morch!T- Thayer Fonmdaton Gram s ward (1956).

et o prepare 2 Sl length moncgraph {book) entitled "Pharmaceuical Dissohetion Techmiogy™, by hMarcel Dekber, Toe.,
New Yok, New Yark (1986}

 Recipicas of Biomedical Resexreh Soppon Gom Award (1983),
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Fifty rash an fogpbay University m 1P, Pharm {1976).

Foutrth rank in Bombay University #t T B Pharm {1977,

Firstelkss Brm ot and 1 B. Pharm in Goa Coffege of Phurimecy, Prrg)i-Guea, Jadia.
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fanakat UV, “Correbiiop Dissotutien and Boavailabiity; Underieoding IVIVC, “yank#] Tehoolopy Group, Cary, HC
90

EBatabar UV, “fundameryats of Drug Product Developroent with Special Emphes oo the Trevelopmen ind Evabuation of
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Nijrmeger, Tha Nethertands (1992)

Basallcet 17V wnd Makizid MC. "Fharmaepkineics in Drug Devebpmeot, ™ Technomic Publishing Co., boc | Ardsley, WY (1997
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Uhrined Mations, TOKTEM Frogram, New Yook

Werld Health Drpanization, Gopevs, Swimerkund

BEiTer Frespeen Pubbshers, London, England

Karcs] DeXizr doc, Mow York, Mew Yerk

Cevter Lok Hickechitndogy (CBT) Annx University, Madeas, INDLA
DGHHS Aithoe Advitor i Dmig Controlier of Lndia, New Dellt, INDLA
Prapati Charikible Trast Foundet and Member Beand of Trustess INDLA
Tattont- Frirtracenticsls Lid,, Ahmedatad — INDLA

ENAR Research Foupdation, Scicatific Adviery Board Bormbay, INDLA
Laowrrs LabE Precare 1 2ovited, Bangalove, INDIA

Several phanmaceutical compomtions worldwide

EFrraonal Darta for Tt Panakar, PhId,

Lare of Bink: Dex, 4, 1256
Heilih Excelient

1999 - 1596

1953 - 1995
1005 - 1007
1992 - 1993

1993 - 1094
to52

1091 - 193
1904 - 1994
1926 - 1996
1993 - 1976

19ET - 19
1937 - 1959
[98E - 1929
1956 - 1957

19381090
1968 =1770
5% - 590
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1952

1955 . 1990
1957 - 1955
1867, 19EQ
1987 . 1956
1986 - 1987
1985 - }836
19ES . 19940
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UNITED STATES OF AMERICA
BEFORE FEDERAL TRADE COMMISSION

In the Matter of

Schering-Plough Corporation,
a-corporation,

Upsgher-Smith Laboratories, Docket No. 9297

& corporation,
and

Ametican Home Products Corporation,
3 coTporation.

i Sl P L B L S A )

EXPERT REFORT OF UMESH V. BANAKAR, Ph.D.
ON BEHAILF QF
COMP EL




The remaining pages of the expert report have been redacted.
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S commame CONFIDENTIL

UNITED STATES OQF AMERICA
BEFORE THE FEDERAYL TRADE COMMISSION

'In the Matter of:

SCHERING-FLCUGH CORPORATION, : CORFIDENTIAL
a gorporation,
. Deposition of:
UPSHER-SMITH LABORATORIES,
a corporaticn, : UMESH BANAKAR

and

AMERICAN HOME PRODUOCTS

CORBPORATION,
& corporation,

TREANSCRIPT of testimony as taken by and
hefore PATRICIA M. MULLICAN, a Certified Shorthand
.Raporter and Notary Publie¢e of the State of New
Jersey, at the MADRISON HOTEL, One Convent Road,
Morristown, HNew Jersey, on Friday, December 7,

2001, commencing at 8:1¢ in the forencon.

REPORTING SERVICES ARRAHGED THEOUGH
VERITEXT/NEW JERSEY REFORTING COMEANY, L.L.C.
Kabeot Battaglia & Hammer - Suburban Sherthand
Waga and Spinelli - Arthur J. Frannicola CSR
25B Vryeeland Road, Suite 301
: Florham Park, New Jersey (7932
Tel: (373) 410-4040 Fax: {973} 410-1313



The rerpaimng pages of the transcript have been redacted.
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George Washington University
Professional Record

Mame: Maron 1. Adeiman Date Prepared: June, 2001
Offfce Adddrexs: Hewne Address:

Gearge Washington University Law School 29826 Woodland Dnive
720 Fnh 5t MW, Southfield, MI 48034
Washington, D.C. 20052 Phape: (248)356-7353
Phong: {202) $94-7703 Fax: (248)356-7534

madelman@main nlc_gwu edu

Present Position:
Professor of Law, Director of the Intellectua! Properiy Program and Directar of the Dean
Dinmwoodey Center for Intellecual Propenty Stmdies, Gearge Washington University Law School.

Date and Place of Birth:
February 22, 1937, Detroit, Michigan.

Citizen of: U.5.A.

Education
High School: Cenrrat High School, Detroil, Michigan, June 1954,
Baccalaureate: A.B., University of Michigan, Ann Arbor, Michigan, June, 1958
Graduate: M.S. (Physics), University of Michigan, Ann Arbor, Michigan, August. 1959
Law Dggree: University of Michizan, Ann Asbor, Michigan, June, 1962.

Other Faculty Appointments

Professor of Law, Wayne State University Eaw School, Detroit M1, 1973-1999, Professo
" Emeritus 1999, :

Visiting Professor of Law, University of Michigan Law School, Ann Arbor, Michigan,
Wimer 1982

Visiting Professor of Law and Acting Director of the Intellectual Property program, George
Washinglon University Law School, 1998-99.

Frofessional Experience




Résumeé of
Martin.J. Adelman page 2

Asststant Editor Michigan Law Review {1960-1962),
Research Assisiant to Professor Samuel D Estep {1960-1962).

Law Clerk, Chief Judge Theodore Levin, Federal Distnet Court, Detroit, Michigan {19462-
1963) :

Associzte, Homigman, Miller, schwanz & Cohn, Detroat, Michigan (1963-61).
Patent Attorney, Burroughs Corp., Washington, D.C. {1964-[963).

Aszsociate, Bamard, McGiynn & Reising. Birmingham, Michizan (1965-1968), Partner
(1968-19713) in charge of patent, patent-antitrust, and related litization.

Professionat Society Memberships:
American Bar Association,

American Intellectual Property Law Association,

Michizan Bar Associabon,
Liternationat Association for the Advancement of Teaching and Research in intellectual

Praperty.
Lervice at Wayne Stafe University
Acting Dean, Law School (1974-73).

President, Faculty Senate {1976-1974).
Chair, Personnet Commuittes, Law Schec! (1987-88).

frofessiosal Consultation

Testificd as an expert on patent law and practice either at inal or by way of deposition o
more than 150 patent infringement cases.

Journal/Editorinl Activity
Editorships

Book Review Editor, The Antitrust Bulletin, 1980-1286.

Publications

Scholarly Books



T i

ﬁ——

Résumeé of
Martin:J. Adelman page 3

Patemt Law Perspectives, 2d Ed., Matthew Bender {eizht volumes)continuously
updiated)iavailabie through LEXIS).

Casex and Marerials on Patemt Law {with Randall B. Rader, John . Thomas and Harold C.
Wegner). West Group 195K

Chapter 43, Patenis, in Business and Conunercial Litigation in Federa! Courty (six
volomes)(continpousty updated){ with Randall R. Rader and Harold C. Wegner) West Group
1998 (avzilable through WESTL.AW).

Journal Arricles
Referead Papers:

An Aatitrust Decisten: Lear v, ddkins, 38 A B_A ) 45 (197,

Termitorial Restraints in {ntemational chhholﬂg}' Agreements aficr fopco. 17 Antitruse
Buil. 763 (1972) (with Brooks), reprinted at 5 Pat. L. Rev. 4157 (1973).

The Supremf:.(faun, Market Structure, and Innovation: Chakrabarty, Rohim and Haas. 27
Antirrust Bull. 437 (1982).

Jrvired Arricies:

Seccrecy and Patenting:  Some Proposals for Resolving the Conflict, | A P.L.A. Quarterty
3. 296 (1973), reprinted at 5 Pat. L. Rev. 57 (1973).

Relevant Market Paradox - Atempted and Completed Patent Frand Monopolization, 28
Ohio State L J. 289 (1977), reprinted at 10 Intellectual Properyy L. Rev 115 and B ). of
Reprints for Antitrust L. aod Econ. ?U'.?f

Usg of industreal Property as a Clandestine Cartel, 30 (Supplement} Am. J. Comp. L.
1701 (1982)

Forward, Sympesium: Perspectives on the General Molors-Toyota Joint Venture, 31
Wayne L. Rev. 1163 (1%83).

The New World of Patents Created by the Court of Appeals Tor the Federal Circuil, 20 U,
of Mich. J. L. Ref. 979 {1938).

Patents and the Seventh Amendment, MﬂIerlgraFca Eenvormiy en vergelijkend
privaatrecht 357 (1993).

Damages and other financial remedies for Patent Infrinvemem, AIPPI Annuaire 1993/1X,



Fasume of
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374 (1993).

Piospects and Limuts of the Patent Provision in the TRIPS Agreement: The Case of
mdia, 26 Vand. J. Tranat’l L. 507 {1996){ with Baldia).

The Effect of the Seventh Amendrment on Substanttve Amertcan Patent Law,
Motengrafica, Europees Pnivaatrecht 173 (1996).

The Exhaustion Docione in Amencan Patent Law, Molengratica, Europees Prnvaatrecht
247 (1997).

NonRefereed Papers:

State Control of Radiation Hazards: An Interpovenunental Relmions Problem. 60 Mici.
L. Rex 4] (19617 (with Estap).

Trade Secrets and Federa! Pre-exemption - The Aftermath of Sears and Compeo. 49 J.
Pat. OFF. Soc'y 713 {1967).

nventions and the Law of Trade Sectes after Lear v, Adbins, 10 Wavne L. Rev, 77
{1969) (with Jaress), reprinted at 3 Pat. L. Rev. 23} {197 1).

Patent- Antitrust Law: A New Theory, 17 Wayne [.. Rev. 1 (1971} (with Jaress), reprinted
at 3 Pat. L. Rev, 231 (1971).

The Integrity of the Administrative Process, Sherman Section 2 and the Per Se Rules -
l.essons of Fraud on the Patent Office, 10 Wayne L. Rev. § (1972) (with Broaks),
reprinted al 35 J. Pat. Off. Soc'y 255 (1973) and 5 Pat. L. Rev. 413 (1973).

Patent-Antitrust: Patent Dynamics and Field of Use Licensing, 30 N.Y.U. L. Rev. 273
{1973) {with Juenger), reprnted a1 7 Pat. L. Rev. 495, and & J.of Reprints for Antiust L.

and Econ, 420

Property Rights Theory and Patent-Antitrust: The Role of Compulsory Licensing, 52
MY .U. L Rev. 77 {(1977), reprinted at 10 Intellectual Property L. Rev. 77 and £ 1, of
Reprints for Antitrust L. and Econ. 287,

The Doctring of Equivalents in Patent Law: Questions Pennwalt did pot Answer, 137 UL
of Peon L. Rev. 673 (19389} {with Francione).

15 the Use of the Docirine of Equivalents 1o Fix Mistakes a Misizke?, 27 N, Ky. [.. Rev.
1621 (2000). :
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Book Reviews

Academic Journals

Book Review, 25 Antitrust Bull. 891 (#9807}
Book Review, 26 Anttrust Bull, 447 {1981).
Book Review, 27 Antitrust Bull. 275 (1982).
Book Review, 28 Antitrust Ball, 481 {1983).



CASES IN WHICH MARTIN J. ADELMAN WAS DEDISED AS A PATENT EXPERT

10.

11.

12.

13.

T4,

15.

1.

17.

13,

Sandvik v. Wavkesha,> £40 F. Supp. 1139 (E.D. Wisc.

Colascor v.-Mattel, 79 Civ 4309 (5.D.N.Y.).
{Davis Hoxie, New York, H.Y.)

Hemscres=sT V. Burrouchs,* 1988 WL %312t {Fed. Tir.

Ransburg v. Behr,* No. 80 74003 (E.D. Mich.).
Anthes v. Aluma,* No. EBLl-1877 (E.I. Pa.l).
Horipa v. Beckman,* {E.D. Mich.).

Moriin* v. A.M., (Case Mo, £2-B-4923 (M.DO. 111.}

Johns-Manville* v, Cuardian, 13 U.S.79,0.24 1£84

{#.D. Mich. 1589}).

1948]) .

198E) .

Multi-src* v, Wac-Tec Systems, Inc., Civil No. H-EBS5-4823 {D.

Mint.) .
{Arnole White, Houston, Texas)

Rfros, S.p.A.* v, Kraugs-Maffei, 671 F. Supp.
{D. Dal. 1287).

1402

Trugwal v. Gang-Nail,* discussed at 2 U.S.P.0Q.2d 1434 (Fed.

Cir. 1%87).

Qume v. Toma* (ITC}).
{Baker & McXenzie, Washington, D.C.)

Abborst Laboratories v, Brennanp,* 21 U.5.P.Q.2d 11%2 (Fed.

fir. 1991;.

Hughes Aircraft v. Ford Aerospace,* discussed in 8 I.5.F.Q.2d

1889 (C1. Cr. 19BS}.

Lubrizol* v. Ethel {D. Dbel).
{(Jonas Day, Cleveland, Chio)

Bilguetay v. NCR*
{(Davis Hoxie, New Yorlk, WM. Y.}

Dewer* v. Kent, 19%0 WL 78997 {Fed. Cir. 1550).

L.ewver Bros.® v, Proctor & Gamble, 5 U.S.P.Q.2d 1233

1587) .

(D.N.J.



CPSES IN WHICH MARTIN J. ADELMAN WAS DIPOSED AS & PATENT EXNPERT

19

20

21.

22.

23.
24,
25,
5.
27
18,
29,
30.
L.
32,

33,

Paramount v. Weysrhauser»

Ballx* w. Cuno, 14 1.E5.F.Q.2d 1815 (E.D.MN_¥_ 1QR3) .

Dubsnt v, Polarsid Graphics,* 10 U.S.P.0.24 1572 {L.Dzl
1585 .

ITI* v, Barr, 22 U.5.P.0.2d 1206 (S.D.N.Y. 1952).

Rohm & Haa3 v, NIL»
{Burns Doane, Washington b.C.)

Weldotron* v. Hobart
{Davis Hoxie, Mew York, N.Y.)

Information Resourceg® v, Test Markering, 19 U.S.P.(J.2d 1743
{5.0. Ohio 19%11. '

Lesnard Studie* v. Desmar Corp., discussed at 18 U.S.P.Q.2d
1565 [F=d. Cir. 1991}). '

Edvanced Cardicvascular Systems v. Scimed Life Systems, »
12 UD.5.P.Q.23 1532 (Fed. Cir. 1989).

Baxter w. Abbott*
{Jones Day, Chicago, Illinois)

Emich v. Amsrson*
{Christie Parker, Fasadena, Califcornia}l

Herculas v. B.F. Geoodrichr
{Jones Day, Cleveland, Chio}

Cadrrak . Commodore*
{Fish & Neave, Wew York, N.Y.!

Mabuchi* v, Johneon Controls, 1692 WL 2766B0 [(Fed. Cir.
1592} .

Burroughs-HWellcome v. Novopharm,* 29 U.3.P.0.2d 1721
(E.D.N.C. 15533Y. '

 Gambro w. Baxkber®

(McAncrews, Held & Malloy, Chicago, Illincis)



CEEES IN WHICH MARTIN J. ADELMAN WAS DEPOSED AS A PATENT EXFERT
33. Cyrix* v. Int=l, EB46 F. Supp. 322 {(E.D. Tex. 1594},

3&. Merck v. Al-cont
{Fish & Weave, New York, W.Y.}

37 . Nellcor+ v. BOC Health Care
fFish & Mesawve, New York, HN.Y.]

8. General Electric* v. Emearson
{Welsh & Katz, Chicago, Illinocis)

a1y, Lemelson v. Ford*
(Fish & Ne=ave, New York)

40. Lockwood* v, American Airlines
{Lyon & Lyon, Costa Mesa, Califormial

41l. Medical Craphics v. SensorMedics*
{Lyon & Lyon, Los Angeles, Californial

4% . Stark* v. Advanced Magnetics
(Goodwin, Procter, Boston, bMass.)

4. Abbott+ v. Alra
(Tones Day, Chicago)

44, Cury* v. Philip Morris
{Fennie & Edmonds, Wew York, N.Y.}

45, Cochlear v. Advanced Bionics*
(Figsh & Heave, New York, H._.Y.)
4&. Lyndex v. Richmill=*
{Losb & Loebh, Los Angeles, California)

47, Pitney Bowes, Inc. v. Sudbury Systems*
{Mutter, McClennen & Fish, LLP, Boston, Mags.)

4B, £.8. Tel=com v. Hewlstt-Packard*
{Pennie & Edmonds, New York, H.Y.).

4%. Nagel v. Ford Mobor®
{Rader, Fishman & OGrausr, Bloomfield Hills, MI)

0. Moroorolar v, Rockwell
{Figh & Neave, New York, N.Y.!}



CASES IN WHICH MARTIN J. ADELMAK WAS DEPOSED AS A FATENT EXPFE
Sl. hmpex* v, Mitsubishi
{Fish & Hsave, New York, H.Y.}

2. Altera* v, Xilinx
(Sullivan & Cromw=1ll, New York, H.Y.}

53. abbott* v. Geneva ard Novopharm
(Jonez, Day, Chirago, Illinoig)

54. Picmey-Bowes v. Hewletb-Paskacd=*
fPennie & Edmonds, New York, H.Y.}

5. Varian* v. Lamb
' (Figh & Neawve, New.York, N.Y.)

E6. Lockheedr v. Silicon Graphics
{Scully, EBcott, Murphy & Presser, Garden City, N.Y.}

5%7. Upichn +. Mova Pharmaceutical+
{(Burns, Doane, Swecker & Mathis, Alexandria, Virginial

S5B. PLC v. Cardiocgenesis?
{Lyon & Lyon, Los Angeles, CR.)

0. Berlex v. Bliogent*
{Hale & Dore, Boston, Mass.)

#0. Hitachi v. Samsung~
{Foley & Lardner, Washington, D.C.}

&1, Fiscner . Trex*
{iFish & Richardson, Boston, Mass}

£2. Shell 0il v. ICI*
{Scully, Scott, Murphy & Presser, Garden City, New York)

&1, Proceas Regources v. Delea+
{Orrick, Herrimgton & Sutcliffe, New York, H.Y.)

64. Amaron _com V. Barnesandnoble.ocom*
{Bennie & Edmonds, MNew York, MN_Y.)

85. Kensey Nash v. Percloser*
{Townsend and Townsend and Crew, San Francisco, Ca}l

—_
=

T



CRSES IWN WHICH MARTIN J. ADELMAN WAS DEPOSED AS & PATENT EXPERT

&6. Cordis* v, Bozton Scientific
{Patterson, Belknap et al. Hsw Tork, H.Y.!

67. Advanrced énergy Industries v. Astec America=
(Fish & HNeave, New York, H.Y.)

§8. In the Matter of Hoschst Marien Boussel, Inc.
{FTC, Washingron DC}

69. Oxford Gene v. Affymetrix*
{Omick, Herrington & Swcliffe, Palo Alio, CA)

0. U.8, Filrert v. Ionics
{Hale and Dorr, Boston, MA)

71 . Proctor & Gambie* v Brita
{Dorsey & Whitney LLP, Minngapolis, Minn.)

ARBITEATTONS

72. Acrisont v. Hyer Industries (Special Master James F. Davia}
(Davis Hoxie, Hew York, MN.Y.!

73, Eaiaer* v. Government of Israsl, {arbirration before Messrs
Eoberxr Rifkingd, Evan Davis and Thomazs Munno involving a
comparison of Israsli and Uniced States infringement law)
{Collette & Erickson, 2an Franciseo, Califernia) ’




CASES IN WHICH MARTIN J. ADELMAN HAS APPEARED
IN COURT AS A PATENT EXPERT

1. Calderon v, G.M.* 206 LS P.G3 782 (E.D. Mich. 1980).

2. Oakwood Mfy., v. Novi American.* 212 US P.GQ. 261 (E.D. Mich.

t931), 213 US P.Q 104 {E D ML [332),
3. Mead Digitai Systems* v. A B. Dick, 213 US.P.Q. 328
4. Generat Battery v. Gould,* 215 .S P.Q. 1007 (D.Del. 1982).

5. RCA v, Applied Digital Data Systerns,* 217 US.P.Q. 421
U.S.P.Q. 385 (Fed. Cir. I984).

&. Alco Standard v. Westinghouse,* 1 1J.5.0.0.2d 1337
(Fed Cir_ 1987).

1. Liton v. Whirlpool,*® 221 US.P.Q. 97 (Fed. Cir. 1984),

£. Multifastener® v, MacLean-Fogg 219 USPQ. 1074
{E.D-Mich. 1933).

9, jackson-lordan® v, Plasser American, 21% US.P.Q. 522

). Foseco Intemational® v. Fieeline, 226 L5 P.(). 33
(N.D. Ohio 1984).

11. Shatterproof* v. L.O.F., 225 U.S.P.Q. 634 (Fed. Cir. 1985).

12, Independent Dhe Association v. Ford Motar,* (E.D. Mich.).
- {Brooks & Kushman, Southfield, Michigan)

13, Stewart-Warner* v. City of Pontiac, 226 U.S.P.Q). 676

14, Witea Chemical v. Mabay,* 229 US P.Q. 188 (Fed. Cir. 1986).

{S.D. Ohio 1981).

{D.Del. 1533), rev'd 221

(E.D. Va. I983).

(Fed. Cir, 1985).

15 Tiegel Mfp v. Farmer Mold & Machine Warks,* 225 U S P(Q). 1051 (M. Fla. 1984}

lﬁ.- Windsurfing* v. Bic Leisure, 227 USPQ. 927

17. A B Dhck v. Burroughs,* 250 US.P.Q). 849 (Ted. Cir. 1986}

(S.D.N.Y. 1985).



CASES IN WHICH MARTIN J. ADELMAN HAS APPEARED
IN COURT AS A PATENT EXTERT

IE. Vieau v, Jap&x,“i 230 US P.Q. 300 (E.D. Mich. [983).
9. Kacpa v. Pavless Shocsource ¥ (W.D. Tex, 1983).

{Cox & Smith, Sap Antonic, Texas)
20. Hyvbntech* v. Monocionzl Antibodies, 227 US.P.Q). 215 {N.D, Cal. 1985},
21, ey Trome v. Burroughs. ™ §61 F.2d 729 {Fed. Cir. 1988).
32, Rwcom® v, Adaptive Dniving Svstems, 229 US P.Q. 731 (C.D. Cal 1386).
23 L?Iﬁtﬂd'smtﬂs of America v. Telectronics,* 3 U.S.P.0.2d 1571 {D.Col. 1987},
24 Andrew* v_ Gabrisl, 6 US.P.0.2d 2011 (Fed. Cir. 1988).

23. ZMI v. Cardizc Resuscitator,® 2 LL5.P.(Q0.2d 1983
(1. Ore, 1987,

' 26. Napp* v. BASF, (§.10. Cal.).

(Lyon & Lyan, Lot Angeles. Califomia)
27. Gahriel v. Andrew,* 2 [1S.P.Q.2d 1792 (. Maine 1987).
28. Carl Cooper v. Hams,* 902 ¥.2d 43 (Fed. Cir. 1989).
28, Dana* v. IPC, B USP.G.2d 1692 (Fed. Cir. 1988}
30. Gernvetn Jewelry® v. Cooper, 694 F. Supp. 1085 (5.D.IN.Y. 1588).
3t. Gould v. Conrral Lasér."‘ QUS PQ2I TR (Fed. Cir. 1959).
32 Haworth* v. Steelcase, 8 U.S.P.Q. 2d 1001 {W.DD. Mich 1988).

33, Dana* v. NOK. 11 U.S.P.0.24 1883 (Fed. Cir. 1939).

34. Freeman® v. Minnesota Mining & Manufactuning, 9 U5 P.Q2d 111t (G.Dei, 19883

35 Laitram v, [BM *® (E.D. Va.).
{Cravath, Swaing & Moore, New York, N.Y )

[ ]



CASES IN WHICH MARTIN J. ADETALAN HAS APPEARED
IN COURT AS A PATENT EXPERT

36. Huches v. United Siates,* 31 Fud CL 481 (CL Cr. 1994)

37. Pioneer Research v. Wilson Laboratories.* 12 U.SP.Q.2d 1432 . (M.D. Cal. 1959,

38. T.T.[-Vend A. Video* v, Flixcorp of Amenca, (8.1. Cal. 1589).

39. Standard Manufaceunng v. Uniled States,* 253 CI. Ct. 1 (CL. Cr. 1991}

40. Nationat Semiconductor Corp. v. Linzar Technology Corp.,* {N.D. Cal.).
{Fish & Neave, New Yaork, N_Y.)

41. Balston Purina v. A E. Staley * 902 F_2d 1494
(Fed. Cir. 1990).

42 Polaroid* v. Kodak, (6 USP.Q.2d 1481 (D. Mass. 199G).
43. Lemelson v, Genecal Mills,* 9168_ F.2d 1202 (Fed. Cir. 1992).

44, Keams v. Ford Motor,* 1Y US PO 2d 1838
(E.D. Mich. 19940).

43, Envitotech® v. Amstar, {D. LUah).
{Carl A. Rowold, Baker Hughes, Houston, Texas)

40. Coming Glass* v. Lightwave, 19 U5 P.Q.2d 1838
(5.0.NY. 1991}

47_ Arrow®* & Howes v. Medcomp & AHS 16 US.P.O.2d 1671
(E.D. Pa_ 1990},

48, Ortho Pharmaceutical® v. Amencan Home Products,
i8 U.S.P.Q.2d. 1977 (E.D. Pa. 1990).

49, Solarex v. Arco Selar and Siemens Solar,* 803 F_Supp. 232
(D, Del. 1992),

30. Minnesota Mimng & Menufacturing v. Johnson & Johnson.* F2USPQ.2d 1401 (D,
Mumn. 1991).




CASES IN WHICH MARTIN J. ADELMAN HAS APPFARED
IN COURT AS A PATENT EXPERT

51. Kingsdowa v Hollister,” 1992 LS. Dist. LEXIS 11882
{N.D L 19923). 7

32. Molins PLC and Smith v. Textron.* 26 U.S.P.Q.2d 1889 (D. Del.  1992).

53. Smmth Carona v. Pelikan,® 784 F. Supp. 452 (M.D. Tenn. 1992).
{FKeed Smith, Pittsburg, Pennsylvania)

534, Sot, Inc.* v. Frankiin Spors indus., 1991 WL 114385
(Fed. Cir. 1991},

35 Chesebrough-Pond's USA* v. Benjamin Anschl, 32 U0.5.P.0Q.2d 1223 (Fed. Cir. 1994),

56. Amencan Cyanamsd®* v. US. Surgical, 30 U.S.F.Q.2d 1561
{D. Conn. 1992).

§7. Keamns v. Chrysler.* 31 U.S P.Q.2d 1746 (Fed. Cir. 1994).

58. ORC* v, Time-Wamer, discussed in 26 US P.Q.2d 1718
(D Del. 1997).

39. Scnpps v. Baxter,* 729 F. Supp. 1473(D. Del. 1990).
0. Exxon v. Lubnzol* 26 U.S.P.Q.2d 1871 (5.0, Tex. 1993}

61. Baxter v, Spectramed,* (C.D. Cal. 1993).
{Lvon & Lyon, Los Angeles, Califomnia)

62, Diasanics® v. Acuson, 1993 U.S, Dist. LEXIS 8871
{(N.D. Cal. 1993}, '

3. Concepi Design* v. Dupliteonics, 1993 U.S. App. LEXIS 848,

4. Gentex™® v, Donne]l}g 27USP0.2d 1714
{W.D. Mich. 1993).

63 Sanders* v. Summagraphcs, 12 U.S.P.Q.2d 1859
{D. Conn 1991}



CASES [N WHICH MARTIN J. ADELAAN HAS APPEARED
IN COURT AS A PATENT EXPERT

60. Refac v. Lows Developmeni.*® 1995 US. Dist. LEXIS 4678 {(S.DNY.1995).

67. Glaxo v, Novepharm,* 29 USP.Q2d 1126
(ED.N.C.1993).

68. Transmaric v. Mark IV * 29 US.P.Q.2d 154}
(E.D. Mich. 1993).

69. Schnerder v. Sciumed,* 832 F. Supp. 813 (D. Minn. 1993},
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