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In the Matter of

Schering-Plough Corparation,
a corporation,

Upsher-8mith Lahoratories, Docket No. 9267

a corporation,
I"UBLIC VERSION

and

American Home Products Corporation, -
A corporation.

RESPONDENT SCHERING-PLOUGH CORPORATION'S
OPFOSITION TO COMPLAINT COUNSEL’S
" MOTION TO LIMIT OR EXCLUDE EXPERT WITNESS TESTIMONY

Respondenl Schering-Plough Corporation (“"Schering™) respectfully submits this
memorandum in opposition te cemplainl counss]’s motion to limit Schering’s ability to
present expert testimonyl. Commplaini mﬁnsel conlends Schering’s defense should be
limited on the ground that testimony by some of is experts may be duplicative or
inadmissible. However, the testimony of each of Schering’s experts is important to its
defense, and any duplication is mimmal. Schering, therefore, requests that complaint

voulnlsel’s miotion be denied.?

b See Motien To Lirmit or Exclode Duplicative and Improper Bxpert Witness Testimamy (“Moticn™).

1 Echering docs not appose complaint connsel’s Motion insofar a3 it requests that Schering desigmate
cither Mr. Fepmeth McVey or Dr. Zola Borovitz as an expert on the reasanablensss of the licensmyg foe for
Niacor-SR. Schering agrees to exclude Mr. McVey from its List of experts who will testify at trial, In
retmm for Schening's consent on-this naatter, Schering expects that complaint counsel will withdras its
desimmation of partions of Mr, McWey's depaosition and will not use such deposition designations at trial.



A, The Expected Testimony of Schering’s Experts

1. Exﬁerts on the Negotintion of Settlements

The Compiaint in this case challenges the settlement of two patent infringement
lawsuits brought by Scherin g—one against Upsher-Smith ("Upsher™) and the other
agamst BS[-Lederle (“ES_I“). Each settlement inclhided licensing tr&nsa-.:ﬁnns involving
products that were unrefated to the litigation. Complaint counsel suggests that stich
transactions nnrelated to the matters in litigation, but entered into simultansonsly with the
setilernents, are inherently suspicions. (May 1, 2001 Hearing Tr. 8). In fact, however,

_export ﬁeg_ntiam_m and mediafnrs have long believed that exploring value-creating

transactions outside the matters in dispute in the litjgation is a beneficial technique for
facilitzting setttements. There is nothing unusual or guspicious about such transactions,

Schering will offer the testimony of two cxp;::rts with broad experience in the field
of settlement negotiations and mediation to explain why settlements are facilitated by
fransactions, such as the licenses that were entered info by Schering and Upsher and
Schering and EST, involving pmduc;ts unrelated to the dispute. |
Professor Mrpookin '

Professor Robert Mnookin is an academic. He teaches negotiation at the Harvard
Law School, and is the Director of the Harvard Negotiation Project. He will testify that
use of value-creating transactions unrelated to the litigation is a highly recommended way
of settling intractable disputes. He has written books advocating nse of such transactions
to facilitate sefttements; and he will testify that he teaches students in his negotiation
COUTEES to f:xplme_s—uch vajue-creating trades outside the subject mafter of the liigatian
when negoﬁatiﬁg a settlement. He will also testify that there are sound policy reasons for
permitting parties to do this, and that any rule that would pmﬁibit such arrangements

would seriously impede the settlement process. -



Mr. O’Shanghnessy
James ('Shaughnessy is a practicing patent litigator, an experienced arbitrator

and trained mediator, and a business executive. In each of these capacities, Mr.
D‘Shaughn.essy has had wide-ranging experience In the setilements of patent litigztion.
He will testify that he has made extensive use in practice of the concepts endorsed by
Professor Mnookin. I1e will testify that parties involved in settlement negotiations of
patent htigations frequently hold polarized views about the litigetion, and that exploring
business arrangements having nothing to do with the matters in dispute often works to
bridge the gap. He wil! testify that use of fhis settlement tachnique is common.

Mr. O’ Shaughnessy will also give very Important testimony in rebuttal to
compiaint connsed’s expert economist, Timothy Dresnahen. Mr. Bresnahan has no
cxperience in negotiation of settlements. Nonetheless, Mr. Bresnahan has rendered an
intricate thirty-page analysis of patent settlements, based entirely on untested econemic

theory. 1le opines that [

1 Mr. O’ Shaughnessy will testify that real world settlement negotiations

simply do not proceed in accordance with Professor Bresnahan’s sconomic theories.?

3 Indecd, complaint counsel’s own rbuttal expert on negotistions agress with Mr. &"Shaughmessy on
this pomt See Deposition of Max H. Bazetman at [



Thus Mr. O°Shanghnessy will testify that the merits of the patent case must be examined
before one may reliably make a judgment about whether a settlement is batter or worse

for consurners than continued litigation.

2. Lxperts on Matters Related to the Value of the
Products Schering Licensed from Upsher-5mith

As Schering explains in its motion in limine regarding the testimony of {:ﬂ-mpla.i.tlt
connsel’s licensing expert, Dr. Nelson Levy, Dr. Levy opines on a number of difTerent
issues in an eflort to support his conclusion that |

J Schering, which has-agreed to withdiaw the testimony of one of the experts
it designated to respond to Dr. Levy, plans to offer the testimony of lwo experts in
response to Dir. Levy: Dr. Zola Horovitz and James Furniss.

Dr. Horovifx

Dr. Horovitz has 40 years® experience in the pharmaceutical industry, 35 in.
valinus.pusitiﬂns at Bristol-Myers Squibb. For several years before his retitemen [rom
Bristol in 1994, Dr, Horovitz was the vice president in charge of pharmaceutical
licensing, business, and commercial affairs, Previously, he served as the vice president in
charge of research, and the ‘u"ll:ﬁ president in charye of drug development. Thus, unlike
Dr. Levy, Dr. Horovitz has expertise In the areas of both pharmaceutical science and
research and pharmaceutical marketing and licensing. Again unlike D1, Levy, Dr.,
Horovitz has experience in licensing products for Buropean markets.

Dr. Horovitz will offer testimony in response to a number of different opinions by
Dr. Levy., He will testify that, in his opinion, the rights thai Schering acquired from
Upsher io magket Niacor-SR overseas were worth considersbly more than what Schering
paid. He will testify that Schering’s decision to make payments totaling 560 miflion for
these rights was amply supported by the clinical information provided to Schering by

Upsher.



James Fuarniss

Dr. Levy made a specific 1ssne about the price Schering would have been able to

charge for Miacor-SR in Hurope’s partly price regulated markets. Dr. Levy opined that

[

]
Dr. Levy has absolutely no experience that would qualify him to render this

opinion. Nonetheless, since he raised the issue, Schering will offer the -expert testimony
of James Furniss, a witness specially qualiﬂeﬂ to address this issue. From 1989 to 1997,
Mz, Fugniss worked for the Department of Health in the United Kingdom, where his
responsibilities at various times included the determination of pricing for genenic
medicines and participation in pricing decisions for prescription phannacﬁeuticala He
gzainad a detailed mﬂemhnding of the pricing and rﬂimﬁursﬂment structures for the
various member states of the European Union while representing the United Kingdom on
the Evropemn Commission’s Pharmaceutical Pricing Transparency Comumnittee. In his
current position as Senjor Vice President of Cambridge Pharma Consultancy, Mr.Furniss
advises compantes on strategies to géin commercially suecessful pricing and
reimbursement for new pharmaceutical products, primarily i European markets. Mr.
Furniss wall testify that Schering’ s pricing assumptions for Niacor-SR wers fully
justified. He will also address a number of misconceptions in the report of Dr, Levy
regarding | )

3. Schering’s Economic Experts
Cornplaint counsel’s economic expert, Professor Bresnahan, intends to testify

f

that,



]

M'rofessor Brespahan's opinion in this regard 1s iIli.-':{)nSiStﬂﬂt with that of mény
respected economists, including Dr. Richard Gilbert, formerly the Clief Ecopemmst of the
Antitrust Division of the Department of Justice. Dr. Gilbert was involw;d in the creation
of the Antitrust Guidelines for the licensing of intellectnal property. He has pot been
retained by any of the parties (o this matler. He has expressed a view that is squarely at
odds with Dr. Bresnahan’s. I Dr. Gilbert’s opinion, “[(]Jhe [act ihal a settiement involves
:* wpayment from the patmltée to the challenger is pot sufficient to detennine that the
settlement is anticompetitive,” Richard Gilbert and Willard Tom, J5 Jenovation King ai
the Antitrust Apencies? The Antitrust Guidelines Five Years Later, 69 Antitrust L.]. 43,
78 (2001).

Professor Willig

Schering’s expert economist, Professor Willig, will testify to three basic
propositions important to Schering’s defense. First, he will lestify that splitting the
remamning life of the patent, without a payment, poses ro threal of anti-competitive harm
to consumers. (Witlig Exp. Rep. 3, 9). Second, Professor Wilhig will testify that
settlement agresments that split the remaining patent life and which also involve
tramsactions wrelated to the litigation present no threat of anlicompetitive harm 1o
consumers 30 long as those transactions are {or fair value, (. ai 3, 11), Third, Profcssor
Willig will ttsﬁfy that it is not possible to determine whether a particular settlernent that
sets the date of entry by a generic (s anticomp;atitive simmply by reference to whether the
settlement included a payment. Professor Willig will testify that Professor Bresnahan's
[

] is simply wrong #5 a matier of economic theory. Insicad, Professor
Willig will testify that it is necessary to .addre.ss fhe marits. of the patent case, and

compare the settlement to the likely oulcome of that case. Professor Wilkig will

&



demonstrate his conclusions throwgh a series of mathematical and theoretical models that
he developed to show that seftlement agreements that set the date of generie entry are nof
necessarily anticompetitive even if accompanied by a payment# '
Dr. Addanki

Dr. Summanth Addanki, S;:hering’s other economntist expert, will defins the
relevant market in which Schering’s K-Dur 20 competes, and testify as to the reasons
why Schering hﬁs not been shown to have monopoly power in that market. He will
explain that monopoly power is an essential clement of complaint counsel’s theory of this
case, as described by Professor Bresnahan, and will point out that thal elernent is not
established by anything Professor Bresnghan says in his report. Dr. Addanki will testify
that K-Dur 20 faced competition in 1997, at the time of the settlement, from over twenty
other potassium chleride products. These products consisted mainly of potassium
chloride supplements in the 10 mEq dosage form. Schering’s K-Dur 20 had & marketing
advantage because its pills were in a 20 mEq doszge fotrn and were unique in that
1espect. Conmumers, however, could quite easily take two 10 mEqg pills instead of one K-
Dur 20, Schering did not charge a premium price for its 20 mEq tablet over the brand

- name 10 mEq competitors. And there were low-priced generic versions of some of the

4 Onee apain, complaint coupsel's tegotiation witness, Mr. Bazerman, supports the position of
Schering's expers and contradicts Professor Bresnuhan, Thus, Mr. Bazeroman stabes:

{



10 mBg brand pame products. Dr, Addanki will testify that K-Dur’s market share-—less
than 40 percent—was likely the result of Schering’s superior markeling and promotion of
the proditet, not monopoly power. Dr. At_ida:nki will point out that Schering did not have
the abaitty o charge a premitm prce for K-Dur 20, which is evidenced by the fact thai it
was priced lower than two 10 milliﬂqﬁvalent products.

Dr. Addantki will also testify that, in his opinion, there are numerous
circumstances in which a settlement that splits the remaining patent life—and also
involves a payment—uwill not be anficompettive. All of the facts must be explored,
incinding the merits of the patent case and its likely outcome to determing whether such a
settlement is anticompetitive., Dr. Addanki will then perform an analysis that compares
the settlements to possible hitigation outeomes.

it is very important to Schering to be able to present expert testitmony both on
economic models dernonstrating the flaws in Professor Bresnahan's economic theory,
which Professor Willig has developed; and on 1ssues related to competition and
Schering’s lack of movopely pewer, proof of which Dr, Addanki has developed. This

testimony is not duplicative and showld be admitied.

4. Schering™s Patent Fxperts

As set forth above, an objective assessinent of the merits of the underlying EST
and Upsher cases Is relevant to the [ssues in this case. The parties to any litigation have a
right to resolve that litigation by settlement, with the plamtiff accepting less than all the
- relief sought in the lawsuit. Here, Schering compromised and séitled its claims jn both
cascs by agrr:;:mant, permitting Upsher and EST 1o enter the market much sooner than if
Schering ‘r;ad prevailed in the Litigation. And, under the antitrast laws parties may settle a
bong fide patent dispute so long as the sefllement “[is] not more anlicompelilive than &
Hkely outcome of [the] litigation.” 12 Herbert Hovenkamp, Antitrus: Law Y 2{?46 at 265~
66 (1999},



1n order to determine whether the settlements at issue in this case were
anticompetitive—i.e., whether they harmed competition and consumers—it is necessary
to asoertain the strength of Sc.hcring;s litigﬁting position in each patent case, -Only then
may the settlement be compared to the Likely outcome of the litigation. This will heip the
Court determine whether a well-informed and well-counseled conswmer would have
- preferred the scttlements—each of which permitted generic competition well b-eﬁ:-ﬁ
Schering’s patent expired—or whether a wellinformed and well-counseled consumer
would have preferred taking his or her chaneces on continued litigation.

.. Ta that end, Schering is prepared to call four witnesses. Throe of the witnesses,
Dr. Gilbert 5. Banker, Dr. Robert S. Langer, and Mr. Gerald H. Bjorge, were expert
witnezses o the underlying 57 end Upsher cases. These witnesses offered cxpert reporis
and deciarations that formed important parts of the acthual evidence in those cases. In the
FTC heaning, these withesses will testify as to the opindons and evidence they acially
offered in the underlying ESI and Upsher cases. Their testimony will help the Court
understand and make a judgment about the likely outcome of the patent cases.

It bears emphasis that complaint counscl has not contested Schering’s nght to
ntroduce evidence concerning the strength of its patent cascs. No :ﬁn}t.im_} m limine
chailﬂngiﬁg the relevance of sech evidence has been filed, and cormplaint counsel has
identified several cxperts of its own to testify in rebuital on this same issue, Whal
comptaint counscl has done instead is 1o file a motion in limine wiich seems to be
desipned to prevent proof o this subjcct ,ﬁnm being presented in a way which will be
efficient and understandable.

Dr, Banker

The K-Dur patent at issue in both cases covered a methed of coating potassinm
chioride to control the delivery of potassium in the body, ﬂff:r time. Dr. Bankeris a
former dean of several major pharmacl}-’ schools and an expert in drug delivery and

coating systems. Dir. Banker has written the leading treatise and hundreds of scholarly
o



works in the field of drog coatings. He will provide the Court with the expert analysis
that he offered as to the issues in the £5F and Upsher cases.
Dr. Langer

Schering’s patent calls for a mixture of the coafing ingredients. In the £57 case,
ESI's defense rested on its contention that the two coating ingredients specified in
Schering’s patent were #of mixed when applied in ESI's produet. Dr. Langer is a
professer ot MIT who conducted scientific tests and established that the coating material
in EST's product were mixed. This evidence proved that EST's product infringed the
.- Schering 743 pateut 1n this case, Dr. Langer will testify abott (he lests that he -
conducted and that be was prepared to testify at the trial of the ES case.
Mr. Bjorge

Mr, Bjorge is 2 patent lawyer who offered expert testimony as to patenl issoes in
the £31 and Upsher cases. At the fime those two cases were litigated, the use of patent
law experts in patent litigation was common. Indeed, in the £SF case, both parties
retained patent law experts.5 All parties invelved in the twe underlying cases provided
expert testimony as to claim construction in connection with sumtmary judgment motons
and related motions.¢ In the present case, Mr. Bjorge’s testimony will refate for this
Court the testimony he acteally gave in his reports and declarations in the EST and
Upsher cases.
Mr, Millexr _

Schering’# fourth witness is Mr. Miller. Mr. Miller is a partner at the patent law
firm of Pennie & Edmonds, LLP. Mr. Miller also holds a Ph.D. in Chemistry. He has

3 Jothe EST case, the expert opinion of Mr. John F. Witherspoon, a patent attorney, was proffered oa the
issues of pon-infringement, patent velidity, and damages,

& Expert testimeny of De, Harold B. Hopfenberg was proffered on the {ssue of claim consmaction, patent

infringernent and validity in the BESQ case. Similarly, Dr. Rhodes offered expert testimony un claimn
constroction in the Upsber case.

10
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been an active patent litigator, arbitrator, and special master and is deeply versed in

evglnating patent hitigation and analyzing the likcly outcomes of patent litigahon.

Mr. Milter will function as a smﬁw witness, to summarize and evaluate the
evidence in the two cases. He has reviewed essentially the catire record of the Upsher
and EST cases, including the depositions and pleadings. He is in a position to summarize
for this Court ali of the important evidence in the record in both cases, and to render an
opinien —in light of the evidence and the applicable patent law — as to the strength of
Schering’s case and Upsher and ESI’s defenses. Mr. Miller is prepared to opine as to
whether the split of the patent term in the Upsher and ESI settlement agreements fairly
reflects the hkely outcome of the ts.:,;c. cases. Iu_ﬁller’s detatied review of the record in
these two cases should be most helpful to the court in assessing the merits of the two
patent cases, No other witness can provide such helpful testimony to the Couri. Not onty
has Mr. Miler reviewed substantially the entire record in those two casss, he can assist
the Court by providing the wnique perspective on the facts from one whe is beth a senior
partner at & major patent firm and who helds a Ph.D. in the relevant art.
| Thus, thres of Schermg’s four experts will provide the testimony and opinions
that they were prepared to provide in the trial of the underlying cases, and which they did
provide in rapc;rts angd depozitions in those cases. They will essentially deseribe the
evidence upen which the parties” decision to settle was based. Any objeciive assessment
of the merits of the EST and Upsher cases must consider such evidence.  Mr. Miller will
give helpful, detailed, aﬁd non-cumulative testimony as o the remaining evidence and
contentions in these cases, and a3 to the likely outcome of the two patent cases and how
those likely outcomes relate io the split of the patent life in the Upsher and ESI

setflements. There is no basis to strike any of tlus testimony.

11



B. Schering’s Expert Testimony Shoxtd Be Permitted

Ower the past year, complaint counsel has had the vnrestricted ability to discover
and make iis case. This has consumed sigmficant amounts of time for all parties.
Complaint counsel has taken approximately 42 depositions jusi of Schering wilnesses,
totaling approximately 6279 pages of deposition testimony.” It has required Schering to
search for and produce tens of thousands of documents. Now complaint eounsel moves
to limit Schering’s ahility to present a defense, primarily on the ground that Schering’s
defense will take too much time., Complaint munéﬂl‘s motion shonld be dﬁnjﬂﬂ.

Commission Rule 3.41 {c) pmvi_fh_:—_:s ﬂlatx“[e]w_rtf:_ry party, except intervenors, whose
" rights are detsmnned undcr § 314 shall hs;ve thcnght of dué ﬂotica, CrOSS EXamination, |
presentation of evidence, objection, motion, arpument, and all other rights essential fo a
Jair hearing.” 16 CF.R. § 3.41(c) (emphasis added). Schering will call itz witnesses
who were involved in the settlements live af the hearing. Schering will also present the
testimony of experts to respond to complaint comnsel’s contenticns, and to the testimony
and coneiusions of complaint counsel’s experts. As set forth above, their testimony is
hoth necessary and important to Schering’s defense, and, we believe, to the Court’s

understanding of the issues.

1. TFestimony By Schering's Experts Is Not
Impermissibly Duplicative

As sct forth above, the testimony of Schering’s cxperts 1s not impermissibly
cumulative. Courts routinely deny motions to exclude expert testimony, even where
multiple expents testify about the same issue, where there arc substantive differences
between the perspective taken, methodology used, or aspects of an jssuc addressed by
each expert. See e.g., Colonv. BIC USA, Inc, 2001 U.S. Dist, LEXIS 21037, *103-1¢04
(5.D.N.Y. 2001) (testimony of three experts regarding whether a Lighter latch had been

7 Forreasons difficult to fathom in 5 case which will tum on issves of ntent and credibility; complaint
counse} does not imend to ¢zll Hve ey of the wittesses who were invelved it the settlements challenged

by the complaitst.

12



removed was not cumnlative because each expert conducled different tests in reaching his
conelusion); mdustrial Haord Chrome, 92 F. Supp. 2d at 791 (testimony of experts ﬁras
not cuntulative because experts testified on different aspects of device at issue); Coles v.
Jenkins, 34 F. Supp. 24 381, 383 (W.D.Va. 1998) (testimony of fhres experts who opived
on identical issue of road dangerousness was notl cumulative because each expert had
different area of expertise).

T.o the exient that there is any undue dnplication of conclusions or lestimony by
Schering'’s experts, it can e?sily be dealt with at trial. See Robinson v. Thomas, 1995 1.8,
. DistLEXIS .flflj-(}l-ﬂ {NB Ill._-l 995},1;ac:ﬁc Eﬁj?ayers Ins. Co. v, P.B. Hoidale Co., Inc.,
782 F. Supp. 564 (0. Ken, 1992).

2. The Testimony of Two Patent Case Lawyer
Experts is Not Exeludable

Complaint counsel raises a discrete objection 1o the testimony of two lawyer
experis on the ground that, in complaint counsel’s view, they may testify on issues of law
for the Conrt. 'We cannot help noting at the outset that this is an odd objection coming |
from complaint counsel. One of the three experts complaint counsel will cali in its case-
in-chief, Mr. Joel Hoffman, 1s a lawyer who will testify on pure questions of law, fe.,
what FIDA Jaw was and is on the subject of the 180-day exchusivity for first generic filers,
Further, complaint connsel has designated a palent lawyer expert of its owna lo testify in
reburtal as to the merits of the pﬁtent Case.

In any event, camplaint counsel’s objection should be rejected. Most of the
testimony of Schering’s patent lawyer experts will be a summary and analvsis of the facts
and evidence in each patent case. This will be by far the most efficient way of
fanﬁﬁaﬁﬁﬂg this Court with the fzets and the record in the underlying patent case. And,
1o the ext;snt legal matters zre torched upon in these experts” testimony, there is abundant

authority permittinng such an expert o touch on legal issues where to do so will assist the

13 .



coart.

Patent lawyers are uniquely qualified to provide opinions as to the likely D;.Jtﬂome
of a patent case - they do if every day to advise their chients. Without the nze of such an
expert in this matter, il would probably be necessary for Schering to offer all of the patent
evidence from the two cases into the record and have the Court form its own opinion as
to the likely outcome of the case, unaided by the parties’ summary witnesses. Instead,
the expert testimony from Mr. Miller greatly simplifies the evidence-taking in this case,

as he has revicwed substantially the entirc record i both cases, and can syuthesize that

L evidened while a1 the same fime cvaluating it with the expertise that PE;I'E:‘H[ lawyers

pnésc;ss as tn hnw ;Jat::nt Litigation is likely to be resolved.

| Complaint counsel relies on factually inapposite cases that merely find expert
testimony on legal opinien unhelpfisl on the particular facts of the individual cases. For
examﬁk:, complaint counsel cites several non-patent casos for the proposition that expert
testimony is unhelpful on legal issucs.® However, it is well established that the Court has
wide discretion to accept expert testimony on legal issues 1f it is relevant and helpful,
See, e.g., Peckham v. Continental Casualty Ins. Co. 805 F.2d 830, 837 (1¥ Cir. 1950)
{affirming mal court’s decision to admit expért testimony by attorneys regarding whether
imsurer’s bad faith was proximate cause of excess judgment in personal injury case
because cxperts “could reasonably be expected to shed some light in a shadewy demain
[of insurance law]'); Karns v. Emerson Elec. Co., 817 F.2d 1452, 1459 (10™ Cir. 1987)
{affirming trial court’s decision in preducts Hability case to admit expert testimony that
in¢luded lcgal opinions that product was “unrecasonably dangerous beyond the

¥ Another legal issue, namely the correct interpretation of the DA’ 180-day exclusivity rule, has
alrcady been fomnd by this Couxt 1o be a fact issue 25 10 which expert tostimany 15 apprapriatc in this case.
Crder Deoying Motions of Respondeots Schering-Plough and Upsher-Smith to Dismss (he Complaint,
entered on October 31, 2001, at 10. The out¢ome of the patent cases is o fact issne in this case in a divectly
analogous fashion,

Y Eg., Burkhart v. WMATA, 112 F3d 1207 (DD.C. 1997); Specht v. Jensen, 853 F.2d 805 (10® Cir.
1988}

14



expectation of the average user” and (hat delendant acted “recklessly” in producing and
distributing ity, United Srﬁre.s v. Gofd, 743 F.24 800, 816-17 l‘(llLh Cir, 1984) (affirming
trial comrt’s deeision to admit expert testimony in Medicare fraud case that certain clajrﬁ
made by defendants were heyond the scope of Medicare's coverage); Huddleston v.
Herman & MacLean, 640 F.2d 534, 552 (5™ Cir. 1981) (affinming trial court’s deciston in
securitics fraud case fo admit expert testimony of attorney conceming interpretation 1o be
given to certain language in defendants’ prospectus); Marketing One Partners v. The
Liberty Corp., 1998 .S, Dist. LEXIS 17805 (ED.N.C. Sept. 8, 199%). |

Merketing One Parirers is instuctive. There, the plaintif, Marketing Cne, sueﬁ
jhe defendant, ¥Liberty Corporation {"Liberty™) for breach of a contract for Harketing
One’s sale of 2n insurance company to Liberty. One of the reasﬁns Liberty offered in
defense of its termination of the sale contract iz tha the transaction would niot have
received the prerequisite approval from the Notth Carolina Department of Insurance
("NCDT”). Marketing One proffered testimony by two experts on: the regulatary
decision-making process, including whether NCDI would have approved the Marketing
One-Liberty transaction. Liberty moved io exclude this testimony on the ground, infer
alia, that it presented impreper legal conclusions. 1998 U.S. Dast. LEXIS ITEﬁS, *14.
*16.

The court denied Liberty’s motion, noting that “courts often allow experts to
testify on legal issues, so long as their testimony re]atf;s to a material fact in the case and
is helpfirl to ihe jury.” 74 at *18. The court explained that, in order to reach the - ;"
conchusion that the NCDI would have approved the Marketing Ope-Liberty transaction,
plaintiff’s experts “attempted to recreate the analytical process that the NCDI would have
used to analyze the deal. They applied reguiations to facts and reached a legal
conglusiem.™ Zd. at *19. The court held that this testimony was admissible because the

experts” conelusion would help the Jury to determine a material fact in the case and _
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wanld assist the jury in deciding whether Liberty had made its “best efforts” to complete
the Marketing One-Liberty fransaction. fd. at *20.

With regard to legal experts in patent cases, complaint counsel’s position is
contradicted by the writings of its own patent law expert in this cﬁse. Complaint
counsel’s patent law expert in this case has written that “the law on the use of patent law
and procedure experts in patent infringement litigation is that their use is solely within the
discretion of the tnai judge.” Martin ). Adelman, The Role of the Expert in Patent
Litigation, J. Proprietary Rights, Vol. 10 at 2 (1992). In his deposition, Mr. Adelman
.. conceded that [ _

]. (Adelman Dep.at ).

A number of decisions of the U.S. Court of Appeals for the Federal Circuit have
specifically recogmized the wide discretion of the trial judge to accept or reject expert
legal testimony. For example in Markman v. Westview Industries, Ing., 52 F.3d 967, 983
(Fed. Cir. 1995}, the court stated that “*as to these types of [exﬁert legal] opinicns, the
court has complete discretion to adopt the experl legal opinion as his own, ti;l find
guidance from it, or to ignore it entirely, or even to exclude it.” Accord, Becion
Dickanson & Co., v, O, Bard, Ine., 922 F.24 792, 797 (Fed.Cir. 1990); Acouwstical
Design Inc. v. Contral Electronic Co., 932 F2d 939 (Fed. Cir. 1991); Beckman
fnstruments v. LEB Produiter AR, 892 F2d 1547 (Fed.Cir, 1989).

At the fime of the £57 and Upsher cases, the use of patent law experts to testify as
to mixed questions of Jaw and fact, such as validity and inﬁ'lngémcm, wag comimen. One

comtemporaneous review article, noted:

T The diseipline of patent law is considered by many in the
profession to be among the most complex, requiring 2 good
dezl speciahzed knowledge. In addition, the techmnical
naturs of the factual situations addressed by the patent law,
requires even further knowledge on the part of patent
practitioners. -Such considerations have made the use of
experts a major component of patent litigation.

16



H. Pollock, The Admissibility and Utility of Expert Legal Testimony in Patent Cases,
1992 IDEA: J. Law and Technology 361, 363 (1992} emnphasis added). The Follack
article also surveyed the cases in which the Federal Circuit had affirmed decisions in
which patf:ﬁt law expert testimony played a major role. Pollack likewise noted that “a
trial judge is afforded a good deal of discretion in ma]{ing a determinaticn that such
testitnony will be of aid to the trier of fact.™ Jd

The other authorities cited by complaint counsal in no way support the exclusion
of the Milier and Bjorge testirnony in this case. Compl.aint counsel cites the decision in
Vlﬂ.ﬂw FTC.Dkt. No. 9286 (May 27, 1 9?9} for the proposition that expert testimeny in
ihat case was limited fo the procedures of prosecuting a patent before the Patent and
Trademark Office. (Complaint counsel Br. at 14-15), However, review of the decision
shows that the only ivsue that was tried in the case related to alleped inequitable conduct
i the procurement of the patent, Hence, Fisx, fne. stands for nothing more than the
cbvicus proposition that the patent expert testimony should be tailored to be relevant to
the issues acmally tried. Similarly, it is apparent from the opinion in fr re Cardizem CD
Antitrust Litigation, 105 F.Supp.2d 682 (ED. Mich. 2000), that the court bad already
riled against the party proffering the expert testirnony on the issue for which the
testimony was offered (whether the alleged infringer was a potential competitor of the
patemes). See 105 F.Supp.2d at 700-01. Hence, the excluded expert testimony was no
tonger relevant to any issuc in the case. Neither of these cases supperts the bread,
categorical exclusion of patent expert tas"timony that complaint counsel complaint
connsel sugeests.

Thus, this Court has broad ciiscreticm to accepl expert patent law testimony when
it is relevant and appropriate in a particular case. Here, Mr. Bjorge’s testimony dirsctly
conveys evidence that was offered in the underlying ESF and Upsher cases. Mr. Miller's
testimony is valusble and helpful in understanding the entirety of the evidence in the two

cases. Repardless of the weight the Court ultimately accords this testimeny, the Court
17



will likely find this testimony most helpful and appropriate in understanding the merits of
the £S7 and Upsher cases.

Complaint counsel’s suggesiion that the evaluzation of patent litigation is not
suiﬁcienilf reliable to be admissible under Daubert and Kuhome Tire (Complaint
counsel Br. at 15-16} requires little comment. The rule of law and the use of courts to
resolve disputes are some of the preat achievements of American society. -Weremain a
government of laws, and not of men, precisely because litigation is sufficiently reliable

_and predictable for individuals and firms to order their affairs based on reasonable

-~ gesessmrents of the eutcome of litigation. Undoubtedly, the process of deciding litigation
in accordanse with the rule of 1aw has met fhe standard of “general acceptance” required
by Daubert. ﬂs Messrs. Miller and Bjorge do no mere than to opine as to the outcome
of litigation by applying the rule of law, their testimony is ebviously appropriate under
the Daubert/Euhomo Tire paradigm.1® Thus, therc is no basis to exclude the testimony of
Messre. Milier and Bjorge as legal opinions.

Complamt counsel’s request to limit Schering to one expert witness on the patent
issues (Motion: at 17-20) should also be dented. As set forth above, the testimony of
these witnesses is neither overlapping nor unduly repetitive. Their testimony will differ
in important respects. Dr, Banker will testify as an cxpert in coatings. Dr. Langer, on the
other hand, will give technical festimony as to a very narrow issue relating to whether the
materials in the ESI coating are mixed. M. Bjorge will inform the court of the patent
law expert tcst:i:ﬁon:,r he provided in the underlying cages. Finally, Mr. Miller will festify

23 to his review of the evidence of both parties in the case and as to the likely outcome of

the two cases.

10 The Independent Service Organization case cited by complaint counsel (Br. at 18, mm, 38 & 40), does
not support the assertion made by complaint counsel i its brief. The case does not even refae 1w 2 patent
lew expert. ‘Ihe expert who was exeluded in that case was o technical expert who had pot done sufficient
wurk to have a legitimate basis (o hold an opinien.

18



Complaini counsel’s asserfion that Messrs, Miller and Bjorge improperly
incorporate the work of other experts (Br. at 19) also misses the mark. Mr. Bjorge’s
expert testimony is just a vecapitulation of the evidence he offered in the underiying case.
Ag such, it must be considered in the manner he offered 1t in the underlying cases in order
0 be relevant to the issues in this ease. 11 Mr. Bjorgeis a laﬁ}rer, and not an expert in
drug coatings. To the extent lis opinions incorporated underlying facts, he had no cheice
but to rely on other experts in his testimony i the EST and Upsher cases. To the extent
Mr, Bjorge incorporated testimony of Dr. Banler at the time, he has no choice but to do
50 again,-
| As to Mr, Miller, he reviewed the entire record and considered the testimony of
all the experts, on both sides of the -::-ase. See Miller Ex, Rpt. 9 4 and Miller Tr., p. 94.

To the extent he relies on testimony of D.r. Banker and Dr, Langer on a particular point, it
is because he found that testimony more cortect or persuasive on that point. See, e.g.,
Miller Tr., pp. 165, 197. Hence, there is nothing improper or duplicative in his reliance
om this testimony of other experts.

As noted, complaint counsel has not contested Schering’s right to infroduce
evidence conceming the merits of the underlyi_.n g patent ¢ascs. [is effort to exclude
Schsring’é summary witpess and to limit the number of cxpert witnesses would scrve
only to render this concededly relevant evidence either incomplete or difficult to follow
and comprehend. The testimony of the four experts 15 focused, appropriate, helpful, and
not undyly repetitive. Thus, none of Schering’s patent experts should be excluded.

1 Comptaint counsel's patent law expents offer flawed, inmroper tostimony for precisely this reason.
Commplaint conmsed s patent law experts are creating pew opinions and new positions on the pateat issues,
See, e.g., Expent Report of Professor Martin 1. Adelman on Behalf of Complainant, dated November 14,
2001 €% 15 and 19 and Expert Report of Umesh V. Banakar, Ph.D. on Behalf of Complainant, dated
Mowvember 15, 2001 09 6,7, 11-13 and 18, However, what 15 relevant ta this case is the evidence at the
time of the settlement. Hence, Schering has moved to exclude nweh of complaint counsel's papotted
expert feirmony.
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LCONCLUSION

Schering respectfully requests that complaint counsel’s Metion be denied in its
entirefy as to the testitmony of Professor Mnookin, Mr. O'Shanghnessy, Dr. Horovitz, Mr.
Furniss, Professor Willig, Dr. Addanki, and Schering’s patent experts, Schering further
requests that, based on its willingness to withdraw the testimony of Mr. McVey,
complaint counsel’s designations of portions of Mr. McVey's deposition testimony be
withdrawn and prohibited from use by complaint counsel at trial,

Respectfully submitted,

Lo d Moyt

John W. Nields, Ir.

Joseph P, Lavelle

Laura 8. Shores

Charles A. Loughlin

HOWREY SIMON ARNOLD & WHITE, LLP
1299 Pemnsylvamia Ave., N W.

Washington, D.C. 20004

{202} 783-0800

Attorneys for Respondent
Schering-Plough Comperation

Dated: Jamuary 17, 2002
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CERTIFICATE OF SERVICE

lhéreh_‘,r certify that this 17th day of January 2002, 1 caused an oniginai #nd cne
paper copy of Respondent Schering-Plough Corporation’s Opposition to Complaint
Counsel’s Motion to Limit or Exclude Expert Witness Testimony to be filed with the

_ Secretary of the Commission, and that two paper copies were served by hand upon:

Homorable T. Michas] Chappell
Administrative Law Judge
Federal Trade Commnission
Room 104

600 Pennsylvania Avenue, N.W.
Washington, D.C. 20580

and one paper copy was hand delivered upon:

David Pender

Assistant Director, Burean of Competilion
Federal Trade Comnmisston

Room §-3115%

61 Pennsylvania Avenue, N.W.
Washington, Dn.C. 20580

Karen Bokat

Federal Trade Commission
Room 3410

601 Pennsylvania Ave, N.W.
Washington, D.C. 20580

Christopher Curzan [
White & Case LLP

G0 13th 5t, N.W.

Washington, D.C. 20005 :
Erik T. Koons h
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UNITED STATES OF AMERICA
BEEFORE THE FEDERAL TRADE COMMISSION

In the Matter of

Schering-Plough Corporation,
& corporalion,

Upsher-Smuth Laboratones,
& corparation,

- Docketl No, 9297

Poblic Version

vawuuuuuuuuuu

and

American Home Products Corporation,
a carporation

SCHERING-PLOUGI CORPORATION'S MOTION FOR
THE ISSUANCE OF SUBPOENAS AD TESTIFICANDUM

Pursuant to Ruole 3.34(a)(2) of the C-_:lmmissinn‘s Bules of Practicc; respondent
Scherime-Plough Corporation (“Schering™) respectfully submits this motion for an order
s_tuﬂ:uﬁz:ing the issnance of 15 sibpoenas ad testfficandum 10 be issued to certain
witnesses identified on Schering’s final witness hist of December 14, 2001,

The testimony of each of thesc wilnesses is rcasonably relovant to Schening’s
defense in this proceedmg. For the reasons set fﬂﬂh in the aceompanying memorandum,

Schering respectfully requests that the Court grant its mation.

/



Dated: January 17, 2002

Respectfu]ly suhmltted

im;ij/mém

John W. Nields, Jr.

Mare . Schildkrant

Laura 5. Shores

Charles A. Loughlin

HOWREY SIMON ARNGCGLD & WHITELLP
1200 Pennsylvania Ave,, N.W.

Washington, D.C. 20004

(202) 783-0860

Attorneys Ior Respondent
Sehering-Plough Corporation



CERTIFICATE OF SERVICE

I hereby certify that this 17th day of Jannary 2002, T caused an original and one
paper copy of Respondent Schering-Plowgh Corporation’s Motion for the Issuance of
Subpoenas Ad Testificandum to be filed with the Secretary of the Commission, and that

two paper copies were served by hand upon:

Heneorable D. Michael Chappell
Administrative Law Judge
... Federal Trade Commission
- Rooni 104
600 Pennsylvania Avenue, N.W,
Washington, D.C. 20580

and one paper copy was hand delivered upon:

‘David Pender _

Asgistant Direstor, Bureau of Competition
Federal Trade Conmmission

Room 8-3115

601 Permsylvania Avenue, NNW,
Washington, D.C. 20580

Karen Bokat

Federal Trade Commission
Room 3410

601 Pennsylvania Ave, N.W.
Washington, D.C. 20580

Christopher Curran
White & Case LLP
601 13th S5t., N.W.
Washington, D.C. 20003

G

Erik T. f(:o{ms




UNITED STATES OF AMERICA
BEFORE THE 'EDERAL TRADE COMMISSION

In the Matter of

Schering-Plough Corporation,
2 corporabion,

{psher-Smith Laboratories, Docket No. $297.
a corporation,
Public Versicn

and

American Home Products Curpnra_tiﬂn,
a corporahion :

g’ gt gt gt g g g o e o i St el

SCIHERING-PLOUGH CORPORATION'S MEMORANDUM IN SUPPORT OF
MOTION FOR THE ISSUANCE OF SUBPOLENAS AD TESTIFICANDUM

Pursuant to Rule 3.34(a)(2) of the Commission’s Rules of Practice, respondent
Schering-Plough Corporation (“Schering™) respectfully submits this memorandum in
support of its motion for an onif:r authorizing the issuznce of 10 subpocnas ad
testificandum 1o ‘ﬁe issued to the folloﬁng non-party witnesses identified on Schering’s
Final Witness List: [

] Tn addition, Schering requests an order authorizing the issuance of five
gubpoenas ad testificandium for the fﬂllﬂwing [ ] employess identified om
Schering’s final witness hist: [

1-
Each of these indiviu:iuais‘ testimony is reasonably relevant to Schering’s defense
in this matter, and thus satisfies the conditions under Rule 3.34(a){2) for issuance of

subpoenas wd festiffcandum to appear and testify at this adjudicative hearing. A brief



deseription of each individual’s expected testimony and relevance to Schering’s case

follows.
Third Party Witnesses:
[ ] is an in-house attomey for [

] Schering expects that [ ] will testify about the patent
iﬁfriugemem sutit and seftlement between Schering and ESI in the case of Kev

Pbarmaceuticals, Ine. v. ESI Lederle, Inc., Case No. 96-CV-1219 (JED) (E.D. Pa.).

{ ] is the Premdr:ﬂt and Chief Exe.mm\re Dﬁccr of [ 1 L 1will
testify about [  ]° development of and {:xpcctatmns for [ ], [ ]’ sustained-

release niacin product. He will glso testify shout [ |° negotiations with Schering

regarding [ 1 _
[ ] is a mernber of the law firm of [ : ], in New
York, New York. S.-::hr-:]ing expects [ ] to testify abouot communications

between the parties during the settlement negotiations in the case of Key Pharmaceuticals
Inc, v. Upsher-Smith Laboratories, Inc., Case No. 95-CV-6281 (WHW) (D.N.]).

{ ] was formerly the President of [ "7, a business unit of
[ 1. He now heads the
1 ]. Schering expects
[ ] to testify about ESI's DPE-'I‘&'.EiUIE while he was President of ESL | T will

also testify about ESI's developmént of a generic version of Schering’s K-Dur 20
sustained-release porassium chloride snpplement; the patent infringement it of Key
Ehai‘maﬁnrticala Ine. v. EST Lederle, Inc., Case No. $6-CV-1219 (JED) (ED. Pa.), filed
ty Key Phanmaceuticals, a division of Schering, against EST over .S, Patent No.
4,863,743 {743 patent™); settlement ﬁegﬂtiatinns between Schering and ESI relating to
the settiement of that suit; and about the role of federal judicial officials in those
settlement negotiations. [ ] will also testify about pharmaceutical licensing

agreements, including censmg of generic enalapril and buspirone to Schering, and about



BSI's generic analapﬂ and buspirone. [ ] will also testify about the impact of”
generic entrants on the price, sales and market share of a branded produet.
{ ]is the [
| ] will testify about [ ] filing with FDA an ANDA for
a generic 20 meq potassiom chloride product and its subsequent withdrawal of that
ANDA_ [ - ]will also testify about whether or how [ ] awareness or

understanding of the settlement agresment entered info by Schering and Upsher affected

[ ] pians for development or marketing of its proposed snstained-refease potassinm
product, or fhie eventual withdrawal of [ - 1 AWDA for that p.mduct. |
[ ] iz a former emmployee of [
1 I ] will testify about the strength of

Schering’s “743 patent and ESI's efforts to develop a proposed generic version of K-Dur
20, '

[ Jis| N ] will testify
ghout[ ] development of and expeciations for Niaspan, Kos® sustained-release niacin
product. He will also testify about [ ]’ negotiations with Schering regarding
[ 2

{ ]isthe [

|| ]is expected to testify concerming
deficiencies the FDA has identified in [ ] Abbreviated New Dirug Application
(“ANDA™) for a generic 20 meq potassinm chloride product. [ ] is also
expected to testify that, 4s late as November 2001, [ ] could not market its peneric
potasshrn chloride produet because it had not yet received FDA approval of ite ANDA
and did not know when it would receive such approval, |

[ ]isthe |

1 [ ] will testify about [ ] filing with FDA of an ANDA for a



generic 26 meg potassiumn chloride produet and the status of approval of that ANDA.
[ ] will alsp testify whether or how [ ] awareneés or understanding of
the settiement agremnént entered into by Schering and Upsher has affected | ] plans
for development and marketing of its proposed sustained-release potassium product.

[ listhe [

1 [ ] will testify about [ ] filing with FDXA
of en ANDA for a generic 20 meqg potassium chlonide product and the status of approval
of that ANDA. [ ] will also testify whether or how [ ] expectations or
understanding of ay 180-day marketing exclusivity E—'l]jﬂ}"ﬂa by UPEh.E.;-I'.hEIS .af.f-:c-tcd
[ ] plans for development and marketing of its proposed sustained-relcase potassium

product.
[ 1 Witnesses:

[ st _ ] for [ J. Schering
cxpects that | ] will testify about [ 1'sexploration of licensing
opportmities for [ ] [ 1 will also testify about [ 1’s
plans for and develepment of { ]-

[ Jisthe [ 1for [

]. Schering expects that [ 1 will testify about [  ]’s exploration of
licensing opporhunities for [ ), including [ ]"s negotiations with Schering for
such licansil_zg opporiumties. [ | will also testify sbout [ ]’s market
entry plans for its proposed [ ] product.



[ lis[ . ] for |

J. Schering expects that [ ] will testify ahout [ 1's exploration
of licensing opportunities for { - ] will also testify about the

patent litigation between Schering and Upsher in the case of Key Pharmageuticals, Inc, v.

Upsher-Smith Laboratones, Inc., Case No. 95-CV-6281 (WHW) (D.N.1.).

[ ]isthe{ ]fer| 2
Schering expects that [ ] will testify about the patént litigation between
Schenng and Upsher in the case of Kay Pharmaceuticals, Toc, v. Upsher-Smith

-Lahuratories, inc., Case No, 95-CV-6281 (WHW) (D.NJ). [ - ] will alsc
testify sbout [ '3[ ]- Schering also anticipates that [ ] wall

testify about [ ]’= market entry plans for its proposed [ 1 product.
[ ] is the [ 1for[ ]. Schering cxpects
that [ ] will testify about the patent htigation between Schering and Upsher in

the case of Key Phamaceuntieals, Inc. v, Upsher-Smith 1 sboratories. Ine., Case No. 95-

CV-6281 (WHW) (D.N.L). | 1 will testify about the negotiations between
.St:haﬁng and Upsher over the Ei-::f;"nsing opportunitics for [ ] and other preducts.
[ ] wili also testify about potasgium chloride supplements cumrently
manufacturad and sol@ by [ ] and other pharmaceutical products that [ ] considers to ‘
compete with them, L

Far the foregoing reasons, Schering respectfully requests that the Court grant

Schering’s motion in afl respects.



Drated: January 17, 2002

Respectfully submitted,

Lo 4 Moo

John W. Nields, Jr.

Marc G. Schildkrant

Laura 5. Shores

Charles A, Loughhn

HOWEREY 3IMON ARNOLIY & WHITE LLF
1299 Permsylvania Ave., N.W.

Washington, D.C. 20004

{202) 783-0800

Atlorneys for Respondent

Schering-Plough Cotporation



CERTIFICATE OF SERVICE

I hereby ceriify that this 17th dey of January 2062, I caused an original and vne
paper copy of Respondent Schering-Plough Corporation’s Memorandum in Support of
Motion for the Issuance of Subpoenas Ad Testificandum to be filed with the Secretary of

the Commission, and that two paper copies were served by hind upon:

Honorsble D. Michael Chappell
Administrative Law Judge
Federal Trade Commission
Room 104 -

&0 Pennsylvania A‘.fanue N ‘W
Washington, [1.C. 20580~

and one paper copy was hand delivered upor:

David Pender

Assistant Director, Bureau of Competition
Federal Trade Commission

Reom §8-3115

601 Penmsylvania Avenue, N.W.
Washington, D.C. 20580

Karen Bokat

Federal Trade Cormmmmission
Foom 3410

601 Pennsylvania Ave, N.W.
Washington, D.C, 20580

Christopher Cuerran
White & Case LLP
601 15th St., N.W.
Washington, D.C. 20005

Frilk T. Koons




UNITED STATES OF AMERICA
BEFORE THE FEDERAL TRADE COMMISSION

In the Matter of

Schering-Plough Corporation,
a carporation,

Upsher-Smith Laberatories, Docket No. 9297
a corporation,
and

American Home Products Corpuration,
a corporation

s it St Mt M g™ g Vgt g g’ Mmtr “mpt Yt S

ORDER GRANTING SCHERING-PLOUGH CORPORATION'S MOTION
FOR THE {SSUANCE OF SUBPOENAS AD TESTIFICANDIM

Upon consideration of Schering’s Motion for-the Issuance of Subpoenas Ad
Testificardum, and papers relating thereto, it is IT IS HEREBY ORDERED that Schering's
motion to 18 GRANTED, and that the Secretary shall isshe to Schering sisbpoenas for the five

individuals named in Schering’s motion.

13.-Michzel Chappell
Administrative Law Judge

Dated: Jammary , 2002



UNITED STATES OF AMERICA _
BEFORE THE FEDERAL TRADE COMMISSION

In the Matter of

Schering-Plough Comporation,
a corporafion,

Upsher-Smith Laboratoncs,
a corporation,

Docket No. 929_?

Puhlic Version

arid

American Home Products Corporation,
& corporation

‘ .
o e ' Tt et S’ St b Bt Sl St o bt

SCUERING-PLOUGH CORFORATION'S MOTION FOR
THE ISSTTANCE OF SUBPOENAS AD TESTIFICANDUM

- Pursusmt to Rule 3.34{a){2) of the Commission’s Rules of Pfaﬂtice,’ respondent
Schering-Plough Corporation (“Schering™) respac;.tflﬂ]y submits this mnt.i-:m for an order
authorizing the issuance of five subpoenas ad festificandium to be issued to certain
Wifﬁﬂﬂﬁﬁﬁ wdentified on Schering’s final withess list of December 14, 2001.

- The testimony of each of these witnesses is reasonably relevant to Schering’s
defense in this proceeding. For the reasons set forth in the accompanying memorandum,
Schering respectiudly requests that the Court grant its motion,

i



Dated: Janvary 17,2002

Respectfully submitted,

#«/}@/

John W. Nields, Ir.

Maro G Schildlraunt

Lavra 8, Shores

Charles A. Loughlin

HOWEREY SIMON ARNOLTY & WHITET.LP
1222 Pennsylvania Ave., N.W.

Washington, DUC. 20004

(202) 783-0800

Attorneys for Respondent
Schering-Plough Corporation



CERTIFICATE OF SERVICE

¥ hereby certify that this 17th day of January 2002, T caused an original and one
paper copy of Respondent Schering-Plemgh Corporation’s Motion for the Issnamce of
Subpoenas Ad Testificandum to be filed with the Sceretary of the Cnmr:ﬁsginn, and that

nwn paper copies were served by band vpon:

Hongreble D. Michael Chappell
Administrative Law Jodge
Federal Trade Commission
Room 104

600 Permsylvania Avenue, N.W.
Washington, D.C. 20550

and cne paper copy was hand deliversd upon:

David Pender

Asgsistunt Director, Burezu of Contpetition
Federal Trade Comrnisston

Room §-3115

601 Pennsylvania Avenue, N.W.
Washington, In.C. 20580

Karen Bokat

Federal Trade Commission
Foom 3410

‘601 Pennsylvania Ave, N.W.
Washington, D.C. 20580

Christopher Curran
White & Case ILP
601 13th 5t., N.W.
Washington, D.C. 20005

Eril? T. Koons



UNITED STATES OF AMERICA
BEFORE THE FEDERAL TRADE COMMISSION

In the Matter of

Schering-Plough Corporation,
a corporation,

Upsher-Smith Laboratories, Docket No. 9297
a corporation,
-Public ¥ersion

and

American Home Products Corporati nﬁ,
a corporation

L L T i WL N W W )

SCHERING-FLOUGH CORPORATION'S MEMORANDUM IN SUPPORT OF
MOTION FOR THE ISSUANCE OF SUTBPOENAS AD YESTTFICANDUM

Pursnant to Rale 3.34(a)(2) of the Commisgion’s Rules of Practice, respondent
Schering-Plough Carporation (*“Schering”™) respectfully submits this memorandum in
support of its motion for an order authorizing the issuance of 5 subpoenas ad
testificandum to be issued to the following non-party wimesses identified on Schering’s
Finat Witness List: [

]

Bach of these individuals’ testimony is reasonably relevant to Schering’s defense
in this matter, and thus satisfies the conditions under Rule 3.34(a)(2) for issnance of
subpoenas ad testificandum to appear and testify at this adjudicative hearing. A brief
deseription of each individual's expected testimony and relevance o Schering’s case
follows:

[ ] was, until recently, the [ ] of Schering. [

] will testify about the Tune 24, 1997 mealing of Schering’s board of directars at



which the Upsher licensing transaction was approved. | ] will also testify about
Schering’s business and dcci-siuﬂ-making prachices.
[ ] 16 the former [

Schering Primary Care business unit. Schering expects him to testify about Schm-ing’s

settlement negotiations with Upsher in the cass of Key Pharmaceuticals, Inc. v. Upsher-
$mith Laboratories, Inc., Case No. 95-CV-6281 (WHW) (D.N.].), and about Schering’s

settlement nﬂguliaﬁ:}ns with ESI in the case of Kcy Pharmaceuticals, Inc. v, ESI Lederic,

inc., Case No. 96-CV-1212 (GEDY(E.D. Pa.). [ } will also testify abont
Scl'm.ring’é; n'-:_gntiaftiuns with Kn; regarding apbortunitias to license Kos® Niaspan
| produet. [ ] will alse testily about K—Dm caﬁpetition and Schening’s business

and decision-making practices.

[ ]is an outside censultant who performs marketing activitics
for Warrick. Schering expecis [ ] to testify about Warrick's efforts to |
market enalapril and buspirone.

{ ] currently is a partner in the [

]- Schering expects [ ] to testify about communications

between the parties during the course of settlement negotialions in the case of Key
Pharrnaceuticals, Tne. v. BSI Lederle, Ine., Case No. 96-CV=1219 (JED) {E.DD. Pa}. [

] 1s also expected to testify about communications with federa) judicial efficials
during the course of those setilement negotiations.

[ }ig currently a partner in the {

] Schering expects | Jto
testify about eommunieations with federal judicial officials during the course of
settlememt negotiations in Key Pharmaceuticals, Inc. ¥. ESI-Lederle, Inc., Case No. 56~
CV-1219 {JED) (E.D.Pa.).



For the forepoing reasons, Schering respectfubly requests that the Cowit grant
Schering’s motion in all respects.

Respectiinlly submitied,

John W Mields, Jr.

Mare . Schildicaut

Lavra 5. Shores

Charles A. Loughlin

HOWREY SIMON ARNCLD & WHITE LLP
1259 Pcnnsylvama Ave, NW.

Washington, D.C. 20004

(202) 783-0800

Attorneys for Respondent
Schering-Plough Corporation

Drated: Japuary 17, 2002



CERTI'ICATE OF SERVICE

1 hereby certify that this 17th day of January 2002, T caused an eriginal and one
paper copy of Respondeni Schering-Plongh Corporation’s Memorandumn in Support of
Motion [or the Issuarice of Subpoenas Ad Testificandum to be filed with the Secretary of

the Commission, and that two paper copies were served by hand upon:

Honorable I, Michael Chappell
Administrative Law Judge

Federal Trade Commmigsion .
Room 104 oo T
600 Ponnsylvania Avenue, MW,
Washington, In.C. 20580

and one paper copy was hand delivered upon:

David Pender )

Agsistam Thirectar, Bureau of Competition
Federal Trade Commission

Room 5-31135

601 Permsylvania Avenue, N.W.
Washingtem, D.C. 20580

Karen Bokat

Federal Trade Commission
Room 3410

601 Pennsylvania Ave, NNW.
Washington, D.C. 20580

Christopher Curran

White & Case LLP

601 13th St., N.W. i
Washington, D.C. 20005

Erik T. Koons



UNITED STATES OF AMERICA
BEFORE THE FEDERAL TRADE COMMISSION

In the Matter of

Schering-Plough Corporation,
& Corporation,

Upsher-Smith Laboratories, Doclket No. 9207

acorperation,
and

American Home Products Corporation,
a corporation

uh—*vkuu_uuuuuuu

ORDER GRANTING SCHERING-PLOUGH CORPORATION'S MOTION
FOR THE ISSUANCE OF SUBPOENAS AD TESTIFICANDUM

Upon consideration of Schering’s Metion for the Issuance of Subpoenas Ad
Testificandum, and papers relating thereto, it is IT IS HEREBY ORDERED that Schering's
motion to is GRANTED, and that the Secretary shall issue to Schering subpoenas for the 15

individuals named in Schering’s motion.

D. Michaei Clhappell
Administrative Law Judge

Drated: Jamuary , 2002



