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The Honorable Jon Dudas. =~ ' o ‘ o
Under Secretary of Commerce for Intellectual Property = . . Soh
and Dn‘ector of the Umted States Patent and Trademark Ofﬁoc
Mail Stop Comments . :
P.O.Box 1450 =
,Alexandrm, VA 223 13 1450

. Attn: Robett W Bahr
Senior Patent Attorney
Office of the Deputy Commissioner for Patent Examina:tion Pohcy

RE: Coinments on Proposed Rules: “Chﬂngea to Pra.otwe for Contlnumg
Apphcatlons, Redquests for Continued Examination Practice, and. Apphcatmns
Conta.mmg Patentably Indlstmct Clauns” 7 1 Fed Reg 48 (January 3, 2006)

“Dear Under Secretary Dudas:

As an individual mventor currently pending US patent apphcant, and US patent owner, 1
appreciate the opportunity to provide cofnments, which concur with thoge' already provided'ty =
the American Intellectual Property Law Association (ATPLA), regarding the U.S: Patent arld
Trademark Office (“PTO™) proposed rules directed to changes to practice for continuing
applications, requésts for continued examination practice, and apphca,tmns coniammg patentably

- indistinct claims published at 1! Fed Reg 48 (.Tanuary 3, ‘2006) ‘ :

The PTO has proposed dramatio and: eomplex chianges to the. contmued exammaimn
practice now available to applicants in an attempt to better foous the exa.mmat:on process,;make
- it more efficient, and i mprove the quahty of issued patents At ﬂ1e game tune, it has propoged.- ...
changes to the claim exarmination process (dmcussed by me in a scpara lgtter) to foous thq {initial -
examination on clajms deslgncied By the apphcant as representatWe clanns :

Thase proposed changes, taken individually or together are’ troubhng, fivone itistatice,"
the Ofﬁcc proposes to severely limit the number of claims it-would accept inas application for
initial examination, I beligve that this would tend to limit the ability. of an applicatit to obtain
¢laims for an mventmn that ars commensurate with the full scope of the contribution by the
mventor(s) In the other instance, the Office proposes to severely: litnit the opportunity for
" continued presentation of clairas by means of continuation and continued examination practice.
Standmg alone, this proposal would disadvantage applicants by prematurely trunceting -
prosecution of their applications; however, it would further dis advantage apphcants when ,
combined with the limited number of claims proposed to be accepted for uutxal examination. As N
* apractical matter, these proposals would place- great pressure on applicants (1) to reduce the-
scope of the claims pursued (v/hether in a single application or in unrelated applications) and (2)

PAGE 1/18 * RCVD AT 412612006 11.17:45 AM (Easte_rnvDayiig ht Time] * SVR:USPTO-EFXRF-2118* DNS: 2737735+ CSID:Sent via MaxEmeit * DURATION (mei-ss):07-36

PAGE 1/18* RCVD AT 10/10/2006 3:17:57 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-1/9 * DNIS:2737719 * CSID:12345678901234567890 * DURATION (mm-ss):11-20



2006 10/10 14:21 FAX 12345678901234567890 ABCDEFGHIJKLMNOP [d002

To: 5121376 © From: Hike Haynes | Py 2/18 G4/26/06 10:17 an
'MICHAEL HAYNES
Honorable John Dudas , ‘ B oA Page 2 of 18
Re: Comments on Proposed Rules: 71 Fed. Reg. 48 26 April 2006 .

to accept more narrow claims as a result of the more limited opportunity for continued
presentation of claims.! Inventors would be far less able to adequately protect their property.

‘I fully support the PTO in undertaking reasonable efforts to improve both the afﬁcmnoy
of the examination process and the quality of issued patents I have considerable conoem,
however, that the changes being proposed would not lead to greater efficiency in the examination
process, would not reduce the pendency of patent applications, and would not improve- the L
quality of issued patents. More likely, the proposed chariges would protract the éxamination
process and divert soarce resources from examining activity to administrative tasks.

Continuations Change Will Not. Remedy the Backlog

The Federal Register notice announcing the proposed changes to the contmued
examination practice seeks to justify the changes, in large measure, on the need to reduce the
PTO’s backlog of pending patent applications. For the reasons that aré offered below, 1 believe
that the proposed changes in cortinued ‘application practice (and also, to the extent motivated by
the same goal, the proposed rule llrmtmg the number of claims to be exammed) are the wrong way
to attack this problem.

In testimony before the House Judiciary Subcommittee on Courts, the Internet and
Intellectual Property on April 3,:2003, then Under Secretary James Rogan made’ the followmg
statement in respect to the PTO's 21st Century Strategic Plan:

The 21st Century Stratcglc Plan is targeted toward. tlmelmcsa, c Govemment, employee ‘
development and competitive soyreing—all with a central quality focus. Assummg the .
needed changes to our fos structure are passed by Congress, the Plan will boost
productivity and substantially out the size of our mventory

I supported the fee increise,’ wl‘uch was said to be necessa.ry “to substanha.lly cul: the stze '
of [the PTO’s] inventory,” becaitie I believed that it ‘would allow the PTO to both i xmprove '
quality of the patents it gtanted ind reduce the pendency of it baoklog of patent ap pllcatmns
Congress did increase patent féay beginning in fiscal year 2005, and the PTO is now in the seoond
year of that increase. It hired approximately 1,000 new patent exa.mmers in FY 2005 and plans
to hire 1,000 more for each of the next four years. Iunderstand that the Office has experiénced -
some difficulties in training and i eta.mmg these new examiners. I also understdnd that the Office

has developed a new dapproach te training examiners and is targetmg new hu‘es that wxll be more
llkely to make their career in the PTO: - :

! The Ofﬁcc Brgues that ne]ther propos 11 is absolute in the sense that applicants are not gbsolutely precluded t'rom
filing e second continuation spplication ot & second request for continuing exemination, nor are:they absolutely K
precluded from presenting more then ten claims for examinetion. Ina practical sense, however, these alternatives.
will be of little com fort to appltcams wwho will have to pay the higher costs of petforming the initial search and
examination themselves and pursuing continued claim presentation opportunitias through the more costly
aﬁdrn inistrative route of petition and/or nppeal and a much higher potential for subsequent meqmtablc oonduct
a egauons
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On the other hand, the Office has repeatedly stated, without: providing any justification, -
 that it “cannot hire its way out” of the backlog situation in which it finds itself. Absentsome -
compelling ewdence to back up th1s claim, I cannot accept this mere conclusory statement . as
 justification for the proposed rule changes

While it is true that hiring additional examiners would not instantly reduce the backlos g of ‘
pending apphcatlons, any search for a remedy to.this problem must consider the PTO’s ourrent
situation and how it got there. Congress essentially starved the PTO of the resources it needed -
to keep pace with the increase in patent application filings from roughly FY 1992 through FY
2003, dtvertmg nea.tly $800 million in fees generated by this inerease. Hundreds of ¢ examiners,
who would be fully tralned and expenenced today, were not hired.. Many of the examinersin the
PTO at that time have aged and are retiring. Now the Office must find and train the-needed-
examiners, and must provnde an attractive wotkplace and appealitig working conditions in order:
to retain them. This solution will take time; it will not happen overni ght But neither did the
crisis in whlch the Oﬂ‘ice finds itself arise overnight. . : :

Thus, T urge the PTO not to adopt ill-considered rules in an effort to achieve ani instarit

over-night fix for a problem that has been a decade in the making—rules which I am convinced

‘would not alleviate the problems, but instead would make them worse.- The PTO should stay the.

course—hire and train the examniners needed to improve quality and reduce the backlog Kitis
necessary to inorease examine! salaries:-to find the right people and to keep thistn, the PTO should
request the. authonty to do what is necessary, including changing Title 5 of the United States

Code. 1will support such steps, which I'believe are far more appropnate than the 101( fixes”

- the proposed rules are intended to provide.

- Deliberate I':’rrosec_ut:i:oi‘y_ is N_ot an Ab_u‘sé

The other justiﬁéation advanced for changing continuation practice is the iﬁiﬂﬁse of the -
process by applicants who file multiple applications to-délay the conclusion of éxamination
while targeting new technology as It is mtroduoed in the marketplucﬁ

Responmble praotltlonn:rs adopt a cautlous and dellberate strategy in the proseoutmn ofa
- patent application; Whils practitioners reco enize the value of a patent granted over the best, -
~available prior art, they also seck a patent with the fewest number of limitations in the claims, the
least number of arguments made in' support of patentabiity, and, when posstble fio a.mendments
or new data at.all. These strategles—adopted to obtain the broadést poss:ble protectwn to avmd '
prosecution history estoppel, and to preserve dootnne of. equwa.lents protectlon—necessﬂnly
tend to extend the prosecution process. :

“This process ha.s long I)cen vsed productwcly to dcvelop the best pnor art, somctlrnes
- through the assistance of ofher Patent Offices, through the work of a new examiner, or even
through & discovery of new prior art by the same examiner. Some of our members report that it
may take several exchanges between the Office and the applicant before the examiner appears to
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understand the invention—a process often aggravated by an examiner’s lack of expenence and/or
difficulty using the English-language. Practitioners performing prosecution before the PTO often
have the impression, particularly when it applies to practice after a final rejection, that exammers
force applicants into a continued examination filing to obtain an additional “count” that will
benefit the examiner when it comes time for performance evaluation and awards.

Most praotltwners who engage iri these’ struteglcs ar¢ not trying to game the system, but
are simply trying to protect the interests of the creative people who make and disclose’
inventions to the public, and of {he entities that convert ideas to reality and brmg tanglble
benefits to the public: While there is little doubt that continuing prosecution abusds occur, I
believe that most continuiig prosecution applications are filed for legitimate réasons, not simply
to delay prosecution. The more likely explanations for any change in contmumg prosecution
trends are the.quality of the exatnination process and the developing case law on the doctrine of”
equivalents and prosecution hiatory estoppel, pm‘tmularly Festo Corp. v. Shoketﬂu szolcu B
Kogyo Kabushiki Co., 535 U.S. 722 (2002), and the Federal Circuit's decision iti that cass'on -
remand at 344 F.3d 1359 (Fed. Cir. 2003) (en banc). :

Public Noﬂce and Delay

The Federal chlstor nouce expresses. the PTO’s apparent concermn that the possﬂ)le
issuance of multiple patents arising from a process of multiple continued examination’ ﬁlmgs
“tends to defeat the public notios function of patent claims in the initial examination.” 71 Fed.
Reg. at 48. Whatever the validity of this general observation, itis less & conoern today, now that-
about 90% of patent applications are published and the prosecution of those applications is
transparent to the public. The PTO itself could assist in eliminating the remaining 10% of 7
applications that are not publisted by supporting the proposals to acoomplish this end in the
pending patent reform legislation. Even under the proposed rules, the final patent to issue on
any one apphcatmn could be de ayed for ten years and even longer when the Patent-Cooperation
Treaty and normal PTO delays are taken into account. It is predictable that appeals to the Board
would increase.? Petition practice will become more robust under the proposed rules. The PTO.

would be forced to expend 1ts sca.rce resources m handlmg these actlvmes (wluch it is not under
current practtce)

The Office estlmates m 1he Federal Reglster notlce That the proposed change. would
reduce oontmued exammatlon fi lings. only by about 22,000.: That estimation does not take into'
account, howch:r, altomatlvo strategies that practitioners doubtless would develop to best .

~ protect an inventor’s interests under the new practices, if adopted. For example, I foreses that
practitioners would file many more divisional applications and would make greater use of reissue -
and reexamination to reshape and reinforce patent protectlon They would draft applications in a

zFeu.:i.ng the prospect of having only one continuing- applicat;ion as 4 matter of right, applictmts will resort -
increasingly to appeals to convince examiners of the patentability of their claims.
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different manner to avoid some of the limiting aspects.of the proposed rules. ‘The proposed riles

simply would remove a few options for prosecutors who tend to prosper by delayed issuance- of :

- patents; they would not seriously reduce the occurrence of significant delays.

To the extent the publw is'prejudiced by the conduct of a few praotltmners who )
intentionally delay the eonclusion of examination and “game” the systom, the Office adnuts in the‘
Federal Register notice that this mvolves ‘g small‘minority of apphoants,” Whereas the proposed
changes would affect every applicant in every industry. Moreover, there dre othet controls on
such conduct, including the reduction of patent term while the application remains pendmg and
the penalty of unenforqeablllty for prosecut.ton laches, Curbing the unproductive refiling or

“churning’ of patent appl:catmns to simply buy time is a laudable goal, but it may.be better
achieved by addressing this problern du‘ectly, perhaps; through some form of intervening rights -
legislation. Short of that, the PTO.could exercise better control over it restriction and lack of -
unity practices. Over the last :wo years, restriction requirements have comprised-almost 15

- percent of all first actions.

Statutory Authority To Ado]Jt Proposed Changes

In the proposed: § 1.78( d)(l) the PTO would lumt applmants toa smgls contmued T
examination opportunity un1e<s an a.pphcant can show, to the satisfaction of the. PTO why any .
amendment, argument, or evidénce to be presentcd in a second or subseque.ut oontmued o,
examination filing could not hinve been prewously submitted. These restnctmns would ..

* effectively limit the rights provided in §§ 120, 121, and 365(c) of Title 35 to olaim tho benefitof |

an earlier-filed application in tlie United States and to make use of the continued exammanon
opportunities under § 132(b): :

It is by no means certain that the PTO has sta,tutory authomy under 35 US. C § 2(b)(2)
to adopt these aspects of the proposed rules. The statutory language in §§ 120, 121, and 365(c)
is clear and unqualified: when certain conditions are satisfied, a continuing application “shall have
the same effect™ or “shall be erititled” to the benefit of the earlier filing date of a parent
application. These statutory provisions are unqualified by any authority of thc PTO to modlfy

or add to the requlrements for obtammg the benefit of the earller ﬁ]mg date,

The PTO acknowledge 3 the Judwlal preuedcnt suggestmg that it'has no auﬂlonty to pla.ce
an absolute limit on the number of co-pending continuing apphcations originating from an ongina]
application: Tn re Hennksen 299 F.2d 253,262 158 U. S.P.Q. 224 231 (C.C.P.A. 1968), Inre
Hogan, 559 F.2d 595, 603-05, 194 U.8.P.Q. 527, 535:36 (C CP.A. 1977). The Office contends
that its proposal is authorized because it does not place an absolute limit on the number of
continuing applications. Notwithstanding this assertion, the statute and judicial precedent -

- strongly suggest that the PTO oes not have the right to impose conditions that would have the -

practical effect of limiting the number of continuing applications and denying applicants thig nght
granted by statute. '
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_ Elimination of access to §120 benefits. As I undefstand the proposed rules, the PTO |
proposes not only to limit the number of continuing applications that are filed, but also to
eliminate a possibility of filing even.a single continuing application in certain citcutnistances.
Specifically, I understand that, under proposed § 1.78(d)(1)(i), an applicant could not file even a
single continuing appheetmn that is based on an application containing a request for continued
examination under § 1.114 in the pnor-filed application. Under this proposal, the eﬁ'eet of the -~
PTO proposal 13 to ehmmate anv acoess to the benefits of § 120, :

Double. patentmg presu.[mphon without considering claims. Unider preposed § 1. 78
(£)(2), the PTO proposes 1o create a rebuttable presumption of patentably mdwtinet claitg i m -
two or more applications that: (1)-are filed on the same date; (2) hame at least one inventor in . o
common; (3) are owned by the same pérson;-and (4) contain- substzmtially overlappmg '
disclosures. This rebuttable pres; umption arises without cons:deration of the ela.lms mthe _
respeotive apphoatlone o o

Again, the PTO’s statutory authority to promulgate this rule is not at all clear. 'I‘he PTO
has an obligation under 35 U.S.C.. §§ 131 and 132 to cause an examination of a patent application
to be made, and whenever (on examination) & olaim for a patent is rejected, to notify applicant of:
the reasona for that re_lectxon This statutory scheme suggests that the PTO always has the initial
burden of establishing & prima fzcie case of utipatentability, even one based on double patentmg
To establish a rebuttable presuirption of unpatentabxhty based on double patenting without a _
consideration of the claims in'two or more apphcauons may ultunately prove to be beyond the .
statutory authorlty of the PTO." B o

I believe the patent systern a.nd the PTO can ill-afford creating additional uncertamty :
about PTO examining practices ffor a substatitial period of titne until the matter can be resolved
- either judicially or legislatively. For this additional reason, I urge that the PTO not adopt the
proposed rules 1in their present form.

Flawed Assumptlum of Propo sed Rulei

In its commentary provnimg supplemental mfonnatlon on the proposed rules the PTO
makes several statements (at 71 Fed. Reg. at 50-51) that lack foundation and that sunply do not -
justify the proposals made by the PTO at this time. Consider the follewmg statements

1. “The revised rules are expected to make the exchange between examiners and
applicants more efﬂdent and effective, and improve the quality of issued
' paten

The efficiency of the exchange between examiners and applicants is oﬁen dependent on
whether the search and examination are complete and- thorough None of the proposed rules
appears to focus on obtaining ariy improvement in the typical PTO action. Claims that may
issue as a result of second or sutsequent continuing éxamination procedures are not likely to
issue faster unless the quality of the initial search and examination is improved and unless an
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applicant has a genuine interest in obtaining a patent faster.

If'the quality of an issued patetit is ‘medsured by whether it adéquiately protects the
mventlon, whiether it is respected by competitors; and whether it is likely to be found valid and
~ enforeeable by the courts, it is difficult to understand how these proposed rules would. promote
that goal. . : L , ‘

2. “The revised rules would also-ease the burden of examining multiple ~ * ( ,'
applications that have the same effective ﬂ]ing date; averlapplng disclos '
a common inventor, and common asslgnee by requiring that all patentably

indistinct claims in such applications be submitted in.a smgle apphcahon
absent good mul sufficierit reason.” : . -

Fu\st, the revised rules do not contain such-a provxsmn Truo, thefd WOuld e a rebuﬁable
presumption pursuant to proposed § 1. 78(f)(2) that ‘paténtably"inidistinct claims exist in two or’
more applications having thes2 common’ ‘features. There s also a provision in proposed §
1.78(F)(3) that tho Ofﬁce “may”’ rcqu1ro olmmatlon of patontably mdzstmot olauns from all but

reqmrement in the proposed niles that all patentably indistinct clamw in such apphcatlons be
submitted in a single application absent good and. suﬂ'lctent reason,

Second; the provisions in proposed § 1.78(H)(3)' ossentlally duphoato the provisions in
present § 1.78(b) that have existed for over 35 years in PTO practice. ‘Thit section, which is
referenced in M.P.E.P. § 822.01, 8th Ed., Rev. 3 (August 2003), addresses the issue of .
overlapping applications with patontably indistinct claims as a double patenting issue. Smoo the = .
existing provision has not eased the burden of examining multiple. apphoahons directed to- similar . -
subj ect matter, it is doubtful that the revised rules would provide any. g;reater assistance.

- Third, it is not-clear that thege multtple apphcanons present any real burden to the FTO. -
In lieu of this rule; the PTO could simply assign all related apphoahons to a single examiher who™
could more effectively handle multiple applications that could bé gearched and examined together.‘ o
The present USPTO data bass of applications is certainly s¢archable in atlmoly and oost- - ‘

effective manner that can effectively 1dcnt1fy related applioations for oombmod search and.: .
© examination. :

Finally, for those applicants who desireé multiple ap;iliodti‘dhs-“ﬁ'ith the same effective’
filing date and overlapping disclosures, separate applications-can-easily be maintained by '
preparing claims that are uniquely supported only in the application in which théy appe'ar; 'P'FO-
procedures to address:patentably indistinct claims in more than one a.pplication, béyond - -°

. applying:a double patenting rzjection, would add to the burden of both the PTO and appllcants
and would detract from eﬁ‘icnmtly determining patentablhty over the pﬂor art.’
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3. “Marginal value vis-a-vis the patent examination process as a whole of
exchanges between an.applicant and the examiner daring the examination
process tends tn decrense after the first continued examination. ﬂling "

any investigation or analysis of the ﬁ'eque;ncy with which the value of exohanges between an -

‘applicant and the examiner, deomase after the fist continued examination filing.. In faot; my

expetiences suggestthatthe ma.rpmal value ofexchanges between. apphcant and examiner tends to
" increase after the first continued exammatmn filing. : :

Although the PTO has stated that 22,000 continued’ exammatmn ﬁlmgs could potentlally
be affected by its proposed rules, how many of the 22,000 will be eliminated due to the need for
continued examination because some new prior art is applied or because some evidence is -
iintroduced that could not have been earlier presented? If resources are actually saved, will those o
resources be avallabla to examne new applications, or will they instead be used for other
divisional and contmlung applwatxon filings necessitated by the proposed rules? The:PTO- has
not identified any evidence that it has attempted to assess the reperoussions of adopting the
proposed rules to. detertm.ne wheﬂlqr even modsst gains are achievable,

4. “For an applicant faced with a rejection that he or she feel§'Is finproper from a -
seemingly stubbiorn examiner, the appeal process offers a more effective.
res'o_li.lﬁqn than' seeking further examination before the examiner.”

One reason that applicants pursuied contirivations in the face of a stubbom exatniner was -
the faot that it took several years for an appeal to be heard. The PTO has recently made '
significant strides in reducing the backlog of undecided cases appealed fo the Board of Patent
Appeals and Interferences. Improvements in the appeal process have also been achieved through
mandatory appeal conferences. end pre-appeal brief reviews. If the PTO were to give applicants
sufficient time to appreociate these changes, there is a reasonable possibility thet many more- ..
would resort to appeals .as opposed to continuations. Thus, one. strategy for the Office would be . -
10 wait and see what effect a.quicker appeals process has on the backlog ;

Even with the curient pendency of app eals at thie Bodrd being at an historical low,; "
however, the proposed rules most certainly would increase the activity at the Board and reliance -
on the appeal process. No doutit applicants.would continue to find “stubbom examiners” who.
make the appeal process a more effective alternative than further examination. The prosecution
experiences of most practitioners strongly suggest that rcsolvmg differences before-evena .
“gtubborn examiner” is generally more efficient and cost effective than resolving an issue affer the - .
factual record is fixed. In this regard, one firm conducted a survey of recent appeals from January
1, 2004 through March 23, 2006 in which it prepared and filed an appeal brief. It found that, out
of 121 appeal briefs it filed, the examiners filed only 9 answers. In the other cases the
application was either allowed or returned to the examiner for further and more focused
prosecution, This represents ati enortnous waste of time and applicants’ money, and it would
only be made worse by adoption of the proposed rules.
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KA ‘_‘.'E_l‘hqapyllcant.(ﬂr the owner of the application) is e far better position thnn :
the Office to dletermine whether there are one'or more other applications
or patents comtninlng patentably lndistinct claims.”

It 1s already the duty of an applicant to inform the PTO of ancther. patent or pending
appllcatlon that may be material to patentability. 37 C.F.R. §1.56. It is the PTO, however, not
the applicant, that has the statutory .obligation to examine the applivation and determine
patentability. Applicants are in a far better position to know.of related ‘applications that they' -
have filed, but not to determine whether olaims are patentably distinct. This uniquely -
governmental function under the patent statute should not be delegaied to applicants. Further,
this statement suggests that the PTO has little or no concern about the later allegations of
inequitable conduct that applizants:would face if they ‘were forced to perform the PTO’s duty of

determining patentability. Fitally, as previously noted, the Office should: havethe ability to
easily search 113 database for re lated apphcaﬁonﬁ and assxgn themtoa. sungle exammer i

Conunenfs on Speciﬂc Provlslons y -

In addmon to the general concerns. and suggestmns that are. desmbed above, the following
comments are offered on the specific provisions of the proposed rules:-

-8 1 78(a) Def‘nutlons

The PTO is proposmg to adopt mutually excluswe defimtlons of acmtmuanon,
divisional, and contmuatmn-m-part applwahons Unde.r the new deﬁmtlons -a continuation
application would no longer have to claim the same invention cla:med in a prior nonprovisional .
application. Compare M.E.E. P. 201.07, 8th Ed. Rev. 3 (August 2005). A divisional application,
according to the new deﬁnitm 1, would be a contmumg apphcal:lon that discloses and claims ohly -

_ an invention(s) dtsclosed and "launed in the pnor-ﬁled application, but that was subject to a

restriotion requxrement or hold ing of lack of umty of invention and not elected for exanunmou in
the prior-filed apphcatlon :

Under current practice, the subject matter in a dwis:onal a.pphcanon does not have to be
clalmcd or be sub_]eot to a restriction requtremcnt in the parent application. See. M.P.E.P.201.06,
8th Ed. Rev. 3 (August 2005)‘ These changes inthe, deﬁmtlon of relationships thet affect a large
proportion of applwatmns filed i in the Umted States are llkely to confuse patent examiners,
practitioners, a.nd the public for yeam to come. The- PTO has not identified any perceived value
that would result from these ¢ hanges

s ""““’“’ Conditions for Claiming Benefi¢

The PTO proposes four alternative conditions that must be satisfied for a notiprovisional
application to claim the priority benefit of one or more earlier-filed copending nonprovisional -
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:apphcanons or. mtematlona,l applications- de81gnat.1ng the' Umted States under the oondrtlons set
forth in 35 U.S.C. §§ 120, 121 and 365(c). -

Each of these conditions is in addifion to the statutory roqun‘omonts nooossary to claiming
benefit. The proposal makes:cloar that the second or subsequent-applioation miist satlsfy at least .
one of these four conditions to ¢btain the priority benefit. Tt also states that the Offics will
refuse to enter, or will delete if present; any specific reference to a prior-filed’ applloailon that ist
not permitted by one of these condltlons Proposed §1L 78(d)(3) ’I'hese four condmons are
disoussed below. - . ‘

§ 1.78(d)(1)() Continuation or Continuation-in-Part (CIF)

The first-condition provides that-a nonprovisional application that is a contint
application or a CIP may only ¢laim the benefit of & single prior-filed application if* (1)the
benefit of such prior-filed application is not claimed in any other nonprovisional application
other than a divisional application; and (2) no request for continued examination (RCE) under. §
1.114 has been filed in the prior-filed application. This proposed condition not only would limit
the number of parent applicatiors to one, but would also limit the. number of contmuatlons or
CIPs that could be based on a single parent apphoa.txon to one., IR ' :

As noted above, if the parent apphoa.tzon contamed an RCE, no continuation or CIP
would be authorized, and access to the benefits of §§ 120 and 365(¢c) would be denied. The limit
to a single oontinuation or CIP is not justified in the absence of more oompollmg a.rgumonts or.
data that would confirm the advisability of such a limit. The' PTO has not 1den11fiad any study
showing that restricting applicarits to a single continued eximination opporl:lmlty wﬂl '
satisfactorily address its problems without. causmg substatitiil har to the protection of

. innovation or the patent examining process.” Nor would this condition permn the consahdaﬁon
of two applications into a oont:muatmn—m—part application or the' ﬁlmg of mOre thdone o
continuation or CIP based on a single application. Sucha restncuon app ears counterproductwe
to the PTO effort to reduce the number of applications by placing an unreasonablo burden on '
some applicants in obtaining appropriate protection for their inventions.

For example, an applicant could not file a continuation and a voluntary dmsmnal
- application (a new type of continuation application under the proposed rules) after tho proposed
rules went into effect. This condition would hot pérmit-a continuation or-CIP to be filed based
on a nonprovisional application that contained an RCE, yet the proposed Tales would dppear to
sanction the filing of an RCE in that parent’ apphcatmn after'a otmtmuation or CIP was ﬁled ’
based on the same parent application.

The first condition could work a hardshlp on applicants who use the Patent Cooperatmn
Treaty (PCT). If a continuation application were filed on a PCT application before entry into
the U.S. national stage, this condiition would permit only one complete examination of the subje.ot
matter of those applications. A oontmuatmn or CIP of tho international applioation may be
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preferable to entry into the nati onal stage. For exa.mple the use of a continuation application
makes it easier to incorporate ameudmants that do not add,new matter or-correct inventorship . " -.
when ﬁImg the application. If adopted, the proposed condition should be amended to ensure that:
aPCT mternatmnal application is counted as an exammahon ﬁlmg anly if it enters the .S,

" national sfage under § 371.. : cn

§1 78(:0 (1 )(i:) Dwmanal Apphcatians

This proposed conditio: 1, which’ prov1des that a nonprovismna.l appllcatlon that is a L
dmsmnal apphca’uon may olaim the benef t of only a smgle prlor-ﬁled apphcatwn, altcrs present -
divisional application practice in several ways, It limits the number of parent. applications fo .-
only a single prior-filed appliceation so that all dlvmonal a.pplloatlons would be requu'ed,to be. ...
filed before the pateniting or abandonment of the apphcatmn in whmh the restnctlon requlrcment o
or holding of lack of unity of ir.vention was made.

In this respect, the proposed condition would be counterproductive to the FTO’s effort
to focus its patent examining resources on-new patent: apphcatlons becatise apphcants will file
more divisional apphcatlons sooner to preserve the opportunity to obtain patent protection.

, The PTO stahstlcs over the last couple of decades have demonstrated that there are many more .

i inventions 1dent1ﬁed in appllcatlons subjectto a rcstnctmn requirement or holding of lack of -

unity of inventjon than there are dmstonal apphcatmns filed in the PTO. Present practice
permits an- apphcant to file a divisional only when there is a need -or desire to seek protection:on -
one of the inventions identified by the PTO so long as copandeney among applications is.
maintained. Experience has st.own that applicants do not pursue the protection of all restricted
inventions when provided with sufficient time and information to determme the value of
obtaining protection on those separate inventions. :

The proposed change would encourage.applicants to file more divisionals merely 1o
preserve the opportunity to pretect the restricted invention, and would encourage and ihcrease -+ -
the number of petitions challenging restrwtwn requirements.. This is-due to.applioants’ need 1 to :
determine early in the prosecution cyele:(i.e:, duringthe pendency of the first application in-
which the restncnon requirement was made) the number of divisional apphcatxons that must be
filed to preserve potentially valuable patent rights. :

‘The more limited definition of a-divisional apphcanon and the propos ed limitation in

condition (i) to-a'singlé continuing examination opportunity wotld also encourage the filmg of ”
~ additional continuation applicétions. ' These would be based not only on ’che orlgmal apphcattonv

in which the restriction or holding of lack of unity of invention was made, butalso basedon
divisional applications deemec| necessary to preserve the opportunity foristronger.and more-
focused patent protection as ccmmercial products are developed.: Condition (i) contains an -
exception to the general principle of onty one continuing application, i.e:, where the application -
serves as the basis for both a d.visional and a contmuatwn or a CIP.
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Among the priticipal reasons s that the PTO is unlikaly to’ mchieve its goal of reducmg thé o
number and pendency of applications is the proposed revision to divisional apphcanon pra.cuce
Over the past two fiscal years, the PTO ha issued a restriction requ1rement in about 15% of the
applications examined (up from about 10% teti ‘years ago)—or 45,000 réstriction’ requlrements
annually The PTO notice states that 18,500 dwnswnal applications were filed last year.

How many additional divisional applications are likely to be filed under the proposed
rules? Unless the amount of wark saved each year (which will not be 22,000 continued - * -
examination filings ualess the PTO grants no petitions) at least exoeeds the additional work
created by thé proposed rules in the aggregate, the proposed changes would snmply add to the o
existing problems. Most apphcants and the PTO cannot afford these efforts 6 control cormnued '
prosecution’ practlce ‘The proposed dwasional a,pphcatmn pra.ctwe is.not only
counterproduetive; it would crezte an incentive for examiners to unpose restrlcuon reqmrements
leading to an inicreased number of epplications and greatcr pendenay

8 1.78(d) (1)(iii) Contimuation or CIP of a Divisional .
Condition (iii) provides that a nonprovisional application that is either a contmuanon or
CIP application may claim the benefit of only a single divisional applioation in whwh no request
for continued examination under § 1.114 has been filed in such prior-filed dmswnal apphuatlon
~ This condition is similar to condition (i), which addiessésa continuation or Cip of an ongmal

application. - ‘Accordingly, I make the same observa.tlons wnth respect to proposed: condltlon (m)
as made with respect to proposed condmon ). L

§1L 78@ (1)) Could Not Have Been Submitted Earlier Standard

Condition (iv) provides that the filing of a nonprovisional application as any type of
continuing application to obtain consideration of an ametidment, argument, or evidence that could '
not have been submitted during the prosecution of the prior-filed application must ba" R
accompanied by a petition. The petition'must be filed withiti fout months of the filing date of
the continuing application or within four monthsof'a‘date on which the national stage™
commenced in the U.S. if the continuing application is'a PCT application. Ths ‘petitior muist
contain a showing satisfactory to the PTO that the amendment, argument, or.evidence could not
have been submltted durmg the prosecutlon of the prior-filed application. ,Although not - o
discussed mthe not1ce ‘the apperent result of a denial of this petition would be a loss of rlghts to.
the sub_j ect matter clauned it thls continuing a.pplmatlon _

In its publlc presentatioris, the PTO has described.three examples where a petltlon
pursuant to condition (iv) would. receive favorable consideration. The first is where an
administrative patent judge in ar interference proceeding suggests that claims not” ‘corresponding
to a count in an interference be filed in a continuing application. While appropriate, this surely
must be a rare circumstance.
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In the second example, where the applicant couldshow that-data necessary to support at
showmg of unexpected results just became available to.overcome a final rejection iit-4 - e
continuation apphcatlon, the. petition would be granted if the applicant could further show that |
the data is a result of a lengthy experimentation that was started after applicant received the
rejeotion for the first time. While it is appropriate to grant relief-under these oircumstances, it is
unrealistic and inappropriate to requlre that experimentation be started after the applicant
received the rejection for the first time. Experiments are typically ongoing from the date of .
invention in order to perfect the invention, Thus, if the rules are to go into effect, the: grantmg of
the petmon should only depend on when the mfonnatmn becomes avaﬂable, not when the tests

The third example is where the ﬁnal rejection contaits anew- gri'j'u‘nd of rejection that
could not have been anticipated by the applicant and the applicant files.a petition to submit
evidence which could not have been submitted earlier in order to overcome this new rejection.
While relief'to the apphcant again is approprxate ‘the apphcant should have more latitude in

addressing the new ground of rejection unless the PTO could show that any prior art relied-on
could not have been found earller in the exammatton of thm invention., . . .

Although the proposed standard and examples for mqplEmentation suggest that in all Cases -
the standard will be difficult to meet, the PTO has not indicated-whe will have responsibility to
deoide these petitions. There is a danger that the standard will be applied-differently in different -
technology centers. Because of the significant risks associated with the denial of such a petition
and the prospects of loss of patent rights and potential charges of maIpractme Aty denial is
likely to be vigorously contestzd both within the PTO and in the courts. This can only increase
the workload for the PTO and have a negative impact on agcessto. 1egal represcntatmn for ‘
mdependent inventors and small businesses: ' 3 :

In order to avoid the ulmecessa.ry loss of patent nghts T suggest that, if the P"I‘O adopts o
this proposal, it should also set'up an adequately staffed officé fo decide these petitions S
promptly, and in-any event before the close of prosecution for the pdrent application so that the
applicant is advised of its prosecution options. Sucha petmon should be granted 1f iti is not
_ deoided before the close of pmseuutlon e s o

§ 1. 78(d)(3) Contlnuatlon—lrbpart applicntlons (CIP)

T]ns proposal would introduce the new requirement that; 1f an application is identified as -
a CIP application, the applicant must identify which claim or claims in the CIP application are =
disclosed in a manner prov1ded by the first paragraph of § 112 inthe prlor-ﬁled apphcatmn I
oppose this new requuement o .

The responmbxhty for cletermmmg ‘whether a clalm is supported in‘an application in '
compliance with § 112 is ultimately a legal determination that should remain with the examiier
and not be imposed on the applicant. Ibelieve that the most that should be asked of an applicanit
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is to identify the- d:fferences between the CIP application and the parent application. To require
an applicant to offer a legal conclusion regarding compliatice with §112 will sunply further o
increase the applicant’s risk of subsequent allegations of . mequﬂ;able conduct ‘

§ L.78(d)(3) Unsat:lsﬂed Conditlons

This proposal provides that the PTO would refuse to enter, of would delete if presont,
any specific reference to a prior-filed application that is'not penmtted by paragraph (d)(l) of §
1.78. This proposed section also provides that the entry &f or failure to deléte a specific
reference to a prior-filed application that is not permitted by pamgraph (d)(l) would not
constitute a waiver of the provinions of this section.

This-section would place‘a heavy burden oni-both thé PTO anid apphcants toavoid . .
continued examination filings not autliorized by condltmns (6)) through (iii). Ifthis pmposal were
adopted, I urge the PTO to include in Office Actions iti any apphcatmn whete a continuied
examination filing is not available under any one of the first three oondrtmns, a notice to that
effect. Although the failure to provide such a notice need not act as a waiver of these berefi t
conditions, it would assist applicants, practitioners and probably the PTO in preparmg for the
close of proseoutwn of ¢laims directed to that invention. :

§ 1.78(f)(1) Appﬂcﬁtiorlé Haying At Least One Common Inventor

This proposed paragraph requires that an applicant identify’ separate epphcat:lons that
have the same filing date or filirig dates within two months, that namo at least one inventorin -
common, and that aré owned by the same person. This identification is required to'be submiited’
within four months from the actual filing date of a nonprovisional application or within four -
months from the date on which the national stage commenced for an application that. entered the
national stage frorn aPCT mtematlonal apphcauon

The proposed requu'emcnt is both unnecéssary and mlsgmdcd To the extent that another
application contains relevant disolosure or is a possible basis for-a double patenting rejection."
applicants are already under a duty to disclose this information to the PTO. See Dayco
Products, Inc. v. Total Containnient, Inc., 329 F.3d 1358, 1367-68, 66 U.S.P, Q 2d 1801, 1808
(Fed. Cir. 2003). To the extent that there is no relevant disclosuré and the a.pplwa.tlon is nota
possible candidate for a doublc-patcntmg re_1eot1on it is not clear why the PTO needs O desu‘es
this information, C :

~ The proposed four-month deadlme for submﬂ:tlng this information to the PTO would be
unnecessary and impractical in many cases. Given the PTO’s ourrerit delays in processing
applications, an applicant may not be able to identify another application by apphoation number
because that number has not been prov1ded by the PTO within that time frame
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Finally, the PTO has not made clear whether there are any conaequences forfailure to-
meet either the time deadline or the requn‘ement fo 1dent1fy a separate application meeting the
requirements of this proposed patagraph. ‘Would the application be regarded as abandoned for
failure to meet this requirement of the regulations? Would the requireient be deemed to have
been waived if examination proceeds without addresslmg the questmn of aba.ndonment‘? Would
this be regarded as-a failure to comply with a dity of catidot arid good fmth even though the
application that meets the reqiiirementsiof this proposed paragraph would nort otherwme be
considered information material to patentability? Woulda practmoner bé subject toa
disciplinary action by the Officé of Enrolliment and Discipline for failiwe to satisfy this
requirement, whether or not the information is. regarded as material to patentability?- The PTO
should withdraw this paragra.ph from the proposed rules

§ 1 78(1)(2) Rebuttab [e Presmnptmn-Patentahly Indmtmct Clauns

 This proposed paragraph would create a rebuttable preésumption of patentably mdlstmot
clalms in two or more applications that: (1) are filed on the same date; (2) name at least oné
inventor in common; (3) are owned by:the same person; and (4) contain substantially overlappmg
disclosures. To address this presumption;.and apparently before any action by the examinet, the
applicant must either rebut this presumption ot submit a terminal discldimer and explain to the
satisfaction of the Director wly there are two or more pending nonprovisional apphoations '
contamlng patentahly mdlstmc't claims, : :

% .
N

Thls proposcd pa,ragra ol appedrs to. be asolution lookmgfor a problem Acoordmg to-
the PTO database, there were over 150,000 patents granted in Fiscal Year 2005, yot only 4,474
contained a terminal disclaimer—less thai 3% of the patents. grant)éd These patents containing
terminal disclaimers included more than those ‘having the same filing date and at least one inventor
in common. But even at less than 3%, where is the problem that requires a rebuitable
presumption?

As noted above, arguably applicants already have a duty to identify applications
containing patentably indistinet subject matter to an examiner, and any reasonably competent
examinershould be able to evaluate whether or not a doublé patenting rejection should be applled

‘A requirement to éliminate petentably indistinct claims from all but one application absent a
good and sufficient reason fot having two'or more applications is a hollow | gesture since this
provision has been inthe regulations for the last 35 years and addressed as a double-patentmg
issue. M.P.E.P. 822.01, 8&th'Ed;, Rev. 3 (August 2005). A good and sufficient reason is
typically provided merely by defining the invention in terms that are unique to each application.
Accordingly, the PTO should withdraw tlus paragraph from the proposcd rules. -
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§ 1L 114 Request for Continued Examination (RCE)

Accofdmg to this propo‘ al an applicant may not file more than a smgle RCE in any
apphcatmn, and may not file any rcquest for contmued cxanunailon in any continuing applwatmn‘
other thdn a divisional apphcamm unless they could makc & showmg in conformance with
condition (1v) above that the am ,ndment, argument, or- evzdence could not have been submitted
pnorto the’ close of pI'OSGUutleI in the apphcut:on This proposed paragraph indicates that an.
improper RCE filed before a notice of appea.l will be treated as a reply after final, and an
improper RCE ﬁled aﬁer appeal will be treated. only as a request to wrthdraw the appeal.

As this proposed sectior essentially adopts the proposed limits arid réquirements of

proposed § 1.78(d)(1), the coments made above apply here as well. I strongly urge the PFTO

- not to adopt these proposed rules to address the problems identified in the background section of
the Federal Register notice. It is highly questionable that the proposhls will achieve the stated
goals, and likely that they will unnecessarily inorease the Oﬂ'we 8 workload. They will prowde
no signifioant deterrent for applicants secking to extend the prosecution, and will create additional
administrative burdens for both PTO and applicants, while contributingnothing to the efficiency
or effectiveness of the patent examination prooess: The alternative of the Office adopting
policies that encourage a conclusuon of prosecution in an-original filing-and dzscourage use of
RCE’s to contmue prosecution for credit would be preferred and:less onerous for users

‘ The PTO has indicated that it will no longer authorize a first action final re_leotwn in any o
continuing examination filing if the proposed changes are adopted. Turge that thé PTO consider
adopting this change in practice, whether the proposed changes are.adopted-ornot. There will be
cases where a ‘First Action Final” may be appropriate, such 45 where no effort has been made to'
advance prosecutlon by altermg the factual record with additional evidence or amendméns to the -
claims. A Final Rejection, howwer, should not be appropriate on the first Office Action where
the factual record is chanped before the first Office Action in a continued exammatlon filing.

Eﬂ'ective Date of Proposed Rules

The proposed ohanges tc § 1. 78 aoccording to the Federal Reglster noﬁoe would apply to -
any application filed on or after- the effective date of the final rule. 71 Fed. Reg. at 56. This ’
statement, however, obscures. the fact that the rules would retroactlvely affect the prosecution of - .
many pending apphcanons 'part:cularly those that are continued examination filings ook
(continuations or RCE’s), precluding any further opportunity for a continued examination ﬁlmg

“Any apphcant working cn a contmumg application in whlch d restriction requu‘ement was
made somewhere in the prosecw:ion history would have to file a divisional application before
these rules go into effect for any non-elected invention on which protection may be desirable.
Failing to do so would risk the possibility that the Office would find that such an application
could have been presented earlier and is now foreclosed under the proposed rules as
implemented.
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 This aetivity is likely 1o ensure that the Office would receive a deluge.or spike of at least
new divisional. apphca.tions thaj: fa.r exceeds. any predwl:ed reductlon inthe filing of continuing, .
applications for several years to come. Not only is the proposed impleentation retroactive, but -
it would create an incentive for significant additional application filings before the effective date;
it also would create a signifioint potential for the loss of patent nghts on valuable mventmns
where a timely filing is not made.

I adopted 1 recommend that the proposed rules be apphcable only to olaumng the
beneﬁt of applmatlons filed onor aﬁer the oﬁ‘ootlvo date ofthe newrules. - .. -

Need for Analysis of Continuation Apphcahon Pruhleml o

I do and will support teasoniablé PTO efforts to lmprove the eﬁiclency of the exa.mmatton -
process and improve the quality of issued patents. If these efforts are to be focused on
continued examination filings, however, an analys:s needs to be’ made*of the reasotis and root
oauses of those filings. -

Depending on the findi lings of that evaluatxon, the PTO should oonsudor ways to reduoe or
eliminate the incentives (both lnternal and external) for contmued examlnatlon filings. One
- interim measure could be’ provldmg examiries with additional time to consider responses after
final rejection and to provide a new full evaluation of the content of those responees. Another
could be the creation of a special team of examiners to address applicatiofis'in Whtch‘umque ’
problems arise, and the development of a prosecution laches argumént in cases legs obvxous than
those addressed, for example, in In re Bogese, 303 F.3d 1362, 64 USPQZd 1‘448 (Fed Cn' 2002)

I support the PTO's general objectives of seekmg ways to make the exammanon process
more efficient and to improve the quality of issued patents. I further support the PTO’s efforts
to reduce the average pendency of apphcatwns particularly its aggressive hiring program, so that
the PTO could focus its patent examining resources on new applications. I doubt, however, that
these efforts alone can contritute significantly to the PTO’s objectives unless Congress and the
patent community provide the agency the:necessary resources to train and retain new examiners.
I would support a PTO request for an improved compensation stricture for examiners toward
that end, and I am personally prepared to assist the PTO in its training: ohallenges by makmg ‘
available exp ononoed praot1t11mors willing to assist the PTQ in- th1s effort.

Suggested Changes

Other areas that the PT'O should consider in addressing the objectives it has 1dent1fied are
addressed below.

Management of PTO Workload. Applicants today are under an obliga,tion to identify -
related applications. The PTC) should use this information to do a better job in assigning related
a,pphcauons to a single or a stnall number of examiners. This would permit the PTO to focus
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both search and examination of | elated applications in a single area and obtain obvious efficiencies
in the search and examination process; and also provide the apphcanl; wﬁh a more uniform
treatment of related apphcatmnl,

Focused Review. The PTO has apparently adopted a mrps-wxde, second-palr-of-eyes
review process rather than focusing its efforts in areas of demonstrated need. The need for such
review oan be identified in the annual review of an examiner’s work product, the results of appeal
conferences or Board decisions, and eomplaints lodged by apphcams ‘The PTO should also
foous on applications and continued examination filings for individual examiners to determine
whether the examiner’s work is the principal cause of failing to bring examination to a close.

PCT Searches. The PTO should rely more heavily on search results and analyses from™ -
qualified international search authontles, espemally those from the United States Reociving Office
- for PCT apphcatlons

- T

Restrlcﬂon!Unlty of Invenﬂon. I understand that the PTO’s study of restnctlon a.nd
unity of invention practice is likely to be completed in the near future. Pending any significant
changes that will be proposed, the PTO should take steps to better manage. and supervise
restriction and unity of invention practices in all technology centers.” Experience has shown that
when increased supervisory v1g11ance is apphed the numbéer ofcomplamts and restriction.
requuements decreases - '

Mu.ltlple Dependent Clalms The PTO should explore the: posmblhty of examining
multiple dependcnt claims dependent on other multiple dependent clairis as a mechenism to
reduce the examm&tlon burden end to better foous the examination process on limitations being'
added to an mdependent olaun I believe this will reduce the total number of claims presented; for
examination. o

'I‘hlrtl-Party Suhmjssiuns The PTO should explore expandmg the opportunrty under -
37 C.F.R. § 1.99 for third parties to submit prior art patents and printed publications iri - '
applications up to a first Office action, and permit the third party to identify or point out the '
relevanoe of any dooument (e .. by citation only of column and lines and the relevant claims), -
while prohibltmg any narrative explanation or argument associated with the submission. While
37C.FR. §L 99(d) limits the explanation of the relevance of the documents, it is not clear that
this is requu'ed by the authorizing legislation.

I appreciate the opportunity to provide comments on the proposed rules and I am
~ available to assist the PTO in further developing patent practice and procedures. Please feel free
o contact me. Thank you.

Sincerely,

Michael Haynes -
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