INDEX

A4 size paper—Accelerated examination

Sec. No. Sec. No.
Failure to pay issue fee........ccooveveveveieieneinns 711.03(c)
A Failure t0 ProSECULE ........ccvvveeeerieieie e 711.02
Failure to provide timely notice of foreign filing after
A size paper (See also Paper Size).............ccoooo... 608.01 non-publication reqUESE ...........ccoevreneriieniecnen, 1124
______________________________________________________ 608.02, 1825, 1826 Formal 711 711.01
ALl series of patents (See also Patent) ................... 901.04 FOrwarding .......ccocvevveveeievcse e 711.04(a)
Abandoned application (See also Abandonment) Incomplete FEPIY oo 711.03(a)
ACCesSibility t0 PUBTIC ..orooeerrreeereere 103, 711.04 Invention abandoned............... 706.02(d), 2134, 2138.03
Counting, When processed ...............ccovooovee. 711.04(a) No .re_ply.. ........................................................ 711,711.02
L L1111 LT 203.05 NOUTICALION OF .ovevsevvesevsssvsessisesen 711.02, 711.04(c)
Failure to provide timely notice of foreign filing when Of gppeal_ .................................................................. 1210
nonpublication requested............cocoeevvriereiiriennan. 1124 Of mventlop """"""""""""""" 706.02(d), 2134, 2138.03
Fee ON PEtition t0 FeVIVE ..oooo..vveveeeseese e 711.03(c) Pap_e.rs recelve.d after ..o 508.02
Issue fee, Failure t0 PaY .......oorrorocerrrsrrererrn 711.03(c) Petition to revive ........ccocovevveivennne. 711.03(c), 711.04(c)
Matter reproduced in Substitute ............cc.cceevvenens 201.09 e e 1 00_2'02(0)’ 100_2.02(q), 1002.02(r)
Ordering.....covovererernreereneenseeesrees 711.04(b), 905.03 Petition to withdraw holding of examiner’s statement
Papers received, handling ........ccccooeveverinennennnn, 508.02 e s 711.03(c), 711.03(d)
Provisional application ..................... 201.04(b), 201.11 PI’IOf. a.ppllcatlon. e s 201.06(c)
REference Use......coouvveieieieni i 901.02, 2127 Pr0\{|5|onal ApPliCatioN.......ccovvvvee. 201.04(b), 201.11
Referred to in issued patent..........cccocevvevenivnienesnnnnn 103 Pullmg_ """" S 711.04(a)
Retention fee ... 601.01(a) Rec9n3|derat|on """"""""""""""""""""" 711.03, 711.03(c)
REVIVAL.eeeeeeeeeseee e 711.03(c), 1893.02 FRIIUTE 10 1BSPOND oooocvvesssvscsssissssssinsenn 711.03(b)
Provisional application ...........ccccrreerveerrrn 711.03(c) Iﬂsufﬂmency Of reSPONSE ..c.vcvvveviiirieiies 711.03(a)
SEOTAGE ..voreeesees oo oo 711.04(b) Reissue
When open to the public ..........ccocveiiiieiircee, 103 R(_aturn Of surrendered Patent.............cooocveere. 1416
Abandoned file (See Abandoned application; Revival s . 711.03, 711.03(c)
Abandonment) Shortened statutory period expired................... 710.02(d)
Abandoned files repository ......... 608.02(c), 707.13, 711.01 RS 711.04(a)
....................................... 711.04(a), 711.04(b), 905.03 Special SHUAMIONS.......oooooocvvssvvessscnressnnnee. 711.02(b)
Abandonment (See also Abandoned application) ........... 711 Termlqatlon of proceedlng_s_. """"""""" 201.11, 711.02(c)
After allowance.........cocoeveneienee 711.05 Unavo_ldable (Sge also Petition)...... 711.03(c), 711.04(c)
After payment of iSSU€ fee ........cccvvvrveiiniiiiiine, 711.01 Un.dellve.red action T 707.13
AMENAMENt [8EE .o oo 711.02, 714.17 Unintentional (See also Petition)..................... 711.03(c)
Appeal dismissal.........ccccoverinreinnreeeeae 1215.04 T 711.04(c), 1124
Appeal withdrawal............cccoeevennenens 1215.01 to0 1215.03 Wltljdr_awal of_ho_ldlng._ e 711.03(c), 711.04(c)
ASSIGNEE MUSE CONSENt ...vrrr oo 711 Abbrev!atlon, periodical C|tat|o_n s 707.05(e)
Change of address.......ccooeivvereieneiceienee e 711.03(c) Abbr.ew(?\ture and abstract publication ..................... 711.06
Counted as a diSPOSal.......oc.eeverreeeeeerree oo 1705 Citation............ resenes s 711.06(a)
COUI CASE ..ttt e 1216 Abstract for.defen5|.ve publ|c.'?1t|or.1 """"""""""""""""" 711.06
Date Of ..o 711.04(a) Abstract of mterr_latlonal APPICALION. osvvssnvsssnsssersssn 1826
DEStrOYS CONEINUILY ...vvrrr oo 201.11 Abstract of the disclosure ..........cccooiviiiiicnene, 608.01(b)
EXDIESS oo oo 711, 711.01 SRR 1302.01, 1302.04
Continued prosecution application (CPA).....201.06(d) Abstract publlcatu_)n..: ................................................. 711.06
ISSUE £6€ NOt PAIT o oeosoeeseeeoeere 711.03(c) Accelerated examination ..........cccoceeevreeienneinnees 708.02
Issue fee paid........cccocevevevvieinieinenn, 711.01, 711.05
Failure to file property rights statement..................... 150

-1 Rev. 7, July 2008



MANUAL OF PATENT EXAMINING PROCEDURE
Access-- Administrator or executor

Sec. No.
Access (See also Inspection; Power of attorney)
Attorney not of record.........ccceeveveievcnciennenenn, 402, 405
Authorized by DIrector .........ccocooevineiicieieie e, 104
Continued Prosecution Application (CPA)................ 103
Ex parte reexamination file...........c.cccooeniiniinnnn 2232
Excluded attorney or agent ..........ccocvevvevererereninnnnnns 105
Inter partes reexamination file.................. 2609, 2632.01
International application ...........c.ccccvoeienencicienee, 110
Pending application................ 101, 103, 104, 106, 724.04
.................................................. 724.04(a), 1128, 1132
PELItION ..o 103
Protested application............c.cccceevennen. 1901.05, 1901.07
Provisional application ...........cccceeevevcncncnennn, 103, 104
Published application..........ccccooevvenennnnnn. 1128, 1130
Reissue application ..........ccccvevvivnvrivsvcresenienns 724.04(b)
Suspended attorney or agent........cccevevereresnrinseennns 105
Accounts, Deposit (See Deposit account)
Acknowledgment of protest .........c.ccooveveeieieicicnne 1901.05
Act (See Statutes)
Action (See also Letter, Examiner’s)
AdVisory action........cccceeevereieseennnne, 706.07(f), 714.13
After another examiner’s action.............ccoceeveenan. 706.04
After Board decision.......... 1214.01, 1214.03 to 1214.07
After Board decision reversing examiner ........... 1214.04
After Board decision sustaining examiner.......... 1214.06
After interferencCe........coovvvvveiievecesee e 2308
Amendment after final rejection...................... 706.07(f)
............................................................. 714.12,714.13
Citation of references........ccccoeevevvveeveenee. 707.05, 710.06
Claim sUmMMmMary ........ccccoeveveiveriereiese e 707.07(i)
Claims in excess of number of claims previously paid for
.......................................................................... 714.10

Closing prosecution in inter partes reexamination (See
Reexamination, Inter partes: Action closing

prosecution)
Completeness........coevvvvrereienenieennen, 707.07, 707.07(a)
Copy t0 applicaNt......covveeiirieiiceee e 707.12
Copies of references.........ccovevvveneiciencienieens 707.05(a)
Correctness, Period for reply ........cccocevveveveiennnn 710.06
COUNLEA......coiieicieriec e 1705
Crosses amendment ..........ccovevveveienereeienereeennns 714.05
DALttt e 707.11
EXAMINEI™S .cviiiie e 707
File wrapper endorsement.............c.cccue.... 707.10, 719.01
File wrapper entry........ccccoevenenenesiniesee e 707.10
Final rejection............c.c...... 706.07 to 706.07(f), 713.09

In reissue applications ..........cccoceveerereeneicnennnns 1443

Rev. 7, July 2008

Sec. No.
Foreign priority determination .............. 201.13t0 201.16
Formal matter..........ccccocevenciennn, 707.07(a), 707.07(e)
......................................................... 707.07(j), 714.02
FOrMS USEA ...t 707
Incorrect citation of references..........cccooevvvirennn. 710.06
Informal application............ccccevevveieicie i 702.01
MailiNG ..o 707.12
Original in file wrapper..........cccccvvincnas 707.10, 707.12
Patentability report.........cccoccveviiiiinenn 705, 705.01(c)
Piecemeal examination.................... 707.07(a), 707.07(g)
Primary examiner’s personal attention........ 707.01, 1004
Priority determination, foreign............... 201.13t0 201.16
Reissue application file ..o, 1430
Reply time computation ...........c.ccceu.... 710.01(a), 710.05
Restriction requirement...........c.cccocceeevernnnnn. Chapter 800
REUMNEA ..o 707.13
REVIBW ..ot Introduction
Shortened statutory period .................. 710.02, 710.02(b)
SPE’s personal attention............coccovevreinenninnene 707.02
Supplemental..........ccccooevivviviinceieieiens 710.06, 714.05
Suspension (See also SUSPENSION)........cccceeveevveieereenne. 709
Suspension, primary examiner’s attention ............... 1004
Suspension, TC Director’s attention............c.c.......... 1003
Third, SPE reVIEWS........coveeeviiicrie e 707.02
Time limit......ccoooiviee e, 710.02, 710.02(c)
Address, Change of correspondence.......... 601.03, 711.03(c)
After AHOWANCE ......coveeiiieiceee e 2501
Address, Correspondence (See also Mail Stop)
................................................... 403, 2540, 2542
AAAress, FEE ...oviiiiiiiirir e 2540
Address of applicant ...........ccocevineiiiiiniie e 605.03
Address of Patent and Trademark Office ................ 501, 502
Address of patent OWNer..........cccoocvvevivrvivsennnn, 2222, 2622
Address of unavailable inventor ............cccccoevuenne. 409.03(e)
Administration, Letters of..........ccooveevevcniiennnn, 409.01(b)
.................................................... 409.01(c), 409.01(e)
Administration of 0ath...........cccccooeieiennie, 604
Administrative instructions, PCT .......c.ccccoevennennen. App. Al

Administrative Patent Judges (See Board of Patent Appeals
and Interferences (BPAI))

Administrator Or eXeCULOr..........coovvererererieesereaie e 409.01
Allowance and iSSUE .........cccocerereeieneenenenieees 409.01(f)
Application by, After discharge ..........cccoce..... 409.01(c)
Assigned application, Inventor dies ................. 409.01(e)
AULhOTILY ..o 409.01(b)
Consular certificate .........ccocoevevvivivcieevicieienn, 409.01(d)
FOreign CoUNtrY .......cooceieiineninieeceeeie e 409.01(d)



INDEX

Admissions by applicant--Affidavits, traversing rejections (37 CFR 1.132)

Sec. No.
Heir .o 409.01, 409.01(a), 409.01(d)
Prosecution By .......cccocevvveivciniiecieicccies 409.01(a)
Intervention not required ............ccooeverieienenn. 409.01(f)
Refuses t0 SIgN ......coveveriieii e 409.03(c)
Specification form.........ccoceovniiiniiice 605.05
Admissions by applicant............ 706.02(c), 2129, 2133.03(c)
Jepson ClaiM........ccceveiiiec e 2129
Admissions in reexamination
EX PAre ...oocoiveieeeee e 2217, 2258
INEr PANTES.....viiieiicieece e 2617
Advantages OVer prior art.........ccocceeveveverereneneenns 707.07(f)
Adverse recommendation under 37 CFR 1.312.....714.16(d)
......................................................... 714.16(e), 714.19
AdVISOry action .........ccovevvveneriiineiiennns 706.07(f), 714.13

Affidavit (See Oath; Declaration)
Affidavit, disqualifying commonly owned patent or patent

application publication as prior art..........ccccceeeeeevenenn 718
Affidavit, swearing back of reference (37 CFR 1.131)
........................................... 706.02(1)(3), 715, 2133.01
..................................................... 2133.02, 2133.03(c)
Acts relied upon, NAFTA/WTO/USS. .............. 706.02(c)
...................................................................... 715.07(c)
Best mode, failure to disclose.........cccceoeieiiieinne 715.10
Co-aUthOrShiP .cc.oveiiiccee e 715.01(c)
Common assignee, reference and application
.............................................................. 715.01(b), 718
Compared to Rule 1.132 affidavit...........c.cceenee. 715.01
Completion of invention ..........c.ccccceeeeee. 715, 2133.03(c)
Conception (See Conception)
Continuing application.................... 201.06(c), 201.06(d)
Copies from prior applications...........cc.ccceennen. 201.06(c)
Dedication to publiC...........ccocoiiniiiiniiie e, 715
DEriVALION ..o 715.07(c)
Diligence (See Diligence)
Effective filing date ........cccooevvvvviivi e 715
Exhibit, DiSPoSItion .........cccccvvriirerinerieinienes 715.07(d)
Formal requirements..........ccoveoeeneieneneescneeens 715.04
Facts and documentary evidence...........c.ccco...... 715.07
Timely presented .........ccooevevevevivinsieceee e, 715.09
GENUS-SPECIES ...vevveveeereieereerieiesiesee e see e see e enaens 715.03
Generic ClaiM ... 715.02
Interference testimony Used.........c.ccceverevnnenee 715.07(b)
Overcome patent or publication.............ccccovervininn 715
Petition regarding sufficiency..........c.ccocvvevnene 1002.02(c)
Prior public use/sale..........ccccvvivieneienenieieneeenn, 715.10
Priority time charts.......cc.ccoovveiiineiiesece e 2138.01
Proper USe Of ........ccoeiiiiiiicrceic e 715

Sec. No.
Reduction to practice (See Reduction to practice)
Reexamination,, €X parte.........c.cccocevererenenenesennns 2258
Reexamination, inter partes ..........c.ccocveevevneneennen. 2658
Reference date to be OVErcome ..........ccoceevvvnevccnnnn, 715
Reference is
CommonN aSSIgNEE ......ccevvereererrereneaneas 715.01(b), 718
Joint patent or published application to applicant and
ANOLNET ... 715.01(a)
Patent or application publication claiming same
INVENTION....cooivii e, 715.05, 2138.01
Publication of applicant’s own invention...... 715.01(c)
SUFFICIENCY OF . 715.08
When used............ 706.02(b), 706.02(1)(3), 715, 2132.01
Who may make affidavit...........ccccoorennnnnn 706.02(b)
............................................. 706.02(1)(3), 715.04
Withdrawn rejection.........cccocevvvevennninsieeieeicse e 715
Affidavits, traversing rejections (37 CFR 1.132)............. 716
ALtorney arguments..........cococvevvicnenceienneenens 716.01(c)
Inoperability of references ...........cccue..... 716.07, 2145
Reference attributed to applicant ....................... 716.10
Attribution, of reference to applicant .................... 716.10
Commercial success, eVidence..........ccoceeverereereenn 716.03
Commensurate in scope with claimed invention
.............................................................. 716.03(a)
Derived from claimed invention ................... 716.03(b)
Design applications...........cccceenee. 716.03(b), 1504.03
Sales figUIeS .....ccooviiicee e 716.03(b)
Commonly owned patent ...........cccceveerereinerecnnenns 718
Commonly owned patent application publication......718
Comparison with closest prior art ................... 716.02(e)
Computer programming Cases..........cc.ceeveeeeee. 2164.06(c)
Continuing application ................... 201.06(c), 201.06(d)
Copying, eVidence.........ccoevvvereienereenens 716.06, 1504.03
Disclosure, sUfficiency ........cc.ccocvvveverenenienesnne 716.09
Disclosure, utility and operability .............ccceee.ee. 716.08
Evidence
Consideration Of .........ccccocvinieieiinee e 716.01
PUBHICALIONS ..o 716.02(g)
ObBJECIVE ... 716.01(a)
Compared to opinion evidence................ 716.01(c)
Probative value...........ccooooiiiiiiiiiie 716.01(c)
Weighing against prima facie case.......... 716.01(d)
....................................................... 716.05
S LCTo0] o - YA 716.01(b)
TIMEIINESS ...cviiveee e 716.01
Long-felt need........cccoevveieieiisc e 716.04
Petition regarding sufficiency ...........c.ccoceee.e. 1002.02(c)

Rev. 7, July 2008



MANUAL OF PATENT EXAMINING PROCEDURE
Affidavits submitted with prior art under 35 U.S.C. 301 in patented files-- Allowance and issue

Sec. No.
Reexamination, exX parte ........cccceevvivrieeveveenesenennnns 2258
Reexamination, inter partes ...........ccocevevveverennennn. 2658
Reference attributed to applicant ...........c.cccceeeeee. 716.10
SUFFICIENCY OF .. 716.09
SYNEIGISM ..o 716.02(a)
Skepticism of EXPertS.......cccovvvevererienie v e 716.05
TIMELINESS.c.viviciiieeee s 716.01
Unexpected results, allegations..............cccccoeenenee. 716.02
Unexpected results, evidence...........c.cccevruenne. 716.02(a)
Advantages not disclosed or inherent............ 716.02(f)
Burden on applicant..........cccccevvverieieninnnnnnns 716.02(b)
Commensurate in scope with claimed invention
.............................................................. 716.02(d)
GENUS OF SPECIES ....vevvvireeiiererieiesie e 716.02(d)
Range, claimed ..........cccocvvvvviinninccccenie 716.02(d)
Weighing evidence of .........cccccovevevievvinninn, 716.02(c)
Affidavits submitted with prior art under 35 U.S.C. 301 in
patented filesS.........coeiiiiii e 2205
Affirmation (See Oath; Declaration)
After final practice .........cccocvvevvvvivnivcieeece e 706.07(f)
In transitional application .............ccccoeevevnenae 706.07(g)
In ex parte reexamination ...........ccocecverecirerenennnnes 2272
Agent (See Attorney or agent; Power of attorney)
Agent for international application................. 1807, 1864.04
W Ao [o =T T LA o] o PSS 2173.05(k)
Agriculture, Department of, Plant patents........... 1608, 1609
Agricultural Research Service........ccccceoeieiennne 1608, 1609
AIDS/HIV, petition to make special ..........cc.cccevenee. 708.02
Algorithms ................. 706.03(a), 2106, 2106.02, 2164.06(c)
Alien Property Custodian (A.P.C.) publications
(See also Citation of prior art) ........ccccccvvevvnnene 901.06(c)
Allowance and issue (See also Allowed application)
........................................................ Chapter 1300
Abandonment after ... 711.05
All claims allowed, shortened statutory period
...................................................................... 710.02(b)
Amendment, EXaminer’s .........cccccooeveeveienennene 1302.04
Amendment, Examiner’s, Rule 1.312...................... 1305
Amendment after (See Amendment: After allowance)
Amendment after allowance of all claims............. 714.14
........................................................................ 1303.01
Amendment after D-10 NOLICe .......cccceverervrerreinne, 130
Amendment at time of ... 714.15
Amendment crossing in mail ........c..cccoevveveinnnns 714.15
Assigned application..........ccccoeiiiniiieicncnc e 307
Assignment Division...........c.ccocevenene 409.01(b), 1302.11
Rev. 7, July 2008

Sec. No.
Cancellation of claims after appeal ..................... 1214.06
......................................................... 1215.03, 1214.04
Cancellation on nonelected claim by examiner’s
amendment ........cooeeienene e 821.01, 821.02
Cancellation of nonstatutory claim................. 1302.04(b)
Citation of prior art.........ccccceeveeeveveneninn e 1302.12
Claim for Official Gazette..........cc.cceoeveierenenn. 1302.09
Claim renumbering.......... 608.01(j), 1302.01, 1302.04(Q)
Claim renumbering, dependent claim............... 608.01(n)
................................................................ 1302.01
Classification..........c.ccocvvvvvivivnnsnennne. 903.07, 903.07(b)
Classification change after allowance.................... 903.07

Classification in another Technology Center ...903.07(b)
Copending application

File wrapper/history notations............. 202.02, 1302.09
Parent application data.............cccceeevvvrvinennnne. 1302.04
Correction of error after allowance ....................... 714.16
CroSS-reference ........ccocovvevieneisinescseees 903.07(a)
D-10 NOLICE.....eceiriereieeeeieiee e 130
Deceased inventor, notice of allowance............... 1303.03
Drawing, drafting stamp no longer required .... 608.02(0)
Drawing correction.............. 608.02(z), 1302.04, 1303.01
Drawing in patented file ...................... 608.02(i), 905.03
Erasure of markings .........ccccccvevvininnienciiennn, 1302.01
Examiner’s amendment (See Examiner’s amendment)
File wrapper notation ............ccccevenineneninennens 1302.09
FiNal FEVIEW.....ovviiii it 1302
Formal matters .......coccoeveevvveeeie e 714.16, 1302.01
Formal matters, examiner’s amendment and changes
........................................................... 714.16, 1302.04
Formal matters, specification rewritten............... 1302.02
General FEVIEW .......cc.ovevererericeeceee e 1302.01
INErfErenCe ...ooovvv e 2303.01
Interference search .........cc.ccoevvvennne. 1302.08, 2304.01(a)
International classification ...........c.cccevvivreriiennn, 903.09
Intervention by eXecutor...........cccceoevenciencne. 409.01(f)
Issue classification notations..............ccccevcerenene 1302.10
Issue in another TC without transfer ................ 903.07(b)
Jurisdiction of application ...........cccccoevvivviviiiiecnenn, 1305
Listing of references........cccceeevevevieveninn s, 1302.12
Locarno classification designations.................. 903.09(a)

Non-compliant amendment, treatment of.... 714, 1302.04
Nonelected claims canceled by examiner’s amendment

............................................................. 821.01, 821.02
Nonelected claims eligible for rejoinder ....821 to 821.02
Notice of Allowability...........cccoeviiiiiniininnnn 1302.03



INDEX

Allowance, Reasons for--Amendment

Sec. No.

Notice of allowance (See Form letters and forms: Notice
of allowance)

Ordering allowed application...........cccoccecerenienne. 1306.03
Patentability report, print disposal.................... 608.02(n)
...................................................................... 705.01(d)
Plant application ..........c.cccocvviviivinninne e 1611
Printer Waiting ........cccoeveiviiveievcnc e 1309.02
PO SB ..o 707.07(j)
Protest against iSSUE .........ccoverrereriseneisesee e 1901
Reasons for allowance (See Reasons for allowance)
RECOrd FOOM ...t 905.03
Reference listing .......cccccvvevvveiisieciecicieccie s 1302.12
Reissue application ..........ccccoveveninieniecienese e 1455
Rejection after allowance........... 706.04, 706.05, 1308.01
Rejoinder of claims.........c.ccccocvvvvnnnne. 821.04, 1302.04(h)
Related applications, file wrapper/history notations
........................................................... 202.02, 1302.09
Reopening prosecution ...........cccccceveieiencneneene 1308.01
Review by examiner ..........ccccoevveneinencicnenens 1302.01
Review by primary examiner..........cc.ccoeveveivinanns 903.07
Rewritten specification requirement................... 1302.02
Secret application...........ccocevvveeneieienieennnn, 130, 1304.01
Signing file Wrapper..........cccooviiinicieeee, 1302.13
Special ...oooovvviiiece e 708.01, 710.02(b), 1301
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After eXaminer’s aNSWET .........cccovveererreenenreenennanes 1210
After appeal, before examiner’s answer ........... 714, 1207
After Board decision ............c.cce..... 1002.02(d), 1214.01
......................................................... 1214.06, 1214.07
After death of attorney or agent ..........ccoceeveerereennn. 406
After final rejection.................. 706.07(f), 714.12, 714.13
Examiner determines compliance with 1.121 ....714.18
Non-compliant amendment, treatment of ................ 714
After final rejection, entered in part..........ccc.c..... 714.20
Applicants must Sign .......cccceeveeveverererenenees 714.01(a)
ALAllOWANCE. ... 714.15
Attorney not of record.........cccceceevvennnnnn, 405, 714.01(c)
Basis in disclosure ........c.ccoovviiiiiniinnns 608, 706.03(c)
......................................................... 2163.03, 2163.07
Before first action..........cccccecvvvvnnne. 608.04(b), 714.01(e)
Board rejection avoided ...........cccccooeeiiieincinnenn, 1214.01
By replacement paragraph or section ..........c..ccccvevene. 714
By substitute specification ............ccccoceeviviieiciennnn 714
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Amendment-- Amendment

Sec. No.
Canceled matter restored ..........cccccevvervennn. 608.01(s), 714
Canceling all claims................ 706.07(h), 711.01, 714.19
Canceling appealed claims................ 1215.01 to 1215.03
Claim added, terminology basis..........cccccceeeee 608.01(0)
......................................................... 2163.03, 2163.07
Claim numbering ............ 608.01(j), 1302.01, 1302.04(qg)
Claims
Added in excess of number of claims previously paid
(0] SRR 607, 714.10, 714.16(c)
Clean Version ..........cceceeevvevvveeinnenne 714,714.13,714.16
Marked-up VErSIiON.........cccovvrvieeecieiesese e 714
Status 1dentifiers........ccoveerreiennceee e 714
Complete reply required ........cccceverennnne 714.02, 714.04
Consolidating pending claims.............c.cc...... 714,714.13
.......................................................................... 714.16
(000 o 1-] g oTo] o1 714.07
Copying patent claim (See Claim presented
corresponding to claim of patent)
Crossing mailing of allowance..............ccoceovvenne. 714.15
D-10 notice preceding........ccevveeeivereereererereseeseseennes 130
Date of receipt.......ccocevvvvreivinnns 505, 710.01(a), 714.18
Date stamp
Office date ......coeverereeririrennn 505, 710.01(a), 714.18
TC receipt date ......cocovvviveiiieee e 714.18
DEClaration........c.coeernreieneenscee e 602.01
Defective, directions for entry ..........ccccccevevveeennns 714.20
Delivered to wrong Technology Center................ 508.01
Discharged attorney or agent..........c.ccceeveienenenne 714.19
Disapproval of preliminary amendment ........... 714.01(e)
.................................................................... 1002.02(d)
Disapproval of second or subsequent reply ......714.03(a)
DiSCOUMEOUS .....ovveveieeeierieeieeieeiee e 714.19, 714.25
Drawing ............ 608.02(p), 608.02(q), 1302.05, 1303.01
In reissue application..........cccvvevvieiennieneniee, 1413
Drawing, disposition..........ccccceveveviennrnsnnnnne 608.02(x)
Drawing, NeW mMatter.........ccocoovvverervrennnn. 608.04, 714.19
DUPHICALE ... 719.01(a)
Easily erasable paper forbidden................ 714.07,714.19
Entered in part........cccccoeevevene s 714.20
Entered in part, after allowance, 37 CFR 1.312
...................................................................... 714.16(e)
ENEY oo 714.18, 719.01(a)
Entry denied...........ccoovvevrvrninnnn. 714.17,714.19, 714.21
Appeal Case........ccevvvvvvireeeeeee e 1207, 1214.07
Drawing COrrection .........c.ccooevereeeniernienennens 608.02(x)
Drawing NeW MAtter .........cccceovveiinienieienieiene 608.04
LESE ot 714.19
Rev. 7, July 2008

Sec. No
Paper NUMDEY .......cccovvereie e 714.21
Period for reply expired .........ccccoeieiencinnnnnenn 714.17
Preliminary amendment ............cccoceevenennn 714.01(e)
Second (or subsequent) supplemental reply.. 714.03(a)
Substitute specification unnecessary..... 714.19, 714.20
Unduly interferes with preparation of Office action
............................................................. 714.03(a)
ENtry direCtionS ......ccccvvveiiiiciieececec s 714
DEfECtiVE...cviivciceeee e 714
Entry inadvertent...........ccooervininnenenseneeeees 714.21
Entry in ex parte reexamination.............cc.ceevrvennne. 2234
Entry in inter partes reexamination..............cc.cceueue. 2670
Examiner’s (See Examiner’s amendment)
Excess claims added............ccoovvvevnnee. 714.10, 714.16(c)
FaCSIMIle ..oooviiie e 502.01
Fees, additional ............ccoovvivvreinicieieccnes 710.02(c)
File wrapper endorsement.............cc.cccue.... 714.18, 719.01
Filed with application............cc.cccveniiincinenns 601.01(a)
Formal matters, compliance with ............cc.ccoeenee 714.02
FUIlY reSPONSIVE ....cvevvvieeiieciececeeee e 714.02
HEAAING ..o 502
Immediate iNSPECtioN .........cccevveieiiiiii e 714.05
IMProper SigNature ..........coceveeeinenecsenee 714.01(a)
............................................ 714.01(c), 714.01(d)
Ratification........ccccovevvniininiie e, 714.01(a)
INACCUIALE ..o 707.07(h)
Incomplete reply......cccooevvnenennnn 711.02(a), 711.03(a)
........................................... 714.02 to 714.04, 2266.01
.............................................................. 2666.30, 2671
Time for completing........cccccceevvennnne. 710.02(c), 714.03
.................................................. 2266.01, 2666.30
Increasing claims in excess of number of claims
previously paid for..........c.cccoeennene. 714.10, 714.16(c)
INK, NOt PErMANENT .....ceoevieiece e 714.07
Inspection by eXaminer .........cccccevevevevesesesnannns 714.05
Inventorship (See Correction of inventorship)
Jurisdiction of application not with examiner ....... 714.16
................................................................ 714.19, 1305
Late. e 710.02(d), 711, 714.17
Literature citation in specification.................. 608.01(p)
Manner of Mmaking ........cccccooeveiininic 714
Motion under 37 CFR 41.208(c)(2), Application in issue
..................................................................... 714.16(b)
Name change on file wrapper.......... 605.04(c), 719.02(b)
New matter.........ccoveeeririnnen. 608.04, 706.03(0), 2163.06
Non-compliant amendment, treatment of ................... 714
........................................................................ 1302.04



INDEX

American Inventors Protection Act (AIPA)--Anticipation rejection

Sec. No.
Nonentry (See also Amendment: Entry denied) ... 714.19
Not entered........covvvveneinieneirieneeees 714.19,714.21
Not fully responsive...........ccccceeeeerennnns 714.02 to 714.04
................................................ 2266.01, 2666.30, 2671
Not fully responsive, time to perfect reply ....... 710.02(c)
............................................. 714.03, 2266.01, 2666.30
Oath, Original .........cccceevvieieice e 602.01
Objectionable remarks............ccccoevvrvennnnee 714.19, 714.25
OF ClaIMS....ooie e 714
Of SPecification.........ccccvervininire e 714
Office date stamp........ccccceevvevneene 505, 710.01(a), 714.18
Paper NUMDET .........cccviveieice e 714.18
Patentability pointed out............c.ccoceeeenne. 714.02, 714.04
Period for reply ends Sunday or holiday............ 505, 513
......................................................... 710.01(a), 710.05
Permanent ink required..........cc.ccoeveverenne. 714.07,714.19
Petition NON-entry ........ccccceevevevevcie v 1002.02(c)
Plant application ............cccociiiiniiienieeecc e, 1610
Post Office address, Applicant.........c.ccccovevvirnnnns 605.03
Preliminary ......ccoeeevevvnienie e 506, 714.01(e)
Canceling all claims..........ccccceenenee. 601.01(e), 711.01
Denial of entry ....cccoveveiiiieccecceees 714.01(e)
EXCeSS ClaimS......coceiiriiireieeeee e, 506, 714.10
Filed with application ...........cccccoeeneiicnnnnns 714.01(e)
Manner of making .......cccccocevvvvvivinninsinenne, 714.01(e)
New matter added........... 601.01(a), 608.04(b), 702.01
Non-compliant amendment, treatment of ............... 714
PG-Pub application...........ccoccooriiiiiinccice 1121
Referred to in oath/declaration .............. 601.01(a), 602
To lessen filing fee ... ivciiccee e 607
Ratification
Signature defective ..., 714.01(a)
[ To=TT o] S 501 to 505, 511, 512
Received after allowance....................... 714.15, 1303.01
Reexamination ...........ccccocevvveriennnn, 2250, 2666.01, 2672
REISSUE ..ottt 714, 1453
Requirements of ... 714.02
Residence change.........ccooveviineiicnciicne 719.02(b)
RESPONSIVE .....eveieciisieeireeeeee e 714.02, 714.04
Return, after entry on file wrapper..........c.ccccoeue.e.. 719.01
RIibbON COPY..o.vvvviiiiccc e 719.01(a)
Rule 1.312 (See Amendment: After allowance)
Second (or subsequent) supplemental reply......714.03(a)
Several filed on same day ........ccoccevvvvivnvinennnne. 714.18
Signature improper .........cccceeereene. 714.01(a), 714.01(c)
...................................................................... 714.01(d)
Signature MisSiNg........coceovvereieneneieneree e 714.01(a)

Sec. No.
Signature required ........cccocevervvesneieereere e 714.01(a)
Signed by applicant, not by attorney or agent of record
............................................................. 714.01(d)
Signed by attorney or agent not of record .405, 714.01(c)
Statement of allowability by Board..................... 1213.01
Supervisory primary examiner.... 714.13, 714.16, 714.18
Supplemental..........cccoooiiiiinii e, 714.03(a)
Support by original claim...........cccccoevvnennenen. 608.01(1)
Telephone NUMbBEr.......cccovvevereveneienine 713.01, 714.01
Unduly interferes with preparation of Office action
..................................................................... 714.03(a)
Unmatched with application file .............c.cc.cc.e... 508.03
UNSIGNE ... 714.01(a)
Ratification of ........c.cccooevvivnnnn 710.02(c), 714.01(a)

American Inventors Protection Act (AIPA) (See Statutes:
Public Law 106-113)

American National Standards Institute (ANSI).......... 608.02
Amino acid sequence (See Biotechnology; Nucleotide
sequences)
Analogous Art .......cccceeevenienn, 904.01(c), 1302.14, 1504.02
...................................... 1504.03, 2131.05, 2141.01(a)
Analysis of Claims ..., 904.01
Answer, Examiner’s (See Examiner’s answer)
Answer all matters traversed ..........ccoceeeeevervenienn 707.07(f)
Answer on remand.............c.coeeenen. 1211, 1211.01, 1211.02
Antecedent lacking (See also Indefinite claim) .......... 706.03
............................................. 1302.01, 2173.05(e)
Anticipation rejection............. 706.02(a), 707.07(d), 1504.02
....................................... 2131, 2132, 2133, 2136
Affidavit to OVErcome ........ccocvvvvvenvinenccninns 2132.01
ANalogous art ........ccovveieieneneee 1504.02, 2131.05
Definition of ..o, 2131
GENUS-SPECIES. ...ttt 2131.02
Generic chemical formula.........cccccovvvvvivirinne. 2131.02
Meaning of
“BY OIS ..o 2132
“IN this COUNTIY™ ... 2132
“Known or used”.........ccocevveneieniennnn. 2132, 2133.03(a)
“Patented in this or a foreign country”.................. 2132
Multiple references, when permitted................... 2131.01
One year grace Period ..........ccvveveeveeieienenieseseseeas 2133
On sale (See On sale)
Ranges claimed .......ccocoovviveiieneiiee e 2131.03
Rejections based on publications and
PALENES. ..vieiii et 2133.02
Prima facie Case ......c..coovvvereieneneie e 2132.01

Public use (See Public use)
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A.P.C. publications-- Appeal

Sec. No.
Secondary considerations, evidence of ............... 2131.04
A.P.C. publications (See Alien Property Custodian (A.P.C.)
publications)
Apostille (See also Oath; Declaration)........... 301, 409.01(b)
........................ 602, 602.04, 602.04(a), 604, 604.04(a)
Apparatus, Process or product and.... 806.05(¢) to 806.05(q)
APPEAl .o Chapter 1200
Abandonment...........cooooiiii 1210
Actions subsequent to examiner’s answer ............... 1210
Administrative handling ..........ccccoevvniineninnn 1204
Affidavit after appeal...........c...c...... 1207, 1208, 1211.02
Affidavit after Board decision ............. 1214.01, 1214.07
Amendment after examiner’s answer ...................... 1210
........................................................................ 1211.01
Amendment before examiner’s answer.................... 1207
Amendment for purpose of ..........cccceeee 714.12,714.13
Amendment makes application allowable ............... 1207
Answer, Examiner’s (See Examiner’s answer)
BT e 1206
In ex parte reexamination...........cccoecevevereresennn 2274
In inter partes reexamination ................ 2675, 2675.01
IN TEISSUE ..ottt 1454
By patent OWNEr .........cooieiiiiiiiiie e 1205
Cancellation of withdrawn claims ...................... 1214.05
Civil Htigation........ccccovvivvveeeeee e 1216.02
Claims copied from patent, time limit .............. 710.02(c)
Claims included .........c.cccoveovnennnnne. 1205, 1205.02, 1206
Composition of the Board..........cccccoveeiieeieiencne 1203
Concurrently with interference ..........cccoeevvernennns 1210
Concurrently with prosecution before examiner...... 1210
Conference........ccocveiineniciecee s 1207.01, 1302.14
In inter partes reexamination...................... 2676, 2677
Correspondence address for litigation......... 501, 1216.01
COUM e e e 1216
Court, Federal Circuit .........cccoocevvnireieniniinenas 1216.01
Of an inter partes reexamination................ 2682, 2683
Decision by Board ...........ccccviriiiinensineeesee 1213
Of an inter partes reexamination................ 2681, 2682
DiSMISSAL ... 1215.04
EXaminer revVersed ........cocooeevvenecnenecseneenennnn, 1214.04
Examiner sustained ..........cccocovervveneienenieiesieenns 1214.06
EXamINer’s anSWEN..........cccoeveienenienieeie e 1208
Failure to prosecute appeal ..........ccoceovereririennn. 1215.04
Fee (See also FEe)....cocovvvvvviviiceeeieees 1205, 1208
From Board decision............ccoceevrevnnne 1216 to 1216.02
HEAING ..o 1209
Inter partes Reexamination............c.c.ce.e. 2674 to 2680
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Sec. No.
FIOWChArtS......ccviiiic s 2601.01
INrOAUCTION ... 1201
JUFISAICTION ... 1210
Matter SUDJECt tO........cervevreiiirienne Introduction, 706.01
Multiplicity rejection..........cocccvevveiriincnnnnn, 2173.05(n)
New ground of rejection by Board...................... 1214.01
New ground of rejection by examiner in examiner’s
ANSWET ...t 1207, 1208
New matter affecting claim..........c.cccoovivnennn 608.04(c)
NOLICE OF . 1205
Order for complianCe ........ccccvevevevesiese e 1210
Oral NEANING.....ccveeeeieie et 1209
Reexamination, eX parte ..........cceevvereinereiennenns 2276
Reexamination, inter partes.........ccccocvvevvvrvrnnnnnn. 2680
Patentability report Case ........ccccocvvvevvvvrvnnannns 705.01(a)
Primary examiner’s attention ..........cccccoeeevvvvieennnne. 1004
Procedure after Board decision ................. 1214,1214.01
...................................................... 1214.03 to 1214.07
Protestor participation ...........ccccoeevvieneiiennennen, 1901.07
Publication of Board decision ...........ccccccevvevennen. 1213.03
Real party in interest ..o 1206, 1208
Rehearing by Board...........c.ccocevvrnnnene. 1214.01, 1214.03
Reexamination, X Parte........c.ccocooevernenereneneennen. 2273
Reexamination, inter partes...........ccccecevee. 2674 to 2680
Remand by Board.............c......... 1204, 1208, 1210, 1211
.......................................... 1211.01, 1211.02, 1211.03
..................................... 1212, 1213, 1213.02, 1214.01
..................................... 1302.14, 2143.03, 2274, 2275
................................................................... 2681, 2682
Remand by Federal Circuit ...........ccocvveviivrvnnnnns 1216.01
Remanded application made special .................... 708.01
Reopening of prosecution after appeal..................... 1208
Reopening of prosecution.............ccoceeeeeienieennen. 1214.07
Reply brief to examiner’s answer..........c.ccccoceveenen. 1208
Requirement by board to address matter .................. 1212
Secrecy order application...........ccccceeeienins 130, 1304.01
SIR application...........ccociiiiiiiiice e 1105
Statement of allowability by Board..................... 1213.01
Supplemental appeal brief.........ccoceviviiiivivince, 1208
Supplemental examiner’s answer ............ 1207.04, 1211,
........................................................................ 1211.02
Suspension pending civil action or federal circuit appeal
inrelated Case .....ocvvvvveieieriee e 1213
Suspension pursuant to 37 CFR 1.56(d).........c.c..... 1213
Time for filing brief.........ccccooiiiiiiii 1205.01
Withdrawal.............cccoeu.een. 711.02(b), 1215.01, 1215.02
Withdrawal of final rejection ...........ccccoceoeviiiinnne. 1205



INDEX

Appealable matter not petitionable--Application

Sec. No.
Withdrawal, partial ...........ccceveeveriernenen. 1214.05, 1215.03
Appealable matter not petitionable...................... 1002, 1201
Appendix, computer program listing................ 608.05, 1121
Appendix, multiple claim Sets..........cccocvviiiiincinne. 1121
Applicant (See also Inventor; Pro se applicant).............. 605
Abandonment notification ..........c.ccccceeerennnnn. 711.04(c)
Administrator or executor......... 409 to 409.01(f), 605.05
Age, special Status.........cccoveieieiiniieeieeee e 708.02
CItiZENSNIP ..o 605.01
Common, at least one.......... 201.03, 201.11, 706.02(f)(2)
............................................. 706.02(k) to 706.02(1)(3)
Comments on statement of reasons for allowance
........................................................................ 1302.14
DiSCOUMESY ..vevviieiesiesiesieerieeeee e 714.19, 714.25
Health, special status..........ccccveveiveiverieieiencienens 708.02
[ =TT 409.01(a), 409.01(d)
International application ...........cccccccecevivenne 1805, 1810
.................................................... 1817.01, 1820, 1821
JOINt oo 201.02, 201.03, 2137.01
Mailing address.........ccvvvvvvivsieeeeiereere e 605.03
Name change ........cccoceveveveinieenas 605.04(c), 719.02(b)
Other than inventor ............... 409 to 409.01(f), 409.03(b)
Post Office address ........cccoevieieneneninieeee e 605.03
POWer t0 INSPECE.......covevvereverire e 104, 106
Reply (See Amendment; Reply)
REQUIFEMENTS ... 2137.01
RESIABNCE ...t 605.02
Self prosecuted application................... 707.07(j), 713.01
Signature........ccoceveveeenene 605.04(a), 605.04(e), 605.04(f)
Small entity Status.........cceeveivevvereiene s 509.02
SOIB ot 201.01
Application
Abandoned (See Abandoned application)
Abstract of the disclosure..........c.ccocccveriiinnnne 608.01(b)
Acceptance of 37 CFR 1.47 ......cccoovvvvvivinnne 409.03(h)
Acknowledgment.........ccoovveveiiiininneee e 503
AAAress MISSING ......cvvereiiineinerese e 403
Allowable except as to form.............c.c.... 706, 710.02(b)
Allowed
Definition......cccovviiiiiee 203.04
File wrapper data..........ccocoveivveiienniiieieenn, 1302.09
OFdEriNG....ccveeeeeiiirieicire e 1306.03
REJECLION......eiveerceeieeeee e 706.05, 1308.01
Amended definition ... 203.03
AITangement ......coveveveieienese e 601, 608.01(a)
Design application.................... 1503, 1503.01, 1503.02

Assigned (See also Assignee; Assignment)

Sec. No

AACCESS .ttt 106

AlTOWANCE ...t 307

Conflicting subject matter ........ 706.02(f)(2), 706.02(k)

706.02(1) to 706.02(1)(3), 706.03(k), 822,
2304.05

Inventor deceased..........ccocvvvvvrvevevieienennens 409.01(e)

Assignment for examination
Office of Initial Patent Examination (Office of Patent

Application Processing) ........ccceoevererreneens 504
Assignment to examiner for examination......... 903.08(b)
Assignment to Technology Center

for examination ..........c.ccecevenees 504, 903.08, 903.08(e)
Background of the invention .............cccccccoenee. 608.01(c)
Best mode.......ccooveiiiniiiiiee 608.01(h), 706.03(c)
Brief description of the drawings...........c..co....... 608.01(f)
Brief summary of the invention..............c........ 608.01(d)
British English spellings..........ccccoovvviiiniicncnne, 608.01
Certified COPY....ooviiieiiiere s 608.01
Claim omitted........cccovvevviiriinieeees 601.01(e)
Claim terminology .......ccccoevvvevivciieierese e, 608.01(0)
Claims ....ocoovvvrreiine 608.01(i) to 608.01(n), 706.03(k)
Clarity and completeness, examiner’s action........ 707.07
Classification in Technology Center ................ 903.08(b)
Common ownership ............ 324, 706.02(f)(2), 706.02(k)

.............................................. 706.02(1) to 706.02(1)(3)
.................................................................. 709.01, 822
Completeness .................. 201.03, 201.06(c), 506, 601.01
.................................................... 601.01(g), 608.01(p)
Conflicting, same applicant............ccccoevvnnene. 709.01, 804
.................................................................. 822, 822.01
CONENt ..o Chapter 600
Continuation (See also Continuation) .................. 201.07
Continuation-in-part
(See also Continuation-in-part)...........cc.ceeveenen. 201.08
DESIGN ... 1504.20

Continued prosecution (CPA) (See also Continued
prosecution application (CPA))

DeSIgN .o 201.06(d), 1502.01
Continuity between applications .............cc.ccceeee. 201.11
Control Of aCCESS.....cvrvvverirreirseecreie, 101, 103, 106
COPENABNCY ..ot e 201.11
Copending, Design ........cccceoevrereeneneeneeeiennes 1504.20
Correction of inventorship ..........cccoevvvreinennne, 201.03
Cross-noting

Data of parent application in file wrapper or PALM

bib-data sheet or PALM database............c.ccen...
.......................... 202.02, 719.02, 719.07, 1302.09
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Application-- Application

Sec. No.
Data of related application, updating................. 201.11
Foreign application, file wrapper/history notation
.................................................................. 202.03
Foreign application, oath....................... 201.14, 202.04
Description of the related art............ccoceevvenee. 608.01(c)
Design (See Design application)
Detailed description ...........cccceveveievciiesennnnnn, 608.01(g)
DiStribDULION ... 508
Divisional (See also Divisional application)......... 201.06
DESIGN ...ttt 1504.20
Drawings, NECESSAY .......cecvrrrrrrrreeeereereereereenees 601.01(f)
MisSING FIQUIES .....oovevveiiiicececeee e 601.01(g)
Effective filing date .........cccceeeverenenn 706.02, 706.02(a)
Electronic submission of ...........ccocvvvieienincnennnn, 1730
English language.......ccccoovvveieienieies e 608.01
EXamination........cccccoveeevevcncn s, Chapter 700
EXAMPIES.....cciiiiicieeccce e 707.07()
Facsimile transmission...........ccoccooveeiinienieieneenn. 608.01
Fee, filing (See also FEe) .....cccvvvviviviniiiirciens 607
Field of the invention..........ccccecvvvvviv e, 608.01(c)
File wrapper continuing (FWC).........cccceevrvennn. 201.06(b)
Filing date.......ccooovveiviencieieen, 201.11, 503, 505, 511
Filing receipt (See also Postcard, self-addressed)...... 503
Five year pendency ..........cccoveevrenecnen. 707.02, 708.01
FONT. e 608.01
Foreign (See also Foreign application). 201.13 to 201.16
FOMM e Chapter 600
Government-owned
SPECIAL ... 708.01
Incomplete .....coooveveievcieiece 203.06, 506, 601.01(d)
.................................... 601.01(e), 601.01(f), 608.01(u)
Definition.......cccovoeiiiiiiie e 203.06, 506
INformal .......oovvvieeieii e 506, 702.01
DefinitioN.....cccoooviieeee e 506
Primary examiner’s attention required ................. 1004
SEArCh ..o 702.01, 704.01
SPECIAL ... 708.01
INSPECLION. ...t 103
International (See International application)
International Convention (35 U.S.C. 119)............. 201.13
Invalid 0ath ........ccooeviiic 604.06
Issue fee not paid (abandoned) ...........ccoccevvneneee 711.03(c)
Issue simultaneously with another application ... 1306.02
JURISAICHION. ... 1305
Mode of operation............coccoeeverenineeieienee. 608.01(h)
National application...........ccocevreiiiiiiiie e, 201
National stage application............c.ccocevreneiereneennen. 201
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Sec. No.
New, definition.........ccoooeirieinieee e 203.01
Nonprovisional ..........ccccceceeeneneninn. 201.04(a), 506, 601
NUMDET ... 502, 503, 506
Status of application using ...........c.ccceeeveennen. 101, 102
Omitted items....201.17, 601.01(d), 601.01(f), 601.01(qg)
Ordered examination............c.cc.ovue. 707.02, 708, 708.01
Overlapping
Common ownership................. 706.02(f)(2), 706.02(k)
....................................... 706.02(1) to 706.02(1)(3)
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Citation of prior art
A.P.C. publications...........c.cccovrveverenirererennens 901.06(c)
ADbbreviatures ..., 711.06, 711.06(a)
ADStract ......ccooveeeveeeee 706.02, 711.06, 711.06(a)
Allowance, Listing at .........ccccovenireiinicnnnnenn 1302.12
Applicant’s........ccccoevnene. 707.05(b), 707.05(d), 1302.12
Complete data.........cccevevivrivinninnirceieesese e 707.05(e)
Copies furnished..........ccoccooiiniiiiiiicicneee, 707.05(a)
COITECHION.....viieiceeicc e 707.05(Q)
Correction, period for reply.........ccccovvvvreniinnnnn 710.06
Cross referenCes .......oovvvvevvinercressens 707.05(e)
Data USed.......ccoevvvrveeeiereee e 706.02(a), 707.05(e)
Decisions, orders, notices, memoranda................. 707.06
Defensive publications..............ccc...... 711.06, 711.06(a)
Electronic RESOUICES.........ccevvevrerieereicienieiae 707.05(e)
EXAMINer’s @NSWEN ........ccccvivrieeieienienese e e see e 1208
Foreign language documents............ccoceevvvrvnnnnne. 706.02
Foreign patent data...........cc.cccvneene. 707.05(e), 901.05(a)
Foreign printed applications...........c.ccccceeenenene 901.05(b)
Form PTO-892 reproduced ...........ccccoeviercieniennas 707.05
INCOITECE ..o 707.05(g), 710.06
Literature, in specification.........c..cccccevvvverernns 608.01(p)
Mailing copy to patent owner...............cc.c...... 2206, 2208
MeMOrandumM .........cooeeeiiie e 707.06
NOTICES .ot 707.06
Order of listing ....cccooevvvrvrvcieece e, 707.05(c)
(@] (0 [T OSSOSO 707.06
Patents series, U.S. (See also Patent) .................... 901.04
Periodical ........ccccooeiiriniiiiiiece, 707.05(e), 901.06
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Citizenship of applicant-- Claim

Sec. No.
Prior art effect of international application ...... 706.02(a),
........................................ 1857.01, 1896, 2136.03
Prior art in application ..............c........ 707.05(b), 1302.12
Prior artin patent ..........ccccocevvrenene 1920, Chapter 2200
Confidentiality .........cccovvvevereniieiercieins 2202, 2203
CONEENT ..o 2205
Court deCiSiON.......ccvvvvveirceireee s 2207
HanNdling .....ooveiiieeeee e 2206
Parties Who may Cite........ccoceovvervininiiiiiicnn 2203
Service on patent OWNEr ........cccccevvevvenenncnene 2208
Time for filing .o.ccocvvviveeceeeee e 2204
Publications.........c.cccveveienineic e 707.05(e)
RETEIENCES. ... .overieieiieee e 707.05
Allowance in first action...........cccceeevervrenene 1302.12
From applicant..........c.ccocevevvvrnnnnnn, 707.05(b), 1302.12
Citizenship of applicant...........cccccoovviviiviicieicicieins 605.01
Civil action under 35 U.S.C. 145 .........cceovvieinn. 1214.01
................................................ 1214.07, 1216, 1216.02
Civil action under 35 U.S.C. 146........ccccvvvrvvnenne 1216
ClaiM . 608.01(i), 608.01(k)
“Adapted for” clauses in .........cccceveevreriiennn, 2106, 2111.04
“Adapted to” clauses iN.........ccoceevrerieeennnn. 2106, 2111.04
Added by amendment ..........ccccooeniiinieieienn. 608.01(0)
Results in change of inventorship.............c........ 201.03
Added in excess of number of claims previously paid for
.......................................................................... 714.10
After prosecution closed ..........c.ccocveennee. 714.16, 714.19
After prosecution closed, near end of time period
.......................................................................... 714.20
AGOregation ........ccccceevvvvnesesieeeeeee e 2173.05(k)
Allallowed..........cooeiieiieee 710.02(b)
All canceled ... 711.01
Allowable except as to form..................... 706, 707.07(a)
.............................................................. 707.07(j)
Allowed, Rejection of .......ccccccoevviiininns 706.04, 706.05
Allowed, Withdrawn appeal ............ccocooeevrnnnnne. 1215.02
Alternative phrase (See also Indefinite claim)
..................................................... 2173.01, 2173.05(h)
Amendment of (See also Amendment).............c........ 714
ANAIYSIS vt 904.01
Antecedent basis (See also Indefinite claim)..2173.05(¢)
Basis in description.........c.ccoeeveiiinenens 608.01(0), 2171
Basis in disclosure ........coccoevvveeeeicveeineeennen, 608, 2163.03
Breadth........cccoveiniiiinn 2163.05, 2164.08, 2173.04
Broadening in reissue application........ 1412.02, 1412.03
Dependent claim ..., 1412.03
Cancellation by examiner after appeal................ 1214.05
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Cancellation results in change of inventorship......201.03
Change after Board statement of allowability .....1213.01
Combination, Old..........cccoceveiriniiiecie 2173.05(j)
Combination and subcombination.................... 806.05(a)
ComMPriSING...ccoeeeiricireiee e 2111.03, 2173.05(h)
Considered in deciding reexamination request
................................................................... 2243, 2643
Consisting essentially Of...........ccocecveiiniinennns 2111.03
Consisting of ..o 2111.03, 2173.05(h)
Construed in light of specification ................... 608.01(0)
................ 707.07, 804, 1206, 2106, 2111.01, 2111.03
....................... 2129, 2145, 2164.08, 2173.05(a), 2184
Copied from patent (See Claim presented corresponding
to claim of patent)

Correspondence with disclosure........... 1302.01, 2173.03
Defined by specification, term ...........ccccccevevenene. 2111.01
Dependent .........ccooeiireiie e 608.01(n)
Dependent, objected to when improper............ 608.01(n)

.......................................................................... 706.01
Dependent on canceled or rejected claim......... 608.01(n)

.......................................... 706.01, 707.07(j), 1214.06
Design application............c.ccocevineninnnnene 1503, 1503.01
Differing only by functional statement................ 2173.05
Diminishing SCOPE........covvrererineneireniee 2173.05(h)
Disclaimer ........ccoovevevveivevcieiesen, 706.03(u), 710.02(d)
Double inclusion ..........cccceovviiininincieee, 2173.05(0)
Duplicate .......cccoeveivneniiieeee 706.03(k), 2173.05(0)
Each mentioned in letter...........ccccoceveiiiinennen, 707.07(i)
EQUIVAIENCE ..o 2183
Excess added by preliminary amendment over number of

claims previously paid for ..........ccccoonininnnn. 714.10
Excess over fee after notice of allowance ........ 714.16(c)
Fees, dependent........cccooveeveiineincieiccnee 608.01(n)
File wrapper notation ..........c.ccccoeeviieneiciennennen, 1302.09
Foreign priority (See also Foreign application).....201.13

.......................................................................... 201.14
FOMM e 608.01(m)
Function of machine.........c.ccccocvernniniennnn. 2173.05(v)
Functional.........cccccovevviivieniciecce, 2114, 2173.05(g)
Generic (See also Generic claim)............cc....... 806.04(d)

................................................................... 2173.05(h)
Illustrated by drawing.................... 608.02(d), 2173.05(s)
Improvement (i.e., Jepson claim) ........ccccceevennnnn 2129
INACCUIALE ..o 2173.03
Incomplete......coovveveievci e 707.07(j), 2172.01
INdefinite ....ccooovveciecce 706.03(d), 2173
Independent...........cooeeieenini i 608.01(n)
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Claim presented corresponding to claim of patent--Class definitions

Sec. No.
INAEX 1t 719.04
Indirect limitation ..........cc.cccovvvnene 706.03(d), 2173.05(f)
Informal ..o 702.01
International application ............ccccoveiiiiiicicnnn 1824
Interpretation................ 2111,2111.01, 2111.02, 2111.03
JEPSON .t 2129
LinkKing......cooovvvvneiinieiieen 806.04, 806.05(c), 809,
......................................................... 809.03, 821.04(a)
Linking, GENEFiC.......ccovvereeiiiicieriens 806.04, 821.04(a)
Linking, Traverse of rejection............c.ccceevnnene. 818.03(d)
Markush .........ccceeevevieninnesneene, 2173.05(h), 2173.05(0)
GENEIIC c.vevviviveeieic e 803.02
SUDGENUS. ...ttt 2173.05(h)
SUPPOIT .o 608.01(p)
Means (See also MEeans) .......ccccvvvevereereeresienenennens 2181
MISSING 1.vvveeeeeeee e 601.01(e)
Multiple dependent ...........ccccovvvvevevevcnicse e, 608.01(n)
MUItIPHICItY .o 2173.05(h), 2173.05(n)
Negative limitation ..o 2173.05(i)
New matter.........ccoevvevrvrnnnnns 608.04, 706.03(0), 2163.06
Reissue application..........cccccovvervevnenccneninns 1411.02
Nonelected invention...........cccccceeevvieieevenenn, 706.03(m)
............................................ 821.01, 821.02, 821.04(a)
Nonelected invention, Added...........cccovevrenennn 821.03
NONSLALULOTY ....vevveveeeieecce e 706.03(a)
................................................................ 2105 to 2107
Nonstatutory, Cancellation ............ccccceeeeenee 1302.04(b)
NUMDBEIING . 608.01(j)
Objection contrasted with rejection ............c..c...... 706.01
Official Gazette (O.G.)..c.cccevevvvvreireeeeeieeenn 1302.09
Omnibus claim........cccocoviieiei e, 2173.05(r)
Ordinary and customary meaning............. 2106, 2111.01
OFIgiNal ..o 608.01(1)
Patentably diStinCt...........ccocooveniininiiiin 706.03(k)
Plain meaning of claimterm..........c.ccocoevvvinenene 2111.01
Plant application ..........ccccoovvvrernienenseiens 1605, 1610
PIUFaL.....coiiiic s 706.03(k)
Priority (See also Foreign application) .... 201.13, 201.14
Product, Functional ............c.ccocevviinniineniiineee 2114
Product by process........cccccevvevverervenienns 2113, 2173.05(p)
Prolix (See also Indefinite claim) .................. 2173.05(m)
RANGES ... 2131.03, 2145.05
Reference numerals included....... 608.01(m), 2173.05(s)
Reissue application
NUMDENING ..o 1453, 1455
Original claim subject to reexamination............... 1440
Printed in Official Gazette ............cccceveeerenenenn 1455
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Sec. No.
Same invention as original patent.................... 1412.01
Underlining and bracketing............cc.cccccee. 1453, 1455
REJECTION ..o 706, 2121 to 2186
Relative terminology ..........cccceevvnenenennnen, 2173.05(b)
Renumbering at iSSUe .........cccceevvuennane. 608.01(j), 1302.01
Renumbering dependent.................... 608.01(n), 1302.01
Single Means ... 2164.08(a), 2181
Single SENENCE.........cvvviiiiree e 608.01(m)
Species, how recognized.................. 806.04(e), 806.04(f)
Species (plural) added ...........ccocevviriniiinnnnn, 818.02(b)
Statutory requirement........ccocveevveevsieseeieeieennns 608.01(k)
Subgenus (Markush type).........ccccocveveneninn 2173.05(h)
Subject matter eligibility ..o, 706.03(a)
Suggested for interference............ 2304.03 to 2304.04(b)
Failure to make .......cccocvvvvvevniececececesen, 706.03(u)
Time limit......cooc e 710.02(c)
Summary of invention, consistent.................. 608.01(d)
Terminology basis in description ............c........ 608.01(0)
..................................................... 2173.01, 2173.05(a)
unsupported.......cccoevenenencnesenn 2163.01, 2173.03
USE ClaIMS ... 2173.05(q)
Vague (See also Indefinite claim)..706.03, 2171 to 2173
Varying SCOPE.....cereirrerieinienieesie e 608.01(m)
“Whereby” clauses in........cccccoevvivrvivennnne. 2106, 2111.04
“Wherein” clauses in........cccoovverieneenen, 2106, 2111.04
With motion granted in part ..........cccocevvevenenennne 714.20
Withdrawal of appealed claim.............. 1214.05, 1215.03
Claim presented corresponding to claim of patent (See also
Interference).......ccvvvvveevcneiicninn, 710.04(a), 2304.4(a)
Appeal of rejection..........ccccvevviveieiveieieienn, 1205, 1210
Disclaimer rejeCtion .........ccocevvverieienenenenins 706.03(u)
Late amendment..........coceeveieninenieieee e 714.19
Not a reply to Office action.............cccevevvruennn 711.02(b)
Patent in different Technology Center ........... 2304.01(b)
Period for reply .......cccoeevvvvvinennnne. 710.02(c), 710.04(a)
Prosecution Closed..........cocooviiiiiinene e, 714.19
REJECTION ..o 2303
TC Director’s attention ..........cccccevevieverivriesnenne 1003
Rejection, Failure to reply t0........cccccevvveiennne 706.03(u)
SPECIAL....eiiiice e 708.01
TC Director’s attention required ...........ccocoecereeneenns 1003
Time limit for reply ... 710.02(c)
Claiming same invention.................. 706.02(f)(2), 706.02(k)
...................................... 706.02(1) to 706.02(1)(3), 715
Class, SCOPE ..o.vvvvrerecrieierieie ettt sre e 903.02(b)
Class, transfer .......ccvviiriiese s 903.05
Class definitions .........cooereeieienine e 902.02
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Classification-- Common applicants

Sec. No.

Classification (See also Patent classification) ....Chapter 900
Application (See Classification of application)

BaSIS...ecuiiee e 903.02
BUITEEIN ... 902.04
Definitions ......c.ccovvereiniiicrceicees 902.02, 902.02(a)
[D-] [0 R 903.09(a), 1503.01
Examiner (See Classification examiner)
FOreign patents.........coeeeverene v 903.03
Harmonized subclasses...........coovvevveininennnn 903.06
Index to U.S. Patent Classification ................... 902.01(a)
Classification, International.............ccccooovevnine. 903.09
INAICES. ..ttt 902.03
INFOrmMation ..o, 902.03(a)
Insight on USPTO Local Area Network........... 902.03(c)
International ... 903.09
Issue classification form/sheet/slip ......903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
Locarno International............cccccooeieneinnenennn. 903.09(a)
MaNAOrY .......coeiiieiie e 903.07
MEANUAL ... 902.01
Patent classification Home Page on the Internet
...................................................................... 902.03(a)
Nonpatent literature ...........ccooeveveoeieiene e 901.06
Numerical iINdeX........ccoevviriiiiiiiesen 902.03(c)
OFUEIS .. 902.04
Patent, Change of ..o, 903.05
Patent Classification Home Page on the USPTO Intranet
...................................................................... 902.03(b)
PHINCIPIES ..o 903.02
REVISION ....covveveiece e 903.02(a), 903.02(b)
Rules governing applications...........c.cccceeveenen. 903.08(e)
Statutory authority ........ccocoveiiiieiicicnccees 903.01
SUBCIASS HSES ....cveiciiieiciee e 902.03(c)
Classification examiner
Decision on classification............. 903.08(d) to 903.08(e)
Patentability report..........cccoovvivieniinienenenn, 705.01(a)
Classification of application............ccccccoeevnenae Chapter 900
Allowed application..........c.c.cceeuennen. 903.07 to 903.07(b)
.............................................................. 1004, 1302.10
Amendment affecting .........ccccoevvevvvnivicicieiennn, 903.08(c)
Borderling .......cccoeeieiiiiic e 903.08(a)
By applicant.........ccoeiieiiiiiiice e 601
Cross-referenCing........occoeveveeeneneienenieienee 903.07(a)
DiSPULEd.....ccvereieiecere e 903.08(a), 903.08(d)
File wrapper data .........cccoceeeriveneneninescseens 719.03
Improperly classified ..o, 903.08(a)

In another Technology Center at allowance
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............................................ 903.07(b), 903.08(a)
New application, by Office of Initial Patent
Examination (Office of Patent Application

Processing) ......ccccovvevveennnnn 903.08(a), 903.08(e)

New application, by SPE.........c.ccococvenniinenn. 903.08(b)
Post clasSifier .......ccocvvveivivveieieieieins 903.08(e), 903.10
Preliminary ... 601
RUIES QOVEINING ..oeviiciiieceee e 903.08(e)
Transfer to another Technology Center............ 903.08(a)
..................................................................... 903.08(d)
Classifier, POSt........ccccocvviviivrivnineieresenies 903.08(e), 903.10
Clean copy of specification ................... 608.01(q), 1302.02
Clearance for new law interpretation...........c.cc.ccovvenee. 1208
Closed prosecution except for formal matters......... 707.07(j)
................................................ 710.02(b), 714.14
Prosecution not closed........ccccevvevveveievieninnnnnn, 707.07(j)
Closing of Patent and Trademark Office ............ 201.13,510

Code of Federal Regulations (CFR) (See Rules, Patent
(Code of Federal Regulations))

Coinventor, Power of attorney..........cccocceeeveevvnninnnnns 402.01
Collateral estoppel (See also Estoppel) .........cc......... 2012.01
Ex-parte reexamination ............ccccoeeverenenneienneeniens 2259
Inter partes reexamination ...........c.ccocceveevrereinnenn 2659
Combination and aggregation............ 2173.05(j), 2173.05(k)
Combination and subcombination......................... 806.05(a)
............................................ 806.05(c), 903.02(b)
Comments on tests or examples ........cc.cccvereennen 707.07(1)
Commercial activity as on sale (See also On sale)
........................ 706.02(c), 2133.03 to 2133.03(e)
Commercial exploitation as on sale
(Seealso Onsale) ......cccccevereennns 706.02(c), 2133.03(e)(1)

Commercial success of invention, affidavit alleging (See
also Affidavits, traversing rejections (37 CFR 1.132))
........................................................... 716.03, 1504.03
Commissioner for Patents
(See also Director of the USPTO; Office of the

Commissioner for Patents).................. 409.03, 708.01
................................................ 720.01, 720.02, 720.03
Duty of Disclosure to ........ccceevvvevevennse s 2001.03
Mailing address ......c.coevveveeiernse e 501
Statutory DasiS ........cccevvieiiieiie 1001

Commissioner initiated reexamination (See Director
initiated Reexamination)
Commissioner for Trademarks

Petitions decided DY ........cccoceveviniieiiiiiee, 1002.02(i)
Commodity Control List (CCL) .....ccoevviiriiiieiereien 120
Common applicants........ 715.01(a), 706.02(f)(2), 706.02(k)
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Sec. No.
....................... 706.02(1) to 706.02(1)(3), 709.01, 2137
Common knowledge, use in rejections..................... 2144.03
Common ownership ......706.02(k), 706.02(1) to 706.02(1)(3)
............................................................................. 2137
Conflicting claims..........c.ccoovvrvinennne. 303, 706.02(f)(2)
.......................... 706.03(k), 709.01, 804, 822, 2304.05
Evidence required for establishing................ 706.02(1)(2)
Common representative for international application ...........
................................................................ 402.09, 1807

Communication with suspended or excluded attorney or

- 1= | SRS 105
Communications, official mailing address for ............... 501
Communication via Internet..........cccccevvevveveeieennnnn, 502.03

Comparative tests (See also Affidavits, traversing rejections

(37 CFR 1.132)) c.eveeieicieieeeeiee e 716.02(b)
Complete application ........ 201.03, 506, 601.01 to 601.01(g)
Complete British specification............cccceevvvivivnnenn, 201.15
“Comprising” as transitional phrase..........ccc.ccccc...... 2111.03
“Comprising” in Markush claim ............ccc.cooev.e. 2173.05(h)
Compact disc submissions ................ 608.05, 2421.04, 2425

Amendments t0.....cccovvevvereiene e, 608.05, 2426
Computer programs ..........c.cceceeeeereerennenns 608.05(a), 2425
REQUIrEMENTS ....oeeiiiieieeee e 608.05
Sequence LiStingsS ......ccocvveerereieneneene e 1823.02
................................................ 2420, 2422.03, 2424.01
Tables.....coovviiiieiieeens 608.05(b), 1823.02, 2424.01
Computer generated iCONS.........cccoevereiereriennnne 1504.01(a)
Computer programs or software
Adequate disClosUre.........ccccoveereneiiiinece, 2164.06(c)
Affidavit practice........cccoevvviveverenere e, 2164.06(c)
BeSt MOE .....cvvvviieiic e 2161.01
Deposit of listings........cccceoeevvreiennne. 608.05, 608.05(a)
Enablement ... 2161.01, 2164.06(c)
Patentable subject matter ..........ccccovvevevevenniennn, 2106
Printed in PG-PUD ... 1121
Undue experimentation...........coceeevereierieennn. 2164.06(c)
Written description .........cccocevveveiincncieseneene, 2161.01
Concealment........ocovveneinennnic 608.01(h), 2138.03
Conception ......cccceeveverinnn. 715.07, 2138, 2138.01, 2138.04
Concordance, International and United States classification
.................................................................. 903.09
Concurrent Office proceedings ..........ccoceereverereienennas 2282
Conduct of ex parte reexamination proceedings ........... 2254
Conduct of inter partes reexamination proceedings...... 2654
Confidential citation of prior art...........cccccceeeeee 2202, 2203
Confidential material...........cccccooeienennne 121, 724 to 724.05
Confidential material submission....................... 121, 724.02
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Confidential party of interest.........cc.ccoovvvrivinenns 2202, 2203
Confidential status of application.............. 101, 706.02(f)(2)
Same applicant ................... 706.02, 706.02(c), 706.03(k)
............................................. 709.01, 804, 822, 822.01
RUIE 1.53()..vcveeeveeeirieieenieee e 201.06(d)
Confidentiality, pending applications................ Chapter 100
Confidentiality of international applications ................... 110
Confirmation NUMDEr ........c.ccoviiii 503
Conflicting applications, same assignee .........c.cccceevvvenen. 303
................................... 706.02(f)(2), 706.02(k), 709.01
................................................ 715.01(b), 804.03, 822
Conflicting oaths or declarations............c.ccocevvvrivinennn. 201.03
Congress, Inquiry on status of application by member of
............................................................. 203.08(a)
Conservator, Authority recorded ...........ccceevvvivinnnne 409.02
Conservator, Legally incapacitated inventor .............. 409.02
“Consisting essentially of” as transitional phrase.....2111.03
“Consisting of” as transitional phrase.............c......... 2111.03
“Consisting of” in Markush claim ............c.cc.e.... 2173.05(h)
Constitutional basis for patents............cc.cccuvnee. Introduction
Constructive election (See also Election of species)
.................................................... 818.02(a), 818.02(c)
Constructive notice to patent owner of request for
reexamination .........cceeevveevveeeeirecree e 2230, 2630, 2654
Constructive reduction to practice.........c.ccoevvvvrivrnennns 715.07
Consular certificate...........coovvvveiririirecreeens 604.04
Consular certificate, Foreign executor or administrator
.................................................... 409.01(b), 409.01(d)
Consular certificate, Omission of ...........cccccvenee. 604.04(a)
Consular OffiCer ... 604.04
Content of ex-parte reexamination request................... 2214
Content of inter partes reexamination request............... 2614
Continuation ..........ccoceevevrennn 201.06(c), 201.07, 601.01(a)
Assignment carried from parent.................... 201.12, 306
Continued prosecution application (CPA)........ 201.06(d)
COPENABNCY ....vvcvveieeieie et 201.11
Cross-reference to prior application...................... 201.11
Definition ......coovvviieeee e 201.07
DTS o o S 1504.20
Effective filing date..........ccocvvevivviviicccecenen, 201.11
File wrapper continuing (FWC) .........ccccevvenene 201.06(b)
File wrapper/history notation ...........cccccoceevnencne. 202.02
Final rejection on first action...........cc.cceeeereneee 706.07(b)
Identification on letter of transmittal ..............cc.cveeee. 506
Inspection of parent...........ccccvevvveeieineneie s 103
Inter partes reexamination of ............ccccocevvviinnnne 2611
International application............ccccocoiiiiivinnnnn 1817.02
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Continuation-in-part-- Copending U.S. application

Sec. No.

International application as parent.......... 201.11(a), 1895
Inventor, at least one in COMMON...........cooevrvennn. 201.11
NEW MALLer......covreiieieiee e 201.07, 608.04(b)
Oath i 602.05(a)
OWNEISNIP ...t 201.12
Parent application data in specification ................ 201.11
Parent application data noted in file history/wrapper

........................................................... 202.02, 1302.04
Reference to parent application ............c.cccceeevenne 201.11
Reference to parent application inadvertently omitted

........................................................................ 1302.04
REISSUE .....cvvevirieieiirieise e 1414, 1441, 1451
RESEIICHION ... 819
Rule 1.53(0) ..cveerieiirieeeee e 201.06(c)
RUIE 1.53(d) c.eveeereieiieiinieecneecrese e 201.06(d)
Rule 1.60 application, Former .........cc.ccoovvveee. 201.06(a)
Rule 1.62 application, Former ..........c.cccccevvvene. 201.06(b)
Terminal disclaimer, effect in...........ccccooviniiinene. 1490
Time for filing......cccooooviiini 201.11
When patented, opens parent application to public

INSPECLION ..ot 103
Written description requirement .........ccococvvevenne. 201.11

Continuation-in-part.........cccceeeeeeeeeienennn. 201.08, 601.01(a)

Assignment from parent does not apply .............c..... 306
COPENABNCY ..ot 201.11
Cross reference to parent application.................... 201.11
Definition.......ccoeoieiii e 201.08
Design application ..........cccceoeeiiciencneiene 1504.20
Effective date........cocceevvvvvveennnne 201.11, 706.02, 2133.01
File wrapper continuing procedure.................... 201.06(b)
File wrapper/history notation............cc.cceeevrennen. 202.02
Filed by aSSIgNEE......coeiiieiiiere e 324
Identification on letter of transmittal ......................... 506
Inspection of parent ...........cccoevvenenienenseseee 103
Inter partes reexamination of............cccccccevevennnnn 2611
International application ...........ccccocevvvrerinennnn, 1817.02
International application as parent.................... 201.11(a)
Inventor, at least one in common...........c..cccueu.... 201.11
OWNEISNIP ... 306
Reference to parent application ............ccccevvernnen. 201.11
Rejection over published priority document....... 2133.01
Rule 1.53(0) c.vovvveeiiiiiiciceceee e 201.06(c)
Rule 1.62, FOMMEr .....ccooviiriiiriececc e 201.06(b)
Time for filing.....cccooovveviiiec 201.11
When patented, opens parent application to public

INSPECLION ..o 103

Continued Prosecution Application (CPA)......... 201, 201.06
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Sec. No.
..................................................................... 201.06(d)
Amendments before first Office action............. 714.01(e)
Application NUMDET ... 503
Assignee right to take action ...........ccoceeeivneniienenn 324
Certificate of mailing or transmission ............c.ccee..... 512
Complete non-provisional application .................. 601.01
..................................................................... 601.01(a)
Continuation-in-part not permitted.............ccco...... 201.08
Continuity with parent..........ccccccoeviiriiinninen, 201.11
COrreSPONAENCE......ccvvvvreeeereeeeeeerene e 502, 502.01
Cross reference to previous application ................ 202.02
Design application..........c.ccocevvrenee 201.06(d), 1502.01
Eliminated for utility and plant applications .... 201.06(d)
Express abandonment of prior application............ 711.01
..................................................................... 711.02(b)
Fees
As of the filing date..........ccccceoeviiiiincnnn 2164.05(a)
Reissue application ... 1415
FOreign Priority .......ccoceoeeeieneieneneeneeseseesieeas 201.14
Improper CPA treated as RCE ......... 201.6(d), 706.07(h)
Information disclosure statement in parent .......... 609.02,
707.05
Inter partes reexamination of ............ccccoevvvreiinnenn 2611
Patent term .....veeeeeeeiiiee e, 1303, 2701
Plant application, no longer available .............. 201.06(d)
PRIOFILY oo 1302.04
Published as PG-PUD ...........cccocoveiiiiiiieiccece 1120
REISSUE ...t 1430
Restriction requirement in prior application............... 819
Suspension of aCtioN.........ccccevevieviivn s, 709
Terminal disclaimer, effect in ...........ccooeevviiinnnnn, 1490
Utility application, no longer available ............ 201.06(d)
Continuing application ................. 201.11, 1302.12, 1302.04
Specific reference.......covvvveviicnencec 201.11
Continuing data (See also Cross-noting) ..........c..c...... 202.02
Continuity between applications............c.ccoccveeneinennne 201.11
Control of inspection by assignee..........cccceevererrienecnn 106
Convention, International (See also Treaties)............. 201.13
Converting nonprovisional and provisional applications
.................................................... 201.04(b), 601.01(c)
COPENABNCY vttt sttt 201.11
Copending U.S. application
Common ownership .........c.ccoeeee 706.02(k), 706.02(1)(2)
Design application...........cccocevevervvnvnninseennnenns 1504.20
Different inventive entities........c..cccccceevnennn. 706.02(f)(2)
................................................ 706.02(k), 706.02(1)(3)
Duty of disclosure in..........ccceeevenencnnncne, 2001.06(b)
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Copied patent claim--Cover sheet — provisional application

Sec. No.

Terminal disclaimer practice........c.ccoovvevvivvivivennnnn
Copied patent claim (See Claim presented corresponding to
claim of patent)

COPIEE COPIES.....viveeeitiniesiieieeeeie e 714.07
Copies of prior art with reexamination request
EX PAITE...coi e 2218
INTEr PAITES.....vii et 2618
Copies of published applications............ccccccvoivnicinnncns 1128
Copy of foreign application, certified .............ccceee. 201.14
Copy of printed patent in reexamination
EX PAIE...coci e 2219
INTEr PAIES.....vvi it 2619
Copying ex-parte reexamination file by public............. 2232
Copying inter partes reexamination file by public........ 2632
LO00] )Y/ [0 o1 ¢SRS 608.01(v)
Relationship to design patents ........cccccocevvrererinnnn. 1512
Correction of drawing ........cccccceevvvvieanae 608.02(p), 1302.05
Annotated SheetS.......ooeve i 608.02(v)
Approval by examiner .........c.ccccvereieneineneens 608.02(x)
Corrected stamp no longer required.................. 608.02(0)
Deferrable .......cccovevveviviiiiiie, 608.02(b), 608.02(p)
Marked-Up COPY ...ccvvvevierieinie e seeie s 608.02(v)
NEW MALLET.....cotiiiiiiiisie e 608.04
NOt @PPrOVEd .....coiveiiiiiiiciie e 608.02(x)
OFder fOr ...cveevecc e 608.02(x)
Replacement sheets.........ccoccevveriinnnn 1302.05, 1303.01
Required by drafting ...........ccooooiiiiiiiiine 707.07(c)
Correction of inventorship
ApPlIication ... 201.03, 605.04(g)
Consent of asSIgNEE ......ccccveverrerevere e 201.03
Continuing application..........ccccocvviieieineieennn, 201.03
During ex parte reexamination .............c.ccccceeee. 2250.02
During inter partes reexamination............ 2658, 2666.03
In a patent
By a certificate of correction................. 1412.04, 1481
By filing a reissue application............... 1402, 1412.04
MISJOINAET ... 1412.04
PTO procedure.........covereeieneeneneiseeeniens 605.04(Q)
Correction of name.................. 201.03, 605.04(b), 605.04(c)
Correction of patent..........cccccovevveveveveniniiennnns Chapter 1400

By reexamination (See Reexamination, Ex parte;
Reexamination, Inter partes)
By reissue (See also Reissue application)... 1401 to 1470

Certificate of correction..........cccceevvevieennen. 1480 to 1485
Statutory disclaimer (See also Disclaimer; Terminal

AISCIAIMEN) ..ot 1490

Correction of PG-Pub........c.ccoooiiiiiiiiieieee e 1130
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Sec. No.
Correction of reference citation................. 707.05(g), 710.06
Correspondence (See also Mail stop)
Address of PTO ... 501, 502
Address in secrecy order applications................c.c...... 120
Address of patent OWNEr..........ccccovvrenienensesee 2622
Address, official mailing ..........ccccoevevviiveicienciecen, 501
Address of a law firm ..., 403
ASSOCIate attOrNeY .......cccevvverieiicrieece e 403.01
Boxes (See Mail stop)
Continuing application ...........ccccoceveevinicnnnnn, 201.06(c)
Crossing in Mail ... 714.05
Duplicate filings........cccocevvrenenn. 403, 502.04, 714.01(a)
Electronic mail ....... 502.03, 713, 713.01, 713.04, 713.05
Facsimile transmission ..........cccceevevveeeineens 502.01, 2515
Identifying with issue batch number (no longer required)
........................................................................ 1303.01
Maintenance fee ........cooevevevenc i 2515, 2542
Plural attorneys.........coccovvireeneneieneree e 403.02
Post AHIOWANCE. ......cccoeveiivee et 502, 1306
Published application ...........ccccvevviveiveieercne e 1134
Receipt and handling...........cccccovveveieninnnnn, Chapter 500
Reexamination, ex parte.........cceceveveveienesieseevnnes 2224
Reexamination, inter partes.........cccoceeeevenenereeennn. 2624
Signature reqUiremMents.........ccveeveereneeneenecneenns 502.02
Third party, application published...........c.ccccceevenin. 1134
With whom held..........cccoooiiiiiiine e 403
Counter-terrorism inventions, special status............... 708.02
CoUNtING BCLIONS .....veiiiiiieiiie e 1705
Countries for foreign priority.........cccoeevevvcvreincnnnnn, 201.13
COUNLIY COUBS ....vvvrvreieeieeriereere et neens 1851
L0001V o o] 1T Introduction
Court decision
Certificate Of.....ccocvvieei e, 1216.01
Citation Of ....ccveieie 707.06
Dissemination of ..o 1720
Entry in patent file.........ccocoovviviicieic e, 2207
Treatment OF ..o 1721
Unpublished decisSions...........ccoeveiennieneneenecnen, 2677
Court of Appeals for the Federal Circuit (CAFC)
..................... 711.02(b), 1002.02(k)(1), 1002.02(k)(3)
............................................... 1214.06, 1216, 1216.01
Appeal to, from an ex parte reexamination............... 2279
Appeal to, in an inter partes reexamination
................................................................... 2682, 2683
Court ordered inter partes reexamination................. 2686.04
Court papers, service on DireCtor ..........cccocvveivierieenns 1216
Cover sheet — provisional application.................. 201.04(b)
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CREATE Act-- Decision

Sec. No.

CREATE Act (See Joint Research Agreement)
Credit Card Payment Form PTO-2038 reproduced......... 509
Criteria for deciding ex parte reexamination request.... 2242
Criteria for deciding inter partes reexamination request
Cross appeal to the Board of Patent Appeals in inter partes
FEEXAMINALION .. .cvviviieiisieiece s
Cross appeal to the Federal Circuit in inter partes
FEEXAMINALION ...
Cross-noting
Data of parent application on file wrapper/history
202.02, 1302.09
Data of provisional application in specification.. 1302.04
Data of provisional application on file wrapper/history

.......................................................................... 202.02
Data of related application in specification........... 201.11
........................................................................ 1302.04
Foreign application cited in an application oath
............................................................. 201.14, 202.04
Foreign application, file wrapper/history.............. 202.03
In original patent file of reissue application.......... 202.05
Reissue applications............ccocevvvveveivenvennenn, 1451, 1455
Specific reference ... 201.11
Cross-reference
Another application (See also Cross-noting) ...608.01(p),
................................................................... 1302.04
Art COlECHION ..o 903.02(c)
Atallowance..........ccoovveiiinciciee 903.07, 1302.04
CItING coeiveeeie e 707.05(e)
Noted during examination ............cccceceeerernenn. 903.07(a)
Required for all claimed disclosure .................. 903.07(a)
Crossed MailiNgS ......cocovereierieeiee e 714.05
Customary meaning of claim term................. 2106, 2111.01

Customer Numbers... 402, 403, 711.04(c), 1807, 2515, 2540

Change of address........cccccovvevvvviviveiisreere e 601.03
Correspondence relating to .........cccoovvvversivrniincninnn, 403
Customer Service Center................... 104, 508.04, 608.02(z)
..................................... 714.13, 1430, 1470, 1730
Customer Window .... 103, 501, 502, 505, 710.02(e), 714.13
................................................... 1430, 1470, 2422.09
D

D-10 NOLICE....eveerieee e 130, 1304.01
D-11 NOLICE..cuiiee et 1103
Damage, Proof of irreparable..........cccccceceveieinnnns 409.03(g)
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Databases (See Electronic databases)
Date
AMENdmENt ... 505, 511, 512
............................................ 710.01(a), 710.05, 714.18
Citation of foreign patent ................ 901.05(a), 901.05(b)
CONVENLION ... s 201.13
Filing oo 201.11, 502, 503, 505, 506
...................................................... 506.02, 1002.02(b)
Filing, Refusal to accord ........c..cccevverirnnnne 506.02, 2133
Foreign application (priority) ...... 201.13, 201.14, 201.15
INVENTION ..ot 2137, 2138
Maintenance fees due........ccocovvvvrereiiieneicneneenen, 2506
OFfice aCtiON....cceiiiiciec 707.11
Office stamp ..., 502, 505, 506, 714.18
Reference.......cccocevvevvevvernennn, 706.02, 707.05(e), 707.05(f)
................................................. 715, 715.01, 715.01(c)
Technology Center stamp..........ccoeevveneiieniennnnn, 714.18
Date no longer entered on drawing..........c.cccceeveeee. 608.02(0)
Date of execution of 0ath...........cccceevivveiencncicie 602.05
Date stamp, Technology Center .........c.cccecevvrernrnnnn. 714.18
Death of attorney ........ccccveviveieicicceccce e 406
Death of inventor (See also Administrator or executor)
........................................................... 409 to 409.01(f)
Deceased inventor
Allowance not withdrawn ...........cccccocevverinninnn 1303.03
Legal representative as applicant ............ 409.01(a), 1820
Proof of authority of ..........cccoceviiiiiiiie 409.01(b)
Legal representative refuses to sign ................. 409.03(c)
Deceptive intent (See also Fraud; Inequitable conduct)
Biotechnology Process ........ccccvvevevveviereeresennens 706.02(n)
Foreign filing licenses..........ccocevvvvvennnne 140, 706.03(s)
INVENTOISHIP.....cviiii e 201.03
REISSUE ...t 1402, 1414, 2012
Decision
By Board of Patent Appeals and Interferences......... 1213
........................................................................ 1302.14
Dissemination of ..........cccooeiiiiiiiiie e 1720
Ex-parte reexamination............c.ccovvvreinennnnienn 2277
Inter partes reexamination ..............cc.coevene. 2681, 2682
Reconsideration of ..o 1214.03
Treatment Of ..o 1721
CtAtIoN ..o 707.06
Ex-parte reexamination rehearing request................ 2240
Governs examiner’s action............cc.ceevevennen. Introduction
LiSted. ..o Appendix Il
Ordering ex-parte reexamination .............c.ccoceeeneee. 2246



INDEX

Declaration--Deposit rules

Sec. No.

Ordering inter partes reexamination (See
Reexamination, Inter partes: Decision on the request
for reexamination)

Public availability ..o 103
Publication of ..., 707.06
Declaration (See also Oath)..........ccccvevvvviivevvicineieins 602
After appeal ... 1211.02
AMENAMENT......ceiiiiiiiiireee e 602.01
Attached to specification .............cccocveiiinenne 605.04(a)
Change of inventorship.........cccoeniiiiiiincnnn, 201.03
Copies, filing Of ....cccooviece 602
Copies from prior application...............ccccceeniae 201.06(c)
Date of eXECULION .......coviiiriiiiireeieee e 602.05
DEfECHIVE ..o 602.03
Delayed filing ......ccccoevvvriieirceseeeee e 506
Executed before alterations made...................... 605.04(a)
Facsimile transmissSion.........c.ccovvvvveivnerienens 502.01, 602
Foreign priority applications listed ....................... 201.14
......................................................... 201.14(c), 202.04
International application......... 1820, 1893.01, 1893.01(a)
....................................... 1893.01(a)(1), 1893.01(a)(2)
............................................ 1893.01(a)(3), 1893.01(e)
................................................ 1893.03(a), 1893.03(b)
................................................ 1893.03(g), 1895, 1896
Inventor refuses to sign or cannot be found............... 603
T g o] g VT 409
NON-ENGlish ... 602.06
Plant patent application...........c.cccoeveiiinnenciennne, 1604
Refers to preliminary amendment............. 601.01(a), 602
Reissue application .........c.ccceevvvvvrnnnnnn, 706.03(x), 1414
.................................................... 1414.01, 1444, 1455
Signed before alteration .............cccceoeieiiiennne 605.04(a)
SUBSEITULE ..o 602.02
Declarations, conflicting ...........ccocoevvevevnieicreien 201.03
Declassified Matter..........ccocevvevievieniniesieeieeieneinens 707.05(f)
Dedication to the public ........cc.ccocevvviencieiiiiceen, 715, 1490
Defective 0ath ... 602.03
In reissue application ...........cococvevvineniicscenn 1414
Defects, correction of, in request for ex parte reexamination
............................................................................. 2231
Defects, correction of in request for inter-partes
FEEXAMINALION ... 2231
Defense, applications affecting ............... 115, 120, 130, 140
Defensive publication citation.............cc.ccocvvevrennns 711.06(a)
Defensive publication program ..........ccccceeevieeeniennnnen, 711.06
Deferral of examination ..........c.ccocevvviveiinieisineieeieas 709
Definition of Class ..o 902.02
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Sec. No.
Delegation of Director’s authority ..........cc.ccoevevennne. 1001.01
.............................................................. 1002, 1002.02
Demonstration at iNterview...........ccooeeererenciencneenn 713.08
Denial of request for reexamination ............... 2247, 2247.01
.............................................................. 2647, 2647.01
Department of Energy (DOE).......cccccvvvevenvninnnenn, 115, 140
..................................................... 150, 151, 706.03(b)
Department of Commerce, Organization Orders
30-3A CItEU ... 510
30-3B CIteA ...oeveiececr e 510
Dependent claim........cccccovvvviviinnvcinnecceccsece e, 608.01(n)
Objected to when base claim is canceled ......... 608.01(n)
...................................................................... 707.07(j)
REISSUE .vvieeeieee e 1455
Treatment in inter partes reexamination ............. 2660.03
Dependent claim, objected to when improper ....... 608.01(n)
.................................................................. 706.01
DepOSit ACCOUNT .....ccveveriireieiirieieie et 509.01
AUthOriZationsS.........cccvvvevee e, 509.01, 1302.04
Extensions of time.........ccccccvvivicnciecccc e 706.07(f)
International applications........... 1827.01, 1850, 1875.01
ISSUE TEE...cvvivicicee e, 1303, 1306, 1308.01
Maintenance fee ........ccooeveveieienennnne 2510, 2515, 2522
L@ o[\ o P 509.01
Petition T8 ...oov v 711.03(c)
REFUNS ..o 509, 607.02
Replenishment...........ocoooiiiiiniiieiccee 509.01
Mailing address.........cocovveriiniiiine e 501
Deposit Account DiViSION.........c.ccveririneiiieicicsieeas 509.01
Deposit of microorganisms (See also Biotechnology)
.................................. 1605, 1823.01, 2402 to 2411.05
Deposit of correspondence ..........cccooeeeierenenenesieneenns 502
Depositions
EVIAENCE ..o 1901.02, 2013
OF XAMINET .o 1701.01
Deposit rules (See also Biotechnology)........... Chapter 2400
Acceptable depository .........cccooeriiniiiiieieicses 2405
Background information ............cccoceenenninennennen, 2401
Biological material, definition............cccccooveverennennn. 2403
Biological material, made or isolated without undue
EXPErimentation ........c..ccovevvevieievese s 2404.02
Budapest Treaty (See also Treaties).........cccccevvreneen 2402
Budapest Treaty depoSitories ..........ccccvvevrerenieennen. 2405
Depositories, Current list of Budapest Treaty .......... 2405
Effective date .......ccoovvvvreiiieneceeceee, 2401, 2402
EXamination procedures..........coevvrerieiesiereeenieennen, 2411
AFEEr grant.... ..o 2411.04
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Deputy Director of Patents and Trademarks-- Design application

Sec. No.
Application in condition for allowance except for
dEPOSIt.....ccvicicecreece e 2411.03
Certificate of correction...........ccocvveerviiennnne 2411.04
Content of application regarding deposited material
................................................................ 2411.05
Need for 37 CFR 1.312 amendment................ 2411.03
REISSUE. ..ot 2411.04
Rejections based on deposit issue.................... 2411.01
Responses from applicant............ccoceveevnenane, 2411.02
Furnishing of sSamples..........ccoccoinninennincnnee, 2410
ACCESS t0 AEPOSITS....c.vevereerieriecirce e 2410.01
Certification of accessibility of deposit ........... 2410.02
Conditions of deposit..........c.ccooveieiinieienennene 2410.01
Exception to removal of restrictions................ 2410.01
Restrictions removed upon grant.................... 2410.01
Known and readily available biological material
........................................................................ 2404.01
Budapest Treaty deposit .........ccoceevererrenereenne. 2404.01
Continuity of aCCESS.......covvvrrriiiriiiicrieiene 2404.01
Deposits certified as available .............c..c....... 2404.01
Health, safety restrictions ..........cc.ccceevevernenn, 2404.01
Indicia of “known and readily available” ........ 2404.01
Material capable of self-replication .................... 2403.01
Direct self-replication ............ccccoevviineinennne, 2403.01
Indirect self-replication.............ccccevvevereinnnne 2403.01
Need for a deposit......ccccvervvereiininciiseninns 2402, 2404
Plant material ..........ccooiiieiieiiiii e 2403.02
Plant Patent Act, Relation t0...........ccccceoeveirnee 2403.02
Reference to deposit in application........... 2404, 2404.03
Implication, presumption............c.......... 2404, 2404.03
Requirements of 35 U.S.C. 112.............. 2164.06, 2404
................................................................ 2404.03
Replacement or supplement of deposit.................... 2407
After a patent has issued........c.cccovvevevenerenene 2407.02
Exemption from replacement .............cccccevnee. 2407.05
Failure to replace ........ccooevveeveivie e, 2407.03
In a pending application/reexamination proceeding
................................................................ 2407.01
Reason for replacement ..........cccceeeveveievennn, 2407.04
Replacement not recognized.........cc.cccevevennens 2407.06
Treatment of replacement, presumption of identity
................................................................ 2407.04
SBBUS .ttt 2403.02
Term of deposSit.......cccvvvevieririecrceeee e 2408
Budapest Treaty term........cccocvvvrvvreinernesenenns 2408
Enforceable life of patent............ccccoevviviiieninn, 2408
Time for making original deposit .............c.cccevnnene. 2406
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Sec. No.
Assurance regarding deposit before payment of issue
FEE i 2406, 2411.03
Corroboration..........ccccoeveniienieece e 2406.02
Description in application specification........... 2406.01
During application pendency .........ccccccveeeerennn 2406
Loss of U.S. filing date in other countries........ 2406.03
NEeW Matter.......ccoooveiiiiiie e 2406.01
Patent Cooperation Treaty applications . 1823.01, 2406
Post-issuance deposSitS.........cooevreviiriereneneenenns 2406
Viability of deposit........cccccveriiniiniencireeee, 2409
Viability statement...........cccceveieievine v, 2409
35 U.S.C. 112 requirements ................. 2402, 2403, 2404
Deputy Director of Patents and Trademarks
......................................................... 1002.02(0), 1203
Derogatory remark regarding prior art.................... 608.01(r)
Description
Basis for claim............. 608.01(0), 706.03(c), 2161, 2163
Computer programming ...........ccoeeereresereienennas 2161.01
Detailed ...t 608.01(Q)
International application..........c.ccccocevevevniivnncnenenn, 1823
Design application ...........ccccevevineienencnennns Chapter 1500
ANalogous art ........cccovveieienenesee, 1504.02, 1504.03
ANLICIPALION. ... 1504.02
Application, elements of .........cccoceviniiiinniie 1503
Articles, design comprising multiple ............. 1504.01(b)
“Average observer” test ........cocovvieieninineneen, 1504.02
Benelux Designs Convention (See also Treaties)
........................................................... 201.13, 1504.10
Characteristic feature.............cccco.e.... 1503.01, 1504.01(a)
ClaiM e 1503, 1503.01
Combining references ..........ccooeveeveenienenenenn, 1504.03
Commercial SUCCESS .....cvevvvrverierieiieieeeie e 1504.03
Computer generated iCONS........cccovervrereennen. 1504.01(a)
Continuation application ............c.ccccvververnienennns 1504.20
Continuation-in-part (CIP) application................ 1504.20
Continued Prosecution Application (CPA)......... 1502.01
Convention, International....................... 201.13, 1504.10
Copending applications..........c.cccceuenen. 1504.06, 1504.20
Copying, evidence of, to rebut obviousness........ 1504.03
Copyright, Relationship to .........ccccevevevviieiesnnen, 1512
DefiNItioN ....c.ooiiiiice e 1502
DeSCIIPHION ... 1503, 1503.01
Disclaimer .......c.ccccocevvvvvreenn. 1503.01, 1503.02, 1504.04
Disclosure.......cccoooeeevevnennnn. 1503.01, 1503.02, 1504.04
Divisional application ............c.ccccceennee. 201.06, 1504.20
Double patenting ..........ccooeveveninienieieienn. 804, 1504.06



INDEX

Design patent series--Dictionary as a source for the ordinary and customary meaning of a claim term

Sec. No.
Drawing ......ccccceeveernens 1503, 1503.01, 1503.02, 1504.04
Broken lines..........ccocevvvvennas 1503.01, 1503.02, 1504.04
COlOT ittt e 1503.02
Trademarks ... 1512
Embodiments, alternate or multiple.................... 1503.01
..................................................... 1504.01(b), 1504.05
Enablement ..o, 1503.02, 1504.04
European Community Design treaty.................. 1504.10
Examination.........ccccceevvevieeenennne, 1504, 1504.01, 1504.02
................................................. 1504.03, 1504.04
Expedited Examination....... 502, 1002.02(c)(3), 1504.30
REISSUE. ....eeveiiiieieiirie e 1457
EXpert teStimony .........cccveieveniniiececee e 1504.03
Feature emphasized..........cccoovevienninencicnee 1503.01
Fee, filiNg .o 607
REISSUE.....eiieiirieeierie s 1457
FEE, ISSUB... e eviieieie ettt e 1306
FONE, TYPE et 1504.01(a)
Foreign priority.........ccoceeveenen. 201.13, 1504.02, 1504.10
German application...........ccocveevevverercrenennn, 201.14(b)
More than six months before U.S. filing ......... 1504.02
Functionality .......cccovvveveieii e 1504.01(c)
ObViousness and...........ccoceeererenenenesenceeenes 1504.03
Hague Agreement (See also Treaties).... 201.13, 1504.10
Hidden end USE .......covevvevere v, 1504.01(c)
Hidden feature ..........cccveuenene. 1504.02, 1504.03, 1504.04
Icon, computer generated............ccoccoeverienene 1504.01(a)
Indefiniteness.........cccoeveeene 1503.01, 1503.02, 1504.04
Library collections relating to...........cc.cccvenee. 901.06(a)
Modification, description.........ccccccvveverererenennns 1503.01
Multiple embodiments ..........cccccvevviiniecrcnenen, 1504.05
Multiple parts of article............ccooeeeiiiiinnnnnne 1504.01(b)
New matter......... 1503.01, 1503.02, 1504.01(a), 1504.04
Object, Design fOr.........ccoeireiiireiic e 1502
ODVIOUSNESS ...ttt 1504.03
Obviousness-type double patenting (ODP) ........ 1504.06
Offensive subject matter ..........c.ccocvvvvvinnnnne. 1504.01(e)
Ornamentality 1acking.........c.ccocvervininninnenn 1504.01(c)
Patent Cooperation Treaty ........cc.ccoevvvrnene 1501, 1502.01
Patentability ............... 1504.01, 1504.01(a) to 1504.01(e)
........................................... 1504.02, 1504.03, 1504.04
Petition, Special Status ............cccccceeee. 708.02, 1504.30
Petition to accept color drawings
or photographs.........ccccceveviieveinnnn, 608.02, 1503.02
Photographs ..o 1503.02, 1504.04
Preamble ..o 1503.01
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Sec. No.

Priority under 35 U.S.C. 119............... 201.13, 201.14(b)
......................................................... 1504.02, 1504.10
Priority under 35 U.S.C. 120.................. 201.11, 1504.20
References supplied..........cccooevevvvirncnnne 707.05(a), 1513
Quayle aCtioN .......ccooeeieriiec e 1504
Registration abroad .............cccccevevnnnee. 1504.02, 1504.10
Reexamination, inter partes .........cc.cooeeeverveeneenen, 2611
REISSUE ..t 1457, 1512
Request for Continued Examination (RCE)........ 1502.01
Request for Expedited Examination.................... 1504.30
RESEFICHION ..o 1504.05
REISSUE ...ttt 1457
Rules applicable ..., 1501
Scope of claiM......cccoovvevviivirircecns 1503.01, 1504.04
......................................................... 1504.05, 1504.06
Search......ccoviviiiece 1504, 1504.02, 1504.03
Secondary considerations............ccoeeeveivierieennns 1504.03
SIMUIALION .., 1504.01(d)
SPECITICALION......ciiiiiiic e 1503.01
Use of Copyrights in ......cccovevvevevenirccn e 1512
Use of Trademarks in.......ccccovvvvviniineiininnennenns 1512
Statutory bar, foreign application.......... 201.13, 1504.02
Statutory subject matter...........cocooeevrenen 1502, 1504.01
Surface ornamentation................ 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03
Surface treatment or indicia ..........cccoeveneirrnne. 1503.02
Term of v 1457, 1502.01, 1505
1LY 1503.01, 1504.01(a)
Amendment of ... 1503.01
Use of Trademarks in........ccccooeveiininnenenennn 1512
Trademark, relationship to ..........ccoceoviriiiiiicinnn 1512
TYPE FONES..cviiiiiiee e 1504.01(a)
Utility patent, relationship to .......cccccoecevevviennnns 1502.01
Visual characteristiCs.......c.ovvvvriiriiiiieiscrees 1502
Written description lacking ................. 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Design patent series (See also Patent) ..........ccccceveee. 901.04
Designated office.......ccccevvvvvevercicieicnen 1801, 1893.01(a)
Designation fee - PCT ....ccccovvevvvieve v, 1817.01(a)
Designation of statesS.........cccceevvevvervennn 1817.01, 1817.01(a)

Detailed description (See Specification)

Determination of public use or on sale ....706.02(c), 2133.03

Determining if a Reexamination Was Filed for a Patent
............................................................................... 2632.01

Digest (See Cross-reference: Art collection)
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Dictionary as a source for the ordinary and customary meaning of a claim term-- Distinct, definition

Sec. No.
Dictionary as a source for the ordinary and customary
meaning of a claim term.................... 2111.01, 2173.05(a)
Diligence
Charts for priority ........cccoeve i, 2138.01
Filing application ..........c.coevniiiiniiiencce 2138.06
FiliNg rEISSUB.....ecvvevieiee et 1403
Interference practice ..........ccocvvvvvvnincvieiiesicsnens 2138.01
Of actions during regulatory review ................... 2757.01
Reasonable.......cccveveieirircce e 2138.06
Shown in 37 CFR 1.131 affidavit ........ 715.07, 715.07()
To overcome a rejection ........cocvevvvvveeeriereeniens 2136.05
Director of Technology Center ..................... 402.06, 708.02
........................................ 714.13, 714.25, 715.08
................... 720.01, 804.04, 1002.02, 1002.02(c)
.................... 1206, 1207, 1208.01, 1214.04, 1308
.................... 1308.01, 1901.06, 2248, 2249, 2265
..2274, 2283 t0 2286, 2648, 2667, 2682, 2686.01
FUNCLIONS ..o 1002.02(c), 1003
TC 1600.......ciciierievieeie e 1002.02(c)(2)
TC 2900.....ccciiiereireieenieeeen, 506.02, 1002.02(c)(3)
TC 3640......ciiiieieineiesie e 710, 1002.02(c)(1)
Director of the USPTO
Authority and functions ............... 706.03(b), 708.01, 709
........................ 711.02, 714, 719.01, 1001, 1002, 2203
................................................................... 2242, 2284
Publication of confidential decisions...................... 103
Withdrawal from iSSUe..........ocoooviiiiiiieiiice e, 1308
DECISIONS.....ueiiieiieiee e Introduction
Mailing address.........ccoevvrernieieneienee e 501
Notices (See also Publication) ......... Introduction, 707.06
Orders (See also Publication)........... Introduction, 707.06
Director initiated reexamination...............cc.cc...... 2212, 2239
Disbarred attorney (See Attorney or agent: Suspended or
excluded)
Disciplinary proceedings........cccoevvrvrivseeieereereseesesnnnens 402
Mailing address.........cccoveveeeiieiieicie e 501
Disclaimer (See also Terminal disclaimer)
Co-author of publication............cccccoveneiinennn. 715.01(c)
Copy required in reexamination
o o= 1 RS 2214
INEEE PAITES ..o 2614
Defensive publication ...........cccoecvineiienccnnen, 711.06
Design application ................. 1503.01, 1503.02, 1504.04
FOMMS ..o s 1490
PrOCESSING ..ocvevieieiieieie et 1490
ReJECtion .......cccvveeii i 706.02(k), 710.02(d)
SEALULOIY ... 1490

Rev. 7, July 2008

I-26

Sec. No.
Terminal ........ccooevvvivinnne 706.02(k), 804, 804.02, 1490
Disclosure (See also Duty of disclosure; Specification)
ADSIACT ... 608.01(b)
AMeNdmeNt........cocveeiiiieie e 608.04, 1302.02
Amendment, Preliminary ..........ccccoccoeeevvnennnn. 608.04(b)
Best Mode (See also Best Mode) ........... 608.01(h), 2165
Chemical compound..........ccccoeevveiiiieniiienenn. 608.01(p)
ClaiMmed ..o 901.03
Common, parent and continuing applications........ 201.11
Completeness ........coevvvereieneneeneen, 608.01(p), 2164
Computer programming cases.......... 2164.06(c), 2106.01
Correspondence with claims ................ 2163.05, 2173.03
Design application...........c.ccoevvcivncneenns 1503, 1503.01
Detailed description...........ccocevvereieneneienenenns 608.01(9)
DOCUMENT ...t 1706
DULY Of e Chapter 2000
Enablement (See also Enablement)............c.cccoeuee. 2164
Foreign application..........ccocooevineiiencieicicineas 201.15
IMPHCIE ... 2144.01
Incomplete................ 608.01(p), 706.03(c), 2161 to 2165
Incomprehensible ... 702.01
Incorporation by reference (See also Incorporation by
FEference) ......ccoevverieneniseens 201.17, 608.01(p)
Insufficient ..........ccoceevrennen. 608.01(p), 702.01, 706.03(c)
Later filed application ............ccccvveveivevveiciennns 608.01(p)
Operability.......cccoveiirieiiniceeien, 716.07, 2164.08(b)
Original claim...........ccoceovvneinenenn 608.01(1), 2163.06
Preliminary amendment ..........c.ccococeveinicnnnne 608.04(b)
Related applications ..........c.ccceeuennen. 608.01(p), 1302.04
Requirements for.........cccovvveieeveie v 2161
Reservation Clause..........cocoooeiveiiieiencncncine 608.01(e)
Restricted to claimed subject matter ................... 1302.01
Secrecy order, Material subject t0.........ccocevvevrinnnnn. 120
Specification (See also Specification)................... 608.01
Sufficiency for continuity........c.ccoeeveveiieiennnnenn, 201.11
SUFFICIENCY OF . 716
Support for Claims ... 2163.01
Trade NAME.....vcviirieieee e 608.01(v)
Trademark .......ccccoovviviiiieicci e 608.01(v)
UtHIEY oo 608.01(p), 706.03(a)
Written (See also Written description)...........c...c..... 2163
Disclosure document program ..........c.cceveveeenereneneenens 1706
Evidence under 37 CFR 1.131 ......cccoevvvireinienns 715.07
DiSCOUMESY wveuvvvriererieieieie e see e 714.19, 714.25
Dismissal of appeal.........cccociiiiiiiiiiiiccc e, 1215.04
Disposals CouNted..........ccceierireniniiee e 1705
Distinct, definition...........ccocovveiiiein e 802.01
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Distinct inventions--Drawings

Sec. No.
Distinct inventions ..........c.cccccevuee. 802, 802.01, 803, 806.05
Apparatus and product made .........c..ccceverrennene. 806.05(g)
DiStiNCt PrOCESSES ...cveveviaieiieeiie e 806.05(j)
Distinct productS..........ccocevevenenenenieeiee s 806.05(j)
Process and apparatus for its practice ............... 806.05(e)
Process and product made............ccoovevverierienne 806.05(f)
Divisional application ...........cccccevvveiennens 201.06, 601.01(a)
Assignment carried from parent application......... 201.12
............................................................................... 306
Continued prosecution application (CPA) ........ 201.06(d)
COPENABNCY ..ot 201.11
Design application ..........ccccccevvevirevnnenn, 201.06, 1504.20
Drawing, Transfer of..........ccocoviiiiiiiiniicis 608.02(i)
Effective date......ccovvveieieee e 201.11
Filed by aSSIgNEE......coviererrre e 324
File wrapper continuation (FWC)..........ccceu.... 201.06(b)
File wrapper/history notation................. 202.02, 1302.04
Inspection of parent application............ccccocoevennnne. 103
Inter partes reexamination of ............c.cccceeveinennnn, 2611
Inventor, at least one in COMMON...........ccoevruennnn 201.11
NEW MALLET.....coiiiiiieieiereeee e 201.06
Oath e 201.06(c), 602.05(a)
Ownership carried from parent application........... 201.12
Patented, Opens parent application to inspection ...... 103
Reference to parent application ............. 201.11, 1302.04
REISSUE ..o 1414, 1440, 1450, 1451
Rule 1.53(0) c.vovvveiiiiiiciecce e 201.06(c)
RUle 1.53(d) cvvovvverieeiieisiseice e 201.06(d)
Rule 1.60, FOrMEr ..o 201.06(a)
Rule 1.62, FOIMEr .......ccoovvvvvireeece e 201.06(b)
SIGNALUIE ..o 201.06(d)
Time for filing......ccooooiiiiii 201.11
Written description requirement ..........c.ccccvevvnne 201.11
DNA (See also Biotechnology; Nucleotide sequences)
........................................................ Chapter 2400
Enablement ... 2164.08
SEArChING ..o 901.06(a)
Sequence listing ......cccocovvvvvievcvnieinnnns 2422, 2424, 2431
Special status for recombinant.............ccccccceveeenn. 708.02
DOCKEL FEPOI.....c.ve e 1704
Doctrine of collateral estoppel (See Estoppel)
Doctrine of dedication to the public...........c.ccccooiiiinins 715
Doctrine of equivalents................ 2138.05, 2173.05(b), 2186
Doctrine of segregable parts..........c.ccoeveveivevvcrennennn. 1504.05
Doctrine of unclean hands.........c..ccocoevveriiieneienienieennnn, 2010
Document, DISCIOSUIE .......ccevvierieiieieeseie e 1706

Electronic (See also Electronic publications) ... 707.05(e)
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Sec. No
DoD Directive 5230.25........cccccvviiiiirieineneseeseees 120
DoD Security Agreement ..........ccceevereneneneneneeeeneenes 120
Domestic representative ..........ccoeeevereeeneiencneenennas 302.04
Double correspondence ..........ccoceveveieieneenienn 403, 714.01(a)
Double inclusion in claim.........c.cccocveiiennnnen. 2173.05(0)
Double patenting .......ccccceevvvvevevienenie e Chapter 800
Avoiding rejection.......... 706.02(k), 706.02(1)(3), 804.02
BaSHS ..t 804
Between one or more applications and a published
application that has not been abandoned ............... 804
Claimed subject matter.........c.cccovvvvevevencnvesnneens 806.01
Commonly owned cases, treatment....................... 804.03
Copending applications............cccccoevvnenae 706.02(k), 804
DefiNItioN ....oveee e 804
Design applications/patents..............c.cceue.... 804, 1504.06
Different inventive entities.................. 706.02(k), 804.03
Distinct and independent inventions ..................... 804.01
DOMINALION. ... s 804
International applications.............ccocevveneinencicnienn, 804
Obviousness type (ODP)......cccccvevevviesinsieseeie e 804
Design application..........cccceeveveeienenencneneee, 1504.06
Plant applications ...........ccccooeeniieiencneceeee 1601
Reexamination.........ccccoevevenieicneneennn, 804, 2217, 2258
REJECTION ..ot 804
NONSTALULOTY ... 804
ODBVIOUS ...t 804
Prohibition, 35 U.S.C. 121................ 804.01, 821.04(b)
Provisional ...........cccco.e... 706.02(k), 706.02(1)(3), 804
Specification, use Of ........cccco v 804
1 LU | (0] Y2 804, 804.03
Rejection nullification............ccocevvviieicncncnene, 804.01
Restriction previously required ................... 804.04, 1003
SAME ASSIGNEE ... 706.02(k)
.................................................................. 804.03, 822
Same inventor...........cc.e...... 806.04(h), 806.04(i), 806.05
.................................................................. 822, 822.01
Species and genus .........ccoceevvereeenes 806.04(h), 806.04(i)
Subject matter not patentably distinct ........................ 804
Subject to joint research agreement.. 804, 804.02, 804.03
Submissions to TC director........ccccoeevveireriinnnn 804.04
Terminal disclaimer effect........c.cccccceeeiininnnnn, 706.02(k)
...................................... 804, 804.02, 1451, 1490
In a reissue application...........cccvevreneiinennennen, 1451
Drafting notation ..................... 608.02, 707.07(a), 707.07(c)
Drafting stamp (no longer required) ...........ceeeee. 608.02(0)
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Sec. No.
[\ o S 507, 608.02
Amendment..........ccooeevireiniinennn, 608.02(p), 714, 1302.04
In ex parte reexamination ..........c.cccceeeeecinnnnne 2250.01
In inter partes reexamination.............ccccceeuenee 2666.02
In reissue application.........c.cccoeveenernienenisee, 1413
Prior to publication of PG-Pub ........c..ccccevvernenenn. 1121
Amendment, Direction for..........c.cceeeevennnnn. 608.02(q)
Amendment, Disposition of orders for ............. 608.02(x)
Amendment support by original claim.............. 608.04(a)
Annotated Sheets.........cocevereeenenas 608.02(v), 608.02(w)
Brief description ..........ccccoevvivviviieeercnececeen, 608.01(f)
Canceled figure.......cccoveevevevcce i, 608.02(t)
Canceled Sheet ........coovieerinii e 608.02(t)
Canceled sheet, patent...........ccoceovereeinenncnienn 608.02(i)
Canceled sheet, transfer..........cccccecvvvvvivvcnvnnnnnnn, 608.02(i)
COlON e 608.02, 1503.02
Colored plant .......cccoveveieiiici e 1606
Complete iHustration............ccocovveiinieninieine 608.02(d)
Completeness........cooeerereienee e 608.02(e)
CompUter lIStS.....coviveieicere e 608.05
CONSISIENCY ..ottt 608.02(e)
Content Of ..o 608.02(d)
Correction (See also Correction of drawing) ....608.02(p)
........................................................................ 1302.05
Incorporated into PG-Pub........ccccccevrennen. 1120, 1121
Reversed figure numbers...........ccccevveveieiene, 1302.04
Date no longer entered on back ............c.......... 608.02(0)
Delivered to wrong Technology Center................ 508.01
Design application ...........ccccoeviiiniineae 1503, 1503.01
......................................................... 1503.02, 1504.04
DISCIOSUNE ... 608
Divisional application............c.ccccceeeeee 608.02, 608.02(i)
Drafting criticism included in first Office action
..................................................... 707.07(a), 707.07(c)
Drafting Notation............ccccevvevviveieerene s 608.02
Drafting stamp no longer required.................... 608.02(0)
Examiner determines completeness................. 608.02(e)
Hlustrates Claim.......ccooveiieiiiiccee 608.02(e)
Informal (no longer used) ..........ccovevvennene. 507, 608.02(b)
Interference prints.......cccccevveveeveveve e 608.02(m)
International application ...........c.ccovvvvevnieneiisennne, 1825
Kept in application............ccoevvireniinenccnnnn, 608.02(c)
LOSE . 1302.05(a)
Mail section stamp no longer used.................... 608.02(0)
Modification illustrated.............ccoceevvvriiinnnnn, 608.02(f)
Marked-up COPY .....ccovevrrvenierienienne 608.02(v), 608.02(w)
Necessary for filing date...........c.cccoerirenen 506, 608.02
Rev. 7, July 2008
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Sec. No.

New drawings required ..........ccoovveveveerverenennens 608.02(a)
New, handling ........cccoceveiiiiiicc e 608.02(a)
NEW MAtter.......ccovvviireeireec e 608.04, 706.03(0)
New, when required ... 608.02(a)
NOt received ......covvvreniicreee e 608.02(h), 1825
NOL reQUITE ..o 608.02
NOL returned ........oooeeereiee e 608.02(y)
ODjJECLION ... 608, 608.01
........................................................ 608.02, 608.02(b)
....................................... 706.03(0), 1503.02, 1504.04
Official Gazette figure..........cceevvvvevevevescse s, 1302.09
Omitted drawings .......ccooeeeveveereerereenne. 201.17, 601.01(g)
Patented file........ccooviiiiiiiiee e 905.03
Petition to transfer from another application..... 608.02(i)
Photographs........cccocevevievieninnie s, 608.02, 1503.02
Placement in file wrapper.......c..ccoceveveveieinens 719.01(b)
Plant application............ccocoovriiincnc i 1603, 1606
Print (See also Print of drawing) ....608.02(m), 608.02(n)
PHIOr art ...ooeeviee e 608.02(g), 2125
Provisional application...........cccccoeevvvevenenennnnn, 608.02
Reference characters ...........ccooveeviieneicicnene 608.02(e)
Reference characters, change ...........ccccceeenee. 608.02(w)
Reissue application...........c.ccccvvvenienennennen, 1411, 1413
No longer transferred from original patent........... 1413
Removal from Technology Center ................... 608.02(c)
Replacement drawings for publication in PG-Pub ...1121
Replacement..........cccccoveivineninnnn, 608.02(h), 1302.05
Reversed figure NUMDErS.........coeviieicicieniee, 1302.04

Review by Office of Initial Patent Examination (OIPE)
Office of Patent Application Processing (OPAP)

............................................................................... 507
Required by eXaminer .........ccccoveieeneinincienennns 608.02
REQUIFEMENTS. ...t 608.02
RETUIM .. 608.02(y)
SECION lINES ..cvveve e 608.02(f)
Security Markings........ccoceeeeieienene e 121
SUBSHITULE ... 502, 608.02(h)
Sufficiency, determined by examiner............... 608.02(e)
SYMDBOIS. ....cviiecreeccece e 608.02
TrademarksS. ........covvrrierneeee e 1512
Unacceptable.........coooeiiiiiiiiis 608.02(b)

Drawing COrrection .........ccccoeveenerineneennen. 507, 608.02(p)
Annotated Sheets ........ccocevvvereenns 608.02(v), 608.02(w)
Approval by examiner...........ccocveeveiveveieiennenn, 608.02(x)
Marked-up COPY .....ccoovrvererenienienne 608.02(v), 608.02(w)
NEW MALLET ..ot 608.04
Order fOr ..o 608.02(x)



INDEX

Dual correspondence--Election of species

Sec. No.
PG-PUD.....oiiiiriieee e 1120, 1121
Replacement sheets.................... 502, 608.02(h), 1302.05
Required.......ccccoeeverveeneinsennns 507, 707.07(a), 707.07(c)
Dual correspondence..........cccoceeeveiciencninnne. 403, 714.01(d)
Due Care SHOWING .....coovvvereineeere e 2734
Duplicate amendments (See also Amendment)......719.01(a)
Duplicate claims........cccceovviiiiieriiesc e 706.03(k)
Duplicate foreign patents .........ccccceeevenerenenenenennns 903.03
Duplicate papers for plant applications............... 1603, 1605
........................................................... 1606, 1609
Duty of candor and good faith.....2001, 2001.03, 2733, 2762
Compared to duty to disclose material information
........................................................................ 2001.04
Information diSClOSUIE ........cccoovvvrireeieieree e 609
Reexamination ..........ccocooeveverinenenese e 2280
Duty of disClosUre ........ccovevevviierenise e, Chapter 2000
After patent grant..........ccccovevevev v 2003.01
Aids to compliance ... 2004
CheCKIiSt ...ovveiieeeecee e 2004
Compared to requirement for information........ 704.12(a)
............................................................................. 2005
Compliance With ........cccoiviiiniiiiicse e 2004
Continuing applications...........c.cccceeeveuene. 2001.04, 2004
Copending applications...........cc.cccevees 2001.06(b), 2004
Copied Claims ......ccccvevveieeieiercce e 2001.06(d)
Duration of.......ccooeevviiiiiiece e 2001.04, 2003.01
Foreign applications..........cccooeveniiencncncenns 2001.06(a)
Information material to patentability ... 2001.04, 2001.05
Litigation information...........ccccocevevvnenncnnn. 2001.06(c)
QUESIONNAIIE ......veivecieciece e 2004
Reexamination
EXPArte ....cooooiieiieee e 2014, 2280
INter Partes ......ccoovvvveeviieiee e 2003.01, 2684
Reissue application ..................... 1406, 1414, 1418, 1448
.......................................................... 2001.06(c), 2003
Sources of iINformation..........ccocccvevvieieininiennas 2001.06
TO WhOM OWEA ... 2001.03
Violation Of ..o 2010
Claims invalidated ..........cccoovveniiiiiennicienecsee 2016
PrOTEST....ceeie e 2013
Reexamination .........ccccocvveireneiinenesese s 2014
REISSUE. ...t 2012
Rejection of claims in reissue application ............ 1448
WHO haS ..o 2001.01
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Sec. No.
E
Easily erasable paper .......... 608.01, 714.05, 714.07, 714.19
Effective date
Declassified matter..........ccoovevevercrevennsesennn 707.05(f)
Reference patent................. 706.02, 706.02(a), 707.05(e)
............................................ 707.05(f), 715, 901.05(b)
Effective filing date
Continuing application ............c....... 201.11, 706.02, 708
Continuation-in-part..........ccccccecevvrierieniesensennnnns 2133.01
Foreign priority effect .........cccccooeviiennne, 201.15, 706.02
International convention (See also Foreign application;
TrEALIES) ..t 201.13
Provisional application...........cccccevveverevericvnnnnnn, 706.02
Publication..........cccovvvvieineieccece e 715.01(c)
Eighteen-month publication (See Pre-Grant Publication
(PG-Pub))
Election (See also Restriction;

Election of SPecies).....ccccceverererervrieresnnenns Chapter 800
Action on nonelected claims ..........ccooeeveiviencieienn 819
After multiplicity rejection..........cccccoevvvinenine 2173.05(n)
AFLer restriCtion ..o 818
Applicant must make.........cocoovvirineininesee 818.03
Between applications, Conflicting claims................... 804

.................................................................. 822, 822.01
COoNSLrUCHIVE ..o 818.02(a), 818.02(c)
In reissue application ...........cccocviiiniiiienineneenns 1450
Fixed by action on merits..........c.co...... 818.01, 818.02(a)
Implied ... 818.02(a), 818.02(c)
INEEITEIENCE ..o 819
Optional cancellation............ccoceveeiiienicienene. 818.02(c)
Original presentation............cccovveerereinennenn 818.02(a)
STt ————— 819
Treatment of nonelected claims
............................................ 706.03(m), 821 to 821.03
In reissue application ...........ccccocvviininiencnineenns 1450
WIith traVerse .......cveeevvi e 818, 818.03
....................................... 818.03(b), 818.03(c), 821.01
WithOUL traVerse .........covveieireniceee e 821.02
Election of species
Allowable generic claim lacking...................... 809.02(a)
BaSiS...cceieiieiee e 806.04, 808.01(a)
Canceling species claims......... 818.02(c), 821.01, 821.02
Design application...........ccoeevveneiviieneicienieenens 1504.05
IMplied ... 818.02(a), 818.02(c)
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Sec. No.
Reissue application ..........ccocvvvvvivnveinsieerenene e 1450
Requirement...........ccocvvvevvevveirciescnnenns 806.01, 809.02(a)
Requirement, prior to search...........cccceeevenene 808.01(a)
Species claims lacking ..........ccccceeenene 806.01, 818.02(b)
Electronic access to published applications .................. 1128
Electronic databases (See also PALM; PAIR)

................... 706.02(e), 719.05, 901.06(a), 902.03(e), 1730
Cassis DVD-ROM.......cccovcvvevieiee e 902.03(d)
Chemical abstracts Services ........c.ccoceereiererinennes 905.06
Derwent’s World Patents Index (WPI) ................. 905.06
DT Lo o PSSR S 905.06
e-Official Gazette — Patents (€OG:P).....c..cccceevennene. 1703
EAST oo 719.05, 902.03(e)
Full-text and full-page images of U.S. patent related

AAtADASES ..o 1730
INPADOC ..ottt 905.06
LeXIS-NEXIS...cvvvvirieeirieieinie e 719.05
Official Gazette NOtICES.........ccovvreiiriiieieieei 1703
Patent Grants Database ............coceeeveiveevneenns 1703, 1730
Questel-Orbit ......c.ccoevvieiiicecee, 719.05, 905.06
TESS (Trademark Electronic Search System)

................................................................... 1703, 1730
WEST ..o 719.05, 902.03(e)

Electronic Business Center (EBC) ................... 302.10, 1730
Electronic document........ccocvvivvivvvsesieeieieeneseneens 707.05(e)
Electronic filing system (EFS) ........... 503, 507, 511, 608.01

................................... 609.07, 1121, 1132, 1133, 1730
Computer Readable Format (CRF) Sequence Listing

...................................................... 511, 1730, 2422.03

Electronic filing system-Web (EFS-Web).........cccccvevvivinnns
Ex parte reexamination request and follow-on papers
............................................................................. 2224
Inter partes reexamination request and follow-on papers
............................................................................. 2624
Petition to accept unintentionally delayed payment of
MAINtENANCE fEE.....oovvvviei e 2590
Reissue application and follow-on papers ............... 1410
Electronic funds transfer to replenish deposit account
.......................................................................... 509.01

Electronic Information Disclosure Statement (e-1DS) 609.07
Electronic mail ............. 502.03, 713, 713.01, 713.04, 713.05
Electronic patent assignment system (EPAS) ............ 302.10
Electronic Processing of Information Disclosure Statement
.................................................................................... 609.08
Electronic publications

Availability as prior art............ccoceevvvereinieneisiennn 2128

Citation of ..o 608.01, 707.05(e)
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Hyperlinks t0.......cccvvvvvvvnncrcce, 608.01, 608.01(p)
SEarch fOr .....ccovviiiicse e, 904.02(c)
Employee number.........ccoecvveiiinciienn 711.04(b), 905.03
Employees of U.S. Patent and Trademark Office,
property interest in patent..........coccocvevvreriinnenn 309
Unavailable to sign oath or declaration as inventor ...409
Enablement..........cccocovviiviniiiicen 706.03(c), 2164
Burden on the examiner ...........ccccoceveveieicnnenn 2164.04
Commensurate in scope with claims................... 2164.08
Critical feature not claimed.............c.cccvnee. 2164.08(c)
Inoperative subject matter............c..cccvevnne. 2164.08(b)
Single means claim ... 2164.08(a)
Compared to ULty .......cooevvririiicieiiccies 2164.07
Design patent application..................... 1503.02, 1504.04
Duty or disclosure of information relevant to .....2001.04
EVIdence of ... 2164.05
Examples of enablement iSSUES...........cccervrennne 2164.06
Form paragraphs used to reject ...........c.cccevvenee 706.03(c)
Reduction to practiCe........c.ccovvervvereneienensennnn, 2164.02
Relationship of predictability ...........ccccooeevienns 2164.03
Specification must be enabling
As of the filing date..........ccccceveieiiiininnn 2164.05(a)
To persons of ordinary skill ........................ 2164.05(b)
Test of enablement ... 2164.01
35 U.S.C. 112, sixth paragraph limitations ....2181, 2185
Energy, Department of ...........ccccooeniiiiinnne 115, 706.03(b)
Energy, related applications, special status................. 708.02
English language faulty, new specification ........... 608.01(q)
English language required ........c.ccccoeririennen 302.02, 608.01

Enrollment and Discipline, Office of (See Office of
Enrollment and Discipline)
Entity, small, claiming status as (See Small entity status)

Entry of amendment (See also Amendment).............. 714.18
Entry of “Contents” of file wrapper..........c.cccooevveee 719.01
Entry on face of file wrapper.................... 719.02, 719.02(b)
Environmental Quality Program.........c.ccecevvevenennn. 708.02
Equity (civil action)

Under 35 U.S.C. 145......ccccvvvevceienciene, 1216, 1216.02

Under 35 U.S.C. 146......ccovvivireeieee e, 1216
Equivalentsinart.........c.ccooeevvevvivniniinnnnns 904.01(b), 2144.06
Erasable (specially coated) paper ........cccccoeceveieiennne 608.01
Erasure in specification, before allowance................ 1302.01
Erasure in specification, before execution.................. 608.01
Errors (See also Correction of patent)

Correction of patents.........cccceceveveinieennns Chapter 1400

Deceptive intent ........cccceeevevevevevene e 140, 2022.05

REISSUE .. 1401 to 1470
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Sec. No. Sec. No.
Title dOCUMENLS ..o 323 ACHION COUNEEA ... 1705
Withdrawal from iSSUE.........ccoveieriieiinneierseees 1308 AFFIdAVIT ..o 2144.03
Essential material ..o 608.01(p) Assignment of application for examination ..... 903.08(b)
Establishing subclasses .........c.ccccvvvvevnenennenen 903.02(c) Assignment of ex-parte reexamination ................... 2236
Estoppel Assignment of inter partes reexamination ............... 2636
Abandonment..........cccooveveeienn e 711.03(c) ASSISTANE ... 707.01, 707.02
Collateral........ccoveeieiiiiieie e 2012.01 Citing prior art in an issued patent inappropriate .....2203
In ex parte reexamination ............ccccoeeeevenererenens 2259 Classification (See also Classification examiner) ...... 903
In inter partes reexamination............ccccecevercrennen. 2659 Consultation with Reexamination Legal Advisor (RLA)
Defensive publications.............ccooeveieieiencnniens 711.06 2633, 2671, 2676, 2679, 2686.01
Different inventive entities and commonly owned DiSPOSAIS ..o 1705
apPlICAtIONS ... 804.03 Duty of candor and good faith t0.............ccceve.een. 2001.03
INterferenCe .......oovveieeieeee e 715, 2138.01 Employee number .................. 711.04(b), 905.03, 905.05
Reasons for allowance ..........c.ccococveiiienciiennn 1302.14 Expressing opinion of validity ............c.ccccvevviinnnns 1701
Reissue proceedings........cccocvvevvrvreseseseeennenn, 2012.01 NAME ..vviecrcecee e 502, 707.09, 1302.13
Statutory, inter partes reexamination....................... 2601 New action indicated by primary .......c..ccccceevnnee. 707.01
................................................................... 2612, 2614 Previous action by another examiner
Terminal disclaimer ..........cccocoveiiiincncnenn, 804, 804.02 Allowed Claims ... 706.04
European Community Design treaty (See Treaties) INTEIVIEW ..o 713.01
European Patent Convention (See Treaties) SEANCH...cvi e 704.10
European Patent Office (EPO)....... 120, 609, 901.05, 905.06 Primary
....................... 1801, 1823.02, 1827.01, 1840, 1840.01 Actions requiring personal attention .....707.01, 714.16
................................. 1843.02, 1850, 1851, 1857, 1860 certrtrerensee e 115,08, 1004
............................ 1865, 1865.01, 1893.03(g), 2422.04 Name on file wrapper .........ccccooeeeeiiiniiinnnn.... 1302.13
AAArESS ... 1865 Pursuit of bounties prohibited ..........ccccovvrvirennnne. 1701
As a PCT Chapter | international searching authority Reasons for allowance.............ccocevveeeeecviciennenn, 1302.14
........................................................................ 1840.01 Resigns, old cases special............c.ccccocereiriinnne.... 708.03
As a PCT Chapter Il International Preliminary Suggestion of allowable claims.............c...c..... 707.07(j)
Examining Authority........ccccoeevineiiienenn, 1865.01 Supervisory (See Supervisory patent examiner)
Evidence, of public use or on sale......2133.03 to 2133.03(b) Telephoning attorney.........c..ccoceveveveiennns 408, 1302.14
Evidence submitted with protest ..........cccccceeerveenen. 1901.02 Testimony as patent expert..........ccoceveevverirnrennns 1701.01
Examination guidelines for applying reference Time and Activity Report..........ccccoceveevrennne. 1704, 1705
under 35 U.S.C. 102(8) ....ccervrvereerenieenienne 706.02(f)(1) Time reporting for ex parte reexamination .............. 2238
Examination of application ............cccccoeveenen. Chapter 700 Time reporting for inter partes reexamination......... 2638
Accelerated Examination............ccocoevevvivineninn 708.02(a) Treatment of protest........cccoevvevevevcvcnc v, 1901.06
Confidentiality during.........ccccocovevrinninniscresenn 101 Examiner docket, time, and activity recording....1704, 1705
Deferral Of .......ccooooiiiiiiieeee e, 709, 1002.02(d) Examiner Reissue Guide and Checklist............ccccccee. 1443
Order of....ocveeeeeee e 707.02, 708 to 708.03 Examiner’s action (See also Action; Letter, Examiner’s)
Piecemeal......c..cccovevvevevenicieiesinne, 707.07(a), 707.07(0) e e 707
PUIPOSE .ttt 701 Examiner’s amendment ..........ccocveveieeveievenesenennnns 1302.04
REISSUE ....veveiveciiie st 1440, 1443, 1445 Abstract changed by ........... 608.01(b), 1302.01, 1302.04
Request fOr SIR........cooiiiiiecee e 1103 By initialing.......ccooovviiiiiiiee 1302.04
Secrecy order application...........cccccoevvrvnrininninienn, 130 Claim, antecedent basis in description ............. 608.01(0)
Statutory authority ........ccccevevenecie e 701 Claim lost in interference .......coccoevvvvvvicveciercsciesnns 2308
SUSPENSION OF ... 709 Claim, nonstatutory, canceled ........................ 1302.04(b)
Examiner Claim, numbers identifying............. 1302.01, 1302.04(g)
ACHION L 707 Claims, nonelected invention, canceled ...821.01, 821.02

1-31 Rev. 7, July 2008



MANUAL OF PATENT EXAMINING PROCEDURE
Examiner’s Answer-- Examiner’s letter

Sec. No.
Copending application data brought up to date..... 201.11
Defensive publication ...........ccccccveviiiiiiniininenn, 711.06
Deposit account charge.........ccooooeeeieieienenen 1302.04
Drawing correction ..........c.cccoueevennene 608.02(w), 1302.04
Extension of time required for...........cccccccvennee. 706.07(f)
Formal matters........ccoceovvvvvneincnnenn, 1302.01, 1302.04
IFW applications.........cccoceveivveinsiesieeie e 1302.04
Informalities corrected..........ccocoveiiiiniiencinnne. 1302.04
Non-compliant amendment, treatment of ................. 714,
........................................................................ 1302.04
NO NEW MALEr......cveieeerr e 608.01(0)
Plant patent application practice..........ccccocevvvrenvnnne. 1610
Reexamination
EX DA oo 2287
Inter-partes
Canceling rejected claims...........ccoccvevvennne 2671, 2687
Correcting formal matters.................. 2687, 2687.01
In merged reissue/reexamination................. 2686.03
Not permitted if approval required .............. 2687.01
Tothe Title ...covvvreiren 2660.02, 2686.03, 2687
Reference citation corrected ...........ccccceevevvennenn. 707.05(g)
Title of application...........ccocevvvveiiiiiciieen 606.01
Examiner’s Answer
Appeal brief ... 1208
Appeal conference not held ...........ccccccoveeenee 1003, 1208
Counted as a disposal...........ccccvvereieierinennineneas 1705
New ground of rejection ..........ccoceevveieiciciencienine 1208
New interpretation of 1aw ...........cccocoieiiiiiiinne 1208
TV Director’s attention required ..........cc.ccccvveneee. 1003
Print of drawing .......cccoeeveverniie e 1204
Reexamination
EX PAIe ..o 2275
INEEIr-PAITES ... 2677
Reply brief . ... 1208
Special StatUsS ......covevereerirereres e 708.01
Examiner’s letter (See also Action) ........c.ccccevvieieriennns 707
Abandonment...........cocooiiiiiii e 711.02
AdVISOry aCtion........ccoceevveveiineneennen, 706.07(f), 714.13
Amendment after final rejection ..........cccccoeeeenine 714.13
Arguments ansSWered..........coocvvvveeveiveriereniennns 707.07(f)
Cancellation of nonelected claim............. 821.01, 821.02
Claim allowable except as to form.................... 707.07(a)
........................................ 707.07(j), 710.02(b), 714.15
Claim sSUMMAary .......cccovevevnieeireeiere e 707.07(i)
Complete and Clear .........c.ccooeeiveiiiiniieiceee 707.07
Copies of references.........occovvvrenieieienenenes 707.05(a)
Copy t0 applicaNnt........cccevveirieirieeeeeees 707.12
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Correction, period for reply................. 707.05(g), 710.06
Correction of Citation ...........ccccoeevivieniiennennn, 707.05(g)
Date Stamped.........cccooeveriieneiieeeeee e 707.11
Decisions, CIted .........covvereriiiiiresceeee e 707.06
Drafting criticism in first Office action............ 608.02(a)
..................................................................... 707.07(c)
Election of species required, concluding paragraph
..................................................................... 809.02(a)
Examiner signature at end of letter.........c..ccco....... 707.09
Examiner’s amendments ..........c.c....... 706.07(f), 1302.04
File wrapper entry .......cccccevevievereiesennn, 707.10, 719.01
Final rejection, clearly stated............ccccocenenenne. 706.07
Final rejection, concluding statement.................... 706.07
Final rejection, patentability report ................. 705.01(a)
First action, includes drafting comments.......... 608.02(a)
..................................................................... 707.07(c)

Formal matters ...707.07(a), 707.07(e), 707.07(j), 714.02
Full anticipation, expressions used.. 706.02(c), 706.07(d)

Informal application ..o, 702.01
Initialed by eXaminer...........cccocvvvvviiecieisieie s 707.08
Language in rejecting........cccoveeeveiineniieiieinns 707.07(d)
MailiNg ..o 707.12
Memorandum Cited ..........ccocevvvrineninieee e 707.06
New drawing required..........cccoereienennienenenn 608.02(b)
New examiner, primary examiner indicates.......... 707.01
NOLICES CIted......eeveeiiii i 707.06
Numbering of paragraphs..........ccccccvvereienennnn 707.07(k)
OmMNibus rejection .........ccoevevreriinieicirees 707.07(d)
Orders Cited .......cvevvererevirece e 707.06
Outstanding requirements ..........cccevevververereennn 707.07(e)
Personal matter excluded ............cccocevivencnnene 707.07(d)
Piecemeal prosecution...........ccccccveevncnccnenae 707.07(g)
Power of attorney invalid or lacking ...........c.cccceenene. 402
Preliminary amendment in new case......... 709, 714.01(e)
Primary examiner signs............... 706.07, 707.01, 707.09
Primary examiner’s attention required, list............... 1004
References, citation...........ccccceeunee. 707.05 to 707.05(g)
......................................................... 901.04, 901.05(a)
Refusing entry of amendment after Board decision
........................................................................ 1214.07
Rejection of claim corresponding to claim of patent
............................................................................. 2302
Remailing ......cccocoovevviveeec e, 707.13, 710.06
Requirement for information...............ccccoeenene 706.02(c)
Restriction requirement..............cccccevevenenenienne. 803, 817
REIUMNEA ..o 707.13
Reviewed by examiner..........ccocooeveneiennennnn, 707.08
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Shortened time for reply .......cccocvvvvivviv v, 710.02
SIgNAUIe ..o 707.09, 707.10, 1302.13
Statement of rejection ..........ccocvveviiniciiieie 707.07(d)
Status letter reply ... 203.08
Statutory basis........cccovvvineniin 707.07(d)
SUMMANY .. 707.07(i)
Supplemental ..........cccoeeveieieicc 710.06
UNdelVEred.......cocoiiiiiiiiiieieiee e 707.13
Examiner’s search facilities, use regulations................... 510
Example, COMMENTS ON ...c.ovveiieirieiiereeie e 707.07(1)
Example, Operative.........cccocevevevernnnnnn, 608.01(p), 2164.02
Example, Prophetic, simulated or predicted........... 608.01(p)
Excess number of claims for fee, after notice of allowance
...................................................................... 714.16(c)
Excess number of claims over number of claims previously
paid fOr ..o 714.01(e), 714.10
Excluded attorney or agent............. 105, 407, 713.05, 714.19
Execution of 0ath .........cccceniiiiiiie, 604, 605.04(a)
Executive Order
NO. BAB4 ... e 1608
NO. 9424 ...t 302, 302.06, 302.08
NO 10,096 .....cvvrviriiiiiiiieinieee e 509.02
NO. 10,358 ...oovviiiiiiiirieiseee e 710.05
NO. 12,598 ..o 115, 120, 121
NO. 13,292 ...t 115, 121
Executor or administrator..........cc.ceeveeereennen. 409.01, 605.05
Allowance and iSSUE .........ccoevrererereeieieneene 409.01(f)
Application by, after discharge.............cccceeee.e. 409.01(c)
Assigned application, inventor dies................. 409.01(e)
AULNOTIEY .o 409.01(b)
Consular certificate ..........cccocevervieiieeeiicieinns 409.01(b)
Foreign country.........cccoceeevveicnnnne. 409.01(b), 409.01(d)
Heir......cccooeueee. 409.01, 409.01(a), 409.01(b), 409.01(d)
Intervention not required ..........c.ccoeeeieiicnnnne 409.01(f)
Joint inventors, inventor dieS.........cccccceevennenne. 409.01(f)
Specification form.........ccocevvvveiiieccsee 605.05
EXNIDIT. ..o 608.03
Exhibit, Affidavit under 37 CFR 1.131.....715.07, 715.07(d)
Exhibit at iINtervieW ........ccocoovvevencienerceeeeee, 713.08
Exhibit, handling.........ccccoovvvviiiiiieee e 608.03(a)
EX parte qUESLIONS .........covvvirieirisieese e 713.06
Expedited Right of Appeal Notice ................. 2671, 2673.02
Experimental use (See also Public use).................... 2133.03
............................................................ 2133.03(e)
Commercial exploitation...........cc.cccvvenane. 2133.03(e)(1)
Completeness of the invention................... 2133.03(e)(3)
Factors indicative of........... 2133.03(e)(4), 2133.03(e)(5)
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Intent to experiment ..........ccccceevvvveveenene 2133.03(e)(2)
Reduction to practice..........cccvvervevvrerinnnnns 2133.03(e)(3)
Testing by third party ......... 2133.03(e)(5), 2133.03(e)(7)
Testing, developmental ............cccccoevnennn 2133.03(e)(6)
When experimental use ends.............c.c...... 2133.03(e)(3)
EXpert teStimony.......cccooeve i 1504.03
Expiration date of patent (See also Term, Patent)
Adjustment under 35 U.S.C. 154 ......... 2710, 2720, 2730
(D] o o S 1502.01, 1505
Extension under 35 U.S.C. 156................... 2750 to 2764
PIANE . 2701
ULHIEY oo 2701
Export control of patent applications............ccccoeevrennee. 120
Exposure of papers during interviews ................ 101, 713.07
Expounding patent [aw ...........ccccvvvvviirciencne e 713.02
Express abandonment ............ccoceeeiivininiennnn, 711,711.01
To avoid publication of application............. 711.01, 1125
Express Mail deposit ..o 513
Express Mail Procedure in ex parte reexamination ....... 2224
Express Mail Procedure in inter partes reexamination
.......................................... 2624, 2665, 2666, 2666.05
Express Mail service.......... 502, 506.02, 511, 513, 711.03(c)
.............................................................. 1216.01, 2510
Expunge information in application file..................... 724.05
................................... 724.06, 1002.02(b), 1002.02(c)
Extension of shortened reply period...................... 710.02(e)
Extension of time........c.ccoeevveniencnnnen, 706.07(f), 710.02(e)
................................................................... 1002.02(c)
For filing brief.........cccoev i, 1206, 1208, 1215.04
For filing continuing application...................... 201.06(c)
General fee authorization ...........c.cccceceeevennennn, 710.02(e)
Reexamination
EX parte.....cccoevenininiiiiieeeeee 1002.02(c), 2265
Inter partes........cccoevvvevvennennn 2648, 2665, 2672, 2682
REQUESE.....evv e 710.02(e), 1002.02(c)
Extension, patent term (See Term, Patent)
Extraordinary situations
Abandonment, revival ............ccoceoviniininen 711.03(c)
Deferring iSSUE .....oovvvvererirre e 1306.01
Interview after iISSUE ........ccovvvrenniniceeeee 713.10
Reexamination, ex parte.........ccccevevveneienesieseenenes 2274
Reply period reset .........cooveerieiiieiee e 710.06
SuSPENSIioN OF FUIES........ccceviiriiccresce e 1002
TIME 1O file i 1206
Withdrawal from iSSUE .......ccocevvviieneiiienecsee 711.01
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Facsimile transmission-- File wrapper/history

Sec. No.
F
Facsimile transmission

Assignment documents..........cccceeeereneene 302.09, 502.01
Central NUMbDEr .....coovvviiciiiiice e, 502, 502.01
COrreSPONAENCE ....ccvvevveveeieieree e 502.01
Declaration or 0ath..........c.ccocevvvieveieiieneieieneee 502.01
PCT international application.................... 1805, 1834.01
..................................................... 1865, 1893.01(a)(1)
Maintenance fEeS .......coevvrerieiire i 2510
Permitted types of correspondence............c.cc....... 502.01
Prohibited types of correspondence...................... 502.01

Reexamination
EX DA .o 2224
INEE PAITES ..o 2624
Secrecy order application, not permitted ...... 120, 502.01

Federal Circuit (See Court of Appeals for the Federal
Circuit (CAFQC))
Federal holiday

Abandonment date.........cccoevveveiiniiiie i, 711.03(c)
Appeal brief ..., 1205.01, 2274
CiVil CHION....c.cviiiice e 1216
Continuity between applications............ccccccceueee. 201.11
Effect on reference........cccoevvniniicniicie, 706.02(a)
Effect on Express Mail service .......cc.cccoeveevienininnnn, 513
Filing date.......ccoevvvniciininnns 502, 502.01, 505, 512, 513
Foreign application copendency ..........ccccecevereenee. 201.13
Foreign patent.........ccocoooeveveninieniceen, 2135, 2135.01
Maintenance fEES .....cocvvvvevceeecie e 2504, 2506
Papers NOt reCeIVEd ........covvvrevesreeeeee e 502
Period for reply ending on ...........ccccocvvvenanen. 505, 710.05
Prior art effective date...........ccocevviiniiiinen 706.02(a)
Provisional application copendency.................. 201.04(b)
PTO business hOUIS .........ccocvvviieierieeie e 510
ReplY PEriod........ccccvvveieieice e 710.05
Statutory bar. ... 2133
Statutory period ........cccoceveereneineneseeeen, 710.01(a)
Unscheduled closings ... 201.13
Federal [icense FghtS.......c.cocevevieveiinesreeeeee e 310
Federal Rules of Civil Procedure
Rule 8(D) CIted ....c.eoveeeeciectceee e 410
Rule 11(b)
CHtEd oo 402
REProduCed.......ccccveieieiee e 410
Federal Telecommunications System................. 408, 713.01
Fee (See also Refunds)
AAAIESS ... 2540
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APPEAL ... 1204
AsSIgNMENt reCording ........coeveeeieeieenene e 302.06
Credit card payment of ..........ccccecererirennn 509, 706.07(f)
Current amounts available on USPTO web site.......... 509
............................................................................. 1730
Examiner’s amendment..........cccceveverieneninnnnnn 706.07(f)
Extensions of time.........ccoccoovveiiiiiic i 706.07(f)
FIlING cvoee e 509, 607
Claims in eXCess Of ......ccvvevevirererere e 607
Dependent claims.........ccccovvevevienennicne 608.01(n)
Deposit aCCOUNt........ccccvvvirereieiee e 509.01
Disclosure DOCUMENT........cccveieieierienicse e 1706
INAJEQUALE ...t 506
International application ............c.ccoceevvennnn 1810, 1827
Nonprovisional application............cc.ccceevuenee. 601.01(a)
Provisional application.........c..cccccevvvvverierienn. 601.01(b)
Reduction for small entities ..............ccoccooeninnene 509.02
Reexamination
EX PAIte ..o 2215
INtEr PArTES....cvveee e 2615
REISSUE ... 1415
REIUM ..o 503, 607.02
Small entity ......cooooveiiiiii 509.03
Issue (See Issue fee)
Maintenance (See Maintenance fees)
PaYMENT.....coiiiiiee e 509
Petition t0 reVIVe ..o, 711.03(c)
Publication fee............. 1126, 1133, 1303, 1306, 1306.03

Reduction of basic fee for international applications
containing large sequence listings and/or tables

......................................................................... 1823.02
Reduction for small entities..............ccocevcvrvnennnne. 509.02
Field of search ............ 708.03, 904, 904.02, 904.02(a), 1701
Notation in file .....cccoovvveeviiiiceeee, 719.05, 904
Field of search, notation by examiner.................... 705.01(a)
................................................. 719.05, 904, 904.02(a)
Figures (See Drawings)
File Information Unit (Record Room)..........cccce...... 102, 103
................................................ 508.03, 711.04, 711.06
File wrapper/history (See also Image File Wrapper (IFW))
............................................................................... 719
ACHION eNtEred .......coviieierieie e 707.10
Allowed case data entered...........cccocevvrvrvrnnnnnn. 1302.09
Amendment endorsed..........ccoceevvevriinienn 710.05, 714.18
Arrangement of Papers........c.ccocvevveieevieieviennenn, 719.01(a)
Assignment endorsement ..........coceveveveseeieeieeieeinenns 303
Civil aCtion.....ccoovieiiccc e 1216.02
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Sec. No.
Classification data..........ccocererviernieneneienereenns 719.03
Classification history ..........cccoceeeveiieviesiniesnennne, 719.03
COMPIELENESS ...t 724.01
“Contents”, ENtry iN......ccoceiiiiiene e 719.01
Continuation, Former Rule 1.62 (FWC)
PUDHIC CCESS ..t 103
RESIFCHION ..o 819
Correction Of error .........cccceveviieneiiseceee e 719.02
Data entered On.......cccccevvveeveennee. 710.05, 719.02, 1302.09
Field of search........ccoceeeveviiiiiineceeee e, 719.05
Field of search, patentability report .................. 705.01(a)
Foreign application cross-noting...........ccccceeevvenee. 202.03
..................................................... 1893.03(c), 1895.01
Foreign filing date entered on................ 719.06, 1302.06
Index of Claims ..o 719.04
Licensing and Review stamp .........cccocvvvvvsvinnnennnne. 140
Name of applicant changed............cccccevveiiernennn. 719.02(b)
Notes to application of another party..........cc.ccoeeeeee. 101
PaPEIS IN oo 719.01
Parent application notation on ............... 202.02, 1302.09
Print of drawing ........cccccovveveiiie e 719.01(b)
Printout of search history ..........cc.ccoevevviveevicveinenn, 719.05
Relation of application noted on.............. 202.02, 719.07
Residence changed..........ccoceovineiiinciicnie 719.02(b)
Return of paper entered on.........ccccccevvvvivivivinanns 719.01
“Searched” boX entries........ccccovvvvrernieneiinennns 719.05
“Searched notes” boxX entries ........cc.ccooeeeeeveerennn 719.05
Signing by primary examiner..............ccccceoeeiennn. 1302.13
Statutory period ends on nonworking day ............ 710.05
Files REPOSITOrY .....cccvveiveieice e 711.04(b)
Filing date ................. 201.06(c), 502, 503, 505, 506, 506.02
Continued prosecution application (CPA) ........ 201.06(d)
Effective, prior application ........ 201.11, 706.02, 2133.01
Express Mailing date ...........ccocooveniniinnnnns 506.02, 513
Foreign application, Convention date
(See also Foreign application)............. 201.13, 201.15
International application............c.ccccovveiiincinennnn, 1810
Later filed application as disclosure.................. 608.01(p)
Patent Cooperation Treaty (PCT) ...cccccevvvvrerieninnnn, 1810
Petition.........ccoceevruennn 506.02, 513, 601.01(b), 601.01(c)
..................................................... 601.01(f), 601.01(qg)
Refusal t0 acCord .........ccooeiiiiiiiiiiieieecceee, 506.02
Review of refusal to accord .........ccccceoevvnernrennnn. 506.02
Subsequent publication as disclosure................ 608.01(p)
Filing date of reexamination request
EX PAITE...coiviiiiiiee e 2215
INEr PAMTES......iiiiiieiiicc e 2627

1-35

Sec. No
Filing fee (See also Fee; Refunds)..........ccoovevveiveicivennennn, 607
Continued prosecution application (CPA)........ 201.06(d)
Of a reissue application...........c.ccovvrernicnenieennen. 1415
DepOoSit CCOUNT.......ccveieeirieieierieee e 509.01
INAAEQUALE ......eeveeiece e 506
Reduction for small entities...........ccccocereieneinnnnns 509.02
Reexamination
EX PAME .o 2215
INTEr PAITES ..o 2615
Reissue application..........ccoceovvereieniensinencenee, 1415
RETUIM .. 503, 607.02
Filing receipt (See also Postcard, self-addressed)....... 201.03
....................................................................... 503
Final action (See Final rejection)
Final Board decision in inter partes reexamination
........................................................... 2681, 2682
Final data Capture........coovviieiiien e 1309
Final rejection........c.covveieieiiicse e 706.07
Amendment after.........ccoovevveeiiiicieeeenns 714.12,714.13
Amendment after, entered in part...........c.ccccevennne 714.20
FIrSt aCtioN.......coeeiiiiiie e 706.07(b)
INEEIVIBW ..ot 713.09
LTI . 706.07
Patentability report..........ccccooveriineiienccnnen, 705.01(a)
Petition to vacate........ccccvevveveveieencne e 1002.02(c)
Premature ......cccovevevierieie e se s e 706.07(c)
Premature, Withdrawal of ...........cccocoviieiinns 706.07(d)
Primary examiner’s attention required..................... 1004
Request for continued examination (RCE)....... 706.07(h)
Reexamination, ex parte.........ccevevevereresesinsnsnnnnes 2271

Reexamination, inter partes (See Action: Closing
Prosecution in inter partes reexamination)

Secrecy order application ..........c.cocvvrenvienennienene 130
SPECIAL ...t 708.01
Time for reply .oooveveeeee e 706.07(f)
Transitional procedure...........ccccevvevveveverennenn, 706.07(g)
When proper........cccocceeeune 706.07, 706.07(a), 706.07(b)
Withdrawal ... 706.07(e)
Withdrawal, Primary examiner’s attention..... 1004, 1005
Withdrawal of premature .........cccceevevveriernenne 706.07(d)
Withdrawal prior to hearing on appeal................ 1207.04
Final restriction requirement............ccccccoevencicnennenn 818.03
First action final rejection...........ccccooevviiiiicinns 706.07(b)
INaN RCE.....c.ccooveieeee e 706.07(b). 706.07(h)
First Office action form ........cccccocevviiiiinnisecee 707
First action on the merits (FAOM) (See Letter, Examiner’s)
Fissionable material .........cccccooiiiniiiiiiee e, 706.03(b)
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Five year pendency-- Foreign patent

Sec. No.
Five year pendency .......cccccvevvvvvsvsvnnennene 707.02, 708.01
Flowchart for
Effective date under 35 U.S.C. 102(g) .......... 706.02(f)(2)
Examination of computer-related inventions........... 2106
Genus-Species guidelings ..........ccoceovereincneinns 2144.08
Prior art citation in a patent..........c..ccoevevevvrerennnnn, 2206
Reexamination provisions, ex parte...........c.ccoeeevenne. 2201
Reexamination provisions, inter partes.............. 2601.01
Reformed PCT SYStem ........ccoccovvennieneninenecseee 1842
Transitional after-final procedures (37 CFR 1.129(a)
...................................................................... 706.07(9)

Treatment of applications having conflicting claims. 804

FIOW SNEEL ... 608.02
FOIA (See Freedom of Information Act (FOIA))
FONt, tYPE v 608.01, 1504.01(a)

Foreclosure (See Assignment: Security interests)
Foreign application (See also International application)

AS PriOr At 706.02, 2127
Certificate of correction to perfect priority

................................................. 201.16, 1481, 1481.03
Certified copy to avoid reference............. 201.14, 706.02
Certified copy not filed...........cccoeveveiiiiennne 201.14(c)
Cross-noting on file wrapper/history .................... 202.03
Date entitled t0.......cccoovvrirciniiiee 201.13t0 201.15
Design patents.......cccceveverievesesesnens 1504.02, 1504.10
Determination of priority ..........cccoceevenene. 201.14, 201.15
DISCIOSUIE ..o 201.15
Duty of disclosure of information cited........... 2001.06(a)
English language translation for benefit of date

..................................................... 201.15, 706.02

Ex parte reexamination to perfect priority ............... 2258
Filed more than a year before U.S. application

...................................................................... 201.14(c)
Filing in foreign country .........ccocoovveneiiennienencenns 140
FIST e 201.13
German design applications..........ccccceeervrienen. 201.14(b)
Great Britain ........cocoovviiiiiee e 201.15
Identification..........cccoveveeiincinec e 201.14(d)
Incorporation by reference in U.S. application.... 201.13,

.......................................................................... 201.17
Inter partes reexamination to perfect priority........... 2658
License to file .....cccoooeiviiciiiiice 140, 706.03(s)
Listed on oath/declaration............c..cccoveeuneene 201.14, 602
No claim for priority ........ccccoevvvvviveveieeicrecen, 201.14(c)
No reference made in declaration ..................... 201.14(c)
Notice to Office after nonpublication request.......... 1124
Noting earliest date in file history/wrapper........... 202.03
Rev. 7, July 2008
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Sec. No.
Ordering COPIES ...cveveverere e 901.05(c)
Overcoming reference which is..................... 201.15, 715
Prior art cited in related...........cccoeevrinennen. 2001.06(a)
Priority ...ccoveveeveee e 102, 201.13, 706.02
Papers not filed.........c.coeovviniininiiiie 201.14(c)
Petition for unintentionally delayed claim for priority
............................................ 201.14, 201.14(a), 201.16
...................................... 1002.02(b), 1402, 2258, 2658
Priority document in parent application ........... 201.14(b)
Reissue application claiming foreign priority
................................................................... 1402, 1417
RIDDONEd ..., 602.04(a)
SaAME INVENLION.......ooiiiiiieceeee e 201.15
St 602.04(a)
Statutory bar.........ccccceeevenne 201.13, 706.02(e), 2135.01
Time limits to submission .................... 201.14, 201.14(a)
Certificate of COrrection .........cccceoveveieiencinnncns 201.16
REISSUE ....cvvvviieisiiici e 201.14, 201.14(b), 201.16
Translation required .........ccoeeveverierennnne 706.02, 201.15
Foreign countries recognized for priority ................... 201.13
Foreign executed 0ath...........cccooviiiiiiiicncnc e 602.04
Foreign filing, Proving priority............cc.cc..... 201.14, 706.02
Foreign filing date
Entitled t0.....ccvveeeeiceeee e 201.13, 719.06
On file wrapper/history ........cccccevvevveveveneiesenies 202.03
Foreign filing license........cccoiiniiiiiinn 115, 140
FOr PCT o 115, 1832
Foreign language
APPLICALION ...t 608.01
Names for months ........cccccceevevieiiviiviieciecieins 901.05(a)
Names for United States..........c.ccooeevnierieiennens 901.05(a)
Oath or declaration..........c.ccoceeveveieienene e 602.06
Foreign patent
Art COECION.....ei v 901.07
Citation.......ccoevevevecc e, 707.05(e), 901.05(a)
Citation dates and information ..............ccccc..... 901.05(a)
........................................................... 901.05(b), 1851
Classification..........cooevveeviec i 903, 903.03
COUNLIY COUBS....vvevierierierieriese et ee e 1851
Database SEarch.........cccoevevevivriviiecieieeresesens 706.02(e)
Document citation, iN PCT ......ccccccvvvvvienencienenen, 1851
DUPHCALES. ...cveeieiiiee e 903.03
Effective date ........ccovvviniiicece 901.05(b)
Family of (INPADOC)........ccccvevvviverieiericneinens 901.06(a)
In prior art statement ..........ccoceeevveivcecnennnne, 609, 609.01
Individual country OVErview ..........ccccceeeveriiinannas 901.05
JOUMNAIS ..o 901.06(a)
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Sec. No.
LaW OVEIVIEW ..o 901.05
LiDrary ..o 901.06(a)
Listing at allowance...........ccooveieiencicicieee, 1302.12
OPPOSITIONS ... 901.05
Ordering COPIES......covvereirereise e 901.05(c)
Print of, where obtained............cccccoevevvererennn. 901.05(c)
REfErenCe .....cccovvvvveieiecese e, 706.02, 901.05
Statutory bar ... 201.13, 706.03(s)
TraNSTO 1o 903.05
Translation of ..., 706.02, 901.05(d)
Unlicensed, same applicant..............cccccoevvnnnnnn. 706.03(s)
Foreign priority (See also Foreign application)
.......................................................... 201.13 t0 201.16
Design patent applications...........ccccccvveevrennne. 201.14(b)
......................................................... 1504.02. 1504.10
U.S. filing date computed .......... 201.13, 706.02, 2136.03
Formal matter
Allowance and issue............... 1302.01, 1302.02, 1302.04
Amendment of application in issue.............cc....... 714.16
Claim allowable except for...........ccecvvvnene 706, 707.07(j)
Review of action involving.............ccccccvnee Introduction
Right of priority
Prior foreign application.................... 201.13t0 201.16
........................................................... 1402, 1417
Prior U.S. application ..........cccccevveeerennne 201.11, 1405
Specification format..........cccoovvvriiiiiniiiiiienn, 608.01
When taken up ......ccccoeeeeiencicienn. 707.07(a), 707.07(e)
.......................................................... 707.07(j), 714.02
Former employee restriCtions..........coceovenerinencicnennnns 1702
Form letters and forms
Abandonment..........ccocoeveieiii i, 711.04(c)
Action Closing Prosecution PTOL-2065.. 2671.02, 2696
AdVISOry ACtiON.......cocevvverciiieee, 706.07(f), 714.13
Advisory Action — Ex-parte Reexamination PTOL-467
................................................................... 2265, 2296
AOWabILY ...ooveveviic 1302.03
Amendment received after allowance............... 608.02(2)
............................................ 714.16(d), 714.16(e)
Amendment after Board decision, refused entry. 1214.07
Amendment not fully responsive..........cccccccevennne 714.03
Amendment unsigned .........ccoeevverieenerineienens 714.01(a)
Certificate of Correction form PTO/SB/44 or PTO 1050
................................................................... 1480, 1485
Certificate under 37 CFR 3.73(b) PTO/SB/%............ 324
Change of Correspondence Address, Application
PTO/SBI122 ..ot 403, 2542
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Sec. No.

Change of Correspondence Address, Patent PTO/SB/123
..................................................................... 403, 2542

Compact disc transmittal sheet for submission of
sequence listing and/or tables to the United States
Receiving Office under PCT Administrative

InStructions-Part 8..........cccoveevrrevinicinnns 1823.02
Cover sheet, assignment document ............cc........ 302.07
Cover sheet, provisional application

(O 11T 201.04(b), 601

Reproduced .........ccoevvereininiceee 201.04(b)
Credit Card Payment Form PTO-2038

Cited .o 509, 1302.04, 1306, 2510

Reproduced ..o 509
D10 o 130, 1304.01
D11 e 1103
DD FOrM 441 ..o 120

Death of Attorney, Application ready for allowance .406
Declaration for Plant Patent Application PTO/SB/03

............................................................................. 1604
Declaration for Utility or Design Patent Application
PTO/SBIOL ....ocveieieieiee et 602
Disclaimer in Patent PTO/SB/43..........c.cccccoviiiennnnne 1490
Disclosure Document Request PTO/SB/9%............... 1706
Election of SPeCies.........cccvvevviiiiinieiciceneae 809.02(a)
Examiner Checklist — Reexamination
PTOL-1516 ...ocovvvivieiiieieevieeeieens 2296, 2687, 2696
Examiner’s action PTOL-326 ..........cccccceeevieiveiieennnnn, 707
EXaminer’s aNSWET ........cccccveieiieniierieeie e see e 1207
Examiner’s Biweekly Time Worksheet PTO-690E
......................................................... 1704, 2238, 2638
Examiner’s Case Action Worksheet PTO-1472....... 1705
Fee Address Indication PTO/SB/47
L0 (=T [ 2540, 2595
Reproduced.........coviriiiiiiiie s 2595
Final reJection.........ccocveeveivvie s 706.07

For Design Applications Only: Continued Prosecution
Application (CPA) Request Transmittal PTO/SB/29
..................................................................... 201.06(d)

For Design Applications Only: Receipt For Facsimile
Transmitted CPA PTO/SB/29A............cc...... 201.06(d)

o VA I 1 () S 150

General Office Action, Ex Parte Reexamination
PTOL-466.........ccocirerriiiieieecee e 2262, 2296

General (Ex-Parte) Reexam Communication PTOL-473
(With SSP)...vcviieiiiveineeeie 2250, 2266.03, 2296

Incorrect citation of references, Correction...... 707.05(g)

Information disclosure statement (IDS) PTO/SB/08
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Form letters and forms-- Form letters and forms

Sec. No.

Cited ..o 609.02, 609.03, 609.04(a), 609.05(a),
.................. 609.05(b), 609.05(c), 609.06, 609.07,
......... 1893.03(g), 1901.03, 2001.04, 2003, 2004,
................................... 2214, 2258.01, 2280, 2287
ReproducCed.........cccveveiniiiee e 609
Interference Initial Memorandum............ 2302, 2304.02,
2304.04(a)
Interfering Subject Matter, Secrecy order applications

International application transmittal (PTO-1382)
................................................................... 1830, 1832
Inter Partes Reexamination Communication (With SSP)
PTOL-2071 ..o e 2696
Inter Partes Reexamination Communication (Without
SSP) PTOL-2072 ...c.ooveivieieicenee e 2696
Inter Partes Reexamination Notification Re Appeal
PTOL-2067 ....cocvrvervierieienieieienienens 2662, 2674, 2696
Inter Partes Reexamination Transmittal PTOL-2070
................................. 2664, 2670, 2677, 2686.01, 2696
Interview Request, Applicant Initiated PTOL-413A

Interview Summary, Examiner Initiated PTOL-413B
............................................................. 713.04, 714.13
Interview Summary PTOL-474, Reexamination
................................................................... 2281, 2296
Issue Classification Slip (Blue slip) PTO-328, PTO-270
Cited ..o 1107, 1455, 1611
Issue Classification, Designs PTO-328................. 903.07
.................................................. 903.09(a), 1107, 2287
Issue Classification Form/Sheet/Slip ...903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
DiIgESES .ot 903.07
INILTAING .o 903.07(b)
Issue Fee Transmittal PTOL-85B....................... 307, 324

................................................ 1306.02, 1309, 1481.01
Maintenance Fee Transmittal PTO/SB/45

ReProduCed ........cccceveeereieie e 2595
Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

(011 (=To I 1121, 1122, 1135
Reproduced.........ccoveiiireiiiee s 1135
Note to SPRE/Examiner/TC Personnel of Inter-Partes
Reexamination Deadlines PTOL-2061 ............... 2696
Notice of Abandonment
PTOL-1432 ..coiiiiiieeieetieeeee e 711.04(c)
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Sec. No.

Notice of Abandonment under 37CFR 1.53(f) (CPA) For
Design Applications PTO-2019.................. 201.06(d)
Notice of Allowability PTOL-37 ........ 602.03, 608.02(b)
...................... 608.02(z), 609.05(b), 710.02(e), 714.13
...................................................... 812.01, 1205, 1207
............................................... 1302.03, 1302.04, 1455
Notice of Allowance and Issue Fee Due PTOL-85
................................ 115, 203.08, 406, 509.03, 602.03
........................................................ 708.02, 710.02(e)
............................................ 711.02, 711.03(c), 711.06
.......................... 714.15, 714.16, 714.16(a), 714.16(d)
..................................... 1126, 1303, 1303.03, 1304.01
............................ 1305, 1306, 1306.02, 1306.03,1308
...................... 1308.01, 1308.03, 1309, 1512, 2001.04
.......................................... 2406, 2411, 2411.03, 2575
Undelivered.........ccocoovvrvininninecneecens 1303.02

Notice of Appeal from the Examiner to the Board of
Patent Appeals and Interferences PTO/SB/31

Notice of Concurrent Proceedings — Inter Partes
Reexamination PTOL-2062...........ccccocervrierierennn. 2696
Notice of Defective Paper — Ex Parte Reexamination
PTOL-475.....ccciiieieeiiernnnn, 2250, 2266.02, 2266.03
............................................... 2272, 2273, 2295, 2296
Notice of Defective Paper — Inter Partes Reexamination
PTOL-2069............ 2666, 2666.01, 2666.04, 2666.06,
............................................... 2666.50, 2666.60, 2696
Notice of Draftsperson’s Patent Drawing Review
PTO-948 ..o 608.02(b), 608.02(h)
.............................................................. 707, 707.07(a)
Notice of Failure to Comply with Ex Partes
Reexamination Request Requirements
PTOL-2077 .coviiieiieieineee e 2218
Notice of Failure to Comply with Inter Partes
Reexamination Request Requirements
PTOL-2076.......coiirieirieieinieec e 2618
Notice of Failure to Comply with Inter Partes
Reexamination Request Fee Requirements
PTOL-2057 ..o 2696
Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8, 1995 PTO-
2011 Reproduced........ccoevvrerieenienieesieeeen, 201.06(d)
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Sec. No.

Notice of Improper CPA For Design Applications PTO-
2012 Reproduced ........ccccevvevieveviennceieeenne 201.06(d)
Notice of Improper Request for Continued
Examination (RCE) PTO-2051 ............c...... 706.07(h)
Notice of Incomplete Nonprovisional Application
PTO-1123........... 506, 601.01(d), 601.01(e), 601.01(f)
.................................................. 601.01(g), 2731, 2732
Notice of Incomplete Reply (CPA) for Design
Applications PTO-2018 Reproduced ........... 201.06(d)
Notice of Incomplete Request for Inter Partes
Reexamination PTO-2059.........cccccocvvvverineniennans 2696
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469 .................. 2235, 2250
................................................ 2250.01, 2271, 2271.01
................................................ 2273, 2287, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068 ................ 2687, 2696
Notice of Intent to Publish Statutory Invention
Registration SIR-L .......cccccoovvvvviviricece e 1107
Notice of Inter Partes Reexamination Request Filing
Date PTOL-2058.......ccccoiiiinieiienieesenieeseeneene 2696

Notice of Non-Acceptance of Small Entity Patent
Maintenance Fee, PTO-2140..........ccccuc.... 2531, 2550
Notice of Non-Compliant Amendment............. 714.01(e)

Notice of Non-Recordation............cccoceverervrnnenne 302.09
Notice of Omitted Items in a Nonprovisional Application
PTO-1669......ccccvrevieieenieennn, 201.06(c), 601.01(d)
.................................................. 601.01(g), 2731, 2732
Notice of Overpayment of Patent
Maintenance Fee, PTO-211.....cc.cccceveviiveeennnne, 2550
Notice of Recordation............ccocevvvveveieneneieneneans 302.09
Notice of References Cited PTO-892........ 707, 707.05(a)
................................... 707.05(c), 707.05(d), 707.05(e)
................................................................... 2687, 2690
Notice of Special Acceptance of Patent Maintenance
Fee, PTO-2143 ..ot 2530
Notice of Statutory Invention Registration (SIR)
Acceptance, SIR-N (Form D-11) .........ccccceveeene 1103
Notice of Withdrawal from Issue under 37 CFR 1.313(b)

Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468............... 2273, 2274, 2296
Notice to Comply With Requirements
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Applications For Patent Containing Nucleotide
Sequence and/or Amino Acid Sequence Disclosures
PTO-1661........cccocuuee. 2427.01, 2427.02, 2731, 2732

Notice To File Missing Parts of Application......... 201.03
........................ 601.01(a), 607, 710.02(d), 2731, 2732
CPA for Design Applications PTO-2021 Reproduced
........................................................ 201.06(d)
Notification of Non-Compliance with 37 CFR 41.37(c)
PTO-462 .....coieieiieiiesee e 1205.03
Notification of Non-Compliance with 37 CFR 41.37(c) —
PTOL-462......ccoiiiiiiiinesisee e 1205.03
Office Action — Ex Parte Reexamination
PTOL-466.........covevrriiiirieireieisesieeeeenns 2262, 2296
Office Action - Inter Partes Reexamination PTOL-2064

ReProduced .........ccovvveiviieiieieceee e 2660
Office Action Summary PTOL-326................. 608.02(h)
Order Granting/Denying Request for Ex-parte

Reexamination PTOL-471......cc.cccocvvveverenennnnnns 2296
Order Granting/Denying Request for Inter Partes
Reexamination PTOL 2063

Cited...ovoiveiei e 2646, 2647.02, 2696

Reproduced ..........coccovveriiniicineee 2647.01
PCT forms (See Patent Cooperation Treaty (PCT))
Petition for express abandonment to Avoid Publication

under 37 CFR 1.138(c) Reproduced.................... 1135
Petition for Revival of an Application
For Application Abandoned for Failure to Notify the
Office of a Foreign or International Filing

PTO/SB/64a
Cited ..o 711.03(c), 1124, 1135
Reproduced ........ccoeeeieiiicinic 711.03(c), 1135
For Application Abandoned Unavoidably PTO/SB/61
............................................................. 711.03(c)
For Application Abandoned Unintentionally
PTOISB/BA......c.ooieiiiieiineeereeeae 711.03(c)
Plant Patent Application (35 U.S.C. 161) Declaration (37
CFR 1.63) PTO/SB/03......ccoceeeeriririeinieieneeeeeenen, 1604
Power of Attorney to Prosecute Applications before the
USPTO PTO/SB/80.......coovriiinireirinreieennnns 402.07
Provisional application for patent
Cover sheet PTO/SB/16........cccoeveeieienenne 201.04(b)
PTO-150....cuciiieeieerieieeeeiee e 1706
PTO-211 ..ot 2550
PTO-270 (Blue SIip) ....cccovvveveinne 903.07, 903.09, 1107
............................................................................. 1455
PTO-328...coiiiiiceeeee e 903.07, 1107
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Sec. No.
PTO-447A. ..ot 903.08(a), 903.08(d)
.............................................................. 903.08(e)
PTO-690E........cccovrvevreraenns 903.03, 1704, 2238, 2638
PTO-850
Cited....ccoovenee, 1002.02(d), 2302, 2304.02, 2304.04(a)
ReProduced .......cceeveiererere e 2302
PTO-892
Cited.....201.15, 608.01, 609.02, 609.04(a), 609.05(a),
..................................... 609.05(c), 609.06, 707, 707.05
................ 707.05(a), 707.05(c), 707.05(d)
.................... 707.05(e), 707.05(g), 901.06
.............. 1302.04, 1302.12, 1406, 1901.06
............................. 2246, 2257, 2290, 2646
...................................... 2657, 2687, 2690
ReProduced ........cceevevvererereseseeeeeesienie s 707.05(a)
PTO-948 ...ttt 608.02(b)
............................................ 608.02(h), 707, 707.07(a)
PTO-1050 ....cceveirieeiierieesieieinnens 1480, 1480.01, 1485
PTO-1123 ..o, 601.01(d), 601.01(e), 601.01(f)
.................................................. 601.01(g), 2731, 2732
PTO-1382 ..ot 1830, 1832
PTO-1472 .ottt 1705
PTO-1516 ...coovveeiiiieiceec e 2287, 2295
PTO-1517 oo 2287, 2295
PTO-1590 ..ot 719.05
PTO-1595 ..ottt 302.07
PTO-1661 ..o 2427.02
PTO-1669 .......coveereeiieiieieieieeieins 201.06(c), 601.01(d)
.................................................. 601.01(g), 2731, 2732
PTO-2011 Reproduced ........cccccevvvvrevrninnannnne. 201.06(d)
PTO-2012 Reproduced ........cocovvevrirvrerieennenns 201.06(d)
PTO-2018 Reproduced ..........ccccovviereerieneannnne. 201.06(d)
PTO-2019 Reproduced ........coeovvirieeierieennne 201.06(d)
PTO-2021 Reproduced ........ccoeoviirievierieennene 201.06(d)
PTO-2038
Cited .o 509, 1302.04, 1306, 2510
ReproducCed..........coverieininieiiiee e 509
PTO-2051 ... s 706.07(h)
PTO-2140 ..ot 2531, 2550
PTO-2142 ..ottt e 2531
PTO-2143 ..ot 2530
PTO/SB/08A and 08B ................ 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
......................................... 609.07, 707.05(d), 1302.12,
............................................... 1406, 1901.03, 1901.06
....................... 2214, 2246, 2257, 2258.01, 2287, 2290
...................................... 2614, 2646, 2657, 2687, 2690
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PTOL-37
Cited ..o 203.08, 602.03, 608.02(b), 608.02(2)
............... 609.05(b), 707.05(g), 710.02(e), 714.13
.................................................... 812.01, 1302.03
................................... 1302.04, 1302.12, 1302.14
Reproduced .........ccvvvevevecieeeere e 1302.03
PTOL-85

Cited..ooeirreeicec 203.08, 714.16(d), 1303, 1306
........................................ 1306.02, 1308, 1308.03
Reproduced .........ccovvriiiiiinee e 1303

PTOL-85B
Cited...oovvrciie 307, 324, 509.03, 512, 1303, 1306
........................ 1306.01, 1306.02, 1309, 1481.01
Reproduced .........coviveiiiiii e 1303
PTOL-85C Reproduced..........ccccvevverererennrnsieennne 1303
PTOL-90 ............ 608.02, 707, 714.16, 1205.03, 1207.05
.................................. 1208, 1209, 1210, 2427.01
PTOL-271 .ot 714.16(d)
............................................................. 714.16(e)
PTOL-303 ... 706.07(f), 708.02
......................................................... 711.03(c), 714.13
PTOL-319 .t 714.03
PTOL-324 ...t 714

PTOL-326
Cited oo 201.14(b), 201.14(c)
................................................. 608.02(h), 706.07
......................................... 707, 710.02(b), 812.01
Reproduced ..........coeiviiiiiiceee e 707
PTOL-04 ...t 1485
PTOL-413 ... 713.04, 714.13
PTOL-46L ... 1215.04
PTOL-462 .....ccovivreeienne 1205.02, 1205.03, 1207.02
PTOL-462R......coiiiireeeeeeeeee e 2274, 2296
PTOL-465 ..o 2262, 2264, 2283, 2296
PTOL-466 ..o 2262, 2296
PTOL-467 .... 2250, 2265, 2262.01, 2266.02, 2272, 2296
PTOL-468 ..o 2273, 2274, 2296
PTOL-469 ..o 2287, 2296
PTOL-ATL oo 2296
PTOL-473 ... 2250, 2266.03, 2296
PTOL-A74 ..ot 2281, 2296
PTOL-475 ... 2250, 2266.02, 2266.03, 2272
......................................................... 2273, 2295, 2296
PTOL-AT6 ..o 2687
PTOL-501 ... 2633, 2647.02
PTOL-1432 ..ottt 711.01, 711.02
..................................................................... 711.04(c)
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PTOL-1516. ..o 2296, 2687, 2696
PTOL-1517 .o 2296, 2687, 2696
PTOL-2057 ..ot s 2696
PTOL-2058.....cciiieiiieieni et 2696
PTOL-2059.....ciiiiirieerreeesiee s 2696
PTOL-2060.......ccieieireircnreienreeresreeeses s 2696
PTOL-2061.....c.ciieieieinirieeeseiee s 2696
PTOL-2062.....c.ciieiiiiieinieieieesieie et 2696
PTOL-2063
Cited .o, 2646, 2647.01, 2647.02, 2696
Reproduced.........cceverievere e 2647.01
PTOL-2064
Cited ..o 2647.02, 2660, 2671.01
Reproduced.........ccoveiiireiiiiese s 2660
PTOL-2065......cceirrreieinreerneecnreeenas 2671.02, 2696
PTOL-2066........ccciireereerrreeeireencnneeenns 2673.02, 2696
PTOL-2067.....ccoveerrieiienas 2662, 2674, 2675.02, 2696
PTOL-2068.......ccceeiririeirieieereie e 2687, 2696
PTOL-2069
Cited .......... 2666, 2666.01, 2666.04, 2666.06, 2666.50
...................................................... 2666.60, 2696
Reproduced..........covvrvininciiee s 2666.50
PTOL 2070 ....cccoeuueee. 2664, 2670, 2677, 2686.01, 2696
PTOL-2071 ..., 2666.06, 2696
PTOL-2072...cociiiieeereiee s 2696
PTO/SB/01 Reproduced ..........cccocevvevierieenerineniennns 602
PTO/SB/03......ciiiieieieee s 1604
PTO/ISB/OB ..ot 608.01(n)
PTO/ISB/OT ... 608.01(n)
PTO/SB/0S ............ 608.01, 609.02, 609.03, 609.04(a),
............. 609.05(a), 609.05(b), 609.05(c), 609.06,
.................................. 609.07, 707.05(d), 1302.12
PTO/SB/08A
Cited...coovveeieecece e 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
.609.07, 2214, 2246, 2256, 2257, 2258.01, 2290,
........................................ 2614, 2646, 2657, 2687
ReproducCed..........cocveviiiniieeee e 609
PTO/SB/08B
Cited....oovreereeeee 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
.609.07, 2214, 2246, 2256, 2257, 2258.01, 2290,
.............................. 2614, 2646, 2657, 2687, 2690
REProduCed.......cccovevevieriire e 609
PTO/SB/L6....c.ciiiieeiieicisee s 201.04(b)
PTOISB/24......oooiiiiiiiicteee e, 711.01
PTO/SB/24A
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Sec. No.
Cited .o 711.01, 1125, 1135
Reproduced .........ccoecvveveineiiinescn 711.01, 1135
PTOISB/25 ...ttt 1490
PTOISB/26 ...ttt 1490
PTO/SBI2T ..ottt 1504.30
PTO/SB/29
CIted .o 201.06(d), 709
Reproduced ..o 201.06(d)
PTO/SB/29A Reproduced..........cccoerevicrinnnne 201.06(d)
PTO/SB/30 Reproduced............ccouvervevncrennnne 706.07(h)
PTOISB/3L ..ot 1204
PTO/SB/35
Cited e 1121, 1122, 1135
Reproduced .........cooviriiiiiiiee 1135
PTO/SB/36
Cited oo 1123, 1124, 1135
Reproduced .........ccooeveiinenieiee e 1135
PTOISB/37 ..ot 709
PTO/SB/42....... 2246, 2256, 2257, 2258.01, 2262, 2614,
........................................................ 2646, 2657, 2687
PTO/SB/43 Reproduced..........cccceovereeneienenenicciene 1490
PTO/SB/44
Cited..ooeirriieee 201.03, 1480, 1480.01, 1485
Reproduced .........ccovviviiiiiise e 1485
PTO/SB/45
CHted e 2515, 2595
Reproduced .........cooiiiiiiieieee s 2595
PTO/SB/47
L0 (=Y I 2540, 2595
ReProduced .........cccoveveiviieireeeeee e 2595
PTO/SB/50 Reproduced..........ccceouereeneienenenieaienen 1410
PTO/SB/51
(07} 1o I 1410.01, 1414
Reproduced .........ccovireiiiii s 1414
PTO/SB/51S Reproduced...........ccocevvrvivrvnnanns 1414.01
PTO/SB/52
Cited oo 1410.01, 1414
Reproduced .........ccovireiiiiiiee 1414
PTO/SB/56 Reproduced.........cccovevververerennrninannane 1415
PTO/SB/57
CHted e 2214, 2296
Reproduced .........ccovieiiiiniiirecee e 2214
PTO/SB/58
CIted v 2614, 2696
Reproduced .........ccceveveiviieir e 2614
PTOISB/BL ...t 711.03(c)
PTOISB/B2 ...t 711.03(c)
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PTO/SBIB3.......cooiiiiiinieeseee e 711.03(c)
PTO/SBIB4........coiiiiiiiisiseee e 711.03(c)
PTO/SB/64a Reproduced..........c.ccveunnen 711.03(c), 1135
PTO/SB/64 PCT ..ot 711.03(c)
PTO/SBIBB.......cocviveieieiieiieiseri e 2595
PTO/SB/B7 Cited ......ccovrveiiirieiiie e 104

PTO/SB/68

CIted oovviece e 103, 711.04

ReProduCed.........ccvviriiiriiiree e 103
PTO/SB/80 Reproduced ...........cccvvevivnviveierennn. 402.07
PTO/SB/81

Cited .o 402, 601.02, 1604

Reproduced..........cccocvvivnnennnn. 402, 601.02, 2222, 2622
PTO/SB/82 Reproduced ...........ccccvvvrvnviieierennn. 402.05
PTO/SB/83 Reproduced ................... 402.06, 2223, 2623
PTO/SBI8A.......ooeiiieiiieseeeee e 405,713.05
PTO/SB/ ..o 1101
PTO/SB/O5......c.o ittt 1706
PTO/SBI6.......cociiveietiireiee et 324
PTO/SBIL22.....c.ooiieiiiieeceee e 403, 2542
PTO/SBI123.....coioiieteeeeseee e 403, 2542
PTO/SBIL24.....c.ociiiiieiece e 403
PTO/SB/125

Cited oo 403, 2540, 2595

REProduCed.......cccoveveieriere e 403
Reasons for Patentability and/or Confirmation

PTOL 476....coiiiieiieei e 2687

Recordation Form Cover Sheet PTO-1595........... 302.07

Reexamination and processing forms listed... 2296, 2696
Reexamination Clerk Checklist
PTOL-1517 oo 2296, 2687, 2696
Reissue Application
Declaration by the Assignee (See Form letters and
forms: PTO/SB/52) .....covovvveviiieecienn, 1410.01
Declaration by the Inventor (See Form letters and
forms: PTO/SB/51) .cccovvviiieieceie 1410.01
Fee Transmittal Form (See Form letters and forms:
PTO/SBI56).......coviiieirieieeierieeseseee s 1415
Supplemental Declaration for Reissue Patent
Application PTO/SB/51S ........cccccevvenene 1414.01
Transmittal (See Form letters and forms: PTO/SB/50)

Request for Customer Number PTO/SB/125... 403, 2540
Request for Customer Number Data Change

PTO/SB/124 ..ot 403
Request for Deferral of Examination 37 CFR 1.103(d)
PTO/SB/37 ..ottt 709

Rev. 7, July 2008

Sec. No.
Request for Ex Parte Reexamination Transmittal
PTO/SB/BT ..ot 2214, 2296

Request for Inter-partes Reexamination Transmittal
PTO/SB/58

(O | 1T SR 2614, 2696
ReProduced .........cccevvveiireir e 2614
Request for Statutory Invention Registration PTO/SB/94
............................................................................. 1101

Request for Withdrawal as Attorney or Agent
PTO/SB/83 ...t 402.06, 2623

Rescission of Previous Nonpublication Request (35
U.S.C. 122(b)(2)(B)(ii)) and if Applicable, Notice of
Foreign Filing (35 U.S.C. (b)(B)(iii)) PTO/SB/36

Cited..ooeoeeeceecece e, 1123, 1124, 1135
ReProduced .........cccevvveireieereiecee e 1135
Response to Rule 1.312 Communication
PTOL-271...occiiiiiiieiieieiesieas 714.16(d), 714.16(e)
Restriction requiremMent............ccoeeevveriinenccnennns 817
Revocation/Appointment of Power of Attorney or
Authorization of Agent PTO/SB/82 .......... 2222, 2622
Right of Appeal Notice PTOL-2066 ......... 2673.02, 2696
SIR-C oottt 1103
SIR-E. ottt 1103
SIR-F 1103
SIR-G oot 1103
SIR-H oo 1109
SIR-L .ottt 1103
SIR J oottt 1103
SIR-K e 1109
SIR Lttt 1107
SIR-M.ciiiiieiie et 1107
SIR-N (FOrm D-=11)...ccccviriiiiiieirieiee e 1103
Statements to DOE or NASA ... 151
Subject matter admits of illustration ................ 608.02(a)
Terminal Disclaimer to Accompany Petition
PTO/SBIB3 ..ot 711.03(c)
Terminal Disclaimer to Obviate a Double Patenting
Rejection over a Prior Patent, PTO/SB/25........... 1490

Terminal Disclaimer to Obviate a Provisional Double
Patenting Rejection over a Pending Second
Application, PTO/SB/25........cccccoviiiiiiiiee. 1490

Transmittal of Communication to Third Party Requester
— Ex Parte Reexamination — PTOL — 465

............................................... 2262, 2264, 2283, 2296

Form paragraphs (Reproduced)
2,01 i 201.06
2.03 s 201.06(c)
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2.05 o 201.07
2.06 . 201.08
2.07 o 201.09
2.08 o 201.10
2.09 e 201.11
2.00 i 201.11
2.00.01 . 201.11
200 e 201.11
20001 e 201.11
2.0 s 201.03
2,038 i 201.03
213D i 201.03
2.03C e 201.03
2,030 e 201.03
2,03 e 201.03
2. 03 201.03
2.030 i 201.03
203N s 201.03
20300 o 201.03
2.03.02 o 201.03
204 o 201.03
204,01 i 201.03
205 201.11
206 e 201.11
207 201.11
208 o 201.13
2.0 e 201.15
2.20 e 201.14(b)
220 s 201.14(c)
22101 s 201.14(a)
222 e 201.14(c)
2.23 s 201.14(c)
224 .o 201.14(c)
2,25 s 201.14(c)
2.26 oo 201.14(c)
227 e 201.14(c)
2.28 s 201.11
2.29 e 201.11
2.30 i 201.06(d)
231 201.06(d)
2.3 e 201.06(d)
2.3 s 201.06(d)
234 s 201.06(d)
2,35 201.06(d)
2.38 e 201.11
2.3 e 201.11
20 s 201.11

Sec. No
B0L. e s 403
D02, s 406
A.03.ceee e 406
B0 e 406
A0B.....ceeee e e 407
PR 407
Q.08 e s 407
409, e 402
L SRS 401
B0 s 502
B.0L.0L e 501
D02 s 512
B0 903.08
B.04 s 512
B0 e 509.03
B.0L. . i 608.01(a)
B.02. e 608.01(a)
B.02.01...cciiie e 605.04(a)
B.03 e 602.01
B.05. . 602, 602.03, 605.01
B.05.01 ...t 602
B.05.02....cutieciee et 605.02
6.05.03...c e 605.01
B.05.05...ccc e 602.03
B.05.06.......uiiiieeiiiece e 602.03
B.05.07 .ot 602.03
B.05.08......iiiee e 602
B.05. 11 e 604.01
B.05.12. . 604.01
B.05.13. .. 602.04
B.05.14.....viiieeie e 602.04(a)
B.05.15. . 602.03
B.05.16....cci i 602.01
B.05. 17 s 602
B.05.18....cciiiiiece e 605.04(b)
B.05.19. .. 605.03
6.05.20 ... 602
B.06.... e 603, 604.01
B.07 et 604.02
B.08...c e 604.04(a)
B.09.01....iiiieeie e 605.03
B.10 e 606.01
B.11.0% .. e 606.01
B.12. e 608.01(b)
B.13 e 608.01(b)
B.14 ..o 608.01(b)
B.05 e 608.01(b)
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B.16 o 608.01(b)
B.16.01 ..ooviiviiiii e 608.01(b)
B.17 e 608.01(j)
B.18 e 608.01(n)
B.18.01 oo 608.01(m)
B.19 i 608.01(p)
B.19.01 .o 608.01(p)
B.19.02 .. 201.17
B.19.03 .. 608.01(p)
B.20 i 608.01(v)
B.21 oot 608.02(b)
B.22 et 608.02(b)
B.22.01 oo 608.02(d)
B.22.02 ..o 608.02(e)
B.22.03 .. 608.02(e)
B.22.04 ..o 608.02(d)
B.22.05 oo 608.02(f)
B.22.06 ...t 608.02(e)
B.22.07 oo 608.02(e)
B.23 et 608.02
B.23.01 ..o 608.02
B.24.01 ..ocviiiiiie e 608.02
B.26 .o 608.02(b)
B.27 e s 608.02(b)
B.28 .o 608.01(q)
B.28.01 ..o 608.01(q)
B.28.02 ..o 608.01(q)
B.29 oo 608.01
B.30 it 608.01
B.3L et 608.01
B.32 it 608.01
B.32.01 ..o 608.01
B.36 it 608.02(d)
B.36.01 ..o 608.02(g)
B.37 et 608.02(h)
B.39 i 608.02(p)
B.40 i 608.02(p)
BAL oo 608.02(p)
B.42 oo 608.02(p)
B.A3 e 608.02(p)
BAB oo s 602.03
BAT e 608.02(p)
B.A8 ..o 608.03(a), 714.16(d)
B.49 .o 609.05(a)
B.49.01 .o 609.05(a)
B.49.02 ..o 609.05(a)
B.49.03 ... 609.05(a)
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B.49.05. .. 609.05(a)
B.49.06....ccuciiiiiieiiici s 609.05(a)
B.49.07 ..ot 609.05(a)
6.49.08.......viiirieeie e 609.05(a)
6.49.00......c.uiiiieie e 609.05(a)
B.49.10. ... 609.05(a)
B.51. i s 609.05(a)
B.52 e 609.04(b)
LT3 T 609.03
B.54 ..o 609.03
8.5 ettt 609.03
B.56 ... ettt 1134.01
B. 57 e 1134
B.60.01......iriiciecee e 608.05
B.60.02....ccuiiiieiiieiie s 608.05
B.61.01....cciiiiiiieiiece e 608.05
B.61.02....ccuiiitiiiiie e 608.05
B.62. ettt 608.05
B.63.01 ... 608.05(b)
B.63.02...cciiiiieiiece et 608.05(b)
B.64.01....cciiiiiiiiiiieiec s 608.05(a)
B.64.02....ccuiiiiiiieecee e 608.05(a)
B.64.03......ctiiiieeee e 608.05(a)
B.64.04 ..o 608.05(a)
B.70.01...ccciiieiiece et 608.05
B.70.02. .. 608.05
B.71.01 .. e 608.05
B.71.02...cc it 608.05
B.72.01.... e 608.05
B.72.02. .t 608.05
B.72.03. .t 608.05
B.72.04 ...t 608.05
B.72.05....c e 608.05
A 702.01
T002. e s 702.01
A0 SR 706.03(a)
T.05 e 706.03(a)
T.05.01..cc e 706.03(a)
T.05.02. it 706.03(a)
7.05.03 e 706.03(a)
T.05.04. ... 706.03(a)
T.05.05. 0.t 706.03(k)
T.05.06.....cuiiieieeie e 706.03(k)
F07 e s 706.02(i)
TU08. e 706.02(i)
T.09. s 706.02(i)
28 O RS 706.02(i)
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AL s 706.02(i)
Td2 oo s 706.02(i)
T02.01 oo 706.02(i)
T3 s 706.02(i)
TLA oo 706.02(i)
TA5 706.02(i), 804.03
7.05.01 ., 706.02(f)(2), 706.02(i), 804.03
T.05.02 i 706.02(i), 804.03
T.15.03 e 706.02(i)
TLB e 706.02(i)
TAT e 706.02(i)
T8 o s 706.02(i)
T2 e 706.02(i), 804.03
T.20 e 706.02(m)
T.20.01 o 706.02(m)
T.20.02 oo 706.02(m)
T.20.04 ..o 706.02(m)
T.20.05 o 706.02(m)
T21 e 706.02(m), 804.03
T2L.01 e 706.02(m), 804.03
T.21.02 i 706.02(m), 804.03
T22 oo 706.02(m)
T.23 e 706.02(m)
T2T e 706.02(m)
T28 oo 706.03(0)
T.29 e 608.01
T.29.01 oo 608.01(m)
T.29.02 oo 608.01(m)
T7.29.03 o 608.01(m)
T.29.04 ..o 608.01
T7.30.01 oo 706.03(c)
T7.30.02 ... 706.03(d)
T.31.01 e 706.03(c)
T.31.02 e 706.03(c)
T.3L.03 e 706.03(c)
T.3L.04 oo 706.03(c)
T.33.01 o 706.03(c)
TBh oo 706.03(d)
T.34.01 oo 706.03(d)
T.34.02 i 706.03(d)
T.34.03 e 706.03(d)
T34.04 .. 706.03(d)
T.34.05 ... 706.03(d)
T.34.06 oo 706.03(d)
T.34.07 oot 706.03(d)
T.34.08 oo 706.03(d)
T.34.09 . 706.03(d)
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73400 i 706.03(d)
T34.0L i 706.03(d)
TBA L2 706.03(d)
T34.03 s 706.03(d)
AR T U 706.03(d)
T.34.05. i 706.03(d)
735 e 706.03(d)
T.35.0% e 706.03(d)
T30 608.01(n)
R Y T 707.07(f)
T.37.01. e 707.07(f)
T.37.02. e 707.07(f)
T.37.03. e 707.07(f)
T3T.04 e 707.07(f)
T.37.05. e 707.07(f)
T.37.06..cccciiiieecee e 707.07(f)
T.37.07 e 707.07(f)
T.37.08.cc e 707.07(f)
T.37.09. s 707.07(f)
T.37.00 e 707.07(f)
T30 i 707.07(f)
T.37. 02 e 707.07(f)
T.37. 03 707.07(f)
7238 e s 707.07(f)
T.38.0L i 707.07(f)
7.38.02..cc e 707.07(f)
T.39 e 706.07
T.39.01.ccc e 706.07
TAD e 706.07(a)
TA0.0L ... 706.07(a)
TA0.02...cccviiieeeee e 706.07(a)
TAL o 706.07(b)
TALOL oo 706.07(g)
TALO2eeoeccceeeeee e 706.07(g)
TALO3....ci e 706.07(b)
TB2 oo 706.07(d)
TA2.0L.ce e 706.07(g)
TA2.02 e 706.07(g)
TA2.03..ccii e 706.07(g)
42,031 706.07(g)
TA2.04.......ooi i 706.07(h)
TA2.05. 0 e 706.07(h)
TA2.06...ccccciieieeeee e 706.07(h)
TA2.07 oo 706.07(h)
TA2.08...cccvviiieeeee e 706.07(h)
TA2.08.AE ....ooeeveeieeeee e 708.02(a)
TA42.09..cc e, 706.07(b), 706.07(h)
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TA2.00 i 706.07(h)
TA2.1D oo 706.07(h)
TA2.02 i 706.07(h)
TA2.13 e 706.07(h)
TA2.14 oo 706.07(h)
TA2.15 oo 706.07(h)
TA2.16 oo 706.07(h)
TA3 e 608.01(n), 707.07(j)
TAB0L oo 707.07(j)
TAB.02 ot 707.07(j)
TA3.03 e 707.07(a)
TAB04 oo 707.07(j)
TAA oo 608.01(0)
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ObViIoUSNESS OF ......ccueieiiiiiiiice e 2144.08

German priority docUmMENt .........ccoceovvrenniniiicnnn, 901.05

GeSChMAaCKSMUSEEN........cccveieierere e 201.14(b)

Good faith (See Duty of candor and good faith)

Government registers ... venenenesieeneenee 302, 302.07

Government license ClausSe.........ccoceverererieienene e 310

Government-owned application, special ................... 708.01

Graphic Symbols.........ccocvvviiiieeicecce e 608.02

Great Britain, complete specification............ccccccuenie 201.15

Great Britain, provisional specification...................... 201.15

Greek letter Phi usage ........ccocooeveviveneiieneenee 608.01(9)

Group director (See Director of Technology Center)

Group, International classification ............c.ccccccevenene 903.09

Guardian, Authority recorded ............cccooevveviiiiiennns 409.02

Guardian of legally incapacitated inventor................. 409.02

Guidelines

Drafting an application .........c.cccooeveveriencnieinse e, 601
Drug diSClOSUIES ......c.covevverieviereresiene, 2107.01, 2107.03
Effective date under 35 U.S.C. 102(g)........... 706.02(f)(1)
Electronic mail..........cccoooieiiiiiiiiiiieee e, 502.03
Examination of computer-related inventions........... 2106
INVENLOISNIP .ovveve e 605.07
GENUS-SPECIES ....vevveveeierieresie et 2144.08
Grant of reexamination requUeSt..........ccocecvvereerieneas 2242
Handling of citation in patent ..........cccccooeneiinennn 1920
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Sec. No.
Internet USage .....cccvevveveereveenrie e 502.03, 904.02(c)
Means/step plus function...........ccccocevvieneiiinnennen, 2181
ULHHEY oo 2107
Legal precedent..........ccoceovrernenennen. 2107 to 2107.03
Written DesCription.........cocovvervinieneinecc s 2163
H
Hague Agreement (See also Treaties) ......... 201.13, 1504.10
Hand delivery of papers............. 501, 502, 710.02(e), 714.13
Handling of citation of prior art..........ccccceevvvvviveiiiennns 2206
Handling of mail and papers.........cccceovevvevernane. Chapter 500
In ex-parte reexamination ...........ccoccoeeveneniencnennne 2270
In inter-partes reexamination..........c.cccoeevvrennnenn 2670
Handling of protest ..........cccocvivviv s, 1901.05
Hatch-Waxman ACE.........ccovvveiiieneiie s 2750
Hearing on appeal..........ccccovvvvieiicieicne e 1209
Heir as applicant (See also Administrator or executor)
................ 409.01, 409.01(a), 409.01(d), 1303.03
Help line (telephone number) .........cccecvvivvvvvvvcnceeneen, 1730
Hidden end use in design applications................. 1504.01(c)
Hidden feature in design applications
ANLICIPALION ...t 1504.02
Enablement..........ccoooveiiiiniiiiece e 1504.04
ODVIOUSNESS ..ottt 1504.03
HIV/AIDS, Petitions.........ccovvrviineiniieiese e 708.02
Hours of Operation..........c.coeeriiiinc e 510
Holiday, federal (See Federal Holiday)
Hyperlinks in specification....................... 608.01, 608.01(p)
|
ICIREPAT country COAES.......ccvvvrveirvrieirenienenns 201.14(d)
ICIREPAT identification numbers..........cc.ccccouene.n. 201.14(d)
Icon, computer generated............ccooeveniienennnne. 1504.01(a)
Identification Of Papers........ccocuvverrinensieneneee, 502, 503
Identification of priority application...................... 201.14(d)
Identity of inventors under 35 U.S.C. 119.................. 201.13
Idiomatic English.........cccooiiiiiiiiiiie e 608.01(q)
[llustration (See Drawings)
Image File Wrapper (IFW)
AIFACE ... 608.02
Paper sCanning .......cccoceeeveveeieeieerieieeseeneens 508, 1410.01
Power to inspect not accepted ..........cocevervrereriennnnn 104
PUBIIC BCCESS ....evvviveecrei e, 103, 1730

Rev. 7, July 2008



MANUAL OF PATENT EXAMINING PROCEDURE
Image File Wrapper (IFW) forms-- Information reasonably necessary for finding prior art

Sec. No.

Image File Wrapper (IFW) forms
Issue Classification Form/Sheet/Slip, reproduced ...........
........................................................................ 1302.09
Cited...voeeiic e 903.07, 903.07(b), 903.09
........................................ 903.09(a), 1302.10, 1302.13
Implied election..........cccoco..... 818.02, 818.02(a), 818.02(c)
Improper comments, inter partes reexamination .......... 2667
Improper joinder, effect on patent...........ccoceoereieienne 805
Improper multiple dependent claim ..............c....... 608.01(n)
Improvement (Jepson Claim).........ccocoovireinineinnnnnn, 2129
Inaccurate Claim ........ocoovvireineneee e 2173.03
Inappropriate papers in inter partes reexamination....... 2667
Incoming-Mail Section (See also Office of Initial Patent
Examination (Office of Patent Application Processing))

...................................................................................... 501
Incomplete amendments, time for completing

................................................................ 710.02(c), 714.03
Incomplete application.................. 506, 601.01(d), 601.01(e)
Claims Omitted.........ccoeverieeneriiereeec e 601.01(e)
Definition ..o 203.06
Drawing .....ccoceeeeeeiieiesieee e 506, 601.01(f)
INvalid 0ath .......cceeiiicc 604.06
Return of filing fee........coooiiiiii 506
USING 801N ...cviiiiiiiiecreee e 608.01(u)
Incomplete claim, rejection....706.03(c), 706.03(d), 2172.01
Incomplete Protest........ccoccvverrirniniineseesees 1901.03
Incomplete requests for ex parte reexamination ........... 2227
Incomplete requests for inter-partes reexamination...... 2627
Incomplete reSpPonSe.........ccovveveereririenen 711.03(a), 714.03
Time for completing .................... 710.02(c), 711, 714.03
Incorporation by reference................. 103, 201.06(c), 201.11
................................. 201.17, 608.01(p), 2163.07,
......................................... 2163.07(b), 2173.05(s)
Foreign priority application ................... 201.13, 2163.07

In an Examiner’s Answer during inter partes
FEEXamination.........cccovvrveiirneenreeesee s 2677
Public access to incorporated application.................. 103
Incorrect citation of reference................... 707.05(g), 710.06
Indefinite claim ..........cccccvvevvvennene, 706.03(d), 2171 to 2174
Alternative phrase..........cccceevvvennne. 2173.01, 2173.05(h)
Antecedent DASIS ........ccevevrerrineee e 2173.05(e)
Breadth compared..........ccccoeviineiiineisee 2173.04
Design applications................ 1503.01, 1503.02, 1504.04
International application ...........ccccccvevvvennne 1845, 1874
MUILIPHCITY oo 2173.05(n)
Must be considered..........cocoverrieiinneienneens 2143.03
Nonelected Claims.........cccooviiiinieiieeee e 821
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Sec. No.

Numerical ranges .......ccccovevevereresese e 2173.05(c)

2 (0] [ USRS 2173.05(m)

REJECHIONS....c.vciiiiiiciiiece e 706.03(d)

35 U.S.C. 112, first and second paragraph compared

................................................................... 2174, 2185

35 U.S.C. 112, sixth paragraph limitations ....2181, 2185
Independent Claim...........ccooevverienenniene e 608.01(n)
Independent, definition ..o 802.01
Independent inventions.......... 802, 802.01, 803, 803.02, 806

....................................... 806.04(b), 806.06, 808.01(a)
Independent inventor (See also Applicant; Inventor; Pro Se
applicant)

Small entity Status .........ccoceovviriiiiiieineen 509.02
Index of Claims .......covviiiiiiiiicce 707.07(i), 719.04
Index of patents, Classification, Numerical........... 902.03(a)
Index to the U.S. Patent Classification................... 902.01(a)
Industrial Security Manual (ISM).........ccocooiiiiienenn 120
Inequitable conduct (See also Duty of disclosure, Fraud)

.......................................................... 2001.06(c), 2010

BeSt MOE......ceoiviccee e 2165

Claims invalidated.............ccooooiniiieiiiine e 2016

Finding affects all claims ..........cccooooeiiinniiie 2016

Protest......ccooeverrciennee e 1901, 1901.06, 2013

ReeXamination............ccocvvvvvnienineiereee e 2014

REISSUE ...t 1448, 2012
Informal application ... 506, 702.01

Primary examiner’s attention required..................... 1004

SEAICH ..ottt 702.01, 704.01
Informal drawing (no longer applies)............. 507, 608.02(b)
Informality, Action calling attention to ................. 707.07(a)

................................ 707.07(j), 710.02(b), 714.14

Information Center (See Scientific and Technical
Information Center (STIC))
Information Disclosure Statements (See also Prior art)
................................................... 201.06(d), 609, 1406
Electronic Processing of .............coovviiiiieennn, 609.08
Relationship to requirement for information 704.14(d)
Information material to patentability (See also Duty of

diSCIOSUIE)) wovevvieeereieeeee e 2001.04, 2001.05
Copending application...........c.ccccceevvevrvnnnnnnn 2001.06(b)
Copied Claims.......cccceveveiiniie e 2001.06(d)
Foreign application...........ccoceoeienencienenine 2001.06(a)
Litigation ..o 2001.06(c)

Information on status of application referred to in patent
............................................................................... 102



INDEX

Information sent to applicant for guidance--Interference

Sec. No.
Information sent to applicant for guidance...................... 703
Information submitted with protest..............cccce.ee.e. 1901.02
Infringement action
Statute of limMItations. ... 2204
INID codes or numbers.................. 901.04, 901.05(b), 2290
Initial data capture for printing.........ccccccvevviieieninnnnnns 1309
Initial examiner review of reissue .........cocvvvverenrennnn,s 1443
Ink color
Black .o 707.10, 719.02, 719.05
Red oo 714.18, 719.02
Permanent ..., 608.01, 714.07, 714.19
INOPErativeNEsSS.......covevververieresierie e 2164.07, 2164.08(b)
AFFIAAVIT....ovo 716.07
INPADOC ...t 901.06(a), 905.06
Inquiries, Official and Congressional..................... 203.08(a)
Inquiries regarding patent search, examination, or validity
............................................................................. 1701
Inquiry as to status of application....................... 102, 203.08
Application published...........c.ccooceniiiinnnns 1128, 1134
INSANILY ..o 409, 409.02
Inspection
AMENAMENT.....ciiiiiiiiee e 714.05
APPlICAtIoN ......ceiiiii 103, 104
Approval of POWET ... 104
ASSIGNMENT .o 301.01
AULhOFIZALION ..., 402
BY SSIgNEE ...ccveieieiiiee e 104, 106, 106.01
By excluded or suspended attorney or agent.............. 105
BY INVENLON ..ot 106
BY lICENSEE.....cieieeie e 106.01
Control of, By aSSIgNee........cccovvvrereivreneisenisnniens 106
File Information Unit (Record room)............c.cccueue.e. 103
International application ............cccocevvviiennicnencenen, 110
Patent file......coccovveieee 103
PELItION ..o 103
RECOId FOOM ..o 103
Reissue application ............cccveveercininciie e 103
RIght Of ..o 103, 104, 106
Insufficient disclosure ................ 608.01(p), 706.03(c), 2161
Insufficient reply .....cccocovvvievvieincn, 710.02(c), 711.02(a)
................. 711.03(a), 714.03, 2266.01, 2666.30, 2671
Int. Cl. (International Patent Classification)............... 903.09
Intellectual property compared...........ccccoevrenrnrennnnes 1512
Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273).......... 706.02(a)
INteNt tO ClaiM ..o 706
Inter-American Convention (See also Treaties)......... 201.13
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Sec. No.

INtErferenCe....cccove e Chapter 2300
Abandonment, suppression or concealment, notice .2138

Access to files ... 2306, 2307.02
ACHION AFtEN....ocvi i 2308
Action after ex-parte reexamination............c..cc.co..... 2284
Action after inter partes reexamination .............. 2686.02
Action suggesting claims ..........ccccocevieiinnnnn 2304.04
Administrative patent judge handles..............c......... 2301
Allowance of losing party’s application (Estoppel)
........................................................................ 2308.03
Applicant suggests interference with patent........ 2304.02
Applications in different Technology
CNLEIS .. 2304.01(b)
Basis of practice........ccccevvvevvnivinnnnns 2138.01, 2301.03
Between application and patent.............cc.cccueneen. 2301.03
Between applications..........cccccevevievevvnnnesnninnns 2301.03
Cancellation of losing party’s claims............. 2308.03(a)
Claim of foreign priority
................................................................... 2304.01(c)
Claim interpretation...........ccceveevevveverevesese s 2301.03
Claim presented corresponding to patent claim ..2301.03
to 2304.05
Claims, overlapping in two applications of same party
........................................................................ 2304.05
Claims, suggesting ......cc.cccevevvevververnennn. 1003, 2304.04(b)
Claims corresponding to count support in specification...
................................................................ 2163.03
Common OWNETSNIP ....oveveeirieicieieeeeesceeicseeas 2304.05
ConCePtion ....cveveeerere e 2138.01, 2138.04
Concurrent with appeal ........cccoeevvveievennresnn, 2307.05
Copending ex parte reexamination.............cc.c..cueve.n. 2284
Copending inter partes reexamination ...... 2686, 2686.02
Count, defined.........coceevvviiiiecec e 2301.02
Counts, formulation of ..........coceeviiiiiiciiiieee, 2301.01
Dates, difference in effective filing.......c..ccccccoveennnn. 2303
TC Director’s attention required ...........cccceeveveene. 1003
DeClaration ........cccooeeeiiiiiiie e 2301
DefiNitioNS......ccvvevirece e 2301.02
Determining priority........cccoeeeverercveniesesnneenns 2138.01
Diligence, reasonable ............cccceevennee. 2138.01, 2138.06
Disclaimer, statutory ...........cc.cev..... 706.03(u), 710.02(d)
Disposal COUNT.......ceieiiiiiieieiee e 1705
Drawing PrintS.......cocoereeeeneieneneeseneesenens 608.02(m)
Election of invention not affected ...........c.ccoeeereienn. 819
Entry of amendment filed in connection with motion
........................................................................ 2308.02
Estoppel......ccooovveiiiiiinn 715, 2138.01, 2308.03
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Interference practice specialist(s)-- International application

Sec. No.
EVIAENCE ..o 2138.04
Examination, Completion of ...........ccccccoeviiiiennnnn, 2303
Examiner suggestion.........ccccoeveneieneniene e 2304.04
Final disposal of claims ..........ccccoovviiiiiiciiine 2308.01
FraUd.....cooeeecccc s 2010
Generic Claims ........ccccvvvvvceeieercce e 2304.04(b)
Identification of patent, corresponding
claims presented.........cccooevereiinencnennne 2304.02(a)
Inequitable coNAUCE..........cccooeiiiniirecc 2010
Inter partes questions not to be
discussed eX Parte .......ccccocevivrvneseieeee e 2307.01
Interference Practice Specialist...................... 2301, 2302
...................................... 2303, 2304.04(a), 2304.04(b)
......................................................... 2307.04, 2308.03
Interference-in fact, N0......c..cccoeveverc v, 2308.03(b)
Interfering Subject Matter...........cccovevevveveriennn, 2301.03
Judicial reView .........cooeeveviiieneiieneen, 1216, 1216.01
Jurisdiction over interference............ccccooeeene 2307, 2308
Losing party, may obtain copy of
opponent’s application ...........ccoceevvveenenn, 2308.03(a)
Losing party, treatment of...........ccccceveviiennnns 2308.03(a)
LOSt COUNES.....coiiiiieiiciieiesiee e 715
Motions
DECISION ....oveieieiicieieee e 2308.02
SEAY o 2686.02
SUSPEND .ot 2686.02
National Aeronautics and Space Administration or
Department of Energy Ownership ...........cc.cc...... 2309
Order t0 SNHOW CAUSE.......c.oeerveeeierieicie e 2305
Patent in different Technology Center............ 2304.01(b)
Patentee suggestion..........ccccvvveeeieevecveicneseanens 2304.03
Petition refusal to initiate..........cc.ccoceeeveieeeenne. 1002.02(c)
Power of attorney filed ... 402.08
Preparation of papers by examiner............cc.ccocveuene. 2302
Priority time charts..........ccocoevvivninnieciecierce s 2138.01
ProvoKINg.......ccoovviieiieiee e
In ex parte reexamination ...........cccocevceeeeiencnenncns 2284
In inter partes reexamination............cc.ccceeenee. 2686.02
Public use proceeding .......ccccocevvvivrienvrninennnne 706.03(v)
Reduction to practice .........ccceevvervennnnn 2138.01, 2138.05
Reexamination
Ex parte, copending with interference.................. 2284
Inter partes, copending with interference
...................................................... 2686, 2686.02
References pertinent to motions,
made of record .......cccovvvveiiienecee e 1302.12
Rev. 7, July 2008
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Sec. No.

Referring an Interference to the Board, Preliminaries to
........................................................................ 2304.01
Reissue application...........c.ccccoeveinnne. 1449.02, 2303.02

Reissue application copending with interference on

original patent..........ccocevvvveneiieneieee 1449.01
Reply to suggestion for claims......710.02(c), 2304.04(b)
Requirements for interference...........cccoovvveivennnne. 2302
Requiring a Claim .........cccccoeevinenneneneee, 2304.04(b)
Requiring a priority ShOWing.........c.ccoeevvveneenenenen, 2305
Revocation of power of attorney ...........c.ccoceeveenee 402.08
SEArCh ..o 1302.08, 2304.01(a)
Second Interference, N0........ccoceecvevreiicnennne 2308.03(c)
Secrecy order application ............ccccoeeveeirennnne, 130, 2306
Special dispatch.........cccoovvviiniiiiiiiis 708.01, 2301
Statutory basiS........ccceevvvvievieninninineeene, 708.01, 2301.01
Suggestion of claims .................... 2304.03 to 2304.04(b)
Suggestion of claims, time limit....................... 710.02(c)
Suspension of action pending outcome of reexamination
.............................................................. 2284, 2686.02
Suspension of ex parte prosecution............... 709, 709.01
Suspension of related applications....................... 2307.03
Terminated open to public.........cccoceviiiiiiiiicn, 103
TESHIMONY ... 715.07(b)
Transfer of application ...........ccccocerviininnennns 2304.01(b)
WinNing party.......cccoceveeeveniesiesnsnenenn, 710.02(b), 2308
Written Description, Adequate...........c.ccoe.e. 2304.02(d)
Interference practice specialist(s) .........c.ccceveenne. 2301, 2302
................................................ 2304, 2304.04(a), 2304.04(b)
......................................................... 2307.04, 2308.03
Interlibrary 10ans..........cccocevvvviieninnnse e 901.06(a)
Interlineation in specification before execution.......... 608.01
Intermediate-final product ..................... 806.04(b), 806.05(j)

International application (See also Foreign application;

Patent Cooperation Treaty (PCT))

ADSLIACT ... 1826
ACCESS ...t 101, 110
AGENT.iiiciiece e 1807, 1864.04
Amendment before the designated office...1893.01(a)(2)
............................................................... 1893.01(a)(3)
Amendment of claims before International Bureau .1853
AMINO acid SEQUENCE .......covevvvrieerrereeieie e 1823.02
APPHICANT ... 1810
Applicants different for different designated states
..................................................... 1817.01, 1817.01(a)
Assignment doCUMENt.........ccovvvevveiieneie e 301
ATIOIMNBY oo 1807
Attorney file reference number ... 1821



INDEX

International classification--Intervening rights

Sec. No.
ClaIMS .. 1824
Common representative ..........ccccveveevveiennns 402.09, 1807
Confidential Status ...........ccocererinienieieiese e, 101, 110
CONEENL. ... 1812
ContiNUALION ......ocvviiieiceceee e 1817.02
Continuation of .........ccceeeveverieiiriieins 201.11(a), 1895
Continuation-in-part.........cccccecevvrieiesincieeiesennns 1817.02
COrreSPONUENCE ....cveeveeeeiiie et 1834
DefinitioN.....cccveieieee e 201
DEPOSIt ACCOUNTS .....c.vevvviienieierieiee e 509.01
Dot ] o] [0 SR 1823
Designation fe .......cccvvvvvieie e 1817.01(a)
Designation of states..........cc.cccceeee. 1817.01, 1817.01(a)
Drawings.......ccoeveeriennineseseneeneens 1825, 1893.03(f)
Drawings MISSING .....ccevvvrvresereeiereeseeseseseseennens 1825
Early national stage entry under 35 U.S.C. 371(f)
............................. 1893.01, 1893.01(a)(2), 1893.03(b)
EIEMENTS ..ot 1812
Errors, rectification of..........c..ccooveveiiiiecie e 1836
FEES v 1827, 1893.01(c), 1896
Filing date .......coooveieiice e 1810
Foreign filing license ......cccccvvvevvcieiececccceen, 1832
Formal requirements..........cccooevenenienecieiese e 1810
Forms (See Patent Cooperation Treaty (PCT): Forms)
Home Copy....ccccvvevvrinrinnns 1801, 1848, 1879.04, 1895.01
International preliminary examination..................... 1860
International Search...........cccooeiiiiicieicie e 1843
International searching authority ............cccccocevenee. 1840
Inventor............... 1817.01, 1817.01(a), 1820, 1893.01(e)
Kinds of protection ...........cccoevvevviveeicicieree 1817.02
Mail SErVICE ....oveviveeieiieece e 1834, 1834.02
MembEer StateS......ccooeerire e 1817
Microorganism deposit ..........ccoceeevreriicrnienienn 1823.01
National Stage ........ccocevvireiiireiicen 1893 to 1896
Numbering of Sheets..........ccocvevveiveierercce e 1812
Oath i 1893.01(e)
Parent to national application............. 201.11(a), 1817.02
Power of attorney..........occoveieneiineneeee e 1807
Precautionary designations .............cccceecvevenin. 1817.01(a)
Prior art effect................... 1857.01, 1896, 2127, 2136.03
PrIOTITY ..o 201.13(b), 1828
Restoration of ..., 1828.01
Priority document ...........ccococeveiiicinnnn. 201.13(b), 1828
PUBHCALION ... 1857
Record COPY .....covvvvrerinenieiaieian, 1801, 1828, 1832, 1848
Rectification of obvious errors.........cc.ccoeevverveenen, 1836
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Sec. No.
Refund of fees.......cccoovvvvvincnnine 1827.01, 1850, 1852
......................................................... 1865.01, 1875.02
Representation............cocoviereiencneienc s 402.09
REQUESE.....cceiiiieiicice s 1821
Search COpY ....ccccovvrevrnnnnn. 1801, 1827.01, 1840, 1840.01
SEArCh fE ..cvviviiciie e 1827
Search report .......cccoovvieveieie e 707.05, 1844
SECreCy Order.......covverieirieieiee s 115, 120, 1832
Signature of applicant..........cccvevveneiiinniieneen, 1820
Time limits c.ooovvvieeeiecceeecee e, 1836, 1842, 1843.05
..................................................... 1879.01, 1879.01(a)
THE o 1821,1893.03(e)(1)
Translation for U.S. national stage................. 1893.01(d)
Transmittal fee ...occvevveveii i 1827
Transmittal letter ... 1830
Unity of invention .............. 823, 1850, 1875, 1893.03(d)
Withdrawal ..........cccooviiviiiiciec e 1859, 1880
International classification...........cc.cceoeeevenenciencne, 903.09
International patent classification.............cccoevvvrnnnne. 719.05
International searching authority ..........ccccoevviviviivinennns 1840
International Trade COMMISSION ..........cccvvieeeiiericnieine 724
International-type search ..........cccccooeviiiiinciennne 707, 1852
INEEIMEL....ceiiii e 502.03, 1730
YA 0| (= 1730, 2515
Database COlECtiONS.........ccvvrieiieneireccreeee, 1730
Disclosure document program..........c.cceceeeeveereereenne 1706
Electronic mail ...........ccocveviviiinnns 502.03, 713, 713.01
............................................................. 713.04, 713.05
General Information Concerning Patents.................. 703
Kids PageS......ccvviieiiriiieeieieesiese et 1730
“PatentIn” computer software (See also Sequence rules)
............................................................................. 2430
Payment of maintenance fees by .................... 2510, 2522
PCT Legal OffiCe ....coeiiiiiineiieneseee e 1730
Publication of Board DeciSions.............c.ccoeenne.. 1213.03
Publication of the Official Gazette...............ccceneeen. 1703
SEArChING...cce it 904.02(c)
Usage PoliCy.......ccocevviiiniinincciee, 502.03, 904.02(c)
World Intellectual Property Office (WIPO)
......................................... Introduction, 1801, 1851
Inter partes QUESTIONS .......ccceceverecececeere e 713.06
Interpretation of law, NEW..........ccccooiiiiiiiciiece, 1207
Intervening rights
In reexamination
EX PAMe.ci i 2293
INTEr PAIES....ocivee it 2693
In reinstated patents.........ccccooeeeie e 2591
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Intervention by assignee-- Inventor

Sec. No
IN TRISSUB ..ottt 1460
Intervention by assSignee........cocvveveeeieeiencne s 106
INEEIVIBWS ...ttt s 713
Advance indication of issues to be discussed ....... 713.01
Allowed application..........cccoceeneinennnn, 713.05, 713.10
Appointment in advance ...........cccceevvvvvrinsneeennn, 713.01
Attorney not of record.........ccceevvvevevcnciennnnenn, 101, 402
Authority to condUCt ..........ccoceviiiiiniiinece e 713.05
Before filing.......cccoovviviniee e 713.02
Before filing amendment under 37 CFR 1.312..... 713.10
Before first action ................... 706.07(b), 713.01, 713.02
DeMONSLrAtiON.......cviveriiee e 713.08
During working days only ........c.ccoccooiiiiiininnns 713.01
Electronic mail........ 502.03, 713, 713.01, 713.04, 713.05
Excluded or suspended attorney or agent ..... 105, 713.05
EXNIDI oo 713.08
Exposure of other cases during............cc.e.... 101, 713.07
Field of search........ccocooeiiiiiice, 713.02
Finally rejected application.................. 706.07(f), 713.09
How conducted ..o, 713.01
Inter partes qUESLIONS.........ccovevrerieireiseseeeeens 713.06
Interview summary form ...........cccccevevneen, 713.04, 2281
Local attorney ........ccoceeeeeeieienenc e, 713.03, 713.05
Made of record........ccoeevvveveeeeirecee e, 713.01, 713.04
Merged reissue/inter partes reexamination......... 2686.03
MOAEL....oieiiciic e 713.08
Oral agreement not binding .........ccccoeviinenincnne. 713.04
Patentability report Cases ........ccocevevenieiencnennns 713.01
Prior to first Office action.................... 706.07(b), 713.02
Prohibited..........ccoveiiiiiiii s 713.05
Protestor participation..........cc.coeeevereienerenennnns 1901.07
Question of patent validity............cccceviiiiiiininn 1701
Record of substance required................... 713.01, 713.04
Reexamination
o o= 1 RS 2281
Inter partes........c.cocewee. 2666.30, 2685, 2686.03, 2687
Refused ......covvvviiiiiieecee 713.01, 713.02, 713.05
.......................................................................... 713.10
Requested in continuing application................. 706.07(b)
Requested in Office action...........cccceevevvevereiesnnnenn, 707
SoUNdING OUL...c.veiviiiciceceeee e 713.03
Special SItUALIONS .........ceoveirireiiicreeeees 713.05
Substance made of record........... 713.04, 714.13,1302.03
Telephone ..........ccce.e. 101, 408, 713.01, 713.05, 812.01
Time allowed .......cccovveviiiic e 713.01
Video conference........ccovevvevveiisenieinnn, 713.01, 713.04
Videotape ShOwWing .........cccocvvevninininiircn 713.01
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Sec. No
Where held ... 713.01
Invention (See Patent; Rejection)
Brief summary.......ccccoeiiiniii 608.01(d)
Detailed description...........ccoceovvereienennienenenns 608.01(9)
Made in this CoUNErY........cccviriininiseeee 2138.02
Mode of operation ........ccccceeceveviviivinsiecieieins 608.01(h)
Inventive entity, Different ...........ccccoovvviviniinnenn 706.02(k)
...................................... 706.02(1) to 706.02(1)(3)
Inventive entity, Same(overlapping subject matter) ........ 804
............................................. 804.03, 822, 822.01
Inventor (See also Applicant; Pro se applicant) .............. 605
Common, at least ONe.........ccoceevverevinenas 201.03, 201.11
...................................................... 706.02(k), 2137.01
Continuing application ...........ccccocevvivinicnnnnn, 201.06(c)
Correction (See Correction of inventorship)
Deceased .......cocvvevervriennneinennns 409 to 409.01(f), 1820
Execution of oath/declaration by
legal representative..........cccccveieicnenne 605.04(a)
Government property rights statement.................... 151
Duty of disclosure by ......ccccevvevvevvennnne. 2001.01, 2002.01
Foreign priority .......ccooveeveiininicicien, 201.13, 2133.01
Full first or middle name required.................... 605.04(b)
HEIrS .o 409.01(a), 409.01(d)
Initials as a given Nname ..........ccccvevvvencinienn 605.04(b)
INSANE ... 409, 409.02
International application......... 1812, 1817.01, 1817.01(a)
Legally incapacitated............c.ccooevvrenciriennnn 409, 409.02
MINOF ..t 409
Name change........ccccocevvvnerecnienens 605.04(c), 719.02(b)
COrTeCtion ....cvoveeeerrceeee s 201.03, 201.05
OFAEN .. 605.04(f)
PetitioN ....c.ooviieiiceee 605.04(c)
Typographical, translation error............ 201.03, 601.05
None available...........ccoevevviivinnnnns 409, 409.03(b), 603
o 00 P 409.03(d)
Proof of irreparable damage...........ccccceeenee. 409.03(9)
Proof of proprietary interest...........c.cocoveene. 409.03(f)
Order OF .. 605.04(f)
PrO SE .oveiice e 707.07(j), 713.01
Refuses to Sign .....ccccvvveveivcicieien, 409, 409.03(d), 603
Execution of oath ........cccccoeviiiiciinince, 605.04(b)
Representative Of ..........cccooeveiiiennn Chapter 400, 1706
REQUIFEMENTS. ...t 2137.01
RESIAENCE ... 605.02
Rule 1.53(10)...ccoveeiiiiiieeecee s 201.06(c)
RUIE 1.53(d)..cccveveirieieinieee e 201.06(d)
Self-prosecuted Case........ccocevererennenne. 707.07(j), 713.01



INDEX

Inventor’s certificate--Lack of utility

Sec. No.
Small entity Status........ccvevveivervcrnrene s 509.02
Unavailable..........ccocoovviniiiinienecen, 409, 409.03, 603
At least one joint inventor available............... 409.03(a)
Last Known address .........cceoeveeeneeieiienieniens 409.03(e)
Proof ..o 409.03(d)
Proof of irreparable damage ..........cccccevenene 409.03(g)
Proof of proprietary interest..........c.cccecevenine 409.03(f)
Inventor’s certificate
Priority benefit.........ccooooniinninenn 201.13(a), 202.04
Rejection based ON.......ccccoevviriniiiicicce 706.02(e)
Inventors Assistance Center..........ccvvvvirernereenennenns 1730
IPC (International Patent Classification)................... 903.09
IPS (Interference Practice Specialist).........cccccocevenennnne 2302
Irreparable damage, Proof of ..........cccccoeiiineinen, 409.03(g)
Issue (See Allowance and issue)
Issue batch number (no longer used)..........cccccevvneene. 1303.01
Issue Classification Form/Sheet/Slip (See also Form letters
and forms) ... 903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
ISSUE TR vttt 1306
ATter PAYMENT .....ooiiiiicieee e 1306.03
Credit card payment..........ccoverveereienenieese e 1306
Deposit aCCOUNT ......ccveveiiiirieee e 1303, 1306
Failure to pay ......cccoevevveneineecnees 711.03(c), 1306
Late payment ........ccoccevevvvesreeeeee e 711.03(c)
Petition to accept late fee..........cocevvieicieiennn, 711.03(c)
Reissue application ..........ccocooevvninienicieiene e 1415
Who may file ..o 1306
ISSUE Of PALENT ... 1309
DEferred ......ccoovvveiiiiiee e 1306.01
Request for simultaneous issuance ..................... 1306.02
Issue of patent to aSSIgNEE........ccoveveriereiene e 307
Issuing in another TC without transfer................... 903.07(b)
J
Jacket (See File wrapper/history)
Japanese year SYSteM.......cccovvvvevenvsieseeeeneeie e 901.05(a)
JePSON ClaiM .....coeeciccce e 2129
Joinder, IMProper ... 805
Joinder, generic or linking claim allowable ........... 821.04(a)
Joinder, product claim allowable ..............c.cccoeuenee 821.04(b)
Joinder of INVENLOrS........ccccvvvviiiccce e 409.03(j)
Joint application, definition...........c.ccccocvviiiiniininenns 201.02

I-59

Sec. No
Joint application, original oath ...........ccccocvevvivecvcrecc, 602
Joint inventor
OatN ..o 602
Power of attorney t0.......ccoevveiiiinicie e, 402.01
Refuses to sign application................... 409.03, 409.03(a)
Rights of nonsigning ........ccccceevevvvevencevesnnenn 409.03(i)
Joint inventors ........... 201.02, 201.03, 605, 605.07, 2137.01
Change in order of Nnames.........ccccoeeve i 605.04(f)
COITECLION.....eceieeieee e 201.03
Provisional application............ccoccovineiicncienenns 605.07
JOINE OWNEIS ...ttt 301
Joint research agreement .........cccccee v 302
Common OWNErship ......ccccvvereieniienice e, 706.02(k)
Double patenting rejection based on disqualified prior art
............................ 706.02(1)(3), 804, 804.02, 804.03
Evidence required for establishing............... 706.02(1)(2)
Prior art disqualification under 35 U.S.C. 103(c)
....................................................................... 706.02(1)(1)
...................................................................... 706.02(1)(2)
......................................... 706.02(1)(3), 2136.01, 2141.01
Statutory basis under 35 U.S.C. 103(C) ................. 706.02
JOINLVENTUIE ..o 706.02(1)(2)
Journal, Patent Office Society ........cccccooevineiiicnnnnn. 707.06
Judicial NOLICE.......ccveeeei e 2144.03
Judicial review
Ex parte reexamination proceedings.......c..ccoceeerierene 1216
Patent applications ...........cccoveieiiiiniieeee 1216
Standards of review by the Federal Circuit ......... 1216.01
Jurisdiction
Allowed application .........ccccocevvvvievieniniinnnnns 714.16, 1305
Appealed application...........ccocevvvverninnnniereisens 1210
Application before COUrt...........cooveiiiiieiieiiieeees 1216
INtErferenCe ..ooovvveeeee e 2307.02, 2308
K
Kind COAES ....ccvveieiiiieiirieeieee e 901.04(a)
Kinds of patent doCUMENtS ...........ccovvereineneineneeeen, 1851
Korean Intellectual Property Office (KIPO) ........... 1827.01,
.............................................................. 1840.02, 1850, 1860
L
LACKHES. . .cviieieiiec e 2190
Lack of unity of invention........ 823, 1844.01, 1845.01, 1850
Lack of ULty ......cooeveiirciieceee 608.01(p), 706.03(a)
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Language, Offensive-- Mailing action

Sec. No.
Language, Offensive .........ccccevevvrevncinnnnn, 608, 1504.01(e)
Language Of Papers .......cccccevevevese e 608.01
Late payment of issue fee.........ccoovvveieiciiienennene 711.03(c)
Law, new interpretation of ... 1207
Laws, Patent (See Statutes)
Legal representative refuses to sign .........ccoceeveene 409.03(c)
Letter (See also Action; Form letters and forms; Letter,
Examiner’s)
Abandoned after allowance............c.ccocovirennnenn 711.05
Congressional iNQUITY .......cccocoeevereneienensene, 203.08(a)
Drawing transfer ........c.ccocvvevviveieeiciene s 608.02(i)
Official INQUITY .ocvevieiece e 203.08(a)
SEALUS . 203.08
Letter, Examiner’s (See Examiner’s Letter)
Letters, receipt and handling ..........ccccceevevevnnnene, Chapter 500
Letters of administration ..... 409.01(b), 409.01(c), 409.01(e)
Letters testamentary .........c.ccocveveeeecieercneiese e 409.01(b)
Library, Scientific (See Scientific and Technical
Information Center (STIC))
Library SErviCes......coccvervrieresesnse e 901.06(a)
Libreville Agreement (See also Treaties)................... 201.13
License agreements under patent ...........ccoceevvervenniennen, 301
Recording of ..o, 310, 313
License rights ClauSe .........ccoveiieneiiience e 310
License to file foreign application.......... 115, 140, 706.03(s)
License to file international application................ 140, 1832
LICENSEE, ACCESS ..e.veveieenieieienie et eee et 106.01
Licensing and Review Section............cc.ccoecvvrcannnne. 115,120
................ 140, 150, 502, 502.01, 706.03(b), 706.03(s)
Linking claim.......806.04, 806.05(c), 809, 809.03, 821.04(a)
Transitional application ...........cccoovevvernieiienae 803.03(a)
Traverse of rejection ..........ccocveeiiiiiicicicnen. 818.03(d)
List of countries giving right of priority..................... 201.13
List of deCiSioNS ........ccovvereiieneireeceee e, Appendix I
List of prior art in reexamination ........................ 2257, 2657
Literature citation in specification.............ccccccevu.. 608.01(p)
Litigation information, Duty to disclose .............. 2001.06(c)
Litigation not stayed in reiSsue...........cccovevverennnenn 1442.02
Litigation, reexamination copending
o o= - USSR 2286
Inter partes........ccccecvvveneenne. 2640, 2681, 2686, 2686.04
Litigation related reissue............... 1404, 1442.01 to 1442.05
Litigation, Stays........ccceevevrenne. 1442.03, 1442.05, 2686.04
Living matter (See also Biotechnology)..........c.ccceeevnee. 2105
Local representative of attorneys .......cc.coeeeverveeniernnen, 408

Locarno international classification designation....903.09(a)
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Sec. No.
M

Machine, process or product ...........cccccevverereriennn. 806.05(e)
.................................................... 806.05(f), 806.05(g)

Mail (See also Mail Stop and Correspondence)
AAAIESS....ceeeeeiieeee s 501
Depositing correspondence .........ccoevveereenereeneneas 502
DIStrDULION ..o 501
EXPIeSS ..cveiveiiiiieiteciese e 502, 513, 711.03(c)
1dentification .........ccoovvverrei s 502, 503
Receipt and handling...........ccccceveiiiiinnnne. Chapter 500
Undelivered.......cccooveveeciieccie e, 707.13, 1303.02
A oo S 502
Mail date as filing date ..........ccccvevvevveieicni e, 513
Mail room date Stamp........cccooerereieniinienceeneenes 608.02(0)
MaIl STOP . 501
Mail Stop 8 (Solicitor)..........cccevnee. 501, 1216, 1216.01
Mail StOP 10 1232
Mail Stop 16 (Refunds) ........ccceveveivvenninnerieennn, 509.03
Mail StOP AF ...t 714.13
Mail Stop Assignment Recordation .............. 501, 302.08
Mail Stop CONVErSION........ccceveererireneiieee 601.01(c)
Mail StOP DD ....oveevcececeeeceese e 1706
Mail Stop Document Services........ 103, 501, 1430, 1470
..................................... 2222, 2232, 2501, 2622, 2632
Mail Stop EBC ..o, 403
Mail Stop Ex Parte Reexam................... 501, 2222, 2224
................................................................... 2226, 2231
Mail Stop Expedited Design.........ccccevvecereriaennn. 1504.30
Mail Stop Express Abandonment.......... 1002.02(r), 1125
Mail Stop INTERFERENCE...........ccccoovviviiniirennne, 501
Mail Stop Inter Partes Reexam.... 501, 2622, 2624, 2631
Mail Stop Issue Fee......coceovvvrvrrrnnne. 502, 1306, 1306.02
Mail Stop L&ER ..ot 120
Mail Stop M Correspondence.............c.cccveuenen. 501, 2510
Mail Stop MPEP ..o Foreword
Mail Stop OED.......cccveveieieece e 402, 407
Mail Stop Patent Ext. ......... 501, 1002.02(b), 2754, 2754
Mail Stop PCT..... 501, 1805, 1808, 1821, 1823.02, 1865
Mail Stop Petitions.............cccceee. 720, 1002.02(b), 1308
.......................................... 1901.03, 2580, 2590, 2720
Mail Stop PGPUB..........ccccov v 1126
Mail Stop PGPUB DRAWINGS..........cccovveiirinienenn 507
Mail Stop REISSUE ......covevieiriiiiiiiece e 1410
Mail Stop SequeNnCe........ccoevveereieicreiene, 2422.09, 2429
Mailing action..........cccoveiiiinniiiee e 707.12
In ex parte reexamination..........cccocevvvvnnsiesneeenenn, 2264



INDEX

Mailing, Certificate of--Minor, inventor

Sec. No.
In inter parte reexamination ...........ccccccevereerernneenn, 2664
Mailing, Certificate of (See Certificate of mailing or
transmission)
Maintenance Fee Branch...........cccoovviienininnnncnenenn, 1501
Contact information ...........cccocvvriviinieniciecesee 1730
Maintenance fees (See also Fee; Refunds).................... 1730
................................................................ Chapter 2500
Attorney or agent
Handling of requests to withdraw.............c.ccc....... 2560
Revocation of power of attorney ................ 2501, 2560
Change of correspondence address................ 2501, 2542
Credit card used for payment of..................... 2510, 2522
Due dates for payment ..........ccooeeeeeieninc s 2506
Duplicate Payment.........ccoceovvereininenseneee e 2532
Facsimile SUbMISSION ... 2510
FEe address. ..o 2540
Fee amounts ... 2501, 2520
FOMMS . 2595
Information available from Maintenance Fee Branch
............................................................................. 1730
Information required with payment................ 2515, 2530
INSUFFICIENE ...t 2531
Internet SUDMISSION .......cooiiiiiiiricee e 2510
Intervening rights in reinstated patents.................... 2591
LaLe e 2531
Mailing address for maintenance fee documents
..................................................................... 501, 2510
Mailing address for payments..........ccccoeeeveicienenne. 501
Maintenance Fee Branch .........ccccooveveveieiencnnnnne 2501
Method of payment............cccovevviveeiercre s 2522
Notices — Expiration, Receipt, Reminder................. 2575
Obligation to pay while reissue is pending.......... 1415.01
OVEIPaYMENT......ociiiiieiieeceere e 2550
Patents subject to payment of ...........ccoceeveniiienn 2504
Payment informalities..........c.ccoovvvviviircienciccecen, 2530
Petition t0 accept......cccovvvvvvrireriniirinn 2515, 2531, 2590
Reexamination ..........ccoccoeieiiie i 2506
Refusal to accept and record payments,
REVIEW OF ..o 2580
Reinstatement, delayed payment ..........c.ccccccevernenee. 2590
Unavoidable delay basis.......c..cccccovvviiirniinnnnn, 2590
Unintentional delay basis............cccovviiniinennn, 2590
Reissue patents............. 1415.01, 1443, 2504, 2506, 2520
Saturday, Sunday or Federal holiday, due on
................................................................... 2504, 2506
Small entity status requirements...........ccceverecereneas 2550
Special ACCEPLANCE ........cvevrveieirieicie e 2530
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Sec. No.

Status reqUESTS......ceveereeieeee e 1730, 2570
Mandatory Classification...........ccccocverviieneieneniannnnn, 903.07
Manual, authority of ...........cccooriiiiiie foreword
Manual, subscription address...........cccccoeevrerenne. title page
Manual of Classification....................... Introduction, 902.01
Manuscript deCiSION.........cccviveeeieerieiere e 707.06
Margin, application papers .........cccoceverenenencnenene, 608.01
Mark of applicant............ccooevreneiieneiieeesee 605.04(d)
Marking in application, erasing at allowance............ 1302.01
Marking, SECUTILY ......ccovviireiiiree e 121
Markush claim..................... 803.02, 2173.05(h), 2173.05(0)
Antedating reference for...........ccooeviviiiiiiiicie 715.03
Supporting disclosure......... 608.01(p), 2163.05, 2164.03
Master classification file (MCF).........cccccvvvinennn 902.03(a)
Material mistake by Office in published PG-Pub.......... 1130

Materiality of information regarding patentability (See Duty
of disclosure)

Mathematical algorithms............... 706.03(a), 2106, 2106.02
Matter not in original disclosure...........c.ccocevvrunnee. 608.04(a)
MBANS ...ttt 2181
Broadest reasonable interpretation ...............ccccceeenee. 2181
Equivalent compared to Doctrine of
EQUIVAIENTS ... 2186
ODVIOUSNESS ....evveveieie e 2183
Prima facie case of equivalence..................... 2183, 2184
Related issues under 35 U.S.C. 112, first
or second paragraphs ..........ccoceeevreneennen. 2181, 2185
Scope of the identification of prior art ..................... 2182
Single means claim............ccccovenennnn, 2164.08(a), 2181
Means plus function limitations.................. 706.02(m), 2106
....................................... 2111.01, 2114, 2181 to 2186
Mechanical SEarch ..........cccccvveviiieiiniice e, 719.05
Memorandum, CItation..........cceeeveeiciei i 707.06
Merger of ex parte reexamination and reissue............... 2285

Merger of inter partes reexamination and reissue ....2686.03
Merits, Appeal to Board of Patent Appeals

and INterferences........ocovvvierecicie e Introduction
Method of making and apparatus or product......... 806.05(e)
...................................................................... 806.05(f)
Metric (S.1.) SYStem USAQe .....c.ccerververeererereriereeseene 608.01
Microorganisms (See Biotechnology)
Microorganisms, deposit of .......... 1823.01, 2402 to 2411.05
Microorganisms, patentability of ............cc.cccooenee. 706.03(a)
.............................................................. 2105, 2164.06
Militarily Critical Technology List (MCTL)........c..c..... 120
Military officer notary ...........ccoceeveveiniiieiinieenns 604.03(a)
MiINOF, INVENTOT ......viitiiiiiieiieeie e 409
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Misjoinder, Effect on patent-- New matter

Sec. No.
Misjoinder, Effect on patent...........cccocevvvievevvrvsnnennnn, 805
Misjoinder of inventors............ 201.03, 1402, 1412.04, 1481
Mistake (See Correction of patent; Errors)
Mistake by Office in Pre-Grant Publication.................. 1130
Mode, Best (See Best Mode)
Mode of Operation..........cccccevevvrivvvsesieeeere e 608.01(h)
MOGET ..o 608.03
Model, FetUrN.......coviieice e 608.03(a)
Model at INtEMVIEW .......ocvvieiiee e 713.08
Model filed in priority country...........ccccoreevrennne. 201.14(b)
Months, foreign language Names ........cccccceveevvereenn 901.05(a)
Months, foreign language names ...........cccceeeveeenn 901.05(a)
Motions in interferences (See Interference: Motions)
Multiple dependent claims

Fee calculation..........cccovevvevevciivniininnnns 607, 608.01(n)

Handling .....coooveeiee e 608.01(n)

Restriction practice .........ccocvvevvienerisienencsennans 608.01(n)

Multiple papers on same issue in protest.............. 1901.07(a)
Multiplicity of claims..........ccoverviiiiines 408, 707.07(9)
................................... 714.16, 2173.05(h), 2173.05(n)
Multiplicity of SPecies.........cccvverecvreennen. 806.01, 808.01(a)
Munitions Lists of the International Traffic Arms
Regulation (ITAR) ....cocoiiiiieieeeee e 120
N
NAFTA e 715.07(c)
Name (See also Applicant; Inventor)

Change .....cccvvvvvirescsces 605.04(c), 719.02(b)
COITECLION ..ot 201.03
OFBT ittt 605.04(f)
PetitioN...ccoce e 605.04(c)
Translation, typographical error ...........ccceee.ee. 201.03

Change, file sent to Office of Initial Patent Examination
(Office of Patent Application Processing (OPAP))

...................................................................... 605.04(c)

Full first or middle required.........c..coovvvevennnne. 605.04(b)

(O] o 1] S SRSUSSN 605.04(f)

Signature (See Signature)

Uniformity with signature............ccoccoeeienennn 605.04(b)
Names used in trade .........ccoevvireenineincneeens 608.01(v)
National Aeronautics and Space

Administration (NASA).......cccccevvveveenene. 115, 150, 151
National application ... 201
National security, application affecting........... 115, 120, 121

....................................................................... 130, 140
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Sec. No
National stage application (35 U.S.C. 371) .....ccccceevenenen. 201
........................................................... 1893.03 to 1896
Compared with national application............c.c......... 1896
Continuation or continuation-in-part.............ccc...... 1895
.............................................................. 1895.01, 1896
DIraWings ...ocveeeievesesesese e see e seese e 1893.03(f)
Filing date ......coooevieiieceece e 1893.03(b)
Information disclosure statement ...... 609.03, 1893.03(g)
Inter partes reexamination of ............ccccoevviriinnenn. 2611
Order of examination ............ccceeevevvvveeenenns 708, 1893.03
Petitions related t0.........ccovvvveveevencieiesee 1002.02(p)
PrIOTILY oo 1893.03(c)
Unity of invention ..., 1893.03(d)
Naturally occurring article..........ccocoevvniiicnnens 706.03(a)
Negative limitation ..........ccccceevveeiviinnieciecee 2173.05(i)
Negotiation authority.........cccoeviviivnineicrerce e 713.05
New application (definition).........cc.ccoceevveiiieininnenae 203.01
Assignment to examiner for examination......... 903.08(b)
Assignment to examiner in TC for examination
....................................... 903.08, 903.08(a), 903.08(e)
Classification by primary examiner ................. 903.08(b)
Examiner review for completeness .........ccccovevrennne. 702
INSPECTION ..o 903.08(a)
TraNSTEr ..o 903.08(a)
Transfer refused .......cccccoevviievvcicieccce 903.08(d)
New examiner, action BY .........c.cccovvrieienenc i 707.01
New ground of rejection by the Board of Patent Appeals
and INterferenCes ... 1214.01
In inter partes reexamination ............c.ccoeene. 2681, 2682
New ground of rejection in inter partes reexamination
........................................................................ 2671.01
New ground of rejection on appeal..........c.cccceevruenee 1207.03
NEW Matter .......cocvvvreiieieieieseens 706.03(0), 2163.06
Amendment of disclosure........ 608.04, 2163.03, 2163.04
Claim ..o 608.04, 706.03(0), 2163.03
Appealable........ccoooiii 608.04(c)
Claim terminology ........cccocvvveiiiniiiiiee, 608.01(0)
Continued prosecution application (CPA)........ 201.06(d)
Continuing application...........c.cccccevvnene. 201.07, 2163.03
Design application........c.ccccevereriennne. 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
DiSCIOSUIE......ovieiiiicice s 608.04, 2163.06
Divisional application ..........cccocvvveniennineniennnn, 201.06
Drawing.....cccocevevevienesnsesnsesneeniennens 608.04, 706.03(0)
Inherent characteristics.................. 608.04(a), 2163.07(a)
Objection........ccccvveieieicc e 706.03(0), 2163.07
Petitionable..........cccoviniininiiien, 608.04(c), 2163.06



INDEX

NIRC--Notice of Pre-Grant Publication

Sec. No.
Preliminary amendment.................. 608.04(b), 714.01(e)
PrIOTITY oo 2163.03, 2163.05
Reexamination, inter partes................. 2671.01, 2671.02
Reissue application ...........ccccooeveiinienicniencie e 1411.02
Rejection........cccoevvvvvivennne, 608.04, 706.03(0), 2163.06
Specification, petitionable ............cccceevvvinnene, 608.04(c)
Substitute specification............c.ccocevvvvviiinnnenn, 608.01(q)
Trademark definition ..o, 608.01(v)
When entered.........ccovevvvviveeecii e, 714.19, 714.20

NIRC (See Notice of Intent to Issue Ex Parte
Reexamination Certificate; Notice of Intent to Issue Inter
Partes Reexamination Certificate)

Nonanalogous art .........c.ccccee.e. 904.01(c), 1302.14, 2131.05
Design applications...........cccccevvvienenas 1504.02, 1504.03
Nonelected invention
Claims to
AL ..o 821.03
Canceled ... 821.01, 821.02
Eligible for rejoinder ..., 821
Withdrawn ..o, 821.01, 821.02
Nonelected species
Claims to
Canceled ... 821.01, 821.02
Eligible for rejoinder ..., 821
Withdrawn ..o, 821.01, 821.02
Non-English oath or declaration ...........c..ccccevvevennenn. 602.06
Nonnaturally occurring manufacture or composition of
4 L] ST PT VR USRURUPRURRRN 2105
Nonpatent literature...........cooooeveviieneinencceeee 901.06
Nonprofit organization, claiming status as................. 509.03
Nonprofit organizations ..........cccceeeveiviieieieneisesenens 509.02
Nonprovisional application (See also Application)
...................................................... 201.04(a), 506, 601
Nonpublication request, Application..............cc.cceveennen. 1122

Nonpublication Request Under 35 USC 122(b)(2)(B)(i),
form PTO/SB/35

CHted. .. 1121, 1122
ReproducCed........cccooveereriiiiec e 1135
Nonreceipt of Office letter ........ccccoovvvvecivcicienns 711.03(c)
Nonsigning inventor’s rights...........ccccevvvevereneenn, 409.03(i)
Nonstatutory claim..........ccccooeveviieiinnns 706.03(a), 2107.01
Nonstatutory claim, canceled.............c.ccccoereenns 1302.04(b)
Nonstatutory subject matter ..........c.ccccvevvevieriennn 706.03(a)
................................................... 2105 to 2107.01

Not fully responsive amendment................. 714.02, 2266.01
.............................................................. 2666.30, 2671
Notary Jurisdiction ..........ccccoeveieneienieneiese s 604.02

I-63

Sec. No.
Notary jurisdiction, military officer....................... 604.03(a)
Notary jurisdiction, venue agreement...........ccoceevevenes 604.02
NOLArY SEAL........ciiviriiiiieieee e 604.01
Notation on file wrapper/history
Foreign application..........ccooooeviveiicneiencnceneas 202.03
Parent application.........cccccoecevevvnereninnn, 201.11, 202.02
NOLICE, CItALION ... 707.06
Notice of allowability ..........cccccovveniiininiiiie 1302.03

Notice of allowance (See also Allowance and issue; Form
letters and forms: Notice of Allowance and Issue Fee Due

PTOL-85)...c.ccuiiiiriiiirieiesierieie st 1303
Assigned application ... 308
Deceased iINVENTON ........cccccoevvereneeieieee e 1303.03
Reissue application..........ccoceovvereieiennieneneenee, 1444
Secrecy order application..........ccccocvvvivinenennnn, 115, 130
Undelivered........cooooveviiieneiieneiceee e 1303.02

Notice Of appeal........cccooviiiiiiiiiiii e 1204
Ex parte reexamination ............c.ccoeeereieieneiencnenens 2273
Inter partes reexamination ................... 2662, 2667, 2674

Notice of cross appeal.........c..cccovevennnne. 2662, 2674, 2674.01

Notice of Ex Parte Reexamination Certificate Issuance in

the Official Gazette........cccocevvieverici e, 2291

Notice of Ex Parte Request for Reexamination in the

Official Gazette.........ccovveveririieseceeee e 2227

Notice of foreign filing after nonpublication request.....1124

Notice of informal patent application

FOrM e 707.07(a)

Notice of Intent to Issue Ex Parte Reexamination Certificate
(NIRC) PTOL-469.......cccoviieiiieieienienie e 2235, 2250
2250.01, 2271, 2271.01
2273, 2287, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068 2666.10, 2666.20
.................................. 2671, 2671.01, 2673.01
2674, 2675, 2682, 2686.01
2687, 2696
Notice of Intent to Publish Statutory Invention Registration,

Notice of Inter Partes Reexamination Certificate Issuance

in the Official Gazette........ccccooevevevevvvivircene, 2688, 2691
Notice of Inter Partes Request for Reexamination in the

Official Gazette........cocevvveveiiiiiiieece e, 2627, 2629
Notice of New or Revised Pre-Grant Publication.......... 1127
Notice of Non-Compliant amendment........... 714,714.01(e),

................................................................................. 714.03
Notice of Pre-Grant Publication .............cc.cccccoeeivevnnenn, 1127
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Notice of references cited form (PTO-892)-- Obviousness

Sec. No.

Notice of references cited form (PTO-892).. 609.02, 609.03,
................ 609.04(a), 609.05(a), 609.05(c), 609.06, 707.05
................................ 707.05(a) to 707.05(e), 2687
Notices (See also Publication)............... Introduction, 707.06
Notices, maintenance fEES........cocvvvveeviricee e 2575
Nuclear material application ...........cccoceeevvrivrnnnnns 706.03(b)

Nucleotide sequences (See also Biotechnology; Sequence
TUIES). v 803.04, 1823.02, 1848
............................................ 1850, 1877, Chapter 2400
Publication on web for PG-Pubs..........ccccocevvreninne. 1121
Restriction practice ..........ccecevvrvennne 803.04, 1850, 2434
Nullification of double patenting rejection ................ 804.01
Number, Application...........ccocvoviiiiiniicere 503, 506
Number, Drawing reference character ................... 608.01(9)
Number, Serial ... 503, 506
Numbering of papers in file wrapper ...........c....... 719.01(a)
Numbering paragraphs of letter............ccccocevvvvenns 707.07(k)

@)
Oath (See also Declaration)

After appeal ......ccoovvviieee 1212.02

Antedating reference (See Affidavit, swearing back of
reference (37 CFR 1.131))

MINOF, DY .o 409
NON-ENGIISh ....ocooiiiiiciee e 602.06
Original (See also Oath, Original, Rule 1.63)............ 602
Plant application (Rule 1.162) ........c..cccoevvvvererinnn. 1604
Reissue (Rule 1.175)....c..cccccenenen. 706.03(x), 1414, 1444
Supplemental.........ccooveiiiiiie 1414.01
Supplemental ..., 602.02, 603
Supplemental and allowance............ccccvevververenene 603.01
Traversing rejection (Rule 1.132) ........cccccevvvveirennnne. 716
Oath, Antedating reference (See also Affidavit, swearing
back of reference (37 CFR 1.131)) ..ccccoeviieiiiinicine 715
Oath, International application............c.ccoeeenennnn 1893.01(e)
Oath, Original, Rule 1.63.........cccoviveiice e 602
AdMINISLEIING ..c.veveviiecccce e 604
AMENAMENT......ceiiiiiiit e 602.01
Attorney adminiSters.........ococvveienenieninieeiee e 604.06
Consular certificate..........ccoocvverirrirrivnineieeres 604.04
Continuing application.........c.ccccccevevievesinniennnns 201.06(c)
Copies, filing of .....cviiii 602
Date of eXECULION .......coveiiieiiieceeeeeee e 602.05
Declaration in lieu of, Rule 1.68...........cccoevervrrnnne. 602
DefeCtive....o.oovveveeeeeeece e, 602.01, 602.02, 602.03
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Sec. No
Delayed filing......ccovevveiiiiiese e 506
Divisional application ..........ccccocoveivnieneieiennn, 602.05(a)
Executed before alteration of specification...... 605.04(a)
EXECULION ...t 604
FaCSIMIIE .o 602
Foreign exeCution..........ccocvvvvveiveieeiese e 602.04
Foreign-filed applications listed........... 201.14, 201.14(c)
.................................................................. 202.04
Invalid, By attorney in Case..........coccoevvvenercreennnn. 604.06
Jurisdiction of notary..........cc.ccccoevnnne. 604.02, 604.03(a)
NEW required........cccevvevenvrieseeeeeeesienns 602.01, 602.02
NOtArY....cooveeeerieeieeeen, 602, 602.01, 602.04(a), 604.01
............................................ 604.02, 604.03(a), 604.06
Notary certificate..........ccovverviiniinninersiee 602.01
Notary jurisdiction.........c.ccccceevvvvvinnne. 604.02, 604.03(a)
Refers to preliminary amendment.............. 601.01(a), 602
Sl 604.01
Seal, Foreign application...........c.ccccocvneeinennne, 602.04(a)
Seal, Not required.........ccoceevvervienennn 604.01, 604.03(a)
Signed before alteration of specification.......... 605.04(a)
SUBSHITULE ... 602.02
VENUE ...ttt 604.02
Oath, Supplemental, Rule 1.67 .........cccccovvieiineneiniee 603
After allowance ........ccccoovveeeeiie e 603.01, 714.16
Change of inventorship ........cccccoveveiiennnene e, 201.03
Oaths, ConfliCting.........cccoveriiiiiieiicee e 201.03
Object of iNVENtION ..o 608.01(d)
Objection contrasted with rejection ...........cc.cceevneene. 706.01
Objection, Dependent claims..........ccccovvrvirenne. 608.01(n)
Obijection to formal matters, When made............... 707.07(a)
................................ 707.07(j), 710.02(b), 714.14
Obvious error, COrrection...........cccoeeereereenuene 1302.04, 1305
Obviously informal application ...........c.ccoceeveriinnne 702.01
ODbVIOUSNESS.......ccvrverrrierinnns 706.02, 706.02(j), 2141 to 2146
Age Of referenCe ..o 2145
Analogous prior art................ 1504.03, 2141.01(a), 2145
Design applications .........ccocecvevviiiennicnensenen, 1504.03
Form paragraphs used for rejection................. 706.02(m)
Number of references.........ccocevveiciinciiienes 2145
Ordinary skill, level of ..o 2141.03
Prima facie case .........c.ccoevene. 2142 to 2143.03, 2144.02
Predictability ..o, 2143.02
Rebuttal against...........coovireiiiniiiieseeen 2145
Process claims, nonobvious product ................. 2116.01
Provisional rejection...........ccocoevevvncicinncnenens 706.02(k)
RANGES ....veiiieie e 2144.05
Rationale for........cccvviiiiiiciceee, 2144 t0 2144.09



INDEX

Offenlegungsshriften--Office of Petitions

Sec. No.
Adjustable, Making.......c..cceeveveveniviinnnnninennn 2144.04
Aesthetic design changes.........ccceeeeveneienins 2144.04
Automating manual activity ...........cccceverenne 2144.04
Duplication of parts........ccccocevevvivivvivnvecrerennn, 2144.04
Elimination of element or step..........cccccoeeuenee. 2144.04
Equivalence, art-recognized ..........c.cccevrennn. 2144.06
GENUS-SPECIES ...vvvreieerieiesreste et e e e 2144.08
Integral, making........ccoccoeviiiiiiiiiiiccee 2144.04
Omission of element or Step .......ccccceverererrenne 2144.04
Portable, making........cccccoveveiivvinnncecieien, 2144.04
Proportion Changes ..........ccoccovvereinenecneninns 2144.04
Purifying old product...........ccccceevvivviviiniininenen, 2144.04
RANGES ... 2144.05
Rearrangement of parts.........cccovevervinennnn, 2144.04
Reversal of parts........ccccccoevvveiiecvicvescie e, 2144.04
Separable, Making .........cccocooeviiiniiiiice 2144.04
Sequence, change iN ... 2144.04
Shape changes .......ccccevvvveieieicie e 2144.04
SiZ€ ChaNQES ...o.vevieiicee e 2144.04
SPECIES-FENUS ...vvveeveereeierieiesee st se e eree e 2144.08
Rebuttal arguments by applicant.............c.cccccocenene. 2145
Teaching away in prior art..........c.cccee.ev. 2141.02, 2145
Offenlegungsshriften...........cccocovviieicicicieienn, 901.05(b)
Offensive language...........cccoeoeieiencienennn. 608, 1504.01(e)
Redacted in Pre-Grant Publication............cc.ccccoen..e. 1120
Offensive subject matter ...........cccocevveivennne 1003, 1504.01(e)
Offerto sell .....cooevvvvvciiiiieiiiie 706.02(c), 2133.03(b)
Offer to surrender original patent (not required)........... 1416
Office action (See Action)
Office action in ex parte reexamination............... 2260, 2262
Office action in inter partes reexamination......... 2660, 2671
Not closing prosecution .........c.cceevevveiververeereeniens 2671.01
Reopening prosecution after ACP ............ 2673, 2673.01
Reopening prosecution after Examiner’s Answer
............................................................................. 2679
Reopening prosecution after RAN................. 2676, 2677
Office date stamp ..........ccevevenne. 505, 506, 710.01(a), 714.18
OFfiCE NOUIS....coiiiiiciiieeee s 510
Office of the Commissioner for Patents...........cc.ccocevverinene.
................................... 409.03, 1721, 1901.03, 1902.01
Duty of diSClOSUIe t0.......cccvivevircieicee e 2001.03
Office of the Deputy Assistant
Commissioner for Patents..........ccocceeeveneneiencnienn 1721
Office of Congressional Relations ................c........ 203.08(a)

Office of Electronic Information Products.. Title Page, 1730
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Sec. No.

Office of Enrollment and Discipline........ 406, 407, 410, 502
.................................... 510, 601.03, 604.06, 714.01(a)
............................. 714.13, 1002.02(k)(1), 1002.02(m)
......................................................... 2205, 2220, 2620

Mailing address ........ccoereeiirniineeee e 501
Office of General Law..........ccccooevvevvivirennne, 1002.02(k)(2)
Office of Initial Patent Examination (Office of Patent

Application Processing)(See also Incoming-Mail Section)
.............................................. 201.03, 201.06(c), 201.06(d)
........................ 202.02, 202.03, 203.08, 501, 502, 503
........................ 506, 508.03, 601, 601.01(d), 601.01(f)
................. 601.01(g), 601.01(h), 602.05(a), 605.04(c)
.............. 605.04(f), 605.04(g), 607, 608.01, 608.02(a)
...................... 608.02(z), 609.07, 707.07(a), 714.16(d)
...................... 719.01(b), 719.02, 719.02(b), 903.08(a)
..................................... 1306, 1414, 1706, 2501, 2560

Contact iNfOrmation...........ccccvvereieneineneiseseenes 1730

Customer Service Center..........ccovereenereieneneeennes 1730

Petitions handled ...........cccoevviniiiniiieen, 1002.02(q)

Office of International Relations................ 201.13, 203.08(a)

Office of Patent Classification............... 903, 903.05, 903.09

Office of Patent Legal Administration (OPLA) (See also

Central Reexamination Unit (CRU)) ............... 103, 409.03
.................. 409.03(h), 409.03(j), 506.02, 706.02(1)(2)
........................................ 720, 720.01, 720.03, 720.04
................................. 1002.02(b), 1430, 1449, 1449.01
................ 1451, 1456, 1457, 2227, 2236, 2237, 2239,
......................................................... 2285, 2289, 2294
................................ 2626, 2642, 2666.50, 2667, 2668
................................................. 2686.01 to 2687, 2694

Office of Patent Publications (Office of Data Management)
................................................. 104, 201.14(c), 203.04
...................... 502, 502.01, 508.03, 603.01, 608.01(m)
.......................... 608.02(z), 711.01, 711.05, 714.16(d)
........................... 724.05, 903.07, 1302.05, 1302.05(a)
............ 1302.12, 1303.01, 1308, 1309, 1309.02, 1611
.. 2229, 2235, 2283, 2287, 2289, 2635, 2686.01, 2687

Petitions decided .........ccocoovirinininiie, 1002.02(r)
Pre-Grant Publications Division.......... 502, 502.01, 1120
............................................... 1122, 1125, 1126, 1730
Telephone NUMDET ..........ccoveiiveieiccccece e 1730

Office of Patent Quality Review................ 1302.04, 1308.03

Office of Patent Training..........c.ccccceevvenene Title page, 713.01

Office of PCT Legal Administration ..................... 103, 1730

Office of Petitions..........c........... 106, 201.03, 502, 605.04(c)
..... 605.04(f), 605.04(g), 609.04(b), 1002.02(b), 1308

Location and phone nUMber ............ccccoocvieniiencnnns 1730
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Office of Public Records-- On sale

Sec. No
Office of Public ReCOrds.........ccccorvininiineiii e
....................................... 103, 104, 711.04, 1128, 1309, 1730
Office of Solicitor ...........cceneee. 302.04, 311, 1002.02(k)(3)
................................. 1216.01, 1216.02, 1701.01, 1720
................................................ 1721, 2207, 2240, 2681
Mailing address........cccvvrvrivieeieeieee e 501
Office of the Deputy Commissioner for Patent
Examination Policy ...........cccceevruennnn. 502.03, 720, 720.01
............................................. 720.03, 1002.02(b), 1721
............................................................................. 2677
Petitions decided by ........ccccevvevevericvennininne 1002.02(b)
Official aCtion ......ccovvvvviiiiiec s 707
Official Gazette (O.G.)......ccc...... Introduction, 409.03, 1703
Claim published .........ccocooiiiiiiniice 1302.09
Reissue application...........ccocovvvvivrveiveriererenenees 1455
From ex parte reexamination certificate............... 2287
From inter partes reexamination certificate.......... 2691
Copies and SUubSCriptions..........cccooveeeieenene i 1703
Defensive publications............ccccoevvineinennne, 711.06(a)
Designating classification ...........ccccoevererennnne 1302.09
Drawing figure......cccoeveeeceie e 1302.09
BOGP i 1703
Issuing as U.S. patent..........cccooeieiciennnenceennne 901.05
Notice of Board title changes..........c.ccocoorinviirennnn. 1202

Notice of ex parte reexamination certificate.. 2288, 2291
Notice of inter partes reexamination certificate

................................................................... 2688, 2691
Notice of Certificate of Correction ................ 1480, 1485
NOLICES 1o 1703
Notices of maintenance fees due.................... 2501, 2575
Notice of ex parte reexamination request ................ 2229
Notice of inter partes reexamination request

...................................................... 2627, 2629 to 2631
ONLING 1.t 1703
PAENTS ... 1703
Published electronically...........ccccooeiiieneienenicenn, 1703
Publishing disclaimers............ccocooviiiinncncieiene, 1490
Reissue application filing notice.................... 1430, 1441

....................... 1441.01, 1443, 1453, 1457, 1470, 1703
Statutory Invention Registration (SIR) .................... 1111
Trademarks ......ccooovvireiiieeee s 1703

Official INQUITIES ....c.ooverveiieeeree e 203.08(a)
Official NOtICE......ccccveieieee e 2144.03

OIPE (See Office of Initial Patent Examination (Office of

Patent Application Processing))

“Old art” use in deciding request for reexamination
.......................................................................... 2242, 2642
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Sec. No.
Old combination ........cccccevviivinirsieeee e 2173.05())
Omission in reply, inadvertent............cc.coceevvennne. 710.02(c)
......................................................... 2266.01, 2666.30
Omnibus claim........cccccoiviiniininn, 706.03(d), 2173.05(r)
Cancellation.........coccovvereieneneienee e 1302.04(b)
On-line search (See also Electronic databases)

................................... 706.02(e), 901.06(a), 902.03(e)
On sale (See also Public Use).........ccccovvrivniinnnne, 706.02(c)
.................................................... 2133.03, 2133.03(h)
Affidavit or declaration .........cccceeceveniiieninniniinnnnns 715.10
Anticipation rejection..........ccccocevvevevienininnnnns 2133.03(b)
BUYET .o 2133.03(b)
Commercial activities........c..cccvevunn.. 2133.03, 2133.03(c)
.................................... 2133.03(e), 2133.03(e)(1)
Completion of the invention............ 2133.03, 2133.03(b)
............ 2133.03(c), 2133.03(e)(1), 2133.03(e)(3)

Admission of completion by 37 CFR 1.131
affidavit ..., 2133.03(c)
Definition of ..., 2133.03(b)
Conditional sale ..........ccooeviieniiiiiciee 2133.03(b)
NOoNProfit sale........ccocooeeevinineiiiieiees 2133.03(b)
Sale of FightS ..vcveeece e 2133.03(b)
Single sale ..., 2133.03(b)
Delivery of offered goods ..........ccccovvrvvnnne 2133.03(b)
Device embodying process...........cceevevreevnnne. 2111.03(c)
Evidence of (prior art publications)................ 2133.03(b)

Experimental use (See also Experimental use)
..................................................... 2133.03, 2133.03(e)
Goods “on hand”........c.ccceevevevinne e 2133.03(b)
“In this COUNIY” ..o 2133.03(d)
INVENTION ..ot 2133.03(c)
Intentto sell........cccoevvvrinnene, 2133.03(b), 2133.03(¢e)(2)
Offer for sale .......ccovvevvvveeieiciececece e 2133.03(b)
Policy considerations...........ccccevvevevicieiesesiennnas 2133.03
“Ready for patenting”.........cccooeveveneneienienn 2111.03(c)
Reduction to practice................... 2133.03(c), 2133.03(e)
Sale by inventor or associate............ccocerernene 2133.03(b)
Sale by third party ......c.ccccecevevviiiiie e, 2133.03(b)
Testing by third party ........ccccoovieiiinnne 2133.03(e)(5)
....................................................... 2133.03(e)(7)
Sale 0f @ ProCeSS.......evvverieereree e, 2133.03(c)
Sale of “rights” .....ccoevvvei v, 2133.03(b)
SECTECY wvvvvieeirieiee e 2133.03, 2133.03(b)
Supervision and control over invention......2133.03(e)(5)
............................................................... 2133.03(e)(7)



INDEX

Operating hours--Papers

Sec. No.
Test for determining if impermissible sale occurred
.................................................................... 2133.03(b)
Operating hours (See Hours of operation)
OPEratiVe .....cviveiee e, 2164.07, 2164.08(b)
Operative example ... 608.01(p)
Operative, SNOWING......ccccoeveriernrrre e 608.03, 716
Opposition to issue of patent (See Protest)
Oral hearing in reexamination
EX PAM. .o 2276
Inter partes.......ccoevevevencnennns 2662, 2675, 2677, 2680
Open to PUBLIC ....ccvveeeecec e 2680
Oral hearing on appeal ........ccccceveveie i 1209
Order, CItation OF ........cocoiiiiiie e 707.06
Order, Classification .........cccccovviveeiiiiiiiie e 902.04
Order granting ex parte reexamination ............cc.ccoeveene 2246
Order granting inter partes reexamination.......... 2646, 2660
Returned as undelivered..........cooovvvivieneinnenisennn, 2654
Order of examination .............cc.c.c...... 707.02, 708 to 708.03
Patentability report...........ccovvvinviiencinnn, 705.01(b)
Order of papers in file wrapper ........ccccceecevvvvennnne. 719.01(a)
Order for complianCe .........cccoevvevivieieiiceneese s 1210.01
Ordering
Abandoned file.........ccocooiiiiiin, 711.04(b), 905.03
Allowed applications ...........coccovereinenvenennnns 1306.03
Foreign patent ........cccoeeevevesece e 901.05(c)
Patented file ........cccocevveviviiciccec, 711.04(b), 905.03
Publication ... 901.06(b)
Reexamination, decision
EXparte ..o 2246, 2247, 2247.01
INEEN PAITES ...vveeeevee e 2646
SUBCIass LISt ...cvovvereiiieecee e 902.03(c)
Orders (See also Publication)................ Introduction, 707.06
Ordinary and customary meaning of claim term
.............................................................. 2106, 2111.01
EVIidence of ..o 2111.01

Original application (See Nonprovisional application)
Original carries title to some continuing applications 201.12

Original disclosure, inherent characteristics...........c..cc.cveve...
..................................................... 608.04(a), 714.01(e)
Ornamentality lacking in design applications ...... 1504.01(c)
Outstanding requIremMents .......ccoceeveereiesereeieseenns 707.07(e)
Overcoming a reference, Right of priority ................. 201.15
...................................................................... 706.02(b)
Overlapping applications
Same applicant..........ccccocevirenene 709.01, 715.01(a), 804
..................................................... 804.02, 822, 822.01

I-67

Sec. No.
Same asSigNEe ......cccevevveveerreieeannns 706.02(f)(2), 706.02(K)
................................. 706.02(1) to 706.02(1)(3), 709.01
............................................................. 715.01(b), 822
Subject to joint research agreement.........ccoceeevvvveererenn.
......................................... 706.02(1)(1) to 706.02(1)(3)
....................... 804, 804.02, 804.03, 2136.01, 2141.01
Overlapping Claims..........cccooiiiiniiiicee e 804.02
Oversight of inter partes reexamination..............c.c....... 2689
Owner’s representative ..........cooeeevereenenisennen, Chapter 400
Ownership and assignment........... Chapter 300, 706.02(1)(2)
................................................................. 706.02(1)(3)
Ownership at time invention made.............ccc...... 706.02(k)
.............................................. 706.02(1) to 706.02(1)(3)
Ownership of applications filed subsequent to recording of
ASSIGNMENT.....eiiee e 201.12, 306
P
P.O. Box (See Mail stop)

PAIR......... 102, 104, 203.08, 1121, 1128, 1730, 2232, 2632
PALM ..o 101, 102, 508.01, 508.03, 711.04(b)
....................... 1845.02, 1893, 1893.03(a), 1893.03(b)
................................ 1895.01, 2232, 2233, 2235, 2237
...................... 2289, 2629, 2632, 2633, 2635, 2647.02
........................... 2648, 2660, 2664, 2670, 2687, 2689
Application 10Cation ..........c.ccoeveriniieninneneee 2635
Application records and reports ..........c.cceevvvvivinenns 1704
Application StatUsS..........ccevvevereniesiesese e 102
Examiner Docket, Time, and Activity Reports ........ 1705
“Flag” in reissue application ..........cccocovvneicrennnne 1456
Panel Review in ex parte Reexamination..................... 2271,
............................................................. 2271.01, 2287
Paper Correlating OffiCe.......ccocevvvvvriiviiiiciie e 508.03
Paper, easily erasable........... 608.01, 714.05, 714.07, 714.19
Paper NUMDEY .........ccooiiiiieeeee e 714.18,714.21
Paper number of print.........cccoccoivnniiiiinciees 719.01(b)

Paper size (See also A4 size paper)
Application PaPers .......ccccvvriirereineee e 608.01
DIraWings ....cooeeieerieieeeeeeeee e 608.02
Photographs........ccco e 608.02
Substitute drawings ........coceeeveriereienieneienenns 608.02(h)

Papers (See also Return of Papers)
Delivered to wrong Technology Center ................ 508.01
DEPOSITING vttt 502
DiStribUtioN .....cooviieeece e 508
File wrapper ..o, 719.01, 719.01(a)
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Parent application-- Patent and Trademark Office (PTO or USPTO)

Sec. No.
Identification.........cccoeviieniee 502, 503
Receipt and handling .........cccccooevviiieinnenn, Chapter 500
Received after patenting or abandonment............. 508.02
Signature reqUIred.........ccoceieverenenisesee e 402
Submitted in reissue litigation ............cccccevervinenns 1404
UNMAtChed.......ccoieiiieeceee e 508.03
Parent application.........cccccovveveveiine s 201.04
Parent application data, Cross-noting..............cccceue.. 201.11
......................................................................... 202.02
Parent application carries assignment
to some continuing applications ...........cccecevevenne 201.12
Parent application review.........cc.ccocveevevennane. 707.05, 719.05
............................................................ 904, 2001.06(b)
Paris Convention (See also Treaties)............. 201.13, App. P
Article 4 Cited.......cccoveveveiecce e, 201.13, 201.14(b)
Partial signatory authority .........ccccceevviveeveiencne e 1005
Patent
1836 (Present) SEriesS ........cvvvererereeeneeeeie e 901.04
AL SEIIES o 901.04
Allowance and iSSUE ........ccuevverververernsennnns Chapter 1300
Application publication............ccccceveivnenas 1120 to 1135
Arrangement in Examiner’s Search Files ............. 901.07
ASSIGNMENT ... 301
Borrowing from Examiner’s Search Files ............ 901.08
Citation handling .......cccccoecvvievininiieceere e 1920
Citation of prior art in........ccoceeeveeveienerciennn, 1920, 2202

Claim copied (See Claim presented corresponding to
claim of patent)

Classification change ..........c.ccocecviiiiiininnnnn, 903.05
Classification indices ..........ccccevververnnns 902.03, 902.03(a)
Classification Home Page on the Internet......... 902.03(a)
Classification Home Page on the USPTO Intranet
...................................................................... 902.03(b)
Classification Insight on USPTO LAN............. 902.03(c)
Copy in ex parte reexamination request .................. 2219
Double column format..........ccoceevrereniienas 2214, 2219
Copy in inter partes reexamination request............. 2619
Double column format.........c.cccooveverenininienenn 2614
L0000} @] (o [-] £ 1730
Correction of ......cccoovvviivieee Chapter 1400
Definition.......ccccoovvvvveinincienn, Introduction, 2135.01
DESION .. Chapter 1500
DESIGN SEIIES ...oviveiiiiieriee s 901.04
Design vs. Utility ..o, 1502.01
Effective date................ 706.02(a), 715, 715.01, 2133.01
Extension (See Term, Patent)
File reconstruction ..........cccceveveneiencnescseneenns 508.04
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Sec. No
FIIES o 905.03
Foreign (See Foreign patent)
General Information About, booklet .......................... 703
ISSUE .. Chapter 1300
Issue Notification form..........cccceveveiiiiinnnnennn, 1306.03
INAEX. .. v e 902.03(b)
INtErference ......cocoevveeeeeie e, 2304 to 2304.05
INVENTOISHIP. ..o 2137.01
JUFISAICTION ... 1305
Law, opinions NOt giVEN ........ccccevviinennienieneee, 713.02
Laws (See Statutes)
LICENSING ...ttt e 301
Litigation relating to reissue..........c.cccoveevernennn 1442.04
Ordering SOft COPY.....covviririiiriiiiiicrees 905.02
Owner, appeal bBY ..o 1204
Owner, service of Citation N ........cccccvevviieiinennns 2208
Owner’s address in reexamination................. 2222, 2622
OWNEISNIP ..t 301
Plant SEries .......ccooevvvvrevennnnnnnns 901.04, Chapter 1600
Post-issuance information updating ............cccccveueee. 2501
Prior art Citation in ...........cocveeniiiininicicrce s 2003.01
Printing priority .......ccocoooeveiiniiie e 1309
Publication of application..............c.cc.ee.ee. 1120 to 1135
Reconstruction of file.......cc.ccocvvevviviicieicnceen, 508.04
Reference (See Reference)
REISSUE SEIIBS ...t 901.04
Reissued, effect Of ......c.oocieviiiiiic e 1460
Right to exclude others.........c.ccoceeiieinnnne 509.02, 1111
................................................................... 1601, 2162
Rules (See Rules, Patent (Code of Federal Regulations))
SIMUItANEOUS ISSUE ....c.veveveieeirieieie e 1306.02
Statutory subject matter.................. 706.03(a), 2107,1601
Surrender of original in reissue (not required) ......... 1416
Statutes (See Statutes)
System, Constitutional basis for................... Introduction
Term adjustment........ccccovevveievecieieneieinens 2710to 2736
Terms (See Term, Patent)
TraNSTEN .o 903.05
Transfer of rightS iN.......ccccovviviiveiecce e 509.02
Type, Design vs. Utility .......cccoevvivniniiccrcne 1502.01
ULility SEIES ...vcvvereieeeicecece e 901.04, 1502.01
Utility vs. design ......cccooeveiiiiiiiiieeeece e 1502.01
D=1 1L TSR 901.04
Patent and Trademark Assignment System................ 302.09
Patent and Trademark Office (PTO or USPTO)
AAArESS....covieiieisiieeee e 501, 502
BUSINESS NOUTS......oiuiiiiiiiieicec e 510



INDEX

Patent application publication--Patent Cooperation Treaty (PCT)

Sec. No.

Employees, property interest in patent...........cc.co...... 309
Employees, unavailable to sign oath or declaration as

INVENTOIS ...t 409

Matters decided by various officials........... Chapter 1000

PUblications.........ccocvvvviviinienicece e Introduction

Attorneys and Agents Registered to Practice Before
the United States Patent and Trademark Office
............................................ 401, 902.03(d), 1706
Development and Use of Patent Classification
SYSIEMS ..o 903.02
Official Gazette of the United States Patent and
Trademark Office (See Official Gazette (0.G.))

Receipt and handling of mail ....................... Chapter 500
Telephone NUMDErS........ccooviiiiiie 1730
WED SITE ..o 1730

Patent application publication (See Pre-Grant Publication
(PG-Pub))

Patent Assistance Center (See Inventors Assistance Center)

Patent attorney or agent (See Attorney or agent)

Patent classification (See also Classification;

o] gAY o S Chapter 900
ClaSSES ...c.vecvevieirice e 707.05(e), 902.01
....................................... 902.02, 903.02(a), 903.02(b)
Cross references.......oocvvevvvrvvvsvnnannns 903.07, 903.07(a)
DIgESES .vveveciiie et 903.07
ISSUE SHIP v 903.07
Manual of Classification.................. Introduction, 902.01
Master classification file (MCF)...........ccccee..e. 902.03(a)
(@] 1] £ SR 902.04
Post classifier (See Post classifier)
ShOES....vcieieie 510, 901.05(c), 901.07, 905.04
Statutory authority ... 903.01
SUDCIASSES ... 707.05(e), 902.01
........................................ 902.02, 903.02(a), 903.02(c)
Patent Cooperation Treaty (PCT) (See also International
application; Treaties)..........ccceennn. Chapter 1800, App. T
Administrative InStructions............ccccoeveevnenne, App. Al
AGENT Lo 1807
Amendment before the designated office .. 1893.01(a)(2)
............................................................... 1893.01(a)(3)
Amendment of claims before the International Bureau
............................................................................. 1853
Applicant........ccooeviiiiinennns 1810, 1817.01, 1817.01(a)
Applicant for United States Receiving Office ......... 1805
................................................................... 1810, 1820
Basic flow timeling ... 1842
Classification of application ............c.ccccceevennn. 903.08(b)

I-69

Sec. No.

Classification of subject matter ................. 1844.01, 1879
Common representative..........cccoveveeereninieeiieie s 1807
CONCEPLS, MAJOT....vieeiirireeieiierieie et 1801
COUNENY COUES......eviieeirieieienie et 1851
DefiNItioNS...c..covee e 1802
Design patents ........cceevvvvveeennsnennne, 1501.01, 1503.01
Designated office .........ccocveverieiiiiiiiiiice, 1893.01(a)
Designation of states ...........cccceeeeene 1817.01, 1817.01(a)
FEES . 1827, 1893.01(c)

Reduced basic fee by filing sequence listing and/or

tables on compact disC.........cccccecvvvivrinnenn 1823.02
Filing date requirements..........c.cccoeveneienencnesnene, 1810
Foreign filing HCENSE.......ccoeiieiiiiececeee, 1832
Foreign patent citation codes.........c..coevviveiveriervennne 1851

Forms
Compact Disc Transmittal Sheet For Submission of
Sequence Listing and/or Tables To The United
States Receiving Office Under Pct Administrative

Instructions-Part 8 .........cccccvvvveveeivr e 1823.02
IB/307 ..ot 1893.03(e)
IB/308 ..o 1893.01(a)(1)
PCT/DO/EO/903..........c........ 1893.01(a)(3), 1893.03(a)

........................................ 1893.03(b), 1893.03(e)

............................................ 1893.03(g), 1895.01
PCT/DO/EO/905................. 1893.01(a)(1), 1893.01(d)

........................................ 1893.01(e), 1893.03(b)
PCT/ISAI20 ...t 1852
PCT/ISA/203......ccieiiiiie e 1843.04
PCT/ISAI206.......c.ooociiieeeicie e 1850
PCT/ISA/210.......cocvveivveiriannnns 1843.04, 1844, 1844.01

.............................................. 1845.02, 1893.03(e)
O L A 2 R 1836
PCT/ISAI220......cciiiiiiieeeeeeeeeei 1844, 1845.02
PCT/ISAI237 ..o 1845.01
PCT/IPEA/AOL ... 1864, 1865, 1866
PCT/IPEA/4DS .......covevveeieeecee e 1875, 1875.01
PCT/IPEA/408........cocovevveiennn 1860, 1860.01, 1874,

................................... 1876, 1878, 1878.01, 1879
PCT/IPEA/409................... 1871, 1871.01, 1874, 1878

................ 1878.01, 1878.01(a), 1879, 1893.03(e)
PCT/IPEA/AL0 ..o 1864.04
PCT/IPEA/ALL ... 1876
PCT/IPEA/4L2 ... 1836, 1876.01
PCT/IPEA/ALG .......ccvevvveeeeieeceee, 1879, 1879.02
PCT/IPEA/A20 ..o, 1875.02
PCT/IPEAJA28 ..., 1878.02
PCT/RO/101 .....coovvevveeieeee 1801, 1812, 1817.01(a)
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Patent Cooperation Treaty Administrative Instructions-- Patent Cooperation Treaty Rules

Sec. No.
............................................ 1821, 1844, 1844.01
PCT/RO/LLT .ottt 1893.03(e)
PCT/RO/L36...c.ccvevieeiiiiiiisie e, 1893.03(e)
PTO-1382....ciiiiieiiiieiiiesiee e see e 1830, 1832
PTO-1390 ...t 1893.03(a)
USPTO/299 ...ttt 1850
USPTO/499 ..o, 1850, 1875, 1875.01
Gazette ..o 1801, 1823.01, 1857
Guidelines on qualifying for reduced basic fee by filing
sequence listing on compact disc ................... 1823.02
HEIP DESK w.ovvvieciveeeee e 1730
INfOrmMAation SOUICES ........covvvvrveireieisieec s 1730
International BUreau ..........c.ccocevirenieienene e 1801
International preliminary examination...... 1860, 1860.01
International preliminary examination report........... 1879
International preliminary report on patentability ..... 1801
........................................... 1845, 1879.03, 1893.03(e)
International publication ..........c.cccoveiiiiiicicnn 1857
Prior art effect.........ccccevevrvnene. 1857.01, 1896, 2136.03
International search report .........ccccceeevevcrievesnneenn, 1844
International searching authority .............cccccceevennen. 1840
Member COUNETIES ......oovevreieirieiec e 1817
National procedure...........cocoveiireieeenieeiesesese e 1893

National stage (See National stage application (35
U.S.C. 371))

Numbering of Sheets..........ccccvevveviiveveicie e 1812
Office of PCT Legal Administration ............... 103, 1730
Priority ......ccooveririnns 201.13(b), 1828, 1893.03(c), 1895
Restoration of ..., 1828.01
Priority document .........cccccoevvvvvivenenenn, 201.13(b), 1828
PUBIICALION ... 1857
Receiving office........ccooeeiiiiiiiee, 1801
Receiving office procedure..........cccooeveineneiinennn 1801
Record copy transmittal ............ccocooviininninennen 1801
Reply to invitation concerning lack of unity of invention
........................................... 1850, 1875.02, 1893.03(d)
Reply to written opinion ............cccoceveveienennnn 1878.02
Representation before the designated office............... 402
Revocation of agent.........cccceovvvevevevecevece e 1808
Schedule Of FEES......cvvriiie e 1827
Search report.........ccoceevveererviennnn, 707.05, 1302.14, 1844
SECIECY OFUEN ...t 120
Sequence liStings .......ccoeeveveiienccneen, 1823.02, 1848
On electronic media ..........ccooeevrnicenneicnnnes 1823.02
SIgNAtUre MISSING......coiveirerieiie e 1820
Unity of invention............... 823, 1850, 1875, 1893.03(d)
Written opinion, preparation........... 1845, 1878, 1878.01
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Sec. No.
Written opinion, time to reply to 1845.01, 1878, 1878.01

Patent Cooperation Treaty Administrative Instructions

........................................................................ App. Al
105 Reproduced .........cccocereerenieenenineneese e, 1834
204 ReProducCed ........ccccoveeiereienieneene e 1823
205 Reproduced .......ccvevvvvvieeieeeere e 1824
208 Reproduced .........coceverenieninieienee e 1823.02
209 ReProduCed ........cccereeriereinenieesienieie e 1823
404 Reproduced .......ccoeviiriiiiiese s 1857
502 ReProduCed ........ccccovvviereieneninene s 1850
513 REProduCed .......cccovevvvvireeeieiesese e e e 1848
603 Reproduced .........ccocevereniniiieieee e 1875.02
604 ReProduced ........ccccooeivrereiencrieeneee e 1879
605 ReProduCed ........ccccevveeiirirenie e 1872
606 Reproduced ........cccocvvvvvieeieeieere e 1880
607 ReProduced .......cccocvvvrvireeeieere e e 1876
801 Reproduced ........coceverenininieieiee e 1823.02
803 ReProducCed ........cccceoevrerieincrieeneneeiesieeas 1823.02

Patent Cooperation Treaty Articles..........ccccocevvivnenae App. T
3 REProduCEd .....covecvevieiriiceeee e 1812
5 ReProduced ........ccooeieiiniiiiieiese e 1823
6 ReProducCed .........cccooeieiirieiicieese e 1824
7 Reproduced ..........cooveiriiiiniices s 1825
11 Reproduced ......ccocvvvrviveieenene e 1810, 1896
17 Reproduced .......cccovvveiiirieeeeee e 1843
18 Reproduced ........ccoceveiiieniiieiee e 1844
19 Reproduced .......ccccovveririreise e 1853
21 Reproduced ........ccoverveenerieenieneeseeeee e 1857
29 Reproduced ........ccccovreerenieinense e 1857
30 Reproduced .......cccccevveveeeieiese e 110
31 Reproduced ................ 1864.02, 1864.03, 1865, 1869
32 ReProducCed ........ccoerveirerieineee e 1862
33 Reproduced ........cccocevvreneiineneeseee e 1878.01(a)

....................................... 1878.01(a)(1), 1878.01(a)(3)
34 Reproduced .......ccoevvevieieriennen 1862, 1864.01, 1874

..................................... 1875, 1878, 1878.01, 1878.02
35 ReProduced ........ccverveiererieiieeee e 1879
36 Reproduced .......cccoceveveievnininnnnns 1879.02, 1879.03
37 Reproduced .......ccccevvvevievr e 1880
38 Reproduced .......ccocevevvreiireeeee e 1879.04

Patent Cooperation Treaty Rules
4.3. Reproduced .......cccoceiiniiiiiiieee e 1844.01
4.9. Reproduced .......cccooeiviiriiiireceees 1817.01
4.11. Reproduced .......cccccovvvvivrvrnnrninannn, 1817.02, 1819
4.12. Reproduced .......cccceveiiiiviieieiene e 1819
4.15. Reproduced .......cccceveiiiieiicieiene e 1820
5.1. ReProduced .......ccccocoveieieneneiieecrese e 1823



INDEX

Patent Cooperation Treaty Rules--Patent Cooperation Treaty Rules

Sec. No.
5.2. Reproduced ........ccoovvveveveereiennsesesiesnannns 1823.02
6 Reproduced .........ccccveiveveiiiese e 1824
6.1. Reproduced ........ccoeveiiieiiieiiseeee e 1824
6.2. Reproduced ........cccoeveiiieiiiiiiseeee e 1824
6.3. REProduced .........coccovvereineieine e 1824
6.4. Reproduced ........cccoevverevirnrnsn e 1824
6.5. Reproduced ........cccocevveveviiniie e 1824
7 ReProduced .......cccooeeeeiiiciiie e 1825
7.1. ReProduced .........coccovvereieneieine e 1825
7.2. REProduCed ........ccoevvierieiniriee e 1825
8 ReProduced .........ccccveeerirerire e 1826
8.1. Reproduced ........ccovevveveivevieieiieirenn, 1826, 1844.01
8.2. Reproduced ........cccooveeirniiienniiennins 1826, 1844.01
8.3. ReProduced .........occovvereieniieine e 1826
11 ReproducCed ......ccceevvevereeriie e 1825
11.5. ReproducCed ........cccocevvvvreneseseeieneeiesee e 1825
11.6. Reproduced .......cccccevevivenireieceeieseeie e 1825
11.11. ReproduCed ........cccoceierenireneeieeee e 1825
11.13. Reproduced .........ccoovereenenineneiseniee e 1825
12bis Reproduced ........cccocevivvvnvrinieeieeese e 1819
13 Reproduced ........ccoverveereieeieeee e 1850
13.1 Reproduced .......cccoveevveieeieisenee e 1850
13.2 Reproduced .........cccoeveeneieiiieneeieeee e 1850
13.3 Reproduced ........ccooveviiiiiiiiene e 1850
13.4 Reproduced .........ccoveveereiennne e 1850
13.5 Reproduced ........ccoveveveiieieise e 1850
13bis Reproduced .........ccooceiereienencreceeee 1823.01
13bis.1 Reproduced .........cccooeiirenieniniieie e 1823.01
13bis.2 Reproduced ..........cccoveviiinciineniene 1823.01
13bis.3 Reproduced ........cccccoevvvrveieeieiericieinns 1823.01
13bis.4 Reproduced ..........cccoveriieneienenieesiees 1823.01
13bis.5 Reproduced .........cccooeiininienieiice e 1823.01
13bis.6 Reproduced ..........ccoveviiineiininiene 1823.01
13bis.7 Reproduced ..........cccoveviiinviineneene 1823.01
13ter Reproduced .........ccocvvvvvveveieieie e 1823.02
13ter.1 Reproduced .........cccovvvvvreriecnnne 1823.02, 1848
13ter.2 Reproduced ..........ccoeveinenineneniienee 1823.02
17 Reproduced ........cccooeiveneineneieeeieee 201.13(b)
17.1. Reproduced .......ccocevvvviviveverierieiesieniens 201.13(b)
17.2 Reproduced .......ccovvvvvvvieeieiee e 201.13(b)
33 REProduced .......ccceoveivierieinieriee e 1843
33.1. Reproduced .........ccoeereiiirieiieneeseseeee e 1843
33.2. Reproduced ........ccooereiiinieiie e 1843
33.3. Reproduced ........ccoeevereiiie e 1843
37.1 Reproduced ..........ccovvevrerieenerieeseiesiesieneas 1844.01
37.2 Reproduced ..........ccovvevieiieenierieieseiesie e 1844.01
38 Reproduced.........ccooveereineneineeeee 110, 1844.01

1-71

Sec. No.
38.1 Reproduced ........ccccovvveveienieniesesese e 1844.01
38.2 Reproduced .........covrerecieiieienie e 1844.01
38.3 ReProduced ..........ccceerveererieieneisieneieieeas 1844.01
39 ReProducCed ..........coueerveercnieiicniee e 1843.02
39.1. Reproduced .........cccvevrireiieneene e 1843.02
40 ReProduCed .......covevveriererirsieseeeeseese e eneas 1850
40.1. Reproduced ........cccccveieienenenieneeeeee e 1850
40.2. Reproduced ........cccooeeirerieiniinieinienieesee e 1850
41 ReProduCed ......covvvvririiniirieiisienieesie s 1852
41.1. ReproducCed .......cccevvvireiiirieiienieese s 1852
43bis Reproduced .........cccooveviiveieiesene e 1845
43bis.1 Reproduced ...........ccooeverineiinninenns 1843, 1845
44ter Reproduced .........ccoeeveirieiiinieisees 1879.04
46 ReProduCed .......covvvvrieiiriiieinieieesie s 1853
46.1 ReproducCed ......cccevevereieieceeieese e 1853
46.2 ReproducCed ......ccceveveeveieieeeeeee e see e 1853
46.3 ReproducCed ........cccccevereneneiineeee e 1853
46.4 ReproduCed .......ccceeierenenecieeee e 1853
46.5 Reproduced .........cocoovvereininnineeeseees 1853
54 Reproduced .......ccccevevervinsnieee e 1864.02
54.1. Reproduced ........cccoevvveveiiiiieie e 1864.02
54.2. Reproduced ........ccccoevvveieiiiieie e 1864.02
54.3 Reproduced .......cccoeiereneienineiieee e 1864.02
54.4 Reproduced .........ccccevervininininiieines 1864.02
60 Reproduced ........ccccevvverierreeee e 1868
60.1 Reproduced .......c.cccoovevviieireeeece e 1868
61 Reproduced ........ccccooereieiinineee e 1881
61.2. Reproduced ........c.cooeveiiniiiiee e 1881
61.3 Reproduced ........cccooveererieineicinese e 1881
62 Reproduced ........ccccovvvieverrsere e 1871
62, former Reproduced ..........cccecvvevennnennennnne, 1871.01
62.1 Reproduced .........ccoooeierinineeieeee e 1871
62.1 former Reproduced ...........ccccovvrrviiirinnnns 1871.01
62.2 Reproduced ........cccooeereiininieincnese e 1871
62.2 former Reproduced ..........ccocvvvvrviveeereenenn, 1871.01
62bis Reproduced .........ccocovvvereiiiennine e 1871
62bis.1 Reproduced ..........ccooeieiiieniieic e 1871
64 Reproduced ..........ccooevvrereiineneereeee 1878.01(a)
64.1. Reproduced ........cccoevvveieinnnie s 1878.01(a)
64.2 Reproduced .......cccceeveveveienene e 1878.01(a)
64.3 Reproduced .......cccooveeveriiineeseniee e, 1878.01(a)
65 Reproduced .........cccooeiiieniiiieeee 1878.01(a)(2)
65.1 Reproduced ........ccccecvervinenincniens 1878.01(a)(2)
65.2 Reproduced ........cccoeevviveierieieienenn 1878.01(a)(2)
66 Reproduced . 1843.02, 1864.01, 1870, 1878, 1878.02
66.1 Reproduced .........ccocvvervreriniinereeseeeiens 1843.02
66.1bis Reproduced ...........cccvereereiiicneineneiee, 1878
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Patent and Trademark Depository Libraries (PTDLS)--

Sec. No. Sec. No.
66.3 Reproduced ........ccocovevvvrvvvieeiereeere e 1878.02 [ o TN S 510, 1730
66.4 Reproduced ..........ccvverieienerieine e 1878 Regulations for public USe..........coevvverciiieniiiee, 510
66.4bis Reproduced ..........ccccoeevreiiiineiinenienens 1878.02 Patent term extension/adjustments............. 1303, 2211, 2250
66.5 Reproduced ........c.ccovreeiennieiininirenseeeas 1878.02 s 2611, 2666.01
66.6 Reproduced ..........ccoceovvereiineieeneeeneas 1878.02 Patentability (See also Reasons for Allowance; Rejection)
66.7 Reproduced ..........ccooveierinerere e 1870 e ———————— Chapter 2100
66.8 Reproduced ..........ccooevvvevreiriennnn. 1864.01, 1878.02 Patentability report ..........cococvvereiinencseeee s 705
66.9 Reproduced .........ccoeeieiineniiieice e 1878.02 APPeal ...t 705.01(a), 1207
69 Reproduced ........c.ccoevrernieneneiie e 1879.01 COUNT ..o 705.01(c)
69.1 Reproduced ..........ccoceeeverenienes 1879.01, 1879.01(a) Date StatUS ......ccveeeieieeere e 705.01(c)
69.2 Reproduced ........cccceevrvrvnennn. 1879.01, 1879.01(a) Dispute between examiners..........cccccoveverernens 705.01(a)
70 Reproduced ........cccooevverinenenieese s 1879.03 Drawing.....cooevveerieesereeesereeesienens 608.02(n), 705.01(d)
70.17 Reproduced .........oceovvereeneiineneesienieiens 1879.03 Final action.........cccovieiiiiiciieec e 705.01(a)
71 Reproduced .......ccccooveerirnenenieeie s 1879.02 IMPIOPET ... 705.01(e)
71.1 Reproduced .......ccoovvvvvivseceeeereee e 1879.02 INIIALE .o 705.01
71.2 Reproduced .......ccoovvvveivsveeeieieeese s 1879.02 INEEIVIEWS ..o 705.01(f), 713.01
72 Reproduced .......ccceovevverieeienieise s 1879.03 Limitation s t0 USE ......coovevrverveeneieesieeeie e 705.01(e)
72.1 Reproduced ..........ccoevveneenenieeneneeienneeas 1879.03 Practice used only in extraordinary situations............ 705
72.2 Reproduced ........ccooevreneieneieineieeienieeas 1879.03 Primary decides propriety .......ccccocvvevvienenieneennen. 1004
72.2bis Reproduced .........ccocevvvviviveieeicieien 1879.03 Print of drawing........c.ccooevevvvrvnnnnne. 608.02(n), 705.01(d)
72.3 Reproduced ........ccccoevverievnierieenie e 1879.03 PUIPOSE ....viieiicie ettt 705.01(e)
82 Reproduced .........ccooevverieieienieese e 1834.02 REQUESE FOF ..o 1003
82.1 Reproduced .........cccoeoeieieneiieieice e 1834.02 RECOIdING ....cveveieeieiiiieeeee e 705.01(c)
82.2 Reproduced ........ccocevvvviineiieieree e 1834.02 Restriction, Effect ON........ccccoceeiiviiiei e 807
90.4 Reproduced .......cccovvvveierierere e 1807 SEArCh ..o 705.01(a), 705.01(b)
90.5 ReProduced ..........covverieererieeneieee e 1807 Sequence of examination ...........cccceevveriinnene 705.01(b)
90.6. Reproduced ..........cccooereiiereieneneeseeeie e 1808 Transfer of appeal ... 705.01(a)
90bis Reproduced ..........ccoevevvrenineneicniene 1859, 1880 Panel review in inter partes reexamination.............. 2671.03
90bis.1 Reproduced .........cccocevveereenenieinieneenieas 1859 Patentability statement..........ccccoveriiniiinciiee 1302.14
90bis.2 Reproduced .........ccccvvvvviveieiienere e 1859 Patentable novelty, pointed out...........cccocevvrerernnnnne 714.04
90bis.3 Reproduced .........ccccevvvvieeieiieiere e 1859 Patentable subject matter
90bis.4 Reproduced .........ccocoviiiriiiiiiiiee e 1880 COMPULEr PrOgramS. .....cceeverierieeiereeiereesiesee e e 2106
90bis.5 Reproduced ..........ccocevveireriiineineneenieas 1859 Disclosed but not claimed .........ccccoovvereiiiineincnieiene 706
90bis.6 Reproduced ..........ccocooeireieieneinie e 1859 Living subject matter..........cocoovvreiviireinnenn 1601, 2105
90bis.7 Reproduced .........ccccevvvviveierieree e 1859 Mathematical algorithms..........c..cccoeveeee. 2106, 2106.02
91 Reproduced .......c.ccevveererieinieriee e 1836 PIaNtS ..o 1601, 2105
91.1 Reproduced ........cccoeoeeieriiieie e 1836 Patented file ... 905.03
92 ReProduced .......cccceoveirierieinerieise e 1834 Patented file, ordering.........c.ccoceovveniencninncne, 711.04(b)
92.1 Reproduced .......ccccvevveieriererese e 1834 “Patent In” computer program (See also Sequence rules)
92.2 Reproduced .......ccceveieriiiere e 1834 e —————————— 1730, 2430
Patent and Trademark Depository Libraries (PTDLS) Patents of addition, foreign...........cceceeeveveievennn, 901.05(b)
Accepting documents under the Disclosure Document Payment Of TEES ..o 509
PrOgram ......cooiiiiriiisirecsee e 1706 Payor number (See Customer numbers)
Patent application publication (See Pre-Grant Publication PCT (See Patent Cooperation Treaty (PCT))
(PG-Pub)) Pencil notations, erased at allowance ....................... 1302.01
Patent pending (See Statutes: 35 U.S.C. 292) Pending application as prior art (See also Application
Patent search facility ............ccocecvnnenn. 103, 2232, 2629, 2632 publication) ...........c.ce..... 706.02(f)(2), 706.02(k), 901.03
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INDEX

Pending application preserved in confidence--Petition

Sec. No.
Pending application preserved in confidence.................. 101
Pending applications as references (See also Application
Publication) ..........cccocevvvivniennnn, 706.02(f)(1), 706.02(f)(2)
......................................................... 706.02(k), 901.03
Period fOr reply ..o 710
After Board deciSion..........cccoevvireincnincnienn 1214.01
After final.......ccooooeiiiie 706.07(f)
In transitional application.............cccccocevenene 706.07(g)
After interference.......ccoevvviviiciiieincieee 710.02(b)
Amendment after ........cocvvvvrieieriie 714.17
Claim copied from patent..........ccocvevververeriernens 710.04(a)
Claims all allowed ............. 707.07(a), 710.02(b), 714.14
Computed........cccovereniniiieeeeee 710.01(a), 710.05
Copying claim from patent does not extend statutory
0121 oo IS 710.04(a)
Correction of citation ..........c.cccceceeenine 707.05(g), 710.06
Date of receipt of amendment.............. 710.01(a), 710.05
Defective Office action............cc.ccu..e. 707.05(g), 710.06
Difference between shortened statutory period and time
M 710.02(d)
EXIENSION .....coocvveviice e, 710.02(d), 710.02(e)
Extension of time to commence civil action
............................................................... 1002.02(k)(1)
Extension of time to file notice of appeal at CAFC
............................................................... 1002.02(k)(1)
Full statutory period for reply ........ccoovvveiiieiniinnnns 130
Holiday, Saturday, or Sunday expiration of time
......................................... 505, 513, 710.05, 710.01(a)
Incomplete reply ..., 710.02(c), 711.02(a)
..................................... 714.03, 2266.01, 2666.30
Less than six months.......... 710.02, 710.02(b), 710.02(c)
............................................ 710.02(d), 710.02(e)
Miscellaneous factors ........c.ccoeevereveneiencnenens 710.06
PetitioN oo 1002
Property rights under AEC and NASA Acts.............. 150
Remailing........ccocovvveriiieniiieec e, 707.13, 710.06
RESTAITING ....coviveieiiciceeeee e 710.06
Saturday, Expiration of time......... 505, 710.01(a), 710.05
Secrecy order application...........ccevevereresievesinieennns 130
Shortened, Extension...................... 710.02(d), 710.02(e)
Shortened statutory period................... 710.02, 710.02(b)
...................................................................... 710.02(e)
Shortened statutory period, Distinguished from time
M 710.02(d)
Shortened statutory period, When used ............ 710.02(b)
Statutory Period .........coceveeerieieiere e 710.01
HOW COMPULEd.........ocereieiriieee e, 710.01(a)
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Sec. No.
Suggesting claims.........ccccccevevivvie i, 710.02(c)
Sunday, Expiration of time........... 505, 710.01(a), 710.05
Supplemental action ..........cccccveviiniiiinince, 710.06
Time computation ..........c.ccoeevvverecnen. 710.01(a), 710.05
Time limit aCtion .....c.ccccvvv v 710.02
Time limit action, When used ..........cccccevvenee. 710.02(c)
Two periods running ........cccccceeevennene. 710.04, 710.04(a)
Withdrawal of attorney or agent during ................ 402.06
PeriodicalS .......ccoooovireniiiiec 901.06, 901.06(a)
Period of enforceability .... 2204, 2211, 2610, 2611, 2686.02
Permanent inK.........cccoevevrneieniinene. 608.01, 714.07, 714.19
Perpetual motion...........ccccceeeverennne 506, 608.03, 706.03(a)
............................................................. 707.07(g), 2107.01
Persons who may cite prior art relating to an issued patent
..................................................................... 2203
Pertinent prior art.........cccccevevevevnsn e 904.02
Petition
Abandonment holding........ 711.02, 711.03(c), 711.03(d)
.......... 1002.02(c), 1002.02(p), 1002.02(q), 1002.02(r)

Abandonment holding, examiner’s statement .. 711.03(d)
Abandonment holding for failure to provide timely
notice of foreign filing.........ccccooeiiiiiiiiiiiee 1124
Accept color drawings or photographs..............c.c..... 507
.................................................... 1002.02(d), 1503.02
Accepting late issue fee.......cccovvviveiviieiiicinnnn, 711.03(c)
Accept omitted pages........ccooevereneienenennens 1002.02(p)
Access to application........... 103, 1002.02(b), 1002.02(p)
Access to interference agreement.................... 1002.02(f)
Access to interference application................... 1002.02(f)
Access to unopened preliminary statements... 1002.02(g)
Add inventor in provisional application......... 1002.02(q)
Admit model.........cooovveiiiiiie 1002.02(c)
Attorney withdrawal.................... 1002.02(b), 1002.02(c)
................................................................... 1002.02(p)
Biotechnology processes under 35 U.S.C. 103(b)

Board decision in inter partes reexamination........... 2681
Board of Patent Appeals and Interferences involved
...................... 1002.02(f), 1002.02(g), 1002.02(j)
Certificate of Correction.............. 1002.02(d), 1002.02(g)
.................................................................... 1002.02(1)
Change in inventorship................ 1002.02(d), 1002.02(e)
................... 1002.02(1), 1002.02(p), 1002.02(q), 1481
Change inventor’s NamMe.......ccocvvvevereerereseenens 605.04(c)
Change in order of inventors names.................. 605.04(f)
Color drawings or photographs.........ccccceeeveeveieniennn, 507
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MANUAL OF PATENT EXAMINING PROCEDURE
Petition-- Petition

Sec. No.
Common ownership situation ..........c.ccccecvvernne 706.02(k)
Concurrent ex parte and inter partes prosecution
.................................................................... 1002.02(g)
Consideration of submission after NIRC in inter partes
reeXamination.........cecveveererevesnseseeeereie s 2687.01
Converting a 111(a) application to a 371 application
.................................................................... 1002.02(p)
Converting a 371 application to 111(a) application
.................................................................... 1002.02(p)
Converting a nonprovisional to provisional....1002.02(b)
............................. 1002.02(c), 1002.02(p), 1002.02(q)
Correct filing date .........cccovevevevcieieieieens 506.02, 513
.................................................. 601.01(b), 1002.02(b)
Correction of inventorship................. 201.03, 1002.02(d)
................................................. 1002.02(e), 1002.02(1)
................................................ 1002.02(p), 1002.02(q)
In ex parte reexamination ............ccocvevvevveiiennnns 2250.02
In inter partes reexamination................. 2658, 2666.03
Counter-terrorism inventions............. 708.02, 1002.02(s)
Defer issuance.........ccevevvrivreerennnnnn 1002.02(b), 1306.01
Delegation of Director’s authority ...................... 1001.01
DeNial....ccooiiiiiee e 1002.02
Denial of request for reexamination................ 1002.02(c)
EX Parte ..oocovveeereeeeeee e 2246, 2248, 2265
INtEr PAITES ...veevvevee e 2647, 2648
Director’s duties.........c.coeevrereeriennnns Introduction, 1002
DiSMISSE. ....veiieeieieeie e 1002.02
Dismissed without prejudice..........ccccceeererennne 1002.02
Divisional reiSSUe.........ccevvrereiiriereese e 1002.02(b)
Entry of amendment.........cccceceevvvennnnnn. 1002.02(d), 1206
Entry of amendment after RAN in inter partes
reexamination............ccoceeeeeenene 2672, 2673.02, 2675
Entry of late paper for revival of ex parte reexamination
.......................................................... 1002.02(b), 2268
Entry of late papers for revival of inter partes
reexamination proceeding ................ 1002.02(b), 2668
Expedited examination of design applications
....................................................... 502, 1002.02(c)(3)
Express abandonment after payment of issue fee
.................................................................... 1002.02(b)
Express abandonment to avoid pre-grant publication
........................................................... 502, 1125, 1135
Facsimile submission...........ccccoevvvvvivcienenne, 502.01
Expunge papers from file............ 1002.02(b), 1002.02(c)
Expunge information ...........cc.ccoeenne 724.05, 1002.02(c)
Extension of time.............. 710.02(e), 714.17, 1002.02(q)
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Sec. No.
Application before Office of Patent Legal
Administration..........coceevveiiienninnenn 1002.02(b)
Application before Office of Petition.......... 1002.02(b)
Filing date ... 506.02, 513
................................... 601.01(b), 601.01(c), 601.01(f)
.................................................. 601.01(g), 1002.02(b)
Final rejection........ccoeevieverinienerse e 1002.02(c)
SIR @ppliCation.......cccovveiriieirieee e, 1105
Foreign filing license..........cccovevvenas 140, 1002.02(c)(1)
Facsimile submission ........cc.ccocvevvevevcnicvnsnnennn, 502.01
INSPECLION ...c.viieceececeee e s 103
Interference .............. 1002.02(c), 1002.02(f), 1002.02(q)
Interview in merged reissue/inter partes reexamination
........................................................................ 2686.03
Late foreign priority claim ...........cc.ccoovvvennnne. 1002.02(h)
Maintenance fees, accept and record.............. 1002.02(b)
............................................................................. 2580
Maintenance fees, delayed payment/reinstatement
...................................... 1002.02(b), 2515, 2531, 2590
Make special (See also Special application)
........................................ 708.02, 1002.02(s), 1504.30
Matter subject to.................... Introduction, 706.01, 1002
Merge reexaminations...........cc.cceeeeuenne. 1002.02(b), 2283
Merge reissue and ex parte reexamination
......................................................... 1002.02(b), 2285
Merge reissue and inter partes reexamination
.......................................... 1002.02(b), 2667, 2686.03
Modification of secrecy order .........ccccoovveeieiencnnenn 120
NEeW Matter.........ccoeverinerininnenns 608.04(c), 1002.02(c)
Nonsigning inventor...........ccccceeenene. 409.03, 1002.02(b)
................................................................... 1002.02(p)
Objection by examiner ..........c.ccocevevverenenienn 1002.02(c)
Patent term extension ..........ccccccoveveeireneennen. 1002.02(b)
Period for filing ........cccovveriiinincece, 1002
Premature Action Closing Prosecution (ACP) in inter
partes reexamination ..........ccocecevereienercsieneennen, 2672
Premature final rejection................ 706.07(c), 1002.02(c)
Preliminary amendment as part of
original diSClOSUre..........ccevvvvviveieriiierieniens 608.04(b)
ProCEAUIE ..ot 1002.01
Public use proceedings.........ccccoverveerienieennnn. 1002.02(b)
Publication Division............ccccveeeiieicieneenn. 1002.02(r)
Reconsideration of denied petition (ex parte
reeXamination) ........ccccuevverervereresesesresesneereeneans 2268
Rescission of secrecy order............c.c.cc.... 1002.02(c)(1)
Refused assignment.........c.cccovvereieneneieneieeennns 313, 317
Refusal to enter amendment................ccce....e. 1002.02(c)



INDEX

Petition for Express Abandonment to Avoid Publication Under 37 CFR 1.138(a) PTO/SB/24A--Plant patent

Sec. No.
Refusal to initiate interference.........c.ccoccvvnee 1002.02(c)
Refusal to issue Certificate of Correction....... 1002.02(c)
Registration to practice ...........c.cceeeeveienienncne 1002.02(m)
Reinstate rejection after Board decision ......... 1002.02(c)
Reinstatement .........ccooovvreinenenneneee 1002.02(m)
Relating to PCT international application and/or
national stage application.............c..c.......... 1002.02(p)
Relating to reexamination or reissue............... 1002.02(b)
Reopen prosecution after Board decision ....... 1002.02(c)

Reopen prosecution after Board decision in inter partes

reeXamination..........cccvvveineneineses e 2682
Requirement for information .............c..cce.ee. 1002.02(c)
Rescission of secrecy order...........ccocooeveninencninnnnne 120
Resetting period for reply .........ccocovvcvverecnnns 1002.02(c)
Restriction requirement holding ........ 821.01, 1002.02(c)
Retroactive foreign filing license..........ccccccecevvvnnnne. 140
Return model ........ccovveveeiiiiicc s 1002.02(c)
Return original 0ath ...........cccccooiiiiiininne 1002.02(c)
Revival........ccccoveiviiniennen, 711.03(c), 1002.02(b), 1124
Revive PCT application..........ccccocvvevvivnninanns 1002.02(p)
Rule 1.48 (inventorship) .........ccovveveivnerneierienens 201.03
SECIrECY OFAEr .....ocveiveevieeceeieee e 1002.02(c)(1)
Sequence rules ........cooeveecceiec e 1002.02(c)(2)
Special status ..........cccvvvenee 708.02, 1002.02(s), 1504.30
Stay ex parte reexamination proceedings ...... 2284, 2285
Stay inter partes reexamination proceedings........... 2667

......................................................... 2686.02, 2686.03
Sufficiency of an affidavit .........c.ccocooieene 1002.02(c)
Supervisory authority of Director of the USPTO

................................................ 1002.02(b), 1002.02(c)
Suspend action — public safety or defense . 1002.02(c)(1)
SUSPENd FUIES .....ooveieiieiece e 1002.02(b)
Suspension of second or subsequent inter partes

reexamination reqUEeSES.........ccoeevereneniecsennene 2640
Time for filing......cccoovvivvieicee e 1002
Trademark related.........ccccooevvenciienciienn, 1002.02(i)
Transfer from another application ..................... 608.02(i)
Unavoidable delay, withdraw abandonment..... 711.03(c)

.................................. 1002.02(b), 1002.02(c)(3), 1306
Unintentional delay, withdraw abandonment ... 711.03(c)

.................................. 1002.02(b), 1002.02(c)(3), 1306

Failure to provide timely notice of foreign filing . 1124
Unintentionally delayed claim for foreign priority
201.14, 201.14(a), 201.16
1002.02(b), 1402, 2258, 2658
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Sec. No.
Unintentionally delayed claim for priority to a U.S.
application .........cccccenen. 201.06(c), 201.11, 201.11(a)
............................................... 1002.02(b), 2258, 2658
Vacate order granting request for ex parte reexamination
............................................................................. 2246
Vacate an order granting inter partes
FEEXAMINALION ..o 2646
WaIVE TUIES......ciciiieic e 1002.02(b)

Waive time provisions in ex parte reexamination ....2265
Waive time provisions in inter partes reexamination

......................................................... 2648, 2668, 2672
Withdrawal of lapsed patent............ccccceerenene 1002.02(r)
Withdrawal from issue, after issue fee paid

................................................. 502, 1002.02(b), 1308
Withdrawal from issue, issue fee not paid

.......................................................... 1002.02(c), 1308
Withdrawal of a terminal disclaimer..............c........ 1490
Withdrawal of abandonment ...............cc.ce..e. 1002.02(b)
Withdrawal of attorney...........cccoceevveneicnenn 1002.02(s)

Ininterference ......cocoevveveveiecece e 1002.02(g)

Withhold from issue, before issue fee paid .... 1002.02(c)
Petition for Express Abandonment to Avoid Publication
Under 37 CFR 1.138(a) PTO/SB/24A
Reproduced
Petition for Revival of an Application For Patent
Abandoned for Failure to Notify the Office of a Foreign or
International Filing PTO/SB/64a

CItEA . 1124

ReProduced ........cccoovvervrrirseseee e 1135
Petitionable Matter........cocoovvereiiveine e 706.01
PG-Pub (See Pre-Grant Publication (PG-Pub))
Pharmaceutical subject matter

Safety review by FDA ..o 2107.03

Statute (See Statutes: 35 U.S.C. 155)

ULHHLY o 2107.01
Phi, Greek letter USage.........ccooerveenerieneenieie e 608.01(g)
Philippines-United States search exchange ................... 1711
Photograph as drawing ...........cccceevenee. 507, 608.02, 1503.02
Piecemeal prosecution .........ccccccevevveverierenereseenns 707.07(g)
Plant Breeder’s RightS.........ccccoveieievcci e, 1613
Plant Convention, UPOV ........ccccociiiiiiiicie e, 1612
Plant patent ..........cooveiiineieninene s Chapter 1600

ACHION ..o 1610

AAVEILISING ....cviiiiciiceceeece e 1610

AFFIAAVIT ... 1610

Agricultural Research Service (ARS) ............ 1608, 1609
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MANUAL OF PATENT EXAMINING PROCEDURE
Plant patent series-- Pre-Grant Publication (PG-Pub)

Sec. No.
AIOWEANCE ...t 1611
Application publication...........ccccceceiiiennas 1120 to 1135
Asexual reproduction...........ccoceveeeiiieieieins 1601, 1605
BACLErTa .. c.veveeeieieiere e 1601
Claim ..o 1605, 1610
Color drawing ......ccccveevviveeeieeieesese e 1603, 1606
Color identified........ccooeiiiereiiiiieie e 1605
DeClaration.........ccoeiieiiiie s 1604
DEfiNItioNS ....oovveeieieee e 1601
Department of Agriculture...........ccccoovvvvieneiinnnn 1608
DT o 1o 1Y | O U 1605
Duplicate papers ......cccccevevveveseresrenns 1603, 1605, 1609
Elements of application ..........cccocveiiiinncnnnnnn, 1603
EXAMINAtioN......ccveieieee e 1608
Examiner’s amendment .........ccccvereieneninenencnenne 1610
EXECULIVE OFdEr ....oveviceiieceece e 1608
ISSUE ..ttt 1611
Laudatory eXpressions ..........ccceeeeeereereeneseesiesieneens 1610
Method claim improper ........ccccoeevenenieneicsenee 1605
OLN i 1604
PArtS ... 1603
Plant varieties excluded ..........cccccoovvivvenieinnciinenn, 1601
Priority Claim ..o 1613
Publication of application..............c.ccccoen... 1120 to 1135
Report of Agricultural Research Service ....... 1608, 1609
Rules applicable..........ccooeviiiiiiiiiinciieeeeee 1602
SIGNALUIE ..o 1603
SPeCification ........ccooveeiei e 1605, 1610
SPECIMENS ...ttt 1607
Statutory DasiS.........ccceveeerereiese e 1601
TOIM. e s 2701
TUDEIS . e 1601
UPQOV CONVENION......ccoieviriiieeieeeee e 1612

Plant patent SEries.......coccvvvereieneniee e 901.04

PO Box (See Mail stop)

Post classifier ........c.cccvvivnenas 902.04, 903.02(c), 903.07(b)
............................................ 903.08(d), 903.08(e)
..................................................... 903.09, 903.10

Requesting consideration by ...........cccccevevvenene 903.08(d)
Post employment agreement of former Office employee
....................................................................................... 1702
Post Office, Depositing papers iN..........ccccovereerereaennns 502
Post Office address (See also Correspondence; Mail Stop)
Applicant........cccccoveivinnnne 409.03(e), 605.03, 719.02(b)
ATOMNEBY ... 601.02

Postal Service interruptions and emergencies.................. 511
Rev. 7, July 2008
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Sec. No.
Postcard, self-addressed...........ccccoovrvivnerniinnnnns 203.08, 503
........................... 601.01(d), 601.01(f), 601.01(g)
........................... 719.01(a), 1204, 1901, 1901.05
Power Of attOrNeY.........cooiiiiiiriciseeees s 402
Application in interference...........coeevvveneirennnn 402.08
Application oath or declaration includes............... 601.02
ASSIgNE. APPOINTS....c.eoiieiiiiiieeieieee e 402.07
ASSIGNEE reVOKES.........oviiriiicie e 402.07
Associate attorney ........c.ceoevevereireneesieniens 402.02, 406
Attorney not of record.........ccccoevvvnennenennn, 714.01(c)
Canadian patent agent .........cccocevevevesesiesieesesee s 402
Change in plurality of applications or patents............ 402
COINVENTON ....cviieieieiieiieeee e 402.01, 402.10
Customer NUMDBET .......covveveeeirieicee e 402, 1807
Death of applicant ........c..cccoeveveieiennne 409 to 409.01(f)
Death of principal attorney...........cccccoevvevvvivsivinennnne. 406
Exception as to registration .............cccceeeeverennnnne. 402.01
General, for international application....................... 1807
INVALIA .o 402
Jointapplicant .........ccccceve i 402.01
Limited recognition...........cccoceverenenenieeieienee, 402.01
Notice Of revoCation..........cocooveeeeeieneniie e 402.05
Post Office address........ccocvvvvieninienicieienee e 601.02
Provisional application............cccccvvvnereinenninenn 103
Reexamination, inter partes...........c.ccoeveveene. 2613, 2622
Revocation.........cc.ce...... 402.05, 402.07, 402.08, 402.10
After AIIOWANCE.......coiiiiieieee e 2501
Secrecy order applications...........ccoeevrvereieneneicnenee 120
Unregistered attorney or agent...........c.ccee.e. 402, 402.01
Withdrawal of attorney or agent........ 402.06, 1808, 2501
Withdrawn in patent...........ccccoceveneiiiennenns 2223, 2501
Power to iNSPect ........cccceoveerenne 103, 104, 324, 402, 713.05
Power to inspect, approval..........ccccocveieneineneinennes 104
Power to inspect, suspended attorney.........c.ccoceeevevenennns 105
Practitioner (See Attorney or agent)
Practitioner’s names on patents ..........cccccveverenenenenn 1309
Pre-Grant Publication (PG-Pub) ...........ccccue..... 1120 to 1135
Amendments prior to publication............c.ccccocenenenn. 1121
Appendices not published ...........cccceveveieiiiiiennns 1121
Application in a foreign language .........cc.cccevvenene 608.01
Assignee information published.............c.cccoonines 1121
Certification as to intent to file counterpart applications
............................................................................. 1122
Claim sets, multiple........cccooovvveieicie e, 1121
COMPULEr ProgramsS........cevcveeiiviesiueesireeseessiesssieesnees 1121
CONtENL ... 1120, 1121



INDEX

Pre-Grant Publication Division--Prior art

Sec. No.

Conversion to provisional to
avoid publication............ccoceeveiiiiieieie 601.01(c)
Complete application required..........cccooeeerencnnne 1120
Copies of published application files....................... 1128
Correction of errors in the PG-Pub ..........c.cccccevene 1130
Correspondence address .......c.cveveveeereereenereeneneenns 1121
Correspondence regarding published application .... 1134
Disparaging remarks not published .............c.c..c..... 1120
Disparaging prior art..........ccccceveeerereeneneneneenns 2131.05
Drawings......ccoevvvveneneneeieenneeree e 507, 1120, 1121
Early publication..........cccccocviviiiviinie e, 1129
Express abandonment to avoid publication ............... 502
................................................................... 1125, 1135
Facsimile submission...........ccocvevvvvieniciennnnn, 502.01
Fee, publication............ 1126, 1133, 1303, 1306, 1306.03
FOMMS ..o 1135
Inappropriate nonpublication request............c.......... 1122
Material mistake by the Office .........ccccceviiiniiine 1130
Nonpublication request...........cccovvreniineneineee 1122
Notice of foreign filing .........ccoovvevivviiiciciercee 1124
Notice of Publication ...........ccccoevveriienniicieneicee 1127
Notice of New or Revised Publication..................... 1127
Offensive language not published..............c.ccccc..... 1120
Public access to published application........... 1128, 1132
Publication date, projected...........ccccevuerrennene. 1120, 1122
Publication fee ........ccocovvviriviiinninnnn 1126, 1133, 1303
RCE’s not published...........ccccooiiiiniiiiiieee, 1120
Redacted publication...........ccccooviininicienincieene, 1132
Refund of publication fee .........cccoovviiiiininien 1126
Replacement drawings prior to publication ............... 507
................................................................... 1120, 1121
Republication............coceeeiiiiiiceeeee e 1130
Request for early publication............cc.ccoevvninnennn 1129
Request for nonpublication...........c.ccccoeevvieneniennn 1122
Request for redacted publication ..............cccceennee. 1132
Rescission of nonpublication request............. 1123, 1124
Residence changed..........ccoceoviniiniiciicne, 719.02(b)
Sequences published on Internet.........cccccoocevvnreene 1121
Status information of published application ............ 1128
Substitute specification required..........cccccecevvrernenn 1120
Tables, [arge.....cooovvivieiieiec e 608.05(b)
Third party iINQUITIES .......cccoevviiriiiicceesies 1134
Voluntary publication ..o, 1133
When published ... 1120
Which applications ..........ccccovviviininennicnesen 1120
Pre-Grant Publication DivisSion .........c..ccccecevvevenen. 502, 1120
......................................................... 1122, 1125, 1126
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Sec. No.
Preamble, design application...........ccccccevevvvernnnnnn. 1503.01
Preamble, effect of ..., 2111.02
Preamble, Jepson Claim ..o, 2129
Predicted tests in specification............cccoccovinenne 608.01(p)
Preliminary amendment.........c.ccccooevernenennn 506, 714.01(e)
Preliminary amendment
Entry denied.........cooeiiiiniii e, 714.01(e)
Excess claims ........cccoovverierienn 506, 714.01(e), 714.10
NEW MAtter.......coovvvririiiererenene 608.04(b), 714.01(e)
Non-compliant amendment, treatment of ................... 714
Preliminary handling of public use or on sale ............... 2122
Preliminary hearing, public use proceeding................ 720.03
Premature final rejection ............ccccovieiiciiciens 706.07(c)
Premature response in inter partes reexamination......... 2667
Prima facie showing, public use proceeding.............. 720.02
Primary examiner .................... 705.01(a), 706.04, 706.07(c)
...................... 706.07(d), 707.01, 710.02(b), 710.02(e)
.................. 711.03(a), 713.01, 713.02, 713.10, 714.16
.......................... 714.16(d), 714.19, 715.08, 716, 2271
.............. 2633, 2636, 2648, 2660, 2671.01 to 2671.03
Actions requiring personal attention ................ 705.01(a)
........................................... 707.01, 707.09, 710.02(b)
.............................................. 713.02, 714.16(d), 1004
Name on file Wrapper.........cccoevviiiininennenen, 1302.13
Print of drawing (See also Drawings)................... 608.02(m)
Additional..........cccooeieiiiiice 608.02(m)
AREration .......cooooviiiiiiiiecee e 608.02(m)
ColOred......ccooieiiiiiee 608.02(m)
Examiner’s notation on ...........cceeeeevenecnnenn. 608.02(m)
File WIapPer ...ooveeecece e 719.01(b)
Kept in Technology Center ..........cccccoevevveienene 608.02(c)
Marked-Up ......cooreriiineiieie e 608.02(v)
MaArKING ....cveiveieeieeee e 608.02(m)
Patentability report.........c.ccccoevnnene. 608.02(n), 705.01(d)
Returned drawing .......ccooeevveverevesiesnsnseseennns 608.02(y)
Printed matter nonstatutory...........cccccceeevevereennenne. 706.03(a)
Printer waiting ........cccoceveveiiicncnienn 708.01, 1305, 1309.02
Printing date, declassified material......................... 707.05(f)
Printing practitioners names on patents.............ccceceevens 1309
Printing Priofity ......cccocvvvveie e 1309
Prior art (See also Reference) ..........ccccvevvuennane. Chapter 900
AdMISSIONS 8S.....eovviieiieiiieiieieeee e 706.02, 2129
ANAIOGOUS ... 2141.01(a)
Disqualification under 35 U.S.C. 103(C) .....cccovevevervennnn
............................................ 706.02(1)(1), 706.02(1)(2)
.................................... 706.02(1)(3), 2136.01, 2141.01
Duty of disclosure of ... 2001.04
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Prior art citations in reexamination proceedings-- Private use

Sec. No.
Effects of international application publication....... 1857
......................................................... 1857.01, 1895.01
EQUIVAIENTS ... 2144.06
Electronic Information Disclosure Statement........ 609.07
Filed on Saturday Sunday or a Federal holiday ...............
...................................................................... 609.04(b)
Foreign application aS.........cccceevveveieeivcieenieneinens 2135.01
Information reasonably necessary for finding....... 704.11
International application publication ................ 706.02(a)
................................................ 1857.01, 2163, 2163.03
Kind COUES ....ovvivvrircieiecse e 901.04(a)
Level of ordinary sKill..............c.coooviiviiiieienn, 2141.03
Patents as ........ccoeevververnnen, 706.02(a), 2126, 2132, 2136
Publications under 35 U.S.C. 122(b) .................. 1895.01
.................................................... 1896, 2136, 2136.03
Scope and content Of .......cccoevvrievininiir s 2141.01
Means HMItationS .........cccveevvereiiiieiseeeseenes 2182
Search (See also Search).......cccocveveiiiennns Chapter 900
Statutory Invention Registrations as............ 901.02, 2136
Suitability of ..o 2144.07
Third party SUbDMISSIONS........cccooevieriniens 609, 1134.01
Used in deciding request for reexamination .. 2242, 2642
Well-known inthe art ...........ccccoviiiiiinicne 2144.03
Prior art citations in reexamination proceedings
EX PAITE...coii e 2202
CONENT .. 2205
Copies of prior art.........cccoceeeiieiininice e 2205
English translations...........ccccociiiiiniiiniene 2205
Explanation of pertinence..........cocoovvevincinenn, 2205
FIOWCHArS ..o 2206
Handling .....ccooveveic e 2206
Sample [etter ... oo 2205
Service on patent OWNEr ........cocevvevvcrienscnienenne 2208
Time for filing ..o 2204
INtEr PArtES.....ccveieeece e 2602, 2646
................................................. 2654, 2656, 2657
After the order to reexamine....................... 2602, 2667
After a Notice of Intent to Issue Inter Partes
reexamination Certificate issues ............. 2687.01
Before the first Office action..........cccocevvvvnnnn, 2625
Before the order to reexaming ............ccce... 2602, 2654
By another requestor...........ccccvevvieneenennas 2602, 2656
By the patent OWNer..........cccoevvvvreiicnenens 2602, 2656
(0] (o[- I =T LSS 2667
With the REQUESL ......covveiiireice e 2656
With third party’s comments................. 2666.05, 2667

Prior art copies in reexamination
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Sec. No
EX P ...ovceieciecee e 2218
INEEE PAITES ....eiieiiciie e 2618
Prior art filed by protestor.............cc.cecveve.e. 1901.02, 1901.03
Prior art on drawing.........ccoeevereiineniecnnnn. 608.02(9), 2125
Prior art statement.........ccocevevereiennieneeen, 609, 1893.03(g)
Provisional application............ccccevevivrvnivciievieneiesiens 609
Reissue application...........ccoovvveieieneneie e 1418
Prior art, statement applying (reexamination) .....2217, 2617
Prior art used in determining reexamination request
EX PAITE ..o 2244
INEEE PAITES ....vvcvveciie e 2644
Prior examiner’s action............c........ 704.01, 706.04, 713.01
Priority
Claiming in continued prosecution
application........cc.ccocevevvicininnnn 201.06(d), 1302.04
Claiming in ex parte reexamination ..............c..c....... 2258
Claiming in inter partes reexamination.................... 2658
Claiming in reissue application............. 1402, 1405, 1417
Foreign application (See also Foreign application)
.......................................................................... 201.13
Corrected by Certificate of Correction.................. 1481
Design applications...........ccccceeeveenee. 1504.02, 1504.10
Ex parte reexamination ............ccocoeeneneinenecns 2258
Incorporation by reference. 201.13, 201.17, 608.01(p)
Inter partes reexamination ...........ccoceeevveeeennnannns 2658
Proper identification.............cccoceeevencncnnnnn. 201.14(d)
Formal requirements .......... 201.11, 201.14, 706.02(f)(1)
Incorporation by reference to earlier application
....................................... 201.06(c), 201.17, 608.01(p)
International application...... 201.11(a), 1828, 1893.03(c)
Corrected by Certificate of Correction.................. 1481
Inventor’s certificate ... 201.13(a)
Overcoming referenCe........ccovveevereiscneiscnnn 201.15
Patent printing ........cccoevevereienence e 1309
Petition for unintentionally delayed claim to benefit of
prior U.S. application...........c..c........ 201.11, 201.11(a)
Prior U.S. application ...........ccccooeveieieiencnencnn, 201.11
Corrected by Certificate of Correction.....201.11, 1481
Design application..........ccocvevveveeverercnnsenennn 1504.20
In ex parte reexamination ..........cccoevvevviveveieninannns 2258
In inter partes reexamination .............ccoceevevenanns 2658
Provisional application............ccccceveviniiencnienn 706.02
TIME ChartS....cccvveiieieee e 2138.01
Time for filing ....cccovoovvieeeee e 201.13
Priority document (See Foreign application)
Priority practice (See Foreign application)
Private use (See also Public use) .........c.ccccveuenee. 2133.03(a)
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Proceedings, Termination of--Provisional application

Sec. No.
Proceedings, Termination of .................... 201.11, 711.02(c)
Process of making and product made..................... 806.05(f)
Processing and retention fee..........c.ccooeeeiiicnencne 601.01(a)

Processing of reexamination in Technology Center

EX PAM...cciiii 2233

INEEE PAITES.....cveeecece e 2633
Product and process of using.............. 806.05(h), 2173.05(p)
Product by process ........cccccceveneneneniennnn 2113, 2173.05(p)
Product of human ingenuity ..........ccooevvinennineiienn 2105
Product of NAtUre .........ccooerirecc e 706.03(a)
Program Management System (PMS)................. 2238, 2638

Programs, Computer (See Computer programs or software)

Prolix claim .........ccocoeiiiiniiiice e 2173.05(m)
Proof, burden of .........c.ccoovivvvivieccnns 2112,2112.01, 2113
Proof of authority of administrator or executor......409.01(b)
Proof of foreign filing ..o 201.14
Proof of irreparable damage............ccocceevevveveinnncns 409.03(g)
Proof of ownership, reissue application ................... 1410.01
Proof of unavailability or refusal to sign................ 409.03(d)
Proofreading of action.........c.ccccceevvivvvvceninccciesce 707.08
Proper multiple dependent claim..............ccccocu...... 608.01(n)
Property rights statement...........ccccveivieinienieieeneieeenens 150

CoNtents OF ......ooueieiieeee e 151
Property rights under AEC and NASA Acts... 115, 150, 151
Prophetic examples in the specification.................. 608.01(p)
Proprietary interest, Proof of .........c.cccoovviviiennnn. 409.03(f)

Proprietary materials (See Protective order material; Trade
secret material)
Pro se applicant (See also Applicant; Inventor)

Appeal brief ... 1205
Certificate of mailing........ccoccovevieiiiii e 512
Change of address.........ccooevevveriainnnnne 601.03, 719.02(b)
DEath.....oieeeee s 409.01(f)
Duty of diSCIOSUNE.........evvirieiiiiceee e 2002.01
Examination of application...........cccceevvvvvennnne. 707.07(j)
EXaminer’s aCtion ........ccccovevverieenerise e 707
INEEIVIEW ... 713.01
Legal representation..........ccocceveviveneieneneieneneee 401
Telephone restriction practice...........ccoevevvevveiennens 812.01
Prosecution
Closed, application allowable except for formal matters
................................ 707.07(j), 710.02(b), 714.14
Closed, SECrecy Order CaSES........cuuvvevereerrerererereeneens 130
Prosecution after appeal ..........cccccevviviveieviencicnen, 1207.04
Piecemeal.........ccooviiiiiiiiicee s 707.07(q)
Reopening after allowance...........cc.ccoceevveriiiennn. 1308.01
Reopening after Board decision..............ccccoeu.... 1214.07
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Sec. No
Prosecution 1aches ..........ccccvevcieienicenciseee e 2190
Prosecution of Secrecy Order application..............cccc...... 130
Prosecution reopened after court decision................ 1216.01
Protective order material (See also Trade secret material)
....................................................... 724 t0 724.06
SUBMISSION ... 724.02
o (0] (1) APPSR Chapter 1900
Access by Protestor .........cccoeeeereceen. 1901.05, 1901.07
Acknowledgment of protest..........ccoceevvvrrennenn. 1901.05
Certificate Of SEIVICE ......ccvcvvvivrvcee s 1901.03
Comments of applicant............ccccceeevevinnnnncnnnne. 1901.06
COMPIELE .. 1901.03
Copies of dOCUMENTS ......ccvevevireiiiiiieesiceiesieas 1901.03
Express consent of applicant required...................... 1134
Filed in reissue where patent is in
interferencCe ......covvvvevecieccec 1449, 1901.06
Handling........cooooviiiii 1901.05
Improper Protest..........covvvvvrieicnencennn, 1134, 1901.03
Information which can be relied on.................... 1901.02
Involving fraud, lack of good faith or candor, or
violation of duty of disclosure............... 1901.06, 2013
Multiple papers on same iSsue............ccoceeuenne. 1901.07(a)
Reissue application...........c.ccccveereinnne. 1441.01, 1901.04
Reissue litigation........cccccoevevveveevcrninnns 1901.03, 1901.04
Requirement for information............cccccoovevveveiiennn 1901
Review of adverse deciSion..........ccoeevrenenenceinnne. 1906
Service on patentee or applicant............cc.ccoeuenes 1901.03
TC Director’s attention required .........c.cccceovreernne. 1003
Timeliness of Protest.........ccccvvvvvvvinnenennnienn, 1901.04
Trade secret information ...........c.ccocevvvnne. 724, 1901.02
Treatment by examiner..........ccocceoevenincnencnnnn 1901.06
Under Rule 1.291 ..o 1901
Who can file ....cccoeovevereiicee 1901.01
Protestor participation............ccccvevvenerncncieneneens 1901.07
Provisional application ............ccccoevvvivennnne. 201.04(b), 1706
Abandonment..................... 201.04(b), 201.11, 711.03(c)
AACCESS ..ottt et 103, 104
ASSIGNMENE OF ... 302.03
Assignment of application claiming benefits of ....306.01
(000] 0] 0] 121 1 TS 506, 601.01(b)
ConVErsion t0 ......ccceeeverenerienieninne 201.04(b), 601.01(c)
Correction of inventorship .........ccccceeveieiencnienn 201.03
Cover Sheet fOr .......covvveivirere s 201.04(b)
Data, on file wrapper/history of ............. 202.02, 1302.09
Data, in specification of ............cccccoevevviieiciennns 1302.04
DraWing....cccooeieiiie e 608.02
Effective filing date.........cccocevireenn. 601.01(b), 706.02
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PTO employee restrictions, assignment-- Publication

Sec. No.
English language translation for benefit of date ... 201.11

Filing reCeIPt....ccvveieiiie e 503
Guidelines for drafting..........c.ccooiviiiiiiniiiiiee 601
Information disclosure statement.............ccccccceveneenne. 609
JOINt INVENEOIS IN....viviiecieeee e 605.07
Last day of pendency .......c.cccccevverevenernsenennnne. 201.04(b)
Ordering of abandoned ............ccccoevevvieevicvieinennenn, 905.03
PriOMItY ..o 201.04(b), 201.11
Error in, as reissue grounds ..........ccccceverereerieneenns 1402
Request to convert to nonprovisional.............. 1002.02(b)
.................................................................... 1002.02(q)
REVIVAL.....ccoiiiiircice e 711.03(c)
Statutory Invention Registration.............cccccocevenene 1101
Small entity Status.........cccvereiineieiineeeeees 509.03
SPECITICAtION ..o 601.01
PTO employee restrictions, assignment.............ccoceveeenene 309
PTO employee restrictions, unavailable to sign oath or
declaration as INVENTOK ..........cocoeeiiienineneeee e 409
Public access to ex parte reexamination file ................. 2232
Public access to inter partes reexamination file............ 2632
Public domain (See also Public use; On sale; and
Disclaimer) .....cccccvvvveveieeieecece e, 2121.03, 2133.03
.......................................................... 2133.03(a), 2145
Dedication to public...........ccccveveiiiiieienen 715, 1490
Public inspection, Application file.........c..c.cc....... 103, 1128
Ex parte reexamination...........ccccoeevereienieennnn, 103, 2232
Inter partes reexamination..................... 103, 2609, 2632
Redacted application publication.................... 103, 1132
REISSUE......civiecee e 103, 1430, 1470
Public inspection of assignments ..........cc.cccevevvervennnnn. 301.01
Public Law (See Statutes)
PUblic policy ....coeeeie 706.03(a)
Public right to inspect fileS........c.covvinviiinnennn. 103, 1128
In ex parte reexamination ...........ccccceceveervrenne. 103, 2232
In inter partes reexamination................. 103, 2609, 2632
Public sale (See also On sale; Public use)................ 2133.03
Public search facility (See Patent search facility)
PUDIIC SEArChErS. ....c.v e 101
Public use (See also On sale) .......c.cccevvevevverernnnnns 706.02(c)
..................................................... 2133.03, 2133.03(a)
Affidavit or declaration..........ccccocoovvviviieneieiennn, 715.10
ANLICIPALION ... 2133.03(a)
Commercial exploitation.............c.cccvenee. 2133.03(e)(1)
Commercial USE ......ccccveveeverieviie e 2133.03(a)
Completion of the invention ...........ccccoevveevienas 2133.03
.................................... 2133.03(c), 2133.03(e)(1)
Definition Of ..., 2133.03(a)
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Sec. No.
EVIABNCE....cvviecece e 706.02(c)
Experimental use (See also Experimental use)
............................................. 2133.03, 2133.03(e)
In this country ........ccceovvnerinenn. 706.02(c), 2133.03(d)
Intent to experiment ........... 2133.03(e)(2), 2133.03(e)(3)
INVENLION ..o 2133.03(c)
Policy considerations............cccooveveneneiencnennens 2133.03
Public knowledge or on display ..................... 2133.03(a)
SBCIECY .ottt 2133.03(a)
SINGIE USE .o 2133.03(a)
Control over invention ..........ccocvvevvveivnnenns 2133.03(a)
............................... 2133.03(e)(5), 2133.03(e)(7)
Testing by third party ......... 2133.03(e)(5), 2133.03(e)(7)
Use with expectation of privacy...........ccce..... 2133.03(a)
Use by inventor or associates...........ccccccenen. 2133.03(a)
Use by independent third parties.................... 2133.03(a)
Public use proceedings .........cocevererenineninieeee e 720
AFFIdaVitS ..o 720.01
Final decCiSion .......ccccvvvvviveeiicee e 720.05
Oral argumMeNt.......ccccoeveveie e 720.04
PEtitiONS.....cvvviieiriesc e 1134, 1002.02(b)
Preliminary handling...........ccocooiiiiiiiinene, 720.01
Preliminary hearing..........cccocovneiineincncinens 720.03
Prima facie Showing.........c.ccccvvervininnincnciinens 720.02
Rejections after.........ccccoovvvviviveiniecieicccieens 706.03(v)
RejJections on........cccceveveeiiiecieieee, 706.03(v), 720.05
TESHIMONY ...t 720.04
Publication, Defensive..........cccceue... 711.06, 711.06(a), 1111
Publication of Statutory Invention Registration ............ 1111
Publication date ..........cccccevvevveveienennn, 706.02(a), 707.05(f)
Publication fee.................. 1126, 1133, 1303, 1306, 1306.03
Publication of abstracts..........c.c.ccoceevvvnnnne. 711.06, 711.06(a)
Publication
Board deCiSionS .........ccccvvvvveieiieice e 1213.03
CitiNg.cveveeeceeee e 706.02, 707.05(e), 901.06
Date Of ... 706.02(a)
Declassified.......ccoiiiiiiiiiiii e 707.05(f)
NOLICES .ovveeierieiee e Introduction, 707.06, 1703
Official Gazette (O.G.) ...ccccvvevviveivrreerere e, 1703
OrdersS.....ovvereeie e Introduction, 707.06, 1703
Own, as reference.........cccoeveiveiveinennns 715.01(c), 2132.01
Patent and Trademark Office .........c.ccocenuene. Introduction
Pre-Grant (See Pre-Grant Publication (PG-Pub))
Prior art effect of international ........... 706.02(a), 1857.01
........................................................................ 2136.03
RUIES ChaNGES.....cveiveviecice e 1703

Under 35 U.S.C. 122(b) as references
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Publishing Division--Record system for reexamination

Sec. No.

..................................... 1857.01, 1896, 2136, 2136.03

VOIUNANY ..o e 1133
Publishing Division (See Office of Patent Publications)

Pulling abandonments ..o 711.04(a)

Q

Quality ASSUraNCe .........ccoevrvrvinanns 1302.04, 1308.03, 1720

IN reexamination .........ccccoceveineneieneneeeseneas 2289, 2689

Quality Assurance Specialist (QAS)......... 1415.01,1442.02,

1442.03, 1443, 1448, 1449.01, 1451, 1455, 1456, 1490,
2212.01, 2233, 2236, 2246, 2262, 2270, 2271, 2281, 2285,
2287, 2289, 2294, 2295, 2633, 2635, 2636, 2646, 2660,
2664, 2670, 2671, 2671.01, 2671.02, 2673.02, 2676, 2677,
2686.03, 2687, 2687.01, 2689

Quality control program........c.ccoceeeverrienennienenennen, 1308.03
Quayle practice........ccoovevververerenieresesennns 710.02(b), 714.14
ACION reCOrdiNg ...ccveveieiiiece e 1705
After final rejection........ccccccvvieivciiicic e, 706.07(f)
Allowance action .................... 707.05(a), 714.14, 714.15
Claims later added ..........cccoevvvvieiieiinicere e 714.20
Copies of references.........cccoevvvvevviveieeieereiieinens 707.05(a)
Design application ............ccoceevvierviinieneicsienee e 1504
Examiner’s amendment used instead of............ 608.01(b)
Formal matters corrected ..................... 706.07(f), 812.01
Information disclosure statement......... 609.01, 609.04(b)
Primary examiner signature required..............cc....... 1005
Reexamination, ex parte ...........c.co...... 2250.01, 2266.01
REISSUE ...ttt 1444
Shortened statutory period................. 710.02(b), 2250.01
Query Printer Waiting .........cccooevevenenniencnneneee, 1306.03
R
Ranges
Anticipation of ... 2131.03
ObVIOUSNESS OF ... 2144.05
Ratification of papers filed
Death of attorney .........coceveiiieniicieeree e 406
Death of INVeNtor .........ccccvvivviviiiieeee e 409.01
Signature improper or lacking .........ccccevvvennne 714.01(a)
Real party in interest .......c.cccoevevevevcneveniennn, 1205, 1207.02
In inter partes reexamination............... 2612, 2614, 2677
Reasons for allowance............ccocovverieniiicieiee, 1302.14
Amendments after final rejection...........ccccccooene. 714.13
Appeal reCord........cvvviveiereeie e 1213.02
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Sec. No.

Applicant’s comments ON........cccceevvrivresesiennnan, 1302.14

Claim NarroWing........cccoeeevereeeeieeriese s e 1302.14

Comments on, ex parte reexamination..................... 2287

Comments on, inter partes reexamination .......... 2687.01

Estoppel effect........cccovvviieiiniiee 1302.14

Failure of applicant to comment on..................... 1302.14

Patent Cooperation Treaty application.1845.01, 1878.01

Presumption of acquiescence by applicant.......... 1302.14

Public use proceedings..........coccvevrereienennieniennas 720.05

Reexamination

EX PAIte...ccoieiciecieece e 2262, 2287

INEEE PAITES......eeiieiiiieree e 2687
Rebuttal brief in inter partes reexamination appeal

................................................................... 2678, 2679

Refused eNtry .....ccccce e 2679
Recapture

Claimed subject matter................... 706.02(1)(1), 1412.02

Matter in reiSSUE.......cceeeeeeeee e 1412.02

Of patent rights

Disclaimed by filing a disclaimer ...............c........ 1490
Waived when SIR published ..........cccccoceiiiinnn. 1111
Receipt of mail and papers ........ccocoevvvrrirnnnne, Chapter 500

Arrangement of papers in file wrapper............. 719.01(a)

Depositing correspondence .........ccoeveerereeeneienennas 502

Entry of amendments ........c.ccocvevveiieveie s, 714.18

FiliNg reCeIPL ..ot 503

Office date Stamp ..o 505

Period for reply ... 710.01(a)
Receiving Office PCT procedure..........ccccooevevvrenieenen. 1801

International BUI€AU............cccvorvvrirveiriireirnecnnes 1805
Reciprocal privileges, foreign priority..........cc.ccoeenee 201.13
Reciprocal security agreements ..........cccvevvvereiencreennes 120
Reclassification

ClaSSES....iivieeiesiereie s 903.02(a)

PatENTS ... 903.05

SUDCIASSES ..o 903.02(c)
Recombinant DNA (See also DNA,; Biotechnology)

Special StatUS........coveirieiiiece s 708.02
Reconsideration in ex parte reexamination ................... 2269
Reconsideration of abandonment .............. 711.03, 711.03(c)

Based on insufficient reply.........c.ccooooivnicnnne 711.03(a)

Based on failure to reply within period............ 711.03(b)
Record of interview .........ccccoevvvvceeici e, 713.01, 713.04

Record room (See File Information Unit (Record Room))
Record system for reexamination
Ex parte
Inter partes
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Recording assignment-- Reexamination, Ex parte

Sec. No.
Recording assignment............cccocovevvievvniniennnns 301, 302, 317
Recording change of business name ..........cccoeevvvvieenas 314
Recording government interests..........c.ccceevenee. 302, 302.07
Recording of joint research agreement............... 302, 302.07
Recording license agreement ...........cccoevveneiencneienennns 313
Recording of other documents ...........cc.cccovevvennnne. 313 to 317
Recording security iNterest.........cocvovvvvvevieieienievesinsesnens 313
Redacted publication of an application ..............ccccc...... 1132
Reduction to practice........cc.cceevvevrirnnnnnn. 715.07, 2133.03(c)
......................................................... 2138.01, 2138.05
Reexamination, EX parte..........cccocevevvvrvnnnnnnns Chapter 2200
Access to file.........ccoovenenns 103, 724.04(c), 2209, 2232
Action following Board decision ............cccccccevenene 2278
Address of patent OWNEr ..........ccoceveerernineiicnnenns 2222
AAMISSIONS .o 2217, 2258
AFFIdavits .....oooveieiic 2216, 2217, 2258, 2265
After final practice.........ccooevvvvivvciieicie e 2272
Amendment........ccccveieieneieienns 714, 2234, 2250, 2295
ADSEFACT ..o 2287
After final rejection ......ccoceevveveeieieccre e, 2272
EXAMINEI™S. ittt 2287
Filed with requUest .........ccocvvvvverciiierceccns 2221
IMPIOPET ... 2250
In a merged reissue/ex parte reexamination ......... 2285
Prior reexamination certificate issued......... 2250, 2295
Provisions of Rule 1.312 do not apply.................. 2287
Reissue patent iSSUed...........cocvvereeeniecieienee 2250
ANCHIArY ISSUES.......cveieiesieiie e 2217, 2258
APPEALL....ii 2273
Appeal brief ... 2274
Appeals to courts ........ccocerrrereennen. 1216, 1216.01, 2279
Application file location ..........c.cccoveeiiiiieieicne 2635
ASSIGNMENT .. 301
To an examiner.........cceeeeenne.. 2236, 2248, 2255, 2285
ATLOINEY OF A0ENT ...cvveieeeeie e 2213
Name on certificate..........covvvvereiiieniiiisceenns 2287
Basic characteristiCs...........ovvvrireiieieice e 2209
Certificate Of .....voeveeeeieeeece e 2288, 2294
Reissue patent as........ccovevvevevereeriererienienns 2290, 2294
Certificate attached to patent Copy......cc.ccoevervrrernne. 2292
Certificate distribution ..........cccocveiiiiciie e 2292
Certificate format..........ccooeeeiiiiniiiieecee 2290
Certificate of mailing or transmission............c......... 2224
Certificate of prior reexamination in later request
......................................................... 2214, 2219, 2619
Certificate Of SEIVICE.....covvvvreiii e 2220
Certified COPY ...cvvvereeirieicereere e 2232
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Sec. No
Citation of prior art.........ccccceveveiviinninnie e 2202
After first office action..........cocoeevviiiiviiiicnnn, 2271
Claim for Official Gazette ..........ccocevereveieieieene 2287
Claim, multiple dependent, preparation for publishing
............................................................................. 2287
Claim NUMDBEFING.......cciv e 2250
Claims considered ..........cccooeneneiinencneninn 2243, 2258
Claims invalid/unenforceable............ccccoovrerinnnee. 2286
Claims presented for interference.............. 2283, 2304.02
Clerical handling .........cccovivierrineneneese e 2270
Collateral eStoppel........cccevvvviveiveireiercre e 2259
Comments on “Statement of Reasons for Patentability
and/or Confirmation”..........cccooceveieiencnenceene 2287
CONCIUSION.....coeeieere e 2287
Concurrent proceedings........cccovevvevververernens 2282 to 2686
Conduct of proceedings........ccccevverereresinsiesesennean, 2254
Consideration of responses.........cc.cceeeeeeennnen 2252, 2253
Consolidated proceedings ..........cccceveerereeneninennas 2283
Constructive notice to patent OWner..........c.cccveneeee. 2230
Content Of reqUESE .......cccvvvveirceeee e 2214
Copending proceedings........ccoceeeeveeveeiernens 2283 to 2686
Copy of patent in reqUeSt .........ccoceverererinieiieiene 2219
Double column format ...........ccccoevveiveennnnns 2214, 2219
Copying Of file ..cveviiiciiic e, 2232
Correction of inventorship .........c.cccccveunee. 2250.02, 2258
Correction Of reQUESE.........ceoveiieiiree e 2231
COITESPONUENCE.......cveiieviriciieie ettt 2224
Criteria for deciding reqUeSt..........ccoccovvereivnereennn, 2242
Decision of Board of Patent Appeals and Interferences
............................................................................. 2277
DECISION ON FEAUESE .....cvvevveeeierieiiese e sie e e e 2240
Decision ordering reexamination ..............ccccceeruenne. 2246
DECiSION PrOCESSING....ccvevererreirierieesie et 2245
Defective sSUDMISSION ......c.ccvevviiiieicie e 2266.02
Denied.......coevveneiieneee e 2240, 2247, 2247.01
Dependent claim treatment..............cccceeevecnnenn, 2260.01
Director’s iNItiative ..., 2239
DOMESLIC PriOFILY ..o.veeveiieeirieccieec e 2258
Double correspondence..........coevvvevieeeereererieseennns 2224
Double patenting .......cccceveveverinnieeeeeeere s 804, 2258
Drawing COrreCtion..........ccocvevvevvevieieseesesiesrnseenns 2250.01
Duty of diSClOSUTe ........cccevereriieicciiee 2003.01, 2280
EleCtronic COPY.....cvvvriiiirieininese e 2209, 2232
Entry of amendments .......ccccceeevererinvennnnnnns 2234, 2270
Entry of court decisions in patent file ...................... 2207
EXaMINEr .oveviiiiiciccieesee s 2236, 2248, 2255
DepOoSItioNn........cceeeieienee e 1701.01



INDEX

Reexamination, Ex parte--Reexamination, Ex parte

Sec. No.
Examiner’s amendment ........ccccvervieneineneicnienene 2287
EXamINer’s @NSWEN ........c.eivruerieenierieesieesieneeesieens 2275
Expiration of patent ............ccocooveiniiinnenn 2211, 2250
Explanation of prior art..........cccccoeevveneinncncnenenn, 2217
Extension of time ..., 2265
Failure to timely reply to Office action................... 2266
FEES ot 2215, 2233, 2283, 2285
Final action .......cc.ccoeeevervienieennnn, 706.07(a), 2265, 2271
FIOWCNAIt .......ooviieiececeee e 2201
FOreign Priority .......ccccoeveienennienecse e 2258
FOMMS ..o 2296
Granted ......cooevvveveiiee e 2246, 2247.01
Grounds of rejection .........ccoceviveiieiiiciere e 2217
Identity Of reqUESEEr........ccoovevivirice 2212
INAPPropriate PAPErS ......cccveveveeeeereereseese e sreseens 2267
Return of Papers........cocovvvevevnve s 2267
Incomplete requeSt........cccvvvvieiececee e 2227
Informal SubmMiSSION ........ccooiiiiiiiiiiiie 2266.02
Initial Processing........ccovvvrereniriesinesceseenns 2226
Inquiries from persons other than the Patent Owner
........................................................................ 2212.01
Interference copending ........ccccevveveeverevenesesiesees 2284
Intervening rights.........ccooiiiiiiincee 2293
INEEIVIEWS TN 1. 2281
INtrOAUCTION.....coiiviciiiie s 2201
Listing of Prior art..........ccocovevvenninienscseec e 2257
Litigation copending ..........ccooeeereeienenene s 2286
Litigation reVIeW.........ccooeveienenineeee e 2240, 2287
Mailing of Office actions..........ccoceevvcereiiienciinienn, 2264
Y o] (o] SR 2283, 2686.01
Merger with reissue proceedings .........cccoeeevennnn. 1449.01
Multiple dependent claim handling, preparation for
PUBTISNING....c.oiiiiiiic e 2287
NEW MALEET ... coieiieieieeieeee e 2270

NIRC (See Form letters and forms: Notice of Intent to
Issue Ex Parte Reexamination Certificate (NIRC)

PTOL-469))
Notification of Concurrent Proceedings .................. 2285
Of a reexamination............ccoeveereieieneiene e 2295
Office action .....cccceveivvereree e 2260, 2262
Official Gazette
Notice of certificate ..........ccooervereiciiiiie e 2291
NOLtiCe O FEQUEST.......eveeieiicirecre s 2229
“Old art” (i.e., previously considered/cited)
.............................................................. 2242, 2258.01
Oral hearing ....c.cooevverieie e, 2276
Orders for COpIies OF .......cccereiiieieiiic e 2232
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Sec. No.
Patent copy in reqUESt .......cccvevvevveierere e 2219
Double column format ..........ccoceveivnerieennns 2214, 2219
Patent owner’s address........ccoveeeereneienene e 2222
Patent owner’s statement...........cccoceveiiiniinnneenin. 2249
Patent owner’s statement of interview .................... 2281
Patentability review conference ...... 2271, 2271.01, 2287
PELItION ..o 1002.02(b)
Correct iNVentorship..........ccoeevenerneneiinene, 2250.02
Denial of request...........cccceee.e. 1002.02(c), 2246, 2265
For entry of late papers (revival of terminated
ProCeedings) ...cccevveveieeieeeeee e 2268
Merge proceedings........cccoeeererereneesiennenn 2283, 2285
Reconsideration.........c.cocvvveeenene e 2268
Stay proceedings pending interference ................. 2284
Stay proceedings pending reissue .........cccceeervenne. 2285
Unavoidable delay ........cccoceveveivniiiecicieeiceinns 2268
Unintentional delay ...........ccooeieiiiiiiiiiiiieee, 2268
Vacate order granting reqUeSt ...........ccoceeveereenen. 2246
Waive time Provisions ..........ccoceevvieieneienenenennns 2265
Power of attorney, withdrawal ...............cccceeverennne. 2223
Preprocessing staff ...........cc....... 2226, 2229, 2232, 2239
Printing of certificate..........ccccoveviiieiiiiniiccee 2288
PrIOF @t .o 2218
Prior art considered ..........cccceovveveeiiriiiieeinnnne 2244, 2256
Prior art previously cited/considered......... 2242, 2258.01
Proceedings .....covevvevieiiiice e 2209
Processing in Central Reexamination Unit and
Technology Center .........cccocevevirenenennnn 2233, 2245
Clerical handling........c.ccccoeivininnineeeee, 2270
o (0] 1= Ao o 2238
PUDIIC CCESS ...vovveviiieicii e 103, 2232
Quality Assurance Specialist (QAS) .......ccocevvriennene 2289
QUAIILY FEVIEW ... 2289
Reasons for patentability and/or confirmation
................................................................... 2262, 2287
Reconsideration of Office action.............ccccccevennnen. 2269
Record SYSLeM .......ccovviiiiiiiseece e 2235
Refund if request denied ............ccccovvvvinnnene 2247, 2248
Reissue copending.......ccccoevvvvvvvsvninnnannns 1449.01, 2285
REJECLIONS....ecvieeevece e 2242, 2258
Using “old art” ........cccooveievireieierece e 2258.01
REMINAEIS ..o 2287
Reply by third party requester..........c..ccce...... 2251, 2253
Period for reply cannot be extended...................... 2265
REPOIS oottt 2235
Representative of reqUeSEer........cococvvvieveveienenienens 2213
REQUEST.....ceeiiie e 2210
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Reexamination, Inter partes-- Reexamination, Inter partes

Sec. No.
After reissue patent iSSues ................ 2240, 2258, 2285
After first reexamination certificate issues........... 2294
CONEENT .. 2214
Correction ProCESSING ......ccevververuerereeieieenenieneens 2231
DECISION....oeeiviicieecie e 2240, 2244
DeCiSioN CrIteri.....c.evvvireririireiseese s 2242
DeNied ...cvevvieieeiee e 2247, 2247.01
After reissue patent iSSUES ........ccoevvereieereneenn 2240
During interference........coovevervenenecreccenes 2284
Facsimile submission not permitted .................. 502.01
Filing address.......cooeveverevesnseceeese e 2224
Granted .......cooeevverevenese e 2246, 2247.01
GUIAEIINES ....eeiieiieieeee e 2242
“Old art” (previously considered art) involved
...................................................... 2242, 2258.01
Response to Office action .........ccccvevvveeevcvcvennnnn, 2266
ReStriCtion IMProper .......ccccveevevieiese e 2258
REVIBW ..ot 2289
Sample letter requesting reexamination................... 2214
SCOPE ettt 2258
SEAICH ..o 2244, 2258.01
Second or subsequent request ............ccceenen. 2240, 2283
Prior art considered..........cc.ceoeiiieienennenn 2240, 2242
Service by patent owner on requestor of patent owner
SEATEMENT ..o 2249
Service of papers............... 2220, 2266, 2266.02, 2266.03
Special status for action ...........c.ccoeeeeeveiiie e 2261
Statement applying prior art............ccccocevereienernnn 2217
Statement DY OWNEX .........cooveiiiniiicieeic e 2249
Statement of Reasons for Patentability and/or
Confirmation ......cccccceveieieieece e 2287
Statutory basis.........covreiiie i 2201
SEAY et 2283
Submission defective or informal ....................... 2266.02
After final ..o 2272
Submission not fully responsive...........ccccoeerveeae 2266.01
After final ... 2272
Substantial new question of patentability ...... 2201, 2216
................................................ 2240, 2242, 2244, 2246
Using “old art”........cccoovvevverereneresenn, 2242, 2258.01
“Sufficient cause” for extension of time.................. 2265
SUSPENSION ...ttt 2283
Terminated.......cccovvveveriereeere e 2294
Terminated fileS ... 2294
TICKIEr TEPOIES...c.viviiviiiicieese s 2235
Time for request deciSioN...........ccovreeveienenencninn 2241
Time for reqUESEING........covvermeiricireeseeces 2211
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Sec. No
Time for response to actions ........c.ccecveveevverereieinens 2263
TIME rEPOItING...cueeueeieireeiie it 2238
Title rePOIt....cvciice s 320, 2287
TraNSTEE .o 2237
Translation required ... 2218
Untimely filed paper prior to order ........c..ccocvevvennne. 2225
Untimely filed papers........ccccooeoeiinninnccce, 2267
UNtimely reSPONSES .....c.coverveerierieenieisie e 2252
Use of transmittal form (PTOL-465)..........cccccennnen. 2264
BV 10 LT SRS 2294
Vacated, claims invalid/unenforceable..................... 2286
Who may file request for..........ccooeiiiinneiiiiien, 2212
Withdrawal of attorney during .................... 402.06, 2223
Withdrawal of power of attorney ............cceeveerenee 2223

Reexamination, Inter partes (See also Reexamination, Ex

T (=) Chapter 2600
Access by public .........c.c..... 103, 724.04(c), 2609, 2632
Action closing prosecution (ACP) ............ 2660, 2666.05
..................................... 2666.10, 2667, 2660, 2666.05
............................................... 2671.03, 2673.02, 2682
CONENL....oieiee e 2671.02
Premature ... 2672
RESPONSE 0 ... 2672
AAMISSIONS.....cviiieieieieiee e 2617
Affidavits ............... 2616, 2617, 2658, 2666, 2675, 2677

Amendment by patent owner
After a new ground of rejection is issued by the Board

...................................................................... 2682
After Action Closing Prosecution (ACP).............. 2671
............................................................ 2672, 2673
After expiration of the patent...........cccccoeeene. 2666.01
After Notice of Intent to Issue Inter Partes
Reexamination Certificate (NIRC).......... 2687.01
After Right of Appeal Notice (RAN)..........cceueune. 2673
....................................................... 2673.02, 2675
ClaimS ..o 2666.01
DefeCtive.....coovvvvereieneiaee, 2666.50, 2666.60, 2667
Dependent claim ... 2660.03
DrawingS.....oveveeerieresesese s seesee e e 2666.02
BN s 2670
In a merged reexamination proceedings
........................................ 2670, 2686.01, 2686.03
Of areissued patent.........ccccoevvireneinenecnnen, 2686.03
THE o 2660.02
To provoke an interference .........ccccoeeevevinnnn, 2686.02
UNSIGNEd ..o 2666.50
Appeal (i.e., Appellant) Brief.........ccocooiiiiiiiinnnne 2675



INDEX

Reexamination, Inter partes--Reexamination, Inter partes

Sec. No.
DefeCtiVe. ... 2675, 2675.02
Appeal Conference ........ccooevvevveveieienieiennnns 2676, 2677
Appeal to the Board of Patent Appeals and Interferences
................................................................ 2674 to 2680
FIOWChart........cccoooeiiiiiececeeecee e 2601.01
Appeal to the Court of Appeals for the Federal Circuit
................................................................... 2682, 2683
Appeal to the U.S. District Court for the District of
Columbia not available ............c.ccocovvvriiiiniiiinnnnns 2683
Appellant defined...........ccocovniininiiic 2674
Assignment to examiner ...........c.ccoue.e.. 2636, 2648, 2655
Certificate of inter partes reexamination.................. 2688
................................................................... 2690, 2694
Distribution.......ccocviveeee e 2692
FOrmMat ..o 2690
Reissue patent as........ccccvevvvvevereereerierienenns 2688, 2694
Certificate of SEIVICE.....coovvvvriiieieee, 2620, 2666.06
Avoid duplicate filing fee.........ccoevviiiiniinen, 2620
Certificate of mailing or transmission...................... 2624
.................................................... 2665, 2666, 2666.05
Certificate of prior reexamination in later request
......................................................... 2214, 2219, 2619
Certification as to statutory estoppel.............. 2612, 2614
Clerical handling.........c.ccovvvereiiniineiieieene e 2670
Collateral estoppel .......ccevvevereierieirseceeeceeeee 2659
Comments on Statement of Reasons for Patentability
and/or Confirmation ...........c.ccooveeniiieicnninnne 2687.01

Comments by third party (See Reexamination, Inter
partes: Response by third party)

Concurrent proceedingsS ........cccovvvvrereernrennns 2282, 2686
Constructive notice Of ........cccoevveriiencicienn, 2630, 2654
Copending proceedings........c.cceeeveereereereenuenns 2282, 2686
Copies of the prior art with request............cc.coovnee. 2618
Copy of printed patent with request...........cc.ccceuee. 2619
Double column format..........ccocovvevriinininennn, 2614
Copying of the file by the public ..........ccccccooevnnne 2632
Correction of inventorship..........c.cccceeue.e. 2658, 2666.03
COITESPONUENCE ..ot 2624
Court of Appeals for the Federal Circuit ....... 2682, 2683
Court ordered........cococeveereneieneneeseee e, 2686.04
Cross appeal to the Board of Patent Appeals........... 2674
Cross appeal to the Federal Circuit............ccoccevnnenee 2683
Decision by the Board of Patent Appeals and
INtErferenCes.....ccovvvvievereereee e 2681, 2682
Decision on the request for inter partes reexamination
................................................................... 2640, 2641
After Court deciSion ........ccooeveveeieeieieieneene 2686.04

-85

Sec. No
CONEENT....ecice e 2646
Criteria for deciding.......cc.cooevvvenivieneieiienece e 2642
Deadline for mailing .........cccoceeviiiiniiiiicn 2641
Denial.....ccccooeienniiiireeeas 2640, 2647, 2647.01
............................................................ 2648, 2694
GraNt ..o 2640
“Old art” (previously considered art) used............ 2642
Processing ........ccoeoveeneieneninennnns 2647, 2647.01, 2648
Prior art available........c..ccooveeveveiiniie e, 2644
Reissue about t0 iSSUE .........coovvvrervvirieicirienns 2686.03
Dependent claim treatment.............cccceevvvinenenn 2660.03
Design applications ..........ccocevereiineneninieee e 2611
Determining if a reexamination was filed for a patent
........................................................................ 2632.01
DOMESEIC PrOFILY .ooevvvieecececreeee e 2658
DraWings ....ccveveieieiesesese e s 2666.02
Duty of diSClOSUTe .........cccovereriieiiiieeee, 2003.01, 2684
EleCtronic COPY.....ccoovreiririeniese e 26009, 2632
Enlarging claim scope prohibited.............. 2658, 2666.01
Estoppel, Collateral .........ccoevveveieiiiiiecceceee, 2659
Estoppel, Statutory ..........cccoceveveneninne 2601, 2612, 2614
Examination scope ...........cccco.... 2658, 2671.01, 2671.02
Examiner consultation with a Reexamination Legal
Advisor (RLA)
After response by parties.........cccovvvvvvviviniivnnennne. 2671
Before appeal ........cccoovvvviieciciee e 2676
Before the decision on the Request...........ccccc.... 2633
In merged reexamination proceedings ............. 2686.01
Regarding multiple reexamination requests.....2686.01
Review of Rebuttal Briefs...........cccooovvniiinnnenns 2679
Examiner’s Amendment
Canceling rejected claims ...........ccccceveneneee 2671, 2687
Correcting formal matters....................... 2687, 2687.01
In merged reissue/reexamination .................... 2686.03
Not permitted if approval required................... 2687.01
Tothe Title...cooovvviiieie 2660.02, 2686.03, 2687
EXamINer’s ANSWET .........cccovreaieieniene e 2677
Expedited Right of Appeal Notice ............ 2671, 2673.02
“Express Mail” procedure..........cccceeevvvrennnnnn 2624, 2665
.............................................................. 2666, 2666.05
Extensions of time........ccocoevvveiineinneecces 2665
After Action Closing Prosecution..............cccce...... 2672
To amend the claims after a Board decision containing
a new ground of rejection ..........ccccceeevevienen. 2682
To appeal to the Court of Appeals for the Federal
CHFCUIL..c.t e 2682
To complete a reply held non-responsive ........ 2660.30
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Reexamination, Inter partes-- Reexamination, Inter partes

Sec. No.

To petition denial of the Request................ 2648, 2665
Facsimile transmission, correspondence by............. 2624
FBS ..t 2634

For a copy of the file on CD ......ccoveviiiiiii 2632

Refund ... 2615, 2647, 2648
Final Board decision ............ccocevvverenineniennans 2681, 2682
Filing date .......coocveieiiece e 2627
FIOWChAItS. .....ccoiiiiiieiieeee e 2601.01
FOreign Priority .......ccooereenensenese e 2658
FOrms listed ......ccoveieieie e 2696
Fraud ..o e 2684
IMProper COMMENLS .......cevveeiiieiiie e 2667
INAPPropriate PaPers ......ccoceeereeeereeiee e 2667
Incorporation by reference in Examiner’s Answer .. 2677
Interference copending ........cccceevvvvveennne. 2686, 2686.02
Intervening rightS.........cccocvvivvivvv s 2693
Interviews in a merged reexamination/reissue.... 2686.03
Interviews not permitted ................. 2666.30, 2685, 2687
Litigation concurrent.............. 2640, 2681, 2686, 2686.04
Litigation Sarch ..........ccoevvevvivvvcevcrcse e, 2686.04
Litigation stayed ........cccccevvviviivciieiese e 2686.04

Merger of multiple requests for reexamination... 2686.01
Merger of reissue and inter partes reexamination

........................................................................ 2686.03
Multiple requests for reexamination filed
........................................... 2640, 2686, 2686.01, 2695
New grounds for rejection ...........cccceeevvirennnnee 2671.01
By the Board of Appeals ..........cccccceerrnene 2681, 2682
New Matter........cocveevevveeeicieeeeeee e, 2671.01, 2671.02

NIRC (See Form letters and forms: Notice of Intent to
Issue Inter Partes Reexamination Certificate (NIRC)

PTOL 2068)

Non-final Board decision............cccoeeeveivveiieireeneene, 2681

Non-responsive reply by patent owner/third party
......................................................... 2666.30, 2666.50
Notice of appeal...........ccovvvreiinnns 2662, 2674, 2674.01
Premature........coove e 2667
Notice of cross appeal...........c........ 2662, 2674, 2674.01
Notice of Inter Partes Request for Reexamination in the
Official Gazette ........ccceovvvvvereirecece 2627, 2629

Notice of Inter Partes Reexamination Certificate
Issuance in the Official Gazette................. 2688, 2691
OFffice aCtion ....ocvveeeeeieeecee e 2660, 2671
Not closing prosecution.........ccccccevvvevevinannn 2671.01
Reopening prosecution after ACP ......... 2673, 2673.01

Reopening prosecution after Examiner’s Answer
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Sec. No.
Reopening prosecution after RAN............... 2676, 2677
Oral hearing.......ccocvvvvvvvrinnnienns 2662, 2675, 2677, 2680
Open to PUBIIC. ..o, 2680
Order granting inter partes reexamination..... 2646, 2660
Returned as undelivered...........cccoviriniinnnnenn. 2654
OVEISIGNT ..o 2689
Patent copy With request ... 2619
Double column format ..., 2614
Panel REVIEW.......c.coveviriie e 2671.03
Petition ...c.oovevieiieec e 1002.02(b)
Board decCiSioNn .........covviirieininieineeese s 2681
Consideration of submissions after NIRC........ 2687.01
Correct inventorship........c.cccvvvevrennnn, 2658, 2666.03

Denial of request for inter partes reexamination
......................................... 1002.02(c), 2647, 2648

Entry of late papers for revival of reexamination
ProCeeding ......ccevverveiuirieiieieree e 2668

Enter an amendment after RAN... 2672, 2673.02, 2675
For an interview in a merged reexamination/reissue

................................................................. 2686.03
Merge inter partes reexamination and reissue
................................... 1002.02(b), 2667, 2686.03
Premature Action Closing Prosecution ................. 2672
Reopen prosecution after Board decision.............. 2682
Suspend second or subsequent requests................ 2640
Stay reexamination.................. 2667, 2686.02, 2686.03
Unavoidable delay ..o 2668
Unintentional delay .........ccccooveiiiiiiiiniieicceee, 2668
Vacate order granting inter partes reexamination
...................................................................... 2646
Waive time provisions ..............c....... 2648, 2668, 2672
Premature response/comments................c....... 2625, 2667
Prior art citation................ 2602, 2646, 2654, 2656, 2657
After the order to reexamine ............ccco...... 2602, 2667
After a Notice of Intent to Issue Inter Partes
Reexamination Certificate issues............. 2687.01
Before the first Office action...........c.cccoeveiiinnnne 2625
Before the order to reexamine..................... 2602, 2654
By another reqUeStor..........cocvvvvevvneseeeeeeie s 2656
By the patent OWNEr ..........ccccvevvevere i, 2656
SEOraQe @I ... vvvvvee et 2667
With the REQUEST.......coiieiiiie e 2656
With third party’s comments.................. 2666.05, 2667
Prior art copies with request............cccecvvevvvrivcverenne. 2618
PrOCESSING .vevicvievicie ettt 2670
After a decision by the Board..............cccccevruenane. 2682
Amendment.........coeeveeiinienee 2666.01, 2670, 2687



INDEX

Reexamination, Inter partes--Reexamination, Inter partes

Sec. No.
ClErical ......ooviiriiiie e 2670
EXamInNer’s ANSWET ........ccovereeirereeenierenesieeens 2677
INapPropriate PaPers .......ccocveeereerereerere e sieneeas 2667
Merger of multiple reexamination requests..... 2686.01
Merger of reissue and inter partes reexamination
................................................................ 2686.03
Terminated inter partes reexamination................. 2694

Proof of service (See Reexamination, Inter partes:
Service of papers)
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CONEENT .. e 2614
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Person not of record ..........ccoceveiiieiencienene, 2666.50
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Prior art submission with ............c.coev. 2666.05, 2667
QLI Lo 1 (o] 1 2667
UNSIGNEd ......oviviieecie e 2666.50, 2667
REVIBW ..t 2689
Right of Appeal Notice (RAN) ............ 2666.05, 2666.10
............................................ 2667, 2671 to 2674, 2677
CONENL....oiee e 2673.02
SCANNING ..t 2632
Scope of examination................. 2658, 2671.01, 2671.02
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To third party requestor ............... 2654, 2666, 2666.05 Reexamination Legal Advisor (RLA).................. 2632, 2633
Special StAtUS......coveerierieiie e 2661 2640, 2641, 2647.02, 2664, 2670
Statement applying the prior art...........ccccooererenene 2617 2675, 2679, 2686.01, 2686.04, 2689
Statutory estoppel .........ccccocvveiiinennn 2601, 2612, 2614 Reexamination Processing System (REPS)........... 103, 2632
Stayed pending litigation outcome...................... 2686.04 Reference (See also Prior art)
Stayed pending reissue oUtCOmMe...........ccceevervenee. 2686.03 AL Series patent......cccceieieriie s 901.04
Submissions prior to the first Office action ............. 2625 A.P.C. publication ..........ccccoovevrenniisenneseas 901.06(c)
Substantial new question of patentability Abandoned application............c.ccccvervinnne 901.02, 2127
...................................... 2614, 2616, 2617, 2640, 2246 Abbreviatures ...........ccccoveivnnceienneinneneenene.. 901.06(d)
............... 2642 to 2647, 2648, 2658, 2686.01, 2686.04 ADSEIaCtS ......cevrverirseereeeneseeenenn. 106.02, 901.06(d)
‘Sufficient cause’ for extension of time.................. 2665 Additional........cccccoeveiiie 707.05(d)
Suspension of requests for inter partes reexamination AdMISSIONS.......ccviiiiciicieie e 2129
.............................................................. 2640, 2686.01 Analogous art ..........cc.cceevrnenene.. 904.01(c), 2141.01(a)
Terminated........cooeeeieiiiiece e 2694 s 2143.01, 2145

Third party requestor (See Reexamination, Inter partes:
Response by third party)

Antedating (See Affidavit, swearing back of reference
(37 CFR 1.131))

Time for requesting inter partes reexamination....... 2611 Applications, domestic and foreign.........c.ccccocervenne. 2127
Time periods after appeal for filing: Applying reference under 35 U.S.C. 102(e). 706.02(f)(1)
Amendment after Board decision containing a new Arrangement in Examiner’s Search files............... 901.07
ground for rejection.........cccevevevevcnininnnnns 2682 As evidence of INherency .........ccccevvevereieinnnnn, 2131.01
Notice of Appeal in the Federal Circuit................ 2682 As evidence in multiple reference,
Notice of Cross Appeal in the Federal Circuit...... 2683 35 U.S.C. 102 rejection .........cccveeerevnerianennn. 2131.01
Request for Rehearing ..........ccoceevvneiiirnisennnn 2682 Assigned application as..........ccoeevvrerneneninennes 804.03
Time periods during appeal for filing: AVailability ... 2128
Appeal (i.e., Appellant) Brief..........cccceevvvvnnnnnn. 2675 Between applicant’s priority date and
Corrected/Supplemental Appellant Brief U.S. filing date.........ccooevvvvvrerinnnnnn 201.15, 706.02(b)
...................................................... 2675, 2675.02 Borrowing from Technology Center .....................901.08
Corrected/Supplemental Respondent Brief Citation............... 707.05 to 707.05(g), 901.04, 901.05(a)
................................................. 2675.01, 2675.02 After allowance...........c.cccuueeee..... 1302.12, 1308.01
Corrected/Supplemental Rebuttal Brief................ 2679 After appeal........ccccoovvviiviicicee 1207.02
Notice of Appeal........cccovvrviviriiiecrescnes 2674 By applicant.................. 707.05(b), 707.05(c), 1302.12
Notice of Cross Appeal.........cccocevruenen. 2674, 2674.01 COITECHION ..o 707.05(9)
Rebuttal Brief ... 2678 Period for reply ... 710.06
Request for Oral Hearing.........ccoceovervirenicnnenn 2680 Claims foreign date ........c.coovvireeiineinineene 715.01
Respondent Brief.........cccocevevvviviiiiniieceien, 2675.01 Combination of references..........ccccvevvveivinenn, 706.02(j)
Time periods for reSponSe.........cocovvvvrervriererinereenns 2662 Copending .....cccevveevieieneiieiienns 706.02(f)(2), 706.02(k)
After Action Closing Prosecution...........c.cc.cceue. 2672 706.02(1) to 706.02(1)(3), 709.01
After defective SUDMISSION ........ccoeviiieinienne 2666.30 COPIES. ettt 707.05(a)
................................................. 2666.50, 2666.60 Cross, how Cited.........ccceevvevvveceiecseiesesennnnn. 707.05(€)
After Office action...........ccccoceeevnnas 2662, 2665, 2667 Cross reference addition............cocccevvevinicrcninnns 905.02
To make claims the same in each concurrent Date, determination of .............ccceeerveunnns 707.05(f), 2124
reexamination..........cc.eeceeeeveeeereciveeeneens 2686.01 2126, 2128 to0 2128.02
Time reporting by Office personnel..............c..cc...... 2638 Date, exception to the rule...........coceeveneinennennn, 2124
For a Panel ReVIEW..........cccccevevvivieircesnenn, 2671.03 Declassified printed matter..........ccccocvvvrvnnnne. 707.05(f)
THHE e 2660.02 Defensive publications............ccccoceienincnenncns 901.06(d)
TraNSTN . 2637 Design application..........cccocevirieniiiiencnenenns 707.05(a)
Unpublished legal opinions...........c.ccccoveviineiinennn 2677 Disclosure, broad...........cccooeveiinineieneneineee e 2123
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Disqualification under 35 U.S.C. 103(C).....cccccevverrrrvrrenn.
............................................. 706.02(1)(1), 706.02(1)(3)
Drawings as Prior art..........ccocecevveienenieninienese s 2125
Effects of international application publication........ 1857
........................................................................ 1857.01
Effective date
Patent......706.02, 706.02(a), 707.05(e), 707.05(f), 715
Publication.........c.cccoeveiiiencnn 706.02(a), 715.01(c),
................................................. 1857.01, 2128.02
Electronic publications .......... 707.05(e), 904.02(c), 2128
Enabled disclosure........cocoovveveviiencicienee e 2131.01
Enabling, plant genetics.........cccccovvvevcienciennens 2121.03
Enabling, compounds and compositions............. 2121.02
Enabling, apparatus and articles ............cc.cceeenene 2121.04
EQUIVAIENTS ... 904.01(b)
Every element rule for anticipation.................cc....... 2131
Evidencing the meaning of a term
used in the primary reference..........cccccceennee. 2131.01
Foreign patent ... 706.02, 707.05(e), 901.05(a), 901.05(b)
Forfeited application........cc.ccoevvveieeiecievcnese e, 901.02
From interference.........ccoceovveveieiencienenee e 1302.12
Incorrect citation................... 707.05(g), 710.06, 1302.12
INOPErability.......ccocoveiiiiee e 716
Internal documents, confidential......................... 2128.01
INtErVENING ....ccvvve e 201.15, 706.02(b)
Joint patent to applicant and another................. 715.01(a)
...................................................................... 715.01(c)
Listing at allowance...........cccccooceiiiencnnne 1302.12, 1455
Lost counts in interference.........ccooeoveniicnennnn 2138.01
Multiple reference rejections under
35 USC 102....ooiciiiiciieee e 2131.01
Newly discovered after allowance...................... 1308.01
Nonanalogous art
(See also Reference: Analogous art) .............. 2131.05
............................................................ 2141.01(a)
None cited by examiner .........ccccocevuevene 707.05, 707.05(a)
OPerability ........ccoveiiiiiiie e 2121
Ordering official Cross ..........ccocvvvreiiireiiiiine 903.06
Overcome
Under Rule 1.130......cccooviiiiiinescnese e 718
Under Rule 1.131 (See also Affidavit, swearing back
of reference (37 CFR 1.131)) ................ 706.02(a)
................................ 706.02(f)(2), 706.02(k), 715
................................... 1302.14, 2132.01, 2133.02
Under Rule 1.132.......c..ccceuenee. 706.02(f)(2), 706.02(k)
........................................................ 716, 2132.01
Overcoming under 35 U.S.C. 119.......cccevvrvennnne. 201.15
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Paper, orally presented...........ccccceveveviennnninnnnns 2128.01
Patent. ..o 901.04, 2126
Patent, date available...........ccccooeveniiiiiniinins 2126.01
Patent, Foreign (See Foreign patent)
Patent, official number lacking ...........c.ccccoevvneas 901.04
Patent claiming same invention.............. 715.05, 2301.03
Pending application (See also Application) .......... 901.03
Publication of applicant’s invention................. 715.01(a)
........................................ 715.01(c), 2132.01, 2133.01
Publication, date available...............ccccccnennennn. 2128.02
Publication, printed ..........cccoveiveveieicie e 2128
Publications...........ccccocvrviinnne. 706.02, 707.05(e), 901.06
.......................................... 2131.01, 2132.01, 2133.01
Published abstracts of application......... 706.02, 711.06(a)
......................................................... 2131.01, 2133.01
Rejection over broad disclosure instead
of preferred embodiments...........ccocooviiiiienenn. 2123
Replacement of MiSSiNg .......ccocovevveneieneiicnens 901.09
Same assignee .......ccoeevvereeniennns 706.02(f)(2), 706.02(K)
............... 706.02(1) to 706.02(1)(3), 709.01, 715.01(b)
Selection of pertinent ... 904.02
Statutory bar........cccocevvvvnnnn. 706.02(a), 201.13, 2133.02
Statutory Section t0 USe .........coeevvvrverercrienne, 706.02(a)
Supply procedure ............... 707.05(a), 707.05(g), 710.06
Swearing back (See also Affidavit, swearing back of
reference (37 CFR 1.131))...ccccvvvviiiiiincnnn 706.02(k)
................................................. 715, 2132.01, 2133.02
THESIS ot 2128.01
ULHIEY oo 2122
“Well known in the art,” supported by................. 2144.03
Reference characters.........ccccooeiiiniiinicicic e, 608.01(g)
Reference to foreign application....... 202.03, 202.04, 901.03
Reference to prior patent ..........cccovevvcenericnnnens 608.01(p)
......................................................... 608.01(r), 901.03
Reference to related application (See Cross-noting)
Reference to related application
FOr diSCIOSUIE ... 608.01(p)
Refile application (See also Application; Substitute
apPlication) ......ccveeeece e 201.10
Refunds (See also Fee; Deposit account) ........... 509, 607.02
Additional invention or species....... 803.03(a), 803.03(b)
Canceled Claims .........ccooeeiiiii e 506
Correspondence address..........cocee... 509.03, 2540, 2542
Filing fee .c..ooovvvvvcncnne, 201.04(b), 503, 506, 601.01(a)
International applications................ 1002.02(p), 1827.01
........................................................... 1850, 1864
International search fee .........cccooeiiiiiinnne 707, 1827.01
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Sec. No.
........................................................... 1852, 1859
ISSUE TEE o 1308.01, 1308.03
Maintenance fee................ 2520, 2540, 2542, 2550, 2590
Oral REArING ....ccviviieiieeeee e 1209
Publication fee .......coovvveeiiii i 1126
Reexamination
EX PArte ....coooeveeveieeee e 2215, 2247, 2248
INter Partes .......ccovevvereivverenreiens 2615, 2647, 2648
Refund Section, Office of Finance........... 509.03, 607.02
Petition T ....cvvv i 506.02
Small entity fee .......ccocvvevviveicieic e 509.03, 2550
Statutory Invention Registration (SIR) .................... 1109
Refusal to publish SIR ... 1105
Registration, Attorney or agent ............cccceeevevenen. 402, 1702
Regulations, examiner’s search facilities ...........c..cc.ce.e... 510
Regulations, public search room...........cccccevevievivninnnnnnns 510
Rehearing by Board of Patent Appeals and Interferences
........................ 1002.02(j), 1214.01, 1214.03, 1214.04
Rehearing by C AFF.C. .o 1216.01
Reissue application..........cc.ccoevevvevencnierennnnenn 1401 to 1470
Absolute intervening rights........c.cccoeeveveiieienennenn, 1460
ACCESS 10 103, 724.04(b), 1430, 1470
Acknowledgment of protest...........cccceveierennn 1901.05
Additional information required .......... 1442.01, 1442.04
Adjudication of original patent............cc.ccevevnne. 1442.01
AIOWEANCE ... 1455
Amendment...........ccceevevienieeie e, 714, 1411, 1453
EXAMINEI™S ..o 1455
OFf drawings ..coooveeeverire e, 1413, 1453
So that reissue can be merged with ex parte
reexamination...........cvervrerieiesenieeseeeie e 2285
So that reissue can be merged with inter partes
reexamination...........ccoeveevvveeereenernseennns 2686.03
Amends or corrects original patent........... 1400.01, 1402
Appeal brief ... 1454
Assignee CoNSeNnt .........cccccceeveevenenn, 1410.01, 1443, 1451
Broadened..........ccccooeiiiiiiiiiiee 706.03(x), 1412.03
Cannot be used to remove terminal disclaimer-........ 1490
Certificate of correction.............. 1411.01, 1412.04, 1443
........................................................ 1480 to 1485
Claim
Broadening ........c.ccooeeeenieeieienenee 1412.02, 1412.03
DePENENt... e 1412.03
FOrmat ..o 1411, 1453
NUMDBEIING ..o 1451, 1455
Oath requUIremMeNt ........ccocevvererisereee e 1414
Printed in Official Gazette ............cccceveieieinnnnn 1455
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Same invention as original patent.................... 1412.01
TOO NAITOW ...c.eviiieiieiic e 1402
Collateral estoppel..........cccovieriiiniciiiiniieiies 2112.01
Consent by assignee ..........cccccoeenee. 1410.01, 1443, 1451
L070] 01T 0| S 1410
Continuation..........cocevvvereiineinnenn, 1410.01, 1414, 1451
Copending application reference...........ccocoovevrrnne. 1402
Copending ex parte reexamination proceedings ......2285
Copending inter partes reexamination proceedings
........................................................................ 2686.03
Correct iNAdEQUACIES .......ccvvvvvereeeieie e se e 1402
Court decision involving original patent............. 1442.01
Court ordered ........ccocevevenenienieeeee e 1442.05
CroSS NOLING ..vvevveeee e 1451, 1455
Deceptive intention .........cccccceevevenievesinse e 1414
Declaration.........c.cccveuennen. 1410.01, 1414, 1414.01, 1444
Supplemental...........ccccooeiiiiienne 1414.01, 1444, 1455
Defective oath, ground for rejection................. 706.03(x)
............................................................................. 1414
Dependent Claim.........ccccoovvivireiieiieie e 1455
DESIGN oot 1457
DIlIgENCE ... 1403
DiSClaIMEr ......ooviiiiieieeeee e 1411.01, 1450
Divisional .........cccoevviiniiiiiiiies 1002.02(b), 1410.01
................................ 1412.01, 1414, 1450, 1451, 1457
Domestic priority, delayed claim ..............ccoceeee. 201.11
Double patenting .........cccoevrereineneineeeseseee 1451
Drawings ......coveereeenereenenieenieneeiennes 1413, 1414, 1453
Duty of disclosure ..........cccccoeviereienne. 1406, 1418, 1448
.......................................................... 2001.06(c), 2003
EFS-WED ..ot 1410
Election of SPECIES........coviiiiiiiiieceee e 1450
Equitable intervening rights .........cc.coooveiiineene. 1460
Error correction after allowance
.............................................................. 1414.01, 1444
Error in original patent.......... 1401, 1402, 1414, 1414.01
EXamination ........c.ccoceeevevieienenisienienenns 1440, 1443, 1445
Review of Oath/Declaration.............ccocecvvrrinnnn. 1444
Examiner Reissue Guide and Checklist ................... 1443
Expedited examination....... 708.01, 1441, 1442, 1442.03
DESION ettt 1457
Expired patent .........cooeviiiiinieceee e 1415.01
Filing fee ..o 1415
Final Office action.........c.cocevvveniienencineceee, 1443
Foreign priority claim............. 201.14, 201.16, 201.14(b)
................................................................... 1402, 1417
FOrmMat .......cccovveiiiireise e 1410, 1411, 1411.01



Rejected application--Rejection

Sec. No.
Fraud ..o 1448, 2012
Grounds for filing ......ccoceveviiiiiiesceee e 1402
Inequitable conduct...........ccccceeieiiiiniicie 1448, 2010
Information disclosure statement............cccccocevenene 2003
Initial examiner reVIeW ..........ccocveviieierenese e 1443
Inoperative or invalid, Oath requirement................. 1414
INSPECLION......ccviiiiiicice e e 103
INErfErenCe ......ooveiee e 1449.02
Interference on original patent concurrent with .. 1449.01
Intervening rightS.........ovvreiieincee 1460
INVeNtorship error ........ccceeevevevenvsesenen, 1402, 1412.04
List Of references ......ccocvvvvvreiieieseee e 1455
Litigation involved........ 1404, 1442.01 to 1442.05, 1443
Marking envelope .........cccvevvineiiincneee 1404
Litigation protest.........ccceevvvrvviviieeiieieerere e 1901.03
Maintenance fees on original patent.................... 1415.01
Merger of reissue applications after restriction........ 1450
Merger of reissue application with ex parte
FEEXamINAtioN .......cccvvvrereeeeieeee e 2285
Merger of reissue application with inter partes
reeXamination..........coovvvveieeneiee e 2686.03
Multiple filings .....covveriiii e 1451
NEW MALLET.....co e 1411.02
Numbering of claims .........cccccevevevciirirnne. 1451, 1453
Notice in original file.........c.ccoeveveviniiiiciiie, 202.05
Oath v 1414, 1414.01, 1444
Primary examiner’s decision ............ccoceeevenennne 1004
Supplemental ...........ccccooeiinnnene 1414.01, 1444, 1455
Offer to surrender patent (not required)................... 1416
Official Gazette
Claim to be printed in........ccccoocvvviinensieneeee, 1455
Filing notice in.........ccccoceveivnennn 1430, 1441, 1441.01
........................................ 1443, 1452, 1457, 1470
Omission of feature.........ccocvvevvcvrceicinieercerenn, 1411.02
Open to publiC........cccccvvvvviiinirciienn, 103, 1430, 1470
Ordering copies of papersin file...........ccoccoveinnns 1430
OWNErShIP...cvevieeeeeee e 201.12, 1410.01, 1443
Patent SEFES ....cveuverieee e 901.04
Patent term, affect on.........cccooevviiniiieicee 1405
Petition to merge reissue and ex parte reexamination
.......................................................... 1002.02(b), 2285
Petition to merge reissue and inter partes reexamination
..................................................... 1002.02(b), 2686.03
Petition to stay reissue pending ex parte reexamination
............................................................................. 2285
Petition to stay reissue pending inter partes
reeXamination.........ccocuevveiererene e 2686.03

Sec. No.
Print of drawing.......cc.cccevvvvevveienncnnn, 608.02, 608.02(m)
Prior art consideration ...........ccoceveieneienencnceenn 1402
Prior art statement ..........cocoooieiinieieee e 1418
Priority correction ...........ccoceevveneenen. 201.14(b), 201.16
......................................................... 1402, 1405, 1417
Protest......ccovevveriireese e 1441.01, 1443, 1901
Protest filed in reissue where patent
isin interference ........ccoceoevennce i 1443, 1449
(00 o] [Toar: (ol ot 103, 1430, 1470
Recapture of matter..........c.cccoouenee. 706.02(1)(1), 1412.02
Reexamination proceedings copending............... 1449.01
EX PAIE.....coieiiiieietee e 2285
Inter partes........cocvevvveeenne. 2643, 2686, 2686.03, 2695
REJECTION ..o 706.03(x)
Request for Continued Examination (RCE)............. 1451
Requirement for information...............ccoceeevvenens 1442.04
RESEIICLION ..o 1450, 1451
DESIGN .ot 1457
Return of original patent ............ccccocevvieniniiencncnen, 1416
REVIEW ... 1456
Same invention as original patent ....................... 1412.01
Special for examination...... 708.01, 1441, 1442, 1442.03
DESIGN .t 1557
Specification................ 1410, 1411, 1411.01, 1453, 1455
SEALUS ... 1430, 1470
Statutory BasiS........cccvveviviivie i 1401
Statutory diSClaimer...........cocveeiiiiniieeceee, 1490
Stayed pending ex parte reexamination .............. 2686.03
Stayed pending inter partes reexamination......... 2686.03
Submission of PAPErs iN ......ccccccevevivvivvnceeierere s 1404
Suit on original patent ..........cccccevvverevene e, 1442.01
Surrendered patent returned to applicant.................. 1416
SUSPENSION. ...cevieeiiitereeieete et 1450
Terminal disclaimer............... 1410.01, 1411, 1451, 1490
Transfer of original drawing
(prior practice) ......cccocevevevevesesesrene 608.02(i), 1413
Treatment of protest........ccooovvvveieienine i 1901.06
TWICE FEISSUET.....covvevisierie et 1411
Two month delay period ..........ccccoevvrennnee. 1441, 1441.01
Rejected application .........ccccvvvvvennieerierescse e 203.02
Rejection (See also Anticipation rejection; Indefinite claim;
ODVIOUSNESS) ...ttt e 706
Abandonment of invention.............. 706.02(d), 706.03(s)
Admission by applicant................. 706.02(c), 2133.03(c)
After allowance of application ................. 706.04, 706.05
................................................................ 1308.01
After allowance of claim ... 706.04
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Sec. No.
After allowance, primary examiner review of ......... 1004
After appeal, New rejection..........ccoceveveriennn, 1207.03
After termination of interference ..........c.ccccocevinene. 2308
Against public policy .........ccoovviiiiniinieiee, 706.03(a)
AQregation .........cocceverinineine e 2173.05(k)
All valid grounds ........ccccoeevvveeeiencie e 707.07(g)
Allowed claim by Board of Patent Appeals and
INtErferenCeS. ...ccviieeeee e 1213.02
Alternative phrases .........ccoeovneniincnnennen, 2173.05(h)
Anticipation (See also Anticipation rejection)..706.02(a)
.............................. 707.07(d), 2131, 2132, 2133, 2136
Art (See also Prior art) ......cccceeevevciennieseenenen, 706.02
Assigned applications, Same applicant................. 804.03
ALOMIC ENergy ACt......cocovveieiniieineesenieeas 706.03(b)
AULNOISNIP c.vveccec e 2137
Backup rejections..........cccvvvvvvvieeeeieesiesenieneneens 706.02
Bar, Statutory............... 706.02(a), 2133 to 2133.03(e)(7)
OVEICOMING ...t 706.02(b)
Board of Patent Appeals and Interferences introduces
................................................................ 1214.01
Board of Patent Appeals and Interferences statement on
allowed claim .......cccoooviiieiiiic e 1213.02
Breadth.........cooeiiii 2173.04
Broadening in reissue application....................... 1412.03
Broader than the disclosure..........ccccoovvriienennn. 2173.03
Chemical practice
Markush..........ccceevienieienennnnn, 2173.05(h), 2173.05(0)
Undue breadth ............... 2163.05, 2173.04, 2173.05(h)
Claim presented corresponding to
claim of patent.........cccovvviviicieicce s 706.06
Claim presented corresponding to
claim of patent, failure to reply ................... 706.03(u)
ClaIMS ... 706
Combination of references............... 706.02(j), 707.07(d)
................................................................ 2131.01
Common Knowledge........cccocevvveieeeeieccieiecene, 2144.03
Commonly assigned...........ccoceevvvreennenn. 706.02(k), 2146
Computer programming Cases .................. 2106, 2161.01
Conflicting applications.............. 706.02(f)(2), 706.02(K)
................................. 706.02(1) to 706.02(1)(3), 709.01
.................................... 715.01(b), 804, 804.01, 804.02
.................................................................. 822, 822.01
Contrasted to 0bjection ..........ccccovvrvirennirene, 706.01
Copending applications, different inventive entities
............................. 706.02(k), 706.02(1) to 706.02(1)(3)
CumMUIAtIVE. ..o 706.02, 707.07(d)
Dedication.........cccooeviienieireee e 715, 1490
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Sec. No.
Defective reissue oath ...........ccccvevevenene, 706.03(x), 1444
Dependent Claim........ccccooveveveriiieneieneneie e 608.01(n)
Derivation of invention ...........cccoceooveniieniiieneenn, 2137
DisClaimer .......cccoevviincincieiiee 706.02(k), 710.02(d)
Double patenting (See Double patenting)
Duplicate claims........cccovevveveveiiininirseceeieinens 706.03(k)
Estoppel, defensive publication.............c.ccccevveeenns 711.06
Estoppel, interference.........cccccoveviineiieneenne, 2308.03
Final (See also Final rejection).......... 706.07 to 706.07(f)
Foreign application, statutory bar..................... 706.02(e)
Form paragraphs used ..................... 706.02(i), 706.02(m)
FOrM USEA.....oiviiciiiiieeee e 707
Fraud upon public .........ccccoeoiviniiiiiiiiice 706.03(a)
Frivolous invention .........cccoceeverniinenncneene 706.03(a)
Full anticipation, expression recommended...... 706.02(i)
..................................................................... 707.07(d)
Function of machine.........cccccoeveiiiiicicnnn 2173.05(v)
Functional claim.........ccccooniiinninnn. 2114, 2173.05(g)
Functional equivalents.........cc.ccocoevernieneniennnn, 2144.06
Generic claim .......cccceeeeveinnnne, 715.02, 806.04, 809.02(a)
Genus and SPECIes .......ccoceeerererinnne. 806.04(h), 806.04(i)
......................................................... 2131.02, 2144.08
Ground clearly stated ............cc.ce..... 706.02(j), 707.07(d)
INACCUNALE ......oeivviee e 2173.03
Incomplete.....cocoovviiievieicciicesec, 706.03(c), 707.07(j)
INefiNite ....ocooviiii 706.03(d)
INOPEratiVENESS.....c.ocvviveiceiiieieic e 2164.08(b)
Insufficient diSClOSUre ..........cccovveiiiieiiieen, 706.03(c)
Insufficient disclosure, trademark .................... 608.01(v)
Interference, estoppel ......ccccovveveeiecccce e 2308.03
Interference terminated ...........ccccccevenee. 706.03(v), 2308
International publication as prior art................ 706.02(a),
......................................................... 1857.01, 2136.03
Judicial NOLICE........ccoovviiiicir 2144.03
Language USed.........c.coeveverveirernnnnens 706.02(j), 707.07(d)
Linking claim .................. 806.04, 806.05(c), 809, 809.03
Markush, improper............cc.cc..... 2173.05(h), 2173.05(0)
MUILIPHCIEY ... 2173.05(n)
Negative limitation..........ccoceevvivriviiriieicieinns 2173.05(i)
New, after appeal .........cccovvvveveveicne e 1207.03
New, after final rejection...........cc.cccoceveiincnnne 706.07(e)
NEW Matter.......cccovvviiriiieicreice 706.03(0), 2163.06
Nonelected iNVeNtion..........c.ccceeveiicnnicnennns 706.03(m)
Nonstatutory claim..........cccccevvvieiennnnnn, 706.03(a), 2107
Nonstatutory subject matter .............ccoceeeevennne 706.03(a)
Not based on Prior art..........ccoceeveveneeenienenenene, 706.03
NOE INVENTON ... 706.02(q)



Rejoinder--Reply
Sec. No. Sec. No.

Not readable on diSClOSUTe...........cccoovrierineirienne, 2173.03 Undue breadth ..o 2163.05, 2173.04
Oath, defective reissue........c.ccoeerveevrienen 706.03(x), 1444 ULHHEY oo 706.03(a), 2107
Obijection distinguished ...........cccocoevniiiiiniinne. 706.01 VAQUE ... s 706.03(d)
Obviousness (See also Obviousness)............cc...... 706.02 Well known inthe art.........ccoooovvniiiiiinnnnn, 2144.03

..................................................... 706.02(j), 707.07(d) Rejoinder ............c............... 806.05(c), 806.05(f), 806.05(h),
Official NOLICE ....ocveieevece e 2144.03 806.05(i), 809, 812.01,
Old combination ..........coceeeeerieinneiineeae 2173.05() s 821, 821.01, 821.02, 821.04,
Omnibus claim.........ccccooniiennnen. 706.03(d), 2173.05(1) e 821.04(a), 821.04(b), 1302.04(h)
OmMNIbUS reJeCction.......c.cceveerereierece e, 707.07(d) Related inventions ............c.ce.c..... 802.01, 806.04(b), 806.05
Overcoming 35 U.S.C. 102 rejection................ 706.02(0) 806.05(j), 808.02, 809.03
Overlapping applications............ 706.02(f)(2), 706.02(K) Rejoinder of, generic or linking claim allowable

................................................. 709.01, 715.01(b), 804 ettt nneneen 821.04(8)

......................................... 804.01, 804.02, 822, 822.01 Rejoinder of, product claim allowable ............. 821.04(b)
Perpetual motion..........cccccoeviincniiicce 706.03(a) Related inventions, SPECIES.........coovvereevereenienas 806.04(b)
Personal remarks avoided ............cccccoevvvinennnne. 707.07(d) Remailing Office action..........c..ccccvvevvvevnnenn 707.13, 710.06
Previously allowed claim...........c.cc.cccevenenne. 706.04, 1004 Remand by Board
Prima facie case of 0bviousness..........cc.cccveenes 706.02(j) AFFIdaVIT ..o 1211.02
Printed Matter..........ccovevineiineeseee e 706.03(a) AMENAMENT ..o 1211.01
o 0] -V OSSP 706.02 Further Search........ccvvvvvcevvsie e 1211.03
Prior art between applicant’s foreign priority date and INGENETAL...cveieiiie e 1211

U.S. filing date .......cccoevveveieinnnnnne, 201.15, 706.02(b) Ex parte reexamination ...........cc.cceeevrenierennen, 2274, 2275
Product by process..........ccoceevverieenennns 2113, 2173.05(p) Inter partes reexamination .............c.c.oeve.e 2675, 2675.01
Product of Nature.........cccoceveieienenieceiese 706.03(8) 2677, 2681, 2682
PPOLIX .oveeceiciiiee e 2173.05(m) SPECIAL ..o 708.01
Provisional rejection ................... 706.02(f)(2), 706.02(k) Removal of application from Office.......cc.cccoevvieiennnnn. 101

.................................................................. 706.02(1)(3) Renumbering claims.........ccccccvcereiniensiieisinnenenn.. 1302.01
Public sale (See also On sale and Public use)...706.02(c) Reopening after allowance ..o, 1308.01
Public use (See also Public use).........c.ccccoe..... 706.02(c) Reopening after court decision ...........c.ccoecvveiiriennn 1216.01
Public use proceeding ........c.cccoovrveeennns 706.03(Vv), 720.05 Reopening prosecution after Action Closing Prosecution in
RANGES ..cvveveveeciece e 706.03(c), 2131.03, 2144.05 inter partes reexamination.............c..c..ceeve.e. 2673, 2673.01
Recapture in reissue application .............ccc.e..... 1412.02 Reopening prosecution after Board decision in inter partes
Reissue application reeXamiNatioN .........c.cooveiririeireice s 2682

Broadened claims ............ 706.03(x), 1412.03, 2163.05 Replenishment of deposit accounts (See Deposit account:

Defective 0ath.........ccooeeviniciinccen, 706.03(x), 1444 Replenishment)

[0 10 (1 =TS 1412.02 Reply (See also Amendment; Period for reply)

Repeated .......ccoovviiireiiee e 707.07(f) After abandonment............cccooeeiiveiiicie e 714.17
ReS JUICALA .....cevveieeirieeeeee e 706.03(w) After Board decision ...........cccceceveenen. 1214.01, 1214.06
Scientific prinCiple........ccocooveneiiiniiiie 706.03(a) After final rejection ..., 714.12,714.13
Secondary considerations ...........ccccveeverieiennnnnn 2131.04 By filing RCE ......covcoveeee e 706.07(h)
Single means claim ..o, 2164.08(a) Within 2 months........cccccovvvivivciencce e 706.07(f)
Species and genus .........cccvverveerienns 806.04(h), 806.04(i) Attorney arguments..........ccocevveeerereeeennans 716.01(c), 2145

................................................. 2131.02, 2144.08 By patent owner in inter partes reexamination (See
Statement of ... 707.07(d) Reexamination, Inter partes: Response by patent
Statutory bar................. 706.02(a), 2133 to 2133.03(e)(7) owner)

Suggested claims not made...........cocoeevveeriennn 706.03(u) By third party in inter partes reexamination (See
Technical........cccov v 706.03 Reexamination, Inter partes: Response by third party)
Trademark or trade NaMe .........ccoeevvereencrienens 608.01(v) Complete ......cooveveiiiiee 714.02 to 714.04

INDEX

1-93

Rev. 7, July 2008



MANUAL OF PATENT EXAMINING PROCEDURE
Reply brief-- Residence, Applicant’s

Sec. No.
Copying claim from patent not a reply ............. 711.02(b)
Election requirement...........ccoccevevvevveieienennenn, 809.02(a)
........................... 818.03(a), 818.03(b), 818.03(c)
Formal matters .........cccooevenene v 714.02
Incomplete .......coeovvirenennn. 710.02(c), 711.02, 711.02(a)
.................. 711.03(a), 714.02 to 714.05, 2266.01
In ex parte reexamination ..........ccccceeevevenesesennenns 2266
Incomplete, election of species lacking ............ 809.02(a)
.............................................................. 818.03(b)
Incomplete, proceedings not stayed by petition....... 1002
Incomplete, time for completing............... 710.02(c), 711
........................................................... 714.03, 2266.01
LA 1.ttt 711, 711.02
Late, EXCUSEA ..o 710.02(d)
Patentability pointed out......... 706.02(b), 714.02, 714.04
Restart period for ........cccocevvivinivininnieeeeeeeenn, 710.06
Restoration of canceled matter...........c..ccccveu..e. 608.01(s)
Restriction requirement.............ccoccooevveenenn. 818 to 819
Signed by all applicants.........c.ccccoveviieniinennn 714.01(a)
Statutory Period ......ccccveveveivereere e 710.01
Unmatched with application file..........c..ccccccvvene 508.03
Reply brief......coooviiie 1208
Representative capacity..........ccccceceeueneene 402, 405, 714.01(c)
Cannot expressly abandon ..........c.ccocccevenne. 711, 711.01
Cannot sign terminal disclaimer ...........ccccccvvvenene 1490
INTEIVIBWS ..o 405
Representative of foreign assignee.........ccccecevevennene 302.04
Representative of inventor or owner .................. Chapter 400
Representative of reqUESTer ..o 2213
Representatives of out-of-town attorneys...........cc.ceeveee. 408
Republication of PG-Pub ..........cccccoviiiiniiiiece 1130
Request for Continued Examination (RCE)........... 706.07(h)
After alloWanCe. ........ccocvvvvveeneeeee e 1308
Conditions for filing..........cccooerviiiiniiiiie 706.07(h)
Design application ..........ccccvevveiviveeiencneseseies 1502.01
Improper CPA treated aS..........ccoceveeveivnerinnens 201.06(d)
Inter partes reexamination of ...........c.cccceevveiiennne, 2611
Submission requirement ..........c.ccoccevvereiiniennn. 706.07(h)
Suspension of action iN........ccccevvvvveievene s 709
Terminal disclaimer, effect in.........c.ccocoovvenninenn 1490
Request for ex parte reexamination
DEeCISION CrItEITA. . .eieeeeieeeie e 2242
Facsimile submission not permitted...................... 502.01
Notice of request in Official Gazette............c.cccue.e. 2229
Requester’s representative ...........ccoevveerieesenieennens 2213
Time for filing......cccooeiiviniiic e 2210, 2211
Time t0 deCide .....cooovevveie e 2241
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Sec. No.

Request for inter partes reexamination (See Reexamination,
Inter partes: Request; Reexamination, Inter partes:
Decision on the request for reexamination)

Request form (PCT/R0O/101)......1812, 1821, 1844, 1844.01
Request for patentability report.................... 705.01(e), 1003
Request for reconsideration of patent term adjustment
.......................................................................... 1002.02(b)
Request for rehearing of Board decision ............. 1002.02(b)
................................................. 1214.01, 1214.03, 1214.04
Inter partes reexamination .............cccoeeveenns 2682, 2683
Request for reinstatement of period of patent term
AAJUSEMENT.....oiiiie e 1002.02(b)
Request for Statutory Invention Registration (PTO/SB/94)
FEPFOAUCEM ...t 1101

Request to convert provisional application to nonprovisional
application 1002.02(b)
Request to issue patent in name of assignee after issue fee

PRI .ot 1002.02(r)
Requirement for information................. 704.10 to 704.14(d)
............................................ 706.02(c), 710.02(d)
............................................ 1901.06, 2122, 2123
After the first action on the merits.................... 704.11(b)
Authority for requirement ............cccoceevinennenne. 704.10
Consideration of information submitted........... 704.14(b)
............................................................. 707.05(b)
Format of requirement..........c.ccoovveieiniencnene 704.14(a)
Relation to duty of disclosure.................. 704.12(a), 2005
Relationship to information disclosure statements
............................................................ 704.14(d)
] 0] Y/ o TS 704.12
Elements of a complete reply........cccccceuennee. 704.12(b)
Time periods for ..., 704.13
Treatment of an incomplete reply ................. 704.12(c)
Scope of requirement ..........c.ccoceeveenen. 704.11, 704.11(a)
What information may be required ......704.11, 704.11(a)
When requirement may be made...................... 704.11(b)
Requirements must be repeated.........ccccceoevereennn. 707.07(e)
Requisites of the application............ccoceovininenicnennn, 702
Res judicata.........cc.cevenee. 706.03(w), 707.07(g), 2259, 2659
Rescission of nonpublication request .................. 1123, 1124

Rescission of Previous Nonpublication Request (35 U.S.C.
122(b)(2)(B)(ii)) and if Applicable, Notice of Foreign
Filing (35 U.S.C. (b)(B)(iii)) form PTO/SB/36

CIted ..o 1123, 1124
REProduCed .........covvveiieeiieieesese e 1135
Reservation clause in application .......... 608.01(e), 608.01(t)
Residence, Applicant’s.........c.ccocvevivennne. 605.02, 719.02(b)



INDEX

Resignation of examiner, old cases special--Restriction

Sec. No.
Resignation of examiner, old cases special................ 708.03
Respondent Brief in appeal of inter partes reexamination
......................................................... 2675.01, 2675.02
Response (See Reply)
Restriction (See also Election; Election of species)
.................................................................. Chapter 800
Action, eXamINEr’S.......ccccovervreneieseniee s 814 to 817
Action after, special ... 708.01
ACtion on the MEFItS......ccoovvvvie i 810
Apparatus and process or product................. 806.05(e) to
.............................................................. 806.05(9)
Application referred to second examiner ................... 815
BaSHS. ettt s 802
Burden, WithOut SEMHOUS .........cocvveevieiiieccee e, 803
Claimed subject matter ........cccccoevvveververererenien, 806.01
Claims to divisible inventions added
before action........cccccvvvivivcciiccccece e, 818.02(a)
Combination and subcombination
............................................. 806.05(a), 806.05(c)
ContiNUALTON ..o 819
Design application ..........ccccoeeveeivieneicneneiesee 1504.05
DEfINItION ..o 802.02
Distinct invention..........c.cccceeveenee. 802.01, 806, 806.05
DiStiNCt PrOCESSES ...cverveveiveieierieieie et 806.05(j)
Distinct productS........ccccevevevenvsiesieeieesese s 806.05())
Election other than express.........cccoceveevverieerenens 818.02
Election fixed by action on claim ..........c.ccc.cc.... 818.01
Final requirement...........cccooeieiineienene e 821.01
Grouped in parent application............ccccovvrennne. 811.04
IMPrOPEr ..o 803, 806, 808.02
Independent embodiments ......802.01, 806.04(b), 806.06
Independent inventions............c.cc.cc...... 802.01, 803, 806
................................................. 806.06, 808.01(a)
Intermediate-final product ............... 806.04(b), 806.05(j)
INtrOAUCTION.....coeiiiicc e 801
Linking claim.806.04, 806.05(c), 809, 809.03, 821.04(a)
Linking claim, traverse of rejection................... 818.03(d)
Markush type claims..........cccoccoevininncnen. 803, 803.02
Nonelected claims, treatment of ................ 821 t0 821.03
Eligible for rejoinder..........cccccovvvvviveveccce e 821
Reissue application ..........ccocovveriivneinicneisenns 1450
Nonelected invention..................... 706.03(m), 821.04(a)
Nucleotide SEQUENCES.........cevvrvrvrreianiennns 803.04, 2434
Patentability over priorart...........cccceevennnnn 809, 809.03
Patentability report, effect..........ccccocevviiiiiininiienns 807
Petition from requirement..........cccccccoeerevniennnn. 818.03(c)
Process and product or apparatus.............c........ 806.05(e)
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Sec. No.
............................................................. 806.05(g)
Product and process of using..........ccoceeveerienene 806.05(h)
Product, process of making and using............... 806.05(i)
Reasons for holding of independence or distinctness
.......................................................................... 808.01
Reissue application...........cccoveevevenenieiesnnnnnn, 1450, 1451
Rejection of nonelected claims................... 821 t0 821.03
Rejoinder........cccooueuene. 806.05(c), 806.05(f), 806.05(h),
................................................ 806.05(i), 809, 812.01,
....................................... 821, 821.01, 821.02, 821.04,
................................ 821.04(a), 821.04(b), 1302.04(h)
Related inventions............... 802.01, 803, 806, 806.04(b)
................................................ 806.05, 808.02, 809.03
Rejoinder of, generic or linking claim allowable
..................................................................... 821.04(a)
Rejoinder of, product claim allowable.......... 821.04(b)
Requirement ..........ccooeveveneninicice e 812, 814 to 817
AdItional ..o 811.02
AFter eleCtion .......cocoveveviiivese 818
With traverse........ccocovvevevvenennenn, 818.03(b), 821.01
WithOUt traverse.........ccoveeeieeieiencse e 821.02
By group where examinable............ccccooiiiininnnnn. 812
Clear and detailed record ..........c.ccovvereivicrcinnenas 814
COMPIELENESS ..o 815
Concluding paragraph........ccceeveivinennns 817, 818.03(b)
Consult other group.........ccoceeeeveieiencnienn 812.01, 815
FINal ..o 810, 818.03
FIrst aCtion ....ccooviiiiiiee e 811
Patentability ........ccccoerviiiri 810
Petition from ..., 818.03(c)
Reasons for insisting upon ...........c.cccceeueeee. 808, 808.02
Rejection on double patenting following............ 804.01
Repeated after withdrawal .............ccccocvvvninnenn, 811.03
RepIY 0. 818 to 818.03(d)
Review by examiner with at least partial signatory
AUENOIILY .o 803.01
Submission to TC director ..........ccoceeevereririennnn 804.04
Second requireMent.........cocoovvevennenercseneennen, 811.02
SBUUENCES....eveeieeecie e eieetee st ste e eee s 803.04, 2434
Single claim ..o 803
Single embodiment ... 806.03
Species may be independent or related inventions
.............................................................. 806.04(b)
Species of unclaimed genus...........cccccceevenene 808.01(a)
Subcombination, Combination..... 806.05(a), 806.05(c)
When made ........cccooeveieneninieeeee e 811, 811.02
Withdrawal..........ccooeiiiiiiee e 819
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Restrictions on employees of Office-- Rules, Patent (Code of Federal Regulations)

Sec. No.
Subcombinations usable together ....806.05(d), 806.05(j)
Telephone .....ccooeiviicecc e 812.01
Transitional application ............ccccccveiiieniiennnne 803.03
Traverse of requirement............... 818, 818.03(c), 821.01
Restrictions on employees of Office ..o 309, 409
Restrictions on former employees of Office ................. 1702
Retroactive foreign filing license ..........cccccevvevevciinennnas 140
Return of Papers
Discourteous matter ...........ccceeevee.e 714.19, 714.25, 1003
Entered in the file.........ccoccoeenee 201.14(c), 719.01, 1003
Return of drawing........cccocvevvivvivnvnivcecresee 608.02(y)
Return of filing fee.......cccovveviiiii e 607.02
Return of 0ath ... 604.04(a)
Return of patent ........ccocoovveveviieneiie e 1416
Return of post card..........cccoeverevvniernnnnnnn, 503, 1901.05
Returned Office aCtion .........ccocecvvereienineiineisc s 707.13
Review at allowance .........ccocovevveneiniencicsieneeeen, 1302.01
Review for national SECUTItY ........ccoceveriiiiiiniiiiieiee 115
Review for Government property rights ...........cccceoeees 115
Revised statutes (See Statutes)
Revival of abandoned application...........cccccccevevuenine 711.03
.................................................. 711.03(c), 1002.02(b)
Revocation of agent under PCT ... 1808
Revocation/Appointment of Power of Attorney or
Authorization of Agent PTO/SB/82................. 2222, 2622
Revocation of power of attorney................... 402.05, 402.07
After AHOWANCE........ooiiiiiiieeee e 2501
Rewritten specification............ccccoceeeieniiencnnnnne 608.01(q)
Right of Appeal Notice (RAN) ........ 2666.05, 2666.10, 2667
...................................................... 2671 to 2674, 2677
CONEENL.....eeee e 2673.02
Right of priority (See also Foreign application)
Foreign application ..........ccccvevivennienencenee, 201.13
Form paragraphs ..o 201.14(c)
Formal requirements.........cccoevvvvvveseeieesiese s, 201.14
Overcoming a reference.........cccccevenea. 201.15, 706.02(b)
Papers required ..........ccccooevvneienenieeeeeee 201.14(b)
Time for filing Papers .......cccoeevveviiieiicieene 201.14(a)
U.S. application ........cccccvvvvvviniinnieeieeeese e 201.11
Right to exclude others...........cccccoevevvevieiciennns 509.02, 1111
........................................................... 1601, 2162
Rights, Transfer of patent or application.................... 509.02
RNA (See Biotechnology; Nucleotide sequences)
Roster of attorneys or agents......... 601.03, 1730, 2205, 2220
Rules, 21 CFR 60.3(D) ...voovveieerieiee e 2751
Rules, Patent (Code of Federal Regulations)
.................................................... Introduction, App. R
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Sec. No
10 CFR 810 Cited .....ceovreveirrecrereeesrecesreeeeee 140
21 CFR 312.80-312.88 Cited .....cccvvvverirvcreirins 2107.03
37 CFR:
1.1 ReProducCed .......ccoovvireieiriiieinieee e 501
1.2 Reproduced .......ccoevvvivevnieierinnn, 713.04, 2002.02
1.3 Reproduced .......ccccocvvvvvvvireesieee e 714.25
1.4 Reproduced ... 501, 502.02, 502.04, 509.03, 2002.02
1.5 ReProduCed .......ccoovvirieiriiriiieinieceneeeee s 502
1.6 Reproduced .........ccccoevviirienne 502, 502.01, 505, 513
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41109 R duced 230702 INtErferenCes .....cocveveeceeceee e, 1214.04
' EPTOAUCEE wovvvvressssssvvssssss s : Aids in Scientific and Technical Information Center
41.127 Reproduced .......cccveiveeerieieere e 2308
(STIC) ettt 901.06(a)
41.200 Reproduced .......cccocevvvvievsnsreieieneeies 2301.02
ANAlOgoUS art areas.........coeevererrereseseseareenes 904.01(c)
41.201 Reproduced .......cccccevvviviieinneeieieceies 2301.02 . .
Claim analysis .........cccoceveieiieiiiiece e 904.01
41.202 Reproduced ...... 2304.02, 2304.02(a), 2304.02(b) Computer 719.05
........................ 2304.02(c), 2304.02(d), 2304.03, 2305 o e
41.203 Reproduced 930103 Databases (See Electronic databases)
' EPTOAUCELL s ' Electronic documents...........cccceve.e.. 707.05(e), 904.02(c)
41.206 Reproduced ........cccccvvvevririninenisinieinns 2304.05
102.4 Reoroduced 103 FEE, PCT it 1827
o REPIOCUCEL v FIEIA OF vvvvereeeeeeeeee e 904.02, 904.02(a)
Not to be given for patented inventions................ 1701
File wrapper notation ................... 705.01(a), 719.05, 904
S Incomprehensible disclosure..........cccovererinenen. 702.01
In Technology Center, by member of public......... 713.02
Sale, On (See On sale) Informal application ............cc.cccvvurvenne.. 702.01, 704.01
Sample letter on citation of prior art in patent............... 2205 INPADOC ...ttt 901.06(a)
SANCLIONS ...t 410 INEEITRIENCE oo 2304.01(a)
Saturday, effect on time for reply.................... 502, 505, 513 INEEINEL .o 707.05(e), 904.02(c)
...................................................... 710.05, 2504, 2506 MEeChaNizZed ..........ccccevevevveerercesieeeeeeseee e, 119.05
Scanning inter partes reexamination papers ................. 2632 Notes in classification definitions ..........oovv..... 902.02(a)
Scientific and Technical Information Center (STIC) Notes in file wrapper.......... 705.01(a), 719.05, 903.07(a)
............................................................................. 901.06(a) Online database (See also Electronic databases)
Biotechnology sequence listings.......... 2421.03, 2427.01 e, 901.06(a), 902.03(e)
...................................................... 2427.02, 2429 OUuthining ...covvvevievcei e, 904.02(2)
Foreign patents.................... 706.02(e), 901.05, 901.05(c) Patentability report...........c..ccoo....... 705.01(a), 705.01(b)
..................................................... 903.03, 905.06 Prior examiner’s.......cccccecvvevieevecieeieceeseeeeennn, 104,01
HOUIS <o 1730 Procedure ........cocoeoveiiinceineceeee s 704.01, 904
Litigation search ................... 2240, 2287, 2640, 2686.04 Requirements for information .............. 704.11,704.11(a)
Literature collection ..o 719.05 Restriction requirement..........cc.ccovvvveeienenenene, 808.02
Location and telephone NUMBEE oo 1730 SCOpe. ............ B 2112
Translation assistance .............. ... 901.05(d), 901.06(a) Sellectlng pertinent references ........ccceveeverieeen, 904.03
Scientific principle not patentable............ccccee.... 706.03(a) :—Jlrgjulyextensweandburdensome80638613
Scoge of C'a'mlsj s 904.01(a), iégggi i;gjgj ............................................ 808.01(a), 818.02(b)
€SIgN PPHICALION . vvvss v o ' Search exchange, United States-Philippines.................. 1711
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Sec. No
Search Notes BOX eNtries........ccvevvercieienieene e, 719.05
Search room, eXaminer’s USE ..........ccoervevreereeereeeneneens 510
Search facility hours..........c.ccooiiiiiiiee, 510, 1730
Search tools, automated ...........cccoeeriiieiiiinienee, 902.03(e)
Searched DOX eNtres .......cccovevvvivviniiceece e 719.05
Secrecy, iNgeneral ... 101
Secrecy of international applications .............c.ccccceeenrnne. 120
“Secrecy Order” application...........c.cccoeeennene 115, 120, 130
After declassification .........ccoccovveveienene s 130
AlTOWANCE ... 130
Commodity Control List.........coevviveiveieeierevisniennnns 120
COrreSPONAENCE .....cvvevveeeieiiesie ettt 120
Facsimile transmission of correspondence not permitted
............................................................................... 120
Final rejection .......cccoovvvvevvveie e 130
INtErfErenCe .....covveiiiiece s 130, 2306
Petition for rescission or modification...................... 120
ProSeCULION ......ccveiiiiic e 130
REVIBW ...ttt 115, 140
Security, Application affecting.......... 120, 121, 130, 140

Secret sale (See On sale)
Security interest in patent, recording (See also Assignment)

....................................................................... 313
Security markings..........ccooevererenininnnnns 121, 130, 140, 724
Security screening of new applications................... 115, 140
Security Working Group 3640, applications submitted
.............................. 121, 130, 706.03(b), 1002.02(c)(1)
Self-addressed postcard (See also Postcard, self-addressed)
............................................................................... 503
Sequence listing (See also Sequence rules).............. 2422.03
Database (See Sequence rules)
Hand delivery........ccooooiiiiiicee 2422.09
Mail Stop (See also Mail Stop) .......c.ccovvrevvneenee 2422.09
Pre-Grant Publications (PG-Pub)..........cccccovvnenne 1121
Statements.......cccovvvvvvniiereeee 2422.06, 2422.07
Sequence rules (See also Biotechnology) ........ Chapter 2400
Amendments to sequence listing and computer
readable form ... 2426
Amino acid definition ... 2422.01
Applications affected, new applications ............. 2421.01
AULNOTIN. ..o 2430
Background information............cc.ccoeevnennn. 2401, 2420
Bona fide reply ... 2421.03
Changes to rUlES.........cocveveeece e 2421.04
Coding regions, depiction of ............ccccoevveivienns 2423.02
Compliance requirement............ccoceevevenen. 2422.07, 2429
Computer readable form requirement....... 2422.04, 2425
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Sec. No.
Database................. 2421.01, 2421.02, 2421.04, 2422.01
................... 2422.03, 2422.04, 2423.02, 2424.02
.................................. 2424.02, 2425, 2429, 2430
Definitions for nucleotides/amino acids.............. 2422.01
Effective date ........ccovevvv e 2401, 2420
Exclusive conformance requirement................... 2422.02
Extensions of time.........ccocooviiiiini s 2421.03
Format and symbols ..........ccccoeviirinnnne. 2423, 2423.01
Form paragraphs.........ccooeveeneneie e 2427.01
Hand-delivery of sequence listings and
computer readable forms ............ccocvvvvvinnnenn, 2422.09
Helpful hints for compliance............cccocovniiinenns 2429
Informational requirements for
sequence listings.........cccoevenee. 2424, 2424.01, 2424.02
Mandatory information items.................... 2424, 2424.02
Miscellaneous requirements, information ........... 2424.03
New applications ... 2421.01
Notice to COMPIY .......cooevreiciiciiiens 2421.03, 2427.02
Nucleotide definition...........ccoceevieniinienciieen 2422.01
Numbering of SEQUENCES .......c.coevvevererererierieans 2423.02
Numeric identifiers..........ccoccoovrieniinnnn 2424, 2424.02
Official copy of sequence listing..........cc.ccccveuenne. 2422.04
PatentIn information............ccccoevvevieeiieeennnns 1730, 2430
Presumptions regarding compliance ................... 2422.08
Previously filed identical computer readable
form, reference to .....ccoceveveiiciiiiic e 2422.05
Replacement of sequence listing and
computer readable form..........cocooveiiieiinees 2426
Sample sequence listing ........ccccoovvevviiinniicinen, 2431
Sample statements.........ccccvveviveivnieie e 2428
Sanctions for failure to comply ... 2422.07
Sequence identifier requirement............ccocecveenes 2422.03
Sequence listing requirement ...........ccoceevvereennns 2422.03
Patent Cooperation Treaty (PCT)........... 1823.02, 1848
............................................................................ 2430
Sequence Presentation ...........cccceoeeeereereneneseees 2423.03
Sequences embedded in application text............. 2422.03
Sequences in drawings ......c.ccoeveveeeneeneneenenens 2422.02
Statement regarding content of paper and computer
readable COPIes .......cccovvvvvveiveveeennne 2422.06, 2428
Statement regarding new matter-................ 2422.07, 2428
Summary of requirements ..........ccoceeeveienenene. 2421.02
Variants of a presented SeqUENCE .........c.ccoveevreene. 2422.03
Voluntary compliance .........ccccoevevervenencvcnnneenn, 2421.01
WIPO Standard ST. 25, Appendix 2 Tables
REProduCed.........ccoeveveiiiieiieiece e 2422
(071 (-To ISR 2422.01, 2423, 2423.01

Rev. 7, July 2008



MANUAL OF PATENT EXAMINING PROCEDURE
Sequences, restriction-- Special application

Sec. No.

Sequences, restriction.........cccoevvvevveseeiesinennns 803.04, 2434
SEIIES COUBS ... cvivirietirieietirieeete e 503
Series of dependent claims.........ccoccoeeiiiienicicnennn. 608.01(n)
Series, Patent (See Patent)

Service, proof of, in a petition for access..........c.ccocvvvnee. 103
Service of citation in patent...........ccoceoevvivvieeiereneiennns 1901
Service of court papers on DIrector...........cccceveeeiiennns 1216

Service of patent owner statement on requestor in ex parte

reeXamination.........cocevvveeeeeiireecree e 2242, 2266.03
Service of papers in inter partes reexamination....... 2666.06
Certificate Of .....ccooeveiviicrce 2620, 2666.06
Proof of service.......ccccocvvervnennn. 2666.06, 2666.50, 2667
To patent OWNEr ........cccceevevverineenn. 2620, 2654, 2666.05
To third party requestor .................. 2654, 2666, 2666.05
Shift of eleCtion ... 819
Shoes (See also Search) .........cccocvvevvvvivvineveieeicieiens 901.07
Shortened statutory period (See also Period for reply;
Statutory period)........ccceeereneieienenienn 710.02, 710.02(b)
Appeal......cccoviie e 1205, 1214.06, 1215.04
Date of abandonment.........cccceevvvveverecrereriennn, 711.04(a)
DraWwingsS.....ccocoveveeiieieieie e se e sre e e e 608.02(b)
Extension of time..........cccccceevvenenn 710.02(e), 1002.02(c)
Final rejection ... 706.07, 706.07(b)
........................................ 706.07(f), 706.07(g), 714.13
Informal application..........cccccocevivviiiv e, 702.01
Information disclosure statement...................... 609.04(b)
OatN e 602.03
QUAYIE. . 714.14
Reexamination, ex parte ........cc.ccocevevrennnns 2250.01, 2263
................................................ 2265, 2273, 2285, 2286
Statutory Invention Registration (SIR) .......... 1103, 1107
Time limits compared.........ccocoooeiiiinicienenn. 710.02(d)
Signatory Authority, FUull ..........cccoiiiiiiies 1004
Signatory Authority, Partial ............ccoccoiiniiiinies 1005
Signature
Alteration in specification signed ..........cccc.coeuene.e. 608.01
AMENAMENT......ciiiiiiiii e 714.01
Signature improper ...........ccccoeuee. 714.01(a), 714.01(c)
............................................................. 714.01(d)
Signature MissiNg ....cccccevevevieviesesiesreerie e 714.01(a)
Signed by applicant, not by attorney of
FECON ..ot 714.01(d)
Signed by attorney not of record ...........c.ccoceevrienen. 405
Applicant........c.cccceennen. 605.04(a), 605.04(d), 605.04(e)
Applicant changes name .... 201.03, 605.04(c), 719.02(b)
Applicant, international application.............ccc.cc...... 1820
Applicant unable to Write............cccoeriiieinen. 605.04(d)
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Application Papers .......ccccevvvivrveieieereresenies 605.04(a)
Attorney or agent not of record ..........ccocoeveeeneviennn, 405
Certification, effect of ..o 401, 410
Continued prosecution application.................. 201.06(d)
Correction of NaMe.........cccovviiniiiinciee, 605.04(c)
Express abandonment............ccoccevvieininnnnns 711,711.01
Facsimile ....ccooovvvvieeieee e, 502.01, 502.02
Full, first or middle name.........c.cccoerveneninnen. 605.04(b)
Required 0N eVEry Paper ........cccovveenereenenecsieenes 402
Title With oo 605.04(e)
Uniformity with name........ccccovvveievvnnnnennne, 605.04(b
Signing, continued prosecution application........... 201.06(d)
Signing examiner’s letter.................. 706.07, 707.08, 707.09
Signing file Wrapper ..o 1302.13
Simulated tests in the specification....................... 608.01(p)
Simultaneous issue of patents..........cccocevvveiernnnnan 1306.02
Single means claim.........cccooviiiiiiiinie 2164.08(a), 2181
Size of paper (See A4 size paper; Paper size)
Sketch of subject matter of claims............cccceenee. 904.01(a)
Small BUSINESS ACL.......ccoveiiiieiiiieiseescseeese s 509.02
Small Business AdmIinistration...........cccceeeevenenennne 509.02
Small entity status (See also Fee)
Change of StatuS ........c.covvireieiiiccee 509.03
Claiming StatUS.........ooviireeiirieeseeeseeecse s 509.03
Correcting StatUs.........cevververereseseeeereesie e sreseens 509.03
Definition ......cccoviriiiiiiee e 509.02
Established in parent application..................... 201.06(c)
FES L. 509.02
Government organizations ............ccoceveevenninienn, 509.02
IMproper PayMeNnt........ccccoevveveiiee e 509.03
Independent INVENEOr ..........ccocoviiirieienie e 509.02
Maintenance fees........ccoceverevennnnnn 509.03, 2515, 2550
Nonprofit organization ............c.cccceevenen. 509.02, 509.03
RefUNd ..o 509.03, 607.02
Small business concern .........cccoevveninencnene, 509.02
Statement verified ..o 509.03
Transfer of invention rights.........ccccooeiiiiniienne 509.02
Solicitor’s Office (See Office of Solicitor)
Sources of information to disclose............ccccoeerveeenns 2001.06
Special application.........cccccecevvrivvevinrinireene, 708 to 708.03
Accelerated examination ...........ccccoeeverirennienenenns 708.02
Allowable application, except for form............. 707.07(j)
.............................................. 710.02(b), 714.14, 1301
Appealed application..........ccccvvvveiereneniere s 1204
Applicant’s age, health....................... 708.02, 1002.02(s)
Biotechnology case, small entity..........cccccoevvenenee. 708.02
CaANCEN ..t 708.02, 1002.02(s)
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Sec. No.
Counter-terrorism inventions............. 708.02, 1002.02(s)
DINA e 708.02
ENEIQY ..o 708.02
Environmental Quality Program..................... 1002.02(s)
Five year pendency .........ccoccovvreieneneeneieneneiens 707.02
HIV/AIDS. ... 708.02, 1002.02(s)
Infringement ........c.cccoeveveveieicieenn, 708.02, 1002.02(s)
LST et e 708.01
Manufacture .........cccoevveneiiiencee, 708.02, 1002.02(s)
Patent printing Priority.........ccoccovenvienennieneinee 1309
Petition to make .........ccoevvvevevcnennne, 708.02, 1002.02(s)
Reexamination
EX PAIe ..o 2261
INEEr PAMTES ..o 2661
Reissue application .........cccccoeevvvvvrnnnnnn, 706.03(x), 1442
Remanded by Board............ccccoevvivviviinninciceienn, 708.01
Revived applications...........cccceevvevvevecieiesennenn, 711.03(c)
SUPerconNdUCIVILY ........cceeeeeeiie e 708.02
Special examining procedure ...........coceovvrevncrennne. 708.02
Special Program Examiner (SPRE)........... 103, 706.02(1)(2),
....... 1415.01, 1442.02, 1442.03, 1443, 1448, 1449.01,
...1455, 1456, 1825, 1845.01, 1851, 1896, 2633, 2641
Petitions decided ..........ccooereiiiiiiiic e 1002.02(s)
SPECIES ...cvvverriiiinens 806.01, 806.04, 806.04(b), 806.04(d)
................................... 806.04(e), 806.04(f), 806.04(h)
................................... 806.04(i), 808.01(a), 809.02(a)
Anticipation by a generic chemical formula....... 2131.02
Anticipation of a genus by the species................ 2131.02
Cancellation of species claims................. 821.01, 821.02
Claims restricted t0........ccocvvvvvriviieeieeeieiens 806.04(e)
Election of (See Election of species)
How recognized..........ccooovieieneninicieee e, 806.04(f)
Independent inventions............c.ceeu.e.. 802.01, 808.01(a)
Mutually exclusive characteristics.................... 806.04(f)
ObVIOUSNESS OF ..o 2144.08
Patentably distinCt...........ccccoovivneiiieneicieien 806.04(h)
Patentability over genus........c.cccoeveneneinnenn 806.04(h)
Plural.......ccoooieiiiirie 706.03(k), 806.04, 808.01(a)
REISSUE.....eviecreeirstcee s 1450
ReJECLION ..o 806.04(h), 2131.02
Related ........oooiviiirise e 806.04(b)
Withdrawal of species claim.................... 821.01, 821.02
Specification (See also Disclosure).................. 608.01, 2161
Amendment, manner of making ..........ccccceeevvvivnnnnne. 714
ATTaNgEMENT ..ot 608.01(a)
Background of the invention.............cccccceeeuenne. 608.01(c)
Best mode (See also Best mode)..........ccccocvveririennen 2165
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Brief description of drawings..........cc.cceevvveneane. 608.01(f)
Brief summary of invention ...........ccccoceeiene 608.01(d)
British English spellings in ... 608.01
British provisional and complete.............c.cccouenee. 201.15
Changes prior to filing.........c.ccooeevrenen. 601.01(a), 608.01
Completeness .................. 608.01(p), 2161, 2163 to 2165
ComMPULET TISES ..ot 608.05
Confused by amendments ................. 608.01(q), 1302.02
Content O .....ceeveiciece e 608.01(a)
Continued prosecution application................... 201.06(d)
CopyrightS IN...ccveeccc e 1512
Correction by examiner’s amendment...........ccoceceeerene.
................................................. 1302.04 to 1302.04(g)
Correction by initialing .........ccocooevviiiiiiinenns 1302.04
Cross-noting of related applications.................... 1302.04
Defines claim term ... 2111.01
Derogatory remarks prohibited .............ccccooee.. 608.01(r)
DesCription.........ccoeevverceniennas 608.01(g), 2163, 2163.02
Design application...........ccoeeveneiiienniciensee 1503.01
Detailed description of invention .................... 608.01(g)
Enablement (See also Enablement)............c.cccoeuee. 2164
English language ..., 608.01
Facsimile transmission ...........cccceveveieiencnencne, 608.01
FONE . 608.01
FOIMAL ..o 608.01
HIUSEFatioNS IN......ooviiiiec e 608.01
Incorporation by reference ..........ccooeeviiinnnenn 2163.07
Interlineation prior to filing..........c.ccccvcvieiiinenn 608.01
Language faulty.........ccoooovvinnininiinceeeee 608.01
MISSING PAGES...vervrireerreeeierierieseseereeeeseeneeseens 601.01(d)
New matter........ccocoeeervrnenen. 608.04, 706.03(0), 2163.06
Omitted Pages........cooveereienereienenieiens 201.17, 601.01(d)
Paragraph numbering .........cccoocvvviinninnennas 608.01, 714
PartS....coiiiieceece e 608.01(a)
Provisional application...........cc.ccoceveveieiennens 601.01(b)
Reference characters corrected...........cc.cocovveuenen. 1302.04
Reissue application...........coccovereienensiencncenee, 1411
Requirements for ..o 2161
RETUM ...t 608.01
REWIIEN ..o 608.01(q), 1302.02
SIGNALUNE ..o 605.04(a)
Substitute, amendment including ............. 714.19, 714.20
Substitute specification .......... 608.01(q), 714.19, 714.20
Pre-Grant Publication...........ccccoecvivvieinniinnnenns 1120
Summary of iNVeNntion........c.ccoeeeeveieiieiecieeeenn, 608.01(d)
Table submission on compact disc................... 608.05(b)
Terminology basis for claims............ 608.01(0), 2163.07
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Sec. No.
Title of INVENLION ..o 606
Title of invention changed ..........cccccoevvvveivcneneen, 606.01
Trademarks iN ... 1512
Transfer to another application ............cccccoeeee. 608.01(t)
Written description (See also Written description).. 2163
Specimen, Composition of matter..............ccoceevveenne 608.03
Specimen, Handling ..., 608.03(a)
Specimen, Plant application ..........ccccooveiiiiiencieiens 1607
Stamp
Drafting, no longer required ...........ccccoeevrennnne. 608.02(0)
Technology Center date...........ccoovvevvveveienrcneinens 714.18
Office date .......cccvovenen. 502, 505, 506, 710.01(a), 714.18
Standards of review by the Federal Circuit............... 1216.01
Statement applying the prior art in an ex parte
FEeXamINAtioN .......cooveviiiicirieee s 2217
Statement applying the prior art in an inter partes
FEEXAMINALION ....c.viviieiiieeisie s 2617

Statement, Examiner’s (See also Action)
Statement by inventors when changing inventorship. 201.03

Statement by owner in ex parte reexamination............. 2249
Statement of allowability by Board...........c..c.cc....e. 1213.01
Statement of invention, coextensive
WIth ClaimS ..o 608.01(d)
Statement of invention, reviewed on allowance....... 1302.01
Statement, Prior art (See also Prior art).......... 201.06(d), 609
StatUS INQUITIES ...vvvveieiicesc s 102, 203.08
Congressional .........ccoeveieieniniieee e 203.08(a)
Maintenance fEes ..o ieiineiieeee e 2570
White HOUSE .....oveiiiiiiciiecc e 203.08(a)
SEAtUS TEHEET .. 203.08
Status letter database.........ccccvvvvvriereiirensiniscne 203.08
Status of application............ccoceevriiiiiiiiicee 102, 203
Abandoned.........ccoovviiiii 203.05
AHOWE OF TN ISSUE ... 203.04
AMENAE......ooiiiiicire e 203.03
INCOMPIELE ..o 203.06
NEW ... vttt 203.01
Parent patent application............c.ccoceoeenenns 102, 201.11
Priority Claims.........ccccvvivie i 102
Published application..........cccccoevereveneiesiese e 1128
Referred to in foreign patent...........ccocccvevvieveiinennns 102
REJECEd ... 203.02
Statute, CItation.........cccovveee e, Introduction
Statute of limitations
Citation of prior art.......ccccovevviveiniesese e 2204
Term of biological material deposit..............cc.cc...... 2408

Time for requesting ex parte reexamination .. 2210, 2211
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Sec. No.
Time for requesting inter partes reexamination....... 2611
Statutes
Atomic Energy Act Cited.........ccccceeenennn 120, 140, 150
.................................... 706.03, 706.03(a) to 706.03(b)
Freedom of Information Act...........cccee.e. 1002.02(k)(2)
Public Law 87-333 Cited........cccocervevrerenerieenienns 201.13
Public Law 94-131 .....ccccovveiviireeseee e, 608.01(n)
Public Law 96-517 .................. 509.02, 2201, 2209, 2501
Public Law 97-247 ........ooovveeeviieeee e, 509.02, 511
............................................................ 711.03(c), 2501
Public Law 98-622 .........ccovvviirriienieeie e 605.07
................................................... 706.02(k), 804, 2501
Public Law 100-418, Section 9101(c), (d) .....c.covveee. 140
Public Law 102-204 ........ccooeveiereireeeeeeeeeneeie s 2501
Public Law 102-444 .........cccooeiiiiereieneieseneese s 2501
Public Law 103-465................ 201.03, 201.11, 601.01(d)
............................... 706.07(g), 707.05, 715, 715.07(c)
.................................... 803.03, 804.02, 2132, 2138.02
Public Law 105-358........cccoovvervrrsrnnseeeeeeneeees 2501
Public Law 106-113........... 201.04(b), 201.11, 201.14(b)
........................... 505, 510, 512, 706.02(a), 706.02(k),
................................................ 706.02(1)(1), 715, 1402
....... 2201, 2273, 2279, 2501, 2601, 2602, 2611, 2642
Public Law 107-273 Cited.............. 706.02(a), 706.02(K),
........................ 706.07(a), 2201, 2242, 2258.01, 2273,
............................................... 2279, 2601, 2612, 2683
Public Law 108-453 Cited.......... 706.02(k), 706.02(1)(1),
............................................. 706.02(1)(3), 804, 804.03
.............................................................. 2136.01, 2146
Public Law 506 (81st Cong.) Article 136 Cited
..................................................................... 604.03(a)
Revised Statute of 1874.........cccoovvviiienenn. Introduction
5U.S.C.552(2)..cccereriireieresieieesieesresnee s 2422, 2423
5U.S.C. 6103 Cited .....cccovvverirrrrcicicieeseieenns 710.05
TU.S.C. 2321ttt 1612
10 U.S.C. 140(C) Cited....coccvrerrririeeriereisesesesieinas 120
15 U.S.C. 15(b) Cited.....cccvvrveriiriiiierieeseee e 101
15 U.S.C. 1062 Cited .....covovvvverririricececee e 513
17 U.S.C. 401 Cited ..o 1512
17 U.S.C. 909 Cited .....coovvvevrerennen, 608.01, 608.01(v)
18 U.S.C. 1001
(071 (Yo F OO 402, 711.03(c)
...................................... 715.04, 716.02(g), 2428
REProducCed .........ccvvvveiieiecre e 602
18 U.S.C. 1905 Cited .....covovvrvrririiririsierieesensesieenns 101
18 U.S.C. 2071 Reproduced........ccccevvevverrrreirearnannn, 101
18 U.S.C. 2331 it 708.02



Statutes--Statutes
Sec. No. Sec. No.
20 U.S.C. 1000 Cited ......ccerverrerrererrrrirsersiesnennenes 509.02 35 U.S.C. 135 Reproduced .......cccccevevvrernnnnnne. 2301.01
26 U.S.C. 501 Cited....oceveireerrrinirieeisieie e 509.02 35 U.S.C. 141 Reproduced .........ccccovrerinnnnes 1216, 2683
28 U.S.C. 1745 Cited ....ooveeiieriirriceee e, 901.05 35 U.S.C. 142 Reproduced .........ccocoeerereruenenennns 1216.01
28 U.S.C. 1746 35 U.S.C. 143 Reproduced ........ccccoeerereruererenns 1216.01
CIEd o 602 35 U.S.C. 144 Reproduced .........cccovevvvererenennns 1216.01
REProduCed.......ccccvereieiie e 602 35 U.S.C. 145 Reproduced .......cccccevevvrernnnnnne. 1214.07
35 U.S.C. 2 Reproduced .......ccccevevrerieenerieiinienas 1001 35 U.S.C. 146 Reproduced .........ccccocerveerernnerinennn, 1216
35 U.S.C. 3 Reproduced .......cccccoeviereenerieinienns 1001 35 U.S.C. 152 Reproduced ..........cccovreirenencrvennnenns 307
35 U.S.C. 4 Reproduced .......ccccvvrvvvneninirieiiienienns 309 35 U.S.C. 153 Reproduced .........ccccocervverereneneennn, 1309
35 U.S.C. 6 Reproduced ........ccccooevrernenenicnnienens 1202 35 U.S.C. 154 Reproduced .........ccccocerveereienennenne, 2701
35 U.S.C. 7 Reproduced ........ccocvvvrvrvienrnnnnn, 901.06(a) 35 U.S.C. 154, former, Reproduced ..........ccccceevennee 2720
35 U.S.C. 8 Reproduced ........ccccovvvvnerevnierininnns 903.01 35 U.S.C. 156 Reproduced .........c.ccocerveeriervnerenennn, 2751
35 U.S.C. 21 Reproduced ...........c.c...... 511,513, 710.05 e 2752, 2755.01, 2758, 2759
35 U.S.C. 22 Reproduced .........ccccoovvrenencrinnne 608.01 35 U.S.C. 157 Reproduced .........ccccocevvvirerenennienne, 1101
35 U.S.C. 25 Reproduced .......ccccoeveveveveieiinerennnnns 602 35 U.S.C. 161 Reproduced ........cccccevvvvrnresnernnnan, 1601
35 U.S.C. 26 Reproduced ........ccooveveivevererinnninnnnns 602 35 U.S.C. 162 Reproduced ..... 804, 1605, 2105, 2403.02
35 U.S.C. 41 Reproduced .........cuue.. 2268, 2501, 2668 35 U.S.C. 163 Reproduced .........ccccoveiereneeeririniennn. 1601
35 U.S.C. 42 Reproduced .........ccoceovevrvervnvninnnns 607.02 35 U.S.C. 164 Reproduced .........ccccocerveereienenieennes 1608
35 U.S.C. 100 Reproduced ........ccccevereerererennnnnnnns 701 35 U.S.C. 171 Reproduced ...........ccoveneene. 1501, 1504.01
35 U.S.C. 101 Reproduced ................ 701, 804, 2107.01 35 U.S.C. 172 Reproduced .................. 1504.02, 1504.10
35 U.S.C. 102 Reproduced ..706.02, 706.02(a), 1504.02 35 U.S.C. 173 Reproduced .........cccoveverereeeririniennn, 1505
........................................... 1857.01, 2131, 2132, 2133 35 U.S.C. 181 Reproduced .........ccceevveierncicrinnen. 115
...................................... 2133.03(c), 2134, 2135, 2136 35 U.S.C. 182 Reproduced ...........ccceevruerenenen... 706.03(S)
....................... 2137, 2138, 2217, 2258, 2301.01, 2617 35 U.S.C. 184 Reproduced .......................140, 706.03(s)
35 U.S.C. 102(e), former Reproduced .................... 2136 35 U.S.C. 185 Reproduced .........ccccevrnene 140, 706.03(s)
35 U.S.C. 103 Reproduced ................... 706.02, 706.02(1) 35 U.S.C. 186 Reproduced ........cccoveivrirvreniniceenas 140
................................... 706.02(1)(1), 706.02(n), 804.03 35 U.S.C. 187 Reproduced .........ccceveevrnrenininienenn. 140
.................................................... 1504.03, 2141, 2146 35 U.S.C. 188 Reproduced .........ccccecveeernireniriciennn.. 140
35 U.S.C. 104 Reproduced ............... 715.07(c), 2301.01 35 U.S.C. 251 Reproduced ...........cccueuneen. 1401, 1412.03
35 U.S.C. 111 Reproduced .............. 201, 201.04(b), 601 35 U.S.C. 252 Reproduced ........cccocevevvrnrennnrnnnan, 1460
35 U.S.C. 112 Reproduced .......cc.ccoeevrervrerenncns 1504.04 35 U.S.C. 253 Reproduced .........ccceoerererencninnnnne 1490
35 U.S.C. 113 Reproduced ........c.ccoeevrvrmeiruennes 608.02 35 U.S.C. 254 Reproduced .........ccccocevvereivnenieennes 1480
35 U.S.C. 114 Reproduced ........ccccoevrerrcrennnes 608.03 35 U.S.C. 255 Reproduced .........ccccocervvireienenniene, 1481
35 U.S.C. 115 Reproduced ........cccoevrervirinencnnenns 602 35 U.S.C. 256 Reproduced ...........ccooervvvrerennennns 1481.02
35 U.S.C. 116 Reproduced ..........cccuenee.e. 409.03, 605.07 35 U.S.C. 261 Reproduced .......cccocevevvreresrnnnnnannns 301
35 U.S.C. 117 Reproduced .......c.coovevvrervrennnn. 409.01(a) 35 U.S.C. 262 Reproduced .........ccccocervevvrerenirirnnnnnns 301
35 U.S.C. 118 Reproduced ..........ccocevvvvrvevreennnes 409.03 35 U.S.C. 267 Reproduced ..........cccoerevrenvicrvennienn 710
35 U.S.C. 119 Reproduced ........ 201.11, 201.13, 201.16 35 U.S.C. 293 Reproduced .........ccccevuevrvrueeererennns 302.04
35 U.S.C. 120 Reproduced ................... 201.11, 1504.20 35 U.S.C. 294 Reproduced ........cccocevevvrerenrnnnnnannns 311
35 U.S.C. 121 Reproduced ........cccevvvvrvrerrennn. 802, 804 35 U.S.C. 301 Reproduced.........c.cceeverrernanenn. 2202, 2602
35 U.S.C. 122 Reproduced ...........c....... 101, 1120, 1122 35 U.S.C. 302 Reproduced .........ccccorvevereneeeririnnennn. 2210
................................................ 1123, 1124, 1132, 1134 35 U.S.C. 303 Reproduced ........ccccovueererrenirnnnne. 2240
35 U.S.C. 131 Reproduced .........ccocevvrvreivneninirienns 701 35 U.S.C. 304 Reproduced .........cccocevvererenennennn, 2246
35 U.S.C. 132 Reproduced .......... 706.03(0), 706.07(h) , 35 U.S.C. 305 Reproduced ........cccceeveuverenene 2254, 2261
.................................................................... 2304.04(b) 35 U.S.C. 306 Reproduced ...........ccceevneeee.... 1216, 2273
35 U.S.C. 133 Reproduced ...........c....... 710, 2268, 2668 35 U.S.C. 307 Reproduced .........ccccovvrerinnnnes 2288, 2293
35 U.S.C. 134 Reproduced ..........ccoeevreeneneinnnennas 1204 35 U.S.C. 311 Reproduced .........cccoerveerveienenieiennes 2610
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Statutory authority of Director-- Substitute application

Sec. No.
35 U.S.C. 312 Reproduced .......cccovevveveererereninreenns 2640
35 U.S.C. 313 Reproduced .......cccoevveveevreierenrnnnenns 2646
35 U.S.C. 314 Reproduced ............ 2654, 2661, 2686.04
35 U.S.C. 315 Reproduced .......ccccooevvvervnnrieinnnenns 2674
35 U.S.C. 316 Reproduced ........cccecvrvrvrnene 2688, 2693
35 U.S.C. 317 Reproduced .......cccovevververververeennn 2686.04
35 U.S.C. 318 Reproduced .......ccccevvevvevvevvernennn, 2686.04
35 U.S.C. 361 Reproduced .......c.ccooeevvervnenieinnnenns 1805
35 U.S.C. 362 Reproduced .........cccovverererererennnnen. 1840
35 U.S.C. 363 Reproduced ........c.ccoceoeveenineiennennas 1810
35 U.S.C. 365 Reproduced .......cccovevververerernens 201.13(b)
35 U.S.C. 371 Reproduced .......cccoeevvevvevreivernennn, 1893.01
35 U.S.C. 373 Reproduced .......cccccoeeveeneneienicnienn 1810
35 U.S.C. 374 Reproduced ..........ccceruneunee 1857, 1857.01
42 U.S.C. 141 Cited...cooeriirieiiirese e 120
42 U.S.C. 181 Cited......cervririeiririesenieee e 120
42 U.S.C. 2182 Reproduced .........cccovevveivevveireriennnnnn 150
42 U.S.C. 2457 Reproduced .........ccoceeveeenennnnnicnne. 150
Statutory authority of DIrector ..........cccvereviienicnenns 1001
Statutory bar..........c.ceeeeens 706.02(a), 2133 to 2133.03(e)(7)
Foreign application ..........c.ccoeevverveennnn. 201.13, 1504.02
OVEICOMING ...vovviiiiieieeeieceeie e 706.02(b)
Rule 1.130 not available ... 718
Rule 1.131 not available ..., 715
Statutory classes of invention, utility ..................... 706.03(a)
Statutory disclaimer (See Disclaimer; Terminal disclaimer)
Statutory estoppel in inter partes reexamination........... 2601
................................................................... 2612, 2614
Statutory Invention Registration (SIR).................... 409.03(j)
................................................................ Chapter 1100
Defensive publication compared............cc.ceevevenenn. 711.06
Effect Of ..o 1111
EXamination.........ccoeevveeiiieiie e 1101, 1103
Provisional application ............cccccvvineneienennenn, 1101
Publication Of ........ccooeiviiniiinie e 1111
Refund of fee ......cvveiciec e 1109
Rejections using.........ccocceeeveneae 706.02(a), 901.02, 2136
REQUESE TOF ... 1101
Secrecy order application..........ccoceveveiveiveierenenienn, 1103
Statutory period (See also Period for reply: Shortened
statutory period) ........ccoceevveereennennnnienns 710.01, 710.01(a)
Abandonment for failure to reply ........ 711.02, 711.02(a)
APPEALL.....i 1205
Broadening claims in a reissue application......... 1412.03
COMPULE....c.veviiieieiie e 710.01(a)
Date from which period runs .........cccccoeeevevvriennn. 710.06
Date of abandonment............cccccvveviinincinnenn 711.04(a)
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Sec. No
Full statutory period .........ccccevveveveveniesesese s, 130
Not extendible ..........ccoovvviiieiinieiee 710.02(e)
Postal service emergency ........cccoeevvercinencenennns 511
Property rights statement...........cccoceveniiiniincnenn, 150
Reexamination, ex parte.........cccoceecvrvvvrnnenn 2265, 2272
Reexamination, inter partes...........c.ccoevevvnenn. 2662, 2665
Secrecy order application ............ccocvvvviennienieneieses 130
Shortened statutory period (See Shortened statutory
period)
Two periods for reply set .........cceue.nee. 710.04, 710.04(a)
Stay of reexamination
EX PAIte ...oooiiiiiieeeee e 2284, 2285
INter partes.......ccvvvvvieeieieincee 2686.03, 2686.04
Stay Of reISSUB.....ccvrvrreieieee e 1442.02, 2285
Stockholm Revision, Paris Convention (See also Treaties)
.................................................................. 201.13
Strasbourg Agreement (See also Treaties).................. 903.09
STIC (See Scientific and Technical Information Center
(STIC))
Subclass, list of patent numbers.............ccccccevvenene. 902.03(c)
Subcombination
Aggregation and...........ccoceverenininienieee e 806.05(a)
Combination and ..........ccccoevverinieneienee e 802.01
SPECIES ittt 806.04(b)
Subgeneric Markush claims...........cccccoveverenenn. 2173.05(h)
Subject matter, design patent.............c.ccceuee. 1502, 1504.01
Subject matter, nonstatutory ...........cccccvvreireennne, 706.03(a)
Subject matter combinations...........c.ccccevreiiennne, 903.02(b)

Submission of amendment or showing of facts after Board

decision 1214.01
Submission of patents or publications, third party....1134.01
Submission to classification unit

Classification of application............ 903.08(d), 903.08(e)
Patentability report.........ccocooveviiniinienecnnen, 705.01(a)
Submission of prior art by applicant...................... 707.05(b)
Submission of information by applicant................ 704.12(b)
............................................ 704.14(b), 707.05(b)
Subpoena by court, Application file ...........cc.ccceenee 1216.02
Subpoena of eXaminer ..........ccccvviveieevierenese e 1701.01
Subscription correspondence address............c......... title page
Substantial new question of patentability
In ex parte reexamination................ 2216, 2242, 2258.01
In inter partes reexamination ............c.cc.eeue. 2614, 2616
......................................................... 2617, 2640, 2642
Substitute application (See also Application)
.................................................................... 201.09, 201.10
ASSIGNMENT.....c.viieiiiieeiie e 306



INDEX

Substitute attorney or agent--Telephoning of attorney to examiner

Sec. No
Copendency 1aCKing........cccvevvvviviveesreeriereseniens 201.11
DEfINItION...c.vciiiccc e 201.09
Does not carry ownership from parent....................... 306
File wrapper/history notation...........c.ccoceeevennnnnn. 202.02
Reference to parent application ............... 201.09, 201.11
Substitute attorney or agent.........ccccvevvvvveeereerenieseneeens 406
Substitute 0ath.........ccoeiiiirei 602.02
SUDSEITULE PAJE ..eveveeieiieeeie e 714.20
Substitute specification ...608.01, 608.01(q), 714.19, 714.20
Amendment incorporating ............... 714,714.19, 714.20
NEW MALLET....evviereeeeieeerese e 608.01(q)
Sufficiency of disclosure affidavit .........c..cccoceveiiiiennnnnn, 716
‘Sufficient cause’ for extension of time in ex parte
FEEXAMINALION .. 2265

‘Sufficient cause’ for extension of time in inter partes

FEeXamINALiON .......coveiiiieire s 2665
Suggested claims, Failure to make...........c.ccccevnee. 706.03(u)
Suggestion of allowable claims

Dy examiner ... 707.07(j), 713.01

Suggestion of claims for interference.2304.03 to 2304.04(b)
Suggestion of claims for interference,

time limit ..o 710.02(c)
Summary of action PTOL-326.........cccceoeviiiinencieniene, 707
Summary of interview.........ccocvevvvvivnvenennn 713.01, 713.04
Summary of INVENtIoN......c.coevevire e 608.01(d)
Sunday or holiday, effect on time for reply..................... 502

.................................................. 505, 513, 710.05

Sunday or holiday, effect on reference................... 706.02(a)
Supervisory applications examiner ...........cc.ccoevevvnen. 714.13
Supervisory patent examiner................. 705.01, 707, 707.02
.................................... 708.03, 713.01, 713.08, 714.05
............................... 714.13, 714.16, 714.16(d), 714.18
................ 812.01, 903.08(b), 1207, 1207.01, 1207.01,
................. 1207.02, 1207.03, 1207.05, 1208, 1211.01,
........................................................................ 1214.07
...................................... 2233, 2236, 2237, 2238, 2248
.............................................................. 2271.01, 2287
............................ 2633, 2636, 2637, 2638, 2641, 2648
.................................................... 2671, 2671.03, 2676
Petitions decided by ........ccccevveveveiie s 1002.02(d)
Supervisory review, Rule 1.817 .........ccccccvvevvrennn. 711.03(d)
Supplemental action..........c.ccoevvverienennnen. 710.06, 714.05
Supplemental Amendment............cccoeeveniicienn 714.03(a)
Supplemental Application Data Sheet (ADS)............ 601.05
Supplemental examiner’s answer................... 1207.04, 1211
Supplemental oath or declaration............ccccoceevvervnnnnne 603
After allowance........ccocooovienieiicieicee 603.01, 714.16
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Sec. No.
REISSUE ... 1414.01
Surcharge for late payment of fees
in international application ...........ccccccoevviiiiienenn 1827
Surface ornamentation..................... 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03
Surrender of patent (not required) .........ccceceveeiirieinenns 1416
Suspension
Applicant’s request for ... 709
Decided by ....ccocvvveiiiiiie, 709, 1002.02(c), 1004
Deferral of examination ..........ccccoceevvnevinnennneens 709
Ex parte prosecution during interference............. 2307.03
Not permitted if outstanding Office action................. 709
Of action, because of litigation............c.cccceeevernenns 1213
Of action, by Office.....ccccccvvviiiiiiiereee e, 709
Overlapping application ..........cccceeevevenieienennenns 709.01
Reexamination
EX Parte....ccooooeiiiiiicc 2283, 2284
INter Partes.......ccovvevveeiiieriee e 2640, 2686.01
Request for, in CPA ... 709
Request for, in RCE ... 709
RUIES....coiieec e 1002
Secrecy order application ..........ccoccoeevvereiinencennn, 2306
Supplemental RepIY ... 709

Swearing back of reference (See Affidavit, swearing back of
reference (37 CFR 1.131))

SymbolS, DraWing ........cccooereieniiieniseneee e 608.02
T
Tables submitted on compact disC...........ccccevvennene 608.05(h)
Technical dOCUMENTS.........cccoveiiiiiiiierieecee e 901.06(a)
Technical rejections.........cccoevvenineiieneeee 706.03
Technical support staff duties (See Manual of Clerical
Procedure)
Technology Center Director (See Director of Technology
Center)
Technology Center, papers sent to wrong .................. 508.01
Technology Center Working Group 3640 (security group)
............................................... 121, 130, 1002.02(c)(1)
Telephone call, multiplicity rejection................... 2173.05(n)
Telephone NUMDErS.........ccooiiiiiic e, 1730
AHOMMEY ..o 408, 713.01, 714.01
EXBMINET .ottt 707.08
General information ..........ccoceveiieieineneiie s 1730
Telephoning of attorney to examiner.................. 408, 713.01
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Term, Patent-- Time limit

Sec. No.
Term, Patent ..o 707.05, 2701
Adjustment of ..., 2701, 2710, 2730
............................ 2731, 2732, 2733, 2734, 2735, 2736
Determination of ..........cccooiiriniiiiicne e 2733
Due care SROWING .....c.ccvvverevinieiiinencecsees 2734
Grounds fOr ..o 2730
Period Of .....ocviiiiec s 2731
RedUCLIONS 10.....coiiiiiiriree e 2732
Request for reconsideration.............ccococevvvrernnnnn 2735
Third party Papers .......ccccveveerernieneresenee e 2736
Continued prosecution application..............c.ccecevee. 2701
Deposit of biological material.............ccccccoveiniennne 2408
DESIGN ..vcveeveieierieese e 1502.01, 1505
DiVISIONAL.....ooiiieiesecese e 201.06
Extension under 35 U.S.C. 156
FDA regulatory review and..................... 2750 to 2758
Deadline.......ccccoovvevveivinniennnnn, 2754.01 to 2754.03
Duty of disclosure and ..........cccccceoeveiiiennnne. 2762
Interim extension .............ceveuee.. 2755.01, 2755.02
Specific Products
Animal drugs......cccoeveieien vnes 2750, 2751, 2758
Antibiotic drugs.........ccoovvvvevrevieienenn, 2751, 2758
Color additives..........2750, 2751, 2754.01, 2758
Food additives ........... 2750, 2751, 2754.01, 2758
Medical devices.............. 2750, 2751, 2753, 2758
Veterinary Biological Products ................... 2750
............................................. 2751, 2756, 2758
Third party Papers.......ccoceeeeeeveiereneie e 2736
Withdrawal ..........ccccoveeviiceecie e, 2761, 2764
USPTO delays and ...........ccoovevvveveienieinseneneens 2710
FOTBIGN ..ottt 901.05
Transitional practice ...........cccccceeeeruene. 706.07(g), 803.03
ULHHEY o 2701
Terminal disclaimer (See also Disclaimer) ................... 1490
Avoiding double patenting rejection................. 706.02(k)
.................. 706.02(1)(3), 804.02, 806.04(i), 1490
Certificate of correction and ............ccccceuenee. 2701, 2720
Continued Prosecution Application (CPA).............. 1490
Continuing applications ..........cccceevevverierenieieserens 1490
Copending applications procedure...........ccccccevvenene. 1490
Informal MemMO .......covverieiiiee s 1490
Request for Continued Examination (RCE)............. 1490
REISSUE.....coiveeceeeeeeeee e 1410.01, 1451, 1490
Required for revival..........cccoevvviiviicceicncnn, 711.03(c)
ROULING 1ot 1490
SIgNAtUNe IN ..o 402, 1490
Situations where not applicable ............ccccoveee. 804.03
Rev. 7, July 2008
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Sec. No.
Withdrawal of ... 1490
Terminology in application................... 608.01(g), 608.01(0)
.............................................. 706.03(d), 1302.01
Termination of proceedings............c.cce..... 201.11, 711.02(c)
EX parte reexamination ...........ccccovvereienennienencnnen, 2294
Inter partes reexamination ...........c.ccocevevvvreinennnnn 2694
TESS (Trademark Electronic Search System)............... 1703
TeSt COMMENTS......cooiiiiieie e 707.07(1)
Testamentary, Letters (See also Administrator or executor)
..................................................................... 409.01(b)
Testimony, EXaMINEr ........ccccvvvvrieeeeieeriese e e s 1701.01
Testimony, public use proceeding .........cccccveevereruene. 720.04

Tests, comparative (See Affidavits, traversing rejections (37
CFR 1.132))

Third action cases

Third party reply in inter partes reexamination (See
Reexamination, Inter partes: Response by third party)

Third party requestor (See Reexamination, Inter partes:
Response by third party)

Third party submissions/inquiries/correspondence in

published applications ............cccocveiiinnnnns 1134, 1134.01
Time and Activity Report.........ccocevvveieienenienn 1704, 1705
Time for claiming benefit of earlier application......... 201.11
Time for deciding Director

initiated reexamination ...........ccccoveevrrecrnnenns 2211, 2239
Time for deciding reexamination request....................... 2241
Time for filing papers, right of priority ................. 201.14(a)
Time for filing Petitions..........cccveveiiviicine 1002
Time for requesting reexamination

o o= (- S 2210, 2211
INEEE PAITES ....eeiiiiciiceie e 2611
Time for reply (See also Period for reply).......... 702.01, 710
Time for reply to action in reexamination
EX PAMe ..o 2263
INEEE PAITES ....vveeeeceie e 2662
Time Mt ..o 710.02, 710.02(c)
For making suggested claims ............cccccceeeeene 710.02(c)
International preliminary examination report (IPER)
..................................................... 1879.01, 1879.01(a)
International search report (ISR).........ccccccvvvvnenn. 1843.05
Period for reply .....cooveiviecieiecc e 710
Permanent ink COPY .......corvrereeieniene e 714.07
Prior art filing........ccoveviieiiee e, 2204
Reply to final rejection........ccccccevvvvviviivivnnnnnnn, 706.07(f)
Restriction requiremMeNnt ..........ccoceeveveeesieceeieeieeie s 811
Rewrite claims following Board decision ........... 1214.06
Shortened statutory period compared to................ 710.02



INDEX

Time period for owner’s statement--Treaties

Sec. No.
.................................................... 710.02(b), 710.02(d)
Statutory period ........ccceceeevevenieiennens 710.01, 710.01(a)
Transfer of application...........cccooiiviiiienenn. 903.08(d)
TWO Periods FUNNING .......ccoveeereierene e 710.04
Time period for owner’s statement ...........c.cccvereinnene 2249
Time reporting.......ccoevvevvveverververeseenns 2238, 2638, 2671.03
Time to pay maintenance fees..........ccoovevevevcieneiennens 2506
Timely submission of protest............cccceveienciennens 1901.04
Title conveyed by assignment............... 201.12, Chapter 300
Title documents, handling ..........cccocovvvivene i, 317
Title of invention........cccccecvvvviviivvnieenne 606, 1893.03(¢e)(1)
Change by examiner ............ccccceeevennae 2660.02, 2686.03
Design application ...........c.cccceeuennee. 1503.01, 1504.01(a)
Amendment Of ... 1503.01
Use of Trademarks in ........ccccvvvinnincnninennns 1512
International application ............ccccveveevcrcncnenen, 1821
Plant patent application..........cc.cccceveveienicninnennnn, 1610
Reviewed at iSSUE........ccceverererenerienns 606.01, 1302.01
Title rePOrt.....cveeiececee e 303, 320, 2287
Titles of USPTO Officials............... Title Page (reverse side)
Title with signature .........ccccceveveievcce e 605.04(e)
Trade secret material...........cocoovveneieiencnnnnn, 724 to 724.05
Completeness of file wrapper .........ccccoceeevennnnne 724.01
Materials submitted covered
by 35 U.S.C. 122 .o 724.04(a)
Method of submitting...........cccooevveiiiniiicicices 724.02
Office treatment and handling ................. 724.04, 724.06
After publication ... 724.04(a)
Petition to expunge materials..........c.ccocevvereennen. 724.05
Reexamination under 37 CFR 1.11(d) .............. 724.04(c)
Reissue under 37 CFR 1.11(b).......cocevvevevenene. 724.04(b)
TYPES OF e 724.03
Trade secret submission label .............ccoooeveniiennn 724.02
Trademark and trade name.................... 608.01(v), 706.03(d)
........................................................ 2173.05(u), App. |
Design patent, relationship t0 ........cc.ccoceevvvreieiennn. 1512
Misuse in patent specification...............cccceeue. 608.01(v)
Trademark Manual of Examining Procedure.......... Foreword
Trademarks, Partial list of ...........ccccoevvivivinennnne, Appendix |
Transfer of application
After amendment ..........ccooveiviieineneineee 903.08(c)
After classification decision...........c.ccoceevcrenne 903.08(9)
Allowable application ...........cc.ccoeevnennn 903.07(b), 1305
Decision of classification examiner.................. 903.08(f)
Divisible iNVeNtionS ..........ccoeeereiiiieneiiseeee e 812
INtErfErenCe .....cvvveieiiie e 2304.01(b)
NEW ...ttt 903.08(a)
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Notification of applicant............ccooeeeveveveiiiennnn, 903.08
Outside Technology Center.........c.ccocevvevrvnane. 903.08(d)
Primary examiner’s authority ...........c.ccocooencienenas 903.08
Procedure ........ccoeovvereeneneinene 903.08(a), 903.08(d)
Secrecy order application ..........c.cecviverviniennienens 130
Submitted to classification examiner................ 903.08(d)
Within Technology Center...........c.ccocvvvenene. 903.08(d)
Transfer of class or SubCIasS...........covvreriiiciiieen, 903.05
Transfer of drawing ........ccccoevvivennineiic e 608.02(i)
Transfer of reexamination
EX P ...vvcvieciecee e 2237
INEEE PAITES ....eiiiiiicree e 2637
Transfer of rights to patent or application .................. 509.02
Transfer of specification prohibited.............c.coe... 608.01(t)
Transfer of U.S. patent ........cccecvvvvivvivnn s, 903.05
Transitional application (See also Application)
After final practice ..........ccocoveviiiniiiciie 706.07(g)
Generic claim allowable............ccocooiiiinnnn. 803.03(b)
Linking claim allowable............ccccocviniiinnnn. 803.03(a)
Patent term ... 2701
Restriction practiCe.........ccoevereieienene i 803.03
Transitional phrases. .........ccccoeveiiiineniicienenenee 2111.03
“Characterized by” ..o 2111.03
“COMPOSEd OF ... 2111.03
“Comprising” .ccveveeveveeeere e 2111.03, 2173.05(h)
“Consisting essentially of”.........ccccoooiiiniinnnn 2111.03
*Consisting of”.....ccovveiiinecien 2111.03, 2173.05(h)
HCONTAINING” .o 2111.03
Translation, foreign application or foreign
priority dOCUMENt........cccoevirire e 201.15
Translations index in STIC..........ccccvevvveiviiicieinens 901.06(a)
Translator, Patent and Trademark Office .............. 901.05(d)
............................................................. 901.06(a)
Transmission, certificate of (See Certificate of mailing or
transmission)
Transmittal Fee, PCT ..., 1827
Traverse, answer all matters..........cccoceevrevenennne 707.07(f)
Traverse, division or species requirement ...............ce..... 818
........................... 818.03 to 818.03(d), 821.01, 821.02
Traverse, rejection of linking claim............c.......... 818.03(d)
Treaties
Benelux Designs Convention (See also
Design application) ..........c.cceceevruennn 201.13, 1504.10
Budapest Treaty (See also Biotechnology;
MICroorganisms) .......ccceeveveresesreseseenenns 901.05(b)
.......................................... 2402, 2404.01, 2405, 2408
................................ 2409, 2410.01, 2410.02, 2411.01
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European Community DeSign.........cccccvvvvvrnnnnns 1504.10
European Patent Convention..............c........ 901.05, 1817
......................................................... 1840.01, 1865.01
GATT oot 2138.02
Hague Agreement (See also Design application)
........................................................... 201.13, 1504.10
Hague Convention ............. 409.01(b), 602.04(a), 604.04
Inter-American Convention .........c.ccocceveeieeinieneene 201.13
Libreville Agreement..........ccccoeviinennenennennen, 201.13
NAFTA ..o 201.04(b), 715, 715.07(c), 2138.02
Paris Convention..........c.cccoecevevenennsnnnn, 201.13, App. P
Patent Cooperation Treaty (PCT) .............. Chapter 1800
........................................................... App. Al, App. T
Strasbourg Agreement ..........ccoceovereicneinennenn, 903.09
UPQV Convention (See also Plant patent) .... 1612, 1613
Uruguay Round Agreements Act (URAA)....... 201.04(b)
.......................................... 715, 715.07(c), 2701, 2132
TRIPS Agreement (Trade-Related Aspects of Intellectual
PrOPEITY) c.oeveiciicieeree e 1801
TUDEBIS e 1601
Twenty year term (See Term, Patent)
Two month delay period in reiSSUes.........coccevvervrernnne 1441
Two periods for reply running ...........cccoceeviinennenn. 710.04
TYPE FONt ..o 608.01, 1504.01(a)
U
Unavailable inventor ............c.ccooooviinnicicnen, 409, 409.03
Unavoidable abandonment (See Abandonment)
Unclaimed disclosure, reservation ............ccoceeeeuene 608.01(e)
Undelivered mail..........cocoovvvniiiiiiniiinnn, 707.13, 1303.02
Undue breadth rejection ...........cccccccveennee. 706.03, 707.07(9)
.................................. 2164.08(a), 2173.04, 2173.05(h)
Unexpected results (See also Affidavits, traversing
rejections (37 CFR 1.132))......ccccvevunee. 716.02 to 716.02(g)
Unintentional abandonment (See Abandonment)
United Kingdom priority document ...............cccceeuene. 201.15

United States Code (See also Statutes)
United States of America, Foreign language names for

...................................................................... 901.05(a)
Unity of invention............ 803, 823, 1850, 1875, 1893.03(d)
University or other institution of higher learning....... 509.02
Unlocatable Patent or Application Files..................... 508.04
Unmatched Papers........ccoveveeereveniesesese e 508.03
Unofficial subclasses and digests..........cccccceevvenene 903.02(c)
Unscheduled closing .......c.cccccceveviieie e 201.13
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Unsigned amendment ..........cccccevvvveieiennnnenn 711,714.01(a)
Untimely filed (premature) paper prior to order
for ex parte reexamination............cccccocevveveienenceene. 2225
Untimely filed (premature) paper prior to order
for inter partes reexamination ..............ccccoceveeenecnen. 2625
Untimely response to ex parte reexamination ............... 2267
Untimely response to inter partes reexamination.......... 2667
UPOV Convention (See also Plant patent; Treaties) .....1612
............................................................................. 1613
Uruguay Round Agreements Act (See also Treaties)
........................ 201.04(b), 715, 715.07(c), 2701, 2132
USE ClaIMS ..o 2173.05(q)
Use, Public (See Public use)
USBI PASS...ceviieiieeesreesre et 510
USPTO Contact CENter ........cooeveereenereenrereeesreenen, 1730
ULty ClaSSES.....eiveieecerieeieeeese e 902.02
Utility, disclosure in drug cases................. 2164.06, 2164.07
Utility requirement guidelingS.........cccoeeevencieicnennnee 2107
Legal precedent for..........cccovvvvvvrnnnnne 2107 to 2107.03
Relationship of enablement to..........c.ccccovevinnens 2164.07
Utility lacking, rejection..........cccoceveevrennnn. 706.03(a), 2107
Utility model........coeeviiiiiice e 901.05(b)
Utility patent (See also Design application; Patent; Plant
PALENT) ..o 901.04, 1502.01
Application publication........c..ccccceeevviennns 1120 to 1135
COPIES O .ot 707.05(a)
Copyrighted material in..........ccccoceevviiiinnnnnn, 608.01(v)
Design patent compared t0.........ccccoerveererinienen. 1502.01
Double patenting ........ccccoeveverrieneneieneeeeee s 804
Drawings / Photographs............ccccoeu.... 608.01(f), 608.02
Elements of ..o Chapter 600
Expiration date or term.........c.ccceevnene. 2211, 2250, 2611
Maintenance fEeS.......cvvvivriviieierere s 2506
Period of enforceability ..........c............ 2204, 2211, 2611
SPECITICAtION.....cv e 608.01
Utility required ............ 608.01(p), 706.03(a), 2107, 2164.07
\Y
Vague and indefinite rejection (See Indefinite claim)
Validity of patent, examiner comments..............cccceve.e. 1701
VBNUE. ...ttt 604.02
Video conference CENtEr .........oovvvevreneriseneceeee 713.01
VidE0 taPES ...vvveeeeereeie et 713.01
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Violation of duty of disclosure--X series of patents

Sec. No.
Violation of duty of disclosure (See Duty of disclosure)
Argued in protest ........ccoceeeienenenenn. 1901.02, 1901.06
Visitors t0 OFfiCe....cuorvviriice e 510
Voluntary publication..........c.ccocvvevviviinieiciescse e, 1133
W
Waiver
Of confidentiality .........ccovevviviieniniieeecr e 103
.............................................. 201.06(d), 1002.02(k)(1)
Of deficiencies in oath or declaration ................... 602.03
Of patent rights ........c.cccovvevieenne. 706, 711.06, 1101, 1111
OF FUIES .o 201.03, 402.10,
............................................................. 602, 711.03(c),
..................... 724.06, 803.04, 1002, 1002.02(b), 1481,
................................. 2248, 2265, 2421.01, 2425, 2434
Walk-up customer Window ..........cccoveeeeeieneencnienienienn 502
Washington D.C. representatives of attorneys................ 408
When disclosure is made.........cocoovvvvevniennnnienencseen, 2003
White HOUSE INQUITY .....covevviieciceceee e 203.08(a)
Who has duty to disClOSe.........cooeiiiiiiiiiiiiiiee 2001.01
WIPO ..o 201.13, 901.04, 1801
WIPO Standards
ST B 901.05(b), 1851
ST 20t 901.05(b)
ST. 1At 707.05(e), 901.05(b)
ST. 16 901.05(b), 1851, 2424.03
ST. 25, Appendix 2
Tables reproduced..........cccceveverevenesesnreens 2422
Cited....oovvveiveciree 2422.01, 2423, 2423.01
ST. 3 901.05(b)

Withdrawal from appeal after remand by Board..1002.02(d)

Withdrawal from iSSUE .........cccovvveivrnicnninns 1303.01, 1308
Amendment crossing allowance ............ccccecvevennen. 714.15
Director’s approval .........cccccvevvevvieneinsennnnns 1003, 1308
Petition for ..........cccoveeene. 1002.02(b), 1002.02(c), 1308
Quality REVIEW ......ccooeiiiiiiiiee e, 1308.03
Refund of fee ..o 1308.01
REJECHION ..o 706.04, 1308.01

Withdrawal of abandonment (See Abandonment;

Petition)
Withdrawal of appeal ..o 1215.01
Withdrawal of appeal claim ...................... 1214.05, 1215.03

Withdrawal of attorney (See also Attorney or agent; Power
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of attorney) ............. 402.06, 1002.02(s), 1808, 2223, 2560
Withdrawal of claims
To nonelected invention.............. 821.01, 821.02, 821.03
To nonelected SPECIES........oevvvvreerennnnn, 821.01, 821.02
Withdrawal of final rejection..........cccoceevviniienen 706.07(e)
Premature final.........cccccoovvvvininiircicccciens 706.07(d)
Primary decides.........ccooereriiiniecie e 1004
Withdrawal of holding of abandonment (See also
Abandonment; Petition).................... 711.03(c), 711.04(c)
Withdrawal of power of attorney in patent.......... 2223, 2623
Withdrawal of SIR request .........ccceeeveverevceirre e 1109
Withdrawal of terminal disclaimer ...........ccccoeeienennne 1490
Withhold from issue petition ...........c.ccocevreinnenee 1002.02(c)
Witness, EXAMINEr @S ......ccccovveveeeireeeiree e sevee e 1701.01
World Trade Organization member countries............. 201.13
World Wide Web address..........ccoevvenenieneiseneennen. 1730
Wrapper (See File wrapper/history)
Writing, Disclosures must be in.........cc.cccveneiinenn 2002.02
Written description (See also Specification)
.................................................... 706.03(c), 2163
Amendments supported by original
deSCrIPLION ..ot 2163.07
Inherent function, theory or advantage ....... 2163.07(a)
Incorporation by reference.............. 201.17, 608.01(p),
ettt enes 2163.07(b)
Burden on the examiner ... 2163.04
Changes to scope of claims .........cccoeviircinennns 2163.05
Circumstances when iSSUeS arise...........cc.ceovevenes 2163.03
Design application.........c.cocooevvenenne, 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Form paragraphs used to reject ...........cccceveeee 706.03(c)
Guidelines for compliance ..........ccccooevvireiicneennn, 2163
NEW MALLET ... 2163.06
Requirements for compliance..........cc.ccceeneenen. 2163.02
Support for claimed subject matter ........ 201.11, 2163.01
Corresponding to count in interference................ 2163.03
X
X series of patents (See also Patent)...........cccceevvennne 901.04

Rev. 7, July 2008



MANUAL OF PATENT EXAMINING PROCEDURE

Rev. 7, July 2008 I-112



	A
	B
	C
	D
	E
	F
	G
	H
	I
	J
	K
	L
	M
	N
	O
	P
	Q
	R
	S
	T
	U
	V
	W
	X

