
INDEX TO CHANGES IN SECOND EDITION, FIRST 
REVISION1 

 
 

TBMP Section Description of Change 
101.01 Sentence deleted referring to Part 1 of CFR and 

reference added to Part 7 of CFR 
101.02         note at end of 1st par. Citation to Cerveceria expanded and volume 

corrected 
101.03         3rd par. Grammatical change 
101.04 Redundant reference to Director’s former title deleted 
102.01 Typographical error corrected 
102.01         note at end of 2nd par. Subsequent history added to citation for Paramount 

Pictures; case added (Carano)  
102.01         last note Citation to Harjo changed 
104 Rule changed from 1.2 to 2.191 
106              heading Changed from “... Form of Papers" to "...Form of 

Submissions" 
106.01 The word “papers” changed to “documents” 
106.01         notes Rule number change 
106              note at end of 7th par. Rule 1.4 changed to 2.193 
106.02         heading Changed to “Signature of Submissions”; Rule 

1.4(d)(1) changed to 2.193(c)(1); 1.4(f) changed to 
2.193(d); sentence added about electronic signatures 
and footnote added referencing new rules; 
substantially rewritten in light of new rule 

106.02         last par. Sentence added regarding electronic signature 
106.03         heading Title changed from “Form of Papers” to “Form of 

Submissions”; new rule 2.126 added and section 
substantially rewritten in light of new rule 

106.03 Substantially rewritten 
107 Rule 1.6 changed to 2.195 and substantially rewritten 
107             following end of (new) 
                   rule 2.195 

New transitional sentence added 

107             notes in 5th and 8th par. Rule number change 
109 Rule 1.6 changed to 2.195 and amended; text added 

regarding electronic filing 
109             notes throughout Rule number changes 
109             note at end of 1st par. Rule number change & complete citation added to In 

re Klein 
110.01 Rule 1.8 changed to 2.197.  Format corrected 
110.02 Rule 1.1 changed to 2.190 
110.02         notes throughout Rule number changes 
110.03 Rule number changes 
110.06 Rule number change 

                                                 
1  Manual-wide changes have been made in this revision that are not all captured in this table.  
These include:  Changing “USPTO” to “Office” where appropriate; changing “Trademark 
Examining Attorney” to "trademark examining attorney" or “examining attorney”; and, where 
appropriate, updating references to purely paper processes to include electronic processes, e.g., 
“paper” changed to “document" or “submission.”   References to a paragraphs ("par.") in the table 
are to paragraphs of text appearing after any quoted rule or statute.  The term "note" refers to 
"footnote." 



110.07 Deletion of reference to old 1.8 
110.08         heading Deleted "What" 
110.08 Rule number changes 
111 Rule 1.10 changed to 2.198 and substantially 

rewritten 
111.01 Sentence at end of 1st par. changed to delete “date-

in” reference to deposit with U.S. Postal Service in 
Express Mail provisions. 

111.02 Grammatical change and portion of last par. deleted  
112 Rule 1.7 changed to 2.196 
114.03 Discussion of recognition for representation changed 

in light of rule change to 2.17 and footnotes added 
115.02 Rule 1.4 changed to 2.193 
116.01 Rule 2.19(a) amended 
116.02 Rule 2.19(b) amended 
117 Rule 2.18 amended 
117.01         last note in 1st par. Rule 2.18 changed to 2.18(b) 
117.02  Sentence regarding internal processes deleted; first 

sentence of second par. restructured 
117.03         last sentence Added to discuss electronic filing of address changes 

and footnotes added 
118.01 Rule 1.22 changed to 2.206;added reference to 

Rules 7.6 and 7.7  
118.02 Revised rule 2.111 added with discussion of fees for 

cancellation proceedings 
118.03 Rule 1.23 changed to 2.207 
118.04 Rule number changes 
119.01 Rule 1.26 changed to 2.209 
119.03 Deleted statements that papers will be returned 
▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲ ▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲

▲ 
120.01 Information added on viewing Board filings 

electronically 
120.02 Case name corrected 
120.02          2nd par. Added to discuss new procedures for confidential 

filings 
120.02 Last sentence changed from ".. may not be kept 

confidential..." to "...will not be kept confidential..." 
and language added on preferred practice and 
improper confidential filings 

120.02         3rd par. Added subsequent history to Harjo 
120.03 Information on internal paper processes deleted and 

information added on termination of electronic files 
121 Information added on viewing Board filings 

electronically 
124 Added statement and footnote regarding 

assignments of 66(a) applications and registrations 
▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲ ▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲

▲ 
201 Rules 2.101 and 2.102 amended; par. on paper 

processes deleted; last par. rewritten  
202.01 Rule number changes; Rule 2.102(c) amended and 

language changed to incorporate electronic filing 
202.01        note at end of first par. Rule number change  



202.01        note at end of 2nd par. New footnote; added reference to TBMP § 109 
202.01        last par. New par. with footnote references to 2.102(c)(2) and 

(c)(3)  
202.04        second note in 1st par. Second citation to Cooper changed to supra 
203.01 Rule 2.102(a) amended; 2.102(b) added; 2.126 

added; rewritten to reflect new procedures  
203.01        note in 1st par. Rule number change; added reference to 2.102(c)  
203.02(a) Language limiting to paper filing added 
203.02(a)    note Rule number change 
203.02(b)    note at end of 1st par. Punctuation change 
203.03 Rule 2.102(a) amended; text rewritten to distinguish 

between paper and electronic filings 
203.03        note at end of 1st par. Rule number change 
206 Rule 2.102 on extensions of time substantially 

amended 
206.01        note in 2nd par. Added reference to TBMP § 203  
206.01        last note New footnote - case added (Custom Computer 

Services) 
206.02       1st note Case citations shortened 
206.02       note in 2nd par. Parallel citation added to International Nutrition and 

case name correction 
206.03       last note in 1st par. Case added (Custom Computer Services) 
207 Rule 2.102(c) substantially amended 
207.01       heading and text Changed to "In General"; rewritten to reflect new 

requirements 
207.02       heading and text Changed to "Extensions up to 120 Days From Date 

of Publication"; rewritten to reflect new requirements  
207.03       heading and text Changed to "Extensions Beyond 120 Days From 

Date of Publication"; rewritten to reflect new 
requirements; distinguishing practice in cases where 
1st request was filed before November 2, 2003 

208            2nd par. Added last sentence 
209.01       heading Changed to "Suspension Policy" 
209.01(a) Deleted; information moved to 209.01 
209.01(b) Deleted; portions moved to 207.03 
209.02 Rewritten to reflect new requirements 
209.02       note in 1st par. Rule number change 
211.01 Changed "letter" to "action" throughout 
211.02       note Typographical error corrected 
211.02       5th par. Time periods changed 
211.03       3rd par. Rewritten to include petition from grant of request 
211.03       note in 3rd par. New footnote – added reference to Rule 2.146(e)(1)  
211.03       4th par. Deleted   
211.03       6th par. Restructured 
212.02       2nd par. Rewritten to include 44 and 66(a) applications  
212.04       note at end of 1st par. Citation shortened 
212.06       last par. Language added to clarify suspension status 
213            1st par. Added information on 66(a) applications 
213            3rd par. Changed "filing of an amendment" to "restoration of 

jurisdiction" 
213            5th par. Reference to internal paper processes deleted 
214            1st par. Added language exempting 66(a) applications 
▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲ ▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲

▲ 



301            note in 1st par. New footnote - added cross-reference to TBMP § 102 
301            note in 2nd par. Added statement - 66(a) application is subject to 

opposition 
302 Rule 2.101(a) amended 
302 Rule 2.111(a) amended 
302            1st par. Text changed to reflect new rules  
303.01 Rule 2.101(b) amended 
303.01 Rule 2.111(b) amended 
303.02       note in 3rd par. New footnote - added reference to Section 45 of the 

Act 
303.03        last note in section Cases moved from appendix into chapter 
303.04 Ellipses added to clarify partial quotation of statute 
303.05 Rule 2.102(b) amended 
303.05(a)    last note in section New footnote - case added (Custom Computer 

Services) 
303.05(c)    note in last par. Case added (Custom Computer Services)   
305 Rule 2.112(b) amended 
305            1st par., last sentence Deleted "on its front, in the place where...is written" 
305            2nd., last sentence Deleted "on its front" 
305            3rd par., last sentence Changed "papers" to "documents" 
306.01 Rule 2.101 amended 
306.01 Second par. – added text to reflect rule change 
306.01       3rd par. new cross-references  
306.01 Rule number changes; in sentence beginning "For 

information concerning...," corrected "oppositions" 
306.04       2nd par., 2nd sentence Changed "No proceeding will be instituted;...papers 

will be returned" to "The opposition will not be 
instituted" 

307 Rule 2.111 amended 
307.02(a) Rule number changes 
307.02(a)   3rd par. Inserted "Principal Register" before "registration" 
307.02(b)   note in 5th par. Rule number change; added cross-reference to 

TBMP § 308 
307.03       2nd par., 2nd sentence Changed "No proceeding will be instituted;...papers 

will be returned" to "The petition to cancel will not be 
instituted" 

307.04       2nd par., 2nd sentence Changed "No proceeding will be instituted;...the 
petition papers will be returned" to "The petition to 
cancel will not be instituted" 

307.04       3rd par. Changed 308.02(d) to 308.02(b) 
308.01(a) Rule number changes; Rule 2.101(d) amended; Rule 

2.101(a) added 
308.01(a)   1st par. Rule number change; new text and footnote added 
308.01(a)  Added second par. to reflect rule change  
308.01(b) Substantially rewritten to reflect rule amendments 

and change in practice regarding insufficient fees 
308.02(a) Rule number changes; Rule 2.111(c) amended 
308.02(a)   1st par. Rule number change 
308.02(a)   note in 1st par. Rule number change (2.111(c)(3) to 2.111(c)(4)) 
308.02(a) Added second par. to reflect new fee requirements 
308.02(b) Rewritten to reflect change in rules and practice 

regarding insufficient fees 
308.02(b)  Substantially rewritten to reflect new fee 

requirements 



309.01 Rules 2.101(b) and 2.111(b) amended; Rule 2.126 
added 

309.02 Language added to reflect rule amendments 
309.02(a) Rewritten to reflect rule amendments re form of 

complaint; reference to Appendix of Forms deleted 
309.02(a)   last par. Examples added  
309.02(a)   note in text under  
                  "Signature" subheading 

Cross-reference corrected to read 309.02(b) 
(Signature of Complaint) 

309.02(b)   heading Changed to "Signature of Complaint" 
309.02(b)   1st and 3rd par. Rewritten to reflect rule change re signature of 

complaint 
309.02(c)   heading "Complaint Must Be Filed in Duplicate" changed to 

"Complaint Need Not be Served by Plaintiff" 
309.02(c) Deleted all references to requirement for duplicate 

copies 
309.02(c)   note in 1st par. Rule number changes - 2.105 changed to 2.105(b) 

and (c); 2.113 changed to 2.113(b) and (c); added 
cross-reference to TBMP § 310 

309.03 Rules 2.104(a), 2.111(b), and 2.112(a) amended 
309.03(b)   note in 1st par. Added cross-reference to § 303.06 
309.03(b)   note in last par. Full citation history added to Jewelers Vigilance 
309.03(c)  New text to example (3): "...that defendant's mark 

consists of or comprises scandalous matter..." 
309.03(c)   note in 1st par. Cases added (Saint-Gobain Abrasives and Seculus 

Da Amazonia); added page number for Crocker case 
309.03(c)   note in example (3) New footnote - cases added (In re Boulevard and In 

re Mavety Media Group); deleted prior citation history 
to Harjo 

309.03(c)   note in example (5) Added subsequent history to Paramount cite 
309.03(c)   note in 1st par. Added cross-reference to § 303.06 
309.03(c)   note in example (8) Subsequent case history added to Levi Strauss 
309.03(c)   note in example (10) Citation shortened for Anheuser-Busch 
309.03(c)   note in example (12) Citation form corrected in Linville 
309.03(c)   section "A" note in 1st par. Prior case history added to Jewelers Vigilance 
309.03(c)   section "A" note in 2nd par. Citation for Brewski shortened;duplicate SCOA cite 

deleted 
309.03(c)   section "A" note in 2nd par. Parallel cite for Contour added 
309.03(c)   section "A" note in 3rd par. Citations for Jewelers and Internet shortened 
309.03(c)   section "B" note in 1st par. Year of decision for Revco corrected 
309.03(c)   section "B" note in 2nd par. Citation for Revco shortened 
309.03(d) Rule 2.111(b) amended 
309.03(d)   note in 1st par. Case added (Seculus Da Amazonia) 
309.03(d)   note in 4th par. Citation for Milliken shortened 
309.03(d)   note in 8th par. Citation for Reflange shortened 
309.04       1st par. Changed to "No proceeding will be instituted, and any 

submitted filing fee will be refunded..." 
309.04       2nd and 3rd par.   Deleted in each, phrase beginning "No proceeding 

will be instituted" and ending "will be refunded" 
309.04       4th par. Deleted phrase "and the fee is not submitted within 

the time allowed by the Board" 
309.04       8th par. Deleted phrase "the papers will be returned" 
309.04       last par. Added sentence "The Board will retain all papers." 
310            heading Inserted "to Parties" after "Notification" 
310.01 Rules 2.105 and 2.113 amended 



310.01       note in 1st par. Changed parenthetical to "Motion to Join or 
Substitute"; rule number change (2.113 to 2.113(c)) 

310.01       note in 2nd par. Rule number change (2.113 to 2.113(c)) 
310.01       3rd par., 1st sentence Changed "letter" to "notification"; deleted comma 

after "complaint"; deleted "notifies" before "both 
parties" 

310.01       3rd par., 2nd sentence  Deleted "letter"; changed 2.105 to 2.105(a); changed 
2.113 to 2.113(a) 

310.01       note in 4th par. New footnote – added reference to 2.105(b), 2.113(b) 
and 2.119(d) 

310.01       4th par. Changed "letter" to "notification" and "mailed" to 
"sent"; otherwise rewritten to reflect rule changes 

310.01       note in 4th par. Rule number change (2.105 to 2.105(c)); added 
2.119(d) 

310.01       last note in 4th par. Rule number change (2.113 to 2.113(c)) 
310.01       5th par. Deleted "letter" 
310.01       6th par. Deleted "letter" 
310.01       note in last par. Rule number change (2.113 to 2.113(d)) 
310.01 Typographical errors corrected 
310.02       1st par. Deleted "notice of" and "letter" 
310.02       2nd par. Deleted references to "letter"" 
310.02       last par. Cross reference to concurrent use corrected 
310.03(a) Rules 2.105 and 2.113 amended 
310.03(a)   1st par. Text changed to reflect rule amendments 
310.03(b)   2nd par. Changed "letter notifying a defendant" to 

"notification"; deleted references to "letter" 
310.03(c) Added second sentence  
311.01 Added Rule 2.126 and 2nd par. of text  
311.01(a)    new heading "Format for Answer"; includes information previously 

in old 311.01 and substantially rewritten  
311.01(b)    new heading "Signature of Answer"; includes information 

previously in old 311.01 with some changes 
311.01(c)    new heading "Filing and Service of Answer"; includes information 

previously in old 311.01 with some changes 
311.02(a)   1st par. Added "as to that allegation" to end of 2nd sentence 
311.02(b)   note in 1st par. Prior case history added to British Seagull 
311.02(b)   note in 3rd par. Citation for TBC Corp. shortened  
313.01       note in 3rd par. In parenthetical for Pyttronic Industries, changed 

"was"  to "stricken as" 
313.02 Rewritten to conform to new rules regarding fees 
313.03       2nd par. Deleted "must file the petition (and any exhibits 

thereto) in duplicate, and"; deleted "need file only one 
copy of its counterclaim (and any exhibits thereto) 
with the Board, but" 

313.03       note in 2nd par. Deleted reference to TBMP § 309.02(c) and 
parenthetical 

313.04       1st par., 3rd sentence Added "through discovery or otherwise," after 
"proceeding" 

313.04       note in 1st par. Citation for TBC Corp. shortened 
314            1st par. Added second sentence  
314            note in 1st par. New footnote citing to 2.107(b), and §§ 315 and 507 
314            3rd par. Added phrase to end of par. 
314            4th par. Added "except as prohibited by 37 CFR § 2.107" 

before "move to amend its pleading" 



314            1st note in section Cases moved from the appendix into chapter 
314            note at end of 3rd par. Citation for Trans Union shortened 
314            last note in section Subsequent case history added for Paramount 

Pictures 
315  Rule 2.107 amended 
315 Substantially rewritten  
317            note at end of 1st par. Case name corrected for Home Juice 
Appendix of Forms Moved to a separate document 
▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲ ▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲

▲ 
401            2nd par. Moved "see" signal into footnote; changed 

subsequent citation history to Harjo 
402.01       note at end of 3rd par. Citations shortened 
402.02       note at end of 2nd par. Typographical errors corrected 
402.02       notes in 3rd par. Citations shortened and typographical errors 

corrected 
404.03(a)(2) last note Citations shortened 
404.03(c)(2) 1st note, last par. Citation to Double J shortened 
404.07(f)     last note in 3rd par. Duplicate citation deleted 
404.07(j)     last note in 1st par. Typographical error corrected; subsequent history 

added for Century 21; citation for Fischer shortened 
404.08(c) Format correction in rule text 
404.09        notes in 7th and 8th par. Citations shortened 
405.03(d)    last note in 1st par. Citation shortened 
405.03(e)    3rd par. ‘Trademark’ added to ‘Rule ‘ for clarification 
405.03(e)    notes in 2nd par. and at  
                   end of 3rd and 5th par. 

Citations shortened 

405.04(b)    note at end of 2nd par. Rule cite corrected -changed "33(c)" to "33(d)" 
406.02        2nd par. changed subsequent citation history to Harjo 
406.03        note in 2nd par. Deleted parenthetical for Georgia-Pacific 
406.04(a)    note at end of 2nd par. Citation shortened 
407.03(a)    note in 2nd par. New footnote – case added (Hobie Designs) 
407.03(a)    note in 2nd par. Shortened citation for Hobie; added case (American 

Automobile); added parentheticals for Johnston 
Pump, and BankAmerica 

407.03(a)    last note Citation form of Questor corrected 
409             last note at end of 1st par. Typographical errors corrected 
410             last note Citation shortened 
412.02(a)    1st note Full citation added 
412.02        note at end of 1st par. Citation shortened 
412.04 Added text of Rule 2.126(d) 
412.04        last note in 1st par. Added reference to 2.126(d); added subsequent 

citation history to Harjo 
412.04        3rd par. Changed "should" to "must" and added footnote  
412.04        last par. Changed "should" to "must" and added footnote 
414 Section title changed and introductory sentence 

edited 
414             notes at end of subpar. 3 
                   and 4 

Citations shortened and cases moved from appendix 
into chapter 

414             note at end of subpar. 9  
                   and middle of subpar. 10 

Citations shortened 

414             note at end of subpar. 11 One citation shortened and prior history added to 
Wella  

414             notes in subpar. 16-19 & Citations shortened 



                   21 
Appendix of Forms Moved to separate document 
▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲ ▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲

▲ 
501.02 Added text of Rule 2.121(d)  
501.02       1st note New footnote – added reference to 2.121(d) 
501.02 Grammatical error corrected 
501.03       2nd par. Rewritten; references to multiple copies deleted 
502.01       note at end of 3rd par. Citation to Stockpot shortened & date corrected 
502.02  Rule 2.126 added; Rule 2.127(a) amended; added 

subsequent citation history to Harjo 
502.02(a)    1st and 5th par. Rewritten 
502.02(a)    par. 6-8 Deleted - information can be found in 502.04 and 509 
502.02(a)    & note at end of 4th par. Rule number changes 
502.02(a)    last par. Grammatical error corrected 
502.02(b)    2nd par. Rewritten 
502.02(b)    3rd par. 1st sentence deleted 
502.02(b)    4th par.  Clarified; last sentence added 
502.02(b)    5th par. Added last sentence 
502.02(b)    note in 5th par. Citation form to rule corrected 
502.02(c)    new heading; new  
                   section 

"Confidential Information" 

502.06(a)    notes in 2nd par. Citations shortened 
503.01        note at end of 1st par.  Citation page number corrected 
503.02        note at end of 1st par. Citation shortened 
503.03        last note in section Citation shortened 
503.04        last note in 1st par. Subsequent case history added to Libertyville Saddle 
504.01        note at end of 1st par. Citation form corrected for Lukens 
504.02        note at end of 3rd par. Typographical errors corrected and citation shortened
504.03        first note in section Punctuation corrected 
504.03        note at end of 1st par. Full citations added to Western and ITT 
505.01        first note in 1st par. Page citation provided to CBS v. Mercandante 
506.01        last note in section Citations shortened 
506.02        first note in section Full citation added to Western 
506.02        note at end of 2nd par. Page number corrected 
506.03 Changed 2.104(a) to 2.105(c); changed 2.112(a) to 

2.113(c) 
506.02        note at end of 3rd par. Citation shortened 
507.01 Added text of Fed. R. Civ. P. 15(a) and (b); added 

text of Rule 2.115 and amended Rule 2.107; added 
third par. to reflect rule change  

507.02        2nd par. Added last sentence 
507.02        note in middle of 2nd par. Cases moved from appendix into text 
507.02        notes in 2nd par. Citations shortened 
507.02        note in 3rd par. Year of decision corrected in Eurostar 
507.02        last 3 notes in section Citations shortened and expanded as required 
507.02(a)    1st note in 1st par. Citations expanded in Boral and Flatley 
507.02(b)    last note in section Citation expanded in Boral 
507.02(b)    last note in section Subsequent case history added to Libertyville 
507.03(a)    1st par. Inserted "except as prohibited by 37 CFR § 2.107" 
507.03(b)    1st par. Inserted "except as prohibited by 37 CFR § 2.107" 
507.03(b)    notes at end of 1st  
                   and 2nd par. 

Cases moved from appendix into text and citations 
shortened 

509  Added text of Rule 2.120(a); 2.121(a)(1), (c) and (d); 



and 2.127(a) 
509.01(a) Added last par. 
509.01(a)    note at end of 3rd  
                   ("information") par.  

Clarified parenthetical for Procyon Pharmaceuticals  

509.01(b)    note at end of 5th par. Typographical errors corrected and citation corrected 
in Hobie Designs 

509.01(b)    note at end of section Parallel cite provided for Netcore 
509.01(b)(1) new heading "In General" 
509.01(b)(2) new heading "To Introduce Newly Discovered Evidence" 
509.02        2nd par. Deleted 
509.02        3rd par. Rewritten to reflect rules changes 
509.02        4th par. Clarified 
509.02        6th  par. Reference to multiple copies deleted; last two 

sentences restructured 
509.02        note at end of 6th par. Rule number corrected (2.12(a) changed to 2.127(a)) 
509.02        9th par. Grammatical error corrected 
510.02(a)    note at end of 2nd par. Citation for Toro shortened 
510.02(a)    note in 6th par. Subsequent case history added to Forest 

Laboratories 
510.02(b)    1st note in 7th par. Citation shortened 
510.03(a)    1st note in "Bankruptcy" 
                    section 

Citation corrected 

511             1st note in section Cases moved from appendix into text 
512.01 Title of Assignment Services Division corrected 
512.01        last note in 4th par. and  
                   1st note in 5th par. 

Citations shortened and cases moved from appendix 
into text 

512.01        note at end of 2nd par. Rule number change (2.113 to 2.113(c) and (d)) 
512.01        note in 3rd par. Rule number Change (2.113 to 2.113(c) and (d)) 
512.03        2nd par. Title of Assignment Services Division corrected 
513.01 Rule 2.19(b) amended 
513.01        1st note in 2nd par. Parallel cite added to Netcore 
514.01        3rd and 5th par. Rewritten 
514.01        note in 3rd par. Prior case history added to Aries and case name 

corrected in Mason 
514.03        note at end of 2nd par. Citation for International Harvester shortened 
515 Rules 2.130 and 2.131 amended 
515             1st and 3rd par. First sentence of each par. rewritten and last 

sentence added 
527.01(a)    note in 3rd par. Case added (Nobelle.com) 
527.01(a)    1st note in 2nd par. Electronic case name corrected 
527.01(e)  Cross-reference to TBMP § 523.04 moved from 

footnote to body 
527.01(e)    last note in section Cases moved from appendix into text 
527.02        last note in 3rd par. Citations shortened 
527.03        last note in section Page number added to Johnston Pump citation 
528.01        4th par. Last sentence restructured 
528.01        note at end of 1st par. Cases moved from appendix into text and prior case 

history added to Pure Gold 
528.01        1st note in 4th par. Citation to Corporate Document corrected 
528.01        note at end of 5th par. Citations shortened and prior case history added to 

Kellogg 
528.01  last note in 6th par. and 
                   both notes in 7th par. 

Citations shortened 

528.01        note in 4th par. New footnote - case added (Gasser Chair) 



528.01         note at end of 11th par. Case name corrected 
528.01         note in 11th par. Case added (Medinol ltd.) 
528.02         note in middle of 2nd par. Case name for Von Schorlemer corrected 
528.02         3rd par. Changed "extend" to "extended" 
528.02         note in middle of 8th par. Citation shortened and prior case history added to 

Kellogg 
528.02         note at end of 2nd par. Citation format for Lukens corrected 
528.03         note at end of 2nd par. Full citation provided for Pegasus 
528.05(a)     note at end of 4th par. Case name corrected for Freeman 
528.05(d)     note at end of 3rd par. Full citation provided for Raccioppi 
528.05(d)     note in last par. Case added (Interpayment Services) 
528.05(e)     note at end of 1st par. in  
                    "Internet" subsection 

Citation shortened 

528.05(e)     note in 4th par. Page number corrected for Glamorene  
528.06 Added text for FRCP 56(f) and TR 2.127(e)(1) 
528.06   last two notes at end of  
                    2nd par. 

Citations shortened 

528.07(a)     heading Deleted "or Avoiding" 
528.07(a)     2nd par. Added last sentence 

 
528.07(a)     note at end of 1st par. and 
                    1st note in 2nd par. 

Full case name provided for Vaughn 

528.07(a)     2nd note in 2nd par. Subsequent case history provided for Paramount 
534.02         1st note in 1st par. Page citation added to Hartwell 
534.02         1st note in 6th par. Full citation provided for Litton 
534.04         heading Deleted second "Fed. R. Civ. P." 
535              4th par. Expanded cross-reference to cover 66(a) defendants 
537 Rule 2.128(b) amended 
537              3rd par. Redundant phrase deleted 
537              note at end of 2nd par. Inserted "overlength" in United parenthetical 
540              note at end of 3rd par. Parallel cite for Alappat provided; prior case history 

for Fioravanti provided 
543              note at end of 3rd par. Full citation history provided for Curtice-Burns 
543              note at end of 4th par. Prior case history provided for Steiger 
▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲ ▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲

▲ 
601.02    note to "For information..." 
                    statement 

Citations shortened 

601.02         note to 3rd par. Parallel citation provided for Sunrise Jewelry 
602.01 Added text of new Rule 7.30 
602.01    Under heading 
                    "Abandonment prior to  
                    publication" 

Deleted statement that papers will be returned 

602.01    Under heading  
                    "Abandonment for   
                    failure to respond..." 

Added language limiting applicability to sections 1 
and 44 applications and added footnote reference to 
Rule 7.25 

602.01    Under heading  
                    "Abandonment for  
                    failure to respond..." 

Added new par. on 66(a) applications and footnote 
reference to Rule 7.30 

602.01  note to "For information..." 
 statement 

Full citation provided in cf notation 

602.02(a)     heading Changed to "Surrender or Voluntary Cancellation of 
Registration" 

602.02(a) Added Rule 7.30; rewritten to include voluntary 



cancellation of 66(a) registrations  
602.02(a)    1st par. Added language re who may sign surrender of 

registration; language deleted re certificate of 
registration 

602.02(a)    note in 1st par. New footnote – cite to notice in Official Gazette 
602.02(b)    heading, rules and text Changed to "Cancellation Under Section 8 or 71; 

Expiration Under Section 9 or 70"; added Rules 7.30, 
7.36 and 7.41; section rewritten to include 
cancellation and expiration of 66(a) registrations  

602.02(b)    note at end of 1st par. Typographical errors and citation format corrected in 
Checkers case 

602.02(b)    notes in 5th, 6th and 8th par. Citations to repeated cases shortened 
603             2nd par. Added statement regarding republication of 66(a) 

applications and footnote reference to Sections 68 
and 69 

603             5th par. Added language limiting applicability to 1 and 44 
applications and indicating that a 66(a) application 
may not be remanded; added footnote reference to 
Rule 7.25 

605.03(b)    2nd par. Added language re limitations on amendments to 
66(a) applications and registrations 

605.03(b)    3rd par. Rewritten to include 66(a) registrations and footnote 
reference to TBMP § 602.02 

605.03(d)    note at end of par. Full case name provided for Vaughn 
▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲ ▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲

▲ 
701 37 CFR § 2.121(d) added 
701             note in 2nd par. Reference to location of appendix of forms deleted 
701             note at end of 1st  
                   sentence in 4th par. 

Reference to 2.121(d) added 

702             1st note in 4th par. Repeated citation to LaMaur deleted; full citation 
provided for Litton 

702             2nd note in 4th par. Rule number changed from 1.2 to 2.191 
703.01(f)(1) note at end of 2nd par.  Stockpot citation form corrected 
703.01(f)(2) note at end of 1st par.  Full cite provided for Foods; citations shortened for 

articles 
703.01(f)(2) last note in section Citations to articles shortened 
703.01(h)    3rd par. Footnote referencing 2.123(g) added; information and 

footnote added related to new submission 
requirements of 2.126 

703.01(i) Heading changed to “Form of Deposition and 
Exhibits”; Rule 2.123(g) amended 

703.01(i)     1st and 2nd par. Sentence added referencing new rule 2.126 
submission requirements and 2nd par. deleted 

703.01(k)    note in last par. Page number for Sports Authority citation added 
703.01(p) New rule 37 CFR § 2.126(d) on confidential materials 

added; and text edited in last par. to reflect new rule; 
added subsequent citation history to Harjo 

703.02(l) Reference to new rule 2.126(d) added 
704.03(a)    last note and last information 
                   par. 

Internal cross-references corrected 

704.03(b)(1)(A) Text and footnotes added regarding assignments of 
66(a) registrations 

704.03(b)(1)(A) notes at end of 2nd and 
3rd par. 

Cases moved from appendix into text; repeated case 
citations shortened 



704.03(b)(1)(A) note in 7th par. Full citations provided for Electronic Data Systems 
and Jean Patou 

704.03(b)(1)(A) note at end of 8th par  Citations shortened 
704.03(b)(1)(A) note at end of 9th par Cases moved from appendix into text 
704.03(b)(1)(A) notes at end of 13th,   
                         14th, 15th & 17th par. 

Cases moved from appendix into text 

704.03(b)(1)(A) note at end of 16th par. Internal cross reference corrected 
704.03(b)(1)(A) notes at the end of the  
                         2nd and 4th par. 

Citation to article shortened 

704.03(b)(1)(B) note at end of 7th par. Cases moved from appendix into text 
704.03(b)(1)(B) notes in 8th par. Prior case history provided for Tektronix and citations 

shortened 
 

704.03(b)(1)(B) note at end of 9th par. 
                         and in 10th par. 

Internal cross references corrected 

704.03(b)(2)      note in last par. Citations shortened 
704.04       1st par. Internal cross references corrected 
704.05(a)   note at end of 1st par. Reference added to new rule for form of submissions 
704.05(a)   last footnote Internal cross reference corrected 
704.05(b)   note at end of 1st par. Cases moved from appendix into text 
704.07       note at end of 3rd par. Beginning page number corrected for Osage 
704.07       6th par. Edited for clarity 
704.08 1st par. & in Internet  
                  subsection 

Added subsequent citation history to Harjo 

704.08       note in 2nd par. Full citation provided for Weyerhauser 
704.08       note at end of 2nd par. Citation shortened 
704.08       note at end of 4th par. Beginning page and year of decision corrected for 

Volkswagenwerk 
704.08       note in 3rd par. from end Case added (Genesco Inc.) 
704.08       note in 8th par. Beginning page of Glamorene corrected 
704.08 note at end of 1st par. of  
                  Internet subsection 

Case added (In re CyberFinancial.Net) 

704.09       note at end of subpar. (3) Lower tribunal added to Wear-Guard 
704.09       note at end of 5th par. Lower tribunal added to Plus Products 
704.10       notes at the end of the 1st 

                  and 2nd par. 
Cases moved from appendix into text 

704.11       note at end of 1st par. Full citation provided for Miles Laboratories 
704.12(a)   note with examples of  
                  decisions re judicial  
                  notice  

Case added (In re CyberFinancial.Net); prior case 
history provided for Wella; beginning page number 
corrected for Total Quality; year of decision corrected 
for Astra Merck 

704.12(c)    note at end of par. Full citation provided for Tuxedo Monopoly 
704.12(d)    1st footnote Prior case history provided for Wella 
707.02(b)    note in 1st par. Page numbers corrected for Harjo 
707.02(c)    note in 1st par. Page numbers corrected for Harjo 
707.03(c)    note at end of 3rd par. Reference to rule 2.123(g) added and citation 

shortened 
707.03(c)    note in par. preceding 
                   three subparagraphs 

Case added (Genesco Inc.) 

707.03(c)    note at end of 4th par. Page numbers corrected for Harjo 
707.03(d)    note at end of 3rd par. Prior case history provided for University of Notre 

Dame 
▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲ ▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲

▲ 



801.02(a)    3rd par. Changed "§ 535" to "§ 536" 
801.02(a)    note in 1st par. Year of decision for CTRL corrected 
801.03 Rule 2.128(b) amended 
801.03        1st par. Rewritten 
801.03 Added section on confidential information 
801.03  confidential info. subsection  
   

Added subsequent citation history to Harjo 

802.04        note in 1st par. Prior case history added to Plus Products and 
parenthetical information added for Ethicon 

802.04        note in 2nd par. Prior case history added for Fioravanti 
802.05        note in 3rd par. Year of decision for U.S. Navy corrected 
805 Rule 2.131 amended 
805             1st and 2nd par. Modified 
806             2nd par. At "step (1)" Deleted reference to extra copies  
806             last par. Substituted "with" for "in the USPTO, addressed to" 
Appendix of Forms Moved to a separate document 
▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲ ▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲

▲ 
901 37 CFR § 2.145(c)(3) amended 
901.02(a)    note at end of 2nd par. Full citation history provided for Jewelers Vigilance; 

citation to Gal shortened 
901.02(a)    note at end of par. 3 Prior case history provided for Williams 
901.02(a)    note at end of par. 6 Parallel cite provided for Questor 
902.01        note at end of 2nd par. Rule 2.145(c)(3) amended and rule number changes 
902.02 Rule number changes; phrase added to 6th par. 

clarifying who determines timeliness of appeal 
902.04 Rule 2.145(c)(3) amended and rule number changes 
903.01 Rule 2.145(c)(4) amended 
903.03        1st par. Subsequent citation history to Harjo changed 
905 Rule 2.146(c) amended 
905             note at end of 3rd par. Prior case history provided for Miss Nude  
906.01 note at end of “Question  
                   of Fact” 

Subsequent citation history to Harjo changed 

906.01 note at end of  
                   “Conclusions of law” 

Added case (Custom Computer); prior case history 
provided for International Fragrances; parallel cites 
provided for Save Venice and Spraying Systems 

906.02        last footnote Case name corrected for Paolo 
▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲ ▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲

▲ 
1007           note in 1st par. Added cross-reference to Rule 2.107 
▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲ ▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲

▲ 
1101.02      last note in 1st par. Prior case history provided for Stockpot 
1103 Added text of amended Rule 2.73(b) 
1103.01(a) Added last par. regarding 66(a) applications 
1103.01(a)  note at end of italicized par.  
                    

Prior case history provided for Fleming 

1103.01(b)  note in 2nd par. Case name corrected for Morgan 
1103.01(d)(2) note in 1st par. Prior case history provided for Fleming 
1103.01(d)(3) note in 1st par. & at  
                      end of 2nd par. 

Citations shortened 

1104           3rd par. Added text  
1104           notes in 4th par. Page number provided for Georgia-Southern and 

citations shortened 



1106.04      1st par.  Added 1st sentence; after "due date therefor" inserted 
"setting discovery, trial and briefing periods;" 

1106.04      2nd par. Added text 
1106.04      3rd par. Changed "mails" to "sends" 
1106.04      note in 1st par. New footnote - added reference to TBMP § 1109 
1107           5th par. Changed "mailed" to "sent" 
1108           note in 3rd par. Citation corrected for DataNational; citations 

shortened 
1109           1st par. Added reference to TBMP § 1106.04 
1109           2nd par., 2nd sentence Deleted "After the time for answer has passed" and 

substituted "Along with the concurrent use notice"; 
deleted parenthetical in that sentence  

1109           note in 2nd par. Deleted redundant reference to TMEP § 1107 
1114           3rd par. Added language re amending 66(a) registrations 
▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲ ▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲▲

▲ 
1201.02      note at end of 1st par. Added reference to TMEP § 1501 
1202.01 37 CFR § 2.142(a) amended 
1202.01      note in 3rd par. Added reference to TBMP § 1205.02 
1202.02      note at end of 1st par. Added reference to TMEP § 1501 
1202.02      3rd par. Reference added to include electronic filing; 

footnotes had rule number changes; added footnote 
references to Rule 2.126 and TBMP § 1202.03 

1202.02      note at end of 5th par. Added reference to TMEP § 1714 
1202.03 Added Rule 2.142(a); added information on electronic 

filing of appeals; added footnote references to Rule 
2.2(g) and TMEP § 1714 rewritten to reflect new 
submission rule 

1202.04 Rule 2.85(e) amended - deleted "in connection with a 
petition for cancellation" 

1202.04 Edited to clarify fee and added footnote reference to 
2.141 

1202.05      note in 1st par. New footnote - added references to Rule 2.87 and 
TBMP § 1205.02 

1203.01      1st and 3rd par. Language added to reflect new rules  
1203.01 Rule § 2.142(b)(2) amended  
1203.02(a)  note at end of 4th par.  Rule number change 
1204           note at end of 4th par. Full cite provided for Live Earth 
1205.02      2nd par. Parentheticals added to define parent/child 

applications 
1207.01      note at end of 1st par. Page numbers provided for three cases; cases 

moved from appendix into text 
1207.03      note in 1st par. Cases moved from appendix into text 
1207.06 Title of office for letters of protest corrected 
1208.01      1st par. Case added to last two notes (Cell Therapeutics); 

Hudson News moved from last note to 2nd note in 
par. 

1208.03      note in last par. Case added (In re CyberFinancial.Net) 
1208.04      1st footnote Subsequent case history provided for Analog Devices 
1208.04      note in last par. Case added (In re CyberFinancial.Net) 
1209.03  Title of office for letters of protest corrected; added 

footnote reference to TMEP § 1715  
1213           subpar. (3) and subsequent 
                   discussion relating thereto 

Rewritten to encompass 66(a) registrations 



1214           note in 1st par. Cases moved from appendix into text 
1215           note in 1st par. Cases moved from appendix into text 
1218           note in 1st par. Case added (In re Societe D'Exploitation) 
Appendix of Forms Moved to a separate document 
Table of Authorities Updated and Reformatted 
Subject Matter Index Updated 
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